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Lathax v. Fobob avd Pabsntbau. 

D0OUM Vtomkber 4, 1897 
89 O. 0. 1«^ 
1. XvnBVBBBIfCS— MOnOM TO DlSSOLVS. 

A motlQii to diatolve mi intwfer«no6 OMittot properly be baeed upon gronnde 
uising out of the testimony taken on the qneetion of priority^ since the ques- 
tions inrolTed in eneh motion liare notUng to do with the actions of fthe appli- 
oants in making the inyentioii or lednolng it to practice or with anything not 
appealing ftom the applications themseWes. 

9. Baio— fiAX»— FouwDAnoK ov ApPUOAarrs' Bionis. 

Since the application is the absolnte foundation of the applicants' rights and 
cannot be modified or limited by some other document or statement, the Exam- 
iner is bomd by the language of the applicatioUi and nothing else, in d^laring 
an interteence and also in considering a motion to dissolye. ^ 

8. Sau— SAMB—VABiAiroa Bi T WH STAnifnirr ahd Proov. 

Hie Ihet that the iuTention referred to in the testimony is not the same as 
that coTered by the issue is no ground ibr a dissolution of the interferencci but 
is mntter within the jurisdiction of the Examiner of Interfirencesy who has the 
etzcluslTe right to determine the competency, construction, scope, and legal 
meaning of the OTidence introduced and to dedds whether it covers the same 
iuTention as that inrolTed in the interference. 

4. 8ax»-Sam>— DsLAT nr Pusikizvo Motion. 

TbeflMlthatnegotltttions were pending between the parties witha viewtoa 
settlement of the contest without proceeding with the interference is no ralid 
excuse fiir delay in presenting a motion fbr dissolution, since the delay which 
will be exoused must be caused by circumstances which have something of a 
compelling power. 

Ox Pbtitioh. 

12782 ^1 



2 DECISIONS OF TH£ COMMISSIONER OF PATENTS. 

HACIIINKBY rOR COVKUUXa TUK IIEA1>8 OF KYKLBT8. 

Applicatiou of Albert Latkain filed March 24, 1896, No. 584,608. 
Patent granted William 11. Force and Mazime O. Parenteaa December 
10, 1895, No. 551,079. 

Mr. WiUiam 8. Bellotcs aud Mr. F. A. Lehmann for Latham. 

Mr. B. F. Hyde and Mr. Wallaoe A. Sartlett for Foroe and Parenteaa. 

Obeeley, Acting Oommissianer: 

Thifs itt a petition by Force and Parenteaa aiking that the above- 
entitled interference be remanded to the Primary Examiner for the 
consideration of a motion to disaolve. 

Testimony on the question of priority vae taken, and on June 10, 
1807, a decision was rendered by the Examiner of Iiiterferencei on the 
question of priority in favor of Latham. On Jan# 26 Foroe and 
Parenteaa filed an appeal to the Bxaminers-in-Ohie(^ and on Angast 5 
they filed a motion for dissolntion. This motion was dismissed by the 
Examiner of Interferences on the ground that he no longer had Joris- 
diction of the interference, and his action was affirmed ob appeal to the 
Commissioner. Thereafter motion was made belbre the Bxamfners-ia- 
Chief that the case be remanded to the Examiner of iBteffereooes, and 
this motion was dismissed for lack of Jurisdiction. Thereapon the 
present petition was filed. 

The petition asks for a consideration by the Primary Examiner of 
the following grounds for dissolntion: 

Fint. No intorteenoe in Uc% eziits between the inveBtIca ilsMribsd by Lfttham 
in his ttttimoay sad the inyontton of thoM pattnteeo. 

floeood. Thai thoro hst been saoh imguhurity in doeloring the ■siiio as will yra- 
olndo a proper determittation of the question of priority. 

Third. That the olainis sre not patentable to Latham. 

Fourth. That Latham hoe no right to make tbe olaims. 

In tbe affidavit accompanying the original motion it was stated as a 
reason for the delay in bringing it— 



that in the opinion of the affiant tho application of the lalcl Latham * • * 
not and is not based on the same invention retered to in tiis testimony of tho said 
Latham. That this wss a matter whieh oould not bo known nntil the teetimoay 
was taken, sad that therefore affiant wosthns prooladed from making this motion 
within twenty days after the deolaration of Inturteeaoo proper, as prortiM by -the 
mles. 

In support of the request fi>r dissolution It is stated in the present 
petition— 

that the inrention diselosed by Latham in his appUeatioa and the inTenHon dia* 
oloeed in his testimony are not identieal, bat dissimilar. Thai in his apptteation, 
oopied substantially from the patent ol these pateateesi Latham sets up elaima 
which ore nnworronted by hii experiments as desorlbed in his testimony. The 
speoifleation and elaims of Latham do not suggest that he always employed a cut- 
ting as well as a molding process, while his teetimouy clearly proTce that the mold- 
ing process, aM a separate step and anaeoompanied by a catting prncecs, was nsTor 
^watesipla t sd by hisk 
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It is i4>iiareiit from these statements tbat the motion is based on 
gronnds arising oat of the testimony taken on the qaestion of priority, 
and this is eontrary to the established practice of the Office. (Thorn' 
mm and Unbehend y. Hisleg, G. D., 1894, 43; 66 O. O., 1596.) 

In regard to the subject-matter of the motion itself it is noted that 
in so fiur as the questions involyed in a motion for dissolution are con- 
eemed it is immaterial whether the invention disclosed in the applica> 
tion of Tiathaw is or is not the same as that covered by his testimony. 
The qnestions involved in sndi motion lelate to the applications them- 
selves and have nothing to do with the actimis of the applicants in 
making the invention or nedocing it to practice or with anything not 
appearing from the applications tiiemselves. The following statem^at, 
qnoted at length from Goounissioner Hallos decision in Faure v. Brad- 
ley and Crocker v. Cowla and Oowlee^ (O. D., 1888, 120; 44 O. 6., 945,) 
contains a very clear and foil discussion of the question involved, and 
flie conduslons therein veaehed -are applicable to the present case and 
aia ooncSnsive of tiie petitaeiaers^ rights : 

The Primary £xamiD«iry whan oonaidering tlie mertto of an applieation or deelar- 
ing an interference^ must look alone to the langnuge of the appUeationii. The appli- 
eation in the procedore to obtain a patent, ^^^t strictly •peaking, a motion to die- 
solve an interference cannot bo predicated npou something fonnd in a preliminary 
statement^ or aoything dtiher$ the application. 

Much ie eaid in the argument in this case abont reading Fame's application in the 
light of his foreign patents ; but this is an inapt manner of stating the matter. His 
application cannot be read in any other light than its own for the purpose of declar- 
ing or dissolving an interference. The iqpplication is the absolute foundation of the 
applicant's rights. It would be strange, indeed^ if the claims of an application 

eoold be modified or limited by some other document or statement. 

• •#•••• 

Then, we must be bound by his application and nothing else in declaring an inter- 
teence, and so, aiso^ in considering a motion to dissolve. Faure's foreign patents 
eanaot affect the phraseology of his specifications or broaden or limit the claims 
wlkieh are set forth in his application. Tlie application comes into the Ofllce alone, 
without luggage or companionship, and it must be so regarded at all stages until 
it is i^ected or aUowed. 

What, then, is the proper course, in view of tlie questions presented by Bradley 
and Crocker and Cowles and Cowlesf They insist that the invention covered by 
fame's Ibnign patents is ndt the same as that involved in the issues in interference, 
and that thevafore Faure is not entitled to the dates shown by them in this contest. 
!f this be true, no one will deny that Faure cannot avail himself of the dates of 
those foreign patents; but how are we to determine if it be true that the foreign 
patents do not cover the same invention f Appellants say we desire to establish the 
£Mt before the Primary Examiner on a motion to dissolve, and if he holds against 
na on the fact tlien we claim the right to appeal to the Commissioiier and take his 
ultimate Judgment. But the complete answer to this is that such a question relates 
to a eonaidaration of the evidence adduced on the trial of the issue in interference,, 
with which the Primary Examiner haa nothing to do» The latter declares the issue 
in interteenee upon the statements of the application, which set Ibrth only that 
the applicant claims to be the first original inventor, with a description of the 
invention. When this interference, deelared upon the application aloie^ is made, 
the jurisdiction of the Primary Examiner ooases and the case goes to the Examiner 
«f InlsvfcMDces for mors specific (preliminary) statements as to dates of invention. 
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aod for eTidence and trial— allegation, proof, and decision. If, after a preliminary 
statement had been receiTed or some of the proof had oome in, one of the parties 
should move to dissolye because something in the statement or proof showed that 
one party could not take as early a date as claimed in the preliminary statement 
and ask to have his motion referred to the Primary Examiner to decide, it would be 
an attempt to ask the Primary Examiner to exercise the jurisdiction of the Exami- 
ner of Interferences and decide a question of priority upon a part of the eTidence 
only. 

Now, Faure has pleaded the dates of his foreign patents as the dates of the inven- 
tion involved in these issues. He has the right to bring in those patents as evi- 
dence in support of his allegation. They either will or will not support it. • « * 
This whole subject belongs to the Examiner of Interferences as a trial court, and is 
entirely foreign to the Jurisdiction of the Primary Examiner, who declares the 
interference. The Examiner of Interferences has the exclusive right to determine 
the competency, construction, scope, and legal meaning of the foreign patents or of 
any other evidence introduced, and to decide whether they cover the same inven- 
tion as that involved in the interference. 

For the reasons given above it is i^lear that the allegations of the 
petitioners do not famish a proper basis for a motion to dissolve. 

It is virtually admitted that the application of Latham, considered 
alone, is for the same invention as the petitioners' patent, for it is 
stated that such application was ^^ copied substantially from the patent 
of these patentees.^ 

The third and fourth grounds for dissolution seem to relate to mat- 
ters which should have been known prior to the taking of testimony, 
and there are no good and sufficient reasons given why motion for 
dissolution on these grounds was not made within the twenty days 
allowed by the rule. It is alleged that negotiations were pending 
between the parties with a view to a settlement of the contest and that 
the motion for dissolution was not made as early as possible because it 
was thought that it would be rendered unnecessary by an agreement 
being reached. This misunderstanding of the parties or their attor- 
neys is obviously no valid excuse for the delay. The delay which will 
be excused must be caused by circumstances which have something of 
a compelling power. 

There are in this case no circumstances that would justify the trans- 
mission of a motion for dissolution after a decision on priority by the 
Examiner of Interferences. Bole 120 provides for the consideration 
of questions which if presented at the proper time would furnish a 
basis for a motion for dissolution, and in most cases the interest of all 
parties will be best served by postponing the consideration of such mat- 
ters until final hearing by the Commissioner, as provided in the rule. 

The petition is denied. 
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Ex PABTK KDpPEB. 
Deoid^ Nwewiber 16, J897. 

82 O. G., 186. 

Appucatiom—Strikino from the Filks— No Rxply to Order to Show Caubr. 

Whero an application as filed appears to liaTe been changed after being exe- 

ented and the applicant makes no showing in reply to an order to show oanse 

why it should not be stricken from the files, Held that it will be stricken from 

the files under the proyisions of Rule 81. 

Order to show oaase. 

M AMUFAOTURB OF HOLLOW OLABSWARR. 

Application of Theodor Ktlpper filed Aagost 11, 1897, No. 647|879. 
Mr. 0. B. JRekheli for the applicant. 

Grbxlbt, Acting OommisHaner: 

The application papers in the above-noted case as filed appeared to 
have been changed after having been executed, since the ribbon passing 
beneath the seal of the United States consular officer before whom the 
oath was taken had been cnt 

The applicants attention was called to this fact and to the instrnc- 
tions to the diplomatic and consular officers of the United States issued 
by the Secretary of State in regard to the manner of attaching the seal 
and ribbon to applications for patents, (79 O. G., 1369,) and he was 
called upon to show cause on or before November 10, 1897, why his 
application should not be stricken firom the files under the provisions 
of Bnle 3L 

This action was in accordance with ex parte AUmamn^ (0. D., 1897, 52; 
80 O. G., 147&) 

Fo showing has been made or attempted to be made, and therefore 
it is directed that the above-entitled application be stricken firom the 
flies of this Office. 



Ex PABTE Fernandez. 

Vmided NM>ewib0r U, 1897. 

82 O. G., 1S6. 

Rxissua— Cancellation or Allowxd Claims— Mistakr or OFrios. 

Tha flMt thftt ftn applicant by mistake directs the oaooellatiou of certain 
allowed olalnis, and in coDseqaence a patent with fewer cUinis than his inven- 
tion warranted was granted him, does not warrant the presamption that the 
mistake was dne to the fanlt of the Office, and a reissne will not be granted on 
the groand that the mistake was dne to such fault. 

On PsnnoN. 
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CAR-FKin»KK. 

Patent granted to Manuel Fernandez September 14, 1897, Ko. 590,187. 
Mestrg, Toumsend Bros, for tbe applicant. 

O&EBLEY, Acting €atHmtnumer: 

This is a petition for tlie reissae of the above Letters Patent on tbe 
ground that a mistake on tbe part of tbe Office was committed in tbe 
prosecution of the application, whereby tbe number of claims was 
reduced to four instead of being more than twice that many, as appli- 
cant claims there should have been« 

It seems that a number ot chums were deemed allowable, but that in 
the letter of July 2 the Examiner rejected claims 1, 2, 3, and 4. In an 
amendment filed July 13 occurs this expression : ^' Howerec, in order 
to avoid Examiner's objection, we amend the claims to read as fiiUows." 
Then fDOowed four cfaums. Upon the receipt <^ this amendneiit the 
Examiner directed the cancellation of all the claims in the ease and 
tbe substitution of those filed July 13. The applicaat contends thai; 
this was a mistake on the Examiner's part; that he should have con- 
sidered this Amendment in connection with the previous history ci the 
case, and that had he done ao he would have knewii that the elaims in 
question were intended merely as substitntes for the previous fMur 
claims rejected. 

There is nothing in the amendment in question to show that the 
applicant intended to cancel merely these four claims and there is 
nothing in the history of tbe case which would i^eclude the belief diat 
he intended to cancel all tbe other claims in tbe case, since all the 
daims were directed to substantially the same subject-matter, either 
narrowly or broadly expressed. 

While the circumstances as narrated show with apparent deamess 
that a mistake was made, they do not seem to warrant tbe presumption 
that the mistake was due to any &ult on the part of the Office. The 
instruction to cancel the claims in the amendment of July 13 was dear 
and could reasonably have been read as applying to all the daims in 
the case. 

The petition is denied. 



Kkight r, Morgan. 

DeeUM Ni^cembar IS, JL897. 

82 O. 6., 187. 

iHTBRnsRiciraB— Motion to Supprxss Testimont— Practici. 

Where the questions ptesented by a motion to snppress testimony inTolve a 
oonaideiation of the entire reoord, sndh as is necessarily given ou the merits of 
tbe ease, it is the established practice to postpone saeb consideration nntil the 
case oomes up regolarly for final decision on the qoestion of priority. 

Apfkal on motion. 
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KLKCTRIC CAR-MOTOK. 

Api^ication of Walter H. Knight filed December 24, 1804, No. 532,785. 
Application of Edmand C. Morgan filed March 24, 1802, No. 4264U5. 

Mr. George JR. Blodffett for Knight 

Mr. F. T. Brawn and Meeere. Brown A Darbp for Morgan. 



Obsslbt, Aeiing 

This is an appeal by Knight from the decision of the Examiner of 
Interferences on a motion by Morgan to suppress certain testimony 
taken in the above-entitled interference. 

The motion to suppress testimony was noticed for hearing before the 
Bzaminer of Interferences on the same day as that set for final hearing 
on the merits. In the decision on priority the following statement in 
regard to this motion was made: 

In the oplnioa ef the Ezamiiier, the depoeitioiis of Peanon, Roarden, Ljneh, oad 
Xni|^t are m&nlj onmnlati ve and not proper rolmttal. No com Ideration will there- 
Ibre bo giTon taid tottimoDy la arriving at a deoliion in this caae, and to this oztont 
the motftott is giaatod. Tba depoaltion of tbo witness Bentlsy is believed to be 
pfoferly introdoeed to r^nt the teetinoDy of Morgan's witnossos Batss and Boyd. 
Bentley's deposition is aereevor held to sontain relevant an 1 material mattet. Said 
depeettten will therefore be eonsidered by tlto Kxaniiner. 

On Septeoiber 29, 1897, Knight filed this api)eal ftom the above ml- 
ittg and on the same day appealed to the Examiners-in-Oliief on the 
Bserits. 

A consideration of the qnestion as to whether tbe action ef the Bzam* 
iner of Interferences was or was not correct wonld involve a considera^ 
tion of the entire record, snch as is necessarily given on the merits of 
the case. It has been the established practice to postpone such con- 
irideration natil Anal hearing, and I see no good reason for departing 
from this practioe. 

Baoh tribonal that passes npon the merits necessarily passes ni)on 
fhe qoestions presented in this appeal, and therefore it seems best to 
postpeoe this qnestion nntil it is bronght np regularly on appeal on 
fhetaaritSt 

This Appeal is dismissed. 



Ex PABTB Walworth Man ufaotubino Comfaii t. 

J)9oUM lMe$mber JO, 1897. 
83 O. G., 1S7. 

1. AaavnoKBD AFPuciTioir^PiTiTioK ron Come to Bn Usin zk Court. 

A iUtem>at that eopiee of tu alleged abandoned appll«Ation, ideatifled, ere 
neeMMiy ISw Sefcaet in a eait doei not eeeetltate suflleient groiond for granting 
the petition. 
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2. Same— Same— Right of Appucant to Be Heard. 

Under no ciroumstanoes should a petition for copies of an abandoned appliea- 
tion be gnmted without opportunity for a hearing on the part of the Applioaat. 

In the Hatter of the petition of the Walworth Manufacturing 
Company for copies of abandoned application of Obarles Jenkins for 
automatic air-valve^ filed December 21, 1891, No. 416|781. 

Geeelxt, AeHng OammissUmer: 

This is a petition for copies of an alleged application identified by 
serial number and date of filing and name of applicant and also alleged 
to have been abandoned. The petitioner has filed an affidavit in which 
he sets forth the foregoing alleged data and also that the applicant has 
patented an invention upon which the petitioner is now being sued. It 
is ueoessary, he says, for petitioner's defense that copies of such 
alleged abandoned application be obtained. The reason of this neces- 
sity is not apparent So connection between the patent and the appli- 
cation is alleged in the affidavit, and, fhrthermore, no connection or 
relation between the application and the suit is stated. 

Under no circumstances could this petition properly be granted with* 
out a hearing on the part of the applicant of the abandoned applica- 
tion. It would be contrary to good policy to grant such a hearing 
without prima facie showing of reasons why the i)etition should be 
granted. In my opinion no such showing has been made. No hearing 
will therefore be had upon this petition. 

The petition is denied. 



MoOoNNBLL V. Lindsay ind Tonnbe. 

DeoUM Novmb€r 11, 18S7. 
82 0. 0.| 887. 

INTBRFERBNCX— PRELIMIITART STATEMBNT—AHEXDlfRHT. 

Whore it appears that a mistake was made in a preliminary statement 
through a misnndorstanding by the applicant as to what oonstitnted a redno* 
tion to practice, HM that (amendment should be i>ermitted if no change is mads 
in the date of conception and disclosure alleged in the original statement. 

Appeal on motion. 

VILTBR. 

Application of Virgil H. McOonnell filed December 26, 1895, IJTo. 
57s361. Application of Wm. B. Lindsay and Wm. B. Tonner filed 
October 28, 1896, No. 667,143. 

Mean. Wilkelm A Banner for McGonnell. 
Mturi. (fMeara di Co. for Lindsay and Tonner. 
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Gbebley, Acting Commissioner: 

This is an appeal by Lindsay and Tonner from the decision of the 
Examiner of Interferences granting McOonnell's motion for leave to 
file an amended preliminary statement. 

The original statement alleges that the invention 'was reduced to 
practice daring the month of May, 1895, and it is desired by the 
amended statement to fix the date of redaction to practice as Feb- 
ruary, 1895. It is stated that the machine first alleged to have been 
completed in May was as a matter of fact completed for all practical 
purposes in April and was merely nickel-plated in May, and it was due 
to a misunderstanding as to what constituted a reduction to practice 
that the date was given as May. It is alleged, ftirther, that a smaller 
machine was completed in February, but that it was a practically 
operative machine and was a reduction to practice. 

The amendment makes no change in the date of conception or of 
disclosure originally alleged, and, under all the circumstances, the 
amendment should be received.- 

The decision of the Examiner of Interferences is affirmed. 



Ex PASTE Babbt. 

Decided December S, 1897 

82 O. 0., 337. 

ISTKRFXRXHCB— Divisional Applications — Subjkct-Mattkr of Original Appu- 

CATION. 

An applioatlon should not h% admitted into an interference as a dlTision of 
another unless it corresponds with it in all respects save as to extent of dis- 
closure. Immaterial differences can be omitted without injury, and material 
diffiBrencea are obvionaly improper. 

On Petition. 

MAIL-MARKING MACHINS. 

Application of William Barry filed October 26, 1897, No. 656,461. 
Mr. H. S. Peek for the applicant. 



Gbbbubt, AeUng 

It seems that Barry had an application which was pnt into inter- 
ference and that the present application was filed as a division of the 
former one. Upon examination of the present application the Examiner 
found that it differed in some respects from the disclosnre of the former 
one. These differences are not the snbject of the interfering claim, but 
it is represented by the petitioner that they disclose old and well- 
known parts substituted for new and improved parts in the application 
which it is his desire to withhold, for the present at least, from the 
knowledge of the other interferant 
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Tliene dlficrem^es arc iniiuaterial or they are iiot. It' tbcy are imma- 
terial, they could have been omitted from the prciieut application, or 
their presence might have been suggested by conventional fiigns. If 
they are material, they are of comse improperly present in a so-called 
^^ divinonal application.^ The Examiner'i» position in refiising to regard 
tliis as a divisional application is strictly in accordance with the pre- 
vailing i^ractiee and the decisions apon which it is based. In order 
that an application «iboald be propwly considered a division of a 
I^arent one, it is necessary that it should in no respect differ from the 
X>arent case in tiie way of disdosore exoept as to the extent of snch 
disclosure. 

The petition is denied. 



Ex PABTB TAIXMAH. 

Thdded lieotmOt^ 7, 1S97. 
82 O. C, 3:^7. 

1. DSfiliiN — STKITCIUUKS HaVINC MoVAHLK PaKTA— rAll-:NTADIUTY. 

A cau-oi»ener proTidwl vitli what wim deseribod in the ftppHcaticHi a« a " bliide- 
holder/* which could be mi>ved lUoii^ un <ipeiUiig in the body, ewuiot be patented 
as a deslgiL. The doeign law wae aever intended to apply to strnetaree haring 
movable parts. ( Kx^rie Smith, C. ]>., 1897, 170; 81 O. G., 669.) 

2. 8amb — Samr — Kfkkct of. 

The eire<'t of a movable |Mut la a stiiustiire whieh Is the sabject <»f a deetgii 
patent Is to change the form or contour of the structure ns the part is shifbed. 

On Petition. 

I>IMI(1N V(m A CAN-OI*BNKK. 

Application of Stephen L. Tallman filed May 3, 1807, No. a34,d49. 

Mr. Harry K. Williams for the applicant. 

Gbsbley, Acting Commissioner: 
This petitioner asks — 

that the £zaminer in charge of said application be advised that the claims presented 
are not for an apparatus bat for a deaigny that the specification accompanying those 
claims sets forth and describes a desiga and not an apparatus, and that the drawing 
shows the design described and claimed within the BManlng and intent of the statute 
made and provided for the patenting of designs and witiiin the scope of the decidoua 
of the courts relating thereto. 



The subject of this application is an alleged design for a can-opener« 
The opener is provided with what was described in the original a^ipli- 
cation as a << blade-holder ," which could be moved along an opening in 
the body. Beferenoe to this movable featnre was omitted in a subse- 
quent description ; but the existence of such feature is indicated by tlie 
submission therewith for consideration of two claims, one for a design 
for the body and tlie other for a design for the cutter. 



DSCniONS OF THE COMMISSIONER OF PATEIVTS. 11 

The Examiner matntains that the Babject-matter of this application 
Is not for an article of mannfiustare, bat for an apparatos; that while 
an article of manaikctnre is by law a sabject for design an apparatus 
Is not, and that qnesti(»is of shape cannot be involved in an appara- 
tus like this. Another objection urged by the Examiner is that tbe 
eiistence of the two claims in question shows that even if the appara- 
tus be construed as an article of nanafacture the applicant does not 
daim the entirety, and that without this no design patent can issue. 

The applicaiit asserts that it is the appearance of the whole can- 
epeiier which he wishes to pvotect by a dcs^ paleBt, smd that he has 
set forth the can-openor as an article of manufacture and has shown 
the parts which go to make up such an article. If he eliminate one of 
these parts, he says, the appearance of the article would be changed 
and there would not be left the design of the can-opener, which was 
invented by the applicant. He ciOls attention to a design patent which 
showed a stove $aki In which there was a daim for the design Ibr the 
legs, for the design for the base portfoD^ for the dcs^ for the reser- 
voir, for the design for the oven-door, etc. 

The applicant appears, however, to have lost sight of the fact that 
the design law was never intended to apply to structures having mov- 
able parts. {Ex parte Smith, 0. D., 1897, 170; 81 O. G., 069.) If his 
intentfon were to make the device all in one piece, as by casting, a 
daim for the structural design might be jn-oper; bat it is obvious that 
at present as the knife is shifted the form or contour of the artide will 
be changed. 

The petition is denied. 



MALTBY r. MlBHLE. 

IhtUM JmMumrjf 2G, 2S98, 

S2 O. O., 740. 

IXTKKrBRBircB-^AMmmnro Prbuminary Statbmkmt— Modbl. 

The ofigfaml pnlimiiuury stotomeDt set forth ihmt the inTention wm diaelMed 
l» othgis in Msreh, 1806, and thfti a working model wm made in NoTomboTy 1895. 
A. moiloB WM BUide to asMnd this itatenMnt to tot forth that a model waii made 
in Mareh, 1806, which model is a differant one from the one made in NoTember, 
and the faet that it hod been made wae not remembered nntll attention wae 
eaUed to it b j proposed witneeeee in the ease. Held that as tbe proposed amend' 
neat does not change the date of ccnceptJon, disclosors, or rednction to prac- 
tice— the Tital allegationH in any preliminary statement — ^tho statement may be 
amended. 

Afpxal on motion. 

vKLOcxFiinie. 

Applicatfon of Douglas F. Maltby filed January 15, 1897, No. C19,d01. 
Apiriieation of Bobert Miehle filed October 23, 1895, No. 566,610. 
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Messrs, Brawn & Seward for Maltby. 
Messrs. JEUiott dk HopJcim for Miehle 

Qbxejmy J Acting Oommissionet: 

This is an appeal by Maltby from the decision of the Examiner of 
Interferences denying his motion to amend his preliminary statement. 

The original statement set forth that the invention was disclosed to 
others in March, 1895, and that a working model embodying the issne 
was made in November, 1895. The only change in the original state- 
ment made by the proi)osed amendment is the allegation that a model 
was made in March, 1895. This model is stated by Maltby to be a dif- 
ferent one from the one said to have been made in November, and it is 
alleged that the fact of its having been made had escaped his memory 
until it was called to his attention by some of the proposed witnesses 
in the case. 

The proposed amendment does not change the date of conception, 
disclosure, or redaction to practice, and these are the vital allegations 
in any preliminary statement. 

Since there is no change in the date of disclosure, this case is not one 
of those in which a party after discovering the dates of his opponent 
wishes by amendment to carry his date of conception back to a time 
prior thereto, and therefore the reasons for making the rule in regard 
to amendments strict in such cases do not apply to the present case. 

A letter has been filed on behalf of Miehle objecting to the appeal of 
Maltby as not having been filed within the limit of appeal; but this 
objection is not well founded, as the limit of appeal expired October 26, 
1897, and the appeal was filed October 25, 1897. 

Under all of the circumstances the amendment should be permitted, 
and therefore the decision of the Examiner of Interferences is reversed. 



Ex PARTE Brand. 

DeMed December 15, 1897. 

82 O. O., 898. 

1. Appucation, Datr op Piling as Complktk— In formality in Papers — 
Residencf. of Applicant. 
The several parte of an application for a patent wore illed in the Patent Office 
on October 20; 1897; bat the petition, specification^ and oatli were informal in 
that the residence of the applicant was not stated, as required by the mies. 
These papers were returned as informal, and on October 26, 1897, complete and 
formal papers were filed and the application given the latter date as the date of 
filing. On petition to change the date of filing from October 26, 1897, to October 
20, 1897, Held that the application was not filed legally oomplete nntil October 
26, 1897, and the petition denied. 
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2. Sams— Samx—Samx— Examination of Appucation. 

Where an applicant contends that the application -was complete and ready for 
examination in accordance with tbe rules and statutes, although the residenoe 
▼as not given, and urges that the residence is not essential to the progress of 
the application through the OfBoe and could be supplied hj the attorney at any 
time before the payment of the Anal fee. Held that these contentions cannot be 
granted. Rule 30 specifies what papers or things constitute a complete appli- 
cation, and other rules define the requisite of said papers, one of these being the 
residence of applicant. Au application cannot be given a date as a complete 
application for examination until the residence is given. 

On Petition. 

RSVSR81BLK ItAM^GRII* FOR IRON BEDSTEADS. 

Application of George Brand filed October 26, 1897, No. 656,475. 
Me$8r$, Toumsend dk Decker for the applicant. 

Qbbeley, Acting Commissioner: 

This is a petition asking thstt this application be given the date of 
October 20, 1897, as tbe date of filing instead of October 26, 1897. 

The several parts of an application for a patent were filed in this 
Office on October 20, 1897; bnt the petition, specification, and oath 
were informal in that the residence of the applicant was not stated, as 
is required in the rales. These papers were accordingly retnmed as 
informal, and on October 26, 1807, complete and formal papers were 
filed and the application was given the date of October 26 as the date 
of filing. 

It is contended by the i)etitioner that the application was complete 
and ready for examination in accordance with the requirements of 
Bale 30 and sections 4888, 4892, and 4893 of the Revised Statntes on 
October 20, and that therefore it shoald have been accorded that date 
as the date of filing. He urges that the residence of the applicant is 
not essential to the progress of the case through the Office and could 
have been supplied by the attorney at any time before the payment of 
the final fee. 

These contentions cannot be granted. Bule 30 specifies what papers 
or things constitute a complete application ; but other rules define the 
requisites of those papers. For instance, the oath referred to in Bule 
30 means only one complying with the requirements of Bule 46, for 
otherwise Bole 30, which merely requires an oath, without defining 
its character, would be absurd on its face. Bule 46 requires that the 
residenoe of the applicant be stated, and this requirement of the rule 
was not complied with in the oath filed October 20, and therefore that 
oath could not be received as a legal and proper oath forming part of 
a complete application under Bute 30. 

If the residence of the applicant had been omitted in the specification 
alone, the error might have been corrected by amendment^ as suggested; 
tmt the oath is not subject to amendment and therefore could not have 
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been correeted in the name way. It is true that the merits of the 
application might have been determined from the papers filed October 
20, which omitted the residence of the applicant; bat the same woold 
have been trne if the entire oath had been tmiittedy and therefore this 
is not a proper test of the petitioner's rights. It is well settled that an 
oath is a prerequisite to the grant of a patent and is a necessary part 
of a complete application, and until it is filed the application is not 
legally on file. The following statement by Commissioner Spear in 
ex parte Beginboihetm (G. D., 1875, d3; 8 CO., 237,) is pertinent and 
indicates the uniform holding of the Office on this subject: 

Tho oath is a pieieqaiaite to the granting of a patent. It was so held by Judge 
Story in the very ease in which he held the patent valid, notwithstanding the infor- 
mality of the oath, ( JF%iit«aiore v. Cutter, I Gal.,) and other conrts have found the 
same; but, becaase the conrts have snstaiiied patents where some of the prerequi- 
sites to their granting have been ignon^d or dispensed with by the Office, it by no 
moans follows, as contended by the present applioant, that it is a matter discre- 
tionary with the Commissioner. On this point the eonrt, in the ease of Crompi^m y. 
Belknap 3/i/Zs, 3 Fish., 987, althongh holding that, whether the oath were taken or 
not, such an omission would not invalidate the patent nor aifect its reissue any 
more than if the fees required by law had not been paid, yet at the same time 
observed that both were direetory and not to be dispensed with, proceeding on the 
ground that the patent aiforded a conclnsive presumption that the requizements of 
the law were complied with in issuing the patent, but not in the slightest manner 
justifying tho Office in disregarding those requirements. 

It is obyioQS^ furthermore, that an oath which does not comply with 
the requirements of the law is legally no oath and can be given no 
force or effect The rule requiring the residence of the iqiplicant to be 
stated has the same force that it would have if incorporated in the 
laws enacted by Congress. As stated by the court in KoeeUin and 
Witt y. MarbUj Cammi$sionerj (0. D., 1882, 442; 23 O. O., 1365:) 

Congress, in creating tlie Patent Office, has by express legislation given that 
Office the power to cnaot rules for its eonduct. Those rules, if they are within the 
powers of the Office, are Just as authoritative as the laws of Congress ittell^ if 
within the limitation of its powers. 

The residence of the applicant is required as a means of identiAea> 
tion and the requirement is held to be reasonable and within the power 
of this Office to make. 

The application was not filed legally complete until October 2&y 1807, 
and therefore the petition is 
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Ex VARTB OSBORN. 

82 O. G., 894. 

1« SBomriirG Cask— Ai>ditk>kal Cijumb. 

Wlicre after a ducMioii of the ExamiiMEa-iii-Cliief a petition iH made to reopen 
m case for the eonaideration, by the Primary EsLamin^^r, t»f aiUlitional claimM, and 
the only reaaon advanced an to why the proposed claims were not presented 
hefore final oimaideratioii of the ease by the Primary Kxarain<»r is that the attor- 
ney then in charge of tlm cano did not appreciate the necessity of presenting 
imeh claims, Held that th« failure to prtsseiit them sooner was dne merely to a 
supposed error in Jndgment, and the iivtitioii denied. 

3. Samk— Samr. 

The rale againnt the admissi<m of iiew claims after a case has been dosed 
iMsfore the Primary Examiner is necessary to the ]iroper condiiet of the large 
amoniit of bnarn<*ss before the Patent Office, and the enforcement of the rule is 
necessary to its existence. {Kx parte Smno, C. D., 1897, 48; 80 O. G., 1271, and 
ex pmie Mimier, C. D., 1897, 161 ; 81 O. G.,£04, cited.) 

On Petition. 

CASil-JtKGlHTRK. 

AppUcatioii of Francis C. OslMrii filed May 18, 1892, Ko. 433,483. 

Me$9rM. Dyer <L- Driscoll and Mr. R, X, Dyer for tlio applicant. 

G UKKLKYy AeUiuf Commufsioner: 

This is a i^etttioii under Bnle 142 asking that the aboYe-entitled case 
be re^fieued for the oonsideratiou by the Primary Examiner of addi- 
tioiial elaans. 

TbM application was filed May 18, 181)2, and after nmnerons actions 
by the OiBce and the ai>plicant appeal was taken to the Examiner-in- 
Chief on October 17, 1890. On ]>ecember 19, 189G, a dedsion was 
rendered reyersing the Examiner in part, and on December 23, 1897, 
the present amendment ftnbmittiug eleven new claims was presented. 

The osly reason advano^ as to why the proiiosed cb&ims were not 
presented before the ooii8i(leration of the case by the Primary IiSxam- 
iiier was closed is tliat the attorney then in charge of the case did 
not appreciate the necessity for presenting them. After the decision 
«n appeal an associate counsel, more familiv with the art, snggested 
the advisability of submitting tlie claims under consideration, and 
they were accordingly presented. It is api>arent, therefore, that the 
failure to present them sooner was due merely to a supposed error in 
Judgment. 

It is alleged that the pro|>osod claims are necessary in order to give 
to the applicant the full protection to whieii he is entitled and that on 
account of two years' public use of the invention he cannot file a new 
ai^UealaoB covering them. It is suggested that if this apidieation is 
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abandoned and another filed as a continaation of it the patent granted 
thereon might be held invalid on account of the two years' pablic use. 
This suggestion is not well founded, however, as the courts have uni- 
formly held that an application filed as a continuation of another takes 
the date of the original in so far as the bar of two years' public use is 
concerned, and it is not to be presumed that this holding will be 
reversed in future decisions. 

The applicant suggests also that he may let this case be sent to issue 
and become forfeited and in the renewal thereof insert the proposed 
claims, and that since the desired result may be attained indirectly 
in either of these ways there is no good reason for reftising it upon 
direct petition. If this contention were granted, however, the result 
would be that it would be impossible to bring the prosecution of any 
case to an end. The rule against the admission of new claims at such 
a late stage of the proceedings is necessary to the proper conduct of 
the large amount of business before the Office and the enforcement of 
the rule is necessary to its existence. 

The following quotation from ex parte Hunter (G. D., 1897, 161; 81 
O. G., 504) is pertinent: 

The applicant had ample opportanity to ])Fe8ent such claims aa he aaw fit before 
appeal was taken to the Examiners-in-Chlef. To penult him after decision npon 
such appeal to present additional claims to be considered by the Examiner, and if 
rejected by him again brought before the Examiners-in-Chief on appeal, is not, in my 
opinion, proper practice. 

As stated in ex parte Sntno, (C. D., 1897, 48; 80 O. O., 1271 :) 

" There must be an end somewhere to the prosecution of an application, and the 
Office is justified in restricting (he power to bring up for consideration matters 
which should have been presented and disposed of prior to the closing of the case 
before the Primary Examiner/' 

According to the applicant's own showing, he is not without remedy, 
and therefore no great hardship or irreparable ii^ury can result to him 
from a refusal to enter the amendment. 

The petition is denied. 



Ex PABTE BAILHY. 
Decided January 26, 1898, 
82 O. G., 894. 

1. Amxndmsnt— Drawing — ^Nbw Mattbr. 

Where a devloe as iUustratad is inoperatiye and it is obvious that the defects 
in the illustration are suoh as could only have occurred through a clerical error 
in making the drawing. Held that the drawing may be amended to care the 
defects. (Citing ex parte Snyder, C. D., 1882, 22 ; 22 O. O., 1975.) 

2. Sams— Samb— Samb— Entbrimg Ambndmbkt— Appbal. 

The question as to whether an amendment to correct a drawing should be 
entered and as to the course of appeal considered. The practice' defined by «c 
parU Znler (G. D., 1894, 47 ; S7 O. G., 629) and es parte Suier (C. D., 1892, 112; 69 
O. O., 1431) distinguished. 

On Petition. 
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PHOTOOEAPHIO-PBIXTXirO FRAMB. 

Applioatton of Oharles B. Bailey filed AagaBt 7, 1897, No. 647,439. 
Mr. JSTamy A. BejfW^wr for the applicant 

GsBXLBTy Acting Oowimiiiianer: 

This is a petition ftom the action of the Primary Examiner refiising 
to permit an amendment to the drawing on the ground that it iavolvee 
new matter. 

The Examiner states Aat the question presented has received only 
one action by him and that therefore the petition is premature. The 
petitioner, however, holds that this is not material, since it is safe to 
assume that the action would not have been different upon reconsider- 
ation and that a request therefor would have resulted merely in delay. 
The purpose of the reconsideration provided for in Bule 145 is that the 
applicant and the Examiner may understand fblly each other's posi- 
tion and if possible reach an agreement without the necessity of a peti- 
tion, and therefore in order to prevent needless petitions they should 
not be taken prematurely. Since the case is before me, however, and 
must receive some condderation in order to i>ass on the questions 
raised by the Examiner's answer, the whole case will be passed ni)on 
in order to avoid delay. 

The Examiner says : 



Undor the dedsion in «e jMrto Zmber, (C. D., 1884, 47 ; 67 O. Q., 639,) the drawing 
■honld not be changed ontil the qoeBtion of new matter is finally detennined. For 
these reaeone this "petition ahonld he diemlBaedy as applicant has mistaken his 
remedy. 

It is presumed from this statement that the Examiner holds that an 
appeal to the Bxaminers-in-Ohief was the proper remedy. This hold- 
ing is not in accord with the settled practice of the Office. There is no 
statement by the Examiner that the alleged new matter involves the 
merits of the claims, as was the case in ex parte Zubery and therefore 
the question as to whether the amendment shall or shall not be entered 
may properly be reviewed by the Oommissioner on petition. {Bx parte 
Buter, O. D., 1802, 112; 69 O. G., 1431.) 

The invention in this case is a photographic-printing frame which is 
adapted to be rolled up and made to occupy a small space for conven- 
ience in transportation. The bottom or supporting part of the frame 
consists of strips of pasteboard or wood placed side by side and 
attached together by means'of doth or analogous material ftotened to 
the back of the strips. These strips are supported on one side by a 
roller, around which they may be wound when not in use, and at the 
other end by a bar. As now s^own in the drawing, however, the strips 
are arranged parallel to the roller and bar, with the cloth attached to 
their upper sides, and therefore there is nothing to support the ends of 
these strips and prevent their collapsing under the pressure Itom above. 
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It is alleged that the cross-lines in Figure 1 indicating that the 
strips are parallel to the roller were inserted through a clerical error of 
the draftsman and that these strips shoald have been represented and 
were intended to be represented with their ends supported by the 
roller and the bar. In other words, tbey should be placed at right 
angles to their present position, and it is desired by the proposed 
anieudment to make this correction. 

The device as now illustrated is inoperative, and it seems obvious 
that the defects in the illustration are such as could only have occurred 
through a clerical error in making the drawing. This case comes 
within the rule announced in ex parte Snyder j (0. D., 1882, 22; 22 
O. G., 1976,) that a party may by amendment cure any— 

mftuiUMt defeott or omiwiona in features eeeential to the openbtJon of the InTentlon 
• * * oausedby aolerioalerrorof thedraftsmaD. 

The petition is granted. 



Decided Jamumry £6, 1898. 

82 O. G., 1049. 

1. iHTBRviRBNCB— Motion to Dissolve— ''Rsfbrbnck''— Action Undbr Rule 

128. 
MThere the trausminion to tiie Primary Examiner uf a motion to diaeolTe is 
refhsed on the ground of lack of diligenoe in presenting it, but in the decision 
by the Commissioner the attention of the Primary Examiner is ojille<l to the 
reference upon whioli the motion is based for action, under Rule 128, Held that 
if iu the opinion of the Examiner the reference does not anticipate the invention 
he may properly refuse to request a suspension or to grant a hearing to the 
parties. 

2. Sake— Suspension of Proceedings— The Meanino of "Reference'' in 

Rule 128. 
The '^ reference" referred to in Rule 128 necessarily means one that seems to 
the Examiner to anticipate the claims of at least one of the parties, since he 
would not be justified in suspending proceedings and putting the parties to the 
delay and trouble incident thereto in view of any patent or publication which, 
in his opinion, is not an anticipation. 

3. Same— Right to be Heard — Pertinency of the Reference. 

• After a party has by delay lost his right to make a motion for dissolution the 
opinion of the Examiner and not that of the party himself as to the pertinency 
of the reference is to govern in determining whether a hearing shall or shall not 
be granted on the question, if it is held to be not pertinent, the parties have 
no right to be heard or to appeal fVom the holding. 

4. Sabix— Suspension of Proceedings to Consider ''Rrfeiuence''— Action ry 

THR Office— Notice to Applicants. 
A letter written by the Examiner to the Examiner of Interferences informing 
him that he has considered the reference called to his attention, but does not 
consider it an anticipation and therefore refuHes to request a suspension of pnn 
ceedings, in not an action in tlie case such as requtriis notice to the parties. 

On PROTEiiT. 
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OBGAK. 

Aiiplication of Simon A. Hageman filed December 7, 1896, No. 
614,732. Application of WiUiain H. Toang filed January 6, 1803, Ka 
457,336. 

Mr. L. M. Ho$ea tar Hageman. 
ilfeMTt. Ikmbledaig <£ BItw for Yonug. 

Geebley, Acting Cammi$Haner: 

This is a protest by Hageman against certain proceedings in the 
above-entitled interference. 

It appears from the record that a motion for diasolntion was made 
by Hageman on Angnst 20, 1897, on the ground that the issue is not 
patentable in view of a newly-discovered reference. This motion was 
dismissed by the Examiner of Interferences on the ground that doe 
diligence had not been exercised in bringing it, and this dedsion was 
affirmed on apjieal. In the decision on api)eaL it was said : 

The Examiner of Interferanees will, howefrw, call tlie attention of tlie Primaiy 
Kxamiiier to the alleged refetenee, aud i^ in bis opinion, this ia an aotielpatum of 
the iflSQf^y he will reqoeet inspeneion of the interference, nnder Rale 128. 

In accordance with this dedsion the Prunary Examiner considered 
the matter, and in a letter to the Examiner of Interferences dated 
November 13, 1887, informed him that in his opinion the newly-discov- 
ered refSereuce is not an anticipation of the issue, aud tiierefore he 
refused to request a suspension of the interference. 

The parties were not given an opportunity for hearing on l^e ques- 
tion of anticipation and were not fhmished with a copy of the letter to 
the Examiner of Iuterfei*ences, and it is for this reason that the present 
protest is filed. 

It is urged in the protest that — 

it is irrognlar and repreheneible to inject into the record a document diseloeing new 
references and adjndieating them withont giving the party concerned any oppor- 
tonity of examination or right to he heard. 

In the dedsion sustaining the Examiner of Interferences in dismiss- 
ing the motion for dissolution it was distinctly hdd that Hageman was 
not entitled to be heard on the question of antidpation. To have held 
otherwise would havo necessitated the transmission of the motion to 
the Primary Examiner, which was specifically denied in that decision. 

The ^^ reference" referred to in Knle 128 necessarily means one that 
seems to the Examiner to antidpate the claims of at least one of the 
parties, and the purpose of the suspension is to determine its i)erti- 
nency upon full consideration in the light of the arguments of tlie 
parties. The Examiner would not be justified in suspending an inter- 
ference and putting the parties to the delay and trouble incident 
thereto in view of any patent or publication which in his opinion does 
not anticipate the invention. After a party has by delay lost his right 
to make a motion for dissolution the opinion of the Examiner and ndt' 
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that of the party himself as to the pertinency of the reference is to 
govern in determining whether a hearing shall or shall not be granted 
on the question. 

This case being referred to the Primary Examiner to determine 
whether in his opinion the interference should be suspended under 
Bule 128y he properly gave his opinion without regard to the opinions 
of the parties, since they had no right to be heard on the question or 
to appeal fhim the decision. It was necessary for the Examiner to 
inform the Examiner of Interferences of his conclusion, and in order to 
complete the record the letter objected to was written. 

This letter famishes no good ground for objection on the part of 
Hageman, since it not only states that the claims are patentable, 
which cannot be considered an injury to either party, but is merely a 
reiteration of that holding which had been made known to the parties 
prior to the declaration of the interference. This letter is in effect 
merely a statement by the Examiner that he haa not changed his 
opinion on the question of patentability. 

Since that letter did not change the condition of the interference in 
any way or necessitate any action in reply by either party, there was 
no apparent necessity to notify the parties. It wite merely for the 
information of the Examiner of Interferences, so that he might know 
how to proceed, and did not affect in any manner the rights of the 
jmrties. It was not an action, but a notice to the Examiner of Inter- 
ferences of his refusal to act. 

The protest is dismissed. 



YouNa V. Donnelly. 

Decided February 19, 1898. 
83 O. G., 1417. 

1. Imtkrfbrsncb— Drawing, Pboof of Conckption by— Uksupportxd Tksti- 

Momr AS to Date of Drawing. 
Where Y. offered in evidence a drawing said to have been made during a cer- 
tain time which is fixed by dates written on the drawing and there is only Y.'s 
nnsapported allegation that he made the drawing at that time, Beld that snch 
testimony is insufficient to establish these dates. {Diekeon y. jKtii«iiia»| C. D., 
1880, 208; 18 O. G., 1224, considered.) 

2. Samv— Same— Sams. 

In an interference proceeding the unsupported testimony of a party to such 
interference is not sufficient to warrant a finding that drawings made and 
offered in eyidence by such i>arty were made at a claimed date. 

S. Same— Considering the Question of Patentability of Issue on Final 
Hearing. 
Where Y. presented for consideration the question of the non-patentability of 
the issne of the interference in view of prior patents, Held that this is a question 
which will not be passed upon at final hearing on priority by the Commissioner; 
but the Primary Examiner is directed to consider it after the interference has 
been finally determined. 

Appeal from Examiners-inChief. 
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MATCH-MACIUNK. 



Patent granted to McClintock Young May 7, 1895, No. 538,888; appli- 
cation filed July 14, 1894. Application of Joseph C. Donnelly filed June 
0, 1893, No. 477,075. 

Mr. P. T. Dodge and Messrs. Prindle (b Bussell for Yonng. 
Mr. John R. Nolan for Donnelly. 

DuELL, Commissioner: 

This is an appeal by Yonng from the decision of the Examiners-in- 
Chief a£Brming the decision of the Examiner of Interferences awarding 
priority to Donnelly on the following issue: 

In an antomatic power- driven machine for making wax matches, the combination, 
with a main driving mechanism, of an intermittently-movable carrier, operative 
connections between said mechanism and carrier, a reciprocating taper-feeding 
device operated antomatically in respect to the carrier, and having provisions for 
clamping the tapers during the advance stroke of the device^ means for releasing the 
taper-clamp during the retraction of said device, a cutter constructed and arranged 
to sever the tapers when they have been introduced to the carrier, and means for 
operating the cutter at predetermined intervals, substantially as described. 

Young has a patent^ but as the application on which this patent was 
granted was pending concurrently with the application of Donnelly 
he cannot derive any benefit over Donnelly by reason of his patent. 
Young being the last to file an application for the invention in contro- 
versy is the junior party, and the burden is npon him to prove his case 
beyond a reasonable doubt in order to prevail over Donnelly. 

Young's date of conception, as set up in his preliminary statement, 
is August, 1880, when he alleges that he made drawings or sketches 
and communicated the invention to one or more persons. He also 
alleges that full-sized working drawings were begun on December 23, 
1892, and finished March 1,1893, and that the invention was embodied 
in a full-sized operating machine on or about June 21,1893. The draw- 
ings or sketches said to have been made in 1880 are not produced and 
no witness is called to testify as to disclosure at that time. The bare 
statement of Young is of no value in this proceeding to prove what he 
alleges he did in 1880. Young testifies that sometime in November or 
December, 1802, he explained to Mr. J. K. Robinson, of the Diamond 
Match Company, the invention in controversy, and that after Mr. Rob- 
inson had thought over the matter he instructed Young to go ahead 
and make a machine; that as the result of these instructions he went 
to Wilmington, Del., where the Diamond Match Company's factory is 
located, and looked over their machines for making wood matches, and 
concluded that he could make an attachment to these machines for 
making wax matches; that he made the necessary sketches of certain 
parts of the Wilmington wood-match machine and then prepared work- 
ing drawings of the attachment. Robinson was not called to corrobo- 
rate Young's statement as to disclosure and the sketches referred to 
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by Young are not produce<i. The working drawing, liowever, is pro- 
duced and offered in evidence as <^ Exhibit Young Drawing." This 
drawing, Young alleges, was begun by him on December 23, 1892, and 
finished March 1, 1893. He fixes these dates by the wTiting iu ink in 
the upper left-hand corner of the drawing, which reads: << Wax-tai)er- 
machine attachment, begun Dec. 23d and finished March 1st, 1893, McC. 
Young, Frederick, Md." As to this inscription on tlie drawing he 
testifies that when he begins a drawing it is usual for hint to put the 
date of beginning in lead-pencil and when the drawing is completed to 
put the dates of beginning and ending in ink. 

Winebrenner, the principal machinist of the Palmetto Fibre Com- 
pany, of which Young was president, identifies this drawing as one 
from which he worked in building a certain attachment to a wax-taper 
machine which was finally applied to a machine iu the Diamond Match 
Company's factory at Wilmington, Del. He states that in building 
this attachment he worked from tracings of this drawing given to him 
by Young, these tracings being offered in evidence as ^* Exhibit Young 
lYacings," and that he first saw the drawing in Young's private ofiBoe, 
where he had to go to ask questions about building the attachment. 
Winebrenner was not asked nor does he state the time when he saw 
this drawing, nor does Young call any witness to corroborate him as to 
when this drawing was made. There is only Young's un8upi)orted 
allegation that he made the drawing during the period stated by him. 
There is nothing in the case to prove, inferentially or otherwise, the 
correctness of the dates on the drawing or when the drawing was made. 
It is urged, mainly on the authority of the decision in Dickson v. Kins- 
man, (C. D., 1880, 208 ; 18 O. G., 1224, ) that Young's testimony is suflScien t 
to establish these dates. I am, however, of the opinion that Young's 
testimony alone is insufficient to prove in tin's proceeding that he made 
the drawing at the time stated, especially when the onus of proof is 
ux>on him. 

In my opinion in an interference proceeding the unsupported testi- 
mony of a party to such interference is not sufficient to waiTant a 
finding that drawings made and offered in evidence by such party were 
made at a claimed date. 

As was said by Commissioner Butterwortli iu the case of McCarmiek 
V. Cleal, (C. D., 1897, 55; 80 O. G., 1014, 1610 :) 

Testimony which should be roject^xl for insurQcienoy cannot he nsed in favor of a 
party on whom is tho bnrdeu of proof to defeat another party, although the truth- 
ful intent of the witnesses may not ho doubted. It is incunibout upon the party on 
whom is the burden of proof to produce such ohMir and direct evidence as to satis- 
factorily prove his case. 

This is what Young has faileil to do so far as the time when he made 
the drawing is concerned. Testimony has been produced on behalf of 
Young to show that about the latter part of March, 1893, work was 
begun under Winebrenner at the Palmetto Fibre Company's works at 
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Frederick, Md., to build such an attachment to a match-inacLine 
as 18 shown by ^< Exhibit Tonng Drawing/' aod that this attachment 
was completed about the last of May, 1893, and shipped to the 
Diamond Match Oompany's works at Wilmington, Del., where work 
WHS begun on the 28th of June, 1803, to attach it to a match-machine, 
and that this work was completed and the machine given a trial on 
July 20, 1803. At this trial the machine operated sucoessftdly, except 
that the knife to out off the wax tapers did not work satisfactorily 
owing to a defect in the knife. 

From the view I take of this case it is not necessary to review tlie 
testimony offered in behalf of Toung to determine whether or not these 
statements are proved. 

The testimony presented on behalf of Donnelly shows that not later 
than the 10th or 11th of March, 1893, he had a full conception of the 
invention in controversy, at which time Douville, draftsman for Mr. 
Wiedersheim, Donnelly's attorney, bad completed drawings to be filed 
with Donnelly's application for a patent for this invention, these draw- 
ings being made from sketches and a description furnished to Mr. 
Wiedersheim by Donnelly in the fall of 1892. The specification of this 
application was begun about a week after the drawings were finished. 
This application was not filed, however, as at an interview in the early 
part of April, 1893, with Mr. O. E. Kobinson, of tlie Diamond Match 
Company, and Mr. Russell, of Prindle & liussell, attorneys for said 
company, Donnelly was advised to take his application from Mr. Wied- 
ersheim and allow Messrs. Prindle & Russell to file it, as the Diamond 
Match Company was desirous of becoming the owners of the invention. 
This advice was acted on by Donnelly, and tlie drawing and specifica- 
tion obtained ^m Mr. Wiedersheim were given to Messrs. Prindle & 
Bussell to prepare an application. The application was filed by them in 
this Office on June 9, 1893. The Wiedersheim drawings and specifica- 
tion were returned to Donnelly, and the specification is offered in 
evidence as <^ Donnelly's Exhibit Wiedersheim Specification." The 
drawings are not produced, as they were lost in the summer of 1893. 

Donnelly therefore has proved a conception of the invention not later 
than March 11, 1893, and a constructive reduction to practice on June 
9, 1803. 

As Toung has failed to prove that he conceived of this invention 
prior to March 11, 1893, and as he did not reduce the invention to prac- 
tice until after it was constructively reduced by Donnelly, it is held 
that Donnelly is the first inventor, and the decision of the Examiners- 
in-Chief awarding priority of invention to him is affirmed. 

Young has presented for consideration the question of the non-patent* 
ability of the issue of the interference in view of certain prior patents 
which are cited in his brief. This is a question which will not be passed 
upon at this stiige of the proceeding; but the Primary Examiner is 
directed to consider it after the interference has been finally determined. 
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PUPIN V. HUTIN AND LEBLANO V. STONE. 
Decided January f 6, 1898, 

82 O. G., 1418. 

1. Intbrference— Motions— TiiANSMiTTiMo to Puimaby Examiner. 

It is only within the twenty days allowed by the nile that the Examiner of 
Interferences is bound to transmit a motion to the Primary Examiner if in proper 
form. After that time he is not bound to transmit it, although it is in proper 
form and could not have been made earlier, but he must exercise his discretion 
in determining whether it shall be transmitted under all of the circumstances. 

2. Same— Same— Showing Required Afteb Testimony is Taken. 

After testimony has been taken the showing which would warrant remanding 
the case to the Primary Examiner must not only make It plain that the motion 
could not have been made earlier but that it is absolutely necessary that the 
matter be passed upon in order that a proper conclusion may be reached on the 
question of priority. 

3. Same— Meaning of the Issue — ^Disagreement of Witnesses. 

The mere fact that two witnesses may disagree as to the construction of the 
issue or as to what devices come within its terms is no good ground for a disso- 
lution of the interference or a definition by the Primary Examiner of the meaning 
of the issue, and therefore procedings should not be suspended for a considera- 
tion of the matter. 

4. Same — Same— Improper Practick. 

In introducing their testimony in any case the parties must put their own con- 
stmetion upon the issue, and to suspend proceedings at every time during the 
taking of testimony that there is uncertainty or dispute as to whether a pifftio- 
ular exhibit comes within its terms would lead to endless contests and is not 
proper practice. 

Appeal on motion. 

multiple telegraphy. 

Application of Michael I. Papin filed February 23, 1894, No. 501,002. 
Application of Maurice Hutin and Maurice Leblanc filed May 9, 1894, 
No. 610,658. Application of John S. Stone filed April 4, 1894, No. 
506,316. 

Mr, Thomas Uwing and Mr, Vernon 3f. Dorsey for Pnpin. 
Mr, Joseph Lyons for Hutin and Leblanc. 
Messrs. Pollok & Mauro for Stone. 

Gbekley, Acting Oommissioner : 

This is an appeal by Stone from the decinion of the Examiner of 
Interferences denying his motion to remand this case to the Primary 
JSxaminer for the purpose of defining the meaning of the second count 
of the issue. 

The ground upon which a re-formation or definition of the issue is 
asked is that it is capable of more than one construction, as is evi- 
denced by the testimony taken in the proceedings, and it is therefore 
ambiguous. 
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It appears that soon after this interference was declared motion was 
made by Pnpin for dissolation on the ground of irregularity in the 
declaration, and upon a hearing on this question the meaning of the 
issue was fully considered, and it was agreed by all parties that it 
should be re-formed, so as to more clearly set forth the invention, and 
it is apparent, therefore, that th^ question as to the meaning of the 
issne is not now raised for the first time. In re-forming the issue and in 
a supplemental decision rendered by him the Primary Examiner defined 
the meaning of the issue at some length. Since the issue was re-formed 
and defined much testimony has been taken by each of the parties to 
the interference, and the taking of testimony is nearly finished. 

Under the established rules of the Office questions of this kind 
should be presented for consideration within twenty days after the pre- 
liminary statements are filed and approved, and it is only under excep- 
tional circumstances that they will be considered at so late a stage in 
the proceedings as in the present case. After the parties have gone to 
the trouble and expense of taking a great amount of testimony the 
interest of all parties will in most cases be best served by allowing the 
case to proceed to final hearing without suspending it for the consider- 
ation of questions of the kind presented in this motion. The showing 
which would warrant remanding the case to the Primary Examiner 
must not only make it plain that the motion could not have been made 
earlier, but that it is absolutely necessary that the matter be passed 
upon in order that a proper conclusion may be reached on the question 
of priority. 

It is urged that the Examiner of Interferences should not take into 
oonsideration the subject-matter of the motion itself or the efi'ect which 
the decision rendered might have; but this is contrary to the estab- 
lished practice of the Office, for it has uniformly been held that it is 
only within the twenty days allowed by the rule that the Examiner of 
Interferences is bound to transmit a motion if in proper form. After 
that time he must exercise his discretion in determining whether it 
shall be transmitted under all of the circumstances. There are numer- 
ous decisions to the effect that motions to dissolve based upon allega- 
tions of public use or matters appearing ttom the testimony taken 
should not be transmitted, although they may be in proper form and 
could not have been presented earlier. 

Under circumstances analogous to those in the present case it was 
held that the Examiner of Interferences properly refused to transmit 
to the Primary Examiner a motion to dissolve presented after the 
twenty days had expired on the ground of irr«^gularity in the declara- 
tion. (See Scribner and Warner v. Childs v. yf.i^fay, 0. D., 1892, 104; 
00 O. O., 1103.) In that case it was said : 

The retl gronnd which Balsloy tirffcs in argnmeut is that the amendment which 
Childs hss macl6 to his preliminary statement sliows that he ffives a different mean- 
ing to the Intorferenee issue from that giren it hy Halsley. The view which Childs 
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may take of the mettniug of the iuturfereuce iMiie in a matter wbioh ohlelly oonoerni 
Childe. The Office wUl determine that matter for iteulf. It I'UruiiUoi uo groaad 
for dlasolntloQ of the iaterferenoe. 

In every interferenoe proceeding it is necessary that the parties and 
the witnesses constrne the issaei and the mere fact that two persons 
may disagree as to its coustraotion or as to what devices come within 
its terms is obviously no good groand for a dissolution or a re-forma- 
tion of the issue, and therefore the proceedings should not be suspended 
and the interference remanded to the Primary Examiner for a considera- 
tion of the matter. In introducing their testimony the parties must 
put their own construction upon the issue, and the Examiner of Inter- 
ferences will, in passing upon the question of priority, determine whether 
such testimony comes within its terms. 

As stated in Faure v. Bradley and Crocker v. Oowles and Oowlee^ 
(0. D., 1888, 120; U O. G., 946:) 

The Examiner of Interferenoes hoe the exclnaive right to determine the compe- 
tency, conatmctiouy scope, and legal meaning of the foreign patents or of any other 
evidence introduced, and to decide whether they cover the same invention oe that 
involved in the interferenoe. 

If the issue in any case is so ambiguous that a proper decision on 
priority canuot be reached, it should be apparent before testimony is 
taken and should then be corrected. To suspend an interferenoe at 
every time during the taking of testimony that there is uncertainty or 
dispute as to whether a particular exhibit comes within the terms of 
the issue,'for the purpose of getting the opinion of the Primary Exam{« 
ner on the question, would lead to endless contests and would put the 
applicants to much unnecessary* expense and result in much needless 
work for the applicants and the Office. 

The decision of the Examiner of Interferences is aifirmed. 



OUILBBRT r. KILLIN0BB. 

Decided February Uf 1898, 
83 0. O., 1561. 

1. I?n>BJI]nBR«NCS— KXHIBITS, IdBNTIFICATIOX or BY SlQNATURU. 

Cards attaolied to exhibite and hearing signatoreH Htibeoqucntly identifloil by 
the signent add stated by them to have been made at datee specified upon the 
cords are not, in the absence of identification by the signers of the exhibits 
themselves, snfflcient proof of the existence of the exhibits themselves at the 
dates mentioned. 

9: SaMB— APPUCANT VBBSUS PATIKTU— DsLAY VX FIUNO ApPUCATIOV to Bfl 
OOHIXDBIUBD AOADfST APPUCAMT. 

The f!Mt that on applicant delajed filing his application for two years after 
the issue of the patent with which his application was put into Interference is 
a circnmstonee sniBcientof itseif to reqnire that all doubts in the contest should 
be resolved against him. 

Appbal ttom Examiuer8*iu-Chief. 
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GARMKNT-HOOK. 

Application of John M. Gailbert filed September 22, 1894, No. 523,82G. 
Patent granted John Eillinger November 1, 1892, No. 485,389. 

Mr. John A. Wiedersheim and Messrs. Hunter cC Hnnter for Gnilbert. 
Mr. A. M. Wooster for Eillinger. 

Gbbblet, Acting Commissionerj (now Assistant Commissioner:) 

This is an appeal by Guilbert from the decision of the Examiners-in- 
Chief awarding priority of invention to Killinger on the following 
issue: 

In a garment-hook, the combination with the shank, of a Bpring-tongne having 
therein an offset projecting toward the bill, said tongue terminating in substantially 
the i>lane of said shank and having its f^e end provided with a laterally-extended 
shield adapted to abut, from the rear, against the side ban. 

Killinger's patent was obtained on an application filed July 25, 1892. 
The application of the junior party was filed September 22, 1894, nearly 
two years after the issuance of Killinger's patent, 'the interference 
was declared February 11, 1896, and priority was awarded to the pat- 
entee by the Examiner of Interferences on April 7, 1897. Appeal was 
taken by Ouilbert to the Examiners-in-Ohief, and by them priority was 
awanled to the patentee on June 8, 1897. 

The Examiner of Interferences in awarding priority to Killinger 
ll[>nnd that exhibits <' A" and '^B" of Guilbert were reductions to prac- 
tice, bat that Gailbert had not proved with the certainty demanded of 
him by the cireamstance of his opponent being a patentee that he made 
these exhibits at a date prior to the filing date of the patentee, who 
has taken no testimony, but has relied apparently upon his record date. 

The condusion of the Examiners-in-Chief is that neither of these 
exhibits is a redaction to practice of the invention at issue; that they 
are merely models illustrative of the conception of the invention by 
Gailbert November 13, 1891; that Gailbert did nothing more toward 
I>erfecting his invention until his application was filed; that he has 
shown nothing which prevented him from i>erfecting or applying for a 
patent during that time, and that he deferred applying for a patent 
because he did not consider the obtaining of a patent at that time as 
profitable, and that this is not a sufficient reason for the delay and 
does not excuse his laches. 

The finding of the Examiners-in-Ohief that exhibits << A" and ^^B^ 
are not covered by the issue is not believed to be sound. These exhib- 
its, particularly ^^ Exhibit A,^ show all the essential features of the 
issue arranged in substantially the same manner, the differences, if 
any, being simply immaterial and unpatentable ones. 

The evidence that Guilbert produced the exhibits in question at the 
time his witnesses signed the cards to which such exhibits are now 
attached is not of such clear and convincing nature as would be 
required to invalidate Killinger's patent These witnesses are not able 
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ft 

to identify the exhibits with the positiyeness which is necessary under 
the circamstances, though they identified their signatures upon the 
cards. There is no convincing proof that the cards were attached to 
these exhibits when signed by the witnesses. 

While the failure of these witnesses to identify the exhibits with cer- 
tainty may be due only to the forgetfniness which comes from lapse of 
time, it is to be remembered that Guilbert is himself responsible for 
this lapse of time, having waited nearly two years after the issuance 
of the patent to Killinger before filing his application, and this circum- 
stance, disregarding the presumption which necessarily exists in favor 
of a patentee, is sufficient to require that all doubts should be resolved 
against him. 

The decision of the Examiners-in-Ohief awarding priority to Kill- 
inger is affirmed. 



Fowler r. Dodge. 

Decided February 24, 1898. 
82 0. G., ie87. 

1. InTRRFXRENCE— IHOPERATIVB DXVICR— MOTION TO DISSOLVE AFTER DECISION 
IIT COUKT OF APPEAUB. 

Where the Court of Appeals in deciding priority based its decision on D.'s 
application as a constructive reduction to practice at the date of filing, but 
refused to decide whether that application disclosed an operative device, Beld 
that the question of operativencss i:i still open for consideration by this Office 
and may properly be made the ground of a motion to dissolve. 

2. Same— Inoperativeness Considered at Final Hearino — Change in 
Practice. 
Where the question of operativencss and tlie sufficiency of the disclosure of a 
party to entitle him to an award of priority were, under the practice in force at 
the time, open for consideration at final hearing, Ueld that th« failure to make 
a motion to dissolve was not a waiver of the right to be heard on this question. 
A party cannot be deprived of his rights by a mere change in the method of pro- 
cedure in this Office. 
8. Same— Right of Successful Party to a Patent— Hearing Graxtkd to 
Defeated Party. 
After decision on priority the defeated party ordinarily has no right to be 
heard on the question an to the right of the successfnl party to a patent; but 
this rule does not apply to a case where a decision is necessary to finally settle 
the very question raised by the inUr partct proceedings. 

4. Same— Proof of Prior Invention— Defective Appucation. 

An inoperative device is not such proof of prior invention as to <lefeat a sub- 
sequent applicant of a ])atent, and it is immaterial whether the proof of that 
inoperative device consists of testimony as to an actual machine or of a defect- 
ive application. {Stevens ct al v. Seher, C. D., 1897, 761 ; 81 O. 0., 1932.) 

6. Defective Appucation Not a Bar to Later Applicant. 

Where, according to the court's deciHion, l)/s appliration is the only thing in 
bar of F.'s right to a patent, and that only ussnining it to bo an allowable apiili- 
cation, Held that if it is found n<it to bo n valid and allf>wable applicati<in the 
patent must be granted to F. 
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6. Questions Dbcidbd by th» Court— Juwsdiction of thk Offick. 

To hold D.'a device inoperative and to grant F. a patent would not be a rever- 
sal of the decision of the court, since it neither held that D. was entitled to a 
patent nor that F. was not entitled to a patent. The oonrt's decision is binding 
only as to the specific matters stated to be before it for decision. {Ex parte 
Frmuik, 91 U. S., 423; ex parte PoiU ^ Co., C. D., 1807, 342; 78 O. G., 2049.) 

On Motion. 

UNO TYPE-M ACI I INK. 

Application of Joseph C. Fowler filed October 21, 1893, No. 488,800. 
Application of Philip T. Dodge filed Jane 29, 1893, No. 479,153. 

Mr. James L. NanriSj Mr. A. H. Norris^ and Mr. Geo. W. Rea for 
Fowler. 

Mr. Robert F. Rogers for Dodge. 

Obeslst, Assistant Oommisssoner : 

This case is before me on a motion by Fowler that it be referred to 
the Primary Examiner for the consideration of a motion to dissolve tbe 
interference. 

The grounds upon which a dissolation is asked are stated to be: 

Fint. BecAUie '^the declaration of interference was based upon mistake or inad< 
vertence.'' (See the opinion of tbe Court of Appeals. ) 

Second. Because Dodge's device has been "found to be wanting in patentability." 
(See the opinion of the Court of Appeals.) 

Third. Because the specification and drawings in the application of I>odge are 
"insufficient to enable one skilled in the art, without other aids, to construct an 
operative line-casting machine of the indenting type called for by the issue.'' (See 
the decision of the Honorable Commissioner of Patents, dated March 16, 1S97.) 

Fourth, Beoanse the objections, raised in the record, to Dodge's application have 
been held io be " apparently valid and create a serious doubt whether it would not 
require much exiierimeut if not invention to complete and perfect the Dodge 
machine.'' (See the decision of the Board of Examiners-in-Chief, dated May 13, 
1896.) 

Fifth. Because the application of Dodge does not describe a complete, perfect, and 
operative machine. (See* the decision of the Board, 9iipra.) 

ft 

The interference was declared on September 5, 1894. Testimony was 
taken, and the case went to final hearing on the question of priority 
without any motion for dissolution having been made. It was urged 
at final hearing that the device disclosed by Dodge was inoperative 
and that a valid patent could not be issued to him^ and that therefore 
his application could not be received ns a constructive reduction to 
practiccy such as to entitle him to an award of priority. In regard to 
this the Examiner of Interferences said : 

If either party believed the invention 8et forth in tho application of the other to 
be inopeTativ«% he was :it liberty to liavo brought, nt the propter time, a motion to 
dissolve nnderKule 122; and having neglected so to do, neither party avIU on the 
•howing mailo be heard on the <iuestion at this time. 
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The ExaminerS'iiiGhief said: 

Theae objeetione are apparently valid aua create a serions doabt whether it would 
not require much experiment if not inyentton to comolete and perfect the Dodge 
machine. 

It is well settled that an inoperative machine cannot be regarded aa rednotion to 
practice, even though it may contain every dement of the isaue, and it ia difficult on 
principle to perceive how ibis iipplication, deacribing an incomplete and peasibly 
inoperative machine, can be held to show anything more than a conception of the 
invention. 

The Gommissioner said: 

* * * It ia thought that the apeoifleaifeion and drawinga in the applieatton of 
Dodge, while showing to my entire saitMsction tiie adequate and follesteonoopttoo 
of the invention by Dodge himself, are yet insufficient to enable one riciUed in the 
art, without other aids, to construct on operative line-casting machine of the 
indenting type called for by this issue. 

In passiiig on priority the Goort of Appeals said : 

To Dodge must be assigned the seeond oonception, but priority in rednetlon t» 
practiee, since nndartiie law and the anthsKitifls he ia entitlod by hiaapplieatiaB» 
treated as an allowable application, to the benefit of a constructive xednetiai to 
practice. It is true that it was held by the Commissioner of Patents that he is not 
entitled to the benefit of such redaction to prastice, because it has been shown that 
his devioe, or a maoLlne constmeted according to his device, is inoperative, but, asL 

we have already intimated, that ralaes a question which we cannot consider here. 

• •••••• 

We do not desire it to be understood by our decision that Dodge is entitled to a 
patent for his alleged invention. What we decide is simply that, assuming that 
Fowler and Dodge have made the same invention independently of each other and 
that Dodge has been the first to reduce it to constructive practice by his first appii- 
cation for a patent, we think the question of due diligence should be settled in hia 
favor as against Fowler. 

The oonrt liaying failed to pass upon the operativeneae of Dodge'a 
device that question is still open for action by the Office, and it is con- 
ceded by Dodge that the matter should be referred to the Primary 
Examiner for consideration; but he holds that sach consideration 
should be ex parte and that Fowler has no right to be heard, for the 
reason that he failed to make a motion to dissolve on that ground at 
the proper time. The qaestion for decision,, therefore, is as to whether 
the consideration shall be inter pariee or ex parte. 

While inoperativeness has been uniformly held to be a proper ground 
upon which to bring a motion for dissolution, it has heretofore been 
held also that the question of operativeness and the sufficiency of the 
disclosure of a party to entitte him to au award of priority were also 
open for consideration at final hearing.* Fowler had a right to rely on 
such practice in force at the time, and his failure to make a motion fior 
dissolution was therefore not a waiver of his right to be heard on the 
question. He cannot be deprived of his rights merely by a change in 
the method of procedure in this Office. 

Aside from the change in the practice, however, the very question 
presented for decision in the present case makes the matter infer partetj 
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for it is impoMible to deoide it without wUudloating the rights of both 
partiM. 

The oourt bMed its deoision solely upon Dodge's applloation, but did 
not deoide the validity of that application Itself, and therefore the 
deoision which may now be rendered on the yalidlly of that applioation 
will not only involve the right of Dodge to a patent, bat also that of 
Fowler. Uiitil the present question is settled it cannot be held that 
tlie interliBrenoe is finally determined. 

It is tme, as contended by Dodge, that after decision on jxriority the 
question as to the right of the successflil party to a patent is ordinarily 
an ex parte question; but this is for the reason that in most cases the 
deiteted party has no right to a patent in any case whether his oppo- 
nent is or is not entitled to a patent, and therefore has no more interest 
in tiie question as to whether a patent shall be granted to him than 
would any third party. The rule does not apply in a case like the 
present, where a decision is necessary to Anally settle the very question 
saised by the imterpariei proceedings. 

It is well settled that a prior inoperative madhine cannot deliBat a 
tnbsequentapplicant for a intent, for, as stated by the Oourt of Appeals 
in eUdim v. Koble, (0. D., 18B6, 273 ; 71 O. O., 141)— 

A uMohine thst will not do whftt it ii iateoded to do oanoot bo glvon priority oror. 
one tbat is sooosMftil and operatlvo. 

It seems immaterial, in so for as theefieot of tberoforence isi)6ncemed, 
whether the proof of that inoperative devioe oonsists of testimony as to 
an actual machine or of a defective application. An appUcatioD or the 
patent granted thereon is only pHtfia /aoio evidence that the invention 
is complete and operative, and this presumption as to validity may be 
overcome by proot The Court of Appeals itself^ in the recent case of 
Stetme et al v. Sahor, (0. D., 18f7, 1701; 81 0. 0., 1032,) held that a 
patsnt which does not disclose an operative means is not sulBcient to 
defoat a party involved in an interference therewith of a patent. The 
Oottrtsaid: 

In ACMO like the pneeent the patent ehoold atale and ftiUjdlaoloee theoomponent 
parti of the oompoeMon dlsloied with olearaen and pieeislonaad not leave a per- 
•en attempting to nee tbedieoorery to i&nd it ont by osperiment. If the deeeriptlon 
he So Tagne and nneertain that no one ean tell wltii oertalnt j, ozoept bj independ- 
•nt experiment, how to apply the dUoovery and what oaaot xeenH may be ezpeoted 
thefMooiy the patent ie Toid. 

It was held in tbat case that the patentee had not made an operative 
invention, 'and therefore priority was awarded to his opponent. 

Although the question of operativeness was not decided by the 
court in the present case, but was left for decision by the Office, it 
seems obvious that the question involves the rights of both parties 
Just as much as if It had been considered at that time. The mere man- 
ner in which the conclusion is reached cannot change the legal elTect of 
tbat eooeliision. If it is decided that Dodges application does not dis- 



32 DEOIBIOHB OF THE C01CMI8SI0NBK OF PATBMTB. 

dose an operative inyention, it follows ander well-settled principles of 
law that Fowler is entitled to Us patent According to the conrt^s 
decision the application of Dodge is the only thing in bar of Fowler's 
right to a patent, and that only assuming it to be an allowable appli- 
cation. If it is not a valid and allowable application, it is not a bar. 

It is suggested on behalf of Dodge that <^the allowance of Fowler^s 
motion wonld exactly reverse the decision of the Court of Appeals, 
which has awarded priority of invention in fieivor of Dodge and against 
Fowler.'' This suggestion is not well founded, however, for the court 
has neither decided that Dodge is entitled to a patent nor that Fowler 
Is not entitied to a patent The Office is bound by the court's decision 
only on the specific matters which were before it for decision. (See tiie 
decisions of 4he Supreme Oourt in ex parte French^ 91 U. S., 423, and 
ex parte PotU A OCj 0. D., 1897, 342; 78 O. G., 2049.) The court dis- 
tinctiy held in its decision that the questions presented in the present 
motion were not before it 

The interference is reopened for the consideration of Fowler's motion, 
and the case is remanded to the Primary Examiner for decision. The 
Primary Examiner will consider the matter inter partee and pass upon 
the question presented in the motion de novo as if no ruling on the sub* 
Ject bad been mad^ by the Examiners-in-Chief or^the Oommlssloner. 

The motion to refbr the case to the Primary Examiner is granted. 



Latham v. Fobob and Pabbntbau. 

82 0. G., 1680. 



1. iHTRBPBRSlfCK— APPUCAITT VSR0U0 FATBirTIB«-CO!f0TRUCnOir OF IBSUB. 

Whers an ftpplioaut hat adopted tho ololma of a pateoti in aay aabMqaant 
intflrferanoe in which such olaimi oonatitnte the isane they mnat be eonstmed to 
haye tha meaning which the patentee intended them to have. 

9. Sams— Same. 

In an interference between an applicant and a jMtentee in which the iwne la the 
came claim in both caeee the applicant will not be permitted to force npoa the 
iMue a construction whereby the patent will be rendered invalid if any other 
constmction ia practicable. 

Apfbal from Examiners-iu-Chief. 

PROCKsa or covxriko iyxlxts. 

Application of Albert Latham filed March 24, 1806, No. 584,668. 
Patent granted William U. Force and M. O. Parentean December 10, 
1896, No. 651,070. 

Mr. William 8. BeUows and Mr. F. A. Lehtnann for Latham. 

Jfr. £. F. Hffde and Mr, WaUaee A. Barilett for Force and Parentean. 
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Gbselbt, Aaiitimi Oammiitioner: 

This is an appeal by Force and Parenteaa from the decision of the 
Bzaminert-in-Ohief awarding priority to Latham upon the following 
iBsaee: 

i. The method of coming the lie»df of eyeleib with plMtl<i material, which «on- 
Biste in fonning the metallic eydett and forming plaatlitf waeheia from which the 
coven are to be made separately,- then'ineerting a metallic eyelet in a hole in a die^ 
and the waaher in a zeceea in eaid die aronnd the month of the hole, then centering 
the waaher with the metallic eyelet by paeaing a conical die through said washer 
and into the eyelet from above, and simnltaneonsly molding the washer and fixing 
it to the eyelet by means of heat transmitted by the die. 

S. The method of covering the heads of eyelets with plastic material, which con- 
•lata in fonning metallic eyelets and plaetlc washers separately, assembling the eye* 
let and waeher with the washer in contact with the flange or rim of the eyelet, then 
molding or forming the washer about the rim of the eyelet by compressing with a 
heated die while retaining the eyelet by a companion die. 

Upon the third issne priority was awarded to Force and Parenteaa 
by the Bxaminers-in-Ohiet This issae is as follows : 

8, The pair of dies Ibr molding heads on eyelets, the male die having a conical 
end prcjeetidn and a cylindrical shoulder surrounding and concentric with this pro- 
jection, and the female die having a chamber to rcjoeive the conical projection and 
larger thaa the gieateet diameter thereof, and a recess around the mouth of said 
chamber to receive and fit the cylindrical part of the male die. 

Latham has not appealed. Hence the decision of the Examiners-in- 
Chief as to this issue has become final. 

The Examiner of Interferences awarded priority to Latham upon all 
three issoes. 

The application of Latham was filed more than three months after 
the issue of a patent to Force and Parenteau and nearly a year after 
the filing of their application. 

The patentees have taken no testimony. 

Under the circumstances it is necessary for Latham in order to pre- 
vail in the interference to prove beyond a reasonable doubt that he had 
not only conceived the invention before the date of fliiug of the appli- 
cation of Force and Parenteau, but had either reduced the invention 
to practice before that date or had endeavored with due diligence to 
reduce the invention to practice. In other words, the proof must be 
such as would invalidate the patent. As Latham alleges reduction to 
practice of the invention long prior to the filing of Force and Paren- 
teau's application, there is here no need to consider the question of dil- 
igence. Latham alleges reduction to practice in 1891 of the invention 
of the issue. The evidence submitted in his behalf shows that he con- 
strncted and operated in 1891 a device for covering eyelets with plastic 
material. This device effected the process or method of the issues if 
the term << molding" in the issues be construed in its broadest sense to 
mean molding the washer or any portion of it There is no doabt but 
it may be so read, and it has been so read by both of the lower tri- 
bunals; but that it should be so read I cannot agree. 
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Foroe and Parenteoa me in their prooeM wMben out of vaxk die 
that the whole will be molded onto the eyelet wltboat trimming or out- 
ting. It is daimed on their behalf that it ie neooMMry to a proper oarry- 
ing out of the proceae that there shall be no trimming of the washer by 
the heated die; that suoh trimming results in dogging the dies with 
bits of the plastio material, whioh, being softened by the heat of the die, 
are rendered stioky and adhere to the dies, and that suoh dogging of 
the dies is sudi as to materially interfere with the praotioal operation 
of the device. 

The issues are the olaims of Force and Parenteau's patent Their 
meaning must be determined by consideration of the description on 
which they are based. Latham, having made these daims after he had 
seen Foroe and Parenteau's patent and having drawn them for the pur- 
pose of an interference with the patent, must be hdd to have intended 
them to have the same meaning which they have in the patent In 
other words, Latham must meet Force and Parentean on their own 
ground. He is not entitled to put upon the claims of the patent aoon- 
strnctiou which would render them invalid by reason of what he had 
done in 1891 if by any reasonable construction they could be hdd vaUd 
as restricted to a specific process not invented by him prior to the filing 
of the application on which their patent was granted. 

Whatever Latham may have done in 1891, it is not dear that at that 
time, or at any time prior to the filing of the application on which the 
patent was granted, he contemplated the molding of the whole washer 
without cutting or trimming. The fi^t that he did nothing with the 
invention which he reduced to practice in 1891 until nearly five years 
later tends strongly to show that the Invention as made by him was 
open to the objections urged by Force and Parentean and was not the 
invention described and claimed by them. While it may be that 
Latham is entitled to be considered the original and first Inventor of a 
generic invention of which the invention of the issues is a species and 
while it is possible that he may be entitled to a claim which will subor- 
dinate the invention made by Force and Parentean, it does not appear 
that be is the prior inventor of the specific invention of the issues. 

The decision of the Ezaminers-in-Ohief awarding priority of inven- 
tion to Latham is reversed as to the first and second issues, and priority 
as to these issues is awarded to Force and Parentean. 



Bx PABTt Mathbwb. 

IhMed FAnmry M, JS98. 

92 0. G.» 1091. 

1. Divxnoif— Jonmn or IirvnmoHs. 

Where no parltodar adftptabilily Is Ibimd to szist betwooa ft gftOM sppaiatas 
ftttd ft ooln-oontroUed ftppftzatnsi olftlnu for both dioiild not he permitted in a 
ilngle ftppllofttion. 
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or UsB Nut Coktrollino is Qubstioit or Division. 
The wordB "ooin-releasftble meohanism'' are not safficient to carry a clalni the 
other elementB of which relate to a game apparatus into a group of claims each 
dizeeted to aaeh apparatas. Such words are merely a statement of the fact that 
a ooin-releaser may be used with the game appai-atus. 

On PxnxioN. 

BONUS-DBTBIUaNIVO DKVIGX. 

Application of William Mathews filed Aagnst 16, 1897, No. 648,390. 
Mr. L. P. Ch^aham for the applicant. 

Gbbslbt, A»si$tant Commissioner: 

This is a petition asking that the Examiner's requirement of division 
be overmled. 

The device of this application is a game apparatas in which one of 
the agents or articles necessary to the i)lay is released by a coin-con- 
trolled device. Certain of the claims are drawn to the game apparatas 
and certain ones to the coin-controlled device. One, the fifth, is drawn 
to the game apparatas in combination with a <<coinreleasable"ball- 
leeeptaole. The words ^^ coin releasable'' are not sufficient to carry this 
olaim into tiie class of coin cimtroUed apparatus, it is nothing more 
than as if a statement were introduced into this claim that a coin- 
rdeaser oould be applied to the game apparatus, and this claim belongs 
with the claimis on the game apparatas and not, as stated by the 
Bzaminer, with the claims on the coin controlled device. 

Save in the particular indicated the Examinei*'s requirement is a 
proper one and should be enforced. The claims of the resjiective sets 
belong to diflbrent arts and are examinable in different divisions. 
Proper classification requires that they be presented in separate appli- 
cations. (See ex parte Burgess^ O. D., 1897, 64; 80 O. O., 1759.) I fail 
to find that any particular adaptability exists between the two devices, 
either of which might be used with other devices probably without any, 
and certainly without inventive, change or adaptation. 

The petition is denied. 



Bx PABTB Ohuboh et dL 

VwAdei March 7,1898. 

82 O. Q., 1987. 
L Assiomcmrr, Bboordxno in thk Patsnt Officb— Authoiuty or thx Com- 

MISSIONKB. 

An awignmeut referring to two Letters Patent, giving dates and numbers and 
porporttng t«> be executed by a receiver for a certain corporation, and two 
grants purporting to be executed by the assignee named in the aesigumenty was 
oflfered for record in the Patent Office; but record was refused until an iostm- 
ment showing title in the receiver was furnished for record. HM, on petition 
to the Commissioner, that as the instruments are correct in form and comply 
with the terms of the statutes and rules of the Patent Office there is no author- 
ity Tested in the Commissioner of Patents to refuse to record the instnunsni. 
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2. Same— Same— Duty of the Commissioner Ministebial. 

ffeld farther that when such an InBtmment as that above referred to is offered 
for record and the fees for the recording are paid it becomes the duty of the 
Patent Office to record the same. Such dnty is a ministerial ooe. If in the 
jndgment of the Commissioner of Patents the instrument so offered amounts to 
an assignment, grant, mortgage, lien, Incumbrance, or license, or affects the 
title tx> a patent or invention which is properly identiftod and accompanied by 
the proper fee, it should be recorded. (See Rule 199 of the Rules of Practice.) 

3. Same— Samr—Duty ov Commissioner to Ascertain Authority or Pabty to 

Execute an Instrument Offered for Record. 
It is no part of the duty of the Office to ascertain whether the party execu- 
ting the instrument is possessed of the proper authority to execute the same. 
Manifestly it would in many oases be impossible for the Office to determine such 
question. There is no statute which requires a party executing such an instru- 
ment to record in tlie Patent Office the instrument under which he claims title. 
The Commissioner of Patents is vested with no power to compel such a record- 
ing, and if he be possessed of no sucli power he cannot be required to exsroise 
his Judgment as to the legal right of the party to execute the instrument offered 
for record. 

4. Same— Same— Same— Suggestion iiy the Office. 

Ho may Buggesi, in a case where the instrument purports to be executed by a 
receiver, attorney, or other party acting in a representative capacity, that it 
would be advisable to record the instrument claimed to vest title in such 
representative. 

In THB Matteb of the petition of Messrs. Gharch & Ohoroh 
requesting the recordation of certain assignments. 

DuELLy Oammissioner: 

On November 3, ISO?, the petitioners deposited for record in the 
Patent Office a certain assignment and two grants. The assignment 
referred to two- Letters Patent, giving dates and numbers, and pur- 
ported to be executed by a receiver for a certain corporation, and the 
grants purported to be executed by the assignee named in the assign- 
ment. Record was refused until the petitioners should fuminh for 
record an instrument showing title in the receiver. This instrument 
not being forthcoming, the three instruments were, under date of 
December 28, 1897, returned unrecorded to the petitioners, who now 
pray that these instruments be entered of record as of the date ou 
which they were originally filed for record. 

After a careful consideration of the questions involved I am of the 
opinion that there is no authority vested in the Commissioner of Pat- 
ents to refuse to record the instruments. They are correct in form and 
comply with the terms of the statutes and rules of the Patent Office, 
presumably baaed on the statutes. 

The first paragraph of section 4898 of the Revised Statutes of the 
United States provides that — 

Every patent or any interest therein shall be assignable in law by an instrument in 
writing; and the patentee or bis assigns or legal representatives may, in like man- 
ner, grant and convey an exclusive right under his patent to the whole or any npeo- 
iiied part of the United States. An assigoment, grant, or conveyance shall be void 
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as against any subsequent purchaser or mortgagee for a valuable consideration, 
without notice, unless it is recorded in the Patent Office within three months from 
the date thereof. 

When saoh an instrament as that above referred to is offered for 
record and the fees for the recording are. paid, it becomes the dnty of 
the Patent Office to record the same. Such duty is a ministerial one. 
If in the judgment of the Commissioner of Patents the instrument so 
offered amounts to an assignment, grant, mortgage, lieu, incumbrance, 
or license, or affects the title to a patent or invention which is properly 
identified and accompanied by the proper fee, it should be recorded. 
(See &ule 199 of the Bules of Practice.) 

It is no part of the duty of the Office to ascertain whether the party 
executing the instrument is possessed of the proper authority to exe- 
cute the same. Manifestly it would in many cases be impossible for 
the Office to determine such question. I know of no statute which 
requires a party executing such an instrument to record in the Patent 
Office the instrameut under which he claims title. Certainly the Com- 
missioner of Patents is vested with no power to compel such a record- 
iagj and if he be possessed of no such power he cannot be required to 
exercise his judgment as to the legal right of the party to execute the 
instrument offered -for record. He may suggest^ in a case where the 
instrument purports to be executed by a receiver, attorney, or other 
party acting in a representative capacity, that it would be advisable to 
record the instrument claimed to vest title in such representative. 
Whatever may have been the practice of the Office in the past in requir- 
ing the record of such instrument as a condition precedent to recording 
the instrument executed by such representative, I am unwilling to take 
Ruoh responsibility. If record of an instrument purporting to be exe- 
cuted by a party acting in a representative capacity be refused and it 
be not recorded through the act of the Patent Office within three 
months from its date and it becoiue void by reason of the record of an 
instrument to a subsequent purchaser or mortgagee for a valuable con- 
sideration, without notice, an interesting question might arise as to the 
liability of the Commissioner of Patents for any damages accruing 
through the refusal to record such an instrument. 

I am clearly of the opinion that the Commissioner of Patents has no 
power or authority to refuse to record such instruments as are referred 
to in section 4898 of the Revised Statutes. Any such power must be 
found, if at all, in the statutes of the United States, and in them I fail 
to discover any authority to refuse record to the instruments offered by 
the petitioners. Any custom of the Patent Office to the contrary is 
not well founded and should be discontinued. 

The prayer of the petitioners is granted, and the instruments will be 
recorded as of the date of November 3, 1897. 
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Ex PARTE Hill and Bbnnbb. 

82 O. O., 1968. 
Decided March IS, 1898. 

1. Designs — Divisiox— Modifications. 

Modific:iriouB of desigua «lo not exist and should not be shown and described 
in one patent. When an inventor has produced a design, he has ]irodnce4l a 
single shape or configuration, not several. 

2. Samk— Samr — Same. 

I r an applicant be of the opinion that two or more shapes are one and the same 
design, he should show only one such shape in his application, leaving the courts 
to determine whether the other shapes are the same design as that shown in his 
patent and whether they infringe such shape or design. {Ex pwU Petzold, C. D., 
1»)1, 97; 55 O. G., 1662, and ex parte Hen and Hen, C. D., 1891, 142; 560. 6., iai4.) 

On Petition. 

DESIGN POR A SIIOW-CABD HOLDEB. 

Ap))UcatioQ of Joseph M. Hill and John C. Benuer filed April 28, 
1807, No. 634,295. 

Me»8r9. Burton dh Burton for the applicants. 

I^UBLLy Commis8ioner: 

This is a petition from the action of the Examiner of Designs reqair- 
iiig the petitioners to remove one of the two figares from the drawings 
f«>rmiDg part of their application and to revise the description to con- 
form to snch change. 

The Examiner states that his objection to the case as it now stands 
is based upon the fact — 

that applieaiits have shown two separate and independeot artioles of manafaotare, 
different in shape each from the other, hut embraced nnder one description. That 
is io say, applicants call both artioles one design and make a generic description to 
fit the articles as one article. 

The drawings show two forms of the article, one of which is a modi- 
ftcation of the other. The claim is: 

The design for show-card holder herein shown and described, which is oharactor- 
i e<l by the uppearance of continuity of the wire which is bent to form two fingers 
B 11 in the same plane and the loop D which connects their outer sides, and which 
is extended from the iuner side of one finger across said loop and from the inner 
side of the other finger away from the plane of said fingers, and is then bent to 
form an angle in a plaoe situated at right angles to tbat of the fingers and between 
their ends. 

It is apparent that the application is not limited to a single article 
of maimfacture, as required by the design statnte, (section 4929, B. S.,) 
and that by presenting this claim the petitioners are attempting to 
cover both forms or shapes of the article shown and described. I am 
of the opinion that the doctrine of genus and species does not apply 
to design cases. 
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There Is abundant aatboritjr for holding; that modifloationB of designs 
do not exist and should not be shown and described in one patent. 
When an inventor has prodnoed a design, he has produced a single 
shape or configuration, not several. 

If an applicant be of the opinion that two or more shapes are one 
and the same design, he should show only one such shape in his applicti- 
tiouy leaving the courts to determine whether the other shapes are the 
same design as that shown in his patent and whether they inflringe 
such shape or design. (Hx parte Petzoldj (X D., 1801, 97 ; 66 O. O., 1662| 
and M parte Hen and He$$j 0. D., 1891, 142; 60 O. O., 1334.) If the 
difltoent shapes are different designs, different patents should be 
obtained to cover them. 

The Examiner's requirement that one or the other figure of the draw- 
ings be removed and the specification be amended accordingly is sus- 
tained. The petition is therefore denied. 



Fbsbxak t. BaBmTaar 0t al. 

D$M$d Mmrck 19, M8. 

88 0. G.| 106. 

Itmimudnrai— Pajpsb EzbibitSi BBnu>DuoTiox ov— DisoraTioirART Powaa ov 

TBS COMMUSIOinBR TO BXQCUUD. 

The ralos of the Pstent Offlos do not itqairs that paper oxfaibits ihonld be 
Teprpdnoedi so that oopiet msj be ftimithed for the convenience of the varioos 
tribunals of the Office and for the ooaniiel for ^e «dyerce pertles. In the 
absence of snoh mle It is not within the dlsoretion of the Oonunissioner of Pat- 
ents to make snoh requirement. 

▲ppbal on motion. 

BLBOTRio-uoBmro sTmmi. 

Application of Walter E. Freeman filed April 25, 1888, ITo. 271,986. 
Application of Alexander Bernstein filed August 4, 1887, No. 246,10S. 
Application of Rudolph M. Huuter filed June 18, 1887, No. 241,720. 
Application of Bllhn Thomson and Bdwin J. Houston filed February 
19, 1887, No. 228,183. Application (reissue) of The Westinghouse 
Electric Oompany and John D. Oibbs filed August 6, 1880, No. 310,055. 

Meuri. Ohurek A Ohufreh for Freeman. 

Mr. J. W. amUh and Mr. H. B. Maekaye for Bernstein. 

Mr. R. M. Himterpro ie. 

Mr. H. 0. Twonwnd tot Thomson and Honstoui 

Mr. E. B. Maekaife for the Westinghouse Oompany and Oibbs. 

DuXLL, OawimU^Umer: 

This is an appeal by Hunter from the decision of the Examiner of 
Interteenoes granting the postponement of the hearing for a perlor^ 
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of thirty days and also requiring him to reproduce his paper exhibits 
and furnish copies thereof to opposing counsel. 

Upon the hearing Hunter abandoned his appeal ao far as it related 
to the postponement of the hearing for the reason that the thirty days' 
extension granted by the Examiner had then expired. This only leaves 
for review the action of the Examiner of Interferences in requiring 
Hunter to reproduce hi8 paper exhibits. The Examiner of Interfer- 
ences in granting the motion for the reproduction of the exhibits said: 

So far as the Examiner in aware, .this is a question irithoat a precedent. 

That paper exhibits should be reproduced so that copies can be fur- 
nished for the convenience of the various tribunals of the Office and 
for the counsel for the adverse parties is not required by any rule of 
the Office. In the absence of such rule I cannot agree with the Exam- 
iner of Interferences in his statement — 

that it is within the discretion of the Commissioner to make such a requirement. 

Interference proceedings have become so onerous to the parties 
involved that I am unwilling to strain any rule that would result in 
placing additional burdens upon parties to such proceedings. The 
interference proceedings are now too expensive and complicated. 

I fail to see any ground for the statement that Hunter^s record will 
be unintelligible without copies of his paper exhibits being fbmished. 
If Hunter's record is not intelligible with the originals^ it will certainly 
not be made more intelligible by any number of reproductions tat- 
nished for the convenience of the Office and counsel. The argument 
advanced by counsel for Freeman th4t if an appeal to the court be 
taken the exhibits will have to be reproduced and therefore they should 
now be furnished is clearly untenable. Such contingency has not yet 
arisen, and it is unnecessary at this stage of the proceedings to provide 
for it Even were an appeal to be hereafter taken, it cannot now be 
said which party would have to bear the expense of printing the 
records. 

The action of the Examiner of Interferences in requiring Hunter to 
print his paper exhibits is reversed. 

I have been asked to direct the Examiner in setting another date for 
final hearing to consider the magnitude of the records. The Examiner 
will of course give a reasonable time for counsel to prepare their argu- 
ments; but in view of the fact that this interference has been pending 
for many years I also call his attention to the flict that the public have 
some rights and that therefore as early a date of hearing should be set 
as is compatible with the interests of the parties. 
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MowBB V. Obibp and Oopeland. 

Iheided Morek $5, 1898. 
88 O. O., 156. 

1. IifTRitrsfucNCBH— Rbduction to Practicb— Lachkb in Applying for Patent- 

Rival Inventors— EsTOPPBL. 
Where an Inventor is guilty of laohee lu putting aside a machine for eleven 
years after it was perfected and tested, he is estopped hy snch laches from 
reoeiving a patent hy reason of the entrance into the same field of a rival 
inventor who reduoed the invention to practice^ obtained a patent, placed the 
invention on the market, and gave to the world the knowledge and nse of such 
Invention. 

2. Samjb— Priority— EsTOPPBLr-EiGHT to a Patent. 

While M. was the first to reduce to practice and therefore entitled to an award 
of prlorityi yet on account of laches in applying for a patent he is not entitled 
to a patent, and the Examiner directed to reject the claims of M. involved in 
the interference after final award of priority. 

Appeal from Examiner-iii-Ohlef. 

tack-drivino machine. 

Application of Samuel E. Mower filed May 14, 18d4, No. 511,089. 
Patent granted Joseph E. Grisp and Oeo. W. Oopeland June 30, 1891, 
No. 455,174. 

MessTB. CroBby A Oregary and Mr. Fred. P. Fish for Mower. 
Mr. E. P. HatDe and Me$sr8, PhillipB A Anderson for Crisp and 
Gopeland. 

DxTBliL, Commissioner: 

This is an appeal by Crisp and Copeland from the decision of the 
£xaminers-in -Chief affirming the decision of the Examiner of Inter- 
ferences awarding priority to Mower. 

The issae is : 

In a hand tacking and loading machine the combination of a suitable taok-driver, 
a tack-loader anti loading mechanism, with a tack-chnte composed of two parts, 
one part fixed to the tack-driving device, and the other part fixed to the loading 
mechanism, and means for connecting and disconnecting the same, for the pnrposes 
set forth. 

Both the Examiner of Interferences and the Examiners-in-Chief 
found that Mower in 1881 made a practically successful machine which 
embodies the subject-matter of the issue. This finding is abundantly 
warranted by the testimony. This machine was, in 1882 and 1883, 
tested with satisfactory results. 

All this occurred long prior to any conception or reduction to prac- 
tice by Crisp and Copeland. Priority is therefore awarded to Mower. 

Were no other questions involved than that of priority, it would be 
unnecessary to add further to this decision. The record, however, 
raises another questiou which is not so easy of solution. 
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The prooft show that after aiich tests were made in 1882-3 the 
exhibit macbiue was laid tisido for some eleven years. Meanwhile 
Orisp and Copeland conceived the same invention, rednced it to prao- 
tice, applied for and obtained a patent, and placed the invention upon 
a large scale on the market, and the pablic throagh them acquired 
knowledge of the invention and the right to nse the same, some four 
hundred maohines being put on the market by their assignee before 
Mower took any steps to obtain a pateut or put the invention into use. 
It was not until the Grisp and Copdand pateut had been issued for 
nearly three years and the machines had been placed uix)n the market 
for nearly two years in New England, where Mower lived, that the 
Mower application was filed. Even then neither Mower nor Henry G. 
Thompson, who claimed to be the equitable if not the legal owner of 
the invention, took any steps to apply for a patent; but the initiative 
was taken by one Hurd, the agent of a corporate rival of the corpora- 
tion owning the Orisp and Oopeland patent, who obtained from Mower, 
through Thompson, the execution of an application by Mower and its 
assignment to such corporation. It will be seen that the invention in 
controversy was not given to the public by Mower, but by Crisp and 
Copeland. 

Pending these interference proceedings the question of abandonment 
was raised by the attorney for Orisp and Copeland, and by consent of 
the attorneys for the respective parties the application of Mower was 
remanded to the Primary Examiner to consider that question. It was 
decided adversely to Mower by the Examiner, and thereu))on Mower 
took an appeal to the Examiners in-Chief. They reversed the Exam- 
iner, holding that the excuse given by Thompson why an application 
was not filed by Mower was sufficient and abandonment had not been 
proved. Mower seems to have not known why the application was not 
prosecuted. Thompson says it was because he had parted with hia 
rights in certain patents and that he was not being treated fairly and 
so determined to withhold any application by Mower until about the 
time when such prior patents would expire; but in my opinion the tes- 
timony does not show that such patents were dominating patents, so 
as to warrant the debiy on the part of Mower, for at the best they 
would only prevent the full eiyoyment of the invention, for Mower's 
application states that the invention is useful — 

in tlio prodncing of boots and shoes, and fur many other pnrposos in the arts. 

While actual abandonment may not have been proved, yet a more 
serious question is raised by counsel for Crisp and Copeland — t. a., that 
Mower and his assignee are estopped by their laches in sleeping upon 
their rights and aUowing another to enter the field, obtain a patent, 
put the invention into public use, and give to the public the right to 
use the same, which right is embraced by the public. 

I am cleiirly of the opinion that Mower and his assignees, who are iu 
no better position than he, were guilty of laches in putting aside the 
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machine for some eleven years after it was i)erfected and tested, and 
that they are estopped by sach laches from receiving a patent hy rea- 
son of the entrance into the same field of rival inventors who reduced 
the invention to practice, obtained a patent, placed the invention npon 
liie market, and gave to the world the knowledge and nse of the inven- 
tion, in retnm for which, I apprehend, is found the consideration which 
indoced the fhimers of the Oonstitntiou to grant therein the power to 
Congress to promote the progress of science and useful arts by secur- 
ing for limited times to authors and inventors the exclusive right to 
tiieir respective writings and discoveries. This conclusion is supiiorted 
more or less forcibly by various authorities. 

In the case of KendaU et oZ. v. WinMor (21 Bow., 322, 328) Mr. Justice 
Daniels, speaking for the Supreme Courts said : 

The tme policy and ends of the patent laws enacted under this Ooverument are 
diaoioeed in that article uf the Constitution, the source of all these lawn, viz: "to 
promote the progress of soienoe and the useful arts/' contemplating and necessarily 
implying their extension, and increasing adaptation to the uses of society. ( Vide 
Constitution of the United States, Art. I, sec. 8, clause 9.) By correct induction 
from these trnthsy it follows, that the inventor who designedly, and with the view 
of applying it indefinitely and excluHively for his own profit, withholds his inven- 
tion from the puhlic, comes not within the policy or objects of the Constitution or 
sets of Congress. He does not promote, and, if aided in his design, would impede, 
the progress of science and the useful arts. And with a very bad grace could he 
appeal for favor or protection to that society which, if he had not injured, he cer- 
tainly had neither benefited nor intended to benefit. « * * 

It is the unquestionable right of every inventor to confer gratuitously the benefits 
of his ingenuity upon the public, and thlH he may do either by express declaration 
or by conduct eiiually significant with language— such, for instance, as an acqnies- 
eence with full knowledge in the use of his invention by others ; or he may forfeit 
his rights as an inventor by a wilful or negligent postpouement of his claims, or by 
an attempt to withhold the benefit of his improvement from the public until a sim- 
ilar or the same improvement should have been made and introdnoed by others. 

The facts in the ease of Bowley v« Mwon^ which was an appeal from 
the Patent Office to the Supreme Court of the District of Golumbia, 
(VoL 2 American Law T\me9 Reports^ 1(K>,) were somewhat similar to 
those in the case at bar. Mason, it seems, perfected his invention in 
18B9, but failed to file his ap]>lication until January, 18G8, a jieriod of 
about nine years intervening between tlie time of the perfection of the 
invention and the filing of the application. In the meantime, during 
the year 1866, Eowley, without any knowledge of the invention having 
been made by Mason, perfected the device which Mason had perfected 
seven years previously, and filed his application on November 26, 1867. 
Judge Fisher in deciding this case said : 

upon a careful eonsideration of all the testimony in the case, I have come to the 
eonolnsion, ikoKgk with muek heaiiatiaHf that Mason invented the device claimed in 
this case in the year 1859, and rednce<l his invention to a fixed, positive, and prac- 
tical form, and is therefore the first inventor. 

I now proceed to the inquiry wlietber he has or has not forfeited his right to a 
patent, as against a subsequent, indepeudeut inventor, for there is no question in 
my mind that Bowley is such. 
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After reviewing the authorities aud the facts in the case the jndge 
decided that, alchougli Mason was the first inventor, priority should be 
awarded to Rowley, aud he ordered that a patent be issned to Rowley. 
In his decision he used this language: 

The great object of the patent law is the promotion of the arts and scieuoes as 
rapidly as possible, by means of holding out to inventors an exclusive monopoly in 
their inventions for a limited term; and the principle laid down by Jostioe Story 
conforms to the spirit of our patent system. Were it otherwise than he deeided, 
inventors would sleep upon their inchoate inventions- and put off their reduction to 
practical form to a more convenient season, the result of which would be, in many 
instances, the loss of useful inventions and improvements which they had begun and 
might well have perfected; while other inventors would be deterred from expending 
their money and brain-work in perfecting inventions by the apprehension that some 
more sluggish genius might step In and anticipate the fruits of his labors at the 
eleventh hour. The same sound policy seems to me to require that, as between two 
independent inventors, the one which has perfected his invention but chooses to 
sleep upon it for nine years, or even a loss period, and is only aroused from his slum- 
bers by the application of a subsequent inventor for his patent, has no right to com- 
plain if that application should meet with success. 

After this decision there were certain proceedings conducted in the 
Patent Office and in the Supreme Court of the District by which Mason 
obtained a patent, and this patent was in suit in the case of Consoli- 
dated Fruit Jar Go. v. Wright (6 O. G., 327 j 12 Blatchf., 149.) Judge 
Woodruff in his decision said: 

The acts of neglect of Mason, the patentee, amounted to an abandonment of the 
supposed invention, and of all <;laim to a patent therefor. It was not until after 
the several patents aliove specitied had been obtained by others, and after Rowley, 
in concert with Imlay, had engaged largely in the manufacture, and they had been 
for very nearly two years extensively sold, that Mason, nine years after his alleged 
invention, comes forward to claim the exclusive right to make such Jars. If he 
originally might have claimed it, he had slept too long. He had abandoned the 
manufacture. His instruments of manufacture were lost, or had passed tvom his 
possession and control, without an effort to reclaim them. Others having no con- 
nection with him had produced and given to the public the benefit of the device he 
now seeks to claim, and had devoted their time and capital to its production and 
sale. There was no reason for this delay, if Mason entertained any purpose to par- 
sue the invention or patent it. He had abundant means for this purpose. He actu- 
ally applied for and received another patent. He apparently applied himself to a 
totally different subject, so as to indicate that, for some reason, he did not regard 
the device worthy of farther attention, until either the ingennity or skill, Judg- 
ment and capital of others, applied to the mannfactnre and sale, suggested to him 
that the alleged invention had value. The remarks of Judge Fisher, of the Supreme 
Court of the District of Columbia, in his opinion in the matter of the interference 
between the applications of Rowley and Mason, (put in evidence by the complain- 
ant,) are forcible and apt to this view of Mason's rights, especially as' against Bow- 
ley, who, it seems, defends this suit. {Adams v. Jone$, 1 Fish. Pat. Cas., 527; White 
V. Jllen, 2 Id., 440; Saylee v. B. H, Co., Id., 523; Ransom v. Mayor, 1 Id., 252.) As 
well on the ground of abandonment as on the ground of unnecessary delay and 
neglect, until Rowley, or Rowley and Imlay, had produced and put the alleged 
invention into extensive use and on sale, for nearly two years, expending their time, 
industry, skill, and capital, the patent to Mason must be regarded as invalid. 

Nor, in my opinion, is it material to inquire whether Mason or Rowley did or ooald 
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haiTe obteinad a patent for tbe oombiuation in question. If an inventor, without 
substantial reason or ezonse, abandons the use of his invention, and for nine years 
sleepa on bia rights, and in tbe meantime others, in good faith, employ their indns- 
tiy, skill, and money in prodneing the same thing, and give the public the benefit 
thenof, putting it into extensive use and on sale, such a state of faots not only war* 
rsnts the infeienoe of abandonment by the first inventor, but it also creates, as 
between him and the others, the same equity as would arise if such others had gone 
fbither and taken out a patent. Whether the device be patented, or has "gone 
into use wlthont a patent," sbonld make no difference. {Kendall v. WinBorf 21 How., 
d82«) This is not because lapse of time,|ier se, deprives an inventor of his right, 
but because the circumstances giving character to tho delay indicate abandonment; 
and also because the intervening rights of others make it inequitable that ho sbonld 
thereafter be permitted to assert any snoh exclusive title to the invention. 

On appeal to the Sapreme Court of the United States (94 U. S., 92) 
the decision of Judge Woodruff was sustained* the Court finding that 
the fEkct that when Mason showed his invention to his attorney in 1859 
he was advised that if he patented it he could not use it, as it would 
infringe earlier patents which he had parted with to others, was not a 
sufficient reason for the delay in filing the application; that no suffi- 
eiejit reason was disclosed in the record why the application for the 
patent was not made earlier, and that it was not for want of the neces- 
sary pecuniary means on the part of Mason. 

Justice Swayne, speaking for the Court, said: 

He who is silent when he should speak mnst be silent when he wonld speak, if he 
eannot do so withont a violation of law and i^jnstice to others. 

The snpinenees of the patentee is unexplained and inexonsable. A principle akin 
to the dootrine of equitable estoppel applies. 

In tbe case of United States "Rifle and Cartridge Co. y. The Whitney 
Arme Co. (0. D., 1877, 197; 11 O. 6., 373) Judge Shipman cited the 
case of Kendall v. Wtit^or and the Fruit Jar Company Cane^ supra^ 
with approval, in this language: 

A person "may forfeit his rights as an inventor by a wilfnl or negligent postpone- 
ment of his claims, or by an attempt to withhold the benefit of his improvement 
from the public until a similar or the same improvement should have been made and 
introduced by others." (Kendall v. Winsor, 21 How., 322.) If there was no purpose 
on tbe part of Cochran to withhold his improvement from the public, there was a 
negligent postponement of his claims until after the other inventor had acquired 
equities which it seems uqjust to destroy. The language of Judge Woodruff in 
Caneolidated Fruit Jar Company v. Wright (6 O. G., 327; 12 Bhttchf., C. C. R., 149,) 
though not necessary to the decision of that case, is Just and pertinent to the facts 
which are here diseloeed. 

Mr. Justice Clifford, speaking for the Supreme Court of the United 
States, in the case of Batee v. Coe^ (C. D., 1879, 365; 15 O. O., 337; 98 
U.S., 31, 46,) said: 

Inyentors may, if they can, keep their invention secret| and if they do for any 
lasgth of time they do not forfeit their right to apply for (obtain) a patent, unless 
another in tlie meantime has made the invention and secured by patent the exclusive 
fight to make, nee, and vend the patented improvement. Within that rule and sub- 
ject to that condition inventors may delay to apply for a patent. 
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In the case of Boyd v. Oherry (4 McOrary, 70, 76) it was said: 

The rights of a patentee are granted to him npon the oonaideration of the giving 
by him to the pnblio of a new and naefnl diaeoTery. If some one before him had 
already given the same invention or discovery to the public, this consideration falls, 
and he has no basis for his claim of exclusive right. Hence it is that the alleged 
prior invention mnst have been made public. 

If kept secret by the first inventor until the second has disoovered it and given it 
to the pnblio, the latter will bo protected, for it is to him that the public is indebted ; 
it is fh>m him that the public has reoeived value ; and as no one eon impart that which 
he does not possess, it mnst apjiear that the alleged prior inventor was aware not 
only of his discovery, but also of its utility. 

On tins same qaestion Judge Shipman, in the case of Mubel v. Dickj 
(CD., 1886, 362; d60.G.,939; 2S Fed. Hep., 132, 140, )iiaed this language: 

The question, therefore,, is, should the first inventor, who proceeded with reasonable 
diligence to perfect nn important invention, and who produced a snocessful machine 
before the junior inventor's patent was issued, lose his ri^t to the fruit of his inven* 
tion on account of the delay whioh he exhibited in applying for his patent. That 
laches merely in applying for a patent when there were no laches in otherwise per- 
fecting the invention may compel on inventor to be deprived of his patent, another 
inventor having meanwhile given the same invention to the public, is probably true. 
The remarks of Acting Commissioner Duncan in MonmT, Adams, (1 O. O., 2,) are 
important and valuable npon this point. In the ease under consideration the utmost 
time during whieh the inventor may be chargeable with laches was nineteen mouths^ 
the interval between the completion of his working drawings and his applioation 
for a patent. Ten months elapsed after the completion of the nmohine. When an 
inventor of a maehine of the important character of either Tucker's or Taylor's, who 
has been diligent in perfecting and reducing his invention to practice and in 
attempts to bring his machine to the knowledge of the pnblio has merely paused 
before applying for a patent for a period of nineteen months after he eompleted his 
working drawings and ten months after he completed his machine, I oannot say 
that there were snch laches as should deprive him of the reward whieh ordinarily 
attends priority of invention. 

Our inventors are more apt, I suppose, to go into the Patent OiBce with incomplete 
inventions than to wait too long after experiment has aehieved perfeetiou. A deci- 
sion which should compel haste in applying for patents liefore aetaal practice had 
tested the truth of the inventor's theory, and hod overcome difficulties in the 
operation of the mechanism, would, I think, be productive of more ii^ury than a 
decision which, while compelling diligence in perfecting the invention, waa 
indulgent of some delay in seeking the Patent Office. 

In this connection see also EUithorp v. Robertson (MaoA. Pat. Oas., 
585, 597) and Robinnon on Patents^ (vol. 1, sees. 323, 385, and 390.) 

Believing that the facts and the law applicable thereto warrant me 
in holding that Mower is justly entitled to a patent, I direct the Pri- 
mary Examiner at the close of the interference proceedings, if priority 
shall be awarded to Mower by the final tribunal, to reject the claims of 
Mower involved in this interference. 

While the decision of the Examiners-iu-Ghiefuiion the question of 
priority is affirmed, yet Mower is held not to be entitled to p patent. 
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OziAS V. Stimpbon. 

DeoUM AfrriMfy M, 1S98. 

88 0. G., 295. 

Apfsal, Limit of— Intbrfkrbncb— Dscibton ok Lower Tribunal in Intsrloo- 

UTORY If ATTBR0 BlXDIKO. 

AppoaU npon interloontory matters Hhonld not be aceouted after the ezpira- 
tion of the limit of appeaL Tlie decision of n lower tribunal in snch mattera 
•honld not be set aside except npon a clear showing of error. 

(^ MonoH. 

COMFUTIHO-aCALR. 

Application of Onuigo O. Osias filed Angust 28, 1896, No. 600^. 
Patent granted Walter F. Stimpson July 23, 1806, No. 543,328. 

Meurs. Okurek dk Okureh for Osias. 

Measra. T. 8. Bprague A 8(m and Mr. L. 8. Baoon for Stimpton. 

OnXELBT, AsaUtant CommUsioner: 

On June 29, 1897, Stimpson filed a motion to take additional testi- 
mony. On November 8 that motion was denied by tbe Examiner of 
Interferences, the limit of appeal being fixed for Noveml>er 18, 1807. 

It seems that Stimpnon iuteiided to appeal from tbe decrision of the 
Examiner of Interferences denying his motion, and it appears that his 
principal attorneys intended to direct the associate attorney to prepare 
and file soch api)eal. It fortlier appears that the associate attorney 
did not understand that he was expected to x>repare and file the appeal 
and became aware that sach action was expected of him only after the 
Bmit of apiieal had expired. He at once made an attempt to seeore 
from the attorneys for Ozias iheir consent that an appeal should be 
eowudened as if filed within the limit of appeal. This consent was not 
given, and the attorney therefbre filed the motion for extension of the 
limit of appeal. The motion for extension of the limit of appeal was 
dismissed by the Examiner of Interferences on the ground that he had 
no jariadictioo, and Oziae filed a motion to dismiss Stimpson's appeaL 
This motion is now before me. 

While the circumstances are unfortunate for Stimpson, it is clear 
that his appeal, not having been taken within the limit of appeal, must 
be ilismissed. While there may be cases in which an appeal may be 
accepted after the limit of appeal has expired, I am satisfied that this 
should not be done in case of an appeal in an interlocntory matter. In 
sach matters the decision of the lower tribunal should not be set aside 
except upon clear showing of error. Appeals from decisions in such 
matters should be promptly taken, and appellants will be held strictly 
to the limit of appeal set in the decision. 

Hie motion to dlsmin is granted. 
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Bx PABTB TTMBBON AXD BOBLAIO). 

DtoUM Mwrek 17, 1S98. 
88 0. G., 608. 

1. DlYUIOV— DnrFBBBNT PBOOX88BS— AGOOBBOATIOX. 

Where the EzAzniner required diyiftion between ft aet of oUims stated to be 
for the process of producing woven fobric and another set for the process of 
winding yam and some of the claims of the first set iuolnded the step of 
winding yam, MM that if the claims for prodncing the fabric, inolnding the 
step of winding yam, are for a legitimate combination division should not be 
required. If they are not for snoh a oombinatiouy they should be rejected for 
aggregation, leaving the question of division to be settled after the final deter- 
mination of the question of aggregation. The practice announced in cv parte 
Wmco9 and Barton, (C. D., 1888, 144; 46 O. 0., 466,) 0x pmrto Bullard, (G. D., 
1888, 169; 46 O. G., 1668,) and «r parte Carter (0. D., 1889, 100; 46 O. G., 1801) 
followed. 

9. SAMB^-PROCBSa— Pboduct— Appabatus. 

A woven fabric, a process of producing the fisbric and winding yam, an appa- 
ratas for winding yam on the spool, and a yam-si>ool or bank-spool are each 
separate and independent inventions and should form the subject of separate 
applications. 

On Petition. 

ART AND MEANS FOB PBODUCXNG WOVEN FABBICS. 

Application of Bagene Tymeson and Beaben Borland filed May 26, 
1897, No. 638,216. 

Messrs. Philippj Phelps & Sawyer for the applicants. 

DuBLL, Oammissianer: 

This is a petition from the action of the Primary Bxaminer requiring 
division. 

The petitioners, after setting forth in their specification the nature 
and object of the invention, state: 

The invention includes an improved fabric and improvement in the art of pro- 
ducing the same, a method of winding yam for use in such art, a yam-spool and a 
bank-spool as new articles of mannfaeture, and various features in winding appa- 
ratus, all of which will be fally described in the following specification and speoifie- 
ally pointed out in the claims. 

The claims covering these improvements have been divided by the 
Examiner into four groups. Claims 1 to 6, which are for the improve- 
ment in the art of producing woven fabric, he puts in group 1 ; claims 
7 to 10, for the method of winding yarn, in group 2; claims 11 to 13, 
for a woven fabric, in group 3, and claims 14 to 17, for a yam-spool, 
and claims 18 to 21, for apparatus fbr winding yam, in group 4. 

An examination of claims 4, 5, and 6 shows that they include in one 
process the steps of weaving stated by claims 1 , 2, and 3, and the steps 
of winding yam stated by claims 7, S^ 0, and 10, If claims 4, 5, and 6 
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are for a legitimate combination, all of tbese claims slioald be included 
in one application. If^ on the other hand, these claims are not for sach 
a combination, they should be rejected for aggregations, and if the 
applicants acquiesce in this rejection or the Examiner's action is sus- 
tained on appeal claims 1, 2, and 3 should be made the subject of one 
application and claims 7, 8, 9, and 10 of another. The practice 
announced in ex parte Willcox and Borton^ (0. D., 1888, 144; 45 O. O., 
465,) ex parte Bullardj (0. D., 1888, 169; 45 O. 6., 1569,) and ex parte 
Carter^ (0. D., 1889, 100; 46 O. O., 1391,) should be followed. 

The fabric covered by claims 11, 12, and 13 seems to be independent 
of the method covered by the preceding claims or the spool and appa- 
ratus of claims 14 to 21. These claims should, therefore, form the 
subject-matter of a separate application. While the Examiner has 
placed claims 14 to 21 in one group, I am of the opinion that the 
spoolB covered by claims 14 to 17 are independent of the apparatus 
covered by claims 18 to 21. The spools may be wound with yam by 
other means than that covered by claims 18 to 21, or they may be 
wound by hand. Such spools are merchantable articles that may be 
placed on the market for use for other purposes than in such an appa- 
ratus as here described and claimed. The spools are also independent 
of the process or fabric of the other claims. Claims 18 to 21 cover 
winding apimratus that may be in one application. 

Division on the line here indicated should be made. The petition is 
denied. 



Both v. Bbown and Stillman. 

Decided JMrmary g6, 1898. 

88 O. O., 698. 

IKTXRVSBXNCS— Motion to Dissolve— Rbs Aixiudicata— Pbiok Suit in Court, 
Effect of, ok Office Proceedings. 
Where it wm moyed to diseolve an interference for the reason that the ques- 
tion of the interference is ret oif^iidteata as hetween the parties, that the question 
of priority hftTing heen determined hy a court of competent Jurisdiction could 
not be retried by the same parties in the Patent Office, and that one of the par- 
ties was estopped from asserting his right to the invention. Held that these c]ues- 
tions shonld not be passed upon on an interlocutory motion, as they are such 
questions as relate to the merits of the interference and would more properly 
form the basis of a Judgment of priority of invention than for the dissolution 
of the mteirlbreiiee. 

Appbal on Motion. 

PNEUMATIC TIRE. 

Application of Oharles H. Both filed Jaly 8, 1893, No. 479,9S3. Pat- 
ent granted Alexander T. Brown and Oeo. F. Stillman December 20, 
ISie, No. 488,494. 
121782. 
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Me9mr%. Pkaippj Pkelpa & Sawyer for Both. 

Meisrs. Kerry Ourtie A Page for Brown and Stillman. 

GBEELEYf Aenistant Oammiesianer: 

This is an appeal by the American Dnnlop Tire Company, assignees 
of Brown and Stillman, from the decision of the Examiner of Inter- 
ferences denying a motion to dissolve the above-entitled interference 
for the reason tuat the matter in issne is res adjudieata and that the 
parties in interest in behalf of Charles H. Roih, the New Brnnswick 
Bnbber Company, are estopped from asserting their rights to the inven- 
tion as against the assignees of Brown and Stillman. The appellants 
also present a petition praying, among other things, that the Commis- 
sioner make an order dissolving the interference, or directing that it 
be dissolved, and rejecting the claim of Both, or directing that it be 
rejected, upon the ground that the parties in interest in his behalf are 
estopped from asserting tbo same against the petitioners. 

On Jnly 17, 189G, the api>el]ants presented a motion under Ilnle 122 
that the interference be dissolved for the reason that Both has no right 
to make the claim in issue and that he is estopped from asserting a 
claim of prior inventorship as against Brown and Stillman. This 
motion was duly transmitted to the Primary Examiner, who refused to 
dissolve the interference. The parties then proceeded to take testi- 
mony, and during the examination of Both as a witness notice was given 
by the American Duulop Tire Company that a motion would be made 
to dissolve the interference on the grounds here presented. After the 
close of Both's testimony fhrther taking of testimony was suspended 
by consent of counsel for the purpose of presenting to the Patent Office 
the motion now under consideration. 

Tlie motion was mode by appellants and was heard by the Examiner 
of Interferences, who on June 8, 1897, rendered a decision denjring the 
motion, substantially on the ground that consideration of the question 
by the Primary Examiner would involve the determination by him of 
the legal effect of a consent decree, and as this is a matter beyond his 
jurisdiction he refused to transmit the motion under the authority of 
Faure v. Bradley et at, (C. D., 1888, 120; 44 O. G., 945,) holding that 
the grounds urged for dissolution may be presented at the hearing, as 
they would more properly form the basis of a judgment than for the 
dissolution of the interference. 

It appears that on January 16, 1893, the American Dunlop Tire Com- 
pany, as owners of the Brown and Stillman patent involved in this 
interference, filed a bill of complaint in the United States Circuit Court 
for the District of New Jersey against the Phelps & Dingle Manufac- 
turing Company and Lucius J. Phelps, its president, for infringement 
of said liCtters Patent. The defendants set up in their answer to the 
bill, among other defenses, that Brown and Stillman were not the first 
and original inventors of the matter in controversy, but that Charles 
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H. Both bad previously invented and used the same. The comphunaiit 
took proofs to support the bill, but the defendants failed to take any 
proofs. On motion of complainant a decree was entered, to which the 
defendants consented, decreeing, among other things, that claim 1 of 
Letters Patent to Brown and Stilimau, the claim of the patent involved 
in this interference, is good and valid in law. 

On July 1, 18^, during the pendency of this suit, the Phelps & 
Dingle Manufacturing Company, through an assignment, became the 
owner of the invention and the application of Both involved in this 
interference, and continued as such owner up to and after this inter- 
ference was declared. During the interference proceedings the Phelps 
ft Dingle Manufacturing Company reassigned to Both, who then 
assigned to the New Brunswick Bubber Company. 

In view of these facts it is urged that the motion should be granted, 
fer the reason that the question of the interference is rei adjudicata as 
between the parties; that the question of priority of invention, which 
was essential to the finding of the decree and not a collateral question 
in the said suit, having been determined by a courtof competent juris- 
diction, could not be retried by the same defendants in the Patent 
OfBoe; that Both is the same defendant or was privy to the prior suit, 
so far as concerns any interest held by him at the time the interference 
was declared, because such interest was derived from the Phelps & 
Dingle Manufacturing Company, the defendant in that suit, during the 
pendency of the suit, and that he is now estopped from laying claim to 
prior inventorship. 

The parties had a hearing before the Commissioner, and voluminous 
briefs have been presented in support of and against the motion, and 
while I have considered these briefs, yet, from the view I take of this 
case, it is not necessary at this stage to pass upon the questions raised 
by the motion, as they are such questions as relate to the merits of the 
interference and, as the Examiner of Interferences has held, would 
more properly form the basis of a judgment of priority of invention 
than for the dissolution of the interference. 

In the case of Ungar v. Saxlehner (35 MS. Dec, 430) a motion was 
Bade to dissolve the interference on the ground that Ungar was 
eatopp^ snd bound by an award of priority in a former interference 
between Saxlehner and the P. Scherer Company. On appeal to the 
Commissioner from the decision of the Examiner of Interferences on 
said motion it was substantially held that tbis question related to the 
merits of the invention and the evidence of the estoppel went to estab- 
lish the issue involved in the interference— namely, priority of inven- 
tion ; that on the final hearing on the question as to who is entitled to 
priority Saxlehner might have demanded an award of priority upon the 
conclusive effect of the prior determination; that if the interference 
were dissolved without determining the question of priority the appiica- 
tioDS involved wonld be restored to their original e» parte condition 
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and the question of priority left uncettled— in other woide, the Oom- 
missioner in the consideration of soch an interlocutory motion is called 
upon to flnaUy adjudge that TTngar was* bound by the former a4judica- 
tion and not entitled to an award of priority whereas such an abjudi- 
cation by him should be had upon the merits only after the parties had 
taken evidence and submitted the case to the Examiner and appealed; 
that the party insisting upon the former adjudication could have intro- 
duced the record as evidence and relied upon that alone and demanded 
judgment, or he could in addition have taken evidence as to the actual 
priority; that in either event the case should have been submitted in 
the first instance to the Examiner of Interferences, and the defeated 
party could then have appealed upon the merits and the case have been 
properly tried before the Oommissioner, and that the motion to dissolve 
the interference was not a proper method of presenting the question of 
former abjudication in such a case. 

Although this case of Ungary. Saxlekner was a trade-mark interfer- 
ence, I am of the opinion that the doctrine laid down therein applies 
equally as well to the case at bar and that this interference should not 
be dissolved, but should proceed to final determination on its merits. 

In reaching this conclusion I have not overlooked the argument 
advanced by appellants that an interference between an applicant and 
a patentee should be dissolved without judgment of priority whenever 
it appears that the applicant is for any cause not entitled to a patent 

The decision of the Examiner of Interfeosnces in denying the motion 
to dissolve is therefore affirmed, and the petition is dismissed. 



Hammoitd v. Habt. 

D00MMI A]^ gS, 1898. 
88 0. G., 748 

1. INTXRPBBBNCS—CONSTBUCTIOK OP RULS 96. 

Rnle 96 means that when the formal reqnirementi of an applioatlon — raeh, for 
example, as the requirement for a new drawing or for an amended oath or for 
ftirther aetion upon rejeeted elaims irhieh are not involred in the interferenee 
or for analogooaohanfeo— hare not heen oomplfed with the interforenee ahall be 
deolaredy bo that the partj whooe applioatlon it in proper fonn ahaU not ha 
nnne ew a ri ly delayed in the farther proeeontion of his applioatlon. 
3. Sams— Rules 93, 94, 95, and 96. 

Role 96 does not mean that the Examiner declaring the interference can ignore 

the requirement that the eUAm$ of the party in liMilt most be pnt in sneh eon- 

dition that they wiU not require alteration. If Rnle 96 means tliat, then Rola 

95 means nothing. The two roles shonld be oonstmed in eonneotion with Roloa 

. 98 and 94, so as to giro yitality to all. 

S. Sams— INTBBVXRXMOB BsTWuni Allowsd Ann Rsjxctbd Claims. 

Under a proper interpretation of the roles there is no Jostiflcation for the dea- 
laration of an interference between the Mowei claim$ of one applioatlon and tlia 
rf^toM elaiflM of another appUoation. Two applications do not intertos in aaoh 
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4. Samk—Gxnbric and Specific Claims. 

A generio »nd a speeilic olnim do not interfere, and it does not conflict with 
poblio interest to send a generic claim to imne after a specific claim has been 
patented. {Drawhaugk v. Blake, C. D., 1883, 17; 23 O. G., 1221; Seedy. Land- 
mam, C. D., 1891, 73; 55 O. G., 1275, oited.) 

&. Samb— Scope ok Claims— Ex parte Upton. 

So far as the case ex parU Upton (C. D., 1884, 26; 27 O. G., 99) holds that an 
interference should be declared between two applications or between an appll- 
eation and a prior patent whose claims are not sabstantially identical in tenor 
and scope it is not well fonnded in law, and this decision is overrnled. 

6. Same— Intbrverbhge in Fact— Appucatioms— Application and Patent. 

There is no diifereilt rale of law applicable to an interference when it is 
declared between two applications tban when it is declared between an applica- 
tion and an nnexpii^l patent. The same principles which determine whether 
there wonld be an actnal interference mnst apply alike in each of the conditions 
in whioh the cases are when before the Patent OiBce to determine whether they 
wonld interfere. (Kinjfon v. Car<«r, C. D., 1894, 2; 66 O. G., 513, overrnled.) 

7. Same — Same. 

An interference csn only be instituted for the purpose of determining the 
question of priority of invention between two or more parties claiming substan- 
ttally the same patentable invention ; that of necessity there mnst be allowed 
claims to all parties l>efore an interference can be declared, and that not only 
a patent and an application mnst claim in whole or in part the same invention, 
lint also two spplications roust claim in whole or in part the same invention 
before an interference can be declared. 

8. Same — Examiner Suggesting Claims to Appuoants. 

Where two applications are concurrently pending having claims of different 
seepe dimwn on the same structure, there is no good reason why the Examiner 
should not give the applicant making the specific or narrow claim an oppor- 
tunity, by suggestion, if necessary, to make the broader claim. If the sugges- 
tion is followed, then the parties wonld be making a claim identical in tenor 
and scope, and an interference will properly and natarally follow. To this 
extent ex parte Weeden (C. D., 1892, 185; 60 O. G., 1191) overruled. 

Appeal, on niotioii. 

ENGINE. 

Application of Isaac B. Hammond filed Janaary 23, 1897, No. 
620,424. Application of Henry O. Hart filed June 11, 1896, No. 595,192. 

AfesfTf • BarUm dt Brawn for Hammond. 

Mr. Ellis Bpear and Jlfr. HUioU J. Btoddard for Hart. 

DuELL, OommiB9umeri 

This id an appeal from the decision of the Primary Examiner deny- 
ing Hart's motion for dissolntion of the interference. The following 
are the points of appeal : first, no interference in fact; second, no inter- 
fering claims; third, non-patentability of the claims of Hammond 
involved in the interference, and, fourth, irregularity in the declara- 
tion, preventing proper determination of the question of priority. 

The third point will not in this case be considered by me in deter- 
mlnlDg whether or not an interference exists. 
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The flnt and second points can ordinarily beoonsidered as one, and^ 
broadly stated, can be snmmed up in the one question, do the claims 
of the parties interfere t 

The fourth point will in this case be first separately considered. 

A review of the proceeding^ in the two ca s e s involved in this inter- 
ference shows that Hart filed his application for patent and that his 
daims were rejected by the Primary Examiner and appealed to the 
Exarainers-in-Ohiefy where the action of the Examiner was affirmed, 
but with certain recommeadations, under which Hart's application was 
amended, new claims being inserted, which were allowed by the Exam- 
iner. At this point Hammond was directed by the Examiner to place 
his application in conditior for a probable interference. Thereafter his 
application was amended, which resnlted in an allowaiice of two claims 
and the rejection of nine chums* At this point the Primary Exam- 
iner declared tlie interference under two counts, which will hereinafter 
be conudered. ' Certain of Hart's ebums were dedaied to be involved 
in the interference. Neither of the claims allowed to Hammond was 
placed in the interference, which was declared as embracing Ham- 
mond's rejected claims. 

It aiqiears that Hammond after the declaration of the interference 
moved, under Bale 109, for leave to file an amendment cousistiug of two 
claims, which are the issues of the interfinrenoe. The motion was 
transmitted to the Primary Examiner, but so far as I can discover the 
motion was not passed upon by him. As the interference was not 
rsdeclared, as required by the rule, I take it that the amendment was 
not admitted. 

In order to determine the propriety of this action and whether or 
not the interference was irregularly declared, relerence must be had tc 
the rules of this Office relating to interferences. Rule 93 states : 

An interfdrenoe !• s prooeediDg iDstitnted for the parpose of determining the 
qneetion of priority of inyention between two or more parties olsiming enb- 
•tantislly the ssme patentable inyention. 

Bule 94 states that interferences will be declared in certain cases, 
the following being the only one applicable in this case: 

Between two or more original applioatione containing conAioting clainia. 

The interference having been declared by the Examiner between the 
two applications, one of which (Hammond's) contained no allowed or 
even allowable daims conflicting with the allowed claims of Hart, if 
the action of the Examiner be correct, the declaration of the inter- 
ference was clearly irregular unless justification for the same can be 
found in other rules of the OfQce relating to interference proceedings; 
Bucli justification cannot be found .under Rule 95, because that rule 
expressly states that before tbe declaration of an interference all pjre- 
limiuary questions must be settled by the Primary Examiner and the 
issue must be clearly defined, the invention which is to form the sub- 
ject of the controversy must be decided to be patentable, and the 
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of the respective parties mast be pat in such oonditioii that they 
will not require alteration after the interference shall have been finally 
decided unless the testimony adduced upon the trial shall necessitate 
or justify such change. No allowed claim made by Hammond has 
been embr.iced in this interference, and therefore the requirements 
of Uulc 95 have not been complied with. Nor is it believed that 
justifit*4ition can be found under Rule 96, which reads as follows: 

96. When, however, a party who is required to pnt his application in a condition 
proper for an interference faiU to do bo within a reasonable time specified, the 
declaration of interferenoe will not be delayed. After final Judgment of priority 
the application of such party will be held for revision and restriction, subject to 
interferences with other applications. 

Upon the face these two rules seem to conflict ; but when Bule 96 is 
properly construed there is no conflict between the two, and Bule 96 
does not overnile the requirements of Bule 95. As I understand Bute 
96 and as I believe it should be interpreted it simply means that when 
the formal requirements of an application — such, for example, as the 
requirement for a new drawing or for an amended oath or for further 
action upon rejected claims which are not involved in the interference 
or for analogous changes — have not been complied with the inter- 
ference shall be declared, so that the party whose application is in 
proper form shall not be unnecessarily delayed in the further prosecu- 
Uou of his application. The rule does not mean that the Examiner 
declaring the interference can ignore the requirement that the elaiwa 
of the party in fisult must be put in such condition that they will not 
require alteration, etc. If Bule 96 means that, then Bule 95 means 
nothing. The two rules should be construed in connection with Bules 
93 and 94, so as to give vitality to all. 

Under the above interpretation there is no conflict between the rules, 
and I think that in declaring interferences this interpretation of the 
mloB should be followed. I can see no justification for the declaration 
of an interference between the mUawed claifM of one application and 
the rejected claims of another application. Two applications do not 
interfere in such a case. 

Applying to the fects in this case the natural and obvious construe- 
.tion to be placed upon the rules, I And that there was an irregularity 
in the declaration of the interference which prevents a proper deter- 
mination of the question of priority, for the reason that Hammond's 
application contains no alloiced claims said to be embraced within the 
issues, and therefore he is not claiming in whole or in part the same 
inventiou as is Hart. 

Ordinarily I should not consider the other points of appeal; but this 
seems to be an opportune time to pass upon some other points here 
raised and which are constantly arising in interference proceedings. 
There seems to be a lack of uniformity in the Office relative to the 
question whether applications or applications and patents interfere, in 
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view of which a review of the rulings of the courts and conflicting 
Patent Office decisions may not be amiss at this time. 

That mere infringing claims are not interfering claims is evident 
throughout the whole list of decisions of the courts. 

The courts have uniformly decided that under the statutes applicable 
to interferences two patents do not interfere within the meaning thereof 
when they do not claim in whole or in part the same invention. The 
decisions of this Office unfortunately bave not been uniform in deciding 
the question whether or not two applications interfere within the mean- 
ing of the statutes and rules of the Office applicable to this subject 

In the case of Oold and Silver Ore Separating Co. v. 17. 8. Diiintegrat- 
ing Ore Oo. (3 Fish., 489) the Court held that— 

two patents iDterfere within the meaning of section 16 only when they claim, ia 
whole or in part, the same invention. 

The section referred to was section 16 of the act of July 4, 1836, 
which corresponds to section 4918 of the present Revised Statutes. 

In Nathan Co. v. Craig, (G. D., 1892, 280; 58 O. O., 1093,) which was 
a suit brought under section 4918 of the Revised Statues, Judge Colt 
in deciding the case said : 

Upon snitB brought nnder this section it has, therefore, been repeatedly held, 
nntil it has become weU-seltled law, that two patents interfere within the m«'aning 
of this section only when they olaim in whole or in part the same invention. 

Many cases are cited to sustain this finding. 

In Stanenietz Printer $ Machinery Co. v. Brotoiii Folding Machine Co.j 
(G. D., 1893, 478; 64 O. 6., 1135,) a suit brought under the same sec- 
tion, Judge Acheson in deciding the case said: 

* * • Patents interfere only when they claim the same invention in whole or 
in part. * * * And in a proceeding nnder section 4918 the court cannot go beyond 
the claims and consider generally the two patents as a whole. It has been held that 
an interference does not exist within the meaning of the statute between a patent 
having a dominant broad claim and a junior patent having a subordinate speciflo 
claim. * • • Here the claim of Brown's patent, No. 381,702, is not coextensive 
with any of the claims of the Stonemetz patent; but it is a very speoiflo subservient 
claim. 

In Dederick v. Foxj (0. D., 1893, 401; 63 O. O., 1963,) which was a 
suit brought for alleged infringement of certain Letters Patent, but 
wherein the pleadings raised the question of interference of |>atents 
under section 4918, Judge Bufflngton in considering the case said: 

Interference and infringement are essentiaUy distinct. « * * , 

The question of interference is determined by the claims, not by the general 
appearance and fuiictioiiH of the machine shown but not claimed. The elements of 
Wickey*s Hrst claim nre, ilrsti an encircling hoop, and, secondly, devices for tighten- 
ing the hoop, neither of which appears in any of Dederick's claims. 

The second claim i» still more limited, for it includeH, besides the two named, a 
number of others, and what is said of the first applies the more to it. The lifth claim 
is for a specific form of construction. It is not for the same invention Dederick 
made, but is subordinate thereto. 

An examination of this case shows that there were two species. 
Dederick claimed the genus and his species and Wickey claimed his 
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species. Although Dederick's genas domiuated Wickey's species, the 
coart held that there was no interference of claims. 

Befereuce might be made to many other cases; but the rulings of the 
courts that unless claims are of the same tenor and scope they do not 
inteifere and that dominating and dominated claims cannot interfere 
have been so uniform that it seems useless to multiply authorities. So 
far as the coarts are concerned it appears that the only question which 
they (H)n8ider in determining whether an interference in fact exists 
between claims is whether the claims interfere and that in considering 
tiuB question it is unnecessary to determine the question of patentable 
novelty or the question whether the claims are patentably different. 

In proceeding to discuss the decisions of the Patent Olffice relating 
to this matter I have no doubt that if the principles adopted by the 
courts are put into practice in the Office there will be fewer interfei^ences 
declared, and when declared there will not be as many motions made 
to dissolve for lack of interference in fact. 

In considering the decisions of the Commissioners of Patents upon 
the question when is there an interference in fact I have only pven 
heed to such decisions as have been made since 1879. On January 1, 
1880y revisetl rules of practice took effect In these rules appeared a 
new rule defining an interference proceeding in the Patent Office. That 
rule has remained unchanged to this day. It then read and still reads 
in part as follows: 

All interference is a proceeding instituted for the pnrpose of determining tbe ques- 
tion of priority of invention between two or more parties claiming substantially the 
same patentable iuTention. 

The decisions to which I shall make reference have all been made 
under that rule. 

The first reported case which I find decided under the new rule is 
that of Drawbaugh v. Biale^ (0. D., 1883, 17; 23 O. O., 1221.) In sub- 
stance this case holds that the question is wliether the claims of the 
parties cover substantially the same invention; that formal and non- 
essential differences should be* disregarded; that a broad or generic 
claim and a limited or siiecific claim do not interfere, and that it does 
not conflict with public interest to send a broad or generic claim to 
issue after a narrow or si>ecific claim has been patented. To my mind 
this caso is well reasoned and is founded on tlic statute (section 4004) 
and the rules of practice applicable thereto. 

Just a year later the decision was practically reversed by ex parte 
Upton, (0. D., 1884, 26; 27 0. 6., 99,) which holds, among other things, 
that if the claim of one party will include that of the other there is an 
interference in fact. This finding is unsupported by any cited author- 
ity and is clearly opposed to the decisions heretofore cited and to those 
cited in Drawbaugh v. Blake. 

The case also finds that it should be settled in the Patent Office who 
is entitled to the broad claim, and this should appear as the result 
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an iuterferenoe proceeding. I do not think that it is the proTince of 
the Patent OiBce to settle who is entitled to any claim, broad or narrow, 
unless an applicant first makes the claim. It is the well-settled rule of 
practice in ex parte prooeedings that where an applicant fails to make 
a claim as broad as be is entitied to his application is sent to patent. 
It appears in the Upton case that the patentee, Dodge, had bnt one 
very limited claim to the construction shown and described, while the 
applicant, Upton, made broad claims to the genos. The rules in force 
when the Upton case was decided contained onoi^imilar to present 
Rule 75, and it seems to me that the patent to Dodge, being a proper 
reference to the broad claim of the Upton application, under the rules, 
Upton, if he claimed to have made the invention before the date of tlie 
application for the Dodge patent and having made the necessary 
affidavit overcoming the patent as a reference, should have had his 
^application passed to issue and should not have been placed in inter- 
ference with the Dodge patent. Such I believe to be the proper prac- 
tice, and it should be followed. 
The Upton case further holds that — 

Neither the spirit of the law nor public policy Banctloiis the granting of patents 
with speciflo claims while applications with generic claims which include the spe- 
cific claim allowed, are still pending, the objection being that whether tbo applica- 
tion with the generic elaim pending belongs to the same party wlio has » specific 
claim under the genns, or is an application of a different party, a patent covering 
by a gvnerie claim, if a sabseqoent patent, improperly extends the monopoly. 

It is evident that the gist of the Upton decision is that to fail to put 
into interiereace claims which have the relation of broad and narrow or 
generic and specific is error. The first reason for the ruliug, as above 
stated, is that such course is contrary to ^' the spirit of the law.'' The 
answer to this is that the spirit of the law can be determined only by 
its language and by the decisions of the courts construing this lan- 
guage. The second reason is that ^' public policy ^ does not sanction 
such a course. It is not stated what public policy is violated, unless 
it is meant that thereby a monopoly is extended. If it means that, it 
is not well founded. It is unsafe to conclude that what the law requires 
is c(mtrary to public policy. To obey the law is certainly not contrary 
to public policy. To promote the useful arts subserves public policy. 
They are promoted by the disclosure of an invention through the speedy 
issue of the patent. The third reason adduced in support of the con- 
clusion is that the action ^^ imi^operly extends the monopoly." I do 
not think this reason is well founded. It cannot be presumed that a 
patentee who has gone out with a narrow claim made the broad inven- 
tion. The presumption is tiiat he claimed all that he invented. 
Another applicant, having made a broad claim, is entitled to his patent. 
If a patent with a narrow claim has meanwhile issued, the appUcant 
with the broad claim, having given sufficient proof that he made the 
broad invention before the application for the patent for the narrow 
^veatioa was filed, is entitled to his patent. The two patents being 
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issued the long line of reported cases proves conclusively that the 
coorts would undoubtedly hold that the two patents were not inter- 
fering patents. If the imtentee holding the first x>atent containing the 
narrow claim proved that he was the first inventor of the subject-mat- 
ter of the broad claim contained in the second patent, such claim of the 
second patent would, iu proper proceedings in the courts, be held to 
be void and invalid. Again, a monoi)oly is extended only when two 
patents claim the same thing in the same breadth. In order to extend 
the monopoly, two coexistent patents must each have the same claims, 
and the claims must be coextensive in the number of the elements and 
iu the breadth of each element. The reasons stated for requiring an 
interfer^ce betweea two applications differing in the breadth of the 
claims are of no ferae, te the reason that whether the two coex- 
isting Intents are obtained as the result of or without an interference 
proceeding there is no extension of any monopoly. I do not think 
that the question whether an extension oi a monopoly will result 
from the in stitut ion of or feilnre to institute an interference proceeding 
iu the Patent Office can properly be considered. It is not the province 
of the Patent Office to make law. The law as it stands should be 
obeyed, and such wrongs as result from the law should be corrected by 
legislation, not by forced judicial construction. So far as the Upton 
case holds that an interference should be declared between two applica- 
tions or between an applicalion and a prior patent whose claims are not 
substantially identical in tenor and scope it is not well founded in law. 
The decision in the Upton case seems to have been iu the main fol- 
lowed until the dectsiou in the case of Meed v. Landmamj (C. D^ 1S91, 
73; 55 O. O^ 1275.) This case overruled ex parte Uptm^ in its holding 
that when one claim included another there is an interference. It 
practically revived and affirmed the decision in Drawbamgh v. BUAe^ 
n^ra. In one respect, howev^, it made an exception to the deeisi<m 
in the earlier case in that it held that an interference should be de- 
clared between a generic or broad claim and a specific or narrow claim 
when both claims are drawn on the same structure. The Oonunissiimer 
said: 

Of eonne generie mad •poeifie olaima, bMed apon the same straetme of iiiTWitloiiy 
oonfliety lieen ei a tiM ivvntion U one and the same, whether generioeUy or ^ecifieaHy 



The reason fer the exeq^tion made by the Oonunissioner is not given* 
On principle it does not seem to me to be well founded. Bither claim 
wonld snatain a aqiarate potent. The existence of both patents does 
not extend the monopoly of either claim. One patentee may reissne 
to make an interference with the patent of the other. Bven if <Hie has 
lost the ri|^t of reiSKue there is but one monopoly running. It cannot 
mn mote than seventeen years. It may be terminated by the result 
of a anit in court It is not essential to the decision of this ease to 
tiMt this exoeptiou is dearly ervoneonsyand the neeesaltgr fer its 
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application to any given case hereafter can easily be avoided. Where 
two applications are concnrrently pending having claims of different 
scope drawn on the same Btracturey I see no good reason why the 
Examiner should not give the applicant making the specific or narrow 
claim an opportunity, by suggestion, if necessary, to make the broaaer 
claim. If the suggestion is followed, then the i>ajtie8 would be making 
a claim identical in tenor and scope, and an interference will properly 
and naturally follow. 

In giving approval to such practice I have considered the case of 
ex parte Weeden^ (0. D., 1802, 185; 60 O. G., 1191,) and to this extent 
that case may be considered as overruled. 

The case of Reed v. Landman also holds that the role which deter- 
mines the existence of an interference in the courts applies in the 
Patent Office, and in support of that finding reference is made to the 
case of Oold and Silver Ore Sq^rating Co. v. U. 8. DisintegraHng Ore 
Co^ suprAj and attention is called to the fact that section 8 of the act 
of 1836 corresponds' to section 4904 of the Bevised Statutes relating to 
interference proceedings in the Patent Office. 

The rule laid down in Reed v. Landman was followed in Ediean t. 
Stanley^ Jr.y (G. D., i891, 173; 57 O. O., 273;) Zeitimger v. RegnoUe v. 
Melntire, (O. D., 1891, 212; 57 O. O., 1279;) Searle v. JPrumveller v. See- 
fiowt, (0. D.^ 1892, 27; 58 O. O., 804;) Dodd v. Reading, (0. D., 1893, 49; 
58 O. O., 1413,) and in other cases with scarcely an elception until in 
JTffiyoii V. Carter (0. D., 1894, 2; 66 O. O., 513) it was held that the rule 
otReedv* Landman did not apply where both parties were appUcantSj 
and it was asserted that an interference properly exists where different 
specific forms are shown by the two applicants, both capable of being 
covered by a broad claim, although but one of the applicants makes the 
broad claim, while the other makes a claim limited to his 8i>ecies. No 
authority is cited in Kinyan v. Carter to sustain the holding that there 
is a different rale to be applied in an interference between two applica- 
tions than in an interference between an application and a paten ^ In 
both cases an interference does not and cannot legally exist unless the 
claims are coextensive. The courts have clearly held that the inter- 
ftrence proceedings intended and carried on under former section 16 
of the act of 1836, now section 4918 of the Bevised Statutes, is the 
same as the proceeding contemplated in section 8 of the same act, now 
section 4904 of the lievised Statutes. {Oold and Silver Ore Separating 
Co. V. U. S. Disintegrating Ore Co,^ supra.) The difference between 
the two simply rests in the fact that tlie forum is different. The Exami- 
ner or Commissioner treating the question of interference should pat 
himself in the place of a judge of the United States circuit court He 
should in deciding whether or not an interference should be declared 
treat the applications or the patent and the application the same aa 
though they were both issued patents i>ending before the court I fail 
to see any good ground for the conclusion arrived at in Kinyon v. OmT" 
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ier that there is any different role of law applicable to an interference 
when it is declared between two applications than when it is declared 
between an application and an unexpired patent The same principles 
whieh determine whether there woald be an actual interference mnst 
apply alike in each of the conditions in which the cases are when before 
the Patent Office to determine whether they would interfere. 

Beviewing the uniform decisions of the courts and the conflicting 
decisions of the Patent Office, giving due weight to the reasons adduced 
for arriving at the various conclusions, and noting the authorities sus- 
taining the various conclusions^ whenever authorities have been cited, 
I am of the opinion that an interference can only be instituted for the 
purpose of determining the question of priority of invention between 
two or more parties doming substantially the same patentable inven- 
tion; that of necessity there must be allowed claims to all parties before 
an interference can be declared, and that not only a patent and an 
application must claim in whole or in part the same invention, but also 
two applications must claim in whole or in part the same invention 
before an interference can be declared. 

The subject-matter involved in the iuterference is stated by the 
Bxaminer to be as follows : 

L Tlieoombinfttlini with s wheeled yehlele of mi exploeive-engiDe mounted thereoiiy 
sad operatiTely oonneoted with a wheel of the yehide, an apparatus indepeudent of 
the exploeiye-engine, arranged to be worked by the ezertioue of the operator, for 
teeing the exploeiye mixture at will into the exploeion-chamber of the engine, and 
maaos aetoated by a part of such forcing apparatus for exploding the charge, 
whereby, at the wiU of the operator, tiie intenrals between the explosions of the 
ehaiges ean be eontroUed. 

3. The oombination with a wheeled vehiole of an engine operatively conneeted 
with a wheel of the yehiele, a controllable apparatus worked by the exertions of the 
operator for introducing' at will varying quantities of explosive mixture into the 
eaglne and comprsning the mixture therein, a power-spring mechanism connected 
with a working part of the engine and adapted to receive and store the energy of 
the engine and subsequently apply the same to the propulsion of the vehicle, and 
■nsns aetoated by a part of said controllable apparatus for exploding the charge, 
whereby, at the wiU of ti^^ operator, the quanti^ of the charge and time of explo- 
rim ean be eontrolled. 

The first count is stated to be substantially claim 5 and to embrace 
claims 1, 2, and 6 of the Hart application^ and the second count is 
stated to be substantially claim 4 and to embrace claim 3 of the same 
application. 

Olaims 4 and 5 of the Hart application read as follows: 

4. The combination with a wheeled vehicle, of an engine operatively oonnected 
a wheel of the vehicle, a eontroUable apparatus worked by the exertions of an 

attendant for introducing at will varying quantities of explosive mixture into the 
aagine and comprsssing the mixture therein, a power-spring mechanism connecting 
a working part of the engine with the body of the vehicle, and means aetuated by 
a part of said controllable apparatus for exploding the charge, whereby, at the will 
cf tha attandant^ the qnantlty of the charge and time of exploeion can be controlled, 
ttiaHy as dasrtbad. 
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5. Theoombiimtioii with a wheeled vehicle^ of an exploei ve-engine mounted thereoa, 
and operatively connected with a wheel of the vehiolei an apparatuii independent of 
the exploelon-enginei arranged to be worked by the exertions of the operator, for 
forcing the ezploeive mixture at will into the explouion-chamber, and means actuated 
by a part of such forcing apparatus, for exploiling the charge, whereby, at the will 
of the operator, the intervals between the explosions of the charges can be controlled. 

Claims 1, 2, 3, and 6 are all narrower than claims 4 and 5. 

No claim allowed to Hammond is placed in interference. His retiected 
claims are not similar to Hart's allowed claims. Some of Hammond's 
rejected claims are far broader than Hart's and not patentable in tbe 
opinion of the Examiner. 

Comparing Hart's claims with the issues it will be seen that the 
issues are not his claims. The Examiner has constructed the issues 
out of Hart's claims 4 and 5. In other words, the Examiner has made 
two new issues, neither of which is an allowed claim made by either 
party. I believe this to be bad praetice. The applicants should make 
the issues by their claims. If an Examiner for any reason desires the 
issues to be diflferent, he should arrive at that result by requiring the 
claims to be amended by the applicants. 

The applications contain no interfering claims, and for that reason 
also the interferehoe should be dissolved. 

Furthermore, the weight of authort^ and reason clearly waiira&t a 
finding that no interference in fact exists, because the parties do not 
claim, in whole or in part, the same invention; 

The decision of the Primary Examiner is reversed. 



BX PABTB BSAIID, 

JhdUM Deo$mk0r IS, 1897 

83 O. G., 747. 

1. DSSION—DIVIBION. 

The requirement of the Examiner that applicant restrict the application to 
one or the other design for oastinge for a hedetead rail-joint affirmed. 

2. Sams— Saxs— Abticlss Ubbd Togkthbr— Unitary Dbsign—Aoorboation. 
The fact that two articlea are nsed together does not make them, when so 
need, constitute a unitary design, hot the result is merely an aggregation of the 
two designs. (£9 parU PoMm, C. D., 1888, 101 ; 25 O. O., 900; «r parU Haggard, 
C. D., 1807, 47 ; 80 O. O., 1128.) 



In view of the fttct that the parts are speclaUy designed for detachment it can- 
not be held that the two together oonstitnte a unitary design merely beeanso 
they may he nsed together. 

4. Same— Bams— Dbtachablb Parts. 

A design must lie a single unchangeable article of manufacture and must not 
be made np of independent detachable parts. 

On Petition. 

DRSIOH VOR A RAIL-JOINT POR IRON BRD8TBADS. 

Apfilkstion of George Brand filed October 22, 18M, No. e09,7«7. 

Ai DsfllMr Ibr thfi si.DnlieR.nt. 
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Obeslby, Ant$kmt Oammis9ioner: 

This is a petition from the action of the Primary Examiner requiring 
the applicant to restrict his application to the design for one or the 
other of his castings ibr a bedstead rHil-.joint. 

The application discloses a casting on the side rail of a bedstead and 
another adapted to be attached to the frame of the bedstead, which 
castings are adapted to interlock and form a joint 

The claim is as follows : 

The design for the parts of s Joint for beditead-railH, BubstaDtially as shown and 
deeeribed« 

It is apparent from the above statement that the application is not 
limited to a single article of manafacture, as provided in section 4929 
of the Bevised Statntes, bat covers two separate and distinct articles, 
which bear no resemblance to each other in shape or configuration and 
are in no way connected except in being nsed together. The fact that 
two articles are nsed together does not make them, when so ase<l, con- 
stitote a unitary design, but the result is merely an aggregation of the 
two designs. (Ex parte PatUz^ G. D., 18S3, 101 ; 25 O. G., 080; ex parte 
Haggard^ 0. D., 1897, 47; 80 O. O., 1126.) A design must be a single 
unchangeable article of manufacture and must not be made up of inde- 
pendent detachable jMirts. As stated in ex parte Brewery (G. D., 
1873,151; 4 O. 6., 450:) 

It is arbitrary aad nnchabgeable, Mtber by Xh**. separation or the rearraugemeut 
of iti featnrea. 

In the present ease the parts are not only detachable, but tl e shape 
or configuration of the parts is designed for the very purpose ol attach 
tm mt and detachment from each other, and it seems to have no other 
pnpose. In view of the fact that the parts are 8i)eeially designed for 
dstachment it cannot be held that the two togethe-* constitute a unitary 
design merely because they may be used together. 
' The Bxaminer's requirement was proper, and therefore this petition 
is denied. 



Ex PABTB ELDOH. 
Decided April 11, 1898. 

S3 O. G., 748. 

L Dmen— MiSLBADiHO Statsubnt in Spkcipication as to MoDnriCAitoKS. 

The apeeifieation contained this paragraph: ''While the drawings illnatrate 
the oylindrieal body of the grip as being provided with circular rows of the per> 
foratlona or holes and oontiunons circular ribs or beads alternating with the 
rows of perforations or holes, Jt win be nnderstood that this speoiilo arrange- 
it may be modified to some extent without departing ft^m the spirit or 
leof the present invention, the essential feature of which is a cylindrieol 
hody provided with annular rows of perforations, and exterior oircumforentlal 
fiba anraaged between the rows of nnch exterior perforations/' On appeal from 
vaqairoment of the Examiner that this st«temeiit be canceled Held that this 
was evidently intemlml to make the appHoation cover aome other 
or modi&eation of design than that shown in the drawing; that it elthi 

thia «Aw*t or ia nnmu'aMiMiirir ami mijilujubntf mnd ahtvnlA Ka 
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3. Samk~Same^£ffbct of Bboadbitino Ci<aix. 

EM, farther, that such stfttoment does not mod eannot b»Te the effect of 
broadening the claim so as to cover other modifications not shown, as it pur- 
ports to do, and it is therefore misleading and should be canceled. 

3. Same— Samk— Testing Modifications by Infringement. 

Held, fhrther, that, while nnder the test laid down by the Supreme Court ni 
the case of Garkam Co, ▼. WhUe (2 O. G., 592; U Wall., 611) as to modifications, 
the modifications which applicant had in mind in introducing such itatement 
may be held infringements, yet neither the applicant nor the Office can settle 
this question in adyance, and therefore the statement purporting to do so is 
misleading and should be canceled. 

4. Same— Same— Modifications Not Shown. 

If a party cannot cover two modifications by disclosing them, he should not 
be permitted to do so by a bare statement that his applioation is intended to 
cover them, although they am not shown. 

On Petition. 

design for a handle-bar grip for bictclbs. 

Application of Charles E. Eldon filed Augast 27, 1897, No. 649,784. 

Meisr$. 0. A. Snow dk Co. for the applicant. 

GbSiBLBT, A99i^i4mt Vommi$9ianer: 

This is a petition from the action of the Primary Examiner reqairing 
the applicant to cancel the following paragraph contained in the speci- 
fication : 

While the drawings illustrate the cylindrical hody of the grip as being provided 
•with circular rows of the perforations or holes and continuous ciroular ribs or beads 
alternating with the rows of perforations or holes, it will be understood that this 
specific arrangement may be modified to some extent without departing from the 
spirit or principle of the present invention, the essential feature of which is a cylin- 
drical body provided with annular rows of perforations, and exterior circumferential 
ribs arranged between the rows of such perforations. 

This statement was evidently intended to make the application cover 
some other form or modification of the article than that shown in the 
drawings. It either has that effect or is nnnecessary and misleading. 
The practice of the Office on the question as to the right of a party to 
disclose more than one modification of his design was announced in the 
recent case of ex parU Oocj (0. D., 1897, 187; 81 O. G., 2086,) wherein it 
was said: 

When an inventor has produced a design, he has produced a single shape or con- 
figuration and not a duality or plurality of such shapes or configurations. He nifty 
make additions, but he cannot make modifications without destroying the identity 
of the design as such. 

In the later case of ex parte Hill and Rennet^ (anto, 38; 82 O. O., 
1088,) also, it was said: 

There is abundant authority for the holding that modifications of designs do not 
exist and should not be shown and described in one patent. 

If a party cannot cover two modifications by disclosing them, he cer- 
tainly should not be permitted to do so by a bare statement that his 
application is jptended to cover them, [Although they are not shown. 
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It is held, however, that the statement referred to does not aud cau- 
not have the effect of broadening the claim so as to cover other modi- 
fications, as it purports to do, and that it is therefore misleading. 

It is well settled that the question of infringement of designs is deter- 
mined by the similarity of appearance in the eye of the ordinary 
observer. If the resemblance is such as to deceive such an observer, 
giying ordinary attention to the matter, so that he mistakes one for the 
other, there is infringement This is tlie test recognized by the Supreme 
Couity\Oorham Co. v. irAtta, 2 O. G., 592; 14 Wall., 511,) and the appli- 
cant cannot change it in any way by the ideas which he may express as 
to what would be an infringement. The eye of the ordinary purchaser 
and not the opinion of the inventor governs in such case. Under this 
test the modifications which the applicant had iu mind in introducing 
this statement may be held infringements; but neither tlie applicant 
nor the Ofiioe can settle this question in advance, and therefore the 
statement purporting to do so is misleading. 

This rule does not apply to mechanical patents, since the test of 
infHngement of such patents is not the same as of a design patent. 

The petition is denied. 



Ex PASTE Ebvseb. 

IMoided FOnnary 24, IStfS, 

83 0. 0., 915. 

Divisional Appucation— Adihtional Function. 

In u divittional appliotttioii a more eularguineiit or uxtuiiHioii of a certain 
ffwtiiru wheruby no additional function or capability is givou tlio apparatun 
may lie permitted. 

Oh Petition. 

BLBGTKICALLY-ACTUATICD SAVBTY I>BVICK KOK KLKVATORS. 

Application of Nelson B. Keyser filed October 20, 1897, No. 050,779. 

Jlfr. MarcuB B. May for the applicant. 

Gbbslby, An9%9iaifU OammisHaner: 

This application is asserted by the i>etitioner to be a division of an 
application filed earlier disclosing several species of his device. The 
drawings of this application are identical with the drawings of the 
original application, so far as the particular species disclosed is con- 
cerned. The description is also identical with the description in the 
original application, so far as the construction and operation are con- 
cerned, except in one particular. In the original application the 
contact-strip on the car through which the circuit is closed to the 
clutching device by which the starting and stopping rope is gripped is 
not stated to be of any particular length, either long or short, but is 
■howu as less in length than the length of the car, though much more 
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tbaii a mere contact. In the present application it is stated that it 
may, if desired, be of the full length of the car. 

In the original application the use of this contact is stated to be to 
keep the circuit closed through the clutching device so long as the 
landing-door remains open, bo that the starting-rope will be held from 
movement and the car cannot be started either up or down until the 
door is closed. In the present application it is stated to have this use 
and in addition is stated to be for the purpose of closing the circuit 
through the clutching device to cause it to operate to grip the rope and 
prevent the further movement of the car. 

It is evident that the device as shown and described in the original 
application has every fiinction which is stated in the present applioa* 
tion, the extent of the space through which it is capable of acting 
being considerable^ but necessarily limited by the length of the eontaet 
Obviously lengthening the contact lengthens the space through whidi 
the device is capable of acting. It follows that the length of the 
contact slip may be varied as desired. A statement of so obyions a 
modification would not involve new matter if made in the original 
application and does not involve new mattw in the present application. 

The present application is properly stated to be a division of the 
earlier application, and the requirement made by the Examiner that 
this statement should be eliminated is overruled. 

The petition is granted. 



Palmer ahd Thompson v. Baiuit. 

DmUM Jf(sy 6, 1898, 

SS O. O., 1907. 

.1. iNrvRvmoBiics— BuRDBH or Proof— No DHAWiNo-^lNCOMPTjrrR AppucAiioir. 
Ko itatatory drawing hftviiig been filed by Palmer and Thompeou until aAer 
the complete application of Bailey was filed, the burden of proof in the iniar- 
ftamet ia upon Palmer and Thompson. 

2. IKCOMPLBTB APPUCATION— No DftAWIlVO. 

The rules of the Office require that in order to eonatitute a eomplete applica> 
tion a drawing must be filed whenever the nature of the case admits. Until a 
drawing is filed the application is not eomplete. Until an application is com* 
pleted by filing all the necessary papers and the payment of the fee it cannot 
be examined, nor can it be placed in interference. 

3. Drawing, Statutory Bsqvirbmbnt OF—TimrYPE. 

The statutes require that whenever the nature of the case admits of drawings 
one copy signed by the inventor or his attorney in fact and attested by two wit- 
nesses shaU be filed in the Patent Ofilce. A tintype not signed by the inventor 
or his attorney and not attested by two witnesses oannot be considered a draw- 
ing within the statutes. 

Appeal on motion. 

BICTCI.B-8ADD1JB SFRIKG. 

Application of Byron 6. Palmer and William Thompson filed Jnly 
12, 1897, ISTo. 644,3G7. Application of Selden A. Bailey filed May 25, 
897, Ko. 038,127. 
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Jfr. Julian C. Dawell for Palmer and Thouipsou. 
Mr. Frank O. Bame8 for Bailey. 

Dttsll, Oommis^Mner: 

This case comes before me on appeal by Palmer and Thompson from 
the decision of the Primary Examiner denying their motiou to shift the 
burden of proof. The state of fieusts apon which the motion is based 
shows that Palmer and Thompson filed a petition, specification, and 
oath and paid the Government fee of $15. They were notified by the 
Office that a drawing was required; but before the drawing was 
reottiTed a complete application was filed by Bailey. It appears that 
at the time when Palmer and Thompson paid the fee and filed the 
papers above stated they filed a tintype in lieu of a drawing, and the^ 
now insist that for the purposes of this interference the tintype should 
be considered the same as a drawing and the burden shifted to Bailey. 

The stotates leqaire that whenever the nature of the case admits of 
drawings one Gospjj signed by the inventor or his attorney in fact and 
attested by two wiiaiesses, shall be filed in the Patent Office. It is 
admitted^that f^e tintype filed in lieu of the drawing was not signed 
by the inventors or their attorney and was not attested by two wit- 
nesses. Therefore no drawing accompanied the application. 

The roles of the Office require that in order to constitute a complete 
application a drawing must be filed whenever the nature of the case 
admits. (Rules 30 and 49.) The invention of the Palmer and Thomp- 
scm application being for a bicycle-saddle spring a drawing of course 
was required, and until a drawing was filed the application was not 
completed. Until an application is completed by the filing of all the 
necessary papers and the payment of the fee it cannot be taken up for 
examination and is not before the Examiner in charge of the class to 
which it relates. No more can it be placed in interference, for the 
reason that Bule 116 expressly provides that — 

in orighial prooeedingii in cases of interference tho several parties will be presumed 
to have made the Inrention in the chronological order in which they filed their com- 
fUUd appUoationS; etc. 

The exact question raised by this appeal does not appear to have been 
heretofore {Kresented for the decision of the Commissioner. It was, 
however, held in Lapham v. Betiendarf (C. D., 1879, 118; 16 O. G., 137) 
that there was no complete application before the Office until the fee 
was paid, although the specification, oath, drawings, etc., were on file. 
In the case of ex parte Brand (antCj 12; 82 O. G., 893) the fee was paid 
and a petition, specification, and oath and drawings were filed, but 
the residence of the applicant was nowhere stated. It was held that 
tlie application was not entitled to a record date earlier than the date 
when these omissions were supplied. 

No statutory drawing having been filed by Palmer and Thompson 
imtil after the complete application of Bailey was filed, the burden of 
ptoof in the interference is upon Palmer and Thompson, and the 
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Ex PABTB HAIXBEBG. 
DeeUUd May 7, 1898. 

83 o. G., lana 

1. Appucation— Irregular Papkrb— Filing Dath op APPUCATioir. 

Applicant filed a drawing and tbe first fee of an application on l>eoember 81, 
18d7. At the same time he tiled an ansigned paper describing and claiming the 
device shown by the drawing. On January 8, 1896, he filed a petition, specifica- 
tion and claims, and an oath properly signe<l, ezecated, and witnessed. The 
application was given a filing date as a complete application, January 8, 1866. 
Held that the paper filed December 31, 1897, cannot be treated as a specification, 
and.a x>etition to change the date of filing the application from January 8^ 1866^ 
to December 81, 1887, denied. 

2. Same— Rbquisitbs op a Complete Appucatiok. 

The Kales of Practice and the statutes require that the specification shall be 
signed by the applicant, and a complete application must comprise, in addition 
to the drawing and fee, a petition, specification, nnd oath, and an application 
will not be considered as complete until all its parts have been filed in this 
Oiffice. 

8. Refundino Fbe^Incomplbte Appuoation. 

Where an applicant filed an incomplete application and first fee on Deosmber 
31, 1897; and on January 8, 1868, he completed the application, with the under* 
standing that if it were possible it would be given the earlier date, and upon 
consideration it was decided that the application could not be given the earlier 
date, Held that the first fee could not be refunded, as it was not paid by actual 
mistake, but in paying it and completing his application the applicant took hia 
chances as to the earlier date being given to the application, and, Airther, the 
application has had a full examination on the merits. 

On Petition. 

MAMAOE APPARATUS AND VIBRATOR. 

Application of Earl V. Hallberg filed January 3, 1898, Ko. 665,465. 
Mr. William E. Boulier for the applicant. 

DCBLL, Commissioner: 

A drawing and the first fee of $15 were filed in this case on Decem- 
ber 31« 1897. At the same time there was filed a paper describing the 
device shown by the drawing, and at the end of this description was a 
set of eleven claims. This paper was not signed. 

On^ January 3, 1898, a petition, a specification containing a set of six 
claims differing from the eleven claims in the paper of December 31, 
1897, and an oath signed and executed by the applicant were recefvi^ 
in this Office. The application containing these papers was gftuk a 
filing date as a complete application, January 3, 1898, and forwarded 
to the Examiner for consideration. The Examiner examined the appli- 
cation and refused a patent, among other grounds, for the reason thsi— 

under seotion 4887 of the Bevlsed Statutes which went into effect January 1, 1896; 

applicant is l^arred from obtaining a patent in the United States in Tiew of his 

Iteeign patents which were granted on applications Aled more thaa 

»ior to tha tiling of this ^^plietMM la the United Stales. 
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From this action applicant has petitioned to the Gommissioner, 
praying that in view of the— 

Act that the inTention denied to be protected was taUj disclosed in the speoiflc»- 
tloD and di» wings filed on December 81, 1807, it is prayed thftt the action of the 
EYftminer may be reversed and the application be permitted to be considered as 
coming within the provisions of the law in effect prior to January 1 last. Or, should 
the present petition be denied, it is prayed that under the extraordinary circnra- 
■lancee attending the filing of the application the GoTernment filing fee may be 
ntnmed to petitioner. 

The paper filed December 31, 1897^ cannot be treated as a specifica- 
tion, even if it did describe the invention. This paper was unsigned 
and unverified, and there was no petition or oath accompanying it. 

The Bules of Practice and the statutes reqnire that the specification 
shall be signed by the applicant, and a complete application must com- 
prise, in addition to the drawing and fee, a petition, specification, and 
oath, and an application will not be considered as complete until all 
its parts have been filed in this Office. As applicant did not file such 
a specification as required by the rules and statutes and a petition and 
oath until January 3, 1898, his application cannot be given a date prior 
to January 3, 1898. (JBx parte Brand, ante^ 12 ; 82 O. G., 893.) 

Applicant's request to give his application a filing date as of Decem- 
ber 31, 1897, and that the application be considered as filed within the 
provisions of section 4887 in effect prior to January 1, 1898, cannot 
therefore be granted. 

Applicant's request that the first fee be returned to him if his appU- 
eation is not given a filing date of December 31, 1897, is based on the 
alleged fact that the formal papers of the application were not filed in 
the Patent Office until favorable assurance was given by the Acting 
Oommissioner to applicant's attorney that the application would prob- 
ably be given the date of December 31, 1807, and permitted to come 
williin the provisions of section 4887, Bevised Statutes, before it was 
amended, and that had he been informed that the application would 
not be given the early date he would not have filed the paper on Jan- 
uary 8, 1898, but would have asked for the return of the fee paid on 
Deoember 31, 1897. 

Aiker consultation with the Assistant Oommissioner I have been 
assured that applicant is mistaken as to any promises about this mat- 
ter. It seems that the most that was said to applicant was that if he 
flled the paper of January 3, 1898, the matter would be given consid- 
eration, and if it were possible to give the application the earlier date 
it would be done. 

The rule as to the rei>ayroent of fees reads: 

90e. Money paid by sctnsl mistake, snch as a payment in exoess, or when not 
leqnired by law, or by neglect or misinformation on the part of the Office, will be 
Mfanded; bnt a mere change of purpose after the payment of money, as when a 
party deeiite to withdraw his application for a patent or for the registration ^ 
a trade^uark, or to withdraw an appeal, wiU nut entitle a party to demand snoh a 
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Under the circnmstances of the case I am of the opinion that the 
first fee was not paid by actual mistake; bat in paying it and com- 
pleting his application applicant took his chances as to the earlier date 
being given to his application. Forthermore, applicant has had a foil 
examination on the merits of his case by the Primary Examiner. 

The i^f tition is denied. 



Obimm v. Dolan. 

i>fouM May XOy 18S8, 

S8 O. a. 1909: 

1. Intrrferknck IK Fact— Broad and Narrow Claims. 

Where Griinm has made a broad claim and Dolan a narrow claim, HM that 
both partiei) are not claiming aobetantially the same invention, and under An»> 
flMNui v. Hart (auto, 52 ; 83 O. Q., 743) an inlerferenoe doee not properly arise. 

2. Saboe — Same— Making Broad Claim. 

If Dolan is the inventor of the broad inyention, he ehonld make the broad 
claim of the iaeoe. Ah the claims now stand there is no interference in ftct, as 
an interference shoald not be declared between domimited and dominating 
claimH. (Citing Hammond v. Hart, oale, 52; 83 O. 0., 743.) 

Appeal, on motion. 

GAB-BUBNBR. 

Application of Maximilian Orimm filed January 15, 1897, No. 619,357. 
Application of Edward J. Dolan filed November 10, 1896, No. 611,588. 

Mr. Edtcard y, IHcker9on and Messrs. Faster it Freema/n for both 
parties. 

DuBLL, OammissUmer: 

This is an appeal by both parties throagh their common attorneys 
from the decision of the Primary Examiner refusing to dissolve the 
Interference on the ground that there is no interference in fact Both 
parties are not only represented by the same attorneys, bat it is stated 
that both applications have been assigned to one party. 

The issne of the interference is thus defined: 

The process of burning acetylene gas, which consists in ejecting the same at soit- 
able pressure through a burner, and in preventing the gas from reaching its kindling 
temperature at its point of escape to the atmosphere. 

This issue is in thi words of Grimm's first claim and is stated to 
embrace his second claim and the fifth claim of Dolan's application. 
Grimm's second claim is : 

2. The process of burning acetylene gas, which consists in causing tbe gas to reach 
its kindling temperature only at a distance from the burner-surface and not in con- 
tact with tbe orifice where the escape ooeursi substantially as described. 

The Dolan claim reads as follows : 

'. The herein-deserilied method of producing a flame for acetylene gas without 
KWition of carbon whieh oonslits in dlTi4lBf a it ream of aoetyleae gas into two 



DECI»ION» OF THE COMMI88IONEB OF PATENTS. 71 

fine oblique conical Jets of snbstaatially equal pressare and directed toward each 
other ao as to meet in open apaoe whereby the said fine jets of acetylene gas form 
inTerted cones, and burning the said gas from the point of Juncture of the said two 
streams of gas and air in a direction away from said stream. 

It is apparent that this is not a case where both parties are claiming 
sabstantially the same invention. Grimm has made a broad claim and 
Dolan a narrow one. 

The Examiner impliedly admits this when he says in his decision : 

The method defined in claim 5 of his (Dolan's) case falls squarely under and is 
domtinaiid (y ike Utue. 

In view of the decision in Hammond y. Hart {antej 52; 83 O. G., 743) 
an interference does not properly arise and should not be declared 
between dominated and dominating claims. 

The Examiner in his decision quotes various fragmentary statements 
from Dolan's sx)ecification to sustain his position that the interference 
should be continued. In view of these quotations it is suggested that 
Dolan's specification should be amended to more clearly set forth the 
differences between the process claimed by him and that claimed by 
Grimm and made the issue of this interference. Presumably Dolan is 
not the inventor of the process of the issue, because he has failed to 
claim it, although his attorneys knew the claims made by Grimm. If, 
however, he is the first inventor, then he should make the broad claim 
of the issue. As the claims now stand there is no interference in fact, 
and the Examiner erred in refusing to dissolve the interference, and 
his decisiou is therefore reversed. 



Ex PABTE Lynch and Houoh. 

Decided Februanf ^9 ^^* 
83 O. 6., 1209. 
JfTUHMcnoK — ExAMiKBBtf-iv-CHiicv— Primary Kxaminbr— Rbopbnbi> Casb— 

ArPKAL. 

Where the Examinen-in-Chief roflised to consider claima rejected by the Pri- 
mary Examiner and appealed to them on the groand that the Examiner had no 
•vthoritj to reopen the ease after a decision by the Commissioner on the merits, 
aad therefore that the Examiners-in-Chief are without jurisdiction to consider 
the elatma Mjeeted by the Examiner, Held that the record shows that the case 
waa reopened by the Assistant Commissioner under Rule 142 and when so reopened 
it was reopened for all purposes — for the presentation of such claims as the 
applicant saw fit to ofier and for consideration and reexamination by the Exam- 
iner d» novoy Just aa was done. The Examiner did not exceed his authority, but 
acted within the practice and clear intent of the Assistant Commissioner's deci- 
sion. The Examiner haying the second time rejected certain claims, and appeal 
having bean taken to the Exaniincra-in-Chief, the case was within their juris- 
diction, and they should have considered the appealed claims on their merits. 



72 DECISIONS OP THE COMMISSIONER OP PATENTS. 

DREBCII-LOADIMO CAKNOK. 

Application of Michael A. Lynch and William I. Hough filed October 
IG, 1890, No. 368,319. 

Mr. Janies J. Shechy for the applicants. 

Greeley, AsMMtant Commissioner: 

This is a petition filed upon the refusal of the Examiners-in-Ohief to 
consider claims rejected by the Primary Examiner and appealed to 
them. The ground for refusing to consider the claims is that the 
Examiner had no authority to reopen the case after a decision by the 
Commissioner on the merits, and therefore that the Examiners-in- 
Chief are without jurisdiction to consider the claims rejected by the 
Examiner. 

On December 15, 1894, two claims of the application under consider- 
ation were appealed to tlie Commissioner from the decision of the 
Examiners-inOhief rejecting said claims. On appeal to the Commis- 
sioner the Assistant Commissioner on January 30, 1895, rendered a 
decision allowing the claims, subject to an amendment limiting them 
in scope. On March 13, 1895, the case was amended to carry out the 
decision of the Assistant Commissioner by the substitution of two 
claims for those appealed. These claims were allowed by the Exam- 
iner, who then required certain formal objections to be removed from 
the cose. This requirement was complied with and put the application 
in condition for issue; but it was withheld in view of a probable inter- 
ference. While the case was suspended an amendment containing two 
additional claims was presented, which was refused entry by the Exam- 
iner, as in his opinion the claims did not carry out the suggestions made 
by the Assistant Commissioner in his decision of January 30, 1895. 

On petition to the Commissioner the Assistant Commissioner reopened 
the case under Bule 142. After this decision the claims presented by 
the amendment of October 2, 1895, and two other claims were entered 
in the application. The Primary Examiner thereui>on considered the 
case de navoj rejected some of the claims that had been allowed, and 
required that the specification be rewritten, under Bule 74, which 
requirement wKs complied with. The application was again reexam- 
ined and certain claims were rejected. The case was finally rejected on 
May 15, 1897, whereui)on [ippeal was taken to the Examiners-iii-Chief. 
The Examiners-in-Chief, however, refused to consider the appealed 
claims for the reason heretofore stated. 

From the record it is apparent that when the case was reopened by 
the Assistant Commissioner under Rule 142 it was reoi)ened for all par- 
poses— for the presentation of such claims as the applicant saw fit to 
offer and for consideration and rei^xamination by the Examiner dr notfo^ 
just as was done. The Examiner did not exceed his authority, bat 
acted within the pnictice and clear intent of the Commissiouer's ded- 
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sipii. The Examiner having the second time rejected certain claims, 
and appeal having been taken to the Examiners-in-Ohief, the case was 
irithin their jurisdiction, and they, should have considered the api>ealed 
claims on their merits. 
The petition is granted. 



Pabk v. Gain. 

DwUi$d ipril go, 1898. 

88 O. G.; 1345. 

1. Applications — Second Application — Abandonment. 

Park filed an application May 8, 1895, which disclosed bnt did not clnim the 
snbject-matter of the issue and which was passed to issne November 16, 1895. 
The applicatiou in the interference was filed July 30, 1886, containing and 
claiming the subject-matter of the first application, and in addition thereto new 
matter. The first application becaino abandonetl aft4'r the second application 
WAS filed. TTeld that the subject-uiatter of the first Application bein^ a part of 
the second application, any idea that Park intended to abandon the snbject- 
matter of the application is negatived. 

2. 8a>IB — SaMB — CONTINOING APPLICATION. 

Held, fnither, that while, strictly speaking, the second application for all 
pnrposeH may not be snscc^ptible of being treated as a continuation of the first 
application, yet for many purposes it can be so treated. 

3. Samr — Samk—Samk— Intekkerbnck— CoNSTRucTivB Reduction to Prac- 
tice—Priority. 
Jleld, f^irther, that the second application is, for the purpose of showing a 
constructive redaction to prartico, a continuation of the first application, and 
that Park, having disclosed the subject-matter of the issue in his first appli- 
cation at a date prior to any date that can be given to Cain, is entitled to an 
award of priority. 

Appeal from Examiners-in-Ohiefl 

BOILER. 

Application of Kennedy Park filed Jnly 30, 1896, No. 601,089. Patent 
granted to John J. Gain Jnne 2, 1896, No. 561,257. 

Me%9r9. Wrightj Brawn it Quinbff for Park. 
Mr. Charles W. Forbes for Gain. 

DusLL, CommisBtaner : 

This ia an appeal from the decision of the Examiners-in-Gliief award- 
ing priority of invention to Gain on the following issue : 

In a sectional boiler, the combination of vertical pipes or chambers, rectangular 
headers, the ends of each of which are in substantially the same horixontal plane 
and connected to and securing together the front vertical pipes, rectangular head- 
ers, the ends of OJich of which arc in substantially the same horizontal plane and 
connected to and securing together the rear vertical pipes, said headers being angu- 
larly set so that the inner faces of tlie front headers are oppOHite and paralhil to the 
inner faces of the rear licaderH in lower planes, and a series of tubes longitudinally 
sod angularly arranged and connected at their ends to each oppoHite pair of headers, 

sh scries of tnlies and their couue^ted hciHlcrs constitntiuic a section of the boiler. 
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Ill arriving at their conclasioii the Examiners-in-Obief affirmed the 
deeisiou of the Examiner of luteriierenceH. 

Several reasons of appeal are assigned by the attorneys for Park, 
only one of which, in view of the conclusion at which I have arrived, 
is necessary to be considered. That one is as follows: 

Tbo Kxamin4>rB-iii.Chief errcxl iu not giving due weight to the ?»**]€ oxhibiti finft 
application. 

In order to Tally niiderstand the point raised by this reason of appeal, 
it will be necessary to briefly set forth the fa<;ts in the case. 

Park illed the application involved in this interference July 30,1896, 
and it was pLaced in interference with patent to Cain, No. 561,267, 
granted June 2, 1890, on an application filed December 11, 1895. Testi- 
mony was taken on behalf of Park, and his testimony proves beyond a 
doubt that he disclosed to others the invention in issue sometime in 
the year 1893. Tlie Examiner of Interferences and the Examiners-in- 
Chief concurred in finding that he reduced the invention to practice 
sometime iu the summer of 180G. Both tribunals ccmcurred iu finding 
that Park had not been diligent in reducing the invention to practice, 
and therefore awarded priority to Cain, who was the second to conceive 
and disclose the invention, but the first, according to their view, to 
reduce to practice. 

The record shows that Park filed an allowable application for patent 
on May 8, 1805, which application disclosed the invention iu issue. 
No claim, however, for the subject-matter of the issue was made in that 
a])plication, and it was passed to issue November 16, 1895. The pres- 
ent application was filed July 30, 1806, after the allowance of the prior 
application, but before it had become abandoned. 

On com|)aring the drawings and specification of Park's first applica- 
tion with the drawings and specification of the second application — ^the 
one involved in this interference — it is found that the drawings of 
the first appliciition are the same as the first sheet of the drawings of the 
second application and that the specification of the first application is 
incorporated substantially word for word in the second application. It 
is true that additional drawings were filed with the second application 
and that additional matter is found in the second specification. The 
fact, however, that the drawings and specification of the first applica- 
tion form a part of the second application negatives any idea that Park 
intende<l to abandon the subject-matter of his first application. With- 
out doubt Park, having devised certain additional features of inven- 
tion, <lecided to combine all iu one application instead of reviving the 
first application and filing the second application for the purpose of 
emlKKlying the new features. 

While, strictly speaking, the second application for all purposes may 
not be susceptible of being treated as a continuation of the first appli- 
cation, yet for many ]mrposes it can be so treated. For example, had 
a patent issued to Park on his second application, (no interferenoe 
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having been declared,) suit been brought apon the patent, and the 
defense of two years' pnblie nse been raised by the answer I take it 
that the party making that defense would have had to show a two 
years' public use prior to the date when Park's first application was 
filed. I think the court would have been compelled to take into account 
the fiiet that the subject-matter of the second application was embraced 
in the first and that the invention in controversy was described in the 
spedAcation and drawings which constituted a part of the first appli* 
cation. {Smith v. Oaadyear Dental Vulcanite Co., 0. D., 1877, 171; 11 
O. O., 246; 93 U. 8., 500; Oraham v. McCarmick et at., O. D., 1882, 229; 
21 0. G., 1533.) 

This interference was declared February 3, 1897, and at that time 
the prior application, filed May 8, 1895, could have been renewed, and 
when a claim warranted by the specification and drawings of that 
application had been made that application could have been placed in 
interference with the patent to Gain. 

It is contended by Park that this prior application, which clearly dis- 
closes the issue of this interference, was a constructive reduction to prac- 
tice and that therefore the finding of the Examiner of Interferences and 
the Examiners-tnOhief that he was not diligent in reducing his inven- 
tion to practice is not well founded. If Park is entitled to the date of 
May 8, 1895, as the date of a reduction to practice, then he would be 
clearly entitled to an award of priority, for the reason that he con- 
ceived the invention and disclose<l it to others and also reduced it to 
practice by filing an allowable application before Cain filed his applica- 
tion for the patent involved in this interference. If the lower tribunals 
are correct in their finding, which, in effect, is that because Park did 
not make the claim which has become the issue of this interference in 
his first application he is therefore not entitled to have the benefit of 
the filing date of such prior application as the date of a constructive 
rednction to practice, then their ruling in favor of Cain was correct. 
If, however. Park is entitled to a date of coustructive reduction to prac- 
tice as of the date of filing his first application disclosing this inven- 
tion, which is the issue of the interference, then their ruling was wrong 
and priority should be awarded to Park. 

In my opinion Park is entitled to claim a constructive reduction to 
practice as of May 8, 1895, for in that application there was clearly 
disclosed the issue of this interference. It was certainly an allowable 
application, for the Office records show that it was allowed, and at 
the time when this interference was declared, as has been stated, the 
application could have been renewed. Instead of renewing that appli- 
cation Park saw fit to file a new application embodying what was 
disclosed in the prior application, with certain new matter, which of 
course he could not have incorporated into the prior application by 
renewing it. It seems to me that the second application is, for the 
purpose of showing a constructive reduction to practioCi a continuation 
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of the first application, and that, having disoIoBed the Bnbject-matter 
of the issue in the first application at a date prior to any date that can 
be given to Gain, he is entitled to an award of priority. 

I believe that an ii^nstice woald be done Park by holding that by 
filing the second application he is deprived of the earlier date of a 
oonstmctive redaction to practice, which he would clearly have been 
entitled to by renewing his first application. Park was the first to 
conceive and disclose to others, the first also to reduce to practice^ 
and guilty of no laches. 

The decision of the Bzaminers-in-Ohief awarding priority to Gain is 
reversed. 



Ex PABTE Williams. 

Deoided ApHl t8, 1898. 

83 O. G., 1846. 

DnrisioN— Ikdbpbndrnt Dsvicss. 

Where two devioee Are iDdependent of each other and they do not mutaAlly 
oontribote to produce a single resnlt end the action of one does not in any 
manner modify or affect the action of the other, Held that division should be 
required. 

On Pbtitiok. 

HAMB ATTACHMBNT. 

Application of Obarles W. Williams filed May 19, 1897, No. 637,396. 
Me8»r$. C. A* Snoto Jk Co* for the applicant. 

Dttell, Commissioner: 

This is a petition from the action of the Primary Examiner requiring 
division between claims 1 and 2 and claims 3 and 4 of the above-entitled 
application. 

The invention relates to attachments for hames by which the lines or 
other parts of a harness may be held in place on the hames when it is 
desired to unhitch the horse. The device covered by claims 1 and 2 
consists of a bar or rod pivotally attached at its lower end to the npper 
outer end of the hame and means for engaging the upper end of the 
bar to hold or locli: it in place in close engagement with the upper end 
of the hame. Claims 3 and 4 cover a device consistiug of a strip of 
spring metal pivoted or otherwise secured to the outer edge of the 
hame, having its upper end bent over the upper end of the hame and 
downwardly inside the hame and a loop or link pivoted to the inner 
end of this strip and adapted to engage or lie loosely against the inner 
surface of the hame. 

The Bxaminer's ruling is that the two devices are different species 
of the same invention, and he required division under ex parte Eagle^ 
(0. D., 1870, 170.) No generio claim to cover both forms of the device 
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beei^ Blade by applioant, and whether or not the two devices can 
be covered by such a daim or whether they are for different species, I 
am not willing, nor is it necessary, to say. I am of opinion, however, 
that the two devices are independent of each other and that they do 
not mataally contribate to prodnce a single result. The action of one 
does not in any manner modify or affect the action of the other. Of 
these two devices applicant states in his specification that — 

I mmj proTide myhftmeswith eifeher the attaohnient 6 on the ontside thereof or with 
the eztenaion 8 on the inside thereof, or nuiy employ both, as desired. 

I am of the opinion that the snbject-matter of the two sets of claims 
should be in separate applications. The i>etition is therefore denied. 



SOHMEBTZ V. ApPBBT. 

Deoided March tt, 1898, 
88 O. G., 1511. 

1. IMTBBFSRINOB— FOBnOH PaTBMT— DaTS OF BKDUCTION TO PRAOTICB— PRI- 
OBITY. 

Appert took no testimony, but relied npon a French patent dated Ootober 19, 
1808, which was iasned and published on Janaary 12, 1894. Sohmertz proved 
conception on January 10, 1894, and rednotion to practice on January 17, 1894. 
H^id that Appert's date of invention is January 12, 1894, the date of the pnb- 
lioslion 9i his foreign patent, and as there was no delay on Schmertz's part 
between the date of his conception and the date of his reduction to practice 
priority is awarded to BchmertK. 



It is the settled rule of the Office that it is the date of the publication of 
the foreign patent and not the date of the application therefor that controls in 
interference proceedings. (/>« F^rranii v. W$9iingkouH, Jr., C. D., 1890, 114; 52 
O.G., 457; Jfperi t. Pmrker, C. D., 1896, 5; 74 O. G., 1587.) This is also the rule 
of the coorU. (Am, Bell TtUphane Co. t. CuikwuM et al, C. D., 1898, 546 ; 65 O. Q., 
135.) The case of ffan{fen t. God$halk (C. D., 1897, 375; 79 O. G., 510) seems to 
hold the contrary; but the weight of authority is dearly as first above stated. 

Appeal trcm Examiners-in-Ohief. 

APPABATUS FOB AMD PROCB88 OP MAKUFACTURINO WIRB-QLA8S. 

Applications of Edmnnd G. Schmertz filed March 19 and April 1, 
1895, Nos. 642^ and 643,946. Application of Leon Appert filed 
April 27, 1894, No. 509,244. 



Mr. WiUitm L. Pierce fin* Schmerts. 
JfMtrt. FoUoik dk Mauro for Appert. 

DUBLL, OammiiHaner : 

This is an appeal by Appert from the decision of the Bzaminers-in- 
Oktef awarding priority of invention to Bchmerts. 
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The issue in controversy is defined as follows: 

1. The procoBS of making glaaa sheets with wire inclosed therein, consisting in 
simnltaneonsly forming a layer of glass and introdaoing wire thereto, and complet- 
ing the sheet by forming another layer upon the first layer of glass, the process 
being carried on progressively. 

2. An apparatas for making sheets of glass with wire inclosed therein, consisting 
of a table, a leading-roll to roll a iaycr of glass, means to support and introduce 
wire to the said layer, a second roll, behind the leading- roll, to form a layer of glass 
on the first or underneath layer, the periphery of the second roll being higher above 
the table than that of the leading- roll, and the two rolls being far enou^ Apart to 
allow the glass for the second or upper layer to be poured between them. 

Claims 4 and 5 of Schmertz's application No. 642,335 and claims 3 
and 4 of his application No. 543,946 are pat in interference with claim 
1 of Appert's application nnder oonnt 1 of this issae. 

In the decision of tbe Examinersin-Ohief the meaning and scope of 
this issae have been referred to at length, and they have held that the 
second application of Schmertz does not claim the process of the issae 
and that there is uo interference in fact between claims 3 and 4 of that 
application and claim 1 of Appert's application. 

I am of the opinion, however, that the issae is and has been ander- 
stood by the parties to the interference, and as both parties have 
accepted the issue as drawn by the Primary Examinee and as neither 
has presented a motion to dissolve it is not necessary to consider these 
matters here, bat the interference will be determined on the issue as 
made and accepted. 

Appert, the senior party, took no testimony to prove his ease, bat 
relied on Patent No. 233,528, taken out by him in France. This patent 
is dated October 19, 1893, and was issued and published January 12, 
1894. It is stipulated that the invention described and claimed in 
Appert's application in this interference is the same invention described 
and claimed in the French patent, with the exception that the modified 
Ibrm of apparatus shown in Figs. 7 and 8 of the application in inter- 
ference is not described in the French patent, but in a certificate of 
addition thereto dated April 6, 1894. 

January 12, 1894, is therefore Appert's date of invention for the pur- 
poses of this controversy. 

It is the settled rule of the OfSce that it is the date of the publica- 
tion of the foreign patent and not the date of the application for it that 
controls in interference proceedings. (De Ferranti v. Weitinghau8€j Jr.^ 
C. D., 1890, 114; 62 O. G., 457; Apperi v. Parkery 0. D., 1896, 5; 74 
O. G., 1587.) This is also the rule of the courts. {Am. BeU Ttiepkane 
Co. V. Oushman et al., 0. D., 1893, 546; 65 O. G., 135.) 

The case of Sani/en v. OodshalJc (0. D., 1897, 375; 79 O. G., 510) 
seems to hold the contrary ; but the weight of authority is clearly as 
first above stated. 

Scfimertz's alleged date of conception of the invention is Jnne^ 1883, 
when he states that he first made sketches and disclosed the invention 
to others. He also alleges that at subsequent times during July, 188S| 
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from Augast 1, 1893, to December 1, 1893, and from Jauuary 1 to Jan- 
nary 10, 1894, he made other sketches and explained the invention to 
Others. His alleged date of reduction to practice is January 16, 1894. 

The Examiner of Interferences and the Examiners-in-Chief held that 
the proofs show that Schmertz had a conception of the invention as 
early as July, 1893, and that he reduced it to practice on the lOth 
or 17th of January, 1894. The Examiner of Interferences held that 
Schmertz did not exercise reasonable diligeuce in reducing to practice 
and awarded priority to Appert. The Examiners-in-Chief found, how- 
ever, that during the week of January 5, 1894, Schmertz was taking 
steps to reduce the invention to practice, and as from that time to 
January 17, 1894, he used reasonable diligeuce in reducing to practice 
they reversed the Examiner of Interferences and awarded priority of 
invention to Schmertz. 

The testimony on behalf of Schmertz is given solely from memory, 
and such testimony is, as usual, unsatisfactory. Without setting fortli 
in detail the testimony in reference to the sketches claimed to have 
been nuMle during the summer and fall of 1893, it is sufficient to state 
that after a careful examination of the same I do not consider the testi- 
mony sufficiently exact and positive to warrant a finding that Schmertz 
had a clear conception of the process and apparatus prior to 1894. 
However this may be, there is evidence in the case that satisfies me 
that prior to the reduction to practice claimed by Appert, Schmertz had 
a conception of the invention in controversy. 

Schmertz produces a sketch — ^< Schmertz Exhibit Trial Balance, 
January 1st, 1894" — which be testifies was made between January 1 
and January 10, 1894. This sketch differs from the other exhibit 
sketches in that the two rolls are connected together, so that, as he 
states, other power than hand can be used in the operation of the 
apparatus. Hutchison identifies this exhibit and states that it was 
completed between the 1st and 10th of January, 1894; but his state- 
ments are made solely from memory and therefore can have little 
weight. Schmertz says that iu order to carry out his invention the 
only additional apparatus required at the works in New Kensington 
beyond what was there and used in the manufacture of ribbed glass 
was one roll recessed at each end. As the Brownsville factory was not 
in operation, he concluded to obtain a roll from there, and on January 
5, 1804, he telegraphed to the manager of the glassworks at Brownsville 
to ship a roll by steamer. This order was carried out, and the roll was 
received at Pittsburg on January 6, 1894, and taken to the works of 
the Soa|fe Foundry and Machine Company, where it was recessed at 
each end. The roU was then shipped to New Kensington on the 9th of 
January and received on the 10th. The telegram, the freight-bills, and 
Soaife's bill are oftered as exhibits and fix these dates. The roll 
remained on the car until January 15, 1894, when it was taken into the 
tuctory and put on the casting table in readiness to make wiro-ghiss. 
On the 16th of January the apparatus was operated, and wii^-glass was 
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made by introdaciug wire behiud the first roll. On the 17th glass was 
made by introdacing wire in front of the leading or first roll. Dnring 
the next few days about thirty sheets of glass were made by the appa- 
ratus carrying out this process. 

Swearer identifies << Schmertz Exhibit Trial Balance, January 1st, 
1894," as sketches shown to him by Schmertz prior to his (Swearer's) 
visit to the American Glass Company's works at Tacony, near Philadel- 
phia, when they talked about this process and Schmertz told him that 
he intended to get a roll at their Brownsville factory. He left Pitts- 
burg for Tacony on January 10, 1894, and left Philadelphia January 
12, 1894, for Pittsburg, and on the 13th he was at the works at New 
Kensington. He first saw the roll which Schmertz had told him he 
proposed to order firom the Brownsville factory on the siding of the 
BrownsviUe Plate Glass Company's works on Saturday, January IS, 
1894, immediately on his return from Tacony. On Monday, January 
15, 1894, he had this roll taken from the car to the works, where it was 
placed on the casting-table. On Tuesday, January 16, 1894, they began 
to make glass with the apparatus, including this rolL At this trial 
they made glass successfully by running the wire in over the trout rolL 
Afterward they tried running the wire in under the front rolL 

Toynbee, a ladler at the Brownsville Plate Glass Company's &ctory 
at New Kensington, testifies that when they began making wire-glass 
at that place the first roll used on the table had a recess at each end; 
that he first saw this roll on Monday of the week following Swearer's 
trip to Philadelphia; that on Tuesday, the next day, he saw it on a 
castingtable, and that on that day they used it in making wire-glass. 
He describes the operation of the apparatus and states that merchant- 
able glass was made on that day by the method of this issue. 

From this testimony I am of the opinion that between January 1 and 
January 10, 1894, Schmertz had a conception of the invention in con- 
troversy. Prior to January 12, 1894, he was taking steps to embody 
his conception in an operative machine, and on January 16 or 17 he had 
such a machine as the issue calls for, which was successfully operated 
and produced wire-glass by the process of this issue. Appert has taken 
testimony to show that the machine did not operate suocessftilly. While 
the testimony shows that merchantable wire-glass was not made in 
every instance, yet such glass was made at times, and it is dear that 
the reasons why it was not made in eveiy instance were understood by 
the parties who were operating the apparatus, all of whom were expert 
glass-makers. The reasons of the failures are specifically and ftiUy 
explained by Swearer. Without going into the details on this point, it 
is held that the machine was operated successfully to carry out the 
process of the issue and that what was done was an actual reduction 
to practice. Although this reduction to practice was later than that 
claimed by Appert, yet as Schmertz was the first to conceive and used 
reasonable diligence in reducing his invention to practice it is heid that 
he is the first inventor. 
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It has been urged on behalf of Api>ert that Bohmertz never conoeived 
the inyention and that be and his witnesses have conspired to giv^ snob 
testimony as would defeat Appert's claim to invention and have inten- 
tionaDy testified fidsely and changed and added to the exhibits in the 
case; but I agree with the conclusions of the lower tribunals that there 
is no justification in the record for this contention. It is also contended 
on behalf of Appert that Bchmertz conducted the prosecution of his 
applications and of this interference proceeding in a deceitful and mis- 
leading manner; but I find no warrant for these contentions. 

The dedsion of the Examiners-in-Ohief in awarding priority to 
Schmertz is affirmed. 



Ex PABTB Jenks. 

DeoUM A]^ t9, 2898. 

83 O. 0., 1518. 

DiSEON— DiscBiBiMa Prbfbrrxd Forms or Hoditioatiohb. 

Words or phrases referring to or describing preferred forms or modifications 
of designs shoold not be permitted In an application for a design. Modifications 
of designs do not exist, and applicants should restrict their drawing and descrip- 
tion to one design. 

On Petition. 

DRSlOir rOR CAKDKULBRA. 

Application of Barton P. Jenks filed May 15^ 1897, No. fi36|795. 
Mr. A. P. Browne for the applicant. 

DmsiiLy OowmusUmer: 

This is a petition from the action of the Examiner requiring the can- 
celation of certain matter from the si>eGification« 

In describing the design applicant states in his specificatiou that— 

two of the opposite panels are preferably left plain while the other two are given 
an ornamentation hereinafter more particularly described. * * * Two of the 
opposite panels are preferably left nnoruamented. * * * To form the entire can- 
dlestick the body portion Just described may be united to another portion C, simi- 
larly shaped, but preferably shortened in its Tertioal dimensions. Except for the 
change in its Tcrtical dimensions, the body portion C is formed on substantially the 
same lines as the body portion A. The ornamented panels of said portion C may, 
howerer, be modified if desired by fluting them to correspond with the ribs and 
depresalons t^ and ifi as shown. The upper portion of the body C is contracted into 
a neck portion &f which is provided with a flaring month c^. The base B preferably 
has its horizontal lines similar to those of the body portion as shown in Fig. 2, and 
Its edge may be scalloped as shown at h. Each of the body portions A and C may 
be provided at its bottom with an ornamental beading m, m' as shown. 

I do not consider my design to be limited to the form of base shown, nor to a can* 
dlestiek formed of the two body portions A and C used unitedly, as a candlestick 
may be formed ot either of said body portions combined with any desired form of 
base or support, my design residing primarily in the contour and ornamentation of 
the«body portion as shown in either of the forms A and C. 
12782 6 
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The Examiner has required that the word <^ preferably'' wliere it 
occurs in this description, the sentence "The ornamented panels of said 
portion may, however, be modified if desired by iiating them to cor- 
respond with the ribs and depressions c"^ and c* as shown," and the last 
paragraph of that part of the specification above quoted be canceled 
and that the words "may be" be changed to the word "m." 

The Examiner's objection to this part of the specification is substan- 
tially that it sets forth preferred forms or modifications of the desi^ 
not shown. I think the Examiner's objection is well fonnde<l. It 
seems clear to me that by having this matter in the specification appli- 
cant does not intend to confine his description to one design, but this 
matter is placed in the description so that the specification will be 
broad enough to refer to modifications of the design not shown. 

As was said in the case of ex parte Hill and Benner^ {a/ntCy 38; 82 
O. G., 1988,) there is abundant authority for holding that modifications 
of designs do not exist and should not be shown and described in one 
patent, and the decisions of this Office require applicants to restrict 
their drawings and description to one design, leaving out all reference 
to modifications. See in addition to ex parte Hill and Renner^ antr^ 38; 
82 O. G., 1988; ex parte Coe (C. D., 1897, 187; 81 O. G., 2086) and ex 
parte Brand, (ante, 62; 83 O. G., 747.) 

The requirement of the Examiner is sustained and the i)etitiou is 
denied. 



Ex PARTE Whitney. 

Decided May 1,1, 1898, 
83 O. G., 1659. 

1. Interference— Restraining an Examiner FRo>f Declaring an Interfer- 

KNCK— Jurisdiction ok thk Commissioneu. 
The CommiRsiouer is warranted in taking jurisdiction of and granting a 
petition to restrain an Examiner from declaring au interference when it clearly 
appears that the Examiner^s intended action is contrary to the practice of the 
Office as indicated by the deciBions of the ConimiHsioner. (Citing ex parte Baker, 
64 MS. Dec, 71.) 

2. Same— Patent and Application — Protecting Rights of Patentee. 

The Office is not bound to declare an interference between a patent and an 
application in order to give the patentt^o the opportunity of contesting the 
grant of a patent to the aiiplicant because in its judgment the patentee's rights 
would be infringed or abriged by granting a patent on a pending application. 

3. Same—- Making tiik Interference Issue. 

The Examiner Hhoiild not m;iko an iHHUo for the purpose of bringing abont an 
interference. The applicants slioiild make the issues by their claims. If an 
Examiner desires the issue to be different, he should arrive at that result by 
re([uiring the claims to be auKrudcd by the applicants. (Citing Hammond ▼. 
Marl, ante, 52; )<:i O. (i., 743.) 
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4. Samk— Samb— Patbntre and AppucA2<rr. 

The OfKce has no control over a patentee to require hiui to amend his claims. 
Unless an apidicant make substantially the same claim as the patentee no inter- 
ference can be declared. 

6. Same — Same— Same — Construing Claims of the Patent. 

For the purpose of declaring an interference the claims of a patent must be 
taken as they read. The Oflico has no authority to say iibat any of the limita- 
tions contained in the claims of a patent are immaterial and unessential. Pre- 
sumably the paten t<'e did not put any unnecessary limitations in his claims. 

6. PiiAcrncE— Opinions of an Examiner— Following Decisions of the Co.m- 

MISSIONER. 

Whatever may be the individual opinions of an Examiner the orderly course 
of business requires that the decisions of the Commissioner should be followed. 

On Petition. 

COVERING FOR DRIVINCM^HAINS FOR UBE WITH BICYCLES AND MOTOR-CARRIAGES. 

Applicatiou of George E. Whituey filed Jauuary 20, 1897, No. 619,895. 
MesHTs, Crosby & Gregory for the applicant. 

DUKLL, Commissioner: 

The .applicant seeks by petition to have the Examiner restrained from 
the declaration of what is said to be an absoUitely improper interference. 

The facts show that the applicant was rejected on a patent issued 
after his application was filed. The patent as a reference was over- 
come by affidavit made under and in accordance with Rule 75, where- 
upon the Examiner indicated his intention of dechiring an interference 
between the patent and the application. The Commissioner, under the 
fact« stated, will be warranted in granting the petition if it clearly 
appear that the Examiner^s intended action is contrary to the practice 
of the Office as indicated by the decisions of the Commissioner; other- 
wise the petition should be refused. 

Turning to the Examiner's statement, he urges that he ^^can fiiul no 
precedent for such petition." The Examiner^s attention is called to ex 
parte Baker ^ (04 MS. Dec, 71,) which it is thought will satisfy him on 
this i)oint. The Examiner further states that — 

the DHico is bouud to dcclnro the interference, if in its judgment the patentee's 
rij^litu would bo iufringod or nhridged by the granting of a patent on a pending 
application^ in order to give him the opi>ortnnity of contesting this grant. 

Interferences are not declared for any such purpose. The Examiner's 
attention is called to llamfnoud v. Hartj (ante^ 52; 83 O. G., 743,) where 
it is expressly stated that — 

an interference can only l>o instituted for tlie ]»nrposo of determining the question 
of priority of invention between two or more parties claiming substantially the same 
patentable invention. 

If the a])plicaut is claiming substantially the same patentable inven- 
tion claimed by the patentee, then the Examiner is justified in declar- 
ing au interference; otherwise not. 

This leads us to the main question raised by the petition, whether or 
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not an Interference is warranted by the practice and the law as laid 
down by the statutes and the decisions of the Oommissioner relating 
to interferences. In order to bring about the interference, the Exam- 
iner proceeds to make an issue for the purpose. This practice was con- 
demned and the proper course indicated in Jlammand v. Hartj supra^ 
in the following terms: 

lu other words, the Examiner has made two new issues, neither or which is an 
allowed claim made by either party. I believe this to be bad practice. The appli- 
cants should make the issues by their claims. If an Examiner for any reason desires 
the issues to be different, he should arrive at that result by requiring the claims to 
be amended by the applicants. 

In the present case one of the parties to the proposed interference is 
a patentee, and the Office has no control over him. Therefore the 
Examiner cannot take the course above indicated. Unless the appli- 
cant is making substantially the same claim or claims as the patentee 
has made no interference can be declared. The Examiner admits that 
the claims of applicant could not be read literally upon the construc- 
tion shown by the patentee, and, vice versa^ that the claims of the 
patentee would not read literally upon applicants construction; but 
he says that the limitations in the claims are entirely immaterial and 
unessential ones. Unfortunately for patentees the .courts have too 
often held that limitations incorporated into the claims of their patents 
cannot be treated as immaterial and unessential. I fail to see what 
authority the Patent Office has, after it has issued a patent, to say 
that any of the limitations contained in the claims are immaterial and 
unessential. For the purpose of declaring an interference the claims 
of a patent must be taken as they read. Presumably the patentee did 
not put any unnecessary limitations in his claims. Whether or not the 
subject-matter of the proposed issue might have been claimed by the 
patentee or can be claimed by the applicant is not the question under 
discussion. The patentee did not claim it and now could claim it, if at 
all, only by reissue. No interference in fact exists between the claims 
of the patentee and the applicant, and therefore it would be manifestly 
improper for the Examiner to declare one under the decisions which 
must control this action. {Keed v. Landman^ 0. D., 1891, 73; 55 0. 6., 
1276; Hammotul v. Hart^ ante, 52; 83 O. G., 743.) 

The Examiner in his answer makes the following statement, which I 
cannot pass unnoticed: 

It would be manifestly unfair to issue applicant's patent on any such ex parte pro- 
ceedings as the one now proposed if there is even a reasonable doubt as to the exist- 
ence of an interference between the application and the reference, which was valid 
until overcome by affidavit. 

This statement is not in accord with the controlling authorities here- 
tofore cited. Whatever may be the individual opinions of an Exam- 
iner, the orderly course of business requires that the decisions of the 
Oommissioner should be followed. 

The petition is granted. 
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Ex PASTE OONKLIN. 

Decided May 26, 1898, 
83 O. G., 1660. 

1. Cavkat— Statutk CoHSTRUKiv- Right op Personal Rbprbsemtativk to Filk. 

Section 4902 of the Revined Statutes of the United States, under the terms of 
which caveats may be filed, does not give the right to file a caveat to any one 
other than the inventK>r, and in the absence of any expressed right being vested 
nnder the statute in the personal representative of an inventor to file a caveat 
no such right exists, nor can it be implied. 

2. Sams — Statute and Rule Construed — Renewal. 

Section 4902 of the Revised Statutes does not provide for the renewal of a 
caveat, and although the rules of the Patent 0£Qce provide for such renewal 
yet in the absence of any express language in the statutes giving the right of 
renewal in order to validate the rule the word '^renewal,'' as emplo^'cd in the 
rule, must be taken to mean not an extension of the caveat originally filed, but 
rather considered as referring to and making the so-called renewal a new caveat, 
based upon the papers originally filed. 

3. Same—Same— Right op Personal Rbprbsbntative to Rembw a Caveat. 

If the so-called renewal must be considered in effect as a new filing of the 
original caveat, an executor cannot renew the caveat filed by a deceased 
inventor, for the reason that the executor, under the statutes, could not have 
filed the caveat in the first instance. 

4. Sams — Same— Same. 

An executor or an administrator of a deceased inventor is not deprived of any 
substantial right if he be not allowed to renew a caveat; but even if he were 
the remedy cannot be found in the Patent Office, but rather should be the sub- 
ject of legislation by Congress. If at the time of the death of a caveator an 
invention had not been perfected, his executor conld not file an application for 
patent in his representative capacity. If the invention had been perfected, 
then the executor could file au application for a patent, and in either case no 
injury that woold flow from the denial of a right to renew the caveat would 
follow. 

In the Matter of the petition for renewal of caveat of Egbert W. 
Gouklin, deceased, by his execators, Horace £. Oonkliu and Charles 
W. Loomia, 

Meurs. Eds&n Bros, for the petitioner. 

DuKLL, Commissioner: 

The petitioners seek to renew a caveat, and in passing upon their 
right to so do it is necessary to briefly review the facts. 

It appears that the petitioners are the executors of the estate of 
Egbert W. Oonklin, deceased, who on June 24, 1884, filed a caveat for 
an improvement in sieves. The caveat was renewed yearly, but in 
several cases not until after the expiration of the previous year. In 
October, 1896, Gonklin having died, the petitioners, Horace E. Oonklin 
and Oharles W. Loomis, were duly appointed executors of his estate, 
and letters testamentary under his will were granted and issued to 
them on December 16, 1896. On March 22, 1897, the petitioners^ as 
ezecators, renewed the caveat, no question at that time being 
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as to their right to »o do. On March 24, 1898, they made a second 
application for the renewal of the caveat, paying the renewal fee of 
$10; but it was then held that under the statute the right to file a 
caveat was limited ^to the inventor and no authority for filing a caveat 
was vested in his legal representatives, and the renewal fee was 
returned to the attorneys representing the executors. 

The question presented by the petition is whether or not an executor 
has a right to renew a caveat. It has heretofore been held by the 
Office that there was no authority vested in an executor to file a caveat. 
Section 4902 of the Bevised Statutes of the United States, under the 
terms of which caveats may be filed, does not give such right to any 
one other than the inventor, and I am entirely clear that in the absence 
of any expressed right being vested under the statute in the personal 
representative of an inventor to file a caveat no such right exists, nor 
can it be implied. 

The section referred to does Tiot provide for a renewal of a caveat; 
but the rules of the Patent Office since prior to July 8, 1870, have pro- 
vided for the renewal (so called) of a caveat. Rule 185 sayB : 

185. . The caveat may be renewed, on request in writing, by the payment of a 
second caveat foe of $10, and it will continue in force for one year from the date of 
the payment of such second foe. Subsequent renewals may be made with like 
effect. • * • 

In the absence of any express language in the statute giving the 
right of renewal I am of the opinion that in order to validate the rule 
the word ^^renewal" as employed in the rule must be taken to mean 
not an extension of the caveat originally filed, but rather considered 
as referring to and making the so-called renewal a new caveat, based 
upon the papers originally filed. 

Upon an examination of the decisions of the Commissioners of I^at- 
ents I find that Mr. Commissioner Fisher in Gyrenus Wheeler, Jr., v. 
G. M. Petern (C. D., 1870, 141) h^ so held, and as the Office rule at that 
time in force relative to the renewal of caveats was in substance the 
same as the present rule, 185, 1 see no reason for declining to give full 
weight to this ruling as an authority. The Commissioner there said : 

Wheeler filed a caveat in June, 1865. He retiled it by an additional payment in 
1866, and aj^ain in 1867. This is sometimes erroneously called a renewal of caveat. 
It is in effect a new filing. The law gives effect to a <*avcat only for a single year, 
and makes no provision for an cxtrnsion or renewal of tho term. As, however, it 
docs not declare that one caveat only shall be filed for each invention, It is within 
the power of the caveator to file as many as ho pleases, and therefore as fa.st as oiiu 
expires he may file another. This is usually done by a payment of a new fe*) aiul 
the adoption uf the old pajiers as the papers for tho new caveat; but, as befi»re 
remarked, it is in legal effect a now, independent caveat, having but a singlo year 
to run, and relating back only to the date of the payment of the foe. 

If a so-called renewal must be considered in effect as a new filing of 
the original caveat, it is clear that an executor cannot renew the caveat 
"led by a deceased inventor, for tlio reason that such executor under 

le statutes could not have filed the caveat in the first instance. 
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is deprived of any substantial right if he be not allowed to renew a 
caveat; but even if he were the remedy cannot be found in the Patent 
OfQoe, but rather should be the subject of legislation by Oongress. If 
at the time of the death of a caveator an invention has not been per- 
fected, his executor could not file an application for patent in his rep- 
resentative capacitiy. If the invention has been perfected, then the 
executor could file an application for patent; and I do not see in either 
case any injury that would follow from a denial of the right to renew a 
caveat. 

For the reasons above set forth I am of the opinion that the peti- 
tioners have no right to renew the caveat, and the petition is therefore 
dismisBed. 



WOLFENDBN V. PBIOB. 

Decided June 6, 1898, 
83 O. G., 1801, 

1. iNTRBrBBSKOt— Dissolution — ^Patkktabiuty of Claims Ovxr thb Issub — 

SUGGXSTIOX BT THE EXAMINER AS TO KR.fBCTION OP CLAIMS INVOLVED 

IN THB Issue. 
Where the iesne of the iDterfeienoe was Wolfenden'B third elaim and involved 
his first, second, and fourth claims, Hfild that as the issue is not the first, second, 
and fourth claims they should he dropped from the interference, and if the 
Examiner is of the opinion that there is no patentable invention in these claims 
over the subject-matter of the issue it would be better practice for him to notify 
Wolfenden that in the event of the interference being determined adversely to 
him such claims would stand rejected as involving no patentable invention. 

2. Sabcb — Samx— <;laims Including Immatbbial Limitations — Intbkferencx in 

Fact. 
Where Price's claim involved in the issue, which is Wolfenden's third claim, 
includes certain limitations which are not stated in Wolfenden^s claim and 
Wolfenden's claim contains a limitation not found in Price's claim, Held that 
notwithstanding it is urged that these differences are immaterial and may be 
disrogarded there is no interference in fact. 

8. Samb— Samb—Disreoabding Limitations in Claim. 

The Patent Office is no more competent than the courts to say in declaring an 
interference that an element which an applicant or a patentee has plaoed in his 
claim is an immaterial one. 

4. Same— Same — ^Same. 

An interference is not sufficiently clear and definite which requires that cer- 
tain limitations in the claims of one party should be held to be immaterial and 
that other limitations should bo road into the claims of either one or the other 
party to the proposed interference in order to make them the issue of the inter- 
ference. 

6. SaMB—SaMB— SAMB->8UGGBSTtON OJT CLAIM BY EXAMINER. 

A claim may be patentable iu the opinion of the Examiner which does not 
contain certain limitations, and it ia within his province, when he believes it is 
necessary for him to declare an iuterferonce, to indicate to tho parties a patent- 
able claim as the issue of the interference which shall omit immaterial elements 
and thereby make it unnecessary for the Office to hold that the iasue and tl 
clftims arc different from what they read. 
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6. Samk— Sa]i»--Samb. 

It is not neceasary that identical langoage thoold be employed in the elaims 
of every party to the interference; but when different words are used they most 
mean and refer to the same thing. 

7. Sams— Sams— Intent op Hammond v. Hart. 

The case of Hamm&nd v. Bari (aafo, 62; 88 O. O., 743) was intended to bring 
abont a practice in the Offloe that sbbold result in making tl|e issoe of an inter- 
ference both definite and clear, and to that end to cause the parties to the pro- 
posed interference to claim sobstantially the same patentable invention, so as to 
obviate the many motions and appeals that have unnecessarily arisen in the 
OiBce. 

Appeal on motion. 

HYDRAULIC VALVS. 

Application of Frank Wolfenden filed Jund 26, 18^, No. 642,474. 
Application of WilUam W. Price filed April 8^ 1897, Ho. 631,253. 

Mr. James L. Norris for Wolfenden. 

Messrs. Wrighty Brown & Quinby and Mr. F. P. Davis for Price. 

DuELii, Oammissioner: 

This is an appeal from the decision of the Primary Examiner deny- 
ing Wolfenden's motion for dissolution of the interference. The inter- 
ference was declared with the following issues: 

1. In a hydraolio valve for presses, the combination of a casing having passages 
conminnicating with high and lovr pressure engines, a low-preesnre passage being 
provided with an automatic valve whereby the valve of the low-pressure passage 
will, bo closed by the high pressure^ said casing also having a ehamber provided 
with passages leading to and from the press-cylinder, and a single valve ananged 
in said casing between the high and low pressure passages and the passage to tha 
press-cylinder and serving to control the passage to the press-cylinder and also to 
permit and cut off the supply of high and low pressure to the press-cylinder. 

2. In a hydraulic valve for presses, the combination of a easing having passages 
eommnnicating with high and low pressure engines, an automatic valve in the low- 
pressure passage and a throttle valve in the high-pressure passage, the valve of the 
low-pressure passage adapted to be closed by the high pressure, said easing also 
having a chamber provided with passages leading to and ftom the press-cylinder, 
and a single valve arranged in said easing between the high and low pressure pas- 
sages and the passage to the press cylinder and serving to control the passage to the 
press-cylinder and also to permit and out off the supply of high and low piessiire to 
the press-eylinder. 

The first issue is said to be in substance Wolfenden's third claim 
and Price's first claim and also to involve Wolfenden's first, second, 
and fourth claims. That it is Wolfenden's third claim is undisputed and 
indisputable. That the issue is not his first, second, and fourth claims 
is equally certain, and, in fact, is directly admitted by counsel for Prioe 
and tacitly admitted by the Examiner, if I read his decision rightly.^ 

Under the present practice, as laid down in Hammond v. Jfforl, 
{ante J 52; 83 O. G., 743,) these claims should not remain directly in 
the interference. If the Examiner is of the opinion that there is no 
patentable invention in these claims over the subject-matter of the 
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issoe, it would be better practice for him to notify Wolfenden's attor- 
ney that in the event of the interference being determined adversely 
to him each claims woold stand rejected as involving no iiatentable 
invention. At all events they should be dropped from the interference. 
Upon an examination of Price's claim 1, which is the one placed in 
interference under the first issue, it is found to read as follows : 

1. In a preflsnre-oontrolling meohftnUm for hydraalio preaaes, the oombinAtion of 
eheck-valved paamgea leading from high and low preasure prodocera lespectiyely 
and intempted only by the eheek-valves, a paaaage leading to the pieas from said 
oheck-valved paiwtgee, the low-premnre paaaage communioating with the aaid prets- 
panage at a point in advance of that where the blgh-prennre paaaage oommnnicataa 
with aaid preaa-paaaage, and the oheck-yalve of the low-preaaore paaaage being 
lemoved from the path of oommunioation between the high-preaaare paaaage and 
the preaa, and a aingle mannally-operated valye whoae manipulation eatabliahea 
eommnnication for both preaaurea aimnltaneonaly to the preaa, anbatantiaUy aa 
deaoribod. 

Upon a comparison between this claim and Wolfenden's third claim, 
which is the first issue, it will be found that it includes certain limita- 
tions which are not stated in Wolfenden's claim, and, on the other 
hand, Wolfenden's claim 3 coutaiDs a limitation not found in Price^s 
claim 1. It is argued that notwithstanding these differences there is 
an interference in fact and that the differences are immaterial and may 
be disregarded* 

In deciding the case of Mammond v. Hart it was my intention to bring 
about a ]>ractice in the Office that would result in making the issue of 
an interference both definite and clear, and to that end to cause the 
parties to the proposed interference to claim substantially the same 
patentable invention, so as to obviate the many motions and appeals 
that have unnecessarily arisen in the Office. 

There is no principle of law better settled than that whatever element 
is incorporated into a claim will be considered a material one, and the 
patentee in the courts is invariably judged by that rule. This rule has 
been stated in various ways: 

Oor hkw reqoirea the* patentee to apecify partienlarly what he ehdma to be new, 
and if he olaima a combination of certain elementa or parta, we cannot declare that 
any one of thoae elementa ia immaterial. The patentee makea them aU material by 
the reairioted form of hia claim. ( Watm- Met$r Compam^ v. Detper, 101 U. S., 332, 837.) 

If the claim had been intended to be a claim broadly to aqnaie ahonldera, without 
referonoe to their vertical form, it woald have been eaay to make auch a claim; bnt 
the claim indnatriooAly introdnoea the element of the vertical curving. The inventor 
mnat have regarded that aa a material element. (Ltftner v. BemUmgUmy C. D., 1883, 
467; 22 O. O., 1587; 13 Fed. Bep., 86, 87.) 

* * * If the langaage of the specification and claim ahowa clearly what he (the 
patentee) deaired to aecnre aa a monopoly, nothing can be held to be an infHnge- 
ment which doea not faU within the terma the patentee haa himaelf ohoaen to ezpraaa 
hia htvention. (Jfedala v. Ortaiayar, C. D., 1891, 582; 67 O. O., 1139; 141 U. 8., 419, 
.) 

I do not think that the Patent Office, any more than the courts, is 
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competent, in declaring an interference, to say that an element which 
an applicant or a patentee has placed in his claim is an immaterial one. 
A claim may be patentable in the opinion of the Examiner which does 
not contain certain limitations, and I think it is within the province of 
the Examiner when he believes it is necessary for him to declare an 
interference to indicate to the parties a patentable claim as the issaeof 
the interference which shall omit immaterial elements, and thereby 
make it unnecessary for the Office to hold that the issue and the claims 
are different from what they read. 

Too often the qnestion of <« priority" is lost sight of and argument of 
counsel is directed to the question ^^what does the issue meanf " This 
should be avoided. 

In White V. Dtmbar (0. D., 1886, 404 j 37 O. (>., 1002 ; 119 IT, S., 47, 51) 
the Court in reCdrring to the construction of the claims in patents 



Some persons seem to suppose that a claim in a patent is like a nose of wax, which 
may be tamed and twisted in any diieotion by merely referring to the speeification, 
so as to make it include something more than or something different firom what its 
words express. The context may undoubtedly be resorted to, and often is resorted 
to, for the purpose of better understanding the meaning of tlie claim, but not for 
the purpose of changing it and making it different from what it is. The claim is a 
statutory requirement, prescribed for the very purpose of making the patentee deline 
preeiseiy what his inrention is, and it is u^jost to the public as well as an evasion 
of the law to construe it in a manner different firom the plain import of its terms. 

This statement applies equally to the issues in an interference pro- 
ceeding. T do not mean to be understood as expressing the o])inion 
that identical language must be employed in the claims of every party 
to the interference; but when different words are employed they must 
mean and refer to the same things. 

In claim 3 of Wolfenden we And recited — 

a chamber provided with passages leading to and from the press-cylinder. 

It is admitted that this limitation is not found in Price's claim 1. 
The contention is that the limitation is immaterial. In claim 1 of Price 
are found the limitations tliat — 

the low-pressure passage communicating with the said press-passage at a point in 
advance of that where the high-pressure passage communicates with said press- 
passage, and the check- valve of the low-pressure passage being removed from the 
path of communication between the high-pressure passage and the press. 

These limitations are not found in Wolfenden's claim 3 — ^the issue of 
the interference. It is contended by Price that such limitations must 
be implied in Wolfenden's claim, as they are essential to an operative 
construction embodying the invention. On the part of Wolfenden it is 
insisted that he cannot make a claim with such limitations. At all 
events he has not done so. 

It is obvious that the issue must be made ^^a nose of wax " in order 
hat the claim of Price lit it. 



DECISIONS OP THE COMMIftftlONEB OF PATENTS. 91 

At the present time the claims are not, in my opinion, the same, nor 
do they show that the parties are claiming substantially the same pat- 
entable invention. 

It la conceded that if an interference is not found to exist between 
the claims of the first issue an interference does not exist between the 
claims of the second issue, and therefore it is unnecessary to enter into 
any elaborate statement with reference to the second issue. An inter- 
ference is not sufficiently dear and definite which requires that certain 
limitations in the claims of one party should be held to be immaterial 
and that other limitations should be read into the claims of either one 
or the other party to the proposed interference in order to make them 
the issue of the interference. 

It is unnecessary at the present time to pass upon the question 
whether there is a common patentable invention in the applications of 
the parties to this interference; but if there is the parties should claim 
it and an interference be declared based upon the claims for such com- 
mon patentable invention. 

The decision of the Examiner is reversed. 



Paintisti v. Hall. 

Deoided Moff B6j IS&S, 
S3 O. 6., 1803. 

1. IirrBKncRSNCB— Motion to Dissolvk— Natt'rk of Strcir Motion. 

A motion to diHsolve an interfcronce on the groand of non- patentability is in 
the nature of a enggestion to the Office of certain facts which are believed to 
negative patentability or to show that one of the parties is not entitled to make 
the claim. It is not a contest in which testimony can be reeeivecl or anything 
presented for oonaideration which is not actually or presumably within the 
knowledge of tho Examiner in the ex parte treatment of the applications of the 
respective parties prior to the ileclaration of tho interference. 

2. Sams — Samb— Samc. 

The motion is brought not on the ground that the interest of the party bring- 
ing it would be adversely aflfected by the issuance of a patent for tho subject- 
matter to his opponent, but for the reason that it appears to the moving party 
that the Office was in error in finding the claim patentable. 

3. Sams — Sams— Samk. 

The fact that tho interest of the moving party may be adversely affected by 
tho issuance of the i»atent for the subject-matter to hiM opponent do<*8 not in 
itMolf entitle him or any other person to be hoard, nor is it a fact to be consid- 
ered in the determination of the question by the Examiner. The queKtion is the 
same question that was considered before the declaration of the interference — 
a question of patentability. 

4. Sams— Sams— Examiner's Action as to Patentabiuty Conclusivk. 

If the Examiner, upon hearing the motion to diMolve, adheres to his decision 
that the claims are patentable snid patentable to the respective parties, the 
contest as to these questions in concluded in so far as it is preliminary to the 
qnestUm «if priority. 
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6. Same— Samb— Non-Patbntabiuty— Ex partb Appeal. 

Should the Examiner, upon the motion to diaaolTe, decide that the claims are 
not patentable to one of the parties, a decision which is as to one or both of the 
parties equivalent to a final rejection, the full course of appeal is open to the 
party whose claim is affected by such decision, and such appeal is ex parte. 

6. Same— Same— Appeals— '' May bb Heard Inter Partes " Rule 124 Construed. 

The words "may be heard inter partes" in Rule 124 permit the adTexse party 
to an interference proci^eding, on a motion to dissolve on the ground of non-pat- 
entability or no right to make the claim, to be heard on appeal, if considered 
advisable by the Examiners-in-Chief. The adverse party, however, is not heard 
as a matter of right, but as a matter of courtesy only. 

7. Samb— Same— Discretion of the Examinbrs-in-Gmibf. 

On an appeal from the decision of the Primary Examiner on a motiou involv- 
ing the right of an applicant to make a claim it is doubtful whether the adTerse 
party should be heard, even as a matter of courtesy. This matter should, how- 
ever, be left to the discretion of the Kxaminors-in-Chief. 

8. Same — Same — ^Kight of Moving Party to be Heard Before Appellate 

Tribunal. 
The party bringing such u.otion, so far as an appeal is concerned, is no more 
entitled to be heard as of right, whatever may be decided by the Office as 
regards his appearing before an appellant tribunal as a matter of policy, than 
any person not before the Office whose rights to freely manufacture the inven- 
tion covered by the claim might be curtailed by the issuance of a patent. 

9. Same— Same— Right of Parties to be Heard— Right of Appeal. 

Such motion is heard inter partee by the Primary Examiner as a matter of 
Office policy, in order that the facts and reasons which in the opinion of the 
moving party negative the patentability of the claim or show that his opponent 
is not entitled to make the claim may be clearly presented ; but the Office does 
not and cannot recognize the moving party as a party in interest entitled to 
contest the patentability of another's claims. He has no right of appeal fh>m 
a decision denying his motion. 

10. Same — Same — ^Samk. 

The same reasons which justify the rule which refuses the right of appeal 
from the decision of the Primary Examiner affirming patentability or the right 
of the respective parties to make the claim Justify the Office in refusing to 
permit the appeal taken by the party whose claims are affected to be made a 
contest inter partee before the appellate tribunal. 

11. Same- Same— Same. 

Whether or not the adverse party is to be heard upon the appeal upon the 
(lucstion raised by the motion to dissolve, it is clear that he cannot be heard 
before the ai»pellate tribunal as to the validity of the appeal of the party against 
whom the question of patentability or right to make the claim has been decided 
by the Primary Examiner. As to questions involving validity, the appeal is ex 
parte purely. 

12. Sami:— Same- Time of Taking Ai'Peal— Estoppei.. — Right of ADvEitsE Par- 

ties TO BE HSAUI>— Ex PARTE QUKSTION. 

The question of the time of taking appeal and the question of estoppel of a 
party by his adoption of a course deemed to be inconsistent with an appeal are 
cj- itarie questions, and an adverse party has no right to bo heard as a matter of 
coume by th» Kxamiiiers-in-Chief on appviil on these questions. 

13. Same— Same— 8ei'tin'<s Limit of Api*£ai.. 

On a motion to dissolve on tlie ground of uon-| patentability or of no right to 
mak<i a claim the Kxamin«T Khniild not set a limit of appeal, as tlio party who 
is af1cct«Ml ailversely by such decision huH the full statutory limit of two years 
within which to appeal. 
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U. Sams— Sams— Rbluf of Pabty Whxk His OppoNnrr Fails to Takv ak 
Appbal. 
An applicant has his remedy in oaae hia opponent fails to take an appeal fh>m 
a decision of the Primary Examiner granting the motion to dissbWe an inter- 
ference npon the question of non-patentability or no right to make the claim. 
He may ask that his own application be passed to issae nnlees his opponent 
exereisee his right of appeal within a reasonable time. Failore on the part of 
the opponent to take an appeal within sach time may perhaps be held to work 
an estoppel, but consideration of such questions should be ex parte. (Citing 
AM and Dewar y. Maxim t. Noba, G. D., 1891, 102; 66 0. G., 139, and ex parte 
Lmahard, C. D.,1888, 56; 43 O. O., 1347.) 

Appeal on motion. 

BOTTLB-8TOPPBR. 

BeiBsne application of William Painter filed December 26, 1895, No. 
573,419. Patent granted Robert A. Hall June 18, 1895, No. 541,203. 

Mr. BlUs Bpear for Painter. 
MeuTM. Bodge dt Sans for Hall. 

OSEELET, Assistant Commissioner: 

This interference was declared November 17, 1896. On January 2, 
1897, Hall moved for dissolution npon the grounds of irregularity, lack 
of patentability to Painter, and lack of right on Painter's part to make 
the claims in issue. This motion was duly transmitted by the Examiner 
of Interferences. Appeal was taken from his decision making such 
transmission, and his ruling was affirmed March 29, 1897. On May 17, 
1897, the motion for dissolution was decided by the Primary Examiner, 
who granted the motion npon the second and third grounds, denying 
it as to the first. His decision concluded with the following: 

Limit of appeal expires June 7, 1897. 

On May 18, 1897, Painter brought before the Commissioner a motion 
to set aside the decision of the Primary Examiner upon the grounds (1) 
that said decision was in plain violation of the law; (2) that appeal to 
the Examiners-in-Ghi^f was in efl'ect precluded to Painter, since the 
Examiner had decided that the decisions of the Examinersin-Chief 
were not binding npon him; (3) that the specific ground of the Exam- 
iner's decision was res adjudicataj and (4) that the action of the Exam- 
iner was an abuse of discretion. On June 7, 1897, Hall brought an 
appeal to the Commissioner from the Examiner's denial of the first 
ground of his motion for dissolntion. June 8, 1897, the Commissioner, 
Mr. Butterworth, decided that the Examiner had not violated the law 
and that his action in dissolving the interference was not an abuse of 
discretion, since the question of patentability, decided ex parte^ could 
not on account of snch decision be said to be res adjudicata when raised 
inter partes. This was in effect a negative ruling as to the second 
ground of the motion there considered. On June 11, 1897, (four days 
after the limit set by the Primary Examiner,) Painter took an api)eal 
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from the Primary Examiner's decision granting HalPs motion for dis • 
solution to the Examiners-in-Ghief, alleging that the Examiner erred 
in holding that the issue involved in the interference was not patenta- 
ble to Painter and that Painter haa no right to make the claim. This 
appeal was a renewal of Painter's former appeiil taken August 11, 1890, 
from the action of the Examiner rejecting claims of the application. 
Upon that appeal the decision of the Examiner was reversed, the claims 
involved being those involved in the present interference and brought 
up by the present appeal for the consideration of practically the same 
question — viz., their allowability in view of the prior state of the art 
Substantially the same question was twice presented to the Examiners- 
in-Chief in the prosecution of the original application, so that the 
claims, or at least the subject-matter of the claims now involved, has 
been four times decided by that tribunal to be patentable. 

Hall at the hearing on the appeal now under discussion moved for 
the dismissal of the appeal upon the ground that it was not brought in 
proper time. Concerning HaU's motion the Examiners-in-Chief held as 
follows: 

By the decision of the PrinciparEzaminer diBsolving the interference of Painter 
Y, Hall, Painter's application became released from all iott^rference with the patent 
to Hall and by Hall or his attorney, and must be prosecuted ex parte. This is an ex 
parte appeal on the record and in fact. 

They also held that Hall had a right to be heard on the grounds of 
the appeal which were inter partes below, but had no right to be heard 
on any other question. They found that — 

The question whether Painter's appeal has been daly taken is one between Painter 
and the public represented by the Patent Office. Neither Hall nor any other outside 
persou has any right to be heard in it. 

For the reason that Hall has no right to raise or be heard on the question of the 
validity of Painter's appeal, his motion to dismiss that appeal is dismissed. 

Assuming that*Hall had the right to raise and be heard on this question, we at 
the hearing denied the motion. 

We derive our authority for snoh action fh>m Commissioner's deoiaion in Cotmm 
V. Jirodie, August 10, 1S96, (recorded Commissioner's MS. Decisional 701.68, p. 384.) 

This decision also contains the following: 

At the hearing we denied the motion. Our decision stands on the ground that 
BubHtantial justice rec|uired the hearing to be then hail and that no one would be 
injured thereby, all parties being present and ready for the hearing, even to the 
preparation of briefs. 

Hall took exceptions t<> this decision and then took part in the hearing, on the 
questionH appealed, and also argued against the patentability of all of these 
appealed claims. 

The decision of the Primary Examiner was reversed. 
July 31, 1807, Hall brought an appeal, the first paragraiih of which 
is as follows : 

I hereby appeal to the Commissioner in person from tlie decision of the Boftrd of 
Kxaiuinor8-in-(^hicf rendered July 28, 1897, in so far as the Bame diHmisses my motion 
to vacate and set uside the appeal taken by Painter to the Board of Appeala. 
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Oil Angost 3, 1897, he presented the same matter substantially ii| 
the motion now before me. The grounds set up are substantially error 
in declaring the appeal to the Ezaminers-in-Ohief ex parte; error in 
dismissing HalPs motion to dismiss Painter's appeal without hearing 
argument, because the decision says ^^Assnming that Hall had the 
right to * * * be heard,'' whereas it was declared without argu- 
meot that Hall had no such right; because the dismissal is contrary to 
the statute, to the rules, and to precedent; because the decision of the 
Primary Bzaminer had become binding before the appeal was taken, 
and the Bxaminers-in-Chief were without jurisdiction ; because Painter 
having elected to pursue a different and inconsistent remedy — ^to wit, 
a motion to the Commissioner — ^and having failed to take his appeal 
within thr limit his right to I4>peal was lost; because no motion has 
been made to have the case reopened, and because the decision in 
Oobum V. Brodie (59 MS. Dec., 394,) gives no basis for the action of 
the Board. 

Both parties have presented briefe fully covering the points in con« 
troverqr. The brief for Hall concludes with the following summary : 

Painter has waived his right of appeal by failure to appeal within the limit set. 
He has asked no stay or extension. He has made no motion to reopen. He has 
declared that he wants no stay nor any reopening. He has tried another remedy 
ineonsistent with appeal and has failed in it; he cannot now try the appeaL 

It is clear that if the question of patentability raised by Hallos 
motion to dissolve becomes, upon the decision of the motion by the 
Primary Examiner, an ex parte question on which Painter, and he 
alone, can appeal, and on which he alone can of right be heard by the 
appellate tribunal, the limit of appeal is the statutory limit and cannot 
be set by the Primary Examiner to expire before the expiration of the 
statutory x>eriod, and the limit set in this case by the Primary Exam- 
iner may be disregarded. 

It therefore becomes necessary to consider to what extent questions 
raised by motions to dissolve are to be regarded as iwter partes. 

It is clear that it is the settled practice of the Office for the Primary 
Examiner to hear inter partes all questions raised by motions to dis- 
solve under Rule 122. Motions on the ground of no interference in fact 
and on the ground of irregularity are appealable to the Commissioner 
and are necessarily inter partes on such appeal. There is no conflict of 
authorities upon this. 

There is no question that from decisions of the Primary Examiner 
niK>n motions brought under Rule 122 on the ground that an applicant's 
claim is not patentable or that he has no right to make the claim, 
appeal lies to the Examiuersin-Chief when any appeal is permissible. 
Dedsions of the Primary Examiner affirming the patentability of the 
claim or the applicant's right to make the claim are conclusive upon the 
Office up to that point, and no appeal is permitted. 

.As to the question whether appeal to the Examiners-in-Chief is ex 
parte or inter partes there is a marked conflict of authorities. 
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. In the case of 8Ume y. Oreaveiy (O. D., 1880^ 23 ; 17 O. G., 200,) decided 
November 6, 1879, by Oommissioner Paine, substantially the same ques- 
tion which is here raised was before the Oommissioner for determlnationy 
though at a different stage of the proceedings. 
In deciding that case the Oommissioner said : 

On one side of the qneetion stands the rule authorizing the dissolution of an inter- 
ference for want of patantability of the claim. On the other stands the statute 
oonfenring upon the applicant the right of appeal, Ikom an adTeise decision of the 
Primary Examiner on the patentability of his claim, to the Examinem^in-Chie^ to 
the Commissioner, and to the Supreme Court of the District of Columbia. It is 
necessary to avoid, if possible, both Scylla and Chary bdis; but it is necessary, in any 
•vent, to avoid a violation of the statute. If possible^ tiiat course is to be chosen 
which will harmonize the statute and the rule and give effect to both. If that is 
Impossible, the rule must be sacrificed to the law. 

If the Commissioner has power to dissolve an interteence at this stage on the 
ground that the claim is not patentable, his decision to that effect^ being lawflilly 
ivndered, will be binding not only on the applicants— as to whom the question 
of patentability, although springing out of an interference case which involves 
the question of priority alone, is itself an ex patte question— but also on the 
£xaminers-in-Chief, and even on the Commissioner himself, except under such cir- 
cumstances as would warrant a rehearing or a new triaL The action of the Exam- 
iners-in-Chief will therefore necessarily, and that of the Commissioner will ordi* 
narily, be altogether formal; and yet it must be had in order to secure to the 
applicant his right of appeal to the Supreme Court of the District of Columbia 
mider the interpretation which that court is supposed to have given to the statute. 

If the Primary Examiner had held the claim to be patentable^ and the Commis- 
sioner, overruling him, had held it to be unpatentable, and thereupon dissolved the 
Interference, such decision of the Commissioner would not have InfHnged any right 
of appeal of the applicant from the Primary Examiner to the £xamlners-in-Chief ; 
for, fh>m a favorable decision of the Primary Examiner no right of appeal Is con- 
ferred by the rules. For that case all the rights which even the spirit of the law 
confers would be secured to the applicant if, upon the dissolution of the interfer- 
ence, he should take his ex parU case to the Primary Examiner Ibr action by him, 
subject to appeal to the Examiners-In-Chief and Commissioner aooording to Iaw. 
This would secure all that remains, namely, the appeal to the Supreme Court of the 
District of Columbia. 

I^ the interference in this case shall be dissolved. It will become necessary to 
ancounter the difficult question presented as to the relation of testimony heretofore 
taken to any new interference which may be hereafter declared in the event of a 
reversal of this decision of the Primary Examiner. On the eontiary, if the Inter- 
ference shall not be dlMolved until the es ptHrte question of patentability shall run 
its lull course of appeal, the patent of Qreaves will stand in the meantime a menace 
to the applicant Stone and to the public. 

It seems to me to be the better practice to give the ex ptuie question of priority 
(patentability) its legal course of abjudication by permitting the i^pellanta, or 
either of them, to demand a reconsideration by the Primary Examiner, and from a 
second adverse decision to appeal to the several appellate tribunals in succession, if 
necessary, and in the meantime to suspend the interference a reasonable period for 
that purpose, and to provide for its dissolution at a Aiture day, unless the claim 
shall be decided to be patentable. ^ 

In Zeidler v. Leech et al.j (0. D., 1891, 9; 54 O. G.^ 503,) decided Jann 
ary 19, 1891, a case in which the qnestion of appeal in interference cases 
from the decision of the Primary Examiner npon motions to dissolve 4m 
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the groand tbat no interference in fact existed was under consideration, 
Commissioner Mitohelly speaking of Bnle 124, said : 

Th»t role proTidet thai all app«ali shall be taken directly to the ConimiMioner 
from the decision of the Primary Examiner on all motions excepting three classes 
specified, the first dass being motions which deny patentability, the second class 
motions which deny the right to make the claim, and the third class being all other 
motions '* inrolying the merits of the invention.'' Questions InToWing ** the merits 
of an invention'' are qnetticos concerning the meritorious or nnmeritorious attitude 
of an alleged invention to the anteoedent rights of the public; or, in other words, 
questions other than questions of "form" arising between the applicant and the 
Ofllee. The same words which are found in Rule 124, to wit, "involving; the merits 
of the invention,'' are found in Rule 13S governing thejnrisdiction of the Examiners- 
in-Chief on appeals from the Examiner. That rule (133) provides that— 

''Every applicant for a patent, any of the claims of whose applicatioi have been 
twice TfiJected for the same reasons, uxK>n grounds involving the merits of the inven- 
tion, * * * may, upon payment of a fee of ten dollars, appeal ttom the decision 
of the Primary Examiner to the Examiners-in-Chief." 

I think that there can be no room whatever for doubt that the same words in both 
rules refer to the same subject-matter of inquiry and that their presence in Rule 124 
means no more than that the questions which go to the Examiners-in-Chief when 
they arise dinottjf under Rule 138 go to the same tribunal when they arise collate 
cralljr under Rule 124. It is because "questions involving the merits of the inven- 
tion'' are txpmrie questions arising between the applicant and the public that upon 
appeals to the Examiners-in-Chief under Rule 124 the party only whose claim is 
affected has a right to appear and be heard. If they were not 9x^rU — that is to 
say, if the questions which go to the Examiners-in-Chief in the first instance under 
Rule 124 were not always and necessarily exj^te questions— the rule which denies 
to all bnt one of the parties the right to be heard would be formulated injustice and 
nothing else. 

All appeals in which, under the rule, the party only " whose claim is affected" 
has a ri^t to be heard lie to the Examiners-in-Chief, and if dteided adversely by 
them, to the Commissioner, and if by him decideil adversely, to the Snj reme Court 
of the District of Columbia. All appeals from the Examiner's decision upon motions 
to dlssolTO upon which lK»th parties have the right to be hoard go directly to the 
Commissioner, and from his decision there is no further appeal. 

In an earlier decision (Geftsner v. MiUer^ O. D., 1890, G; 50 O. G., 433) 
Oommissioner Mitchell said in reference to this queAtion : 

It ia nifod with great fcnree that an interfereuoe proceeding is thoroughly intw 
pmtm, and that nothing done «x porto by the latter applicant can serve to prove any- 
thing material to the trial. It is indeed true that the proceedings are inter partes; 
hat it should be remembered that nothing is material to the trial excepting the issue 
of priority. Both parties enter the controversy entitled to the presumption that 
th^ aio original inventors, and the trial becomes thoroughly inter partee only so far 
as relates to the issue of priority. Either party may, if he can, prove that the 
other was not an original inventor; but the preeumptiou stands until it is overborne 
by llie proofs duly taken in the case. 

From these decisions it is clear that from 1879 nntil as late as 1891 
it was the settled practice of the Office that an appeal from the deci- 
sion of the Primary Examiner denying the patentability of the issne 
npon a motion to dissolve brought by one of the parties to an inter- 
livenoe sbonld be ex parte and that only the party whose claim was 
affected had the right to appear and be heard. 
12783 7 
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March 23, 1802, GommissioDer Sfmonds amended Rale 124 by adding 
the words ^< unless the qnestion is inter paries J^ What questions were 
at that time considered as coming under the rule as thus amended is 
not clear from any decisions, either published or manuscript, made by 
Commissioner Simouds. 

Later Assistant Commissioner Fislier, in Duncan y. W&ttinghousej 
(0. D., 1894, 12; 66 O. G., 100:>,) decided December 15, 1893, said: 

ITpou the declarutioQ of the prosout iiiterfereucc Duurau inoveil to dissolve on the 
ground that We8tiii«^lioivHe had no right to make the daiui ; bat the I'riniary Exam- 
iner held that the question presented by this motion was res adjudicata, inasmuch as 
that question hud been X)as8ed upon by the Board of Examiners-in-Chief in their 
decision holding that tliere was asufliciency of disclosure In Westinghonse'sapplioa- 
tiou to warrant the claim. Duncan contends that this action of the Examiner has 
practically cut ofi'his priviN^ge under Rule 122 to bring up on proi)er motion Wett- 
in'ghoustt's right to make this claim, and asks that the supervisory powers of the 
Commissioner under section 481, Revised Statutes, giving him the authority to ''per- 
form all duties respecting the granting and issuing of patents directed by law,^ be 
exercised to give him relief under the peculiar circumstances of this case. 

Rule 124 contaiuH the following provision : 

*' Decisions on these motions, when appealable, go to the Kxaminers-ln-Chief, aod 
upon such appeals the party only whose claim is affected shall have the right to 
appear and be heard, unless the qnestion is inter partes.*' 

Motions to dissolve an interference are argued before the Primary Examiner, both 
parties having the right to appear and be heard. If, from the decision of the Pri- 
mary Examiner, an appeal is duly taken to the (Commissioner both parties have the 
right to appear and be heard. 

When, however, a decision is maile on a motion to dissolve which denies the pat- 
entability of an applicant's claim, or a motion to dissolve which denies the right of 
applicant to make the claim, or on a motion involving the merits of the invention, the 
appeal to the Examiners-in-Chief is usually an er parte one. It follows that only 
one side of the question is presented to the Examiners- in -Chief, whereas it would 
seem to be proper, since tlio appeal grew out of a contested proceeding, that the 
appeal itself should be a contested proceeding. Otherwise yarious complications 
are liable to result. For instance, a motion to dissolve might be brought on the 
ground that the issue, couched in the language of the claims of one of the appli- 
cants, was not patentable. This motion would be argueil before the Primary Exam- 
iner, who would hear both parties. If lie should decide the issue to be unpatentable, 
he would dissolve the interference. The party whose claim was thus adjudged to 
be unpatentable might appeal to tlie Examiners-in-Chief, who would then listen 
merely to the applicant's presentation of his case without the additional light that 
might be afforded by the argument of the opposing party. If the decision were in 
favor of the applicant, the case would then be sent back to the Primary Examiner, 
who, considering himself bound by the decision of the Examinets-in-Chicf, would 
redeclare the interference, refusing, as a matter of course, a renewed motion to dis- 
solve on the part of the other applicant on the ground that such matter was m 
adJHdioata, If, then, the interference should be heard and decided by the Examiner 
of Interferences, and on appeal to the Examiuers-in -Chief the party who had 
brought the motions to dissolve should attempt to renew his motion before the Exam- 
iners-iu-Chief, or to have them insert in their decision a statement directing the 
attention of the Commissioner to a matter not relating to priority, ostablishing, in 
their opinion, the fact that a statutory bar oxisteil to the grant of a patent to either 
of the parties for the claim or claims in intorfereuce, (Rule 120,) the rei|uoet might 
^le refused on the ground that the patentability of the issue had been decided by 

e Primary Examiner in declaring the interference. One of the parties would, 
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tbereroi*ef be preveiito<] from ar<jruni^ tbt^ <|no8tii»u ^^ Uotbrr or not tbc issiio was ])ivt- 
eotable, and hm only r<!niedy would Iw to pntiiiua to tlio Comiuis8ionor t«> exerciHo 
his BU))Arvisory aiithoriry uikUm' section J.'U of the Revised Statutes— a )n*o<'eeding 
which ou}rht tobedisscournged, and which should never bo had <'\cept under extraor- 
dinary cireunis lances. 

The case atuted above is one that acinally occurred. 

There aoeiuH to he au iuconsisteucy in a practice wliicli allowH both particH to l>e 
beard by thi? Primary K\aiuiner and by tbo C'ounaiBsioner and only (»no of surJi par- 
Uos by the Kxaniiner»-in-('hiel. It is thought, therefore, that Rule V2i ought to he 
so con8true<1 that bodi iiarlies cuuld bo beard in sueli cascM. 

That thiiS was not intended to establish a jiractice nnder whicli, on 
an a]>i>eal from a d<'cision of the rriinaiy Kxaniiner adverse to patent- 
ability or to the applicant's right Ut make the chiim, the party wlio 
brought the motion shouUl be entitled to appear before the appellat 3 
tribunal on the same footing which he had before the Primary Kxam- 
iner, ax>pear8 from the decision of Assistant Commissioner Fisher in 
Buckley v. Page^ (54 MS. Dee., 48;"):) 

It woaJd be inipo.s8ibIe ibr the CoDiuiiHsioner to review all the fav(»rable decisions 
of the Primary KxaniinerH, and it is under peculiar circiimstunceK only that it would 
be wise or ivolitio for bmi to undertake the reexamination of favorable decisions. 
llie rnle of office practice (124 } has, therefore, for msny years been against any sach 
appeal to any tribnnal of the Otiice. l1io weight of authorities in the pa^t has 
been in favor of considering vx parte all appeals on motions to dissolve which involve 
the merits of an interference, thus emphasizing the position that the i»atentnbility 
of au application is a question between the public, as represt^ited by the Office, and 
the applicant^ and that no single person can have an especial interest in the question 
to the extent of entitling him t4) convert the ordinary examination of an application 
into a oontestt^d case. 

And although the rules provide for reconsidering ]>atentiibiiity, after the declara- 
tion of an interference^ upon the suggestion of a motion to dissolve, this provision 
did not change the fundamental relation of the parties, but was a provision of 
abnndant caution, so that the Exaiuiuer might avail himself of an independent, 
oareful search, ma<le by one familiar with the application through the interference 
proceedings, and having generally the experience of an export in the art, qoickened 
by a personal interest in anticipating or defeating the claims of an opponent. 

Under the present ])ractice, however, it is thought that the consideration of the 
several ban which may be piesentod under a motion to dissolve, would be assisted 
by the oral explanations and elucidations of the party suggesting the har, and tnat 
the interests of applicants and the public alike would be better conserved if all 
proceedings arising out of au interference should be of an inter paries character. 
And this is the provision of />uaca« v. WesUnghown', (C. D., 1894, 12; 66 O. G., lOOD.) 

Now, although such au ajipeal is inter paries, the moving party is not allowed to 
appear as a matter of right. " * 1 1 is relation to his ojiponent is the same 

now aa before. He is given the piivilege of a hearing. * * ^ 

Later Assistant Commissioner Fisher, in the case of Pellx. Pie^yoint^ 
(C. D., 18JK>, 38; 76 O. G., 1573,) decided June 23, 1896, in an inter- 
fereuee iu which the question of priority had been decided, but the 
Examiner directed to again consider the (question of ]>atentiibility, 
refused to direct that such consideration be iuie}* partes. 

Role 67 of the liules of Pnictice in force February 9, 1897, provided 
that — 

questions inter parlea before the Primary Examiner will be inter par tsu on appeal. 
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This rule was in force until June IS, 1897. Under this rule the 
decision of .Tune 8, 1897, above referred to, was rendere<l in this inter- 
ference by Gonnnissioner Butterworth ui)ou Painter's motion to set 
aside tbe decision of tbe Primary Examiner dissolving the interference. 

On June 18, 1897, present Rule 124 was adopted. This rule is in 
substance Rule 124 of the rules of 1892, with the difference that it pro- 
vides that ui)on appeals from decisions dissolving interferences which 
are appealable to the Examiners-in-Chief the question may be heard 
inter partes. 

The language of this rule was not employed unadvit-edly. It was 
intended by the use of the words "may be heard inter partes^ to permit 
the adverse party to be heard, if considered advisable, by the Exam- 
inersin Chief, in that respect differing from the old rule, which provided 
that such appeals should be ejc parte^ but not prescribing that the 
adverse party should be entitled to be heard a« of right. On such 
appeals the adverse party is heard as a matter of courtesy and not as a 
matter of right. In appeals on the question of patentjibility of the 
claim which is made the issue it may be that the Examiners-in-Ghief 
may deem it desirable that the adverse party be i)ennitted to present 
his views cither orally or by filing a brief. It may also happen that in 
an interference involving three or more parties it may be expedient to 
hear at one time all of the parties who may insist that the subject-mat- 
ter of the issue is patentable, though patentability is denied by the 
Examiner upon motion U^ dissolve. In appeals on tbe question of 
right to make the claim it appears doubtful whether tlie adverse party 
should be heard even as a matter of courtesy. This matter should, 
however, be left to the discretion of the Examiners-in-Chief. 

Under the decisions in Abel and Dewar v. Ma^m v. Nobel (0. D., 
1891, 102; 5C (). G., 139) and ex parte Tjombard (0. D., 1888, 66; 43 
O. G., 1347) an applicant has ]iis remedy in case his opi>onent fails to take 
his appeal ui>on an adverse decision of the Primary Examiner upon the 
question of patentsibility or riglit to make the claim raised^by moti(»u 
to dissolve. Tie may ask that his own application shall be passed to 
issue unless his opponent exercises his right of appeal within a reason- 
able time. Failure on the part of the opponent to take his api>eal 
within such time set may perhaps be held to work an estoppel; but 
consideration of this question should be c.v parte. 

(Jniler the law the Primary Examiner determines in the first instance 
the qnesrion of priority between parties having interfering claims, one 
of whom is an applicant. The contest as to this question of priority is 
the only contest authorize<l by law to be conducted before the Patent 
Olliie. As has been clearly ]>oint.ed out by the Commissioner in the 
recent decision of Hammond v. llnrt^ (ante, 52; 83 O. G., 743,) the 
OfTice cannot under the statute relating to interferences entertain a con- 
test as to the respective rights of parties, one of whom has claims which 
infringe but do not interfere with the claims of the other. Such a oon- 
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test should be conducted before the courts. It is of course necessary 
to the iDStitutiou of au interference that the claims in issue be held 
patentable and that it be held that the resi)ective parties have the right 
to make the claims. Upon a motion to dissolve seasonably brought the 
Examiner \rill under the rule review his decision allowing the claims 
in issue. 

This motion to dissolve is in the nature of a suggestion to the Office 
of certain fjEUits which are believed to negative patentability or to show 
that one of the parties is not entitled to make the claim. It is not a 
contest in which testimony can be received or anything presented for 
consideration which was not actually or presumably within the knowl- 
edge of the Examiner in the ex parte treatment of the applications of 
the resi>ective parties prior to the declaration of the interference. The 
motion is brought not on the ground that the interests of the party 
bringing it would be adversely affected by the issuance of a patent to 
his opponent for the subject-matter in issue, but for the reason that it 
appears to the moving party that the Office was iji error in finding the 
claim patentable. The fact that the interests of the moving party may 
be adversely affected by the issuance of a patent to his opponent for 
the subject-matter of the issue does not in itself entitle him or any 
other i)er8on to be heard, nor is it a fact to be considered in the deter- 
mination of the question by the Examiner. The question is the same 
question that was considered before the declaration of the interference — 
a question of patentability. As was said by Commissioner Hall in 
ElyY. Vintoii v. Schwab^ (35 MS. Dec., 17:) 

PaientaSUity is a qiieHtlon wholly between an applicant and tb4) Office. \Mieii 
an application lint comes up for consideration on the question of patentability, the 
applicant is entitled to receive what is supposed to be the best and highest opinion^ 
that of the Oflice uninfluenced by the testimony, solicitations, ur views of third par- 
ties or outside experts. If after interference and dissolution thereof, such questions 
again ari.se, the same condition foUows. * * "^ It would be a complete departure 
from tliesystem of the Office if third parties could iiiterposo or thrust affidavits before 
Primary Examiners when they are d4>,terminiii^ questions involving the patentability 
of inventions In ex parte proceedings. 

In a very recent case, that of Hill v. Hodge^ decided April 12, 1898, 

by the Conrt of Appeals of the District of Columbia, (pont, ; 83 

O. O., 1211,) in which the question of patentability of the subject- 
matter of the inventions was raised, it was held that: 

The Commissioner was right in refusing to entertain the issue of patentability. 
That the question of patentability of the claim in interference is not involved therein 
has Imhju time and again decided. {.HxHcy v. 7V/ei«, C. D., 1895, 349; 71 O. G., 892; 
Ihtjfle V. Mclioberts, C. D., 1897, 113; 79 0. G., 1029, audcasee cited therein.) 

Aft4ir this controversy shall have bt^en detenu iu6<l the question of patentability 
may be raiHed in thu Patent Office against the successful party. As a matter of fact 
the Commissioner, thou<;h refiisin;; to take coguizanc4i of the issue of patentability, 
rei^arded the evidence of prior invention and ]mblic use by Leeds as sufliciently 
important t«i require him in rcnderint;^ Imm docisioii to direct the Trimary Kxamiuer 
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to iiwiuiro into and coiiHidor tbo iinestion of putoutability when tiiti iiia(it:r shall 
again (>onie before him. Wboii that (]no8ti<»u hIihU be raiHtHl, Uillivill have no other 
interest in its decision than ai) one of tbe general piibiie whose interests are under 
the protection of the ComniiHsioner of Patents. 

T\w <le<iisio!i in the case of houle v. McRoberfji, referred to in the 
ahov<^ decision, is instnictivc upon tliis i>oint. In this decision the 
Con I (■ sAVs: 

ft.' 

Since the ca.sc won .submttte<l a Bupplomeutal brief lias been fded in l>ehalf of 
J)oyl«', in which we are asked to diftniiss thi^ case becanse tliero is no invention in the 
patent-ri!;ht claimed. 

Tlie motion is strangely at variance with the f>riginal application and the prelim- 
inary statement of Doyle, each supported by his aftidavit, in which he clainm to he 
the inventor '' of a new and nseful improvement/* which is the very matter claimed 
by McRoberts. The appositeness of the reference by McRobert's counsel to the 
jndgment of Solomon is -very apparent, for it is the fictitious mother of this inven- 
tion who desires to see it repudiated altogether, rather than allow the trae inventor 
to obtain his jnst rights. It is oh v ions enough that the next best thing to snccess in 
the interference case for Doyle and his follow stockholders in the Shickle, Harrison 
4& Howard Company wonld be t<» have the patent to McBoberts annulled, that they 
may be free to use that invention without payment of any royalty. 

In our opinion it in not competent for this court, in an interference proceeding, to 
abandon the question of ])riority and pass upon the patentability of the alleged 
invention. This was decided as far back as 1875 by the Supreme Court in general 
term, (U, S.^ex rel. liigclow, v. Thatcher, McA., 24,) where the petitioner in intc^rfer- 
euce asked for the vacation of the patent upon tho ground that the inventor had 
abandoned his invention to puldic use. In Hisey v. Peters (C. D., 1895, 349; 71 O. O., 
892; 6 App. D. C, 70) tlie identical motion interposed here was made and was over- 
ruled upon the ground that the applicant waH effectually estopped to dispute the 
]>atcntabi1ity of the invention by reason of hiK own affirmative assertions that his 
claim was patentable. (See also f. .<?., ex rel. Jhodie, v. Se^fmour^ Comr., CD., 1897, 
372; 79 O. G., 509; 25 Wavsh. Law Rep., 161.) But it is insisted that under the 
authority of Hill v. U'oosUr (C. D., 1890, 230; 50 O. G., 560; 132 U. S., 604) the 
Snpreuh* Court h:is settled the competency of this court to sustain this claim. 

Hut that decision has no relevancy to a case like tho present. 

Section 52 of tho Patent Oftlce act of July, 1870, (R. S., sec. 4915) provides Jiiat— 

''Whenever a patent or application is refused, either by the Commissioner of Pat- 
ents or by tlie Supreme Court of tho District of Columbia upon appeal from the 
ConiniiHsioner, the applicant may have a remedy by bill in equity, ami tlie court 
having cognizance thereof, on notice to adverse parties and other due proceedings 
may iuljndge tbat such applicant Ih entitled, according to law, to receive a patent 
for his invention ns s^pecified in his claim as the facts in the case may apiHsar and 
HU<!h adjudication, if it be in favor of tho right of the applicant shall authorize the 
Commissioner to issue such patent," etc. 

It was in a proceeding under thi.H special statute that the Supreme Court held an 
ofpiity judge wan obliged, under the language of tho act, to consider the imti^nt- 
ability of the invention covere<l by the claim, and if he should find it not patentable 
should deny the application. Such a provision i^f in entire sympathy with the gen- 
eral principles of equity, which refuses to decree in favor of tho most specious of 
two applicants under a claim of an illicit character. 

But the present is not a proceeding in a court of equity; nor is It an application 
for the issue of a patent under the circumstances recited in the statute. 

It is a proceeding as at law and under altogether dift'erent conditions, and hence 
the decision can have no application to the matter before us. 
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If fche Bxaniiuer upon bearing the motion adlierei} to liis decision that 
the claims are patentable and patentable to the resi)eotive parties, the 
contest as to these questions is ooncluded in so far as it is preliminary 
to the determination of the question of priority. Should the p]xaminer 
upon motion for dissolution decide that the claims are not patentable 
or not imteutable to one of the parties, a decision which is as to one or 
both of the parties equivalent to a final rejection, the full course of 
appeal is open to the party whose claim is affected by such decision, 
and such appeal is cj' parte. The party bringing the motion is, so far 
as such appeal is concerned, no more entitled to be heard ns of right, 
whatever may be decided by the Oitice as regards his appearing before 
the appellate tribunals as a matter of policy, than any person not 
before the Office wliose rights to freely manufacture the invention cov- 
ered by the claim might be curtailed by the issuance of a patent. (Gf. 
Hill v. Hodg€j above cited.) The moving party has a right to ask that 
his opponent move promptly to determine his rights. lie has a right 
to withdraw his own claim for the subject-matter held not patentable 
and to defeat the patent if granted to his opi>oncnt before the courts. 
His right to be heard in opiM>sition to the grant of a patent to his oppo- 
nent i!eases with the decision by the Primary Examiner. The interfer- 
ence is by the adverse decision of the Primary Examiner u^n those 
questions virtually — though not technically — dissolved. Proceedings 
may be resumed upon a decision of an appellate tribunal favorable to 
patentability. If resumed, the question of patentability may be raised 
before the Examiner of Interferences and each of the appellate tribu- 
nals of the Office for such actions under Rule 12G as the case may 
demand. The party who denies the patentability of the claim in issue 
or his opponent's right to mal^e the claim has thus his remedy in the 
Office and in the courts. 

The motion to dissolve on the ground of non-patentability or that 
one of the parties has no right to make the claim is heard inter partes 
by the Primary Examiner as a matter of Office policy in order that the 
fiietM and reasons which in the opinion of the moving party negative 
tlie patentability of the claim or show that his opponent is not entitled 
to make the claim maybe clearly presented; but the Office does not 
ami cannot recognize the moving party as a party in interest entitled 
to contest the patentability of another's claims. He has no right of 
appeal from a decision denying his motion. His position is not unlike 
that of amicui curia:. The same reasons which justify the rule which 
refuses the right of appeal from the decision of the Primary Examiner 
afllrming patentability or the right of the respective parties to make 
the claim justify the Office in refusing to permit the appeal taken by 
tlie party whose claims are afl'ected to be made a contest inter partes 
before the appellate tribunal. 

It follows that the Examiners-in-Ghief, being governed by the rules 
in force at the time of hearing Painter's appeal, were right in holding 
that the appe:il was ex parf4^ and not inter partes. 
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But whether or not the ail verse party i» to be heard upon the appeal 
ui>on the qaestion raised by the motion to dissolve, it is clear that he 
cannot be heard before the appellate tribnnal as to the validity of the 
appeal of the party against whom the qaestion of patentability or right 
to make the claim has been decided by the Primary £zaminer. As to 
questions involving yalidity^ the appeal is clearly ex parie purely. The 
question of the time of taking the appeal is such a question. So, also, 
is the question of estoppel of a party by his adoption of a oooise 
deeuied to be inconsistent with an appeal. The Examiners-in-Chief 
were clearly right in dismissing the motion made before them by Hall 
to dismiss Painter's api)eal because not taken until the limit of appeal 
set by the Examiner had expired. Such limit of appeal should not 
have been set by the Examiner, and it was not binding upon Painter. 

The motion to set aside the decision of the Examiuera-iu-Ohief is 
denied. 



Austin v. Winslow. 

Veoid€d J)fril 0, 1898, 
83 O. G., 1991. 

1. Interfkkencb— Testimony— Competency of Inventor to Testify in His 

Own Behalf. 

WioBlow took no testimoDy to prove his caae, bat rested on his reoord date. 
Austin testified th»t he disclosed Ike invention to Winslow, who was then in his 
employ and who made no claim to the invention. Austin's testimony is uncor- 
roborated. Held that in interfer^ce proceedings where the fact is one that is 
not solely within the personal knowledfi^e of the party to the interference his 
testimony cannot be ignored simply becauHO it is uncorroborated and that Austin 
is a competent witness to testify as to a claimed disclosure of the subject-matter 
of the interference to his adversary. 

2. Same— Same— Same— Burden of Pboof. 

Heldf farther, that when Austin testified that he had disclosed the invention 
to Winslow the burden of proof was shifted and Winslow could no longer safely 
rely upon his record date. Where a claimed fact must be equally within the 
knowledge of two parties and one asserts it and the other fails to deny it, the 
latter cannot complain if the asserted fact is found by the tribunal called upon 
to pass on it to be true. 

3. Same— The Question to be CoNaiOEREu in Intkrfbksnce Progbbdikgs— 

Estoppel— Reissue. 
Where Austin contended that Winslow is estopped from asserting his right to 
the subject-matter of, the issue, as claims covering the matter were presented in 
an original application and after rejection on references were canceled. BM 
that while it is well settled that claims contained in the reissue patent which 
were asserted in the original application, but were rejected and canceled, wiU 
not be sustained by the courts, and therefore should not be allowed by the Office, 
yet this question is one between the public and the applicant making the claims. 
This question of estoppel has no bearing upon the question of priority, the 
question for consideration in an interference proceeding, and therefore will not 
be considered here. (Hoeoeler et al v. Fsmsr el ol., 43 MS. Deo., 444, 448.) 

Appeal fh>m Ezaminers-in-Ohiell 
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platkokm-8i;ale8. 

Application of Stephen J. Austin filed January 12, 1895, No. 534,(103. 
Application (reissue) of Marlon H. Winslow filed June 24, 1895, No. 
573,234. 

Meur8» Knight Brotherit for Austin. 
Mr. W. 8. DuvaU for Winslow. 

DuEix, Commisrioner : 

IThis is an appeal fh>m the decision of the Ezaminers-in-Ghief award- 
ing priority of invention to Austin on the foUowiug issue: 

111 A plAtform-Bcale, the combination of twist-shafts, a rear lever, a multiplying - 
l0Ter, a short lever, carried by one of said twist-shafts and connected to said mnlti- 
plying-lever, one or more eveners, and short levers, a cross-beam, and connections 
uatween the several levers. 

The record in this case is very meager and unsatisfactory. Had the 
record contained the alleged facts set forth in the briefs of counsel the 
solution of the questions involved in this proceeding might have been 
easier. - 

Winslow, the senior party, has taken no testimony to prove his case, 
bat rests on his record date. Had he seen fit to go upon the witness- 
stand and submit to cross-examination he might have removed the 
doad which rests upon his case as presented in thD record. He chose, 
however, to remain silent when he should have si)oken and must take 
the consequences. It appears that on June 1, 1893, he filed an appli- 
cationy on which Patent No. 524,271 was granted August 7, 1894. On 
June 24, 1895, he filed an application for a reissue of this patent, which 
was put in interference with the application of Austin, the junior party, 
filed January 12, 1895. The date of Winslow's reduction to practice is 
the date of his original application, June 1, 1893, (Smith v. The Oood- 
year Company, CD., 1877, 171; llO. 6., 246,) and it is incumbent on 
Austin to overcome this date in order to be awarded priority. 

Before considering the proofs filed on behalf of Austin his contention 
that Winslow is estopped from asserting his right to the subject-matter 
of the issue, as claims covering this matter were presented in the 
original application and after rejection on references were canceled, 
will be diposed ot 

While it is well settled that claims contained in the reissue patent 
which were asserted in the original application, but were rejected and 
canceled, will not be sustained by the courts, and therefore should not 
be allowed by the Office, yet this question is one between the public 
and the applicant making the claims. This question of estoppel has 
no bearing u])on the question of priority, the question for consideration 
in an interference proceeding, and therefore will not be considered 
here. {Hoeveler et aL v. Verner et al.. 43 MS. Dec., 444, 448.) 

Austin sets up in his preliminary statement conception in May, 1890, 
and an explanation to others at the same time; that he made drawings 
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»s early as December, 18tK), aiiid that he enibodioil the invention in 
fiill-si/cd scales in the spring of 1894, the x)atteru8 from which tbe 
scales were i»roiliiced being made as early as November, 1892. Three 
drawings are offered in evidence by Austin. The drawing ^'Exhibit 
A'' illnstnites the invention in issue, and Austin claims that he niade 
it in December, 1890. Tbe drawing ^< Exhibit G," said to have been 
made by bim July 4, 1892, shows all of the machine except the rear 
lever. The drawing "Exhibit B" sbows the rear lever, and it is 
chiimed that it was made in January, 1893, for the purpose of making 
a pattern. The patterns that are said to bave been made and the com- 
plete scales are not produced, and no witnesses arc called to corroborate 
Austin as to the making of the pattern or the scales. His testimony 
as to the disclosure is to the effect that he described the invention to 
Winslow, to Licht, and, he thinks, to Keeny, in the winter of 1892-93, 
by drawings made on the sand floor of his shop and by sketches on 
pieces of dressed lumber in the shop. He also testifies that he fully 
explained the invention to Winslow during this winter from the draw- 
ings offered as exhibits, and that Winslow never denied that the inven- 
tion was Austin's, but told him he thought, as it had been discarded by 
Austin as not being good enough for him, he (Winslow) would patent it. 
Licht was examined as a witness for Austin ; but he was asked noth- 
ing about the drawings Austin claims to have made on the sand floor 
and dressed lumber. When asked when Austin explained the inyen- 
tion to him, he said: 

A. I cannot say. It has been a good many years ago; I cannot recollect the date. 
Q. 8. Could yon tell the yeart A. I don't really think I can. 

In reply to a leading question he stated that he saw Austin's draw- 
ing and Austin explained the invention to him prior to June 1, 1893, 
the time when Winslow filed his application. He also testifies that he 
was associated with Winslow in business in getting up a scale; but he 
never heard Winslow lay claim to the invention in controversy. 

Keeny, the only other witness called on behalf of Austin, was not 
questioned as to any disclosure made to him by Austin, He states 
merely that he had seen the drawing ^'Exhibit A;" but when asked 
whether it was prior to June, 1893, he stated that he could not say — ^he 
did not know the exact date. But he states that he knew that Austin 
had made drawings before the application of Winslow was sent in to 
the Patent Office. 

The whole testimony in reference to drawings and explanation offered 
on behalf of Austin is unsatisfactory, and the testimony of Licht and 
Keeny, in my opinion, falls short of corroborating Austin as to the 
dates when the drawings were made. 

Tlu^ fact of ronception by an inventor, for the pnrpose of establishing priority, 
c:iuiiot bo provt^d by hiH more allegation nor by bis nnsupportcd testimony where 
tbcrc lia.M bi'Oii no disclosure to others or embodiment of the invention in someclearly- 
pereeptiblo form, such as drawiufrs or nuulol, with sufnciont proof of identity in 
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point uf tinic» for otherv>'i8e fliich fiicilv iiiuauK of establiHliln^ priority of invention 
would in many casoa offer groat temptation to perjury and would liave tho eHVrt of 
virtually preclndinjb; tlie adverse party from tlio possibility of rebntling such evi- 
dence. Hence it lias been ruled in many casoH that the nierr unsiipportcd ovidcuct) 
of the alleged inventor on an isano of priority us to the fact of conception and t)ie 
time thereof cannot be received as sutllcient proof of the fact of prior conception. 
(MergeMtkakr v. Scndder, C. D., 1897, 724; 81 O. (i., 1417, 1420.) 

In Young v. DoniieUy [ante 20: 82 O. G., 1417) it was held that 
YoaDg^B testimony alone was insufticJent to prove in a proceeding like 
the present that he made the drawing at the time stated, es]>e<'jally 
when the onas of proof was upon him. 

Austin testified that in the winter of 1892-0.'? he fully described the 
invention to Winslow, who was then in his employ. It is true that 
Austin's testimony is uncorvoboiated; but I see no reason why on that 
aecoant it should be disregarded. 1 take it that in interference pro- 
ceedings where the fact is one that is not solely within the personal 
knowledge of the party to the interference his testimony cannot be 
ignored simply because it is uncorroborated. Austin is certainly a 
comjietent witness to testify as to a claimed disclosure of the subject- 
matter of the interference to his adversary, VVinsh)w. As well might 
it be claimed that in a suit brought on a contract where the answer 
denied that the plaintiff had complied with all of the terms of the con- 
tract his testimony on that point would not, if uncoiitradicted, be suf- 
ficient to prove that fact, or at least be sufUcient proof on which to sub- 
mit the question to the jury for determination. 

No attempt is made to impeach Austin or to cast discredit on his 
testimony, save in the brief of Wins]ow\s counsel. If Austin testified 
falsely as to his disclosure to Winslow, how easily the latter could have 
contradicted him. Winslow chose, however, to rest his case upon a 
technicality. His failure to contradict Austin's testimony as to the 
latter's disclosure to him of the invention forbids any escape from the 
conclusion that he could not truthfully deny the same. It would not 
have involved any gre^it exi)ense of time or money for Winslow to have 
gone upon the witness-stsuid and denied that Austin had ever disclosed 
the invention to him. 

In my opinion when Austin testified that he had disclosed the inven- 
tion ti> Winslow the burden of proof was shifted and Win8h>w could 
no longer safely rely upon his record date. Where a claimed fact must 
l>e equally within the knowledge of two parties and one asserts it and 
the other fails to deny it, the latter cannot complain if the asserted fact 
is found by the tribunal called upon to pass on it to be true. 

In the absence of proof showing a disclosure of the invention by 
Austin to Winslow I should be inclined to hold that Austin's proofs 
were not sufficient to overcome Winslow's 'prima fane date of inven- 
tion; but I cannot disregard the uncontra<licted testimony as to the 
disclosure, nor can I lose sight of the other facts showing that Winslow 
never macle before his co-enipU)yees any claim to the invention involved 
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in this coutroversy aud that he had accesH to Austin's office, whereby 
he could gain a knowledge of any steps beinir taken by Austin looking 
toward improvements in scales, of which Austin was a manufacturer. 

1 am therefore constrained to affirm the decision of the £xaminers-in- 
Ohiet* awarding priority to Austin. 



Ex PARTE Kapp. 

Decided June 15, 1898, 

83 O. G., 1993. 

Design— Limiting Design to One Member op a Device. 

Where applicant shows and describes a pair of tougs consisting of two mem- 
bers of the same shape or configuration pivoteil to<^ether, Held that if applicant 
huH invented and produced anything that is novel it is not a pair of tougs, but 
the shape or configuration of a uiombcr or jaw of a pair of tongs, and the 
description aud claims sLould be limited accordingly. 

On Petition. 

DESIGN FOR A DEVICE KOR REMOVING CLOTHES FROM WA8HBOILER8. 

Application of Levi M. Kapp and John L. Kapp filed March 26, 
1897, No. 629,440. 

MesHVB, Louis Bagger iXr Co, for the applicants. 

DuELL, Commissioner: 

This is a petition from the action of the Examiner of May 24, 1898, 
that— 

if applicant should revise his application to set np the design as residing in one of 
tlu' members of the tongs, in order that the claim be for the design for the shape 
aud configuration of an article of manufacture, and not of an organized apparatiiM, 
as in now the case, further consideration will bo given the application. 

Applicants show and describe a pair of ton^s consisting of two 
members of the same shape or configuration pivoted together. In one 
figure of the drawing the tongs are shown with the jaws open, and 
the other figure shows the jaws closed. This pair of tongs seems to 
be an operative apparatus the form or contour of which as a whole is 
cluiiiged as the tongs are oi>ened or closed. It is not the intent of 
the design law to cover design^' of this character, and it is contrary to 
the practice of the Ofice to allow such case. (Ex parte Smithy G. D., 
1897, 170; 81 O. G., 969; ex parte TallmaUy anUy 10; 82 O. G., 337.) If 
ap])licaiits have invented and produced anything that is novel, it is 
not a pair of tongs, but the shape or configuration of a member or jaw 
of a pair of toii^s. Their description and claim should be limited to 
this. In requiring this limitation applicants have not been deprived 
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of anf of their rights. I have reached this conclusion after a careful 
oonsklcnition of applicants' brief and the design patents to which thoy 
mftg in their petition. 

The requirement of the Examiner is sustained and the petition 
denied. 



Ex PARTE Adams. 

DeMed June 11, 180S. 

83 O. G., 1994. 

1. Dksigns — Ilj-ustratiox— EssEXTiAL Fkaturks. 

Id desijrn patents it is permissible to show the csMential features in full lines 
and tho remiuning parts of the design in dotted lines. 

2. Sams — Samk. 

Design patents slionld disclose all and notliin;^ more than tho dosi^n, which 
the patent is intended to cover, and tho specilication shonld recognizu tho fact 
that the entire thing disclosed constitutes the design. 

3. SaXB — INSTRUIIKNT ''PRODUCED." 

■ 

The law requires that tho invc^ntor shall havo "]>r(Nloce<l" a design, and this 
cannot lie done witbont pro<lncing some instrument ombodying the peculiar 
shape or confignratiou conHtituting the design. It i» tho instrument which has 
actually been prodnced and not tho bare idea of shape which in patentable. 

4. Same— Gsirus and Spkcies. 

Modifications of designs do not exist, and there is no such distinction as 
genus and species ns applied to desigu patents. {Ex parte Eldon, ante, 63; 83 
O. G., 748; Ex parte Jenke, ante, 81 ; 83 O. G., 1513.) 

On Petition. 

DESIGN FOR A BEDSTEAD. 

Application of John M. Adams filed October 9, 1897, No. 054,726. 
Mr. Oeo. E. Waldo for the applicant. 

Greeley, A^tutant Comviutsioner : 

This is a x>etition from the action of the Primary Examiner making 
certain formal objections to the above-en title<l application. 

The applicant shows and describes rods of ])ecnliar shape or con- 
figuration arranged in a particular relation to each other and said in 
the specification to constitute a — 

p.iiiel for the htad or foot of a bedstead or siinilar article. 

The head or foot of a bed is shown in dotted lines to illnstnite the 
embodiment of the design therein. The Examiner insists that the 
entire head of the bedstead should be shown in full lines and that 
the description and claim should cover it as a complete article of 
manufactare. 

The applicant has disclosed the complete thing which he has pro- 
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duceil iiiul ]m« merely inacle a distinction iu the drawing between the 
essential featnres and other parts of the design. All applicants for 
design patents are permitted to state in the sx>eciflcation what consti- 
tntes the essential features of the design, and there api)ears to be ao 
good reason why they should not be permitted to make the same dis- 
tincti<m in the drawing. It is therefore hold that the applicant's illus- 
tration is sufKcient. 

It must bo held, however, that the parts shown in dotted lines con- 
stitute part of the design and that this fact should be recogni/ed in the 
sx^ecitication. It has been held that the drawing should illustrate the 
entire design an<l not merely a part thereof, {e.v parte Parker^ 0. D., 
1897, 73; 80 O. G., 1892,) and it seems c<|ually obvious that an appli- 
cant should not be permitted to disclose in his drawing anything more 
thaii the design upon which he wishes a patent. To disclose other 
features or inventions is unnecessary and is apt to lead to confusion as 
to what the patent covers. Since the test of infringement of design 
patents is the similarity of appearance, it follows that such patent 
should disclose all and nothing more than the design which the patent 
is intended to cover. It is apparent, therefore, that if the parts shown 
in dotted lines have any proper place iu the drawing they constitute 
part of the design. The applicant appears to recognize the fact that 
these i)arts are necessary to properly illustrate the design. 

If the parts shown in dotted lines were omitted, all that would remain 
would be the several separate and unconnected rods. In other words, 
the design would not be limited to a single article of manufacture, as 
provideil in section 4929 of the Ilevised Suitutes, but would cover five 
independent and unconnected articles. 

The following quotation from cr parte llrand {antCj 02; 83 O. G., 747) 
is pertinent on this question : 

The fact that two articlti8»re iis4m1 to^ctlitn' does not make tlirm. w]umi mo used, coii- 
stitutoa unitury dcHigii, but tho reMiiIt is uirroly an a.ir«^reg:itiou of tbe two dosigus. 
{Kx parte Patit:, C. 1)., 1SK3, 101; 25 O. (1., 1)80; ex parte Uatjgard, ('. I>., IXjrr, 47; 80 
O. O.y 112(>.) A design niuut be a Kindle iinchan^eablo article of manufacture and 
mtust not be niado up of independent dct^icbable parts. As stated in ex parte lirower, 
{V. I)., 1873, 151 ; H) O. G., 450:) 

''It is arbitrary and unchangeable, citlier by the se]>aration or tbe rearraugement 
of its ft^atnros." 

It is obvious that so long as the several rods are unconnected with 
each other they do not constitute a unitary design arbitrary and 
unchangeable either by the separation or rearrangement of these i*ods. 

This application could not ]>roi>erly, and is not intended to, cover the 
shai)e or conAgaration of esich of the rods separately, but is intended 
to cover their arrangement with reference to each other. I^eaving out 
of consideration the dotted lines there is disclosed merely the idea of 
arrangement without any tangible eml>odiment of it. The law reqairee 
that the inventor shall have ^^ produced'' a design, and this i-annot be 
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done without prodacing some instrumeut embodyiug the peculiar shape 
or eoDfigaration constitating the design. It is this instrument and not 
the bare idea of shape which is patentable, and therefore the applica- 
tion should cover the instrument which has actually been proiliiced, 
leaving to the courts to determine what are equivalents of it. 

The applicant does not seem to recogniase the fact that modifications 
of designs do uot exist and that there is no such distinction of generic 
and specific design patents as there is in mechanical patents, for in the 
last psyragraph of the specification it is ssiid: 

* * " &Iy iuvoutiun coutoiuplatet) any variation from the sjiocifio lineH Hhowu 
which win not impair the general effect thereof. 

Such statements are not permissible in design patents. {Ex parte 
EldoHj ante, 03; 83 O. G., 748; ex parte Jcnka, ante, 81; b3 O, G., 1513.) 

The i)etition is granted in so far as the illustration is concerned^ but 
as to other matters it is denied. 



Park v. Davis. 

Decided May 31, 1898. 
84 O. G., 146. 

1. iNTBRFKJUfiKCK— CONIINUINU Ari»LICATIf>N— UkDUCTION TO PRACTICJE. 

Park filed an application on May 8, 1895, which dlKcio«ed and claimed sub- 
stantially the anhject-matter of the interference. This application was allowed, 
but became abandoned. Park filed a second application, the one involved in 
this iaterference, before the ilrst became abandoned, containing But)8tantiul)y 
the claim of the allowed and abandoned application. Held that Park is outided 
to claim a constructive reduction 1o practice as of May 8, 1895, as in the iirat 
application there was not only clearly disclosed the issue of the interference, 
but a claim was allowed which was repeated in the application in inti^rferenc-e 
and which became the issne ther^f. 

2. SaMK — ^NO INTKRFBRKNCK IN FaCT^-DI880I.UTI<>N. 

While there is no interference in fact between Park's application and Davis's 
patent, yet in view of the fact that the interference has proceede<l t«) final hear- 
ing and that Davis is a patentee whose ])atont cannot be recalled by the Patent 
Office, Held that it is best not to direct that the interference be dissolved, but to 
a'ward priority on the isMue in controversy to Park. 

Appeal from Exaniiners-in-Chief. 

ItOJLKK. 

Application of Kennedy Park filed »Iuly 30, 1S9C, ^o. 601,089. Pat- 
ent granted Leonard D. Davis November 17, 1896, No. 571,050. 

Mesitrit. Wrightj Brown <i; (fninlni for Park. 
Mr. J. C. Sturgeon for Davis, 
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DUELL, Commissioner: 

This is an appeal from the decision of the Examiners-in-Chief award- 
ing priority of invention to Davis on the following issue: 

As an article of inannfactore, a header composed of two oppositely-iooUnod pot^ 
tions autl provided at one aide with holes to receive a series of tubes and at its ends 
with holes through which said ends may be connected with vertical cironlating- 
plpe^ the header being centrally depressed. 

The questions involved in this proceeding are substantially the same 
as those presented for my consideration in the case of Park v. Caiuj 
decided April 20, 1898, {ante, 73; 83 O. G., 1345,) and I can see no reason 
for changing the opinion there expressed. Park's application involved 
in this interference is the same application as that involved in the 
above-entitled interference, and the lecord shows, as it did in that 
case, that Park filed an allowable application for patent on Hay 8, 
1895, which application disclosed the invention now in issue, bat also 
made a claim very similar thereto. I then held that the subject-matter 
of Park's first application being a part of his second application any 
idea that he intended to abandon the sabject- matter of the application 
was negatived, and that while, strictly speaking, the second applica- 
tion for all purposes might not be sasceptible of being treated as a 
continuation of the first application, yet for many purposes it conld be 
so treated. I liehl that the second application was, for the purpose of 
showing a constructive reduction to practice, a continuation of the first 
application and that Park, having disclosed the subject-matter of the 
issue in the first sipplication nt a date prior to any date that could be 
given to liis adversary, was entitled to an award of priority. 

The fact« in the present case are stronger than in the former one. 
What I then stated in reference to the drawings and specifications of 
Park's two applications still holds true, and in addition thereto it 
appears that Park in the first application made and was allowed the 
following claim: 

3. Ah aa article of inannfaeture, a header composed of two oppositely-incUned 
portions and provided at one side with holes to receive a series of tnbes and at its 
ends with holes through which said cndt may he connecte<l with vertical ciroalat- 
ing-pipesy the upper and lower wnlls of the header heing continaonH or nnhroken, 
whereby passage of water from or to the header will he restrioted to the said tnbes 
and circulating-pipes. 

When Park filed the second application, the one involved in this 
interference, which he did before the first application had become 
abandoned, he incorporated this claim into the new application. It 
appears that that claim, which had been allowed in the first applica- 
tion, was rejected and amended by striking out all after the words 
^^ circulating-pipes '' in the fourth line and substituting in place thereof 
the words <Hhe header l>eing centrally depressed." The claim as 
amended was allowed and became the issue of this interference. 

In my opinion Park is entitled to claim the constructive redactiou 



DEC1SI0H8 OF THE COHMISSIOKER OF PATENTS. 113 

to practice m of May 8, 1895, for in that application, as I have stated, 
there was not only clearly disclosed the issue of the interference, but a 
daim was allowed which was repeated in the present application and, 
with a slight amendment, was allowed and became the issue of this 
interference. 

Being of the opinion that the second application is, for the purpose 
of showing a constructive reduction to practice, a continuation of the 
first application, I must award priority to Park, because his first appli- 
cation was filed at a date prior to any date that can be given to Davis. 
As I stated in the interference of Park v. Oatn, I feel that an iigustice 
would be done Park by holding that by filing a second application he 
is deprived of the earlier date of a constructive reduction to practice, 
which he would clearly have been entitled to by renewing his first 
application. So far as applicable I adopt the decision made by me in 
the case of Park v. Cain, and to the authorities therein cited I add the 
case of Weston v. Whitej (13 BU^tch., 447-452.) 

The Examiners-in-Ohief having directed my attention to the fact that 
in their opinion no interference in fact exists under the provisions of 
Bule 126 1 have considered the questioD and agree with the majority of 
the Board that no interference in fact exists; but in view of the fact 
that the interference has proceeded so far and that Davis is a patentee 
whose patent cannot be recalled by the Office I think it best not to 
direct that the interference should be dissolved, but to award priority 
of the issue in controversy to Park. 

The decision of the Bxaminers4n-0hief awarding priority to Davis is 
reversed. 



BX PARTE 9TBVXNSPN. 

Decided June U, 1898. 

84 O. G., 147. 

FlHAL FsB— CsmnncATB or Dkposit, Delay in Forwarding to Patent Office. 
An Applioation was aUowed Deoember 16, 1895, twenty dollars was paid to the 
A»ist«&t Treasurer of the United States at Philadelphia, and a oertificate of 
deposit obtained Jnne 15, 1896, which was not filed iu the Patent Office until 
Jnne 18, 1806, with a request that the certificate be applied to the said applica- 
tion and a patent issued thereon. Held that as the certificate was not promptly 
forwarded to the Office, as required by the roles, it should not be applied to the 
application, but returned to applicant. 

Ok Bbfbbenos. 

LOCK AND LATCH. 

Application of B. Price Stevenson filed November 19, 1895^ No. 
500,304. 

Mr. S. Lhffd Wiega^Ul for the applicant. 
12782 8 
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DUELL, Commissioner: • 

This case lias been referred to me by the Ohief of the Issae and 
Gazette Division for instructions in regard to applying a final fee paid 
by certificate of deposit which was not forwarded to this Office promptly 
after the receipt thereof by the applicant from the Assistant Treasurer 
of the United States. 

The records show that the application was allowed and notice thereof 
mailed to applicant through his attorney on December 16, 1895, and the 
applicant was called ui)ou to i)ay the final fee within six months fh>m 
the date of the notice or else his application would be withheld from 
issue under the statutes and rules of this Office. On June 18, 1898, 
there was received in this Office a letter fh)m the applicant inclosing a 
certificate of deposit issued by the Assistant Treasurer of the United 
States at Philadelphia, Pa., on June 15, 1806, for twenty dollars as a 
fee on the above-entitled application, and the applicant requested that 
the patent issue on this application. The Ohief of the Issue and Gazette 
Division declined to apply this fee to the application without instruc- 
tions from the Commissioner. 

It i9 seen that while the twenty dollars as the final Gk>vernment fee on 
this application was deiK>Hited in the Treasury within the six months 
required by law this Office had no notice of the payment of the fee 
until June 18, 1898, more than two years after the payment of the fee 
to the Treasury Department. 

The records of this Office show that this is not the first time that 
the attorney in this case has failed to promptly forward certificates of 
dei)osit to this Office. In the case of ex parte Wiegandj (C. D., 1891, 249 ; 
5(> 0. 6., 803,) where he failed to promptly forward certificates of deposit 
for final Government fees and the Commissioner refused to apply them, 
he took an appeal to the Secretary of the Interior trom the action of the 
Commissioner. In that case the SetTctary ruled that the certificates of 
deposit should be applied, as it had been the practice of the Office to 
receive these certificates without regard to a time limit; but in this 
decision he suggested that the Office ado])t a rule recjuiring the prompt 
presentation of certificates of de|)osit after they had been obtained from 
the proper official where the deposit had been made. In view of this 
suggestion of the Secretary present Kule 207 was adopted June 18, 
1807, and this rule requires that certificates of dei)osit in case of pay- 
ment of final fees shall be deposited in the mail for transmission to the 
Patent Office within six months from the allowance of the application. 

Prominent notice of this rule was given to all persons having busi- 
ness before this Office by publication in the Opficial Gazette July 
27, 1897, and frequently thereafter. 

If there were any excuse or supi)osed right that applicant had for 
withholding a certificate of deposit from this Office prior to the adoption 
of the rule, there has certainly been none since that rule was aklopted, 
which was a year i>rior to the presentation of the present oertifioate of 
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deposit to this Office. The certificate of deposit on its face gave notice 
to ^>plicant that it should be promptly forwarded to the Commissioner 
of Patents. On the left margin of the certificate appear these words: 
^< This shall be forwarded by the first mail by the depositor to the 
Commissioner of Patents." 
As the Secretary of the Interior well said in his decision : 

The privilege of making payment to an antborized offioer at his own home is a 
great convenience to the applicant, and he ought not to complain if leqaired to do 
that which in necessary to the proper execution of the patent laws — i. e,, to promptly 
give to the Commissioner notice of such payment — ^by the presentation of his dupli- 
cate receipt or certificate of deposit. 

The applicant has failed to carry out the printed instructions on the 
face of the certificate of dei)osit and has violated the clear intent and 
spirit of the statutes and a positive rule of this Office regarding the 
prompt presentation to the (Commissioner of Patents of the evidence of 
the final fee having been paid to the Treasury Department. 

The certificate will not be applied in this case, and it is directed that 
it be returned to applicant 



Ex PASTE Adams. 

Bedded Jwm 4, 1898. 
84 O. G., 311. 

1. DisiGNS— RcJBcnoN— Afpral. 

Where it is held that the device disclosed does not constitatt^ proper subject- 
matter for a desigu patent, the Examiner should reject the claim for that reason, 
and from such action appeal lies to the £xaminers-iu-Chief. 

2. Sank — PATSNTABiLrrY— Macuinbs. 

The several articles of manufacture of peculiar shape which when combined 
produce a machine or structure having movable parts may each separately be 
patented as a design ; but the machine itself cannot be so patented. 

3. Samb— Formal Appucaiion — Rktusal to Considbk. 

This Office has no authority to refuse to consider any formal application and 
require the applicant to substitute therefor an application for a mechanical pat- 
ent or any other patent than that which he wishes. 

4. IiuuBGULAR AcnoN~RB.rBcnoN. 

Where the Examiner's action was irregular but was in effect a rejection and 
-was so reeognlKed by the applicant, the case in in condition for appeal and will 
not be remanded for farther action by the Examiner. 

On Petition. 

DB8I6N FOR A TRUCK SIDE rRAMB. 

Application of Walter 8. Adains Hied November 1, 1897, No. 657,113. 
Mr. Jan. L. Levy for the applicant. 
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Geeelet, Assistant Commisssianer : 

This is a petition from the action of the Primary Examiner refkising 
to consider the above-entitled application. 
In the letter of November 29, 1897, the Examiner said : 

A machine does not fall within the parriew of seotion 4929, Revised Statutes. On 
the contrary, the only subject of the design act is the "mannflActare" named in seo- 
tion 4886, Reyi^ed Statutes. (Ex parte Lewis, C. D., 1891, 61; 54 O. G., 1890.) The 
application above entitled, for the reason above given, is filed under the wrong 
classification, failing to describe, show and claim a statutory design. Considera- 
tion of the same is therefore refused. 

It is clear from the Examiner's letters that in his opinion a design 
patent cannot properly be issued on the device as now disclosed in this 
application ; but he has not in clear and unmistakable terms rejected 
the application. This Office has no authority to refuse to consider any 
formal application and require the applicant to substitute therefor an 
application for a mechanical patent or any other patent than that 
which the applicant wishes, and therefore the Examiner^s action should 
have been a rejection. The applicant asks for a design patent, and he 
must either be allowed or refused such patent without regard to the 
question as to whether some other form of patent could be granted on 
the device. As stated in ex parte SchtUze-Berge^ (C. D., 1888, 4; 42 
O.G., 293:) 

This application is pending in the Office and must be disposed of. I know of no 
way of disposing of it except by allowing or rejecting it. 

The petitioner's brief and the Examiner's answer deal with the ques- 
tion as to whether a design patent can properly be granted on the 
device disclosed, thus recognizing the Examiner's action as in effect a 
rejection of the claim. In order to obtain a review of that question, 
the applicant should have filed an appeal to the Examiners-in-Chief 
instead of this petition. {Ex parte Smithy 0. D., 1897, 170^ 81 O. O., 
969.) 

It may be well at this time, however, to call attention to the fact that 
the design law was never intended to apply to structures having mov- 
able parts. If the parts are movable, the structure presents a great 
variety of forms instead of being limited to a single shape or configu- 
ration of an article of manufacture, as provided in section 4929 of the 
Revised Statutes. As stated in ex parte Hill and Benner^ {antej 38; 
82 0. G., 1988:) 

When an inventor has produced a design, he has produced a single shape or eon- 
flgnration, not several. 

The several articles of manufacture of peculiar shape which wheik 
combined produce a machine or structure having movable parts may 
each separately be patented as a design ; but the machine itself cannot 
be so patented, since it is not — 

arbitrary and unchangeable, either by the separation or the rearrangement of its 
features. (Ex parU Bnnp§r, C. D., 1873, 151 ; 4 O. G., 450. ) 
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See also ex parte Brandy (antCj 62; 83 O. G.j 747.) 

The mere fact that the several articles may be used together does 
not make them when so ased constitute a patentable design, such as is 
contemplated by the design law. 

It is immaterial whether design patents of this kind have or have not 
heretofore been granted, since a practice not well founded in law should 
not be followed. 

Notwithstanding the irregularity in the Examiner's action it was in 
effect a rejection and was so recognized by the applicant, and to remand 
the case for further action by the Examiner would merely result in 
delay. This petition is therefore dismissed. 

Ex PASTE Ambebg. 

Decided Jime IS, 189S. 
84 O. G., 507. 

1. Designs — ^Titlk of Invention->Limitin4» Apptjca.tion to wh^t has bkbn 

Produced and Shown and Described. 

On petitiou from the action of the Examiner requiring applicant to limit the 
title of the application — a '' design for banners, badges, buttons, and other deco- 
rative devices and display " — ^to a design for a flag or banner, the thing shown 
and described, Held that applicant shoald confine the application to what he 
has produced and sliown and described in his application, leaving to the courts 
the question as to whether he may use the design on any other article than a 
banner or flag or whether any other party using it on other devices would 
infringe his design. 

2. Same — Requirement to Remove Words from the Description and Draw- 

ING — Course of Appeal. 
On petition from the requirement that applicant remove the words " Steady 
Progress'' and "Milwaukee" from the description and drawing because they 
form no part of the design, Held that this is a question that affects the merits of 
the design and should be passed upon by the Ezaminers<in-Chief before it is 
brought to the Commissioner. 

On Pstitioh. 

DE8ION FOR A BANNER, BADGE, BUTTON, ETC. 

Application of John Amberg filed April 4, 1898, No. 076,467. 
Mr, H. 0» Underwood for the applicant. 

DtjklLj Commissioner: 

Tliis is a petition praying that the action of the Primary Examiner 
requiring that the title of the application be changed and that certain 
words on the drawing be eliminated be not insisted apon. Tlie title 
given to the application by applicant is a ^^ design for banners, badges, 
battens, and other decorative devices and displays." In describing 
this design appellant states: 

The leading feature of this design comprinps a flag or ensign having a bonier of 
eoiitraating color to that of said flag or enMign, tlie said border being of equal width 
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throiighooty ttnd following the outline of the Buxd flag or ensign, while within the 
center of the space indoeed by said border there is shown a small branch of an oak- 
tree with a few clostering acorns on it, and a scroll or ribbon appears in ornamental 
cnrves across said branch. Minor features of this design comprise the bifnrcate<l 
ends of the described scroll or ribbon, the said ends at the left hand being sepa- 
rated, and at the right hand the said ends cross each other; also, the motto ** Steady 
Progress " in ornamental letters on said scroll or ribbon and the word " Milwaukee" 
below the oak-branch. 

The claim is for — 

the design for banners, badges, buttons, and other decoratiye deyioee and displays, 
substantially as herein shown and described. 

Gonsidering first the objection to the title of the invention, it is seen 
that the description and drawing show that the only design that appli- 
cant has produced is a design for a banner or flag having the leading 
features as described in the specification above quoted. 

Granting that appIicaut'K contention is correct that the design is a 
snr&ce ornamentation that may be placed on other articles than that 
shown, yet from his description this surface ornamentation has been 
applied or produced only on a flag or banner. Applicant has not 
invented and produced this design on any other article of manufacture 
than a flag or banner. He should confine the title of the invention 
and the claim to what he has produced and shown and described in his 
application, leaving to the courts the question as to whether he may 
use it on any other article than a banner or flag or whether any other 
party using it on other devices would infringe his design. This is the 
gist of the present practice, as indicated in ex parte Hill and Benner 
{anUj 38; 82 O. O., 1988) and ex parte EldoUj {a^ite, 63; 83 O. 6., 748,) 
dting Garham v. White^ (2 O. G., 592; 14 Wall., 511.) 

As to the requirement that applicant remove the words '< Steady 
Progress" and ^^ Milwaukee " from the description and drawing, as they 
form no part of the design, this is a question that affects the merits of 
the design and under the practice of the 0£Sce should be passed upon 
by the Examiners-iu-Chief before it is brought to the Commissioner. 
(Ux parte Van 8lyke^ C. D., 1892, 175; 60 O. G., 893.) 

Applicant in his petition and brief has given reasons why it is impor- 
tant that he should obtain a decision on this question without delay. 
Under the circumstances I think applicant's refjuest that the case be 
given early action should be granted, and the Primary Examiner may 
answer the appeal to the Examinersin-Ghief at once, should applicant 
take an api)eal to them, and the Examiners-in-Chief are requested to 
give the case such precedence in the order of consideration as may 
seem proper under the special circumstances set forth by applicant's 
attorney. 

The first prayer of the petition is denied, and the Examiner's require- 
ment is sustained, and the second prayer is dismissed as relating to a 
matter not properly before the Commissioner. 
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Ex PABTE MOMULLEN. 

Decided June 4, 1898, 

^ O. G., 507. 

Function in Claims— Objection— Rrjection. 

Claims which, while including sufficient mechanical elemepte to effect a fnnc- 
tion expreaeed in the claims, depend npon that statement of function to dis- 
tingniah them from the prior art are not to be objected to, but are subject to 
r^ectiou. 

On Petition. 

KKNCB-rOST. 

Application of David S. McMulleu filed Novoinber 29, 1897, Xo. 
G60,U64. 

Mr. JjOuiH K, GillHon for the applicant. 

Greeley, Assistant Commisaioncr: 

This is a iietitiou from the Exaniiner^s objection to the expression 
^'in sncli iM>sition that it is adapted to extend above and below the sur- 
face'' in claims for a fence-post, the expression quoted referring to a 
block cast npon the post. The obje(*.tion is that the expression is func- 
tional, and the suggestion was made by him that it be changed to 
intermediate of the ends of the shaft. 

Functional claims — that is, claims for a function merely or which 
fall to include sufficient mechanical elements to eflect the function 
expressed in the claim — are ox)eu to objection, and from objection made 
upon such ground petition may be taken to tlic Commissioner. 

On the other hand, claims which while including sufficient mechan- 
ical elements to effect a function stated therein, depend upon that 
statement of function to distinguish them from what is old in the prior 
art are not to be objected to as functional, but are open to rejection if 
in the opinion of the Examiner the statement of function is insufficient, 
the question being a question of merits and not of form. 

The question in this Ciise must be regarded as a question of merits 
and not of form, and the re<piirement that the matter objected to be 
changed should not be insisted on. 

The claims having been rejected and, as stated by the Examiner, in 
condition for appeal, except for the matter objected to, the applicant's 
remedy is by appeal. 

The i^etltiou to the extent noted is granted. 
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Ex PARTE HARTMAN. 

Decided July 6, 1S9S. 
84 O. G., 648. 

1. DiwiGNS— Requisitrs op Oath — Constritction of Statute as Amkkded 

IfASCH 3, 1897. 
The act of Congress^ approved March 3, 1897, amending sections 4886 and 4887, 
Rerised Statntes, so that an invention ^vhich has been described in a patent 
or printed publication more than two years prior to the application for a patent 
or which has been patented in a foreign country on an application filed in the 
foreign country more than seven months prior to filing the application in this 
country cannot be patented apply to design inventions, and an oath to a design 
application must comply with the statute as amended. 

2. Same— Limiting thb Appucation to Design Produced. 

The Examiner required applicant to limit the title of the invention and the 
description and claims to a design for a rug or carpet instead of to a de8i«;:n for 
a mat or rug. It was not apparent from the drawing what was intended to be 
shown. The claims, however, were drawn to cover a design for a mat or carpet. 
Held that applicant should limit his case to the particular thing on which the 
design has been produced, whether this thing be a mat, a rug, or a carpet, 
leaving the courts to decide whether these things are equivalents or whether a 
design applied to one would be infringed by a design applied to either one of 
the other two. 

8. Sake — Limiting Application to the Design Produced— Pattern or Orna- 
mentation — Shape or Configuration. 
Where applicant's design was a pattern or ornamentation applied to an 
article of manufacture and was not a shape or configuration of the article, 
Held that the description should be limited to and set up in relation to the 
design produced. 

On Petition. 

design for carpet. 
Application of Henry W. Hartman filed April 19, 1898, Ko. 678,190. 

Mr. Harold Binney for the applicant. 

DusLL, OommisHianer: 
This is a petition from the action of the Examiner requiring — 

1. That the oath must be amended so as to comply with the statutes 48S6 and 4887 
relating to inventions in machines^ arts, manufactures, or compositions of matter; 

2. That design for a portion of ''mat or carpet'' must be changed to "rug or 
carpet/' and that applicant must set up his invention as a ''pattern'' and not 
as a "oonfiguration." 

1. Section 4929 of the Bevised Statntes provides that any i>er8ou 
who has invented and produced any new and original design — 

the same not having been known or used by others before his invention or pro- 
duction thereof, or patented or described in any printed publication, may, upon 
payment of the fee prescribed, and other due proceedings had the same as in 
^i InventionB or disooveries, obtain a patent therefor. 
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Section 4933 provideB that — 

ftll regnlatioiifl and proviHions wliich appl^' to obtaining or protecting patents for 
inventions or discoveries not inconsistent with the provisions of this title, shall 
apply to patents for designs. 

It is seen that neither one of these sections of the design statutes 
refers to the question of two years' public use or sale of the iuveutiou 
prior to the application ; but it has been the uniform practice of the 
oonrt8 and of this Office to construe the statutes as providing that all 
regulations and provisions applicable to the obtaining or prohibition 
of patents for inventions or discoveries not inconsistent with the 
desig^n act apply to patents for designs, without modifications or varia- 
tions, and under this construction it has been held that two years 
public use or sale of a design invention prior to the application for the 
patent would bar the patent, and it has been required that the oath 
should state that the invention has not been in public use or on sale 
for more than two years. (Burton v. Toicn of Greenville^ G. D., 1880, 
602; 18 O. G., 411; Miller v. Smithy G. D., 1880, 643; 18 O. 6., 1047; 
Theberatk v. The Harness Trimming Co., G. D., 1883, 205; 23 O. G., 1121, 
and Anderson v. Eiler^ G. D., 1891, 501 ; 57 O. G., 410.) It has also been 
construed that sections 4887 and 4892, relating to foreign patents and 
dtizeuship of an inventor, also apply to design patents. 

The act of Gongress approved March 3, 1897, which took efi'ect 
January 1, 1898, amended section 4886, Bevised Statutes, so as to bar 
a patent on an invention which had been described in a patent or 
printed publication ibr more than two years prior to the application 
for a patent, and section 4887, Bevised Statutes, was also amended to 
bar a patent for an invention which had been patented in a foreign 
country more than seven months prior to the application in this 
country. 

The Examiner required the applicant here to furnish an oath to com- 
ply with the amended statutes, holding that the statutes as amended 
apply to design inventions as well as to mechanical inventions or dis- 
ODTeries. It is the petitioner's contention, however, that as the amend- 
ments to these sections of the statutes related only to mechanical 
inyentions and there was no mention of design inventions the statutes 
could not be construed as applying to designs, especially as the statutes 
as amended limit the applicant's right to apply for a patent instead of 
enlarging it, and that statutes limiting a right should be strictly con- 
strued and not construed by implication. 

It seems to me that it was the intention of the legislators in amend- 
ing the patent statutes to make the amendments apply to all kinds of 
inventions, although no mention is made of designs, and in view of 
section 4933, which provides that the regulations which apply to obtain- 
ing patents for inventions not inconsistent with the design statute 
shall apply to patents for desi<>:n$, this is not an unreasonable construc- 
tion. It is true, as ]>etitioner statists that in amending the rules to 
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comply with tbe amended statutes tbo design rules were not changed; 
but there was no necessity for such change, as the rule that <^all pro- 
ceedings in applications for patents for designs are substantially the 
same as in applications for other patents" applies as well now as it did 
before tbe statutes were amended. The Examiner's requirement an to 
the oath is reasonable and should be complied with. 

2. As to the requirement that applicant limit his title, description, 
and claims to a design for a rug or carpet instead of for a mat or ear- 
pet — ^the design described and shown in the drawing — I find on inspec* 
tion of the drawing that it is not apparent what the illustration is 
intended to cover. Applicant's claims, however, are drawn to cover a 
mat or carpet or a portion of a mat or carpet It is presumed that 
applicant has invented and produced bis design on either a mat or car- 
pet, and be should limit his ease to the particular thing on which it 
has been produced, whether this thing be a mat, a rug, or a cacpet, 
leaving it to tbe courts to decide whether these articles are equivalents 
and whether a design covering one would be infrioged by a design 
applied to either one of the other two. 

3. From what can be gathered from the drawing and description 
applicant's design is a pattern or an ornamentation applied to an 
article of manufacture and is -not a shape or oonflguration of such 
article. The description should therefore be limited to the design pro- 
duced, and the Examiner's requirement that the design be set up in 
relation to ornamentation or pattern and not to shape or configuration 
is correct. 

This i>etition is denied. 



Ex PAETE ViDAIi. 

DecitM July 14, 1898. 

84 O. G., 808. 

Divisional Application, Filing Datk ok — Coxhtruction of Act ok March S, 

1S97. 

A di vitfionikl application takes the benefit of the filing; date of its original. An 

application filed on and after January 1, 1898^ as a division of an application 

filed prior to said date should take the date of the original application and be 

governed by the statate under which said original application was filed. 

On Pbtitioh. 

COLORING-MATTKR. 

Application of Henri B. Yidal filed January 11, 1808, No. G66,351. 
Metnrs. Pollok ct; Mamro for th« applicant. 
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DwLLj Commi$Mi4mer: 

On March 3, 1897, an act rerising and amending the statutes relat- 
ing to patents was approved. Under this act section 4887 of the 
Revised Statutes was amended to read : 

Sec. 4887. No person otherwise entitled thereto shall be debarred ftom receiving a 
patent for his inrention or discovery, nor shall any patent be declared inralid, by 
reason of its having been flrsi patented or caosed to be patented by the inventor or 
his legal representatives or assigns in a foreign oonntry, unless the application for 
said foreign patent was filed more than seven months prior to the filing of the appli- 
cation in this country, in which case no patent shall be granted in this country. 

Section 8 of this act provides that this act shall take effect January 
1, 1808, and that section 3 amending section 4887 of the Bevised Stat- 
utes shall not apply to any application filed prior to said date. 

The application under consideration was filed January 11, 1898. In 
the preamble of the specification and in the oath applicant states that 
he has obtained patents in Great Britain, No. 5,535, dated March 2, 
1897, and in France, No. 264,384, dated February 24, 1897. He also 
states in his spedflcation tkal this i^^lieation is a division and contin- 
uatiini of bis application filed July 24, 1807, Serial No. 645,869. 

When the Examiner considered this application^ he informed the 
applicant that — 

this application having been filed complete since Jannary 1, 1888, is subject to the 
act of Congress taking effect on that date which provides that no patent shall be 
allowed where foreign patents have been obtained on applications filed more than 
seven months prior to the filing of the application in this oonntiy. 

Foreign patents having been obtained for the snbject-matter of this application 
npon application filed more than seven months prior to the filing here, a patent mnst 
be refused in accordance with the act of Congress aforesaid. 

The applicant replied to this by calling the Examiner's attention to 
the fact *^ that this application is a division of an application filed July 
24, 1897," and requested action on the merits. 

The Examiner's reply was: 

The ihct that an application is a divisional application does not relieve it ftom 
statutory requirements, and this application is again rejected because patents for 
the same invention have been allowed on applications filed more than seven months 
before the filing of this application. 

From this action petition is taken, the applicant contending that as 
the application onder consideration is a division of the application 
file4l before Jannary 1, 1898, it relates back to the date of filing the 
onginal application, and requesting the Commissioner 



instruct the Primary Examiner to the effect that the rights of an inventor in respect 
of a divisional application are detennined according to the law prevailing at the 
date of the original application. 

While the action of the Examiner has been put in the form of a 
rejection, yet the question involved is such a one as may be passr 
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npon by the Commissioner ou petition, and I have deemed it advisable 
to do so. 

It has been the uniform practice of the courts and of this Office, so 
far as I am aware, to hold that when an a))plicant divides his applica- 
tion he does not lose the benefit of the ori^nal filing date, and that a 
divisional application takes the date of the original application. The 
statutes prohibit the granting of a patent on an application filed more 
than two years after the invention has been in public use or on sale, 
but a defense of two years public use or sale must relate back to the 
first or original application and not to the second application filed as a 
division thereof. {Sterling Co.v, 8t Louis Brewing Associationj 79 Fed. 
Bep., 80, and cases therein cited.) 

Although the statutes as amended by the act of March 3, 1897, pro- 
hibit the grant of a patent on an application filed after the first day of 
January, 1898, where the applicant has obtained a foreign patent on an 
application filed more than seven months prior to the filing of the 
application in this country, yet I am of the opinion that, following the 
rulings in public-use and other cases, an application filed on and after 
Jannary 1, 1898, as a division of an application filed prior to said date 
should take the date of the original application and be governed by the 
statute under which said original application was filed. As the peti- 
tioner's original application was filed prior to the date when the amend- 
ment to section 4887 of the Bevised Statutes went into effect, the action 
of the Examiner is overruled. 

The petition is granted. 



Bbexjl v. Smith. 

Deeided May IS, 1898, 

84 O. G., 809. 

1. Appkal. 

It is weU settled that au appeal most be from a decision and not firom the 
grounds thereof. 

2. SusFBHBiiia iMTBBFSRBNCiE— Motion to Takk Action on Suqgkstion or 

EXAMINXRfl-lN-C HIBV . 

Hearing on an appeal in an interference will not be snspended to permit a 
contestant to be heard on a motion to compel his opponent to take prompt 
action upon a recommendation of the £xaminer8*in-Chief. 

On Motion. 

WIRK CHAIN. 

Application of Richard A. Breul fileil April 5, 1897, No. 630,784. 
Application of Friend W. Smitli, Jr., filed April 3, 1897, No. 030,494. 

Messrs, Baldwin^ Davidson cfc Wight for Breul, 

Messrs. Gifff^rd dk BuU and Mr. W. G. Henderson for Smith. 



DECISIONS OF THE COMMISSIONER OF PATENTS. 125 

Obbelet, Assistant Commissioner: 

This case comes before me on two motions, one by Brenl and one by 
Smith. It seems that the Ezaminers-in-Ohief a£Srmed a motion to dis- 
solve on an appeal brought by Smith. In their decision in this case 
they took occasion to mention a claim which, in their opinion, Smith * 
had a right to make. Thereupon Breul, the successful party, brought 
an appeal to the Oommissioner, and he also brought a petition to the 
Commissioner in which he asked, afber reciting the history of the case, 
and particularly the fact of the appeal above mentioned, that he be 
heard upon the questions raised by his motion to dissolve the interfer- 
ence, asserting that. the decision has virtually allowed Smith a claim 
which differs in no respect from the issue, in order that a decision may 
be reached as to whether he shall be forced into a second interference 
with Smith upon the same invention, and also that he may have a 
decision upon whether or not the questions raised by the present inter- 
ference are res adjudicata as between the iparties by reason of the former 
interference, and also several other questions. He has moved that the 
hearing upon the petition and appeal be suspended and also for an 
order on Smith requiring him to take prompt action before the Primary 
Examiner upon the recommendation of the Examiners-in-Ohief and 
directing that such proceedings be inter partes. Smith has moved to 
dismiss both the appeal and the petition on the ground that said appeal 
and petition are not brought in accordance with the statutes and rules. 

Breol practically admits that his course in bringing the appeal and 
petition is anomalous, but states that he was unable to discover any 
better way to obtain what he believed were his rights and bring the 
whole matter before the Commissioner. 

It is too well settled to need further comment that an appeal should 
be made a decision and not from the grounds upon which the deci- 
sion was based, and that consequently no party can bring an appeal 
from any decision favorable to him. It is also clear that the matters 
now brought to my attention are not properly reviewable by me in the 
present stage of the proceedings. 

The interference having been dissolved the files should be returned 
to the Primary Examiner. Should both parties make the claim sng- 
gested by the Examiners-in-Chief, a new interference with that claim as 
the issue will be declared, and on the declaration of such interference 
tlie respective parties will be entitled to make and have determined 
any and all motions for dissolution provided for by the rules, precisely 
as if the present interference had not been declared. 

Breal's appeal, his motion to suspend, and his motion for an order 
upon Smith to take prompt action are each dismissed, it being under- 
stood that such dismissal does not in any way prejudice Breul's right 
to make such motions as are permitted by the rules in any interference 
whicli may hereafter be declared between these parties. 
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Webb v. Leyedahl. 

Decided May tO, 1898. 

84 O. G., 810. 

1. AMKNi>iN<i Preliminary Statkmbnts After Taking Tsstimont. 

A motiou for leave to aiuend a preliminary statement brought by the Henior 
I>arty after testimony-in-chief has been taken may lie granted when notice of 
Buch intended motion haa been given and when any statements in the testimony 
may bo met by rebuttal testimony. 

2. Amknding Preliminary Statemknt—Notice. 

Notice of intention to move for amended statement given at the beginning of 
festimoDy-iu-chief is sufficient notice. 

Appeal ou motion. 

BICYCLE. 

ApplicHtion of George S. Webb filed December 16, 1895, No. 572,315. 
Application of Axel Levedahl filed Jnly 22, 1895, No. 556,720. 

Messrs, Oridley & Hopkins for Webb. 
Messrs. Poole & Brown for Levedahl. 

GREKLEYf Assistant Commissioner: 

This case comes before me on Webb's appeal from the decision of the 
Examiner of Interferences granting a motion by Levedahl for permis- 
sion to amend his preliminary statement and in effect denying a motion 
by Webb to strike from the record a previous amended statement filed 
by Levedahl. 

Both parties have already filed amended statements. Webb has 
taken his testimony-in-chief and Levedahl has taken his testimony. 
Testimony in rebuttal has not been taken. Notice of the filing of Leve- 
dahFs present motion was given during the taking of his testimony 
(page 31) and was to the effect that any facts testified to by the wit- 
nesses and which might tend to show a date of conception earlier than 
that already set up by Levedahl came to light no earlier than a few 
days previous and that a motion would be made, in case they proved 
material or important, to change the date of the preliminary statement 
accordingly. In his brief on the present appeal Levedahl states that 
the admission of Levedahl's second amended statement is needed only 
by reason of a technical rule of the Patent Office and will not affect the 
general result for the reason that while such statement seeks to advance 
the date of his disclosure somewhere from one to six months it does not 
change the chronological sequence of dates of disclosure already set 
up, since the date already set up for Levedahl's conception is several 
months in advance of that of Webb. 

In his brief Levedahl iK)ints out that Webb had notice of his inten- 
tion to make the present motion soon after his testimony began and 
that the motion was brought before the conclusion of the testimony; 
^^at it was made with all due diligence under the circumstances; that 



DECIHIONB OF THE COMMISSIONER OF PATENTS. 127 

Webb'8 rights are in no way affected, becaase the intent was promptly 
avowed and the relative positions of the parties not changed, and, 
finally, that the decision of the Comuiissioner in Kasson v. Hetherington 
(63 MS. Dec., 403) exactly supports the decision of the Examiner of 
Interferences. 

Webb asserts that Levedahl was not diligent; that the facts were 
known to Levedahl prior to the time of taking his testimony, as is 
shown by the affidavit of one Hopkins; that the notice given in 
LevedahPs behalf is based apon facts which were developed before the 
taking of any testimony was begun, and cites the decision of Smith and 
Tk4ma9 v. Cotvles (0. D., 1885, 12; 30 O. G., 343) in his behalf. 

His motion to strike from the record Levedabl's amended preliminary 
statement is based upon the ground that as to the time when and the 
manner in which the alleged errors in the original preliminary state- 
ment were discovered, the affidavit of Levedahl accompanying the 
motion for leave to file such statement is false, as disclosed by the facts 
of the testimony. Ue seeks to support this proposition by quotations 
from the testimony. 

On behalf of Levedahl, with reference to WebVs motion, it is con- 
tended that the affidavit of Levedahl referred to established beyond 
qne6ti<Hi that said Levedahl made an earnest effort to ascertain the 
faots before he filed his original statement and that his failure was due 
to BO lack of effort or intelligence, though possibly of experience. 

Ill aeems with reference to LevedahFs motion that his adversary had 
suflkient notice and, flirthermore, that he will yet have an opportunity 
by lebuttfld testimony to meet the facts set up in LevedahFs testimony. 
The grant of this motion is in accordance with the general court prac- 
tice Mid with the decision in Kassan v. Hethcringionj above. Webb's 
motton brings up fiicts which can be more fully and properly reviewed 
on llaal hearing. 

The decision of the Exuniner of Interferences granting Levedahl's 
motion to amend his preliminary statement and denying Webb's motion 
to dismiss is anfirmed. 



Ex PARTE WOODWOETH. 

Decided May f 6', 1898, 
84 O. G., 811. 

1. lowvR OP Attornbt, Rk vocation of— Death of Appucant. 

The de«th of an applicant aots as a revoeation of tbe power of attorney giren 
hyhim. 

2. ftam— 8AiiR--NoTfCK to Rbprksbivtativk ok Dbcbassd Invsmtor. 

Legal Botlca not haring been given to repreeentatiye of a deceaaed inventor 
and such lepieaentative not having waived notice, he ia not boand by interfer- 
ence proceedings or by an adverse decision on the qaestiou of priority. 

qh Pbtitiom. 
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TEMPORARY BDfDER. 

Application of James £. Wood worth filed March 28, 1896, No. 686,176. 
Messrs. Munday^ Evarts ds Adoock and Mr. H. N. Law for the assignee. 

Oreslbt, Assistant Oammissianer: 

A little more than a month after the filing of this application — ^to wit, 
on May 6, 1896 — ^the applicant, Wood worth, died. An interference was 
declared on or about May 29, 1896, between this application and the 
application of one Heinn. At the date of the declaration of this inter- 
ference the Office was not aware of the death of the applicant, Wood- 
worth. The notice of the declaration of interference was sent to the 
attorney of record. On the 18th of June, 1896, the Office received from 
the attorney notice of the inventor's death and a suggestion that pro- 
ceedings be suspended until an administrator should be appointed. 
The interference was suspended for a time, and later, upon a second 
suggestion from the same attorney, it was again suspended, although 
the other party protested against such second suspension. The second 
suspension extended to October 1, 1896. The widow of the applicant, 
Woodworth, Hattie B. Woodworth, was appointed administratrix 
July 8, 1896. She did not file letters of administration in the case, and 
it does not appear that any notice of the declaration of interference or 
of any proceedings thereunder was given to her. A copy of the letters 
of administration was filed in this Office September 14, 1896. It 
appears that such copy was not filed by the administratrix, nor was its 
filing authorized by her or known to her. Under such circumstances it 
is clear that the filing of this copy of letters of administration cannot 
be construed as an appearance in the case by the administratrix. 

The death of the applicant, Woodworth, necessarily operated as a 
revocation of the power of attorney originally given by him. There 
was no one in the case at the time the interference was declared to 
whom notice of the declaration could be sent. The decision in the case 
of Decker v. Loosley (0. D., 1896, 106; 77 O. G., 2140) indicates the 
manner in which, in case of the death of an inventor, legal notice may 
be given of interference proceedings. No such notice was in fact given 
in this case. The legal representative of the deceased inventor not 
having received legal notice of the proceedings is not bound by them. 
The administratrix could no doubt legalize the proceedings in the 
interference by waiving notice. As she does not waive notice, but 
insists that by reason of lack of notice to her the proceedings are null 
and void, they must be so declared. 

The decision awarding priority to Heinn in the interference and the 
subsequent rejection of the claims of Wood worth's application must be 
and are hereby set aside. 

The petition is granted. 
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BX PASTE HOBSTIOK. 

Decided Ftbtuary U, 1898. 

84 O. G., 961. 

1. COURTKST RBQUIRBD OV EXAMINERS. 

Ezainitien should observe toward attorneys the same courtesy that Ih required 
of attorneys in the prosecution of cases before the Office. 

3. Amendment After Final Bejection. 

Where an amendment is filed in good &ith after second rejection and for the 
purpose of securing what the attorney belioTes to 1)0 the inventor's rights, an 
Examiner may be Justified in admitting and considering such amendment. 

3. Same—Reopkning Case— Additional Kbferbnce. 

An additional reference cited after final rejection in effect reopens a case. 

On Petition. 

MEETING-KAILS OF WINDOWS. 

Application of Adison M. Horstick filed March 5, 1897, Ko. 626,035. 
Me$8r8. 0. A. Siuno & Co. for the applicant 

Obbeley, As9%9tant Commissumer: 

This applicant prosecuted his case himself until final rejection. He 
then appointed an attorney, who offered a substitute specification and 
drawing. These the Examiner refused to admit upon the ground that 
DO reason appeared for '< reopening in view of * * * which fully 
anticipates the subject-matter of the proposed amendment." Another 
substitute specification was subsequently offered. This the Examiner 
refused to admit upon the same ground, and further made the state- 
ment that the second substitute 8i>ecification was '^ supererogatory and 
ill the nature of an imposition upon the Office." To this the attorney 
replied by an argument and a request for final action, so that << an 
appeal to the Commissioner may be taken in order to determine if the 
language of the Examiner^s letter is such as is contemplated by the 
rules." To this the Examiner replied that his mere liberality in citing 
additional references could not be regarded as reopening the case. 

The criticism of the Examiner upon the attorney's action is clearly 
unwarranted and improper. Such criticism has no place in the record 
of an application. The same courtesy toward attorneys will be required 
of Examiners that is required of attorneys in their conduct of cases 
before the Office. The objectionable matter will be expunged from the 
file. 

The substitute specifications filed by the attorney seem to have been 
presented in good faith and for the purpose of securing for the inventor 
that to which the attorney believed him entitled. Under the circum- 
stances the Examiner would have been warranted in receiving tliem, 
notwithstanding that the application, up to that time prosecuted by 
the inventor in fierson, was under second rejection. Further, by hip 
13782 9 
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action in citing an additional reference the Examiner clearly in effect 
reopened the case. 

The Examiner is directed to enter and consider the sabstitate speci- 
fications offered. 

To the extent above noted the petition is granted. 



Ex PARTE BcnULZB. 



June 4, 18S8. 

84 O. G., d81. 

Petition Takbh Fbom an Action Which Has Not Bbkn Rbpbatkd Prsmatukb. 
Petition asking that the Examiner be dizected to allow an application without 
further delay or else reject the claims on the prior state of the art or on some 
statutory gronnd and that he be advised that certain amendments required by 
him be not insisted on dismissed, it appearing that the question involved is one 
of new matter and it farther appearing that as the Examiner has neither twiee 
acted nor twice refused to act the petition is premature. 

On Pbtitiok. 

ROLLER BAUNG-PRB8S. 

Application of Andrew Sclmlze filed May 14, 1895, No. 549,273. 
Messrs. Fowler & Fowler for the applicant. 

Greelbt, Assistant Oommissumer: 

This is a petition asking that the Examiuer be directed to allow the 
claims and application withoat further delay or else reject said claims 
upon the prior state of the art or upon some other statutory ground 
or ground set forth in the rules and that the Examiner be advised that 
certain amendments required by him and suggestions made by him be 
not insisted upon. 

The x)etitioner avers that the novelty of the claims in question is 
apparently conceded by the Examiner, who does not hold that the 
claims do not set forth the invention ; that he has tried to comply with 
the Examiner's suggestions without unduly limiting his claims; that 
the Examiner has required him to restrict his claims in a way not made 
necessary by the prior state of the art, and that the Examiner in his 
final communication has not rejected the said claims or the application 
or questioned the novelty or patentability of the invention, but has 
mei*ely suggested that certain changes be made for which no reason 
appears. 

It seems from the Examiner's statement that he regards the claims 
now under consideration as substantially the same as those of a pre- 
vious group which were rcijected on January 12, 1898, upon the gi'ound 
of new matter. This view was not made clear by the Examiner's last 
action, however, which simply advised certain changes which would 
have rendered the claims in the Examiner's opinion patentable. Of 
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this action, if it cau be called by that name, no reconsideration was 
requested, and it was not repeated. The Examiner states that he had 
no intention of making the snggestion in the last Office letter a final 
formal requirement and suggests that the applicant withdraw his peti- 
tion and ask for action upon the merits. He states that the claims in 
question will then be rejected. He further suggests that if the petition 
be not withdrawn it should be dismissed as prematurely and unneces- 
sarily taken. 

In his brief the applicant insists that the Examiner's suggestions in 
his last letter, if followed, would lead to an unnecessary limitation 
upon the invention and would restrict it in a way not necessary under 
the prior art. With regard to the question of new matter be asserts 
that he does not understand the Examiner's position, but lielieves that 
he has reference to matter requiring a supplemental oath. He says 
that the record, shows that substantially the same claims have been 
repeatedly presented to the Examiner and substantially the same 
objections have always been made and that if the Examiner's conten- 
tion that the petition is prematurely taken be upheld the case might 
go on indefinitely. This is somewhat inconsistent with the averment 
in the jietition that no reason is assigned or appears for making the 
changes suggested in the last letter and that the said claims are in no 
wise objected to. The applicant asserts that the error of the Examiner 
in respect to the question of new matter is flagrant, so much so that it 
is demurrably apparent that he is wrong and that he should be cor- 
rected at once without compelling the applicant to appeal to the 
Examiners-in-Chief, a course which he seems to recognize as ordiharily 
the proper one. He says that the issue in this case is squarely ])rc- 
sented as to whether the Examiner has a right to enforce limitations 
upon claims when it is admitted that the state of tlie art does not 
require such limitation. 

It seems that tiiere is, proi>erly sjieaking^ no question before me. 
The Examiner has neither twice acted nor twice refused to act, and 
consequently the iietition is premature. There seems, however, to be 
a fairly good understanding of the Examiner's position by tlie appli- 
cant. The Examiner is of the opinion that the claims in question are 
for new matter. The applicant denies this. This is a question which 
18 not now i>roperly before nie, except to the extent that tlie applicant 
has not established his contention of *' demur i able" error in respect to 
this question. 

The Examiner should have made a clear and definite action uiK)n the 
claims in his last letter. I think it best to send the case back to him 
with the instruction to take such action upon the claims. If tlie appli- 
cant should then reijuest reconsideration, he may repeat his action if 
he sees fit, and if the a<*.tic)n be api>ealable, api>eal may then be regu- 
larly i>roceeded with. 

The present i>etitiou is dismissed as being xiremature. 
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Stupakopf f- Johnson. 

Decided June 4^ 1898. 
84 O. G., 962. 

1. Joint ani> Solr Application— No Presumption Againht Solb Application 

wiiKN FiLKD Promptly ani> Joint Application Abandoned. 
No presumptioD ariaes against a sole applicant by reason of bis having pre- 
viously made application sis Joint inventor with another for the same invention, 
the joint application having been abandoned und the sole application filed 
promptly \\\\o\\ ascertaining that the invention was in fact sole. 

2. Statutory Bar — Suggestion by Kxaminers-in-Ciiikf— Appeal. 

The <xne8tion of apparent grounds for refusing Letters Patent to a party in 
interference is not directly a part of the qa*36tion of priority, and failure on the 
part of the £xaminers-in-Chief to call attention to such grounds is not review- 
able by the Commissioner. 

3. C'Onsideration of Rkkerence — Affirmative Holi>ing Under Kule 134 Nor 

Rkviewaulb. 
Jt is not to be presumed that an Examiner faileil to consider a reference cited 
by a previous Examiner. By such consideration and the subseiiuent declaration 
of an interference the second Examiner practically decided the iaaae patentable 
i\ view of the reference, and his decision on this point la not reviewable under 
Kule 124. 

Appeal from Exainiiiers-in-Chief. 

Grii»K for switch and sicnal roi>8. 

Application of Simon H. Stupakoff. filed July 6, 1896^ No. 598,200. 
Api)lici%tio]i of Henry Johnson filed Janaary 13, 1896, Ko. 575,228. 

Mr. J). /S'. WoUiott and Mr, Marshall A, Ohrialy for Stupakoff. 
MessTH. Brown & Seward for Johnson. 

Grkeley, AsisUtant (jomminsumer: 
The invention in issue is defined in the following t^unt: 

A poHt or Ktaiidard for giiitles for rods i>i'ovideil with a beiiriug for the supporting- 
roller and with the open-sided bearing or snpport at its upper end adapted to form 
supportH for tlic JoumalH or spindles of adjacent rotaiuing-rtdlers, in combination 
with means for holding the Journals in position. 

Proofs were regularly taken by both parties, and heiirings have been 
hiul before tiie Examiner of Tnterferences and the Board of Examiners- 
in-Chief, both resulting favorably to Stnpakoift From the decision of 
the Hoard of l^iXaminers-inChief the party Johnson has appealed. 

The invention has for its object a construction of ])OSt or standanl 
forming a part or member of a signal-rod-supportiug device whereby 
any ])08t or stan<hird of the series or any of the parts supi)orted by 
two adjacent ])ost8 or standards may be removed without at the same 
time disturbing any other staudai-ds or parts supported thereby. 

Hy the invention as defined in the issue each standard is provided 
at its upi)er end with two bearings for the contiguous ends of the 
journals or spindles of adjacent retainuig-roUers. These bearings are 
so constructed as to permit of the i*emovM of the journals or spindlee 
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of any retaining-roller withoat interfering with other retainiug-rollers^ 
and each retaining-roUer has its own journals or spindle iu lieu of a 
spindle or shaft common to all the retaining-roUers. 

Stupakoff* has established conception and inolosore in April and May, 
1895. He is limited by his preliminary statement to July 31, 1895, for 
reduction to practice, although as a matter of fact this was probably 
accomplished earlier. 

No attempt is made by Johnson to go back of July 27, 1895, and as 
no question has been raised as to Sti^pakoff's diligence priority clearly 
was properly awarded to Stupakoit'. 

In his appeal, however, Johason has raised the following questions: 

That the Board of Exaiiiiners-in-Chief erred in holding tliat Stupakoff wtxa enti- 
tled to priority on the issue on the ground that he had first invented the open-top])6d 
fttandard. That the. Board of Kxaminers-in-Chief erred in liolding that Stupakofi' 
was sole inventor of tlie isHue. That the honorable Board of Examiners-in-Chief 
erred in not holding that there was ground for calling attention to the question of 
Stupakoff's right to thii issue in view c»f the EngliHh patent 8«)t up in Johnson's 
testimony. 

The first of these has been considered and practically <lispose<l of 
already. 

Prior to the filing of this application Stupakoff had with one Schreu- 
der filed a joint application for substantially the invention in contro- 
versy. This joint application was put in interference with Johnson's 
present application. Stupakoff and Schreuder did not file a prelimi- 
nary statement in that interference. Before the time within which 
preliminary statements were required to be filed had expired and nec- 
essarily before the file of Johnson's application was open to his inspec- 
tion Stupakoff filed his present sole application. Subsc'iuently the 
joint application was abandoned. 

Now Johnson contends that from the fact that Stupakoff and Schreu- 
der made oath that they were joint inventors a presumption arises which 
is not overcome by Stupakoff's oath to his sole application. It is further 
contended that Stupakoff is not shown to be in fact the sole inventor. 

The abandonment of the joint application disposes of the presump- 
tion which would arise by reason of the oath in that application. The 
qneBtion whether an invention is in fact the joint invention of two per- 
sons or the sole invention of one of them is a question not always eaisily 
decided. There is nothing to show that Stupakoff was not acting in 
good faith in filing the sole application. The presumption is that he 
<Hd 80 act, particnlarly in view of the fact that he did so before taking 
testimony or even presenting a preliminary statement in the interfer- 
ence promptly on ascertaining that the invention was not in fsict joint. 

Stupakoff is under the circumstances entitled to the same presump- 
tion in his favor that he would have been entitle<l to 1i<ad the joint 
application never been filed. 

The contention that Stupakoff was not in fact the sole inventor is 
not borne out by the evidence and exhibits in the case. 
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It does not appear that tbere wa^r error on the ]>art of the Kxamiuerh- 
in-Ohief in failing to find that there was ground for calling attention 
to 8tupakof[''s right to the issne in view of a certain English patent. 
It may well be doubted whetber this is a matter which is reviewal)le 
by tbe Oominissioner on appeal. The question of apparent grounds for 
refusing Letters Patent not involved in tbe appeal may no doubt be 
raised L)efore tbe Commissioner in an interference, as in eo? parte 
cases, under Bnle 139 (d)^ but as tbe question is not directly a part 
of the question of priority it would seem tbat failure on tbe part of the 
Kxaminers in-Cbief to call attention to such grounds is not error. The 
(juestion is, bowever, bere considered. The British patent referred to, 
No. 21,949 of 1892, was idted in the Examiner^s first letter in Johnson's 
appli(»ition. It is thus of i*ecord, and although tbe interference was 
declared by a diftei*ent Examiner it is not to be presumed that the 
latter failed to consider a reference clearly cited in a comparatively 
small record. By such consideration and tbe subsequent declaration 
of interference the Examiner practically decided the issue patentable 
in view of this reference, and his decision on this point is not reviewa- 
ble under Bnle 124. 

The decision of tbe Examiners-in-Chief is affirmed. 



MoGuiEE V, Hill. 

Ueckded Jnne £, 1898, 
84 O. G., 983. 

1. Intkrfkhrnck— Appeal Dismissrd — ^Jui>oMBN*r on thk Rscord— Ak Ad-tupi- 

CATION ON THK llRRrrS— APPEAL LlES TO ExAMINBR8-IN-CHIKP. 

Appeal from the decision of the ExamiDer of luterferencee gnntiug a motion 
fur jiid|;ment ou tbe record diftmiased for the reason that enoli deciBiou was an 
uiljiidiciition on the nieritti of the controversy and appeal lies to the Exandneni- 
iu-Chicf and not to the Commissioner. Otherwise there would be no right of 
appeal to the Conrt of App<'.al8 nnder We9tingh<mHi v. Duncan^ (C. D., 1894, 170; 
mJO. (i.,1000.) 

2. l^RCOKu— Adandonei> Application, When op Brcoko. 

The abandoned application of Hill having been speciAcally mcutioneil by him 
in a motion to shift the burden of proof, which motion was decided, is a part of 
tbe record and necessarily open to his opponent's inBi»ection. 

3. Intkrfrrence — Not to he Contixuei> After Priority is Drtkrminki) — 

Authority ok Commissioner. 
The Commissioner has authority under the statute to institute interference pro- 
ce«>dings to determine the question of priority of invention; but he has no 
authority, when that question is determined, to continue tbe proceedings for any 
other purpose. The Commissioner would not be justified in arbitrarily putting 
» party who in his judgment is entitled to priority to the trouble and expense of 
taking testimony on the mere ptissibility tbat some other tribunal might disagree 
with him and thus rendrr the taking of testimony necessary. It is not to be pre- 
Hume<l that the CommiH^iouer's decision will be overruled on i^peal. 

Appeal on motion. 
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<i RAIN-CAR lK>OR. 

Application of William A. McGuire filed January 3, 1896, No. 574^268. 
Application of Edward A. Hill filed April 2, 1896, No. 585,857. 

MensTM. Biyiid^ AdnuMj Pickard li: Jackjion and Mr. J, L, Narris for 
McGuire. 
Messrs. Kay^nond & (hnohundro for HilL 

GrbbIjST, Assistant Commissioner : 

This is an appeal by McGuire from the decimon of the Examiner of 
Interferences granting HilFs motion for judgment on the record. 

This decision of the Examiner of Interferences was not a ruling on a 
preliminary or interlocutory matter, but was an adjudication of the 
merits of the controversy, and therefore an api)eal from his decision 
lies proi>erly to the EzaminersinGhief and not to the Oommissioner. 
McGuire himself states that he has the right of appeal to the Court of 
Appeals if the decision of the Office is against him, and thus recognizes 
the fact that the decision involves the merits of the controversy and 
not merely an interlocutory ruling. In regard to appeals from the Com- 
missioner the Court of Appeals of the District of Columbia said in 
Westinghoyse v. Dwneanj (C. D., 1894, 170; 66 O. G., 1009:) 

The ultimate detormination in nuoh cases by the CommiBaiouer of Patents is of the 
quest ion of priority of invention, and that is tho only decision from which an appeal 
will lie to thirt conrt in such cases. * " "" An appealable decision uf that officer 
can only be made after the finding of the Primary Examiner and the determination 
of tiio Board of Exaniinera-in-Chicf upon appeal and thence upon appeal to tlie 
Commissioner of Patents. 

It is apparent, therefore, that the api>ellant has mistaken his remedy 
in filing this appeal instead of api)ealing to the Examiners-in-Chief. 

Certain questions of practice have, however, been raised which it 
may be well to consider at this time.- It is alleged that the abandoned 
application of Hill has not been made a part of the record in this case 
and was therefore not oi)en to the inspection of McGuire; but this alle- 
gation is not well founded, since the motion by Hill to shift the burden 
of proof specifically mentioned that application and the decisions on 
that motion placed the application of record and gave McGuire the 
right to inspect it. It was, furthermore, formally made a part of the 
record by the Primary Examiner's letter of February 10, 1898. 

The third reason of appeal raises a question of practice applicable to 
all cases in which it has been the practice to render judgment on the 
record, and if granted would prevent such judgment being rendered in 
any cases in future. It is stated as follows : 

Third. Tho Examiner of Interferences erred in not giving 'weight to the consider- 
ation advanced in opposition to the motion that should the Conrt of Appeals of tte 
IMstrict of Colnmhia reverse the decision of the Acting Commissioner on the qnes- 
tion of oontinnity of llilPs Rppllcation, it would he necessary to present proofs on 
the merits of the case and that due and orderly x>rocednre of the Patent Office requires 
that ail proofs of the parties \te given before final decision in order that the entire 
may lie ronsidered hy all trtbiinRlK liaving jurisdiction thereof. 
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The statute gives tbe Commissioner authority t/O institute interfer- 
ence proceedings in order to determine the question of priority of inven- 
tion, and when he is satisfied as to that question it does not give him 
authority to continue the proceedings for any other purpose. He would 
not be justified in arbitrarily putting a party who in his judgment is 
entitled to an award of priority to the trouble and expense of taking 
testimony merely on the i)088ibility that some other tribunal may tiisa- 
gree with him and thus render the taking of testimony necessary in 
mture. He is bound to decide cases before him in accordance with his 
own judgment, and it is not to be presumed in advance that his decision 
will be overruled upon appeal. 

This appeal is dismissed; but since the appellant has mistaken his 
remedy in this appeal and since the limit within which an appeal to 
the Ezaminers-in-Chief could have been taken has as a consequence 
expired the Examiner of Interferences is directed to extend such limit 
of appeal. 



O'BouRKB V. Gillespie. 

neeided June IS, 1898. 
84 O. G., 984. 

1. IifTBRFBRRNCB— Bulb 12e— Bkmanding to Primary EXAMimiR. 

While ander Rale 126 the Comraiaaioner may before Judgment on the qneetion 
of priority saspend the interference and remand the case to the l^mary Ezani- 
iuer for consideration of any matter to which his attention is caUed by the 
Kxuminers-in-Chief ns cstublishiug the fact that no interference in fnotexiHts, 
neither the rale nor the practice contemplates such action unless the ground 
therefor is entirely clear. 

2. Same— Practicb Uni>br Hammond «. Hakt Drcision— Dissolution Not ,1va- 

TtFIABLK WHBN BOTH PaRTIBS HaVK ACCEPTBD THE I88UR AND PRIORITY 

Has Brbn Dboidbd uy £xamikkrs-in-Ciiibk. 
While, notwithstanding that ander the present practice as detinod in Jiaut- 
mondy, Hari {anUt 52; 83 O. G., 743) the interference should not have been 
declared upon the present inyention until both parties directly and deftnitely 
claimed the precise snbject-matUir, the issue has been aocepte«l by the parties, 
no motion to dissolve having been made and no question as to interference* 
in fact raised before the Examiner of Interferences or the Exaiuiners-in-Chicf, 
it not being clear that the issue does not fairly well define the iuTention intended 
liy e«'u;h of the parties, and dissolution would necessarily lie foIlowe<l by de<*lara- 
tiou of a new interferencM) better defined, iierhaps, but yet in real subject-niatti^r 
substantially the issue on which testimony was taken, the dissolution is not 
ner(tssary or justifiable. 

On Petition. 

AIR-IX>OK FOR CAI880NA. 

Applleation of Joliii F. CBonrke filed ]>ecember 30, 18(M{, No. 017,437. 
Application of Kichard 8. Gillespie filed July 29, 1S9(n No. 0<N»,1^i\ 



DECISIONS OF THE COMMISSIONER OF PATENTS. 137 

Mr. W. B, Hntchimon^ Messrs. Hutchinson c£ Oriswell, and Messrs. 
Davis & Davis for O'Ronrke. 
Mr, James L. Norris for (Tillespie. 

GBEELETy Assistant Gonnmissianer: 

This is a petition by O'Rourke to remand this interference back to 
the Primary Examiner to determine whether an interference in fact 
exists. 

In their recent decision on priority a majority of the Examiners-in- 
Chief stated that obviously the claims stated to be involved do not 
interfere, although there may be a common uiichiimed novelty in the 
species of the two applications. This Htat.ement is made the ground of 
the present petition. 

Rule 126 provides that the Commissioner may before judgment on 
the question of priority suspend the interference and remand the case 
to the Primary Examiner for consideration of any matter to which his 
attention has been called which establishes the fact that no inter- 
ference exists. The rule provides that the Examiners in-Chief may 
specifically direct the attention of the Commissioner to such matter if 
tbey find it in the case. Neither the rule nor the practice contemplates 
such action on the part of the Commissioner unless the ground of his 
action is entirely clear. In Hicks v. Keating v. Purvis and liilgram 
(C. D.y 1887, 40; 40 O. G., 343) Mr. Commissioner Hall said, in speak- 
ing of the consideration of statutory bars in cases of this kind : 

In ahnost every case the interest of the publio will be conaerved by letting the 
cane take its regular course to Anal hearing and award of priority. The taking of 
the evidence discloses the state of the parties, pablio use, and abandonment, and 
enables the Office to consider and determine more satisfactorily any question of 
statutory b^ called to attention in the decision of the Examiner of Interfer- 
ences. • • • 

So long as there is an interference a party to tho isHUo, after it is formally declared, 
is entitled to a determination, and he should not be denied thin by suspension or 
dissolution of interference unless a clear and satisfactory case in presenteil under 
Rule 120 and for urgent and proper reasons. 

The remarks of Mr. Hall in that case apply directly to the present 
case. This is the practice followed also in Thomson and UnbeJ^end v. 
Hisleyj (C. D., 1894, 43; 6G O. G., 1596.) In this connection attention 
may also be called to the following extract from the decision in Schmertz 
V. Appertj (ante^ 77; 83 O. G., 1511:) 

I am of the opinion, however, that the issue is and has been understood by the 
parties to the interference, and as both parties have accepted tho issue as drawn 1)y 
the Primary Examiner and as neither has presented a motion to dissolve it is not 
necessary to consider these matters (interference in fact) here, but the interference 
will be determined on tlie issue as made and accepted. 

In the present case no motion to dissolve on the ground of no inter- 
ference in fact was made at the proper time, and it does not api)ear 
that the question was raised before the Examiner of Interferences or 
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ill the presentation of the case before the Examiiiers-in-Cbief. The 
issue appears to have been accepted by the parties up to the bringing 
of this motion, and priority on this issue should be determined not- 
withstanding the fiU3t that under the present practice, as defined in 
llamiiiond v. Hart^ (antCy 52; 83 O. G., 743,) the interference should 
not have been declared upon the present issue unless both parties 
directly and definitely claimed the precise snbject -matter. 

It is not in the present case clear that the issue does not fairly well 
define the invention intended to be covered by each of the parties. 
One of the Examiners-in-Ohief does not concur in the statement that 
the claims stated to be involved in the iuterferencre do not in fact inter- 
fere. It further appears that the respective parties were in fact invent- 
ors of the same invention which is substantially the invention of the 
issue. To take action looking toward the dissolution of this interfer- 
ence when its dissolution would necessarily be followed by declaration 
of a new interference with an issue better defined, perhaps, but yet in 
real snbject-matter substantially the issue upon which the testimony of 
the respective parties has been taken is not necessary or, in my opinion, 
justifiable. 

The i>etition is denied. 



Vaixey r. WURTS. 

J>ecided May 10, 1S9S. 

84 O. G., 985. 

1. Tntkrfrrbnck— Admisaiuilitv of Kyi i>bn(:k— Motion to Strike Out Tkati- 

MONY. 

While each tribunal must decide for itself what of the evidence presented to 
it in pertinent and adiniesiblc, decision on a motion to Htrikc ont certain testi- 
mony, coupled with a motion for leave to introdnco evidence in reply should 
Hurh testimony be hold pertinent and admissible, should be rendered nt such 
period in the proceedings that neither party shall be deprived of rights which 
justly belong to him. 

2. Same— Drcision on AnMissiniLiTY and Pkrtinknct ov £vii>siics. 

Ah the effect of refusing to decide upon the pertinency and ailuiissibility of 
evidence prior to final hearing would deprive the party Avho moves to strike out 
testimony tiiken by his opponent of the rij^ht to oA'er evidence in reply practi- 
cally without a hearing and without possibility of appeal, the Kxaminer of 
Interferences is directed to determine the ipiCHtion before final hearing. 

.3. SaMK — RKnUTTAL EVIDKNCK. 

It is a matter of grave donbt whether a Junior party having before him at the 
timo of taking his testimony-in-cliief tho application file of his opponent is not 
bound, if ho is to attack this in any way, to attack it at such ])enod of the pro- 
recdings that his opponent may have an opportunity to reply. When tho senior 
party relied on his application file uad iutroilucod no additional evi«l(>nco alter 
the closing of tho tostiniony-in-chief of the junior party, it in diHirnlt to M>e 
what tliern waR f t tho junior party to rebut. 

AprKAL 4»ii motion. 
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KMCCTKIC CONTROLLKK. 

Application of Gustaf Valley filed January 7, 1897, No. 618,248. 
Application of Alexander J. Wurts filed January 31, 1895, No. 5;i6,824. 

Mf\ Riehartl Eyre for Valley. 
Mr. Wesley 0. Carr for Wurts. 

(iRERLKT, AsMtstant ComniMsioner: 

It ap|)ears that tbc preliminary statements in tliis interference were 
duly filed and opened. TliereuiMn the application file of vswAx of the 
reK|)cctive parties was opened to inspection by his opponent. 

In the notice setting time for taking testimony it was stated that — 

n'hnttiui^ testimony, bnt no other, may be tsiken by parties on ^vh(>^n rests the bnr- 
tleu of proof after the closing of the testimony of tlie party who lirst filed his 
application. 

For reasons appearing of record it became necessary to reset the 
times for taking testimony, and they were set as follows: Valley to 
close in chief September 16, 1897. Wurts to close October 6, 1897. 
Valley to close in rebuttal October 21, 1897. Hearing November 12, 
1897. 

Under this order Valley proceeded to take his testimony. At the 
time of taking his testimony his opponent's application file was o|>en 
to his inspection. 

Wnrtij took no testimony, relying on his application file. 

Valley on October 13, 1897, within the time set for his rebuttnl testi- 
mony, took certain testimony tending to show that cert>ain experiments 
made by Wurts or under his direction in 1894 or 1895 were unsatisfac- 
tory and were abandoned. 

Wurts wiis not representee! at the taking of this testimony, but 
reserved the right to object to such testimony on the ground that Val- 
ley had no right to offer evidence of any kind, inasmuch as his time 
for taking testimony-in-chief ha<l expired and he (Wurts) had taken 
no testimony. Wurts thereafter brought a motion to strike out the 
testimony so taken by Valley, and further moved that if such testi- 
mony be held pertinent and admissible he be affbrdeel an opi>ortunity 
to introduce evidence in reply. 

The Examiner in deciding the motion held as follows: 

To determine the qaeatiou pro8ented by the motion wonld involve the reading of 
the entire record, or at least, the testimony complained of. The Examiner is not 
disposed to do this at the present time, and he will only do so when the case is con- 
sideretl on its morits. If he finds at that time that tho rebnttal tcHtimouy is not 
M-arrauted, it will not be considered, and in his ducision he will so indicate. If, on 
the other hand, ho deems it proper rebuttal, it will bo given due consideration. 

While the motion asks that in case the rebuttal testimony is doemed pertinent 
and admissible, opportunity be afforded for t'lkin;; surrebut tal testimony, the 
Kxaminer is of opinion that the showing is insufficient to warrant a favorable 
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action. This branch of the motion is therefore denied. As to the portion of it 
which prays for a suppression of Valley's rebuttal testimony, action is deferred 
nntil the case is finally heard npon its merits. 

From this decision this appeal is taken. 

As each tribunal must decide for itself iu the first instance what of 
the evidence presented to it is pertinent and admissible, it is not 
necessary to here decide the question of the i>ertinency or admissi- 
bility of the testimony in question. This should, however, be decided 
by the tribunal having jurisdiction of the matter at such period in the 
proceedings that neither of the parties shall be deprived of rights 
which justly belong to him. 

The eflTect of the refusal of the Examiner of Interferences to decide 
ui)on the pertinency and admissibility of the evidence prior to final 
hearing is to deprive Wurts of the right to take testimony in reply 
practically without a hearing and without possibility of appeal from 
an adverse decision. The Examiner of Interferences will therefore 
from inspection of the testimony in question determine before final 
hearing whether or not such testimony is proi>er rebuttal and whether 
or not it is pertinent and admissible. 

In the decision of the Examiner of Interferences the following 
language is used : 

The mere fact that a senior party to an interference refrains from taking testi- 
mony within the time given him, and elects to stand npon his reconl date, does not 
preclude a junior party from attacking such record. As boom ns the Henior party's 
time expires, without in the meantime having taken testimony, hiH case rents npon 
his appHcation, and the conHtructive reduction to practice incident to it, and such 
application becomes his only testimony in the case. 

Certainly a junior party has as much riglit to rebut this testimony as he has to 
attack any other testimony presentecl by his opponent. 

As the question whether or not the testimony in question is proper 
rebuttal is not decided by the Examiner of Interfere! ices, the language 
quoted must be considered as obiter dictum. It may, however, be said 
that it is a matter of grave doubt whether a junior party having before 
him at the time of taking his testimony-iuchief the application file of 
his opponent is not bonnd, if he is to attack this in any way, to attack 
it at such period of the ])roceeding8 that his opponent may have an 
opportunity to reply. Tlie junior party in this case had ample opiwr- 
tunity to attacic the sufficiency of the application file of the senior 
party in his testimony-in-chief. 'I he senior party introduced no 
additional testimony. Nothing was introduced after the closing of 
the testimouyin-ciiief of the junior party with which he was not 
entirely familiar before the first word of his testimony was taken. It 
is difficult to see what there was for the junior party to rebut. 

The case is remanded to tlic Examiner of Interferences for decision 
of the question of the pertinency and admissibility of the testimony 
in question. 
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Valley v. Wurts. 

Decided Julff SO, 1898, 

84 O. G., 986. 

Intkkkskbncb— Motion to Stkikk Out Testimony— Appkal Dismisski). 

Appeal from decision of Examiner of luterferencoB denyiog motion to strike 
out testimony dismissed, the moving party having, been given opportunity to 
introdnce evidence in reply, the question having been decided prior to final bear- 
ing only because if deferred until snob hearing the moving party would then bo 
unable to offer evidence in reply. It being necessary to the independent judg- 
ment of each tribunal that it should determine such questions for itself, its 
decision is not reviewable in advance of iinal hearing. 

On Motion. 

RLXCTKIC CONTUOLLEK. 

ApplicaUon of Oustaf Valley filed .January 7, 1897, No. 618,248. 
Application of Alexander J. Wurts tiled January 31, 1895, No. 536,824. 

Mr, Richard Eyre for Valley. 
Mr. Wesley G. Carr for Wurts. 

CvREELEY, Acting Commistnoner : 

In accordance with my decision of May 10, 1898, on an appeal from 
the decision of the Bxamiuer of Interferences, deferring until final hear- 
ing action npon Wnrts's motion to strike out certain testimony taken 
by Valley and denying his motion for leave to introduce evidence in 
reply, the Examiner of Interferences on Juno 29 ordered that the tes- 
timony in question should be permitted to stand and that Wurts be 
given time to introduce evidence in reply, should he so desire. 

From so much of this decision as held that the testiiBony in question 
should be permitted to stand Wurts has taken appeal. Valley moves 
to dismiss this api)eal. 

The question of the pertinency and admissibility of any testimony 
offered in the case should ordinarily be left to be considered on final 
hearing. If the question had been left until final hearing in this case, 
Wurts would have been unable to olter evidence in reply, and for this 
reason, and this reason only, I held that the question should in this 
case be decided before final hearing. If npon final hearing the Exam- 
iner of Interferences should decide adversely to Wurts ui>on the ques- 
tion of priority and it should appear that the evidence in question was 
material in determining the question of priority, the question of perti- 
nency and admissibility of this evidence may be. again considered on 
appeal. 

To entertain this appeal would be, iu'efiect, to hold that the Com- 
missioner may, in advance of final hearing, instruct the Examiner of 
Interferences as to the decision to be rendered by him upon the ques- 
tion of priority. It is necessary to the independent judgment of each 
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tribunal that it should have the right to determine for itself all sach 
questions as that from the decision of which this appeal is taken, and 
its decision on such questions should not be reviewable in advance of 
the final hearing. 
The motion to dismiss Wurts's appeal is granted. 



Ex PARTE Lawrence. 

JJeeided July Uy ISOS. 

84 O. (;., 1141. 

Division — Di8TINct ani> Ini)ki»kndknt Inventions. 

Tbe fiction of thu KxaiiiiDor in reqairin^ diviitioii between » Met of claimA cot- 
orlng subject-matter cloaeifieil and exaiiiinuble in Division 1 iuhIci' ''Kcnccs, 
gate-openerSy cab-doors'' and another set of claims relating; to a distinct and 
independent invention which is examinable in Division XX under *' Builders' 
Hardware, liinges, coach" afliriued. 

On Petition. 

IIANSOM-CAB. 

xVpplication of Joseph L, Lawrence file<l December 18, 1897, No. 
662,374. 

McHHTH. CroHby it Gretjory ibr the a))plicant. 

DuELL, Oommisifioncr: 

In the Examiner's action of February 28, 1898, it was stated that the 
subject-matter of claims 4, 5, aiul 6 should be presented in a separate 
application from the other claims. In his next action of Jane 14, 1898, 
it was held that the subject-matter of these three claims belonged to 
another division of the Office, and the requirement of division was 
repeated. The Examiner also rejected these claims on a certain Brit- 
ish patent. From this requirement of division a petition was taken to 
the Commissioner. 

In the Examiner's answer to the petition he says that the reqaire- 
ment for division was not repeated and that as he rejecccd claims 4, 5, 
and 6 applicant's course was by appeal and not by ]>etition. The brief 
of the ]>etitioiier, however, nets forth that the record shows that the 
requirement of division was reiterated by the Exauiiner and retiaests 
the Commissioner to pass u[)on the question of division. The record 
shows that the action of June 14, 1898, was a re|>etition of the first 
first action requiring division, and I have therefore concluded to pasB 
ui)on the question raised by the iietition. 

An examination of the case shows that claims 1, 2, 3, 7, and 8 cover 
subject-matter which is classiHeil and examinable in Division I under 
^^ Fences, gate oi>eners, cab-doors." The other claims, 4, 5, and 6, relate 
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to iui eotirely distinct and independent inventiou — namely, a cab-door 
hinge — ^wbich is pioperly examinable in Division XX under <^ Builders' 
Hardware," subclass ^^ Hinges, coach.'' 

The requirement of the Examiner that the applicant limit his case to 
one or the other of these inventions is correct and is therefore affirmed. 

The petition is denied. 



Oaslsb v. Latham. 

Decided May 10 1898. 
X4 O. a, 1141. 

IXTEKrKRKNCK — MOTI(»N TO DiSSOLVR— N<> InTKRPKURNCK IN Fa(T. 

The iKsne of tho interference is in substantially the words uf claim L of 
Latham*s application, and if said claim is allowed to Latham it would dominate 
the apparatus of Caelcr's application. On a motion by Casler to amend the 
iMae Held that a« Casler does not claim the isane there is no interierence nnder 
the practice as laid down in Hammond v. Hari {anie^ 52; 83 O. G., 743) and the 
interferenoe should be dissolved, and it is therefore not necessary to rovit'W 
the decision of the Examiner on the motion to amend, as Casler after the disso- 
lation of the interference will be at liberty to make suob claim as his uppliciv- 
tion will support, and the interference may then: be rodeclared, provided he 
rlainis the subject-matter of the present issue. 

Appeal on motion 

APPARATUS FOR Pl(O.IRCTIN(} liAPIl>LY-TAKKN PllOTO<iKAPH8. 

Application of Herman Casler filed February 2<>, JSIK^ No. 580,810. 
Application of Woodville Latham iiled December 28, 1895, No. 573,585. 

M€$nr8, E. M. Marble iSb Sons for Casler. 
Mr. J. E. Af. Batten for Latham. 

Gbkslet, Assistant Cammissi&ner: 

This is an appeal from the decision of the Primary Examiner denying 
Caster's motion to amend the issue. 

The issue in this interference is in substantially the words of claim 1 
of Latham's application. While it may be that this claim, if allowed 
to Latham, would dominate the apparatus of Casler's application, it 
does not appear that Casler makes or intends to make such a claim. 
Id fact it was strongly urged on behalf of Casler on the motion to dis- 
solve before the Primary Examiner that this claim is not patentable in 
view of certain references. 

The Examiner having after full consideration of Caster's motion and 
the arguments advanced in supiK>rt thereof held that the issue is pat- 
entable over the references brought forward by Casler it must be 
accepted as ])atentable so far as this Office is concerned. As, how- 
ever, Casler does not claim this issue, there is no interference im to 
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this issue under the practice as laid down in Hammond v. Hart {anUj 
52; 83 O. G., 743) and the interference should be dissolved. Whether 
there is interference between these two applications as to other sub- 
ject-matter claimed is a question to be considered by the Examiner. 
All that is here decided is that there is no interference as to the 
present issue. 

It was urged on behalf of Oasler as an alternative motion that the 
issue be amended. This was denied by the Primary Examiner. It 
does not appear necessary to review the decision of the Examiner on 
this motion for the reason that Oasler after the dissolution of the 
interference will be at liberty to make such claim as the disclosure in 
his application wiU support, provided it is patentable over the prior 
state of the art, and should he deem patentable and choose to claim 
the subject-matter of the present issue without the limitation to a spe- 
cific form of variable-speed gear he may undoubtedly do so. In such 
case the question of interference will be again considered. 

The decision of the Examiner denying the motion for re-fomiatiou of 
the issue is affirmed. The interference will be dissolved. 



Ex PASTE Arms. 

Decided May IS, 189S 
»4 0. G., 1142. 

1. Appeal to the Commi88ionkk~Sbction 4934 ok the Kkvised Statutes— Fbe. 

The requirement of the statute is clear and uninifitakable that a fee of |20 
iiitiBt be paid upon evory appeal to the Commituiioner from the Examiners-in- 
Chief and makes uo distinction between the first and other appeals in the same 
case. {Ex parte Arkell, 45 MS. Dec, 25.) 

2. Ai*PKAL TO Kxamineh8-in-Chiek— Sections 4909 ami> 4934 op tux Bkvimed 

Statutes — Fee. 
No fee is required in ctise of a second appeal to the Kxaminers-in-Chief in the 
same case, the fee for the first appeal having been paid. 

On Petition. 

DBIIORNING-CLIPPKRH . 

Applicatiou of Johu Arms aud Chester £. Arms filed March 30, 
ISOU, No. 585,330. 

MesHfs, t\ A, Snotv c£* Co. for the applicant. 

OUEELEY, Assistant Commissioner: 

This is a petition asking that there<iuircmciit for a second appeal fee 
in the above-entitled application be waived. 

It appears from the record that certain claims being rejected in this 
case appeal was taken to the Examiiiers-inOhief, and from their deci- 
lion appeal was taken to the Commissioner. In the decisiou on that 
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appeal it w»8 held that the claims iu the case were not patentable, bat 
th^ Primary Examiuer was directed to enter and consider a certain 
claim if presented iu a proi)er amendment. This claim was accordingly 
presented and was rejected on the references before cited and on one 
new reference. Appeal whs ai;aiu taken to the Examiuers-in-Chief, 
and under the authority of ej; parte Thomson (C. D., 1891, 138^ 50 O.O., 
1203) no additional fee was reqnired. The Examiners-in-Chief having 
affirmed the decision of the Examiner a second api>eal to the Gommis- 
tsioner was filed, but was not iMX^mpanied by the appeal fee of $20, and 
the appellant was therefore informed that his appeal would not be set 
down for hearing until such fee was paid. It is from this action that 
the present petition is taken. 

The statutory re<|uireuient8 iu reganl to the payment of fees on 
appeals to the Examiners- in-Chief are not the same as on appeals from 
their decisions to the Commissioner. Section 4009 of the Kevised Stat- 
utes provides that a party may appeal to the Examiners-iu-Chief ^^ hav- 
ing once paid the fee for such appeal," and section 4934 of the Kevised 
Statutes provides that — 

the foHowlng shall bo the rates for patent fees: * * * Ou an appeal for the first 
time from the Primary Kxaminer to the Examiners-in-Chief, ten dullnrs. 

It clearly appears, therefore, that no fee is re<]uired iu case of a 
second appeal to the Examiners-in-Chief in the same case. {Ux parte 
Thomson^ above.) 

In regard to appeals to the Commissioner section 4910 of the Revised 
Statutes provides that — 

if siioh party is dissatisfied with the deoislou of the Examiners-in-Chief, he may, on 
payment of the fee prescribed, appeal to the Commissioner iu person. 

Section 4934, Revised Statutes, provides: 

The following shall be the rates for patent fees : *^ " * On every appeal from 
the Examinen-in-Chief to the Commissioner, twenty dollars. 

The requirement of the statute is clear and unmistakable that a fee 
of $20 must be paid upon ez^ery. appeal to the Commissioner and makes 
no distinction between the iirst and other appeals in the same case. 
{Ex parte ArJcell^ 45 MS. Dec., 25.) 

The distinction between the two classes of appeals is made in tlie 
statute itself, and this Office is bound to give effect to the statute as 
worded. 

The petition is denied. 
12782 10 
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ElAifE r. Bbiix AifD Adams. 

D9M9A M«g IM, 1898. 
84 O. 6., 1142. 

1. lMTBRFmBNC1B-~JUl>OMBNT ON THB RXCORD. 

Judgment oannot be rendered on the record against a party whose alleged date 
of conception is prior to the record date of bis opi>onent merely becaose his 
zednction to practice Is subsequent thereto. 

2. Samx— Intbrfbrkncb in Fact— Nbw Matter. 

There being no appeal from the Examiner's holding that »ii iimondment does 
not inTolye new matter, the application must be considered in its amended fonn 
in determining the question of interference in fact. 

8. SaMB— SUPPLBMKNTAL OaTH— £X PARTE MATTER. 

The question as to whether a supplemental oath should or should not be fur- 
nished is an erjNirto matter not open to argument in iiiterferetice proceedings. 

4. Same— Issue. 

One claim cannot properly be included under two sejiarate issues, since it most 
necess«rily be broader or narrower than one of those issues. {Bmmmvnd v. Hmrt^ 
aate, 52; 830. G., 743.) 

Appbai. on motion 

RAILWAY-BRAKE. 

Application of Michael E. Kane filed June 28, 1897, No. 642,711. 
Application of John A. Brill and Walter S. Adams filed September 16, 
1897, No. 651,886. 

JtfeMr«. Knight BroM. for Kane. 

Mr, J. </. Leny and Messrs, Wilhinsan & Fisher for Brill and Adams, 

Orebley, Assistant Commissioner: 

This .case is before me on an appeal by Brill and Adams from the 
decision of the Examiner of Interferences denying their motion for 
judgment of priority and on an appeal by the same parties from the 
decision of the Primary Eiaminer denying their motion to dissolve the 
above-entitled interference. 

The motion for judgment is based on the record and on the allegations 
in the preliminary statement of Kane, it being contended that eveu 
admitting the allegations in Kane's preliminary statement to be true 
he could not be awarded priority, and therefore it would merdy result 
in needless trouble and expense to take testimony to establish those 
allegations. This contention cannot be granted, however, since Kane 
alleges conception and disclosure prior to the record date of BriU and 
Adams and even prior to their alleged date of conception. The mere 
fact that Kane did not reduce the invention to practice until after Brill 
and Adams had filed an application which is stated to cover the inven- 
tion is not conclusive of his right to priority. If he was the first to 
conceive and was duly diligent in reducing to practice, he is entitle^ 
to priority. Mere delay is not proof of a lack of diligence^ sinoe ik 
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may liave been caused by goocl and sufficient reasons, and, as stated by 
the Court of Api)eal8 in Yaten v. Huson (C. D., 1896, 278; 74 O. G., 1732) 
and CroBkey v. AUerhury^ (C. D., 1896, 437; 70 O. G., 163,) the question of 
reasonable diligence is to be determined by the circumstances of each 
case. The fiacts alleged in Kane's preliminary statement do not prove 
that the delay may not have been justified by the circumstances of the 
case. 

Tlie decision of the Examiner of Interferences is affirmed. 

The motion for dissolution Avas based on the grounds that — 

1. There in no iuterferenoo in fuct as to the lirat ooiiiit of the iasne. 

2. There was irregularity in the declaratiou. 

3. Kane has no right to inuke the claim of tlie HrHt count of the issue 

It appears from the record that the Examiner held tliat Kane's uppli- 
cation as filed did not disclose an operative differential brake and that 
this holding was ac4|uiesce(l in by Kane, who requested i>ermission to 
so amend his api>lication as to make the device oi)erative. This per- 
mission was granted by the Primary Examiner, riting as authority ex 
parte Snyder j (O. D., 1882, 22; 22 O. G., 1075,) and the amendment was 
accordingly made. 

It is true, as contended by Brill and Adams, that the apidication is 
the absolute foundation of the applicant's rights; but it is also tme 
that the decision of the Primary Examiner holding that the amend- 
ment is properly a part of that applioition is conclusive. There is no 
appesU fh>m the Examiner's decision holding that Kane has the right 
to make the claim, and therefore his application must be considered in 
its amended form in determining the question of interference in fact. 

It is contended that even as amended Kane's application does not 
disclose an operative differential brake, since the power applied by the 
brake-lever acts on the two brake-rods at equal distances from the ful- 
cnun« thus applying ecjual pressures to the rods. This contention is 
iucorreet, however, since although the lever gives to the brake-rods 
eqnnl motion it does not apply etjual pressure. It is clearly stated in 
the si>ecification, even if not shown in the drawings, that the spring 
on one brake rod is stronger than that on the other, and it necessarily 
follows that more pressure is applieil to the rod having the stronger 
spring than to the other in order to give them the same motion, and 
therefore more pressure will be applied to one brake-shoe than to the 

It is urged that there was irregularity in the declaration in that 
Kane was not required to furnish a supplemental oath in support of 
the amendment to his application; but it is noted that the question as 
to whether a supi)lemental oath should or should not have been required 
is an cjr parte matter not open for argument in interference proceedings. 
(RcHuyHon v. Merritt^ C, D., 1892, 54; 58 O. G., 1415.) The absence of 
such oath even where it should have been furnishe<l is not such irregu- 
larity as to precliule a prosier determination of the 4]uestion of ]>riority. 
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Since the hearing in this case the practice in regard to the declara- 
tion of interferences has been changed, and an interference is no longer 
declared between two applications merely because one has a generic 
daim which dominates a specific claim of the other, but — 

an interference ean only be institnted for the porpoee of determining the qoeetion 
of priority of invention between two or more parties olaiiAingsabetantially the same 
patentable invention, (ffammand v. Mart, ante, 52; 83 O. G., 743.) 

This change in the practice must be considered in disxKMing of the 
question of interference in fact in this case. 

Kane's application contains only one claim and that is in the words 
of the second count of the issue. Interference proceedings in regard 
to that count will therefore settle the question of priority of invention 
as to the only thing which Kane claims. It the first count differs from 
Kane's claim and the second count in any material respects, and the fiict 
that it is made a separate count indicates that it does contain material 
differences, it is necessarily either broader or narrower, and under the 
practice announced in Hammond v. Hart there can properly be no 
interference in regard to it in either case. There is no necessity for 
making two counts unless they differ materially from each other, for 
to do so would merely lead to confusion in taking testimony. 

It is held that there is no interference in fact as to the first count, 
and therefore the decision of the Primary Examiner refusing to dissolve 
the interference as to that count is reversed. 



Ex PARTE GiLLIS. 

Decided May S!8, 1898. 

84 O. G., 1143. 

FoKKiuN Patent— German Gbbkauchsmustbr^Limit op Term or Patknt. 

While it has never been decided by the conrta whether a patent granted in 
this country for an invention previously made the snbjeot of a GfbrauekMmuBitr 
is limited in term under section 4887 of the Revised Statutes, the data as to such 
Gehrauektmueter should be given in the specification, the question of limitation 
being left to the courts. 

On Petition. 

compass-card. 

Application of John W. Gillie filed July 29, 1896, No. 600,912. 

Messrs. Edgar Tate it Oo. for the applicant. 

Obeelby, Assistant Commissioner: 

This is a i>etition from the repeated requirement of the Primary 
Examiner that the proper data as to a German Oebrauchsmtister received 
by the petitioner before the filing of his present application for the 
same invention as that of the application be inserted in the speoifiea- 
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tloii. The Ezamiuer's position is that the term <^ patented" in the stat- 
ates is broad enonn^h to indnde a German Oebrauohgmuster. 

It is the contention of the petitioner that the QebrauchamtLster in 
question is not a patent within the meaning of the United States law 
and has not been so recognized and that it is not so termed by the 
German law. He also contends that the German Oebrauseksmuster in 
effect covers only the design and that since under the United States 
law a patent for a design does not afifect a patent for the structure of 
the article to which the design is applied by analogy the Examiner's 
requirement is unlawful. 

There is no doubt that the protection afforded by a Oehrauseksmuaier 
is for its prox)er subject-matter substantially the protection afforded by 
a patent for inventions which are properly subject-matter for patent. 
The fact that a Oebrauelismuster is taken out for an invention does not 
necessarily mean that such invention i.s proper subject-matter therefor, 
as the Oebrauckwiuster is registered on applications without preliminary 
examination. 

It may be that the protection afforded by the tfebrauchsmuster is not 
commensurate in scope with the protection which is afforded by a 
mechanical patent in this country and protects only the design or con- 
figuration in which the invention is embodied, and from the best infor- 
mation at hand I am of the opinion that such is the case, yet as the 
question whether or not a United States patent granted for an inven- 
tion which had been previously made the subject of a OebraucJmnuMter 
is limited under section 4887 of the Revised Statutes has never been 
decided by the courts, so far as can be ascertained, I am of the opinion 
that the Examiner is right in requiring that the data as to the 
Oebrauchsmuster be inserted in its proper place in the specification. 
The question as to whether or not the term of the patent which may 
be granted is limited is a question to be considered by the courts. 

The petition is denied. 



Ex PABTB NOBLB. 

Decided May t8, 1898. 
84 O. G., 1144. 

Amkkpmknt— Altbrnativb Specib»— Elxction ok Species Binding. 

An appUcant has no right to haye an allowable claim drawn to a speciee alter- 
natiye to that of other claim and presented by amendment after the rejection of 
such other claims considered. He is bonnd by his election of species. 

On Petition. 

CYLnrniucAL balanced gate- valve. 
Application of Theron A. Noble filed April 27, 1897, No. d34,092. 
JftfMTf. Mmm dt Oo. for the applicant. 
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OSERLKT, AsiigtoMt CommtBiwncr: 

This is a petition asking that the Primary Kzamiuer be directed to 
enter and act npon a claim once volnntarily withdrawn in view of his 
rejection. 

It appears that when the case was originally presented claims for 
certain species were presented therewith and that in a subsequent 
amendment a claim for anotiier species was presented. The second 
cfaum was objec^ted to, although the Examiner in his letter stated that 
it was allowable. The claims to the species first mentioned were also 
at one time allowed, but were subsequently r^ected upon another 
reference. The applicant seems to regard this reference as pertinent 
to the claims and asks that he be permitted to prosecute the claim to 
tiie other species. He holds that he was misled by the Examiner's 
preliminary allowance oi the claims now rejected and that in justice he 
ought to be permitted to prosecute the elaai for the other spedee. 

I do not see that his request is well founded. He has had an exami- 
nation upon the claims which he originally presaited — ^that is, upon 
that Bi>ecies which he originally, before any action by the Office, elected 
to prosecute. I do not think that he would be justified under the pre- 
vailing decisions and under the uniform practice ot tiie Office since ex 
parte Eagle (O. D., 1870, 137) in now having an examination and allow- 
ance of tiie claim for the alternative species, which was presented as an 
afterthought by an amendment and apparently without any supple- 
mental oath for its claim after the original species had been presented 
and acted npon. An applicant can prosecute but one species in one 
application. (7>064Ha^, 63 MS. Dec, 435; TFittiaiM,64 MS. Dec, 58.) 

The petition is denied. 



MiLLBB r, Kkllev ^ 

Deckled June 1, 1898. 
Si O. 6., 1144. 

1. Intbrfbrskck IK Fact-— Gbkuuc Claims. 

Interference in fact exists where both parties make generic claims, althongh 
their stmcturcs may i»e specifically different. 

2. 8a m k — ^Dissolution . 

While under the decision in the case of Hammond v. Hart (anU^ 52; S3 O. G., 
743) and OrtaiiM v. IMan {ante, 70; S3 O. G., 1200) it would be irregular to 
declare an interference until both parties made the claims an issue, HtUd that 
in an interference in which decision on priority had lieen rendered and in which 
the party not making the claims in isHue could make them and hail submitted 
an amendment containing such claims the interference Hhould not be dissolved. 

AppEiXi on motion. 

MATCH-M 4CniNR. 

Application of Frederick J. Miller filed April 12, 1897, No. 631,7a3. 
Application of Alexander Kelley filed May 22, 189G, No. 092,005. 
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M€$$rs. Primdle d BwueU fw Milkr. 
Mr. E. B. Stocking for Kelley. 

OBXELSYy A$9%sta»i Oammi$»iatier: 

This is an appeal from tbe deciiiioii of the Primary Examiner deny- 
ing a motion for diasolation brought by MiUer. The reasons for this 
appeal are: 

1. The Primary Examiner erred in holding that an interference In fact exiate 
lietweeB the elaiina of thereepeetiye parties involved. 

2. The Primary Ezamlner erred in ruling that there was no such irregnlarity in 
deahtfing the interfoxaBoe as to preelvde a iwoper determination of the qnastioa of 
priority. 

3. The Primary Ezaminar erred in not dissolving the intarferenee. 

In this interference priority was awarded to KeDey, the senior party, 
upon the record. Motion was thereupon brought by Miller to dissolve 
upon several grounds. From the refiisal of the Examiner to dissolve 
on the ground that there is no interference in fiict and on the groond of 
irregularity in declaring this appeal was taken. 

As to the ftrst count of the Issue, which is in the terms of one of Kel- 
ley's claims, dissolution was asked on the ground of non-patentability 
and lack of right on the part of Eelley to make this claim. It was not 
urged by Miller that there was no interference as to this claim or any 
irregularity in declaring, so far as this count is concerned. The 
Examiner's decision affirming the i)atentability of this claim and Ed- 
lesfB right to make it is final under the rules. 

The decision of the Examiner of Interferences awarding priority to 
Kelley is as to this claim, unless appealed from, final. 

Counts 2, 3, 4, and 5 are therefore the only counts to be considered. 
These are claims made by Miller. Eelley did not make them prior to 
the declaration of the interference. He has since that date filed an 
amendment, not yet entered, inserting these claims in his applicaticm. 
The decision of tiie Examiner upon the motion to dissolve holds that 
Eelley's claims cover substantially the subject-matter of these counts 
of the issue and maybe considered as in effect holding that Eelley has 
the right to make these claims. For the purposes of this decision it 
may be considered that Eelley makes these claims. 

On the face of the papers it would seem that there was here an 
interference in lact. 

It is, however, necessary to determine the meaning of these claims as 
shown by the respective applications. 

There is a elear difference between the apparatus of the two applica- 
tions. This difference is in the means for controlling the rotation of the 
bars while they are disengaged from the chain. Eelley's apparatus is 
designed to so far control the rotation of these bars that they shall be 
properly presented to clamp between them the match-splint He does 
not have the specific means of Miller's apparatus — namely, the polyg- 
onal wheel and the spring. 
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Miller is no doubt entitled to claims covering his specific means for 
this purpose and claims covering geuerically any device for this pur- 
pose other than or additional to the devices of Kelley's apparatus. 

Counts 2, 3, and 5 are, in my opinion, broader than anything Miller 
is entitled to cXsim without interference with Kelley. These claims are 
not limited to any si)eciflo means for controlling the rotation of the 
bars. They are generic and cover the means of Kelley's apparatus, as 
well as the means shown and described by Miller. As to these counts 
there is interference in fact. 

Count 4 of the issue is more specific, being limited to means rotating 
with the rotary carrier for the puri)ose of preventing rotation of the 
bars. This must be understood from Miller's specification to be the 
polygonal hub or x>rojectIon on the inner face of the rotary carrier- 
wheels or an equivalent device rotating with the carrier. As Kelley 
has not this device, this claim when made by him, if, as seems to be held 
by the Examiner, he has a right to make this claim, does not mean the 
same tbat it means when made by Miller. As to this count of the issue 
there is no interference in fact. 

The decision of the Examiner is affirmed, except as to count 4 of the 
issue. As to this claim the decision of the Examiner is reversed. The 
interference will be dissolved as to this claim. 

While under the decision in the case of Hammond v. Hart {ante^ 52; 
83 O. G., 743) and Orimm v. J)oIan^ (anie^ 70; 83 O. G., 1209,) both 
decided since the declaration of this interference, it would be irregular 
to declare an interf^^nce until both parties made the claims in issue — 
in this case until Kelley made the claims which form counts 2, 3, 4, and 
5 of the issue — this irregularity is not, in view of Kelley's amendment 
above referred to, sufficient to warrant dissolution. 



Ex PARTE Appbl 

Decided June i, 1S98, 
84 O. G., 1145. 

1. ReCOXSIDKRATION— RULK 69. 

A mero reqneHt for second eonsi deration without explanation or argnmeut 
and without " distinctly and specifically pointing out the supposed errors in 
the Examiner's action^ (Rule 69) is not sufficient to entitle an applicant to 
reconsideration. 

2. Petition to Commissioner— Phactick. 

Proper practice requires that au applicant should present fully before the 
Examiner the reasons why objections made should be withdrawn, and only after 
the position taken by the applicant is clear to the Examiner should petition be 
taken. It is not the duty of the Commissioner to act upon questions whiofa 
could be and should be settled before the Examiner. 

On Petition. 
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BKARING8 FOR RAILROAD-CAKS ANI> MAClfllNKUY. 

Application ofJohaiiiies Appel filed December 27, 1897, No. 663,649. 

Mr. Fritz An^reae for the applicant. 

CtREBLBY, Assistant Commissioner: 

It appears from the record that on taking np this application for 
examination the Examiner found that the descnption was insufficient 
to enable it to be understood. The Examiner in his letter of February 
5, 1898, after stating that the invention could not be understood, ])oints 
out in detail many defects and inaccuracies in the specification and 
claims. Tliis letter bears evidence that the Examiner had given the 
csise careful and painstaking attention. Xo references were cited and 
uo claims were rejecte<l in this letter. The Examiner stated distinctly 
thatr- 

nntil a dear deacription and clainia are fiimUked, nctiou witb a view to the oitaticm 
of references mnst be deferred. 

The attorney for the applicant presented a mere request ^'for second 
consideration," without explanation or argument, without attempting 
to remedy such of the Examiner's objections as upon reasonably care- 
ful consideration must have been admitted by the attorney to have 
been well taken, and witliout even ^'distinctly and si)ecifically ])ointiug 
out the supposed errors in the Examiner's action." (Rule G9.) Such a 
request does not under the rules entitle an applicant to reconsideration. 
The Examiner, calling attention to the irregularity of the requcvst for 
reconsideration, consented to give such reconsideration, doubtless with 
the desire of facilitating as much as possible the progress of the case. 
While Bale 69, as well as other rules which require certain things to be 
done by the applicant before action can be had, should always be con- 
strued in such a way as to facilitate the progress of the case, it is clear 
that the present case is one in which a stiict enforcement of this rule 
was necessary. 

On reconsideration and affirmance of the first action by the Kxam- 
iner the applicant brings this ])et]tion. 

Arguments are presented nix>n the petition whicli should have been 
presented to the Examiner. To expect that they will be here consid- 
ered is in effect to expect the Commissioner to act upon the case in the 
first instance. This is not his duty. It was never intended that ques- 
tions which could be and should be settled before the Examiner — and 
most of the questions raised in this petition are such questions — should 
be i)erniitted to be brought to tlie Commissioner. Proper practice 
requires that the applicant should, through his attorney, present fully 
before the Examiner the reasons why objections made should be with- 
drawn, and only after the position taken by the applicant is made clear 
to the Examiner should i>etition l>e taken. 
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Until this is doM tlM qnestioiis raiaed by this petition will not be 
oousidered by me. The Examiner ia diteoted to oonsider sacb argu- 
mepts as may be presented by the applicant regarding the objections 
made to the applicataon as presented. 

The petition is dismisaed. 



OoNYBBSE ei aX. r. Kebst. 



/AmMmI Jwme IS, 1898. 
84 0« G., 1146. 

1. IHTBaFBRSHCB— Pkxuminary Statbhsmt, Opsnuki. 

A inehBiury ititOTw i ksvina been filed by a jMiiy thnwgh hie legvleriy- 
Appointed ettomey end opened, a second pieliminery statement filed thseo^ 
another attoney will not be opened at the instance of the other party, it appear- 
ing that it was not intended that the second statement should be filwl. 

2. Samr— Motion to Determinb Status of Partiks. 

Motion to define the statUM of the parties as to seniority in advance of final 
henrina denied. 

Aptbal. on motion. 

KKCK SAMMMn AVf> FORMING} MACaCNB. 

Application of Albert L. Oonverse and John T« Underwood filed 
November 25, 1895, No. 570,04!S. Patent granted John G. Kent March 
24, 1896, No. 556,988. 

Mr. NiekokLM Du Sou for Converse and Underwood. 
Mr. E. H. Bfmd and Meagrs. BeU is BeU for Kerst 

Gbeelxy, A$8i$tami CammiM9ianer : 

On March 7, 1898, Converse and Underwood filed two motions. In 
one of them thej asked that a preliminary statement filed bj Messrs. 
Higdon, Longan & ffigdon in behalf of Kerst be opened and that tbey 
be permitted to examine it. In the other they asked that preUminary 
to the hearing an order be made defining the statns as to seniority of 
tiie parties. 

Both of these motions were denied by the Examiner of Interferences. 
Hence tiie present appeaL 

November 22, 1897, the Examiner of Interferences wrote A both 
parties and recited that on November 4, 1897, a power of attorney to 
Messrs. Higdon, Longan & Higdon was filed, and on November 15, 1897, 
a prop^ statement and power of attorney to Mr. E. H. BondL On 
November 17, 1807, a second pieMminary statenMnt was filed in an 
envelop bearing the card of Messrs. Higdon, Longan & Higdon, bnt 
was not opened. On November 18 Kerst throogh Bond reqtnested ther 
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retnm of sncli Htatonieut. This request the Exsmiuer refilled to grant, 
l>iit stated that he would not x>ennit saeh statement to be opened. 

No sufficient reason has been adduced for the opening of such state^ 
ment It was filed involuntarily and has no effect beyond that which 
A blank paper or a paper in another case would have. It is purely 
ineleyant. The intent of the applicant to file is lacking from the act 
of the filing of the second paper. 

The second motion is simply an attempt to induce the Ofiiee to decide 
offhand the question of seniority. An interference proceeding is for 
the purpose of reaching a conclusion reqpecting such question. 

The decision of the Examiner of Interference is affirmed. 



BX PASTS JOKSSL 

Sft O. G., 19S1. 

Rak to thic (IttAmr ov a Mkciianxcal Patbht st ▲ Dssioir Patknt. 

A UtMign pvtent juid m sschaDieal patent mn tiie subjeete of two distinct 
iiioaopoliM, and tl^e gnmt of one d<w» not preclude the grant of the other. A 
design patent is therafore not a etatntoiyhar to the grant of a mechanical patent 
eevering the stnictvre of a de^ce the ehape or eeiiftgnratlon of which is die 
sabject of the denign patent. (Ex pmrte Pmhmtr, C. P., 1882, 5; 21 0. 6., 1111, 
cited, and Miller t. Eoftg Mfg. Ce., C. D., 18S4, 147; SS O. G.,845, distinguished.) 

Appsal firotu Exaroiners-in-Ohief. 

watkiuwiikkl Rucinrr. 
Application of Edwards P. Jones filed November 16, 1896, No. 612,306. 
Mr, N. A. Acker and Mr. L. 8. Bacon for the i^^plicant. 



OSXBLBY, Acting 

This is an appeal from the decision of the Examiners-in-Chief afflrminf^ 
the rejection by the Primary Examiner of the following claims: 

1. In a water-wheel bneket, the combination with the cnrred bottoms meeting at 
a eentiml apex or sharp ridge^ of the cnrred rear walls continuous with the curved 
bottoms, the ourred rear widls being separated by a central portion beyond which 
the said cnrred walls inwaidly eztendy the front wall and the oonyerging sido wails 
onithig the rear curved walls to the ftont wall of the bucket 

2. In a water-wheel bucket^ the combination with the curved bottoms meeting at 
a eeatral i^ex or sharp ridge so as to form two distinct pockets, the central apex or 
ridge being formed convex on each faoe at or near its butt-end, the curved raar walls 
forming a continuation of the curved bottoms, the rear curved walls beiug separated 
by a central portion beyond which tlie said curved walls inwardly extend, the front 
wan, and the oonvergteg side walls which unite the front wall ti» the rear curved 
walls. 
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The reference is design patent to Jones, Jaunary 26, 1897, No. 26,668. 

ft seems tbat this application and tlte application for the design 
patent were filed the same day. The design application was dniy 
allowed, and became a patent January 26, 1897. This application, which 
had been allowed January 22, 1897, was then withdrawn from issue and 
claims 1 and 2 thereof rejected upon the design patent in view of the 
decision of the United States Supreme Court in Miller y. Eagle Mfg. Oo.^ 
(C. D., 1894, 147; 66 O. O., 845) the Examiner holdiug that the design 
patent and the present application are for the same invention. 

The figures of the design patent are substantially identical with some 
of those of the application, and in fact are practical facHmiles of them. 
The position taken by the appellant is that the design patent is for an 
invention different from that of the application — that the configuration 
of an article is patentably difierent from its mechanical structure. 

In the decision referred to by the Examiner the two patents were 
each for the same structure, although specifying different fiinctions. 
The Supreme Court held that — 

no patent can isaiie for an invention aotnally ooTored by a former patent, especially 
to the Bame patentee, althoogh the terms of the claims may differ. 

The constitutional power to confer a monopoly is exhausted by a 
single grant. A design patent and a mechanical patent are, however, 
subjects of two distinct monopolies, and the grant of one does not there- 
fore preclude the grant of the other. Throughout the decision in ques- 
tion only mechanical x>fttent8 were considered, and the fact that no 
reference was made to those decisions of that tribunal in which design 
patents were discussed and considered tends to show that the Court 
did not consider design patents as belonging to the same statutory 
class as mechanical patents. 

This question was considered by a former Commissioner in ex parte 
Palmer J (C. D., 1882, 5; 21 O. O., 1111.) The conclusion then reached 
was that the application for a design i)atent could not properly be 
rejected upon a mechanical patent for the same thing, the circumstances 
being in that respect different from those of the case before me. This 
does not seem to be important, however, and I have arrived at the con- 
clusion that a design patent is not a statutory bar to the grant of a 
mechanical patent covering the structure of a device whose shape or 
cr>iiflguration is the subject of the design patent. 

The decision of the Examiners-in-Chief is accordingly reversed. 
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Ex PASTE HeALEY. 

I)i}Med April 8, 1898. 

84 O. G., 1281. 

DiviHioN— Skparatr Parts or a Bicyclk — ^Distinct and Independent Invkn- 

T102ife(. 

When an applicant had no claim covering the fundamental organization of the 
bicycle, but each claim was drawn to an improvement on some specific part of 
it — viz., first, the crank-shaft covered by claim 1 ; second, the handle-bar-stem 
clamp covered by claim 2; third, the wheel-hnb formation covered by claim 3; 
fourth, the axle-wheel ami cone formation covered by claim 4; fifth, the seat- 
poet clamp covered by claim 5; sixth, the crown-fork formation covered by 
claims 6 and 7, and, seventh, the handle-bar grip covered by claims 8 and 9, Held 
that these separate improvements are distinct and independent inventions, 
which should be presented in separate applications. {Ex parte Wifleox and Bor- 
tan, C. D., 1888, 144; 45 0. 6., 455; ex parte Steamee, C. D., 1890, 49; 50 O. G., 1768; 
tfxjMM^teC^it, CD., 1890,81; 51O.G.,1620; e«|Mirto5|isolrfraif oft, CD., 1891,86; 54 
O. G., 1265; ex parU Burge$$f C D., 1897, 64; 80 O. G., 1759; ex parte lioee, 62 MS. 
Dec, 366, and Seeeion v. Bomadka, C D., 1884, 340; 28 O. G., 721, cited.) 

On Petition. 

BICTCUB. 

Application filed April 34, 1896, No. 588,916. 
Messrs, 0. A. Snow dt Co. for the applicant. 

Obbeubt, Assistant Oammissianer 

This is a petition from the action of the Primary Examiner requiring 
division of the above-entitled application. 

The Examiner states that there are seven distinct and indei>endent 
inventions claimed which do not matnally contribute to produce a 
single i-esult within the meaning of Rule 41, and therefore holds that 
no two of them should be covered by one application. The inventions 
are improvements on a bicycle and are divided as follows: 

1. The crank-shaft'Construction, covered by claim 1. 

2. The handle-bar-stem clamp, covered by claim 2. 

3. The wheel-hub formation, covered by claim 3. 

4. The wheel-axle and cone formation, covered by claim 4. 

5. The seat-post clamp, covered by claim 5. 

6. The fork-crown formation, covered by claims G and 7. 

7. The handle-bar grip, covered by claims 8 and 9. 

The applicant has no claim covering the fundamental organization of 
the bicycle, but each claim is drawn to an improvement on some specific 
part of it. No claim is, in fact, drawn to cover, in combination, any 
two of the parts claimed specifically, and it ap()ears to be recognized 
tliat no such claim could properly be drawn, since there is not such 
oodperation between them as to make a valid combination. The rule 
finr detonninlng under such circumstances whether division should be 
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reqaired was stated by OommissioQcr Mitchell in ex parte Stmmm 
(C. D., 1890, 49,- 50 O. G., 1768) to be: 

When the machine or apparataa improved upon in old Mid no cUunui are made 
professing to cover its fundamental organization, the several specific improvementa 
are to be grouped with ruference to the several single functions with which they 
mutually contribute to discharge, and it is not enongh to Justify Joinder in the same 
application that they all relate to the same machine or apparatus and in varions 
di8<*ouneet««l wayH tend to improve it. 

This rale was quoted with approval in ex parte Bwrtjesn (C. D., 1897, 
64,- 80 O. O., 1759,) wherein it was said : 

" *' * When a device ban been made by the inventors themselves and by the 
manufacturing interests of the country a distinct snbject of invention and manu- 
facture, aud so stands in a distinct class, applicants should not be permitted to 
claim this particular device in an application with other distinct and separate 
inventions. 

In the present case claim 1 covers the means for fastening together 
the parts of the crank-shaft, which is made in two pieces, and the 
arrangement of the bearing-sur£BMses thereon. This improvement is 
adapted for use with any ordinary bicycle and it is entirely immaterial 
in so far as its strncture and operation are concerned whether the 
bicycle with which it is actually used is or is not provided with the 
other specific improvements claimed. Grank-shafts have been made a 
distinct aud separate subject of invention from other parts of a bicycle, 
as is evidenced by the patents now found in the class of ^^ Pedals aud 
Orauks.'' This claim therefore under the practice announced above 
should be included in a separate application. It clearly comes within 
the rule announced in ex parte WiUcox and Barton (0. D., 1888, 144; 45 
0. 6., 455) and ex parte Speckbaueh (C. D., 1891, 36; 54 O. O., 1265) that 
division should be required where-— 

the inventiou has obtained a distinct place in art and maunfaoture, and can be used 
in other relations. 

Claim 2 covers the peculiar structure of the fork-stem and a split ring 
which co(>perates therewith for the purpose of holding the handle-bar 
stem firmly in place. This ring is somewhat similar in appearance to 
that covered by claim 5, which is used for clamping the seat-post in 
place, and also has a similar function, since they both act as clamps. 
The Examiner states that neither can be used in place of the other, 
however, and that they belong in different classes, since one is peculiar 
to the steering-head of the bicycle and the other to the seat-post. They 
are certainly separate and distinct structurally, and the operation of 
one does not in any manner affect that of the other. If, however, they 
are regarded broadly as merely different forms of clamps, one of which 
may be used in place of the other and which belong to the same art 
of invention, it is apparent that they are two si)ecies or modifications 
of the invention and should not be claimed in one application. (Ex 

-^te Cookj 0. D.y 1890, 81; 51 O. G., 1620.) These two devices are 
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not only distinct from aadi other, but are alBo entirely iudepeudeut of 
tbe inventionB covered by the remaining claims. The only relation 
between either of them and the other inventions is that they tend in 
diseaanected ways to improve the bicycle with which they are used, 
and, as noted in ex parte SteameSj cited above, this is not sufficient to 
warrant their indusion in one application. 

Olaim 3 covers the constmction of the wheel-hub by which the spokes 
of the wheel are fiewtened in place and is assignable to a dilf'ereut divi- 
sion of the Office frmn any of the other chums. The matter covered by 
this claim has been made the subject of distinct and independent 
invention, as will be seen by reference to the class of ^'Carriages and 
Wagons, Hubs,'' and is entirely independent of the other inventions 
claimed, and should therefore be covered' by a separate, application. 

Claim 4 covers the construction of the axle and the bearing-cones 
mounted thereon whereby the cones are fastened in place. It covers a 
structure which is assignable to the class of ^Bearings," which, as 
stated in ex parte Bom^ 62 MB. Dec, 366,) has beea recognized by 
inventors themselves as being separate and distinct irom other parts 
of a bicycle. 

Claims 6 and 7 cover a construction for strengthening the frame of a 
bjeycle at the fork-crown which is in no way connected in design or 
eperation with the other inventions claimed, and it should therefore be 
presented in a separate appUcatian. {Ex parte Roscj above.) 

The handle-bar grip covered by claims 8 and 9 is clearly indei>endeut 
wtuBj other parts of a bicyele and has been so recognized by mannfac- 
tarsTB sod inventors, as is apparent from the fact that handle-bar grips 
INijf be bought separately at any store keeping bieyde supplies just as 
ths bell or lamp may be purchased. 

1% is therefore held that each of the inventions referred to by the 
Bzsminer should be presented in a separate application. 

H is true that all of these inventions relate to improvements on one 
machine — a bicycle — but they cannot for that reason be allowed in one 
a^lication, since they are as independent of each other both structur- 
i||^ and functionally as if they related to different machines. This 
esse is analogous to that considered by the court in Sessiann v. Boniadkaj 
(C, D., 1884, 340; 28 O. O., 721,) wherein as a condition precedent to 
gfSnting the relief asked the patentee was required to disclaim all but 
OBS of the several independent improvements covered by his patent. 
Im that case the Court said in regard to the several improvements: 

Asy are all designed for ime vpou oue article — uamelj, a trunk ; bat they do not all 
tisA to the aooomplishmeut of a single reenlt farther than that all combine generally 
t^ InproTe the tmnk. Each is a distinct invention or iiiiproTement by itself, and 
tht ^Mvaiion of one has no relation to the operation of the others. Althongh all 
■M^ be placed apon the mmbm trank, eaoh singly has a distinct and appropriate use, 
1^ in aaeh vm they are niiooanooted. 



Ike petition is denied. 
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TBEVKTTK r. Du^LTSK. 

Uecided May if I, 1808, 

84 O. (;., 1283. 

1. iNTKRFKiiENCK— Motion for Dissolution — Rulk 114 Constkoei>. 

(jDdor Rule 114 iiiotioti for (liwolutlou iiiiiBt not only be tiled, but iiiunt also l>e 
iioticeil for hearing within the limit of appeal in order to operate hm a stay io 
the running of the time limited. {Metfrose v. JakH, 0. D., 1891, 145; 56 O. G., 
1447, cited.) 

2. Samk — Motions, Transmission of. 

The Examiner of Interferences is l>ound to transmit proper motions noticed 
fur hearing within the limit of appeal, if in proper form; but after that time he 
will t^xerclHO his discretion under the circamstanecs of each case in determining 
whether the motion shall be transmitted. 

3. Limit of Appkal, Extknsion of. 

Tlio Office is not bound by the ntriot rules of practice that obtain in the courts 
and may extend the limit of appeal in a proper case even after the time first set 
has cxiiired. 

4. Samk — Jurisdictiox of Examinkr of Intrrfersncks. 

The Examiner of Interferences may himself extend the limit of appeal in a 
proper case, and it is not necessary to first make a motion before the Commis- 
sioner to restore to him Jarisdiotion of the interference. The decisions in Omri- 
«0M V. n&bner (C. D., 1891, 59; 54 O. G., 1889) and Gu^rrantY. CabUy, Cofee 
(C. D., 1892, 205; 61 O. G., 285) modifieil. 

On Petition. 

I'AI*RR-FB«DINU machink. 

Ax>i>licatioti of Wetitwortb G. Trevette filed December 18, 1895, No. 
572,581. Application of Talbot (3. Dexter iile<l July 13, 1894, No. 
517,3%. 

Metfsris, Raymond cO Omohundro for Trevette. 

Mr, E. LOfOits and Mr. Harry E. Knight for Dexter. 

Greeley, AnHtHtant Commissioner: 

This is a petition by Dexter from the decision of the Examiner of 
Interferences transmitting to tlie Primary Examiner Trevette's motion 
to dissolve tlie above-entitled interference. 

It appears from the record that on November 19, 1897, x>riority was 
decided in favor of Dexter for the reason that Trevette's preliminary 
statement failed to overcome the filing date of his application. Decem- 
ber 0, 1897, was set as the limit of appeal irom this decision. This 
limit was on motion extended to December 24, 1897. On December 23 
Trevette filed a motion to dissolve the interference and a motion to 
tnmsmit the same to the Primary Examiner, and reixuested a 8usi)en- 
sion of proceedings pending a determination of the motion to transmit. 
This motion was noticed for hearing on December 28, four days after 
the limit of apfieal had expired. 
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It is contended by Dexter that by reaHon of the expiration of the 
lunit of appeal the Examiner of Interferences had no jurisdiction of the 
interference on the day of hearing and therefore could not properly 
consider or decide the motion to transmit. 

Rule 114 provides that where jndfi^ent is rendered on the record the 
defeated party may, within the limit of appesil, bring any of the motions 
permitted by the rules and that — 

the tiling of such a motion, notice<l fur hearing within the limit of appeal, will oper- 
ate to stay the running of the time so limited until the final determination of the 
motion. 

The wording of this rule indicates that if not noticed for hearing 
within the limit of appeal the mere filing of the papers in this Office 
will not itself operate to stay the running of the time,, and in that 
respect differs ikom the limitations in Kule 122, as construed in Beck- 
field V. Ruudj (63 MS. Dec., 35,) in reference to the limit within which 
motions to dissolve should be made. Such has been the construction 
heretofore given this rule, as is indicated in the decision of Ilolton and 
Malsch V. MerrotPy (41 MS. Dec, 457,) quoted with approval iti Meyroie 
V. Jahfij (C. D., 1801, 145; 56 O. G., 1447,) wherein it was said: 

* * * a motion must not only he filed, but must also designate a day of hearing, 
within the limit of the appeal, in order to operate of itself "to stay the running of 
the time limited." If the day fixed is not within the time limited, the Kxaminer of 
Interferences will be without Jurisdiction when the day for hearing is reached, 
onleaa the limit of appeal shall meanwhile have been extended by him. 



The appellant calls attention to the strict construction given by the 
courts to the statutory limitations in regard to appeals and urges that 
the same practice should be followed in this Office. In the court prac- 
tice the limit of appeal cannot be extended for any reasctn, and if 
appeal is not taken within that time the court is without jurisdiction. 
{U. 8. V. Curry f 6 How., 106; Radford v. Fohim, 131 U. S., 392.) The 
Office practice is not, however, strictly analogous to the court practice, 
and therefore the i*ules which are binding on the courts are not always 
applicable to the procedure in this Office. 

As stated by the Court of Appeals of the District of Columbia in 
B&8$ V. Loewer, (0. D., 1896, 665; 77 O. O., 2141:) 

* • * the proceedings of the Patent Office are not controlled by the ordinary 
mlea of practice that obtain in the courts of the country, but are controlled by 
tttiitntory provisions and a code of rules made in pursuance of statutory provisions 
wholly unlike the rules of practice enforced iu the courts. 

It is possible in court practice to have a uniform limit of api>eal, 
since each court has jurisdiction in only a limited and comparatively 
small territory. The court is almost equally accessible to all parties 
within that territory, and therefore it is just to enforce the same limit 
as to time against them all. On the other hand, parties having busi- 
ness with this Office reside in all parts of the United States and even 
in foreign countries, and the short limit of appeal usually set for par- 
12782 11 
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lies residing near tbe Ofiioe would be inadequate for parties leaidiag 
at a gretit distance. Most of the bnsiness with this Office is ocmdiieted 
by correspondence, and in order for a party to intelligently presodt a 
motion for dissolation it is necessary for him to obtain copies of his 
opponent's application, and to do this where he resides at a distance 
requires much time. In view of these &ets the limit of appeal in inter- 
ference proceedings in this Office is not fixed by statnte or by the roles, 
but is set by the Examiner of Interferences at such time as in his dis- 
cretion seems proper in view of the circumstances of each particular 
case. It follows from this method of setting the time that a mistake 
may occur in a particular case, and at a subsequent period it may be 
discovered that the time originally set is insufficient under the circum- 
stances and that it would be inequitable to hold the parties strictly 
bound by the limit first set To extend the time in such case would 
not involve a violation of any statute or rule. Rule 114 simply provides 
a means by which a party may as a matter of right obtain a suspension 
of proceedings for a consideration of a motion, but does not prohibit 
the Office from extending the limit of appeal under other circumstances 
upon its own motion or upon the request of a party in a proper case. 
I cannot agree with the appellant in holding that the fiict that judg- 
ment has been rendered presenti the rights of the parties in any dif- 
ferent light from what they would be under Rule 122 if no such judg- 
ment had been rendered. The judgment is no more conclusive of the 
questions presented under a motion to dissolve than is the declaration 
of the interference itselC Motions to dissolve are made not alone to 
avoid the expense of interference proceedings, but also to prevent an 
incorrect or misleading decision on pricrity. As stated in Garr%9&m v. 
Eubner^ (G. D., 1891, 59; 54 O. G., 1889:) 

In dinposing of this motioa It most he remombered that a Jadgmeat upon the 
record iiDder Rule 114 is » judgmeat rendered before tbe Offioo has had the beasflt 
of the vievrs of coansel for either party upon the questions inrolved therein. Hie 
interference is declared by the Office while each party is in ignorance of the natuve 
of his opponent's application. The pieliminary statements are prepared, filed, aad 
accepted while the same state of things exists. If tbe Office has made a mistake^ 
the entire public, as well as the ii^nred party, is interasted to have the mistake 
corrected. 

In that decision it was beld that this Office has authority to extend 
the limit of appeal even after snch limit has expired. The same con- 
elusion was announced in Ouerrant v. Cable v. Coffee^ (O. D., 1892, 295; 
61 O. G., 285,) wherein it was said: 

As to matters coming properly befMe it, this Office has not only all the powen of 
a court of equity, but the peculiar administrativ^e powers committed to it warrant 
the Commissioner in departing from striet court practice, at his sound discretion, in 

exceptionnl cases. 

In these decisions it was held that the question should be presented 

to the Commissioner in the first instance for the purpose of restoring to 

he Examiner of Interferences jurisdiction of the interfbreaoe; but I do 
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DOl agree that this is the correct practice. Since the Commissioner 
himself has antiiority to extend the limit of appeal, it follows that he 
may del^ate that aathority to the Examiner of Interferences if he sees 
proper. The Examiner sets the limit in the first instance at such time 
as in his opinion seems proper, and there is no apparent reason why he 
may not in his discretion extend such time whenever such extension is 
necessary, jost as he may extend the twenty days for motions under 
Bale 122. He is the proper party to consider the question in the first 
instancy since such action would be merely in the nature of a recon- 
sideration of his former action in setting the limit of appeal. He is 
bound to transmit proper motions noticed for hearing within the limit 
of appeal if in proper form, but after that time he will exercise his dis* 
cretion under the circumstances of each case in determining whether 
the motion shall be transmitted. 

The decisions above noted are modified to the extent of holding that 
it is not necessary lo make a motion before the Commissioner in order 
to restore the jurisdiction of the Examiner of Interferences, but that he 
may assume such jurisdiction himself, in his discretion, when proper 
occasion arises. 

In the present case he has assumed such jurisdiction and has trans- 
mitted the motion to the Primary Examiner. This action amounts to 
such extension of the limit of appeal as was necessary in order to con- 
sider the motion. It is true, as urged by Dexter, that he seems to have 
regarded the motion as in strict compliance with Rule 114, although it 
was not noticed for hearing within the limit of appeal ; bat whether it was 
so regarded or not his action in transmitting tlie motion to the Primary 
Examiner was proper. The motion papers were filed before the limit of 
appeal had expired and the day set for hearing was not such a length 
of time thev^eafter as to indicate any intention to unreasonably delay 
the proeeedingB. {Beckfield v. Ruudj above cited.) 

The petition is denied. 



Ex PARTE (tROSSBLIN. 

/Mciddd AugHitt 11, 1898, 

84 O. O., 1284. 

Aftidavit Uin>BR Rdlk 75~Foreigm Fatknt—Printed Publication— Rbcsp- 
TioH AKD Consideration ov tub Affidavit by Primary Examiner. 
An affidsvil tending to bIiow that an iuvention shown but not claimed in a 
Gennan patent was derived from the applicant and that it is in fact nothing 
jDoro than a printed publication of applicant's invention and not the invention 
of another is competent evidence for the consideration of a Primary Examiner 
and should be received and considered by him. (Ex parte Fayen, 43 MS. Dec., 
73, eited.) 

On Bbhsabino. 
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MAPPINO-MACHIlfE. 

Application of Nicolas H. Grosseliu filed December 7, 1894, No. 
531,116. 

Messrs. Foster c£r Freeman for the applicant. 

GbseIiEY, Acting Oammissumer: 

This is a rehearing granted on a petition on which the Exanuner 
was sustained in refusing to admit an affidavit filed to overcome a 
German patent cited in rejection of applicant's claims. This German 
patent was granted to a person other than the present applicant and 
shows, but does not claim, the invention of the rejected claims. It is 
attempted to show by the affidavit that the invention was made abroad 
by the present applicant before the German patent was applied for; 
that the Gtorman patentee knew of applieant*s invention and in his 
application on which the German patent was granted did not attempt 
to claim such invention, but limited his claims to certain changes or 
improvements on applicant's invention and merely showed without 
claiming the broad invention now claimed by applicant. 

As the German patent does not claim applicant's invention, it mnst 
be considered for the purposes of this case as a printed publication and 
not as a patent. 

liule 75 requires that when an application is rejected on a printed 
publication and the applicant makes oath to facts showing completion 
of the invention in this country before the date of the printed publica- 
tion, etc., then the publication will not bar the grant of a patent to the 
applicant; but this rule presupposes that the printed publication is 
the publication by some one other than the applicant whose appli- 
cation is rejected — ^by some one who asserts inventorship therein either 
in himself or some person other than the applicant. A prior foreign 
patent to the applicant or a prior printed publication in which the 
applicant's right to inventorship is recognized is not under the statute 
in force at the time this application was filed a bar. 

In the case of Payen (43 MS. Dec., 73) Commissioner Mitchell after 
a careful consideration of the authorities held that affidavits tending 
to show that a certain foreign patent on which Payen's application had 
been rejected, though taken out by other parties, had been taken out 
through fraud ui)on Pay en, the invention having originated with him 
and been pirated from him by these parties, constituted competent evi- 
dence for the consideration of the Examiner and should be received. 

Following the principles of this decision, it appears clear that affi- 
davits tending to show thut the invention shown in the Gtorman patent 
was derived from the applicant and that it is in effect nothing more 
than a printed publication of applicant's invention and not the inyea- 
tion of another would be competent evidence for the consideration of 
"^^e Examiner and should be received and colisidered. The question 
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of tbe sufficiency of tbe present affidavit is of course a qaestion for the 
Examiner to decide, subject to appeal to tbe Examiners in-Obief. 

Tbe former decision of July 10, 1896, (0. D., 1806, 30; 76 O. O., 1573,) 
is set aside and tbe ))etition is granted. 



Ek parte Gousens. 

Deoid€d June H, JS98. 

84 O. G., 1438. 

Appkalt-Pbtition— New Mattbr— Proper Procedure. 

Where ah amendment was objected to by tbe Examiner on the gronnd that 
it contained new matter and tbe elaime which depended on the disclosnre con- 
tained in tbe amendment for their support were rejected and noreconsideration 
of the Examiner's action was aslced for by the applicant, bat petition was taken 
to the Commissioner, Held that the qaestion raised by tiie i>etition is one alTect- 
ing the meritSi and applicant's coarse ander the rule is to ask reconsideration 
of the Examiner's action, and if apon reconsideration the Examiner adheres to 
tbe rejection appeal lies to the Examiners-in-Chief, as the qaestion is one which 
may not be bronght to the Commissioner by petition. 

On Petition. 

TXHSIOH-RlfilJdl^TOR FOR THE ELKCTRICAL TRANSKnsSIOlf OP BPBBCR. 

Application of Alfred 0. Cousens filed June 15, 1805, No. 552,806. 

Mr. A. C. Oau^ens pro se. 

Metsra. Crosby dk Gregory for tbe assignee. 

Obbbley, Asaiiiani Oommisiioner: 

It api)ears that certain of tbe claims of petitioner's application were 
rejected by tbe Examiner on tbe ground of inoperativeness and on tbe 
further ground that if operative tbey were met by cited references. 

On appeal to tbe Examiners-in-Gbief tbe decision of tbe Examiner 
was reversed; but tbe Examiners-in^Cbief, acting under Bule 130, 
annexed to tbeir decision a statement of certain grounds wby tbe 
claims should not be allowed. Tbe substance of tbe statement was 
that tbe invention was not disclosed in such a manner as to enable 
those skilled in tbe art to make and use tbe same. 

Wbetber or not it would be possible for tbe applicant to so disclose 
the invention without introduction of new matter was not decided by 
tbe Examiners-in-Gbief, but was expressly left by tbem for tbe determi- 
nation of the Examiner. 

On the return of tbe case to the Examiner be r^ected it upon tbe 
reasons for rejection contained in tbe statement annexed to tbe decis- 
ion of tbe Examiners-in-Gbief. 

On December 13, 1807, the applicant presented an amendment 
intended to obviate tbe objections originally raised by the Examiners- 
in-Ohief and urged by tbe Examiner in bis- letter of Novemlier 5, 1807. 
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This amendment was objected to by the Examiner for the reason 
that it contained new matter, and the claims which depended uix>n the 
disclosure contained in the amendment for their support were rejected. 
No reconsideration of this action has been asked by the applicant. 

The question by the petition is whether or not the Examiner's objec- 
tiou as to new matter is well taken. This is a question affecting the 
merits.. Applicant's course under the rules is to ask reconsideration^ 
and if npon reconsideration the Examiner adheres to the rejection to 
appeal to the Examiners-in-Ohief. The question is not one which can 
be brought before the Commissioner by petition. 

The petition is dismissed. 



BX PARTE MaYNABD. 



June 2St 18B8. 
84 O. 6.. 1433. 

1. Amkhdmsnt ArrxR Final RuKcnoN— fitaowiNO Rsquibbd. 

An additional claim presented after final rejection should not b« admitted 
withontthe showing of "good and safficient reasons why it was not earlier pre- 
sented" required by Rnle 68. 

2. Practicb— PKTrnoNS— WmiDRAWAL OF Examinkr's Objection. 

Proper practice requires that reasons for the withdrawal of an ExamiDer^s 
objections sLonld be fully presented to the Examiner before petition to the 
Coinmissiouor is taken. 

On Pbtitioh. 

RMBROIDKRT-HOOP. 

Application of William 0. Maynard filed March 23, 1897, No. 628,892. 
Mes$r». G. A, 8notp db Go. for the applicant. 

Greblby, Assistant Commissioner: 

Interference was declared lietween thiA application and the applica* 
tion of one Hammond on an issue which ^it is urged by applicant was 
somewhat less broad than the broadest claim found allowable to Ham- 
mond. No testimony was taken, Hammond conceding priority. At 
the time of declaring the interference a claim not involved in the inter- 
ference was under rejection, the question of its patentability being, at 
applicant's request, left to be finally determined after the interference 
should be decided. 

The question of priority having been decided applicant requested 
final action on the rejected claim. This was on March 19, 1898. The 
Examiner on March 23 called attention to the fact that this chum was 
under final r^ection. On the 25th applicant presented an additional 
claim without making any reference to the final rejection of the 2ddand 
without making the ^'showing duly verified of good and sufficient 
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sons" why it was not earlier presented which is required under Rule 
68. The amendment was refused admission by the Examiner, and from 
8U(di refusal the api^icant brings this petition. Ko such showing has 
as yet been made in the caae. It was stated at the hearing that appli- 
cant can make such showing and will do so. 

The action of the Examiner in refusing to admit the amendment was 
dearly in eeafermity with the rule. The applicant should have made 
the showing required before the Examiner. He should have complied 
with the rule fully before taking this petition. As was pointed out in 
0xparU Afpdj {amUy 152; 84 O. G., 1145)— 

it was never intended that qneationt which eonid be and should he settled before 
the Examiner * <» « should be permitted to be brought to the Coniniissiouer. 
PMper practice requires that the applicant should through his attorney present itiUy 
before tiie Examiner the reasons why objections made should be withdrawn, and only 
after the position taken by the applicant is made clear to the Examiner should peti- 
tion be tahen. 

The petition is dismissed, applicant being given leave to present 
before the Examiner the showing required under Rule C8. In the con- 
sideration of such showing the promptness with which the amendment 
filed may jHroperly be taken into consideration* 



Cbookbb r. Alldbbdiob. 

D9Med Au9U9i If, 1898. 
84 CO., 1434. 

IirnBRFEREHCB—TaiursHTmiiro Motion— J ukisdictiok of Examinkr ov Intkr- 

FERKNCKS AND PRIMARY EXAMINER. 

The transnieBimi ef a motion provided for by the rales by the Examiner of 
InterfersDoee to the Primary Examiner for his decision does not give the Primary 
Examiner jnrisdiotion for all purposes, but only for consideration of the motion 
transmitted. Jarisdiction as to all other matters respecting the interference 
clearly remains with the Examiner of Interferences and he hns authority to 
entertais nottens to dissolve or any other motions which may under tho rules 
be Made. (HuU mnd FUlUp€ v. Foglmtmg, C. D., 1892, 190; 60 O. O., 1477, and 
Jemnt amd Brmm v. hooik^ 45 MS. Dec, 88, cited.) 

Appbal on nM>tion. 

BICYCLK-BRAKR. 

Application of John 0. Crocker filed February 23, 1897, No. 624,056. 
Applicatkm of William H. AUderdice filed December 7, 1896,No.61'SJ816. 

JfeMTf. 0. A. Snow 4t Co. for Orocker. 

JfeMTtf. Whitman <£ WiQcinMWn and Messrs. Wilkinson & Fisher for 
Allderdice. 



Gbkblet, AeUmg Oammissianer : 

It appears that in this case Orocker, the junior party, has taken tes- 
tiBony. Before the expiration of the time set for AUderdii;e to take 
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Ills testimouy a motion was made by him to dissolve uuder the decision 
in the case of Hammond v. Hart^ {anU^ 52 ; 83 O. G., 743,) and the 
decision of the Examiner of Interferences transmitting this motion to 
the Primary Examiner was affirmed by the Commissioner on appeal. 

From the fact that no motion to dissolve was made prior to the 
taking of testimony it would seem that there is no question that both 
parties show and describe and intend to claim the same invention, and 
the only ground for dissolution is that Crocker does not make the 
claims in issue in the words of the issue. 

Crocker filed promptly ui)on the decision of the Commissioner affirm- 
ing the transmission of the motion for dissolution a motion to amend 
under Bule 109 by inserting claims in the precise language of the issue. 
This motion was transmitted by the Examiner of Interferences, and it 
is from his decision transmitting this motion that this appeal is taken 
by AUderdice. The grounds of the appeal are not stated in the appeal, 
and consequently Crocker has had no notice of the precise reasons 
why the decision of the Examiner of Interferences is believed by AU- 
derdice to be unwarranted. I would not be justified in reversing the 
decision appealed from without giving Crocker an opportunity for a 
hearing, either by brief or otherwise, upon the grounds urged at the 
hearing on behalf of AUderdice; but as it is clear that the decision 
appealed from must be affirmed a farther hearing is not necessary. 

The ground urged at the hearing on behalf of AUderdice, Crocker 
not appearing, but relying on a brief filed in his behalf, is that the 
Examiner of Interferences having transmitted one motion has thereby 
given up jurisdiction of the case and cannot entertain further motions 
of any sort. No authorities are cited in support of this iK)sition, and 
it must be held to be not well founded. The transmission of a motion 
provided for by the rules by the Examiner of Interferences to the Pri- 
mary Examiner tor his decision does not give the Primary Examiner 
jurisdiction for all purposes, but only for consideration of the motion 
transmitted. (Hutt and Phillips v. Foglesongj C. D., 1892, 190; GO O. O., 
1477.) Jurisdiction as to all other matters respecting the interference 
clearly remains with the Examiner of Interferences, and there can be 
no question that he has authority to entertain motions to dissolve or 
any other motions which may under the rules be made. {Jenne and 
Brotcn v. Booths 45 MS. Dec., 88.) To hold that when a motion to dis- 
solve has been made by one party and transmitted a motion to dissolve 
made by the other party must await the final disposition of the first 
motion before it can be transmitted to and heard by the Primary 
Examiner would in many cases result in a delay which is obviously not 
only needless, but calculated to seriously prejudice the rights of parties 
and of the public 

The decision of the Examiner of Interferences is affirmed. 



DECISIONS OP THE COMMISSIONER OF PATENTS. 169 

Oasler r. Armat. 

Decided May g6, 1S9S. 
84 O. G., 1683. 

1. RSHKARIXG — "HKW EVIDKNOK— COXSTIIUCTION HY ExaMINRRH-IN-CHIRF— BUK- 
PRISE. 

The construction placed by the Examinen-in-Chicf upon an issue is not such 
new evidence as \ronld Justify a rehearing of a motion to dissolve an interference 
granted on the ground that the issno is not patentable as to one connt. It dooH 
not fnmish ground for the allegation of surprise. 

2. 8amk — ^Monox for Diasolution — Chang r in Practice. 

In view of a recent change in tlie practice in regard to declaring interferences, 
firom which it follows that facts not before pertinent might be considered upon 
a motion for dissolution, such motion, upon rehearing, was directed to be trans- 
mitted to the Primary Examiner. 

Appeal on motion. 

VITAflCOPK. 

Application of Herman Gasler filed February 26, 1896, No. 580,810. 
Application of Thomas Armat filed February 19, 1896, No. 579,901. 

MeMTs. E. M. Marble dk Sons for Oasler. 
Mr. Julian 0. Dowell for Armat. 

Gbbelbt, AsHstant OommiisUmer: 

This is an appeal by Oasler from the decision of the Examiner of 
Interferences refusing to transmit to the Primary Examiner his motion 
to dissolve the above-entitled interference. 

• It appears from the record that on April 17, 1897, Gasler made a 
motion for dissolution on the ground that neither count of the issue 
was patentable, and this motion was granted by the Primary Examiner. 
On api>eal the decision of the Examiner as to the first count was 
affirmed by the Examiners in-Ohief; but they held that the second 
connt was patentable over the references. No apx>eal was taken by 
Armat, and on January 5, 1898, proceedings were resumed as to the 
second count. On January 12, 1898, the present motion for dissolution 
was filed, alleging that there is no interference in fact in view of the 
construction placed on the issue by the Examincrs-in-Ohief in deciding 
the question of patentability. 

The Examiner of Interferences refused to transmit the motion on the 
groand that motions to dissolve should not be made in piecemeal, but 
that all reasons for dissolution which the appellant desired to urge 
should have been presented in the first motion. 

The reason given by tlie Examiner is good as a general rule of prac- 
tice and should be enforced; but it is, as urged by the appellant, sub- 
ject to exception in a proper case. Both in the court practice and in 
the Office practice a rehearing i.i granted where material evidence is 
di!ieovered which could not have been produced at the first hearings 
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and it follows, therefore, that a second motion for dissolution on the 
same grounds avS the first is proper in exceptional cases. There is even 
more reason for x>ermitting a second motion alleging different grounds 
from the first where those grounds could not have been known until 
after decision on the first motion. 

It is urged by the appellant that the construction placed upon the 
issue by the Examiners-in-Chief is such new evidence; but there seems 
to be no good foundation for this holding. The issue was part of the 
api>ellant's evidence on the former motion and, like other evidenoeiwas 
subject to examination and construction. The fact that the Office may 
not have placed the same interpretation upon the issue as the appellant 
does not furnish good ground for the allegation of surprise and, strictly 
speaking, does not constitute new evidence. (Dewey v. Colby j 0. D,, 
1896, 13 J 75 O. G., 1360.) 

Since the decision on the first motion to dissolve the practice in 
regard to declaring interferences has, however, been changed, and the 
facts which would be pertinent to the present motion would have had 
no bearing upon the question at the time of the original motion. 
(Hammond v. Harty ante, 52; 83 O. G., 743.) 

Under all of the circumstances of the case the motion for dissolution 
should be transmitted to the Primary Examiner, and therefore the 
decision of the Examiner of Interferences is reversed. 



Ex PARTE ATTKBBITEY. 
J)MidBd June 1, 18HS. 

84 O. G., 1583. 

1. Withdrawal from Issuk Aftrk Intbkvbrencb— New Rbfrrrnce. 

After an application has been examined, allowed, rjid been ttirongfa a long 
interfer^iice it should not l>e withdrawn from issne for the citation of a new 
reference unless the Examiner is satisfied that nach reference fully nkeeto tlie 
claims. 

2. Samk-^amk~Appbal~Si*ret>y Hearing. 

When an application after interference and allowance is withdrawn for the 
citation of a new reference, every facility for speedy hearing on appeal shoold 
be ftimished. 

On Petition. 

MANUFACTURE OF HOLLOW (iLAflSWARR. 

Application of Thomas B. Atterbury filed October 1, 1802, No. 447,488. 

Mr, «7. Snotcden Bell and Mr. D. 8, Wolcott for the applicaut. 

Gbeeley, Assistant Commissioner: 

The facts in relation to this petition are sabstantially as follows: The 
application, with two allowed claims, was pat into interference, tho said 
claims being substantially the issue of the interference. The iuterfer* 
Ancc wa.s prosecuted throngh tho various tribunals of this OfBoe and to 
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tiie Cknirt of Appeals of the DiBtrict of Columbia, by which coart pri- 
€inty was awarded in favor of this petitioner. Subsequently a claim 
not iBTolved in the interference and which was under fina? rejection 
was canceled and the application was sent to issue. The application 
was afterward, with the approval of the then ABsistant Commissioner, 
withdrawn firom issue and the claims rejected upon new references. 
This was November 6, 1806, and this rejection was repeated August 
31, 1897. 

It seems that the application has during its time in the Office been 
in the hands of three Primary Examiners, the last of whom did not 
acquire a knowledge of it until after the termination of the interference. 

mie relief asked for is stated as follows: 

Tlukt the approvii.1 heretofore given to the withdrawal of sairl application firom 
iMae flhonld be withdrawn and the application he a^in allowed. 

The petition also asks for the following general rulings: 

Tkmt where the merits of a namber of applications have been onoe settled and the 
^plioations placed in interference, which has been hotly contested through all 
tribunals of the Patent 0£Bce, the application of the snccessftil party shoald not be 
again sabjected to reexamination unless a clear and indubitable reference has been 
isond. 

That when an applicant has been defeated in an interference on a specific issne, 
rach defeated party cannot be allowed, under any oironmstanoes, a generic c]|tim 
for the subject-matter of the issne of interference. 

While the action of an Examiner allowing an application or any claim 
of an application is reviewable at any time before the issuance of the 
patent, claims once found allowable should not ordinarily be subse- 
quently rejected unless a state of the art materially different from that 
known to the Examiner at the time of their allowance is found to exist. 

It is well settled that all doubts as to patentability should be resolved 
in favor of an applicant, and if upon careful examination claims arc 
found allowable it may, unless it is clear that a mistake has been made, 
be safely presumed that there is at least a reasonable doubt as to their 
patentability such as would warrant their allowance. The presumption 
is still stronger where, iii case of claims which subsequently to their 
allowance were placed in interference, the question of patentability 
could be raised by opposing parties. (Ex parte NeaUm, C. D., 1897, 174 ; 
81 O. G., 1787.) 

This was evidently fully recognized by the Examiner, for in hia letter 
of November 0, 1896, he states with reference to the withdrawal of the 
application firom issne that — 

because of itsaliowance, and the delay and expense applicant has iiicuired iti prose- 
eating it in an interference, the Examiner has withdrawn it with great relnctanoe, 
mud only after mature reflestion. 

It must be presumed that the Examiner in recommending the with- 
drawal of this application from issue did so only because he was fully 
satisfied tliat the newly-discovered references fully met the claims. If 
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cannot be held that tbe withdrawal was improper, even though it may 
sabsequently appear that the references, new and old, do not in &ct 
JQStify the rejection of the claims, and whether or not the withdrawal 
was proper nnder the circumstances the order of withdrawal cannot be 
canceled or changed. The question of withdrawal must be presumed 
to have been deliberately decided by the Assistant Commissioner and 
under Bole 144 is not open to reconsideration upon any ground here 
presented. 

I see no way open to applicant to secure the allowance of his clatms 
other than to take his appeal to the Examiners-in-Chief. On account 
of the special circumstances of the case I have no donbt that every 
facility will be afforded for a speedy hearing and decision should appeal 
be taken. The Examiner will also facilitate in every way possible the 
disposal of the questions of form which it is understood have been 
raised. (See Examiner's supplemental statement.) 

It does not appear to be necessary to consider the second of the gen- 
eral questions raised by petition, for the reason that it is not a question 
directly arising in the case or on which the Examiner has uix>n the 
record made cany ruling. 

The petition must be denied. 



Ttlbr v. Arnold. 

neoided June 6, 1898, 
S4 O. G., 1584. 

INTRRFKRBNCB— PfTBUC USK. 

It is the estftbllBhed pnotioe of tbe Office to refose to raspend Interferenoe 
proceedings for the purpose of trying the issue of pabUc use, since the determi- 
nation of priority by means of the interference already established is of as mach 
importance as the establishment of another statutory bar by means of pnblie- 
nse proceedings. 

On Petition. 

UkflT. 

Application of Abel D. Tyler, Jr., filed September 2, 1897, No. 650,410. 
Application of William B. Arnold filed June 22, 1896, No. 596,367. 

Mr. Bdw. 8. Beach for Tyler. 
Mes8rg. Crosby & Gregory for Arnold. 

Obbblby, Assistant Commissioner: 

This is a petition asking that the above-entitled interference be sus- 
pended for the purpose of instituting public-use proceedings. 

There is nothing in the record to show that notice of this petition 
was served upon Tyler, as it should have been; but since the petition 
cannot be granted in any event the lack of notice becomes immateriaL 

The question as to whether interference proceedings should be 
stopped for the purpose of trying the issue of public use has been 
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repeatedly raieed, and it is the established practice of the Office to 
reftise to suspend proceedings for that purpose. In Thomson and Unbe- 
kend v. HisUy (0. D., 1804, 43; 66 O. O., 1596) this general question 
was flilly discussed, although in that case the question was raised on 
a motion for dissolution instead of by petition, and the conclusion was 
announced that — 

it is belieyed, then, to be proper practice to refuse to stop an interfcreoce to allow 
a party to try to create a bar upon tlie baeis of a diacloeure of the iaterfereiice pro- 
oeedlnga. 

The case was even stronger than the present, since the question was 
raised by the preliminary statement of, the opposing party instead of 
by ex parte affidavits of others, as in the present case. 

Two years' public use, if established, is a bar to the grant of patent 
to a party, but so also is prior invention by another, if established. 
One bar is as complete as is the other, and therefore the public has as 
much interest in having the one question settled as the other. In the 
interference proceedings Arnold's right to a patent is raised just as in 
the proposed public-use proceedings Tyler's right to a patent would be 
raised. Even if tbe affidavits presented by Arnold make out a j^ma 
fade case of public use and under ordinary circumstances would war- 
rant the institution of public-use proceedings they do not warrant the 
suspension of the interference for that purpose. Tyler's preliminary 
statement under the rules makes out as good cause for continuing the 
interference proceedings as do the affidavits filed by Arnold for the 
institution of public-use proceedings. The interference proceedings 
having been already instituted and being of as much importance as the 
public-use proceedings should be allowed to proceed to final decision. 

The petitioner's argument that the trouble and expense of the pro- 
ceedings will be less if public-use proceedings are now instituted is not 
well founded, for it cannot be decided in advance what the decision 
win be, and it is possible that whatever course is pursued it will be 
necessary to take testimony on both questions. 

The petition is denied. 



Weight and Stebbins v. Ohuboh. 

Decided June 16, 1898, 
84 O. G.; 15S5. 

iBTBRFKROrCa— HonOH TO DiSSOLVB iMTEBrKKKMCE SUBSKQUKMT TO DKCISION 

IN Hammond v. Hart— Tkstimony Taken. 
Upon a motion to disBolve an interference after teatimuuy hau been taken, on 
the ground that there is no interference in fact, under tbe practice as indicated 
iu the decision of HmmtMnd v. Hart, (ante, 62; S3 O. G., 748;) Held that aftor 
partiaa have been pot to the delay and expense of taking testimony the Office 
should not dissolve an interference irith the certainty that it wiU be redeclared 
npou another issue based upon the same subject-matter, ((yiiowke v. OiUe^e, 
mtU, 136; S4 O. G., 9S4, cited.) 

▲ppxal on motion. 
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TBUCK. 

Application of B. G. Wright and F. E. Stebbins filed July 20, ISM, 
Ko. 599,835. Application of Arthor L. Glmrch filed June 1, 1S96, Ko. 
593,841. 

Mr. JVanA; E. BtebUns for Wright and Stebbins. 
Me88r$. Howsan & Howsan for Ghnrch. 

Gbeslby, AssisUmt GommisHaner: 

This is an appeal from the decision of the Examiner of Interferaicee 
granting a motion by Wright and Stebbins for the transmission of the 
files and papers to the Primary Examiner for his determination of a 
motion to dissolve. The ground of the motion to dissolve is that in 
view of the decision in Hammond v. Hart {ante^ 52; 83 O. G., 743) and 
other decisions no interference in fact exists. 

This interference was declared September 29, 1897. Yarioas delays 
have been asked for, chiefly to accommodate Wright and Stebbins. 
Both parties have taken testimony and Ghnrch has filed his printed 
copies, though Wright and Stebbens have not done so. Final hearing 
has beeit fixed for Jnne 27, 1898. The Hammond v. Hart decision above 
specified appeared May 3, 1898. This motion was brought eight days 
later. Many of the facts recited above seem to indicate a disposition 
on the part of Wright and Stebbens to delay the case. A party in 
such a x>osition is not entitled to great consideration. The main point 
to be considered is, however, the advisability of considering the ques- 
tion of interference in fact in view of the decision referred to. 

After parties have been pnt to the delay and expense of taking testi- 
mony the Office should be reluctant to dissolve an interference with 
the certainty that the interference will be renewed upon another issue 
based upon the same subject-matter. This was the conclusion reached 
in (yRourke v. OiUespiey {ante^ 136; 84 O. G., 984.) 

It is deemed expedient and essential to substantial justice that the 
motion to transmit be denied. At the conclnsion of tiie interference 
Ghnrch, if priority is awarded to him, may make under the rules a 
claim which embodies the issae. 

The decision of the Examiner of luterierences transmitting the 
motion to dissolve is reversed. 
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BiCHARDS 9. NiCKERSON. 

IkekM Aufuii 1$, 1898. 

84 O. G., 1585. 

iRTBRraooiCB — ^Motion to Bissolte iNnairBBSNCK Sumsquknt to Dkcuion 
iM Hammoxi> r. Hast-— Testimony Takesi. 
The diflsohitioD of an interference after testimony haa been taken shoolil not 
be permitted under the decision of Hamm&nd v. Hart {ante, 52; 83 O. G., 743) 
when another interference npon the same subject- matter wonld necessarily fol- 
lowy even thongh the elaims of the parties are not the same. ((fRaurke v. Gil- 
Impit, aate, 136; 84 O. G., 984, and Wright mnd 8tt»Hii$ v. Chwrdi, ani9, 173; 84 
O. G., 1685, cited.) 

Afpbal on motion. 

W RIOHINO-M ACHINE. 

Application of Francis H. Kicbards filed June 24, 1896, No. 590,731. 
Application of William E. Nickerson filed January 27, 1896. Njv ^77^083. 

Mr. IVanciH H. Richards and Mr. William H. Blodgett for Bichanis. 
Jlfr. Alex. P. Browne and Mr. E. D. Chadtdck for Nickerson. 

0B£SL£Y, Acting Commissioner: 

Judgment of priority in this case was awarded by the Examiner of 
Interferences to Nickerson. Thongh urged to do so by Richards, the 
Examiner of Interferences did not consider himself justified in express- 
ing an opinion that no interference in fact existed between these appli- 
cations and calling the attention of the Commissioner thereto under 
Bole 126. 

Appeal having been taken to the Examiners-in-Ghief, they rendered 
a decision alBrming the decision of the Examiner of Interferences 
awarding priority to Nickerson, bnt expressed the opinion that no 
interference in finct exists between the applications of the parties under 
the decision in Hammond v. Hart {antCy 52; 83 O. O., 743) and called 
the attention of the Gonuuissioner thereto under Bnle 126. 

Thereapon Richards filed a motion before the Examiner of Interfer- 
ences to disaolye the interference and made a motion that it be trans- 
mitted to the Primary Examiner. The motion to transmit was denied 
by the Examiner of Interferences, and f^om his decision thereon this 
appeal is taken. 

Role 126 provides that the Examiner of Interferences or the Exam- 
iners- in-Ohief may direct the attention of the Commissioner to any 
matter which in their opinion establishes the fact that no interference 
exists and that the Commissioner may suspend the interference and 
remand the case to the Primary Examiner for his consideration of the 
matters to which attention has been directed. I am satisfied that juris- 
diction to remand under such circumstances is in the Commissioner 
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and not in tho Examiner of Interferences. Otherwise the rule woald 
have provided that the Examiner of Interferences might remand cer- 
tainly upon matters having come to his notice which in his opiniou 
established the fact that no interference exists. Motion to remand to 
the Primary Examiner should be made before the Commissioner. This 
appeal will therefore be considered as a motion to remand brought 
before the Commissioner and not as an appeal. 

It appears in the record that a motion to dissolve on the ground that 
no interference in fact exists was made by llichards before decision on 
the question of priority was made by the Examiner of Interferences, 
but after testimony was taken. From his reftisal to transmit this 
motion appeal was taken to the Commissioner and heard and decided 
by me. I came to the conclusion that the Examiner of Interferences 
was right in refusing to transmit the motion, it not having been brought 
within the rules and no satisfactory reason for not bringing it at the 
proper time being shown. This decision was made under the practice 
then existing, before the decision in the case of Hammond v. Hart^ 
'■< ^ above referred to. 

' The decision in the case of Hammond v. Hart would no doubt justify 
and require dissolution of this interference if no testiihony had been 
taken, irrespective of the question whetlier both parties showed and 
described as of their invention the same invention; but it has been 
rei)eatedly held that in interferences declared before that decision was 
made in which the parties had gone to the delay and expense of taking 
testimony and in which dissolution would necessarily be followed by a 
redeclaration of interference between the t^ame applications upon an 
issue based upon substantially the same subject-matter dissolution 
should not be granted merely because the parties did not each make 
claims in the words of the issue. {Wright and St^Mns v. Churchy 
ante J 173; 84 O. G., 1585; (yRonrhe v. Oillespiej anUj 136; 84 O. G., 
984.) 

In this case, while in the opiniou of the Examiners-in-Chief no iuter- 
lerence in fact exists, they state, after construing the issue, that ^<had 
Nickerson made any such claim (as the issue) there would be little 
question as to the existence of an interference in fact,'' and on the 
issue as drawn affirmed the decision of the Examiner of Interferences 
awarding priority to Nickerson. 

It then appears that Nickersou was entitled to make the claim of 
the issue and to contest the question of priority thereon. It may be 
assume<l that had the practice established by the decision in Hammond 
V. Uart been the practice prior to the declaration of this interference 
Nickerson would have been given an opportunity to make this claimi 
and it may also be assumed that should this interference be dissolved 
he would make the claim, with the necessary result of a redeclaration 
of the interference. The only result would then be that the partiep 
would be put to the expense of retaking testimony. 
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Ibe €Me appean to fidl directly under the deciflioii in the omc of 
Wrif^i mid SiMnm, y. Chmrck^ above referred to. I can reach no 
other eondiision than that the interferences ahould not be remanded to 
Ihe Primary Bzamineri and 1 6o decide. 



WeTHBT «. BOBBBTS. 

DMtfid Auffmt tS, 1898. 
U O. O., 1606. 

1. IimiRFKnEMCK, DUSOLUnOK OF— JUBUDICnON OF EXAMnnUt OF IMTKRFBR- 



The EzMniner of Int w fereDc— oannot diaiolve «n interftronce except on tbe 
deeiaioii of the Primary ExMniner upon a motion to diaiolTe brooght nnder 
Bnle 132 and traoamitted as provided for bj that mle. 

S. Samb— TaaMaicmiNo Motiok to Bissolvs after Taxino TwmMomr— JuBia- 

DICTION OF EZAMIMSB OF IirrBBFRRVNCKS. 

Tlia Examiner of Interferenoes eaonot transmit to the Primary Examiner a 
moiiMi to diasolTo an interference bionght aabeeqneBt to the taking of teati- 
mony. Nor la anch a motion, if baaed ppon and requiring eonalderaUon of 
teatimony taken in the caee, within the Joriadiotion of the Primary Examiner 
to detennine, even if tranamitted. 

5. fiAMs— DiaaoLcnoN or after Prooekdino Bryokd Time for Making Motion 

TO DiaaOLVB— EULE 126. 
A dieaolntion of an interferenee whieh haa prooeeded beyond the stage at 
whieh motlona to disiolTe may properly be made bnt in which it ia clear that 
tbaie ia no interteenoe in Ihet between the applioationa inrolred ia provided 
in by Bnle 126. 

4. Bahe fliME Examiner of iNTBRrERBNCEa. 

Where the Examiner of Interferences refhsed to consider a question of inter- 
ferenee on the ground that the action of the Primary Examiner in declaring the 
intarteenee ia binding upon him and that he '' will not for a moment attempt 
to diatorb his aetioa or in any manner oritioiae it," BM that he took a poaition 
eontrary to the purpose and intent of Bnle 126, making the rule, ao far as he ia 
concerned, without force or eifeet. 

6. gaiUB— Samb^Dutt of the Examinee of Intxrfebbnoes. 

The ftmctions of the Examiner of Interferences are not restricted to the con- 
aidaiatlon of the single question of priority as to the invention of the issue as 
drawn up by the Primary Examiner. Where the evidence shows that there 
ia ao legitliBBte intecfersnee between two applioationa, It is the duty of tlia 
tty—iii^ of Interteences, under Bule 126, upon ascertaining the &cts to caU 
the attention of the Commissioner thereto. Whether this be done before 
daeision on the question of priority or not, his decision upon that question is 
by the rule left to the discretion of tl&e Examiner of Interfersnces. 

Appbal on motion. 

BOASTING-FUBNACB. 

▲pplieation of Arthur H. Wethey filed January 24, 1896, Ko. 576,713. 
Applieation of William B. Boberts filed December 28, 18MS, No. 

«ny»7. 

13782 ^12 
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Messrs. Munn dk Oo. for Wethey. 
Mr. William J. Johnston for Roberts. 

Obebley^ Acting Commissioner: 

lu this interference the Examiner of Interferences on Jane 9, 1898| 
awarded priority to Wethey, the junior party. Thereupon lioberts, the 
senior party, brought the following motions before the Examiner of 
Interferences: 

1. To set aside the judgment of priority rendered June 9, 1898, in 
favor of Wethey. 

2. To dissolve the interferenoe. 

3. To transmit the motion for dissohition to the Primary Examiner. 
The grounds for the motion to dissolve stated by Boberts are that— 

1. The claimt do not interfere. 

2. Wethey's claims are not involved in the iasaes eet np, and he has no right to 
-make each claims. 

3. There was saoh irregularity in declaring the same as wiU preolade a proper 
determination of the question of priority. 

The Examiner of Interferences refiised to transmit the motion to 
dissolve, and appears also to have denied the motion to set aside his 
decision on the question of priority. In effect he denied the several 
motions made by Boberts. From his denial of these motions this 
appeal is taken. 

It appears from the record that this interference was declared Janu- 
ary 5, 1897. Ko motion to dissolve was made within the time fixed by 
the rules. It may be assumed that on the face of the papers there was 
an apparent interference under the practice then existing, both parties 
claiming apparently the same invention, and that the interference was 
properly dcx^lared and would not have been dissolved on any showing 
which could have been made prior to the taking of the testimony. 

The testimony taken on behalf of Boberts and the cross-examination 
of the witnesses for Wethey were largely directed toward ascertaining 
precisely what invention was made by the respective ]>arties and what 
invention was intended to be covered by their claims. It was urged 
on the part of Boberts at final hearing that the testimony taken showed 
that the invention made by Wethey and intended to be claimed in his 
application was not the invention made by Boberts and intended to be * 
claimed in his. application ; that the invention made by Wethey was 
not the invention of the issue, and that the evidence showed that there 
was no interference in fact between the two applications. The Exam- 
iner of Interferences was asked to dissolve the interference on the 
ground that it appeared from the testimony .that there was no interfer- 
ence ill fact between the two applications. 

In so far as the decision of the Examiner of Interferences is a reftisal 
to dissolve the interference it is beyond doubt in accordance with the 
practice under the rules. His decisions ui>ou the motion to dissolve on 
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the motion to tranBinit the motion to dissolve made by Boberts to the 
Primary Examiner are also in accordance with the practice under the 
roles. The Examiner of Interferences cannot dissolve an interference 
except on the decision of the Primary Examiner npon a motion to dis- 
solve brought under Bule 122 and transmitted as provided for by that 
mlo. He cannot under the roles transmit to the Primary Examiner a 
motion to dissolve brought subsequent to the taking of testimony and 
decision on the merits. Nor is soch a motion, if based upon and 
requiring consideration of testimony taken in the case, within the 
jurisdiction of the Primary Examiner to determine even if transmitted. 
As was held in Faure v. Bradleff cmd Crocker v. Oowles and Oowles^ 
(C. D., 1888, 120; 44 6. O., 945,) the Primary Examiner has nothing to 
do with consideration of evidence, bat the Examiner of Interferences 
has the exclusive right to determine the competency, construction, 
scope, and legal meaning of any evidence introduced. 

How then is dissolution to be* effected in an interference which has 
proceeded beyond the stage at which motions to dissolve may properly 
be made, but in which it is clear that there is no interference in fact 
between the applications involved — an interference in which an award 
of priority is impossible and in which further proceedings are unnec- 
essary and involve only useless waste of the time of the Office and the 
time and money of the applicants f Such cases undoubtedly arise, and 
it may be that such a case arises in the present interference. There is 
but one way in which such interferences can be dissolved under the 
rules, and that is provided by Bule 126. There is no doubt that this 
rule was intended to provide for such cases, and it is believed to be 
sufficient for this imrpose if proper action is taken under it. 

In the present case, while the Examiner of Interferences could not 
nndw the rules dissolve the interference, as he was urged to do by 
Boberts, he could, if the facts warranted it, call the attention of the 
Commissioner under this rule to such facts as in his opinion established 
the fiust that there was no interference in fact between the applications 
of the respective parties. He was bound under that rule to ascertain 
the facts from consideration of the whole record, particularly the testi- 
mony taken, but including also the files of the respective applications, 
and to ascertain them for himself. 

In refusing to consider the question of interference on the ground 
that the action of the Primary Examiner in declaring the interference 
is binding upon him and that *^ he will not for a moment attempt to 
disturb his action or in any manner criticise it" the Examiner of Inter- 
ferences took a position clearly contrary to the purpose and intent of 
this rule, making the rule, so fietf as he is concerned, without force or 
effect. 

The ftinctions of the Examiner of Interferences are not restricted to 
the consideration of the single question of priority as to the invention 
of the issue as drawn up by the Primary Examiner. It is his Aut^ 
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under Bale 96, before the pro forma deolaration of the interfbrenoey to 
ascertain whether the issae has been clearly deflned| as well as whether 
the notices of interference prepared by the Primary Bxaminer are 
Ibrmally correct. He is to supervise the declaration of interferenoas, 
so fiEur as the definition of the issue is concerned, as well as to consider 
testimony. This appears clearly from Bale 99, which provides for the 
settlement of any material disagreement between the Bxaminer of 
Interferences and the Primary Examiner, the rale plainly indicating 
that the Examiner of Interferences is not bonnd to accept the notices 
of interference except by direction of the Commissioner. 

The Primary Examiner in declaring an interference is required to 
act according to his understanding of the applications before him — 

looking alone to the Uuigaage of the applioations, (^oiire r. BrmiUp amd Croekm' r. 
Cawles and (UnolM, above eited,) hU Jarisdiction heing limited to the ooasideration 
of the sole qneetlon whether upon the tBoe of the applieatioBs * " ** of the 
reepeetire partiee then is a legitimate interferanee. (Same. ) 

Yet his declaration of the interference is not binding opon him when 
apon a motion duly brought it is made clear that no legitimate interfer- 
ence exists. In such case it is the clear duty of the Primary Examiner 
to dissolve the interference, even though it be an interference declared 
by another Examiner previously having jurisdiction of the matter, and 
the fact that the interference was deliberately declared should not oon* 
trol his action or cause the slightest hesitation in dissolving it if he is 
satisfied that no legitimate interference exists. 

The decision of the Primary Examiner on a motion to dissolve is under 
Bnle 122 binding upon the Bxaminer of Interferences; but as it is clear 
from the rule that only such motions can be transmitted to or decided 
by the Primary Examiner as are not ^* predicated upon something found 
in a preliminary statement or (on) anything dehors the application " 
{Faure v. Bradtey amd Orodter v. Oou>le$ and Oowlesy above dted) sudi 
decision is not.bfaiding upon the Examiner of Interferences upon a state 
of facts arising subsequentiy and which cannot be considered by tbe 
Primary Examiner. 

If; as is urged on behalf of Boberts, the evidence in this case shows 
that there is no legitimate interference between his application and 
that of Wethey, it is the duty of the Examiner of Interferences under 
Bule 126 upon ascertaining the &cts to call the attention of the Oom* 
missioner thereto. Whether this is to be done before decision on the 
question of priority or in his decision on that question is by the rule 
left to the discretion of the Examiner of Interferences. Whenever his 
attention is called to matters brought out in the testimony which it is 
urged show that no interference in fact exists, or that there has been 
irregularity in declaring the interference, or that there is a statutory 
bar to the grant of a patent to either of the parties, either at fluid 
hearing or by a motion duly brought before final hearing, it becomes 
^he duty of the Examiner of Interferences to look into the question and 
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if he finds iihcts whicU iii his opinion warrant a condnsiou that there is 
DO legitimate interference to call the attention of the OommisRioner to 
saeh fiicts. 

In the present case, for reasons above stated, neither the motion ask* 
ing that the Examiner of Interferences dissolve the interference nor 
the motion asking that he transmit the motion to dissolve to the Pri- 
mary Examiner can be granted; nor can the motion to set aside the 
decision npon the question of priority be granted upon the grounds or 
for the purpose stated. 

The ground on which the Examiner of Interferences should have 
been asked to set aside his decision is his refusal to consider the ques- 
tion whether in his opinion, as urged by Roberts, the fact that no inter- 
ference in feet exists was established, and on this ground the motion is 
granted. 

The decision of the Examiner of Interferences rendered June. 0, 1898, 
is set aside and he is directed to determine whether or not in his opinion 
the matters to which his attention has been called establish the fact 
that no interference exists, as well as to determine the question of pri- 
ority, if the latter question can properly be determined in the case. 
Whether or not a ftirther hearing on the question whether the fact of 
no interference in fact is established should be had is left for the Exam- 
iner of Interferenceis to determine. If the facts as he finds them are 
sufficient in his opinion to establish the fact that no interference in fact 
exists, he will call the attention of the Oommissioner to the facts found 
by him, as required by Bule 126. Should he hold that the facts do not 
warrant him in expressing.snch opinion, no appeal lies from such hold- 
ing; but such holding will not prevent the Examiners-in-Ghief, should 
appeal be taken, from taking such action under Eule 126 as in their 
opinion is warranted by the facts in the case as found by them. 



LXONASD T. OHASB. 

l^eoided Jun0 15, 1898. 

84 O. G., 1727. 

1. iMTBRFBUENoii— Motion to Dissoi^vb-— Stat of PBOcxBnnfos. 

▲ motloiL to diMolve will not opeiate aa ft %imj of piooeedingo in anj omo, and 
tbo pendmej of ancfa motion dooi nol nUore ^ partiM from the neoaaaity for 
taking taalimony within the time aot. 

2. BAin— Motion FOR SuspBNSioH. 

▲ aepante motion fbr anapanaion should be filed and should l^e aupported by 
a ahowing aa to why a anapanaion is neoaasary during the consideration of 
the other moHon filed. Unleaa and nntil an order aoapending prooeedinga ia 
made the laqmiiemant that testimony be taken lamaina in force. {Bi/rr^ll v. 
JBiyaa, 62 MS. Deo., 149.) 
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3. SaMK— 8AMK— EXTBHBION OF TiMK. 

When a party reliM on hia motion being granted and tliiis IIuIji to take teetl- 
monj within the time set, he does bo at his own riek, eince he has no right to an 
extension of time if his motion is denied. 

Appeal, on motion. 

KLBOTRIGAL RR8I8TANCK. 

Application of Harry Ward Leonard filed April 9, 1897« Ko. 631,410' 
Application of Harvey B. Chase filed January 11, 1897, No. 61S,711. 

Mr. Richard X. Dyer for Leonard. 

Meurn, Lange dk BoberU and Mr. William H. Finckel for Ghaae, 

Obebley, AsHstant Commissioner: 

This is an appeal by Ltonard from the decision of the Examiner of 
liiterierences denying his motion to vacate the decision awarding 
priority of invention to Ohase and to set new times for taking 
testihiony. 

It Appears that after certain extensions of time Leonard's time tor 
takidg: testimony was set to expire Febmary 23, 1898. On Febmary 18 
Leonahl filed a motion for dissolution, requesting a suspension of pro- 
iseedings, and on March 26 the Examiner of Interferenoes reflised to 
triinsmit the motion to the Primary tlxaminer and suspended proceed- 
ings pending a final decision on that question. On April 1 Leonard 
filed an ap})eal to the Commissioner from that decision; but on April 
14, before the day of heariug^ thftt ap][>eal was withdrawn, and on the 
same day the iHimary lixaminer requeiited tf iuspension ^ proceedings 
fol* the purpose of eonsideling another application in cidhntotioil with 
the interferehce. Thi) intet*^erenc6 wiM aodotdingly again suspended, 
aiid it was not until April 30 that prdceedihgs were resumed. On that 
day the Examiner of Interferences rendered a dedsioh stating that 
proceedings weire resumed, but that — 

As ibe A^ of hearing hai }>aBied and Leonard has ifailed to file any testimohy, it 
wonld seem ttt he only necdiesary to act under linle lift. Leonard heing the Junior 
party, the provisions o^ said rule apply i and Judgment of priority of invention of 
the matter in issue is awarded to Hinrey B. Chase. 

Tieonafd moves td vacate the judgment on the lecord on the ground 
that he had five days within which to take testimony reihaining when 
the motion fat disMlution was filed and that he is itoW entitled to have 
new times set covering thlit )*emaining time. 

There was nothing to prevent Leonardos taking testimbny during 
the time remaining to him even duritig the pendency of his motioii for 
dissolution, since such motion did not of itself* operate as a sttty of 
proceedings. Kule 123 provides that— 

the filing of motionA will not operate as a stay of proeiiedliigli in atiy ease. To olTeet 
this. Motion should be made hefbre tbe tribunnl haviUg JuHsdietioh of the int^fer- 
encoi who willi snffieient grounds apptering therefor, order a suspension Of the 
interAiri'nee pending the determination ot sueh motioti. 



DECISIONS OF THE COMMI88IOKEK OF PATElTrS. 183 

The motiou for aospension should be separate from the other motion 
and should be supported by a shoving as to why a suspension is 
neeessary during the consideration of that motion. {BirreU y. Regan^ 
82 MS. Dea; 140.) Unless and until an order suspending proceedings 
is made the moving party is not relieved of the necessity to take testi- 
mony within the time set. He may rely on his motion being granted 
and thus fUl to take testimony, but he does so at his own risk, since he 
has no right to further time if his motion is denied. In the present 
ease Leonard was not ignorant of the fiact that he would be expected 
to use diligence in prosecuting the case and that a fhrther extension 
of time would not be granted except fbr good cause, for in granting a 
ptevious extension of time the Examiner of Interferences said : 

Tlie Examiner Is of tho opinion that there is yery mnch foroe in the argument of 
Chase in oppoaition to this motioD, that, haying sought the interference, Leonard is 
hound to great dillgenoe in conducting the same. 

In spite of this warning he allowed his time to expire without taking 
any testimony and without any stay of proceedings being granted. 
He apparently chose to rely entirely on his motion being granted 
instead of proceeding to take his testimony, as he should have done, 
within the time allowed him. That motion being denied he is now 
without sny equities as against the rights of his opponent in the 
interference. 

The decision of the Bxaminer of Interferences is affirmed. 



DOOUTTLE V. HESDMAN. 
Decided Augnti iO, 1999, 

84 O. 0., 1788. 

Atfiuj:. wmw Favora^u Dacisiov— AcquiaacmiGK iir Dscision. 

No partj can iippeal f^om a decision ihyorable to himself, and the deoision is 
no Isss favorable beoanse rendered on a motion of his opponent similar to his 
pwn motion. Since nequiesoenoa in a farorable decision cannot he considered 
aoqiii«ioenee in the reasons girea for iiv ao hardship rosnUa ftina a relhsal to 
entartiUa an appeiJ. 

Afpbal on motion* 

aYPii4ui4c-BuivATQa anivD-iirDioAToa, 

AppUq«tion of WOlil^m W, Doplittle flled May 20, 1307, No« 638,834. 
Application of Vrwk E. Herdnuui filed January aS, 1807, 2^o, 820,833, 

Jiff, ^Qiul aiinne8tve4t tot Dgolittle, 
Mr. tieo. J. Warding fbr Qerdmaa. 

GumLBY, Acting Commissioner: 

This Is an fippefU by {lerdm^^u from the action of tbe Primary Exam* 
iner dissolving tbe aboveei^titled iqterferenoe. 

Two motions for dissolution were mude in tbis uase, one by Poolittle 
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and the other by Herdnuin, both alleging as one of the gioauds toir dis- 
solution that there is no interference in fact. The Examiner granted 
both motions on this ground, and it is from this action that Herdman 
now appeals. It is apparent, thereforOi not only that the Examiner has 
granted the thing which Herdman asked— namely, a dissolution of the 
interference— but has granted it upon the very grounds alleged. This 
action was no less &yorable to Herdman because it was also granted 
ou a similar request of his opponent. 

l%is appeal seems to have been taken for the reason not that the 
appellant does not agree witU-the condusiott reached, but that he does 
not agree with the reasons given by the Examiner for holding that 
there is no interference in fact and that the interference should be dis- 
solved. It is well settled that an appeal must be from the conclusion 
and not from the reasons given for reaching that conclusion and that 
no party can appeal from a decision favorable to himself. (Breul v. 
Smith J anUy 124; 84 O. G., 809.) Since acquiescence in a decision 
ibvorable to a party cannot be considered an acquiescence in the rea- 
sons given for that decision, no hardship to him will result from a 
refusal to entertain an appeal. 

This appeal is dismissed. 



Ex PASTE BUDDINOTON. 

JHoided A%g%9i 11, 1898. 

84 O. Q., 1728. 

1. Prrmoii— Bulb 83. 

The iMtition thonld contain a lefeienoe to tUe apocifieation for a foil 
nre of the inventioni as is speciflcally required in Kale 88. It does not ItMli 
4it<i|ftaA tiie invention, and is therefore incomplete nnleaa it refers to some paper 
which doee diacloee it. 

3. Oatu— Knowiadgk asd Bblikf. 

The statement by an applicant in his oath that he doee not feaew that the 
invention was ever before known or nsed and that it has not to his k»9wMl§€ 
been in public ose for more than two years prior to the filing of his application 
is not sniBcient, since the statute and rule require that these statements be 
made upon beUef as well as upon knowledge. 

8. SaMB— SrATBMXVT AS TO FORBION APPLICATION. 

The oath must state that no foreign application has been filed before the filing 
of this application or give the data of any such applieations which ha^e hevu 
filed as required in Rule 46, and it is not suiBoient to state that no foreign appli- 
cation has been filed more than seven months before this application. 

4. FOBMS— MlSTAXB IK. 

The forms given in the Rules of Practice for adoption by applicants aie merely 
suggestivci and a mistake in them fhrnishes no ground upon which the require- 
ments of the rules may be disregarded. 

On Pbtition* 
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AlXll^TABLK PATTKHNDKAFTINl* AVPARATV8. 

Ayplicatiou of Frmk E. Haddington filed January 5, ISOS, No. 665,691. 
Messrs. Peiree dt Fisher for the applicant. 

Gbselst, Acting Cammissianer: 

This is a petition from the action of the Primary Examiner making 
foimal objections to the petition and oath in the above-entitied appli- 
cation. 

The petition forming part of the application is objected to in that it 
does not refer to the specification for a disdosnre of the invention* 
Bale 33 specifically requires that the petition shall <^ contain a refbr- 
enee to the specification for a fall disclosure of such inventiouy'' and 
this rnle is of binding anthority and cannot be disregarded either by 
the Bzamiiier or the Commissioner. (Ex parte Mason y 0. D., 1888, 33; 
43 O. G.y 627.) Aside firom the requirements of the rule, hovevery it is 
obvious that a petition which does not itself disclose the invention is 
incomplete unless it refers to some other paper which does disclose it, 
sinee while asking for a patent it wonld leave it uncertain upon what 
qieciiic thing a patent was desired. The petitioner's objection that the 
term ^< accompanying" cannot be used where the specification is not^ 
filed with the petition may be overcome by the use of some other terms 
of rriiarenee, the particular form of expression bring immateriaL 

The oath has been held defeetive in that the applicant does not state 
tliat ^he does not know and does not believe'^ that his invention was 
ever before known or used or that it has not to his ^< knowledge and 
befief been in public use for more than two years prior to the filing of 
his application. He does make these statements in so fisur as his knowl- 
edge is concerned, but fails to state his belief in regard to the matter. 
Seetlon 48^ of the Bevised Statutes distinctiy requires that the appli- 
cant shidl make oath in regard to his invention ^^that he does not know 
and does not believe that the same was ever before known or used," 
and this CMce has no authority to waive any positive requirement of 
the statute. The statutory requirements in regard to the oath make 
no refiBrenee to the question of public use and sale; but by analogy to 
the wording of the statute noted above the rule requires that the appli* 
eant shall make oath that the invention has not to his '^ knowledge and 
belief" been in public use for more than two years prior to the filing of 
his application. This requirement not being contrary to the statute is 
as binding both upon the applicant and the Office as if it were embodied 
in the statute itself. {KoeehUn and Witt v. Marbkj Cammissionery 0. D., 
1882, 442; 22 O. U., 1365.) It is true that the form of oatii suggested 
by the Office for adoption by applicants contains no allegation as to 
the belie/ of the applicant in regard to the question of public use; but 
these forms are merely suggestive and a mistake in them furnishes no 
ground upon which the requirements of the rules may be disregarded. 

Further objection is made to the oath in that it does not state that 
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no foreign application has been filed before thin application or give the 
data of any snch applications Trhieh may have been filed, as is reqaired 
in Bnle 46, bnt merely states that no foreign application has been filed 
more than seven months before the filing of this application. This 
objection, like the others above noted, was proper, since the require- 
ments of the rales mast be enforced. 

The formal objections, while proper, are not sach as to prevent a 
consideration of the case on its merits, and therefore the Examiner 
will give snch consideration, if response is made by the applicant to 
his last action thereon, pending a compliance by the applicant with the 
formal reqnirements noted. 

The petition is denied. 



Ex PASTE Thomas. 

£hM§d AngMl 12, 1898. 

84 O. G., 1729. 

1. iNTBRFERENCE^DBCLAaiTiON— Claims Identical in Scope. 

The preseDt practice requires tliat ioterferencee shoald Im declared only when 
the claime inyolved are snbstantially identical in ecope. 

3. Same—Same— OON8TR0INO Claims— Limttationb in Claims. 

Where a claim has certain limitations introdneed to satisfy the reqnirements 
of the OiBoe as to its allowability oyer a reference and when in Tiew of suoh 
limitations the claim is aUowed^ it cannot be said that such limitations are 
immaterial in order to declare an interference. 

On Petition. 

RLKCTR0DRP08ITI0N OF COPPER ON SHIPS. 

Application of Eddy T. Thomas filed April 3, 1897, No. 030,583. 
Mr, Harold Binney for the applicant. 

Gbbslby, Acting OammUiumer: 

This petition asks that the Examiner be restrained from declaring 
an interference between the claims of this application and any claim of 
a certain patent cited in the record, and particularly between claim 1 
of said i>ateDt and claim 1 of the application. 

This application is a division of a prior application which was pend- 
ing when the patent was allowed. It seems that a claim identical with 
claim 1 of the patent was introdneed into this application with tbe 
object of having an interference declared. The claim thns introdneed 
was rejected upon references which do not appear to have been cited 
against the claim of the patent. In view of these references the appli- 
cant limited his claim in certain respects. The Examiner's position is 
that the two claims cover the same invention ; that if the claim of the 
patent be interpreted by the specification the two are identical in 
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scope, aud that while the claim of the pateutee, couaidered apart from 
the descriptioiiy is met in terms by the references, yet the real invention 
covered thereby differs in no respect from that more clearly described 
in the first claim of this application. 

The applicant contends that the claim of the patent is re$ adjudieata 
as regards this application; that the Examiner is not at liberty, under 
the rnling in Wol/enden y. Pnce, (antej 87; 83 O. G., 1801,) to regard 
differences between claims as immaterial and is not at liberty, under the 
ruling in Hammond v. Hart {ante^ 52; 83 O. G., 743) and ex parte 
Wkitney^ (ante^ 82; 83 O. G., 1669,) to select for interference with a 
patent (and with a claim in such patent which is held to be not patent- 
able) a claim of an application which has been carefhlly distingnished 
from the prior art and formally decided by the Examiner to be allowable. 

The present practice requires that an interference be declared only 
when the claims involved are substantially identical in scope. While 
the Examiner's construction of the claim of the patent as of the same 
substantial scope as that of the application may be a proper one and 
one which might be adopted by a court in order to sustain the validity 
of the patent, yet as a matter of fact the claim of the application has 
certain limitations which do not exist in the patent, and in the face of 
these limitations, imposed to satisfy the requirements of the Examiner 
with respect to references cited by him as meeting the claim before such 
limitations were introduced, he is not in a position now to deny their 
materiality by stating that a claim without them means the same thing 
as a claim with them. 

The circumstances in this case are the converse of those referred to 
in ex parte Baiter (64 MS. Dec., 71) in that in this case the patentee has 
the broad claim and in that the applicant made it; but the same prin- 
ciple applies— viz., that domination or infringement does not justify the 
declaration of interference. If the patentee desires an interference, he 
can probably obtain it by application for reissue. Furthermore, what- 
ever may be the opinion of the Examiner as to the interpretation of the 
patentee's claim, he should follow the practice strictly. (See ex parte 
WhUneifj eupra.) 

The petition is granted. 



Bbbnabd v. Hubbbl. 

DeMed Jmgu9i 17, 1898 
84 0. 0., 1729. 

1. iMTBRtSBBNCS— PHBUlCniABT STATBMKNT. AMKNDMBNT TO AfTRR TkSTIMOIIY 

Has Bkbn Takkn-~Showing. 
After tastlmony has been tekon the ahowing which would warrant an amend- 
OMiit to a preliminary atatement changing the date of dUclosnre mnet be of 
the eame kind aa If the moving party were attempting to oarry hie date back of 
that of hia opponent. 
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2. Same— Sam K — Samk. 

Whero au aiiieuiliueHt to a preliminary Htatement is presented after testimoDj 
ban bcoii taken, the Office will not consider such testimony to determine what 
dates have been proved, bat the possibility must be contemplated that the mov- 
ing party may be attempting to carry his dates bnck of those which in his 
opinion havo been estaVdished by his opponent. 

3. Same— Samk— Negugrncr of Applicant. 

Whero an applicant prepares his preliminary statement under the conneel and 
direction of an attorney, but through ignorance of the law fails to inform him 
of all of the material facts within his knowledge as to the disclosnre of the 
invention, Held that it shows negligence on his part and furnishes do good 
ground for permitting an amendment to the statement. 

Appbal Oil motion. 

COMIIINKD nOLDKR. 

Application ot William Beruard filed September 29, lS97,No.e539434« 
A])p1ication of Otto H. Huebel filed September 25, 1897, No. 063,060. 

Mr, H. A. Seymour for Bernard. 
Mr. George H. Evans for Huebel. 

Greeley, Acting Cammissianer: 

This is an appeal by Huebel from the decision of the Examiner of 
Interferences denying his motion for leave to amend his pieliminary 
statement. 

Testimony has been taken and filed on behalf of lioth parties, and it 
is in view of facts alleged to have been brought out in this testimony 
that Huebel now wishes to amend his statement. His present state- 
ment alleges conception in April, 1896, and disclosure to others on or 
about August 13, 1897, and by the proposed amendment he wishes to 
take his date of disclosure back to April, 1896, sixteen months prior 
to the time originally alleged. Bernard alleges conception and dis- 
closure to others in November or December, 1895. 

The affidavits in support of the motion to amend set ibrth that Hue- 
bel prepared his original statement under the counsel and direction 
of his attorney, George H. Evans^ and that at that time he waa well 
aware that he had disclosed the invention to his partner, F. W. Manger, 
in April, 1896, but did not disclose this fact to his attorney or mention 
it in his statement, for the reason that he thought that disclosures to 
his partner were of a private and confidential nature and that they did 
not come under the head of <' disclosure made to others." Huebel 
alleges, further, that he believed that << disclosure to others" referred 
to the completed article and not to the mere description of how he 
proposed to make the same. 

It is contended on behalf of Uuebel that this case is analogous to 
that considered in Maliby v. Miehley (ante^ 11; 82 O. G., 749,) since the 
alleged date of conception is not changed and the proposed change in 
the date of disclosure dues not carry his date back of the correspond- 
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ittg dftto of his opponent. It cannot be admitted, however, that the 
eases are analogous, sinee the amendment in this case changes the 
date of disohmire, whereas it was stated in the case referred to that — 

ttM proposed amendment does not change the date of conception, diBckMnie, or 
i«diietioa to praeiioe, and these are the vital allegations in any preliminary state- 

Tlie Bzamiiier of iBterfareDees states, fhrther, that it is not certain 
that the ptoposed amendBMit does not carry Uuebel's date of dis- 
chMure back of the proved date of his opponent, although not back of 
hia alleged date. In this statement he is correct. It is true, as con- 
tended by Huebel, thi^ the testimony cannot be considered at this 
tiiae to defeermine what dates have been proved ; but without giving 
snoh eoBsideration the iiossibility most be contemplated that the mov- 
ing party may be attempting to carry his date back of that which in 
his i^inkm bss been proved by his opponent' He has knowledge of 
Us opponent's testamony, and to permit an amendment to the state- 
meat nader sndi etrcmnstaBces in the absence of a showing of good 
and sntteieBt reiassnn weald be to establish a precedent by which a 
party eookl tidce advantage of his knowledge of his opponent's dates, 
as shown in his testimony, and carry his own dates back prior thereto. 
For these reasons the showing to warrant the amendment must be of 
the sane kind as if the party were in fikst attempting to carry his date 
back of the date of his opponent, whether snch. ultimately proves to be 
the case or not. 

Undw the circumstances the showing in the present case is not saiB- 
eient to warrant the am^idment. Whether Uuebel did or did not 
kaow that the disolosure to his partner was such disclosure as is con- 
templated by the rules, he knew of the fact, and his failure to disclose 
it to his attorney diows negligence on his part. He had employed an 
attorney familiar with the law to advise him on such subjects and to 
prosecute the case for the reason that he himself was not familiar with 
the subject, and thereibre it was clearly his duty to inform such attor- 
Mjof idl of the fiiots'and circumstances, so that he could advise him 
as to their materiality. He did not make such efforts and use such 
dUigenee as is required by the settled practice of the OiBce in ascertain- 
ing the facts upon which his rights depended and which he was required 
by the roles to set forth in his stat^nent 

The deeision of the Examiner of Interferences is affirmed. 
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Ex PABTB BHBABMAN. 

DeMed Augu§t tO, 1898. 
84 O. O., 1730. 

1. Appbal— Nxw Mattbr— Qui»TiON For Examinkbs-in-Chisp. 

Refereuce haviog been made in the original application to spnn or cleats, 
they can be shown so long as the illustration of them does not involve a depar- 
tare from the original disclosure; but the question as to whether a particular 
figure of the drawings illustrating them and covered specifically by the claims 
involves new matter is for the Examiners-in-Chief to decide. 

2. Samk—Illu8TRatiom— Mattbr Claimbd. 

Claims should cover specifically only what is illustrated in the arawtngSi but 
since it cannot be decided in this case whether the spurs <»r cleats are properly 
illustrated without passing upon the question of new matter inTolved in some 
of the claims this petition is dismissed. 

On Pbtitioh. 

8PRINO-TIRB POR BICTCUI ABD VBUICLB WRBBL8. 

Application of Henry O. Shearman filed Aiigast 6, 1806, No. 601,746 
JIf r. Henry C. Shearman for himself. 

Obbblet, Acting Oammieeumer: 

This a petition fW>m the holding of the Primary Examiner that cer- 
tain matter made a part of the case by amendment involves a depar- 
ture from the invention originally disclosed. 

The matter rrferred to is stated by the Bxamlner to be disclosed in 
Figure 17 of the drawings and covered by claims 45 and 48. These 
claims have been rejected on the ground of departure, and the peti- 
tioner recognizes the fetct that an appeal to the Examiners-in-Ohief and 
not a petition to the Oommissioner is his proper remedy from such 
action, but states that this petition is filed merely for a ruling on the 
question — 

Does the oentenoe *' which treed-b»nd nuij l>e proyided with spnrs or olests to pre- 
vent tread-band from slipping on icy ground" oecnrring in original claim IS consti- 
tote anfficient ground to warrant the insertion of a flgnre in the drawings to 
illustrate apnis or cleats on said tread-band f 

It does not appear from an inspection of the record that the Examiner 
has made aoy ruling on this question or has held that all reference to 
spurs or cleats should be canceled, as alleged by petitioner. Reference 
having been made in the original application to spurs or cleats, they 
can of course be shown, so long as the illustration of them does not 
involve a departure fii>m the original disclosure. The Examiner's posi* 
tion seems to be that the cleats should either be illustrated in aeiooid- 
ance with the original disclosure or reference to them in the daims 
omitted. He has held that the present disclosure involves new matter 
find has rejected claims to it for that reason. 
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It is true that he has not rcgeoted claim 13 for uew matter, but has 
merely required the cancelation of the reference to spurs or cleats; 
tmfe the oorrectness of this action cannot be passed apon without ruling 
upon the question as to whether Fig. 17 is properly in the case, and, as 
above indicated, that is a matter for the Ezaminers-in-Chie£ Claims 
should cover si>eciflcally only what is illustrated in the drawings, and 
unless Fig. 17 is properly in the case or some other figure is added 
which does properly illustoate the cleats without involving new matter 
reference to them in the claims should be canceled. 

For the above reasons the petition is dismissed. 



STONB «. HUTIN AND liEBLANG. 

DmUM AuffU9i BS, 1898. 
84 O. G., 1731. 

1. iNTBBnBBxircB— Testimony— Right of Party to Usk in Onb Intkrfkrvnce 

Tkstimont .Taken in Anotrxr. 
In consideriiig a motion hj a party after his time for taking testimony has 
expired that he be permitted to nee in one interference teetimony taken in 
another it moat be decided not only whether the testimoDy itself is admissible, 
bnt irhether the party has any right at that time to introdnoe any evidence 
whether in the form requested or any other form. • 

2. Sams— Samb— Bulb 157. 

Enle 167 relates merely to the form of the eyidence and does not modify in any 
way the other rales in reference to the time within which testimony mast be 
taken, and therefore oTidenee which is not admissible nnder sneh other rales 
cannot be admitted merely because presented in a different form nnder Knle 157. 

8. Samx—Samb—Subprub— Taking ADnrrioNAL Tbstimony. 

A party mnst contemplate and guard i^^ainst all ordinary attacks on his 
evidence, and where he introdooes foreign patents and pablications as disclos- 
ing the iuTention they are, like other evidence, open to consideration and 
explanation by his opponent in his rebnttal testimony, and the fact that he 
introdnoes eridence to show that they do not disclose the invention is no ground 
for the allegation of surprise. It furnishes no good reason for taking more 
testimony. 

Appeal on motion. 

multiple teucgraphy. 

Application of John S« Stone filed October 25, 1894, Ko. 526,986. 
Application of M. Hntin and M. Leblanc filed May 9, 1894, No. 510,658. 

Mr. WUUam W. 8wam and Messrs. PoUok A Mauro for Stone. 
Menra. XyoMt dk BUsing for Hntin and Leblanc 

Gkxblkt, AcMiHr Ckmmi$iianer: 

.Tbi« is an appeal by Hutin and Leblanc from the decision of the Exam- 
iner of Interferences dmying their motion brought under Bole 157 that 
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tbey be permitted to ase in the above-entitied interference teettmony 
taken in their behalf in interference No. 17^196. 

Both parties are involved in that interference, although the issae 
is different and inclndes a different application of Stone. It appeaia 
from the record and the affidavit filed on behalf of Hntin and Leblane 
that each party's time for taking testimony has expired and that under 
ordinary circnmstances Hutin and Leblane would have no right to take 
more testimony. In view of this fact, therefore, it must be decided not 
only whether Hntin and Leblane would have the right to use in the 
present case testimony taken in the other case reitorred to in apite of 
the protest by Stone, but also whether they have the right at this time 
to introdnce any evidence, whether in the form requested or in any 
other form. 

Their time for taking testimony having expired, they must show good 
and sufficient reasons why the proposed evidence was not introduced 
at the proper time. On this subject the affidavit on their behalf alleges 
surprise at certain testimony on behalf of Stone alleging that certain 
devices covered by their testttaiony are inoperative and do not embody 
the isane. It is alleged that after Hutin and Leblane had introduced 
in evidence certain foreign patents and publications as embodying the 
invention and had closed their testimony Stone introduced tMAmtmj 
in rebuttal going to show that some of these devices were inoperative^ 
and, being the senior party, Hutin and Leblane had no opportunity to 
reply to this testimony. In the companion interference, No. 17,1M, 
Stone is the senior party, and therefore when the same objection was 
made to the patents and pnblicatious they had a chance to and did 
introduce testimony in reply to such objections. It is this testimony 
that they now desire to introduce. 

Under the rules of the Office after the senior party has closed his 
testimony the junior party is given Itirther time for the express purpose 
of rebutting the evidence introduced by him, and therefore it is the 
duty of such senior party to contemplate and guard against all ordi* 
nary attacks on his evidence. Having introduced the foreign patents 
and publications and aUeged that they disclosed the invttition, it was 
naturally to be presumed that his opponent would consider the quea* 
tion in his rebuttal testimony as to whether such exhibits did in ftMl 
disclose the invention. They, like any other evidence, were open to 
consideration and explanation, and the Ihct that they were so considered 
is no ground for the allegation of surprise. 

While the present motion is not definite as to what testimony in the 
other interference it is now desired to use, it seems to be admitted t^ 
some of the testimony in that case would be pertinent This beiaf 
the case, the parties being the same and the interferences befng dossty 
connected, there is no apparent reason why this evidence could Mfe 
properly be admitted to the present case under Bnle 157 in spiteof the 
i)rotest of Stone except for the Ihct that Hutin and Leblaiie now liiiT* 
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■o rigM to introdnee evidenoe 6f any UncL Btone^s argnmeut in oppo- 
aitkm to this motioii is in ihot prinoi]MkUy directed to the time when 
tlw motioii was brought rather than to its snbstanoe. 

Bide 157 relates merely to the form of the evidenoe and does not 
modiiy in any way the other roles in referenoe to the time within which 
testimony most be taken, and therefore evidence which is not admissi- 
ble under each other rules cannot be admitted merely because presented 
in a diffisrent form under Bule 167* 

The dedsion ct the Examiner of Interferences is aiBrmed. 



BX PABTB BliAUBAOH. 

J>$oUM AuffUMi SO, 1898. 

84 O. G., 1783. 

FuemvB Imk, Anmssioir or Pafbbs WRrmor in. 

Papers w riU » tt in ink which does not slaiid the tests nsed by the ExeontiTs 
Depttrtmeats to determins the perauuieiiey of inks shoald be refiised sdmission 
ns pert of the pennaoent Teoords of the Pntent Oflloe. 

On Bbfsbbhob. 

Application of Paul Blaubaeh filed April 20, 1808, No. 678,304. 
Mr. B* Smffer for the applicant. 

Gbbblst, AoUfmg <Jawmi$9ianer: 

The Bxaminer has reltised to enter in this case a type- written amend- 
ment sabmitted on July 10, 1808, on the ground that it is written in 
fiigitive ink. The attorney for applicant urges the acceptance of the 
amendment on the ground that he purchased tlie ink as uon-fagitive 
and has used it in writing papers which were subsequently filed in this 
Office and were received and entered without objection. 

In referring the case here the Bxaminer states that the question of 
tlw use of fiigitive inks has become important, and scarcely a day 
passes that objection on this ground does not have to be made to papers 
filed as part of the permanent record of applications for patent, and 
reqaests that such order be made as shall secure uniformity iu the 
pnctioe. The Bxaminer also submits a statement of the tests applied 
to determine the permanency of ink. These teste are understood to be 
thoee nsed by other Bxeeutive Departmente to determine the pernia- 
nenqr d inks. These teste are two in number— first, the application 
of 0ie well-known Labarraqhe^s solution, followed by a saturated solu- 
tioB of oaudie acid, to determine whether the ink will be faded by the 
aetioii of li|^t or chemicals, and, second, the application of a ton-per- 
eeDkadntion of nitric aeid. The Bxaminer stetes that an ink which 
U782 13 
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will not fttand the latter test will rapidly fade and is absolately nnsoit- 
able for public records. 

Inks whicb have a foundation of lampblack or carbon are not mate- 
rially affected by these tests, the carbon remaining even when coloring- 
matter used with the ink is removed. 

These tests have been applied in the present case, and it appears 
that the writing is thereby not only rendered illegible but practically 
obliterated. The ink evidently has no foundation of lampblack or car- 
bon. The paper is unfit to become a part of the permanent record and 
the Examiner was right in refusing to enter it as a part of such record. 

The case here presented is precisely the case before the Oommis- 
sioner in ex parte Rittery (0. D., 1891, 242; 67 O. G., 1883,) and falls 
within Order No. 37, issued July 80, 1880, by Oommissioner Marble, 
which reads as follows : 

All applioations, oommnnioationsand other insiramente in writing or prints which 
tfhonld properly oonstitate a permanent record in the Offioe, mnet be prepared with 
a substantial ly permanent ink, 

Anilin and other perishable inks will not be accepted. 

This order and the decision in the case above referred to are still in 
full force in this Office. Papers written in ink which does not success- 
fiilly stand the tests above described should be refused admission as 
part of the permanent records. 



Calm v. Dolley v, Finzelbebg and Schmidt. 

J>eeided September 10, 1898, 
84 O. G., 1868. 

IMTKRFBRBMCS->MoTION to DISSOLVK-^NON-AlLOWABLB ANI> RBJKCTRD CfJ^IM IN 
IXTKRFERKNCB— IRRBGULARTTY IN DRCLARING INTRRFRRBNOR. 

Where Fineelberg and Sehmidt's application did not clearly deeoribe the 
process which is the subject-matter involved in the interference, and no claini 
was made to it, and the application did not contain an allowed or aUowable 
claim interfering, within the meaning of the law, with DoUey's claim, and their 
single claim was under rejection, Held that the interference should be dissolved 
because suoh irregularities preclude proper determination of the question of 
priority. (Hammond v. Hart, ante, 52; 83 O. G., 743, cited.) 

Appeal on motion. 

PROCESS OK TANKING. 

Application of Edward Calm filed Kovember 19, 1896, No. 612,701. 
Application of Charles S. Dolley filed October 21, 1896, No. 609,600. 
Application of Hermann Finzelberg and Albrecht Scbmidt filed March 
28, 1894, No. 505,368. 

Mr, C. L, Hara4sk and Mr. J. E. M. Bowen for Calm. 
Mr, Franklin H, Hough for Dolley. 

Messrs. Wilhelm & Banner for Finzelberg and Scbmidt (No appear- 
ance.) 
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DUBix, Oammissianer: 

This IB an appeal ftom so much of the Primary Examiner's decision 
denying Dolley's motion to dissolve the interference as relates to the 
Finzelberg and Schmidt application. The appeal is taken from the 
following points of the decision of the Examiner^ viz: 

L Tb*t there is m clear intecferenoe, each of the partiee claiming the same subject- 
matter. 

3. Tliat there has been no saoh irregularity in declaring the interference as to 
preelnde the determination of the question of priority. 

5. lliat the appUcation of Finzelberg and Schmidt was not an abandoned appli- 
cation. 

This interference was declared at a time when it seemed to be the 
effort of the OfQce not to permit an application to pass to patent with- 
out an interference. Whatever may be here said is not intended as a 
criticism npon the Primary Examiner in declaring the interference. 
He was justified by the practice then in force. 

The ilEM^ in the case, so far as they are material to the determination 
of the question before me on appeal, show that Finzelberg and Schmidt 
filed the application involved in this interference on March 28, 1894; 
that under date of April 28, 1894, an official letter was sent applicants 
critieisiug the substance of the specification, calling attention to a 
prior patent^ and requesting them to furnish specimens of the product 
produced by the process described and claimed. This action in sub- 
stance was a rejection of the application. An examination of the 
specification shows that the criticism was abundantly justified, and 
firom a reading of the specification it is difficult to determine what sup- 
I>oeed discovery had been made or what was desired to be secured by 
Letters Patent. To this action the apxdicants made no response, and 
on October 25 j 1895, under Bulo 65 then in force, they were notified 
that the objections theretofore made were repeated. To this second 
action no response was made. Under d^te of January 19, 1897, the 
application was again considered and notice given to the applicants 
that no patentable novelty appeared to be presented by the claim, and 
it was therefore r^ected. To this third action there was no response. 

Thereafter and on June 11, 1897, interference was declared. After 
stating the issue applicants were notified that the subject-matter << cov- 
ers the claim of your application." Ko preliminary statement was filed 
by Finzelberg and Schmidt, and on August 10, 1897^ they were notified 
that the interference had been 8usi)ended for the purpose of adding 
another application. 

It would be a waste of time to enumerate the various subsequent 
proceedings up to the time when Dolley moved to dissolve this inter- 
ference. Many proceedings were had, but none of them seems to have 
been of the slightest interest to Finzelberg and Schmidt. In short, it 
appears that since the letter of the Examiner under date of April 28, 
1894, they have not taken any steps to prosecute their application nor 
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tekn the digfateBt intemt in the pfooeedings oonneoled wtlli ttie 
interSBrenoeb The Office has met with im Kttle snooeM in iDterestioff 
Finzelberg aqd Bohmidt in their rejected application or in the intarte- 
ence proceedings as one meets with in attempting to b rea tte tte b reafl i 
of life into » corpse. 

At the time irtien motiim to dissolve this interferaoee was made bjr 
DdUey the rale of the OOce, as stated in Hmmmmid y. Hlmi^ (antftf, 
83 O. O^ 748,) 



ths* aa i]it6ite«B«6 eMi oalj be iattliaMi fatr the pnpoee ef dstonatelBg the qam- 
tien of priori^ of inTealioii between two or mora pertiee riatofay ■abetMitislly the 
mme patentable inTentfton; that of neoemity them moot be aUowed nliiwa to all 
pactiee betee aa interteenee oen be dedeted, and that * • • two ofpUeatioat 
must elaim in whale or in pert tte taaM inTeation beiwe an intertomee eat be 



The refhsal of the Bxaminer to dissolve this intertesnee is elMriy 
contrary to the mliiig r s fcrr ed to. Bvery opporfconity had been 
accorded Finadbeig and Bahmidtto place timir application in coBdWcn 
tn interftNoce, and their neglect to do ao flurly raiaes the pcasuup- 
tion ti&at th^ are not the inventora of the aa1^iect4BaMer of tte inter- 
ftraice. At the time when Bolkgr's motion to dissolve flieintecteeBee 
was denied by flie Bxaminer Fincelberg and Bchmidtfs applicatioB did 
not dearly aet forth any description of the tanning process whidi is 
the sabject-matter involved in the interference, and certainly no claim 
was made to it by them. At the time when IHdley made the motion 
to dissolve this interference Finsdberg and Bchmidt^s application did 
not ccmtain an allowed or allowaUe claim interfering with. In the 
meaning of the tow, Dtdley's claim, and their single daim was at that 
time a properly-rqjected daim, and therefore the interference ahoold 
have been dissolved, becanse saoh irregnlarities prednded a proper 
determination of the question of priority. 

Tnview of this condndon it is nnnecessary to pass npon flie other 
reasons of appeal. The decision of the Bxaminw, so Car as i^pealed 
frmn, is reversed* 



Ex PABTR BUSSKLL. 
I)9eUM Amgmi SSf lS9e. 

84 O. O., 1871. 

t. DacitioN OF Tua EiLAiomas-m-CaiBr— OoifsmuonoN op. 

The deeision of tbe Ezeminece-in-Cliief thnt a valid oombinatloa doee aoS 
eziet in a oertein elaim in a perilealar eaee between a oartridge-el^ aad tka 
Biagaaineof a gan le not amling thnteneh eombinatieneziettinanee 
tbey aie made elemeate of a claim, and tbe lioldins by the Examiner that 
tienlar claim in aaotber eace eoToring tbmn doee not define a valid eei 
doee not allow any diepoaition on hie part to dioaemd the ralias* af tt» 
ineoi-in-Ghiel 
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2. DiaoouRTKOUB Lamouagx by Attojuist. 

Langnage wluoh is even seemingly disconrteoos or in the natnie of lefleetlon 
upon an Examiner has no place in any pi^per whieh beoomes a par^ of the record 
of an application and is always to he condemned. (Ex parte Ckmmben, C. D., 
1873, 56; 8 O. O., 820.) 

3. DUPUGATION OF OlAIMB. 

The qnestton as to whether two claims are substantially the same is leviewa- 
ble on petition, not upon appeal to the Examiners-in-Chtef. Held in this case 
that claims 8 and 9 contain material differences and are not dnplioates. 

4. EXAMIMKR'sAllSWKK TO PkTITION-- JUBLSDICTIOM. 

Although the Examiner holds that a petition is not the applicant's proper 
remedy , he should, in addition to raising the question of Jurisdiction, set forth 
in his answer the reasons for his action, so that if the Commissioiier reached a 
different ooaolneion on the question of Jurisdiction he would have the beaeflt 
of the Examiner's views in passing on the qusatlon prssented. (Kx pmU ANra, 
C. D., 1881,44; 54 O. O., 1561.) 

On Pstition. 

CARTRIDOX-CLIP. 

AppUoatioii of Andrew H« Knsaell filed November 12, 1807, No. 
666,334« 

Mr. W. A. BarUett for the applioant. 

OlUEBLBYy Acting CammiMgi&ner: 
This 18 stated to be a petition — 

Ikrom the action of the Examiner in rejecting claims 7, 8, 9) 10 on the gionnd of aggre- 
gation, and ftom the ruling that claims 8 and 9 are substantially identical with each 
other. 

It is well settled and is admitted by the petitioner that the question 
of aggregation is one going to the merits and is appealable to the 
Bxaminers-in-Ohief ; but it is contended that in view of the oircnm- 
stances of this case jarisdiction of the matter shonld be taken on this 
petition. The petitioner alleges as a reason for this course that — 

this same question has heretofore been considered on petition and on appeal in 
aaother application made by the same applicant and in such applioation a like 
action by the Examiner was overruled by the appellate tribunal. 

He therefore asks the intervention of the Oommissioner ^^ to instruct 
the Bzajniner as to his duties in the premises and the proper respect 
paid to former decisions supposed to be authoritative." 

It appears to be understood by the applioant that the Examiner 
takes the broad ground that there cannot be a patentable combination 
between a gun and a cartridge-clip. It is with this understanding 
that applicant urges that as to this question the Examiner has been 
overruled by the Ex^miners-in-Ohief on appeal in another ease and 
that he refoses to aocept tiie decision of the Examiners-in-Ohief as 
decisive of ihe broad question. 

I have examined the record of the case referred to (Bussell, Patent 
No. fi01^7y June 22, 1803) and find that in that case before appeal wa^ 
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taken the Examiner allowed a claim for a combination between the 
cartridge-packa^ case and the magazine, the Examiner distinctly 
admitting that snch a combination might exist and did exist in the 
claim referred to, while at the same time holding that in certain other 
claims no patentable combination between the cartridge-package case 
and the magazine existed. The jiosition taken by the Examiner on this 
questiou is clearly expressed in his letter of March 16, 18d3, as follows: 

Claims IG, IT, 18, 32, 38 and 39 are rejected on the ground that there is no comhi- 
nation expressed or defined between the magazine of the gun and the cartridge-feed 
clip or pack. In claim 31, the Examiner has allowed a claim for a combination 
between the case and the magazine becanse there is in that claim a series of e7«arZy- 
dejinsd elewienU which may be said to occupy a relation of a somewhat more intimate 
character than that expressed by the word adaptation and the Examiner has given 
the applicant the benefit of the donbt and allowed the claim; bnt the rejected 
claims do not, eren remotely, define any combination whatever and are therefore 
rejected. 

In the decision on appeal the Examiners-in-Ghief found it nnnecessaiy 
to go into the broad question of patentable combination between a 
cartridge-packing case or clip and the magazine of a gnn, since the 
Examiner had plainly admitted that snch a combination might exist 
and did exist in the claim specified by the Examiner. They did, how- 
ever, find a patentable combination between the cartridge-packing 
case or clip expressed in three of the claims rejected by the Examiner 
and as to these claims reversed his decision. 

It thus appears that the question of the possibility of a patentable 
combination existing between a cartridge clip or package and the 
magazine of a gun was settled in the case referred to. I do not under- 
stand that the Examiner in the present ease denies that such combi- 
nation may exist or that he in any way refuses to be bound by his 
own decision in the case referred to or that of the Examiners-in-Ghief 
so far as the broad question of possible combination is concerned. 

What the Examiner does hold in the present case, and it is believed 
that his x)osition has been clearly expressed in his letters of r^ection, 
is that the claims rejected do not define a patentable combination. 
The principle is well settled that a claim for a combination must in 
order to be patentable clearly define the construction of the several 
elements by which they are adapted to co5perate to effect a unitary 
result. 

The decision of the Bxaminers-in-Ohief in the case referred to was 
in accord with this principle. They decided that certain claims held 
by the Examiner not to define patentable combinations did in fiict suf- 
ficiently define such combinations and should be allowed. They did 
not hold that all claims which purport to define combinations between 
a cartridge clip or pack are patentable. Their decision was never 
intended to go to snch length. 

While the Examiner in holding that the claims rejected in this case 
do not define patentable combinations may or may not be correct, such 
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holding is not incouslBtent with the decision of the Exatniners-in-Chief 
and does not indicate any hesitation on his part to give to that decision 
the taU force and effect which it was intended to have. 

The claims rejected in this case do not appear on their faoe to define 
the relative constractions of their elements so clearly and distinctly us 
do the claims found patentable by the Ezaminers-in^Ohief in the case 
referred to, and the question whether they do in fact define such con- 
struction with sufficient clearness is plainly a question of merits, on 
which appeal lies to the Examiners-in^Chief. It is clear that no case Is 
here presented calling for such instruction to the Examiner as applicant 
asks for. 

As applicant seems to have misunderstood the position of the Exam- 
iner with reference to these claims and as there is clearly no conflict of 
opinion as to the broad proposition that there may be patentable com- 
bination between a cartridge clip or pack and the magazine of a gun^ it 
seems that opportunity should be afforded, if desired by applicant, to 
further amend the rejected claims before the case is closed before the 
Examiner. Should applicant present an amendment for the puri)08e of 
more clearly expressing in these claims the combination which it is 
admitted may exist, such amendment may be entere^land considered. 

The Examiner in his statement calls attention to certain language 
found in the petition and considered by him to be rude, discourteous, 
and unwarranted. The language complained of in so far as it appears 
to reflect upon the good faith and fairness of the Examiner's actions is 
clearly unwarranted by the facts in the case. It appears from state- 
ments made orally by the attorney at the hearing that there was no 
intention on his part of reflecting upon the motives of the Examiner. 
In view of these statements no further action in reference to this matter 
seems to be necessary. It may, however, be said that language which 
is even seemingly discourteous or in the nature of reflection upon an 
Examiner has no place in any paper which becomes a part of the record 
of an application and is always to be condemned. Ex parte GhamberBy 
O. D., 1873, 66; 3 O. O., 320.) 

In regard to the question as to whether claims 8 and 9 are or are not 
substantially the same the Examiner states that it is appealable to the 
Bxamincrs-in-Ghief and not reviewable on petition, and therefore fails 
to discuss the question. This holding is contrary to the settled practice 
of the Office; but even if there had been doubt in regard to it the 
Examiner should have set forth the reasons for his action, so that if the 
Commissioner reached a different conclusion on the question of juris- 
diction he would have the benefit of the Examiner's views in passing 
nX>on the question presented. (Ex parte Saton^ O. D., 1891, 44; 54 
O. G., 1661.) 

Claims 8 and are as follows: 

S. In eombinalioti, a gun- magazine having an inclined snrface at tbe aide <if the 
eartridge-cnp pasnage, and a cartridge-clip having a spring-detent with a trip-a 
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erleading at the side^ and engaging the Incline of tlie gun bo as to prees the detent 
backward as the clip paaaee down in the magasine, sabetantially aa described. 

9. The combination with a aheet-metal dip having a spring-detent and a trip-ann 
connected thereto and projecting at the side thereof, of the gnn^magaxine haying an 
incline with which said trip-ann engages and by which it is pressed backward^ snb- 
stantially as described. 

The petitioner iwintB oat the differences between these olaiiDS, as 
follows: 

Claim 8 locates the inclined snrface of the gnn at ike tide of the dip-passage. 
Claim 9 does not so locate it, and in fact the iodine might be at the bottom of the 
dip-passage. Claim 9 limits to "a sheet-metal dip/' while claim 8 has no sndi 
limitation. 

These estiintttes are oorrect, and therefore it cannot be held that these 
claims are merely different statements of the same thing. 

This petition is granted in so &r as the daplication of claims is con- 
cerned, but as to other matters it is dismissed. 



Holt v. iNaBRaoLL, 

84 O. G., 1873. 

L RxHKAmio— Appral. 

It is doabtfhl if an appeal lies from the decision of the Examiner refhsing to 
grant a rehearing in any case, and his action will certainly net be rcTiewad 
wliere he folly conddevs the points raised in his deoisson denying a rdiearins. 

2. iHTKRmRBNCB — iBBSaULAIOTY IK TRK DBCLARATION — RiORT OW PaBTY TO 

IIakm thk Claim— Appral. 
Where it is contended on a motion to dissolve on the ground of irregnlsrity 
in the declaration that a reissae application doee not cover the same inren- 
tion as the original patent and this motion is denied, Held tliat the question 
involves the right of a party to make the claim and no appeal lies from a favor^ 
able decision on that qnsstion. 

3. SAmB— RBI88UB Application and Patknt Granted on StmssQURNT Appuca* 

TIOH. 

The mles do not expressly provide for an interference between an i^plicalion 
for the reissue of an unexpired patent and a patent granted on an application 
filed subsequent to the grant of the patent sought to be reissued, and it is open 
to doubt whether such an interference should ordinarily be declared. 

4. Samr— Samr. 

Where, however, H.'s application was withheld ftt>m issue for long time in 
view of a probable interference with certain rejected claims in I.'s reissue 
application, bnt was finally passed to issue in view of I.'s unreasonable delay 
in taking an appeal ftom the r^ection of his claims, Held that I. cannot take 
advantage of his own delay until H.'s patent issued and thus avoid a contest on 
the question of priority. Under the ciroomstances the interference was properly 
declared. 

Appbal od motion. 
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HABVK8TKR. 



PatCTt granted BeDJamin Holt December 26, 1897, No. 696,446. 
Beissoe application of George W« IngersoU filed October 12, 1895, No. 
565,526. 

Me$9r$, Dewey it Oo. and ilfr. T, Walter Fowler for flolt. 
Mr. A. Hubert 8te. Marie and Mr. L. 8. Bacon for IngersolL 

OiCBSiiET, Acting Commissioner. 

The present interference was declared March 16, 1898, between the 
application of lugersoU, filed October 12, 1895, for the reissue of Let- 
ters Patent No. 531,535, granted to him December 25, 1894, on an appli- 
cation filed March 19, 1894, and the patent to Holt, No. 596,446, granted 
to him December 26, 1897, on an application filed November 25, 1895. 

On April 26, 1898, Ingersoll filed a motion to dissolve on the ground 
of irregnlarity in declaring the interference, it being urged that inter- 
ference cannot be declared under the rules between an application for 
reissue of an unexpired patent and a patent granted on.an application 
filed subsequent to the grant of the patent sought to be i-eissued, the 
decision of the Oommissioner in Becker v. Throop (C. D., 1875, 87; 8 
O. O., 1) being relied on in support of the motion. After hearing this 
motion the Examiner rendered a decision in which, on a careful review 
of the authorities, he came to the conclusion that the motion for dis- 
solution must be granted. 

On May 5, 1898, flolt filed a motion to dissolve on the ground that 
no interference in fact exists between count 1 of the issue and the 
claims of his patent (claims 5 and 6) said to be involved in that issue. 
Tins motion was granted by the Examiner, 

On May 10, 1898, Holt filed a second motion to dissolve, the grounds 
stated for this motion being that no interference in fact exists, irregu- 
larity in declaring, and lack of right on the part of Ingersoll to make 
the claims involved in the issue. The main ground urged before the 
Examiner was lack of right on the part of Ingersoll to make the claims. 
The Examiner took up and decided this motion before deciding the 
motions above referred to, holding that so far as this motion was con- 
cerned there was no showing of lack of interference in fact or of irregu- 
larity in declaring and affirming Ingersoll's right to make the claims 
involved in count 2 of the issue. His decision denied this motion. 

Subsequently Holt, on June 4, 1898, brought a motion for a rehear- 
ing of so much of this decision as related to IngersoU's right to make the 
claims in question on the ground of error in law and newly-discovered 
evidence. Behearing was denied by the Examiner. 

Holt's appeals ftom the decision of the Examiner granting IngersoU's 
motion to dissolve, firom the decision of the Examiner denying his 
motion to dissolve, and fW>m the decision of the Examiner denying 
lebearing are now before me for consideration. From the decision 
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the Examiner dissolying the interfereuoe as to the first count no appeal 
has been taken, and the deoisiou is now final. 

The decision of the Examiner on* the motion to rehear reviews fully 
the alleged errors of law pointed out by Holt and considers ftiUy the 
l)earing of the so-called ^< newly -discovered evidence," which consists 
of a decision by the Court of Appeals of the District of Columbia in the 
case of IhfUan v. Commissioner of Patents, {posij — } 83 O. G,, 1347,) 
and which is clearly not in the nature of evidence, whatever bearing it 
may have on the question of error of law. This decision is subatan* 
tially equivalent to a deoisiou on rehearing, reaffirming the former deci- 
sion after full consideration of all points raised by Holt against that 
decision. Even were I disposed to hold that appeal lies from the 
refusal of a lower tribunal to rehear a case once decided by that tribunali 
and I am by no means certain that I could properly so hold, I cannot 
hold that in the present case, where appellant has in effect had a toll 
rehearing, I would be justified in reversing the decision of the Exam- 
iner denying ^ rehearing. The appeal on this question is denied. 

The uei^t appeal to be considered is that from the denial of Holt's 
original motion to dissolve on the ground of irregularity or want of 
interference in fact. The interference has already been dissolved as to 
count 1. The basis of the motion pa the ground of no interference in 
fact and irregularity is found in the following from appellant's brief: 

We sabpit thi^t lihis raltsne Is not for the ^mo invention found in the original 
patent and that our aatborities were a Bufflcient showing on thin point to establidi 
our olaiui of no interference in faol* and irregularity in declaration, l>ecanse for an 
interference to havo existed and to have been properly deolared both application! 
mnnt be of an allowable character and the reissue application certainly cannot be 
allowed if it is not for the ssme invention as the original patent. We do not raise 
the question and do not deny in this appeal the rlg)it of the reissue applicant to 
make tl|e claim in issue if the present inveiitien is held by your honor to be for the 
same invention as the original pf^tent; and because of this distliiotion WP think it 
proper for your lionor to entertain and decide this question. 

It is not easy to see how this question can be considered here witb- 
out considering the question of the patentability of Ingersoll's claim of 
of his right to make the claim, botli of which have been d^ided in th0 
OlBce by the Examiner In favor of IngersoU <>nd are not subject to 
review under the rules. 

It remains to consider the appeal from the decision of the l^xaniiner 
granting tlie motion nifMle by IngersoU to dissolve on the ground that 
an inte^erence cannot under the rules be deolared between an applicat 
tion for the reissue of an unexpired patent and ^ patent granted on m 
application filed subsequent to the grant of the patent songht to be 
reissued. Numerous authorities were cited by IngersoU in support of 
his motion and were fully and carefully considered by the Examineft 
While there is considerable conflict between the authorities on this 
point, it must be admitted that the rules do not expressly provide for 
-"^nh an interferenooi and it is open to doubt wheth^ suoh aa ipterfer- 
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ence should ordinarily be declared. Bat the question whether nnder 
all the circdmstances of the case this interference should be dissolved 
and the reissue applicant be allowed to go out with claims which clearly 
interfere with the claims of his opx)onent's patent without A determina- 
tion of the question of priority is a question to be considered. 

Interference was declared between the parties to the present inter- 
ference on January 23, 1896, Holt being then an applicant and Ingersoll 
being, as now, an applicant for reissue. That interference was on July 
19, 1^^, dissolved by my decision on appeal by Holt from a decision 
of the Primary Examiner refusing to dissolve on the ground of irregu- 
larity in. the declaration, the decision containing a suggestion that if 
there is no patentable difference between the inventions an issue be 
drawn in terms broad enough to apply to the Structures claimed by 
both parties. (Holt v. Ingersoll, 62 MS. Dec., 71.) 

Thereafter IngeisoU amended his claims so that certain of thetn 
interfered with claims made by Holt. The interfering claims were 
rejected by the Examiner on the ground, in substance, that he hdd no 
right to make these claims in view of the record of his original applica^ 
tioh — substantially the same ground that was urged by Holt on his 
motion to dissolve on the ground that Ingersoll had no right to make 
the claims in issue. 

Ingersoll was repeatedly notified to put his application in condition 
for allowance or take his appeal promptly iti view of probable interfer- 
ence. He took his appeal September 7, 1897. Pending his appeal 
Holt's application was withheld from allowance. It does not appear 
that Ingersoll made any attempt to secure an early hearing of his 
appeal. On the contrary, by bringing a petition to have the case 
remanded to the Primary Examiner three days before the date of hear' 
ing set for his appeal, (KoVembet 8, 1897,) a petition in which it was 
asked that the tSxaminer be instructed to allow thirty days after each 
aiition ih which to amende a postponement of the date of hearing until 
December 20, 1897, was secured. This petition was denied. {£x patU 
Ingersollj 63 MS. Dec., 114.) 

Holt was notified August 2, 1897, that bis application was withheld 
from allowance on account of interference. The application continued 
to be withheld from allowance until on December 3, 1897, t decided on 
a petition brought by Holt, that its allowance should not, in view of the 
delay of the other party, be longer withheld. (Sx parte Sott, 63 MS. 
Dec, 41.) 

Under the circumstances Ingersoll, having had an op])ortunity to 
secure an interference with Holt's application and having failed to do 
so by reason of his own lack of diligence, cannot be permitted to now 
avoid the interference because his opponent, after being compelled to 
Wait more than four months, finally had a patent issued to himi 

The decision of the fjxatniner granting IngersolVs motion to dissolve 
is reversed) and it is directed that the interference proceed. 
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FiTZGBRAIJ) 1^. OUILLBMBT. 

V^Mdi Jfay $0, 1898, 
84 O. O., 2017. 

1. iNTKRmBXlfCa— UlTAMBIOUOUB ISSUK. 

For the speedy And orderly oondiiet of interferenee proeeedinga, it is deeiisble 
that there thonld be the least possible room for dispute as to the meaning of the 
interfersnoe iasoe. 

2. SaMS-~SAMB— DlMOLVINO iNTBRFXRBNCn. 

Where the meaning of the interferenoe issue was not olear and not ftee from 
Hmbignity, the interference was dissolved and remanded to the Primary Exam- 
iner for redeelaration should the parties make interfering olalms. {HtmmamdT, 
Hart, ani€, 52; 83 O. G., 743, eited.) 

Appeal on motion. 

AIR-BRAKB. 

Application of Bichard Fitzgerald filed Jnly 28, 1897, No. 646,204. 
Application of Francis L. Gnillemet filed June 3, L806, No. 594,094. 

Me8Mrs» Oofrum, Hibben it McElroy for Fitzjiferald. 
Mr. J. Snowden Bell for Gnillemet. 

DUELL, Ofnnmisnaner: 

This is an appeal by Fitzgerald from the decision of the Primary 
Bxaminer refnsing to dissolve the above-entitled interference. The 
gronud of the appeal is that the Examiner erred in holding that an 
interference in feet exists. 

The issne is thns stated: 

The combination, in a triple-valve device^ of a movable abutment, exposed on ona 
side to aaziliary-rsservoir pressure and an the other side to train>pipe pressure, a 
valve operated thereby and oontroUlng the exhaust of fluid ifrom the braka-eyliadsr, 
aa independent movable abutment, and a graduating-valve operated thersby for 
oontrolling the flow of fluid from the auxiliary reservoir to the brake-oylindar, sub* 
stantially as set forth. 

This isstie is in the second daim of OuiUemet's applioatiim and is 
said to cover claims 11 and 13 of the application of Fitzgerald. These 
claims read as fellows : 

11. in a deviee for actuating fluid-pressure brakes, the combination of a caaing 
having two chambers, a piiton-aotuated valve in one of the chambers fiir contral- 
ling the brake-release, and for controlling the feed to the auxiliary reservoir, and a 
piston- actuated service- valve in the other ohamber controlling the admission of 
auxiliary-reservoir air to a brake-cylinder, the service-valve being separate and 
independent of the brake-release. 

18. In a device for actuatiug fluid-pressure brakes, the o^bination of a slide- 
valve oontrolling communication between a brake-cylinder and the atmcsphete^ a 
piston operating the slide-valve and oontrolling communication between a traia- 
pipe and an auxiliary reservoir, and a valve controlling admission of air from the 
auxiliary reservoir to the brake-cylinder, the latter being separate and independsiil 
of the slide-valve. 

It will be seen npon a comparison between these claims and the issne 
bhat Fitsgerald's claim 11 is broader than the issne, and this ikMst is 
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aimitted by eonofld ftnr Gnilleiiiet. In his brief he states that Fits- 
geraU'B claiiii 11 ia tooader than GnUlemet^s claim 2 (the issue) and 
dawinatwi the latter, as it does not indnde the limitation as to the 



on aa» M» to ftnxiliary-rMerroir prMMire Mid oq the other tide to train- 



He adds that the drawings and speeifleation show that this condition 
exists, and the limitation should be read into Fitegerald's claim 11. It 
ia fhrttier claimed on behalf of GuiUemet that Fitzgerald's claim 13 is 
ineomiKlete^ not qieeiQring— 

te Mteatlng tho yolve controUing adiiiinoion of air ftom the aaxiliary reo* 
to tho hnko^linder. 

He would have this element read into ttie daim, and states that if this 
la done the daim is dominated by OniUemet^s claim 2. 

If he is emvect in these statements, I do not think the interference 
was correct^ declared nnder the then existing Office practice, How- 
•Fsr tUa mi^ be^in view of the recent decision in Hammond v. Hari 
{mmte^ 02; 83 O. O^ 748) I think the interference should be dissolved 
aad lenuiDded to the Bxaminer for a redeclaration^ shonld the parties 
Bttke intetftring claims^ as indicated in the decision above referred ta 

Voriheimoirey there is considerable ambiguity about the issue, and 
the TJTaminw in his decision denying the motion to dissolve the inter- 
tosBee states that these are three limitations in the issue, and I gather 
Draoi hie decision that in order that the issue be patentable he deems 
tbat one of the desMats of the issue, <<an independent movable abut- 
it^'^ should be construed to mean that this movable abutment, which 
the graduated valve for controlling the flow of fluid from the 
anxtBary jeservoir to the brake-cylinder, is not only an ^Mndependenf 
one, as that term is broadly used, but means iu the issue both physic- 
any and operaUvdy independent. I think that such a limitation must 
ba placed upon the term in view of the patent to Park, No. 655,877. 

It is strenuously contended on the part of oonnsd for Fitzgerald 
tiiat when that dement of the issue is so limited the issue cannot be 
found in Guillemet^s structure, as the movable abutment of his device 
ia only phyaicdly indep^dent. In view of the first reason givenby 
me for the dissolution of the interference it is unnecessary to pass upon 
this question; but in view of the statement contained in the Exam- 
iner's dedsimi I desired to call attention to it in order that if the inter- 
forence be rededaied the issue should not only be substantially the 
daima of thf applicants, but shonld be dear and. unambiguous. The 
proceedings in this case, to my mind, emphasise not only the neoesdty 
but the deairability for the speedy and orderly conduct of iuterlbrence 
p r ocee d ings, that there should be the least possible room for dispute 
aato the meaning of the issue. 

The dedaion of the Primary Bxaminer is overruled, and it is directed 
thai the interforenoe be dissolved. 
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Newton v. Woodward. 

DmUM June 1, 1898. 
84 O. G., 2090. 

1. iMTRltVKRKMCR IN FaCT— lOXNTICAL ClsAlU9, 

An interference does not exist merely because the parties have elaima in 
identical words, sinee to interfere those words must mean and refer to the same 
thing. 

3. Sams— Orioikal Disclosure— AMXNDMvirr to. 

Terms of reference copied by a party fVom an opponent's application alter it 
is open to his inspeotion cannot change the invention and mnst be oonsidersd 
•s meaning the same things as those originally employed. If there was uo 
interference as to the invention originally disclosed a mere change in the words 
of reference will not prodace it. 

3. Imtehfkrkjvcb— IseuK. 

An issue which is not a claim made by either party is not a proper issue. 
(Hamfmnd v. HaH, anU, 52; 83 0. Q.,743.) 

Appeal on motion. 

KNITTDrO-MACHin HBKDUB. 

Application of Elmer E. Newton filed Febrnary 16, 1897, No. 623,7J5. 
Application of Stephen Woodward filed April 13, 1896, No. 687,282. 

Mr. W. H. Finokel for Newton. 

MeBsn. Croibff dk Oregary for Woodward. 

Obkelby, A$8isiani CommisHoner: 

This is an appeal by Newton fh>m the decision of the Primary Exam- 
iner denying his motion to dissolve the above-entitled interference. 

The interference originally declared between these applications was 
upon the following Issne: 

A knitting-maohiue needle^ of the olass described, having a collar applied to its 
heel between the limbs of the heel and embracing such limbs. 

This is claim 1 of Newton's application. 

Motion to dissolve on the ground of no interference in fact brought 
by Newton was denied by the Examiuer, and npon appeal his decision 
was reversed and the interference dissolved. 

Woodward having been permitted by the Examiner to amend his 
application to the extent of introducing a claim in the precise words of 
the issue of the dissolved interference, the Examiner has declared a 
new interference with the following issue: 

A knitting-machine needle of the class described having a collar or thickening 
member applied to its heel between the limbs of the heel and embracing snch Umba. 

On motion by Newton to dissolve on the ground of no interference 
in fact the Examiner refused to dissolve, holding that there is inter- 
ference in fact, and from this decision this appeal is taken* 

In his decision refusing Newton's motion the Examiner explains the 
issne, which differs firom the issue of the dissolved interference only in 
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tbe Bubstitation of "collar or tbiokening member'' for "collar." He 
states that tlie terms "collar" and "thickening member'' do not mean 
difTerent things, bat are explanatory of each other and mean one and 
the same thing. 

The issue is then, while open to the objection that it is not a claim 
made by either party and therefore not a proper isBuCy (ffammond y« 
Harij ante^ 62; 83 O. O., 743,) in eff<Bct the issue of the dissolved inter^ 
ference. 

The Examiner holds that the question of interference is not rw oAjw 
dieatOy for the reason that while the parties are the same the subject* 
matter is not the same, since the olaim9 which were then held not to 
interfere are not the elaimB now made by the respective parties. 

It is true that, so far as words are concerned, one of the claims now 
made by Woodward is identical with one of I^ewton's claims; but more 
than mere identity of words is necessary to warrant declaration of an 
interference. The word "collar" in Newton's claim means, as clearly 
and unmistakably set forth in his specification and drawings, something 
which surrounds the heel — ^a strip of metal " wound about and between 
the limbs of the heel." The word "collar" in Woodward's application, 
which is not found in the application as originally filed and was intro* 
duced into the application only after Newton's application had been 
laid open to his inspection, does not and cannot have any such mean* 
ing. His " thickening member," originally described as a " stud or pin," 
is nowhere shown as "wound about" the heel or shank; nor is there 
any description of such construction. The Examiner has permitted 
Wooilward to expand his original description to state that the "thick* 
ening member (originally stud or pin) is sufficiently long to baye its 
ends bent into a collar to embrace the limbe of the shank ttr heel^ this 
being accomplished by bending its projecting ends in opposite direc- 
tions, one covering at least two sides of one portion and the other cover* 
ing at least two sides of the other portion of the shank, so that when it 
ia bent in proper form it will look like a letter 8, as represented in Fig. 
d,"the matter in italics being inserted after the dissolution of the origi* 
nal interference. 

This is, no doubt, permissible if by such expansion no new matter is 
inserted — in other words, if the specification and claims as thus amended 
include no construction not properly within the original disclosure. If 
it means anythii^g more, it is not perinissible and is directly contrary 
to the law, as construed in Chicago and Northvoesten^ Railway Oo, y. 
Saylesj (0. D., 1870, 340; 15 O. G., 243,) in which the Court says: 

The Iftw doM not permit eneh enlargements of on original epecifioation, wbioli 
ironld interfere with other inventors who have entered the ileld in the meantime^ 
any more tbMi it does in the case of reissues of patents preyionsl j granted. Courts 
ehonld regard with Jealousy and disflsvor any attempts to enlarge the seope of an 
sH[>plic»tion once filed, or of a patent once granted, the effect of which would be to 
•nable the patentee to appropriate other inventions mode prior to such alteration, 
or to appropriate that which has in the meantine gone into public nse. 
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If, then, the deBoription and olaims now in Woodward's application 
describe and cover nothing more than was described and intended to 
be coTered by the application as originally filed, there is no interferencei 
whatever the wording of the description or chums may be, and there n 
no interference in foot as to the present issue or the issue of the origi- 
nal interlbrence. 

As it is not to be presumed that Woodward intended or the Examiner 
would have permitted an unlawftil expansion of his description or claims 
to interfere with another inventor, it must be concluded that there is i|0 
interference in feet, and the interference will accordingly be disacdved. 



Ex PABTE BU88KLL. 

JOtoUMi AuffUii 9, 1898. 
U O. G., 9031. 

1. Oats ov Afpucatioh—Dbawiiio. 

Where the ftpplication is drawn to eoTer » prooeat and dlaoloaM tlie liiTeatiaB 
■nffloiently to permit of ezAminatioa on the merite, alihodgh no drswiag fia ftir- 
niahed, Held that it mast he given the time of flliog aa the date of applioatian, 
although a drawing ia aahaeqaently found to ho deairable and ia required not 
to ahow the invention^ hut aa ahowing some meana for oarrying it into praetiae. 

2. Sams— Sams-Construction of Dxcision. 

Thia case is different from that ooUsidered in P«iaMr mhI Tfcaaysaa t. BaOty, 
(anUt 66; 83 O.G., 1207,) ainoa in that caae without a drawing the fnTaotian 
oonld not have been underatood or examined upon ita merita. That deelaion ia 
to he read as all decisions of the Commissioner or the oonrts aie to he read with 
referenoe to the case in whieh the deciaion was rendered. 

8. Patbntabiuty— Appbal. 

Although the naeeasitj of refusing to one applicant what haa been allowed to 
another ia alwaya to he regretted, the qneation aa to whelher the olaima in oao 
caae are allowable over the prior atate of the art maat be deeidad withontri^aid 
to the faet that aimilar elaima have been nllowed and patented to anotbar on a 
oopending applieation. From a rijeotion in auch oaae appeal liea to the Exaai- 
inera-in*Chief. 

4. iNTBKFSBSNCa— RnjnCTBD CLAIMS. 

So long as the claims of an applieaat stand reacted thej oaanot be plaead in 
interferanee with aimilar elaima of a patent, although that patent waa gtaatad 
daring the pending of the applieation. 

On Pbtition. 

PKOC8S8 OF PURIVYIMO AND PRBSBRVINO MILK AND CBBAM. 

Application of John Buseell filed March 23, IMM, Ko. 684,53& 

Jfetsra. Dewey A Co. and Mr. T. Walter Fowler for the a 

Obbblxy, Acting OemmUsioner: 
The statement made in the petition la as follows: 

Your petitioner avara— 

1. That he ia the applioant above named. 

8. The aaid iH[>plioaJtion waa Iliad on the 83d day of March, 28M. 
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3. Tbftt during the pendency of said application and without any notice to this 
applieant Patent No. 602,096, dated April 12, 1888, was iseued for a similar process 
and with claims in conflict with the claims of said application. 

4. That thereapon this applicant, with a view of complying with the present prao« 
tice of the Patent Office, embodied in his application claim 1 of said patent and a 
second claim substantially similar thereto, and requested an interference with said 
patent. 

5. Tlifti the Examiner has a second time refused to declare said interference, to 
applioanfs gnat injury and irreparable wrong. 

On this statement the petition asks that the Examiner be advised 
that the focts warrant the immediate declaration of the interfereuce 
and that he be directed to take such action. 

In the Examiner's statement the point is raised that the application 
was not filed complete until the filing of the drawing on June 15, 1898, 
dting as authority for this holding the case of Palmer and Thonipaan v. 
BaUeifj {antcj 66^ 83 O. Q., 1207.) Consideration of this question is not 
necessary to a decision upon this petition; but as the question is raised 
it seems best to consider and decide it. The decision referred to is to 
be read, as all decisions of the Commissioner or the courts are to be 
ready with reference to the case in which the decision was rendered. 
The invention of the application of Thompson was a bicycle-saddle 
spring. The nature of the case plainly admitted of a drawing, and a 
drawing was necessary to show the invention claimed. Without a 
drawing the invention could not have been understood or examined 
upon its merits. 

The inveution of the application herein is a process. The apparatus 
by which this process may be executed is no part of the invention as 
originally described and claimed. The application as originally filed 
disclosed the invention sufiftciently to permit of examination on the 
merits, and in toot it was examined on the merits and rejected on ref- 
erences. . The Examiner was right in requiring a drawing; but he 
required it not as being necessary to show the invention, but as show- 
ing some means for carrying the invention into practice. It was 
expressly stated that no claim could be made to auy apparatus which 
was shown. The drawing furnished must be considered in the same 
light as additional illustration in a case in which a drawing was origi- 
nally filed or as additional description. It has no other ftinction in the 
case than to make more clear the disclosure before made sufficiently 
eleaar to enable the invention to be understood and examined. 

Drawings of apparatus are many times desirable in applications in 
which the invention is a process and in which the desirability of a 
drawing cannot be determined until examination of the applications 
by the expert examiner. To hold that by filing a drawing an applicant 
would l^se the date of filing originally given to him and perhaps 
thereby lose his right to a patent would make it necessary for the 
applicant to refhse to ftimish a drawing in every case in which it could 
by any poaalbility be avoided^ and the Office would be preduded from 
12782 U 
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requiring drawings in many cases where though highly desirable for 
many reasons they cannot be said to be absolutely essential to a suffi- 
cient disclosure of the invention claimed. This holding of the Exam- 
iner is not justified by the decision cited by him and cannot be sustained. 

The question of the correctness of the Examiner's action in allowing 
the application on which Patent No. 602,096 was granted April 12, 
1898, during the x>6ndency of this application, involves eonsiderataott 
of the question whether or not the present applicant diselosed in his 
application as originally filed the invention of the patent and whether 
he can make the claims, or any of them, of the patent and whether 
such claims, if made by him, are patentable. 

It api)ear8 that applicant has filed an amendment containing claims 
which are substantially, identic^il in wording with certain claims of the 
patent. If these claims are allowable over the prior state of the art) 
and while this question must necessarily be considered independently 
of the consideration of any other application, the necessity of refusing 
to one applicant what has been allowed to another is always to be 
regretted, if they are allowable in this application as properly based on 
the disclosure originally made and if read in connection with the speci- 
fication they are for the same invention as the claims of the patent, an 
interference should be declared. These claims now stand rejected, and 
so long as they stand rejected no interference can be declared. Whether 
they are properly rejected is a question of merits on which there is no 
other remedy under the rules but by appeal to the Examiners-in-Cbief. 

The i)etition must be and is dismissed. 



Ex PARTE WOLSKI ft oL 

Decided Augwi It, 1896. 
84 O. (\,, 2022, 

Oath— JuDOR of Austrian Court. 

An oath executed before a Judge of the Imperial Royal District Court of 
Austria and filed in this Office as part of an applioation for patent cannot be 
accepted, as it is not a legal oath nn<'er the statutes. {Rx pmrie Grssoit ami 
SiAumarnn, C. D., 1884, 2; ^ O. G., 274, oited.) 

On Petition. 

KCCKNTRIC WKLI.-HOR1NG TOOI« 

Application of Waclaw Wolski and Kasimir Odrsy wolski filed March 
18, 1898, No. 674,305. 

Mesitrs, Oariner A Co, for the applicants. 

Obbeley, Acting Commissumer: 

The oath filed as a part of this application was executed before a 
jndge of the Imperial Royal District Court in Leuiberg, Austria. The 
Examiner objects to this oath on the ground that it is not a legal oath 
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under tbe statateB, and reqaires that a new oath executed before the 
proi>er officer be fumiflhed. From this objection and requirement this 
petition is taken. 

It is urged on behalf of petitioner that as the statute (sec. 4892 of 
the Bevised Statutes) relating to the oath to applications for patent 
doee not say that the oath mutt be made before one of the officers 
theiein named, but that the oath may be made before any of the officers 
immed, it is merely directory, and that the oath may be administered 
by any other officer having authority to administer oaths. 

This is precisely the contention urged in the case of ex parte Orasan 
and 8ckumannj (G. D.^ 1884, 2; 26 O. O., 274.) In that case, for the 
reasons stated in the decision, it was held that an oath taken before a 
judge of a royal Prussian court was not sufficient. 

Following this decision, which has governed the practice of the Office 
sinoe 1884, 1 hold in the present case that the oath taken before a judge 
of an Imperial Eoyal District Court of Austria is insufficient. 

The petition is denied. 



May v. Mbbkee. 

DmMed September i2, 1898. 

85 O. G., 150. 

1. IMTBRFEKKNCK— Preliminary Statbmknt— Motion to Amend— Dilioknck. 

Where a motion wm made to Ale an amended preliiuinary statement within 
fifteen days alter the original preliminary statements had been approved and 
the time set for taking testimony and also before any testimony had been taken, 
JMd, that there was no lack of diligenee in bringing the motion. 

3. Same— 8amb— Duty of Office. 

It is the duty of the Offioo to issne a patent to the one entitled thereto, and to 
that end it is desirable to have before it for consideration all the fSscts essential 
to a eorreot determination of the question of priority. Where, therefore, ao 
adversary will not be injnred by the grant of a motion to amend a statement, 
and to deny the motion wonld be ni^nst to the moving party and might lead to 
the grant of a patent to one who was not entitled to it, MMf that the motion to 
amend shonld be granted. 

Appbal on motion. 

nSNTAI. CHAIR. 

Application of Adam J. May filed February 23^ 1898, No. 671,272. 
Application of Mont 0. Merker filed £ebrnary 13^ 1897, No. 623,231 

Mr. Benjamin R. Oailin for May. 
Mesere. PoUok A Manro for Merker. 

DUBLL, Cammieeianer: 

This is an appeal by May from the decision of the Examiner of Inter- 
ftrences denying his motion for leave to file an amended preliminary 
statement. The motion was made within fifteen days after the pre- 
statements had been approved and the time set for taking 
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testimony, and also before any testimony liad been taken. Therelbve 
there is no laok of diligence in bringing the motion, and the only 
question for determination is whether May has made a soffldent show- 
ing of inadvertence or mistake to warrant his filing an amended state- 
ment. 

May's affidavit sets forth that he failed to recall his earliest concep- 
tion, drawing, model, and disclosure of the invention in controversy 
because he had in mind only a AiU-sized working device, which wsc 
made by him at a later date. His failure to remember the earlier dates 
and his consequeut failure to disclose them in his original statement 
were due, he says — 

iu part, at least, to the iinportanoe attached hy him to the practical complelkm •€ 
an operative device in 1896, whereby he overlooked and for the time forgot his 
earliest conception and embodiment of the invention. 

May^s affidavit is not wholly satisfactory, and were it not for the 
accompanying affidavit of Andrew Krieg I should be inclined to affirm 
the decision of the Examiner of Interferences. Krieg's affidavit explic- 
it ly Btates that iu the fall of 18d3 May not only explained to him the 
device which is the fiubject-matter of the interference, but that he also 
saw a drawing and model of the same. This affidavit of apparently a 
disiuterested person is entitled to weight, and if true proves that May 
had conceived the invention, made a drawing and a model of the same, 
and explained the invention at the time set forth in his proposed 
amended preliminary statement. 

It is the duty, and should be the desire, of the Office to issue a patent 
to the one entitled thereto, and to that end it is desirable to have before 
it for consideration all the facts essential to a correct determination of 
the questions. I agree fully with the Court of Appeals of the District 
of Columbia that — 

it is always a saspicioiis circnmstance in a case of interibrence that after the claim 
of one of the parties has been fally disclosed and fixed as a specified date the other 
should then seek by amendment of his preliminary statement to show a date of 
invention different from that In the original statement and prior to it and to the 
date of his opponent. Amendment npon so important a point should not be allowed 
in such a case unless it is shown that the interests of Justice plainly demand it. 
(Parker v. Apperi, C. D., 1896, 371; 75 O. G., 1301.) 

May's original statement will remain on file and will confiront him 
throughout the entire course of the interference proceedings. The 
testimony will develop whether or not he has more correctly stated his 
dates in the original than in the amended preliminary statement. His 
adversary will not be iiyured by the grant of the motion, for, as before 
stated, no testimony has been taken, the delay has not been unreason- 
able, and he has not been misled nor had the expenses of this proceed- 
ing increased. On the other hand, nnder all the droumstanoes of the 
case a denial of the motion would be unjust to May and might lead to 
the grant of a patent to one who was not entitled to it. 

The decision of the Bxaminer of Interferences is lerenwd. 



DECISIONS OF THB COMMIBSIOIIER OF PATENTS. 213 

Smith v. Warner. 

Deeid^ June 11, 1898, 

85 O. G., 151. 

Ihtbrpkskmcb— Motion for Dissolution Aftbr Testimony has Bbkn Takrn. 

When it is not dispoted that there is an inyention common to the two portieB 

to an interferenoe it is ni^osty after testimony has been talcen, to permit dissola- 

tion fbr the purpose of permitting a redeclaration with the claims of the parties 

the same. (Citing Park r. DaviSy anU, 111; 84 O. 6., 146.) 

On Motion. 

button. 

AppUcatioQ of Edward S. Smith filed October 15, 1895, No. 505,756. 
Application of De Yer H. Warner filed January 4, 1895, No. 533,851. 

Mr. R. C. MitcheU for Smith. 

MeufB, Foster J Freeman & Ohamherlain and Messrs. Foster db Freeman 
tor Warner. 

Obxblb Y, Assistant Commissioner : 

This case comes before me on a motion by Smith to reopen the case 
and to substitute the present motion for a previous motion. The sub- 
stitution may be permitted. The object of reopening is the presenta- 
tion of a motion to the Examiner of Interferences to transmit to the 
Primary Examiner a motion for dissolution. The moving party sug- 
gests and the other side acquiesces in the suggestion that in case the 
motion to reopen is granted the argument before the Examiner of 
Interferences in the motion to transmit be dispensed with and the case 
sent directly to the Primary Examiner for hearing on the motion for 
dissolution. 

This case has progressed to a hearing on the question of priority 
before the Court of Appeals of the District of Columbia. The Board of 
Bzaminers-in-Chief in their decision on the question of priority called 
attention to the fact that in their opinion no interference in fact existed. 
This was not passed upon when the case was before the Commissioner 
and was not alluded to, and though alluded to by the court was not 
passed upon for obvious reasons. 

The basis of the motion for dissolution is no interference in fact, and 
the ground for its present presentation is the statement alluded to in 
the decision of the Examiners-in-Chief, as well as the recent change of 
practice in interference cases in view of Hammond v. ffart^ {ante^ 52; 
83 O. G., 743.) 

Smith contends that a decision of the Court of Appeals on the qnes- 
tion of priority in an interference case does not preclude the defeated 
party from afterward making a motion for dissolution and that after a 
decision upon priority alone by the Court of Appeals a motion to reopen 
for the purpose of dissolution is proper. In support of these contention' 



214 DBCI8ION8 OF THE COMMISSIONER OF PATENTS. 

he cites National Machine Co. v. Wheeler dt WiU<m Manufacturing Co.j 
(0. D., 1896, 269; 74 O. G., 1588;) Breul v. Smith, (0. D., 1897, 332; 78 
O. G., 1906;) Fcwler v. DodgCj {ante, 28; 82 O. G., 1687.) 

He calls attention to the fact that the claims said to be involved differ 
from each other in the nature and extent of their limitations and that 
the issae is not broad enough to properly indade the subordinate claim 
of Smith, and that even if it were there would be no interference in fact 
in view of the present practice, and that giving to the issue the broad 
est interpretation possible there is no interference in fact, but merely a 
question of dominating claims. 

The opposing party does not strenuously deny these contentions of 
Smith, but takes the position that the latter is estopped by reason of the 
decision of priority and in view of all the proceedings hitherto had firom 
now asserting that no interference in fact exists. 

The issue in this case was accepted. Testimony was taken on such 
issue as an invention common to both applications and no serious con* 
tention of non-interference was pressed until after final hearing. That 
there is an invention common to the two applications is not disputed, 
and it would seem hard and unjust at this late date to i>ermit a disso- 
lution for the purpose, or at least with the possible result, of a new 
interference, with all its attendant delays, expense, and vexations. 

This is in accordance with the spirit of the decision of the Commis- 
sioner in Park v. Davis, {amte, 111; 84 O. G., 146.) 

The motion to reopen is denied. 



Ex PARTE MOORB. 

Decided July tl, 1S98, 
85 O. G., Ifi2. 

DlVISIOK—DlFFBRSNT SPBCIKS— SUBCOMBINATIONS. 

An applicant cannot in one case have claimB limited to two species of his 
invention, but he may have combination and subcombination claims which are 
embodied in all of those specioH. 

On Petition. 

DOUBLB-ACTING 8PRIN(9-HlifGK. 

Application of Otho G. Moore filed December 16, 1897, No. 662,187. 
Mr. JB. W. Anderson for the applicant. 

Gbbblby, Acting Commissioner: 

This is a petition from the Examiner's reqnirement of division between 
certain claims. 

The purpose of applicant's invention is stated at the beginning of 
the specification, as follows: 

This invention is designed to provide a donble-aoting spring-hinge of snch char> 
%eter that the spring mmy be thxo wn entirel j ont of operation when desired or whieh 
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o«n be thrown oat of operation so wi to close the door from one direction but not 
from the oppoeito direction. The invention is also desifipied to provide a hinge hav- 
ing means whereby the door is prevented from dropping or sagging away from the 
Jamb in eitlier closed position thereof, or at any point in its movement; also to pro- 
vide a hinge of strong snd durable character >vhich can bo readily manufactured 
and applied and whii-h is thoroughly practical and efficient in its operation. 

The complete binge device, as shown in Figures G and 7, has uU the 
functions above set forth. Gertaiu of the claims appear to be drawn 
upon the complete hinge device, as there shown, and to include all its 
essential features. Claim 7 is an example of such a claim. This claim 
is nbt, however, limited to a construction in which the loose plate of 
the double-acting hinge is made in two parts. This claim may properly 
be taken as a claim for the complete combination. 

In Fig. 1 a double-acting hinge is shown in which the loose plate is 
shown integral instead of two-part. As shown, this has the essential 
features of the hinge device of Figs. 6 and 7, so far as it goes. As 
shown, it is capable of use as a double-actiug hinge, but is not adapted 
for use with the spring shown in Figs. G and 7. It is no doubt true 
that applicant cannot in this case have claiois liuiited si)ecifical]y to a 
construction in which the loose plate is integral, as shown in Fig. 1, if 
at the same time he has claims which specify or necessarily imply ns 
an element the loose plate made in two parts. Claims 5 to 10, inclu- 
sive, either specify the loose plate in two parts or necessarily imply 
such construction. 

I do not, however, find that claims 1 to 4, inolusive, or any of them, 
specifically claim the loose plate integral or necessarily imply such con- 
struction. The novelty of these claims lies in the construction of the 
clutch devices and tlie combination of these clutches with the neces- 
sary elements of a donble-aeting hinge. No novelty in the construction 
of the hinge is specified in these claims. They do not specify the con- 
stmction shown in Fig. 1, but are generic so far as this feature is con- 
cerned, and, as i)ointed out by the applicant, are readable on Figs. 6 
and 7 as well as on Fig. 1. They should be considered as claims prop- 
erly drawn to cover', in as broad terms as the state of the art permits, 
combinations of certain of the elements of the complete combination. 
In other words, they are subcombination claims and not claims for a 
species distinct fh>m that of claims 5 to 10. Division should not be 
re«|uired. 

The i>etitiou is gnuited. 
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BX PABTB JANOWITZ. 

Decided July 99, 1898. 
85 O. Q., 152. 

1. RsiSgUK—WANT or SUTFICIBNCY OF StaTKMSMT— QbOUMD FOK BXJVCTION. 

A formftl Teqnirement that the oath of a reismio application be tapplemented 
by a particolur ■tatement of the circumstances attendant npon the making.of 
the ori^nal application is not warranted. This is a g^und of rejection. 

2. Kkissur AjrriDAviT, Sufficiehcy of— MxHrrs— Qubstion of t^vrvsmaxmn. 

The qnestion of the sniBcieney of a reissno affidavit relates to the nierlts. 
The question of its deflnit<enessis a sabjeot for petition to be raised by objeetion. 

3. RKI88UB Appucation— Recounting RsAaoNS for mot Complying with 

Statute. 
An applicant need not be required as a condition precedent to consideration 
of a reissue application 1o recount all the reasons which prevented a compliance with 
the statute in filing his original application. 

On Petition. 

I>RR88-RTAY. 

Application of Jnlias Jonowitz for reissue filed November 12^ 1S07| 
No. 658,328. 

Messrs. Schreiter^ Van Iderstine & Mathews for the applicant. 

Greeley, Acting Coinmissioner: 

This petition recites three requests for instructions to the Primary 
Examiner. The first two are general in their character and are for that 
reason dismissed. The third asks in effect that the Primary Examiner 
be instructed that the oath submitted with applicant's reissue applica- 
tion is a sufficient compliance with the requirements of rule 87. 

The oath recites that ^^ the specification (of the original patent) does 
not clearly and precisely describe the nature of the improvement which 
the deponent claims as his invention or discovery" and thaf the 
errors thus particularly spettified arose through insufficient understand- 
ing of the nature of his invention by the attorney prosecuting the 
original application for patent and that the same remained unoorrected 
because the deponent was • • • erroneously • • • advised 
* * * that the specification sets forth and the claim covers his 
in ven tion " properly. 

The Examiner requires in his letter of December 14, 1897| that — 

to make the application formal the oath must he supplemented hy a particular state- 
ment under oath of the circumstances attendant upon the ipalcing of the original 
application. 

This requirement is not warranted. If the Examiner is of the opinion 
that the oath is not sufficient, he should reject for that reason. The 
Examiner has made in effect an objection to the sufficiency of the 
affidavit, as well as an objection to its definiteness. So far as its saffl- 
"^iency is concerned, this is a matter for the fixaminers-in-Ohief on 
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appeal and should be made a ground of rejection. So fetr as the objec- 
tion of indefinitenees is concerned, it is properly brought before me on 
petition. 

This is also true of the requirement that applicant disclose, as a con- 
dition precedent to the consideration of the reissue application, all tiie 
reasons which prcTcnted his compliance with the statute in filing his 
original application and how they arose and occurred. 

Several attempts were made to overcome the Examiner's objections, 
but without avail, and finally this petition was brought. 

The Examiner has pointed oat that the applicant's failure to com- 
ply with his requirements as to form has not prevented the fullest con- 
sideration of the merits. 

The Examiner is directed to regard these matters alluded to above, 
which he has hitherto treated as matters of form, as pertaining to the 
merits and to treat the case accordingly. 

To this extent the petition is granted. 



BioHABDS r. Tract. 

Decided September 19, 1898, 
85 O. O., 288. 

1. IMTKRFKBXKCS — ^MOTIOK TO AMKND— TiMB OF MAKING MOTION — RULR 109 
CON8TRUXD. 

Whsre a motion to amend an application under the provisions of Rule 100 was 
not filed within the twenty days provided for by the rnle, but a sufficient show- 
ing was made why it was not filed sooner, HeUd that the motion may be 
received and trausmitted to the Primary Examiner, (ifotftc t*. Butler, C. D., 
1883, U; 62 O. G., 587, citeil.) 

2. Same — Motion to Dissolvk— Prematurk Motion to Amend Application. 

Where it was insisted by Tracy that in view of Rnle 143 the motion of 
Ridkarda to amend his application was prematurely brought, as a motion to 
dissolve the interlerenoe had been decided by the Primary Examiner and the 
decision was subject to appeal, Held that Richards would have been guilty of 
laches if he had not made the motion to transmit and amen«l as early as he did. 

8. Samr—Duty of the Office in Expediting Interference Proceedings. 

The Office should be commended rather than censured for doing all in its 
power to expedite the the final disposition of interference cases by deciding all 
inierlocutorj' questions at as early a date as possible, especially where no sub- 
•taaiial rights of either party are interfered with by such prompt action. 

Appxal ou motion. 

BE wing-machine. 

Application of Francis H. Hicbards filed January 2C, 1895, No. 
536,338. Application of Harriet R. Tracy filed January 18, 1895, No. 
535,a30. 

Mr. WiOiam R. Blodgeit for Bicbards. 
Mr.R. e. Dfretrfanh for Tracy. 
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DUBLL, Commissioner: 

Tracy appeals from the decision of the Ezaminer of Interferences 
fpranting Bichanls's motion to amend his application nnder the provi* 
sions of Rule 100 and to transmit the amendment to the Primary 
Examiner. It appears that the motion was not made within the twenty 
days provided for by Rule 100, and for that reason, among, others, 
Tracy insists that the decision was incorrect and shonld be reversed. 

While it is qnite trne thftt Bnle 100 states that <^ the applicant may 
at any time within twenty days after the preliminary statements 
(referred to in Bnle 110) of the parties have been received and 
approved'' make the motion which IMchards did make, yet I do not 
feel warranted in overmling the interpretation that has been placed 
by the Office npon that rnle and which seemingly has been followed 
for many years. 

In Eovse v. BuUer (0. D., 1803, 14-, 62 O. O., 587) it was held that 
a motion nnder Bnle 100 could be made after the twenty days referred 
to in the rule, provided a snfficient showing were made. If the rule 
were to be rewritten, it doubtless would be wise, as tending to prevent 
dispute and the necessity for intwpretation, to quality by appropriate 
language the tim^limitation. Nevertheless, as before stated, the Office 
practice and construction ought not to be changed at this time. It 
would work an unnecessiiry hardship in many cases, in some of which 
the fault would be with the Office rather than with the party desiring 
to make the motion. 

I do not think the ruling of the courts referred to by counsel for 
Tracy in reference to construing statutes should be so rigorously 
applied to the construction of the rules, for the rules for the conduct of 
proceedings in the Patent Office are (^'subject to the approval of the 
Secretary of the Interior'^) promulgated by the same authority as the 
one called upon to construe them. 

It is also urged on behalf of Tracy that a sufficient showing was not 
made on behalf of Bichards to warrant the Examiner of Interferences 
in extending the time within which this motion could be made. I 
think that a sufficient showing was made. It was at least sufficient 
to call for the exercise of the discretion of the Examiner of Interfer- 
ence, and with his conclusion I shall not take issue. 

It is further insisted upon by Tracy that in view of Bule 143 the 
motion of Bichards was prematurely brought, as a motion to dissolve 
the interference had been decided by the Primary Examiner, which 
motion was subject to appeal. As I look at it, Bichards would have 
been guilty of laches if he had not made the motion for leave to amend 
and transmit as early as he did. While it might have been i)ermissi- 
ble for the Examiner of Interferences to have postponed the hearing of 
that motion until the final determination of the motion to dissolve the 
interference, still I think his action was proper and in the interests 
of the parties. Interference proceedings are at the best kmg oontin- 
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ued, and years often elapse before their final determination. In view 
thereof I think the Oifice is to be commended, rather than censored, 
for dmng all in its power to exi>edite the final disposition of these cases 
by deciding all interlocntory qnestions at as early a day as possible, 
especially where no substantial rights of either party are interfered 
with by snch prompt action. 
The decision of tiie Examiner of Interferences is affirmed. 



BX PABTS OBOWBLL. 
D0eid^ Jwm0 $9, 1898. 

85 O. O., 289. 

DfviBiOiW— EDUCAHOirAX. DBflx— Takxs; Pumps, Etc., Fobmino Pasts Thxrbof. 
Upon petltioii from the Aotia& of the Examiner reqniriDg division between « 
set of elaiBM for s desk for eduestion*l purposes and another set of claims 
including a tank, pump, valves, etc., as forming part of tbo desk, Held that as 
there are no claims covering these separate devices and as they are simply placed 
in oomMnation with the other parts of a desk division should not be required. 

On Petition. 

DS8K FOK BDUGATIOMAL AFPABATC8. 

Application of Melvin £. Growell filed September 18, 1897, Ko. 
652^07. 

Mr. V. H. Lodewaod fbr tbe applicants 

Din&LLy OlNNMHMtOIMr: 

ThiB is a petition from the action of the Bxaminer in reqniring divi- 
sion. The Bxaminer has gronped the claims in two sets. In the first 
set he has placed claims 1^ 2, 3, and 4 as covering a desk stmctore, and 
in the second set he has placed the remaining claims, 5 to 10, inclusive, 
as relating to a system of tanks, pomps, valves, water-snpply, and 
their connections. He reqmred division nnder the anthority of ex parte 
Burge$$ (0. D., 1897, 64; 80 O. G., 1760) and ex parte l)fme$an and Bar- 
Umdj {ante, 48; 83 O. G., 508,) holding that the first set of claims is 
distinct and independent fkom the second set and should be examined 
in one division of the CMBce, nnder the class of ^< Desks,'' while the 
other 8et of claims should be examined in another division, under the 
class of ''Baths, closets, basins, and stands.'' 

An inspection of these claims shows that they all relate to the same 
structure — a desk for educational purposes — and while the second set 
of claims includes a tank, pump, valve, water-supply, etc., yet there 
ave no claims for these devices per ee and they are simply placed in 
combination with the other parts of a desk, and applicant makes no 
elaim that these separate elements are new in themselves. He hap 
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merely placed them together with other parts of a desk in order to 
make an educational apparatns. There is only one invention claimed, 
and the decisions cited by the Bxaminer are no authority for requiring 
division in such a case as the present. His action is therefore overruled 
and the petition is granted. 



Metropolitan West Side Elevated Railroad Company et oL 

V. Siemens. 

Ihdded Oetoher 3, 1898, 
85 O. G., 290. 

1. Accbss to ABAimoNSD Appuoations— Rkfkkxnck in Patknt. 

Where the file wrapper and contenta of an applleation on whieh a patent waa 
^granted make reference to the fact that one of the claims of the patent was a 
snhstitnte for a claim allowed in an abandoned applicationi Held that an inter- 
ested party may have access to said abandoned application. ( {7. S,^ ex rtl, Pol- 
hk y. HaU, C, V,, 1889, 582; 48 O. G,, 1268, cited.) 

2. Sams^Prior Dbcimon Construkd. 

The case of V. S., ex reL Jiulkley v. Butter'itarik (C. D., 1897, 685; 81 O. G.,605) 
should not be interprete<l as holding that no discretion is vested in the Com- 
missioner of Patents to grant or withhold copies of abandoned applications 
without a certificate or order from a conrt that they are necessary in a pending 
suit. 

8. Samx— Obrhficatb of a Cocjrt. 

As a general rule it may be safer to require an order from a court of compe- 
tent Jurisdiction before furnishing parties with copies of ponding or abandoned 
applications; but when a patentee has referred to a prior application for pat> 
ent, whether such reference appears upon the fare of the specification or only 
among the application papers, and thereafter brings suit u^on his patent^ he 
cannot urge that the papers referred to by him ore private papers. 

On Petition. 

rlkctric railway. 

In the matter of the petition of the Metropolitan West Side Elevated 
Bailroad Company and Bobert £. Jenkins for «i oopy of the file-wrapper 
and contents of the application of Ernst W. Siemens, Ibr improvement 
in electric railways, filed October 23, 1884, Serial No. 146,473. 

Mr, Chas, L. Buckingham and Messrs, Pennie dt Ooldsborough for the 
petitioners. 
Messrs. Barton & Broim for Siemens. 

DUELL, Oammissioner : 

This is a i^etitlon for a certified copy of the file-wrapper and contents 
and of the drawing relating thereto of the application of Ernst W. Sie- 
mens, for improvements in electric railwiqrs, filed October 23, 1884, 
«k^rial No. 146,473. 
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The petition sets forth that a suit is now pending in the United 
States Circuit Ck>urt for the Northern District of Illinois, in which the 
Siemens-Halske Electric Company of America is complainant and the 
Metropolitan West Side Elevated Railroad Company and Bobert E. 
Jenkins are defendantS| for infringement of certain claims of United 
States Letters Patent No. 324,170, granted to Ernst W. Siemens August 
11, 1885 'j that proofs are now being taken for defendants in reply to 
complainant's jprjma/ac{0 case, and that the time for taking such proofe 
expires within a few days. 

The petition fhrther shows that one of the claims of the patent, 
infringement of which is charged in the suit, is a substitute for a claim 
which had been introdaced into the application upon which the patent 
in suit issued by amendment dated July 15, 1885, and that this claim 
of July 15, 1885, was allowed in the abandoned application, a certified 
copy of whidi is now asked for. 

It ftirther appears that a deposition made by Dr. Siemens referring 
to this October 23, 1884, application and used in certain interference 
prooeedings has been stipulated into the record in this suit 

The petition having been filed, a date for the hearing of the same 
was fixed, whioh upon the request of the attorneys for Siemens was 
postponed. Siemens's attorneys have not traversed any of the material 
allegations of the petition, but have filed a brief setting forth their 
grounds of opposition to the grant of the petition. In substance these 
are as follows: 

First, that the demand is unwarranted and unsupported by any suf- 
ficient showing on the part of the petitioners; second, that the i)etition 
cannot properly be granted for the reason that no certificate from the 
court in which the action is pending showing the materiality aad rele- 
vancy of the papers in question has been procured ; third, that the 
fact that the deposition of Dr. Siemens given in the interference has 
been stipulated into the action does not make the file-wrapper and 
contents of the application to which his affidavit referred either mate- 
rial or relevant. 

The unoontradicted verified statement upon which the petition is 
based is, in the absence of any controverting affidavit or other paper, 
to be taken as true. By the affidavit it appears that at least one of 
the claims in litigation was a substitute for a claim allowed in the 
abandoned application of October 23, 1884, and reference having been 
made to that fact in the file-wrapper and contents of the application 
upon which the patent in suit issued I am of the opinion that the peti- 
tioners are entitied to a copy of the prior application. 

In a somewhat similar case the Supreme Court of the District of 
Columbia said : 

It «pp«ftn upon the face of the application not only that it U wanted for the pur- 
pOMS of evidence, but that, in point of fact, properly considered, the paper which is 
la qaestton,'aad whioh he (the Commiasioner of Patents) defies access to, belongs to 
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the pablio and u properly part and p«roel of the p«teut with referenoe to the litiga- 
tion about which the doonment has been wanted for piirposee of evideuoe, for the 
reaeon that that rejected application and the deecriptions of the matter contained 
in that rejected application are made by reference part of the very specification of 
the patent in question, and therefore it wae his duty, independent of the general 
requirements of lUmishing a copy for the purpoees of evidence, to have given thnt 
copy as part and parcel of the published patents and published specifications of the 
patent in questiou. Being incorporated into it by reference, it is in contemplation 
of law part and parcel of the specification of the patent, which patent with its 
specifications, by the general provisions of law, it is incumbent upon the Commis- 
sioner of Patents to publish to the world in the various modes which have been 
indicated under the Rules of the Patent Offloe, which have been read. ( U. S., ex r«I. 
Pollok V. Hall, Commr. e/ PolMto, C. D., 1889, 682; 48 O. G., ISfiS.) 

It is trae that tho speciAcatioQ of the imtent involved in the pjreeent 
Boit does not refer to this earlier application and that the reference to it 
is only found in the application papers which form the basis for the 
grant of the patent. This difference, however, I do not consider 
material. 

To sustain the second point it is urged on behalf of Siemens that in 
view of the opinion of the court in U. &, ex reL BuUele^j y. BuHerwarthf 
Oammr. of PatenU (G. D., 1897, 686; 81 O. O., 605) no diacvetion is 
vested in the Oommissioner to grant or withhold copies of such papers 
as those in question without a certiilcate or order fkom the court in 
which the case is pending. I do not so interpret the decision referred 
to. As a general rule it will probably be found to be safer to require 
an order or certificate from a court of competent jurisdiction before 
furnishing parties with copies of pending or abandoned applications. 
But when a patentee has referred to a prior application for a patent, 
whether such reference appears upon the face of the specification or only 
among the application papers, and thereafter brings suit upon his jMit- 
ent, he cannot with very good grace urge that the papers referred to 
by him are ^^ private papers." 

I cannot agree with the attorneys for Siemens iu their third ground 
of objection. Oertainly they should not be heard to urge such a claim 
when at their own request a deposition has been stipulated into tlie 
record of such landing suit, which deposition refers to such prior 
application. 

The petition is granted. 
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Gabpenteb r. Malloby. 

Decide August U, 1898. 
85 O. G., 291. 

1. iNTKRTBRBirCK— MonON TO DiSSOLVK— No INTKRFKKKNCK IX FaCT— ABANDON- 
MSNT. 

On a motion for dlMolation bvonght npon the ground of uo interferonoe in 
fncty the qaestion of abandonment cannot be eontidered. The proper ground 
would be lack of right to make the claim of the iasue. 

2. Sams— DiflsoLUTioN— Abandonment — Ex partk Conbidsbation. 

After the dissolution of on interference the question of the abandonment of 
the issue by one of the parties is ex parte, and the other party cannot be heard 
in the matter. 

Appeal ou motion. 

ITMBRKIXA. 

Applicatiou of Delos Oarpeuter iiled November 29, 1897, No. 660,051. 
Application of Eruest £• Hallory filed November 19, 1897, No. 659,198. 

Mr. Newell S. Wright and Mr, F. A. Lehmann for Carpenter. 
Mmsr$. Ildtan Bros, for Mallory. 

OrbxLEY, Acting Commissioner: 

Tkis interference was declared April 20, 1898. On May 11, 1898, 
Mallory filed an iDstmment in writing in which he stated that he — 

exprMsly abandoned the points in issue in the interference and all claim of priori^ 
of iuTMition thereof, said points in interference, as set forth in the declaration of 
•aid interference^ dated April 20, 1896, including claim 2 of my application. * * * 

The Examiner of Interferences decided that no action could be taken 
on this lustmment on the ground that it was not a complete abandon- 
ment, holding that unless an amendment abandoning the interfering 
matter in the application were forwarded the abandonment would be 
dismissed from further consideration. No such amendment was filed 
by Mallory; but on May 18, 1898, he filed his preliminary statement 
By this action he in effect withdrew the abandonment, which he undoubt- 
edly had a right to do at that time^ uo action adverse to his interests 
having been tnken on the matter. 

Ou June G, 1898, Gan)enter filed a motion to dissolve on the ground 
that no interference in fact existed by reason of Mallory's having filed 
the alleged abandonment above referred to. The attorney for Mallory 
in aeeepting service of this motion stated that dissolution on the ground 
of no interference in fact, but not on the ground of abandonment, was 
agreed to, and oonsented that the papers be transmitted to the Primary 
Ezaadner. 

On June 7, 1898, Mallory filed a motion to dissolve on the ground that 
no ittterferenoe in fact existed. 
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Both motious were duly transmitted to the Primary Examiner and 
heard by him. Oarpenteor's motion was denied. Mallory's motion was 
granted. 

Carpenter appeals from the decision of the Primary Examiner deny- 
ing his motion. In his appeal he asks that the decision of the Examiner 
of Interferences dismissing from consideration the abandonment filed 
by Mallory on May 1 1, 1898, be overruled. 

It is evident that the motion to dissolve as made by Carpenter on 
the ground of no interference in fact was not a motion under which the 
question of the effect of the alleged abandonment could be considered. 
The propel* motion would have been a motion to dissolve on the ground 
that MuUory had no right to make the claim by reason of the filing of 
the alleged abandonment. The Examiner was clearly right in denying 
the motion as brought. 

The motion made by Mallory to dissolve on the ground of no inter- 
ference in fact having been granted and no appeal having been taken^ 
the interference must be considered as dissolved^ and the question 
whether or not by filing the paper referred to Mallory has abandoned 
his right to the claim in question is purely an ex parte question, as to 
which Carpenter has no right to be heard. And even if the interfer- 
ence had not in effect been dissolved it is, as indicated above, a matter 
of grave doubt whether, in view of the action taken by Mallory, his 
alleged abandonment could at the time Carpenter^s motion was brought 
be considered other than a i>aper filed by mistake and subsequently 
withdrawn. Certainly the decision of the Examiner of Interferences 
refusing to consider the alleged abandonment cannot be considered 
other than an ex parte decision from which no one other than Malloiy 
himself can apiieal. 

The decision of the Primary Examiner denying Carpenter's motion 
to dissolve is afllrmed. 



Ex PARTE Griffin. 

JftcUUd Jnne IS, 1838. 

85 O. G., IM. 

Drawjnuk— Unnbckssaky Shkkt.s. 

UpoD potittun from tbo rvquiruiiicnt of tliu Kxciiniiier tluit Sheet 1 of a draw- 
ing be canceled, a> it is unnecessary, Held that a suporftuons sheet uf a drawing 
should not be permitted to remain iu a case. {ExparU Kramne, C, D., 1991, 164; 
56 0. O., 1708, cited.) 

On Petition. 

A('KTYLKNK-(iAH (iR.VKKATOK. 

Application of Alvuli M. Griffiii filed June U\ 1897, No. 040,228. 
Meesrn. C. A. Stwio ik Co, for the applicant. 
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DuELL, Comniusiancr: 

This 18 a petition frotii the re<iuireiiieiit of the Examiner that Sheet 1 
of the drawings be canceled, as it is unnecessary. 

Each and every feature covered by the claims iB Hhown in Sheet 2 of 
the drawings, and the invention is readily understood from what is 
shown by the second sheet. The argument advanced by the petitioner 
that Sheet 1 should remain in the case because it shows that the differ- 
ent receptacles are circular in cross-section is not tenable. Tiie claims 
are not limited to the shape of the receptacles, and it therefore matters 
not whether said receptacles are circular, square, or some C'ther sliape 
in cross-section. The requirement of the Examiner is corre>*.t, and the 
snperflnous sheet should not be permitted to remain in the case. {Ex 
parte Kranse, O. D., 1891, 164; 5C O. G., 1708.) 

The i^etition is denied. 



Ex PARTE (tUILBERT. 

J>9eided October 11, 18S8, 

85 O. G., 454. 

1. INTKKFRUKNCK— SKTllNti ASIDK AWARD OK PKIOKITY — No iNTKltFKBKNCK IS 
FAt:T. 

Where after the decision of the Court of Appeals of the District of Colambia 
a petition was made praying that the award of priority be set aside npon the 
gronnd that no interference in fact existed between the claims of the parties, 
Beld that after an award of priority by the Court of Appeals in an interference 
proceeding the Commissioner of Patents has no power to vacato the court's 
decision. To do so wonld l>e in effect to hold that an inferior tribunal can 
nullify the decision of a higher tribunal. 

2. 8ame~8amk~Samr. 

In an interference proceeding after testimony has boon taken tliereou and the 
various tribunals of the Patent Office and the Court of Appeals of the District 
of Columbia have passed npon the issue and made an award of priority Held 
that it iH too late to vacate the proceedings on the ground that no interference 
in fact exists. 

3. Samk— Awari> ok Fkiokity — Guantino Claims to Dbfkatkd Partv, 

The fact that the case of the suc<'essful party to the intcrferunce has become 
a part of the prior art will not iiiilitiite against the grant of claims to the 
defeate<l party fur snbjoct-matter not covered in the stnicturo of tho sticcAsssful 
party. The olaims of the defeated pni-ty which arc embraced or said to be 
iuvoWed in the Interference should be considered, and if patentably diffureut 
from tho invention disclosed by the successful i»arty th«iy may be allowed. 

On Petition. 

HOOK VOK <iAKMKNT8y KTC. 

Application of John M. Gnilbert Hied September 22, 1894, No. 523,826. 

Mr. John A. Wiedersheim and Mr, K M. Hunter for the applicant. 
12782 15 
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DtTELLy Comm%s9i(mer: 

This is a i>etition from the action of the Primary Examiner Anally 
rejecting all of applicant's claims on the resnlt of an interference 
decided adversely to the applicant The petition sets forth, in sub- 
stance, the following fiicts : Applicant having in 1804 implied for a 
patent and having been rejected on a prior patent filed an affidavit 
nnder Bale 75, whereaxK>n an interference was declared between the 
first claim of the prior patent and all of applicant's claims. Proofii 
having been taken, the case was iieard by the Examiner of Interfer- 
ences, who awarded priority to the patentee. Upon saccessive appeals 
to the Examiners-in-Ohief, to the Commissioner, and to the Oonrt of 
Appeals of the District of Golumbia the decision was affirmed. After 
the application was returned to the Examiner all the claims were 
rejected nnder Bole 132. 

Upon this state of facts the petitioner prays that the award of prior- 
ity in favor of the patentee be set aside npon the ground that no inter- 
ference in fact existed between his claims and tiie first claim of the 
patent and that the Primary Examiner be instructed that the judg- 
ment of priority of invention in favor of the patentee constitutes no 
bar to the allowance of the claims of this application. It is insisted 
that the patentee's claim was specific to his construction and contained 
features and limitations neither shown, described, nor claimed by appli- 
cant, and that therefore the interference was improperly declared. 

There seems to ))e no question but that the interference was properly 
declared under the practice in vogue at the time of its declaration, and 
it does not appear that any attempt was mede by applicant to dissolve 
the interference upon the ground that it was improperly declared. 
The issue seems to have been accepted and the interference vigorously 
prosecuted by him. 

Conceding all the facts to be as stated, I am not prepared to hold 
that after the Court of Ap(>eals of the District of Columbia has made 
a final award of priority in an interference proceeding the Commissioner 
has power to vacate the court's award. It would in effect be holding 
that an inferior tribunal can nullify the decision of a tribunal to which 
an appeal lies from the inferior tribunal's decision. If this were an 
application to set aside the decision of the Commissioner, in part at 
least, (no appeal having been taken to the Court of Appeals of the 
District of Columbia,) the application might be entertained under the 
authority of Hhrlich v. Van Ham^ (C. D., 1891, 17; 64 O. G., 606;) but 
I am of the opinion that the better practice would be to appesU from 
the adverse decision of the Examiner to the Examiuers-in-Chiet 

In an interference proceeding, after an issue has been framed, testi- 
mony taken thereon, and the various tribunals of the Patent Office and 
the Court of Appeals of the District of Columbia have passed upon the 
issue and made an award of priority, I believe it is too late to vacate 
the proceedings on the ground that no interference in fiict existed. 
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This iuterfereuoe was declared at a time wbeu iuterfereiices were 
dedared between generic and speciftc claims, and the prox>er practice 
to be followed when a party seeks to proaecnte a claim which the 
Examiner r^ects after the termination of an interference has been laid 
down in ex parte George W. Amosy (02 MS. Dec., 325.) It is there 
stated: 

Under the established pnetiee of declaring interferences between generic and 
speeifio claiuis based on different species where a decision in favor of the party hav- 
ing the generic claim does not affect the right of his opponent to the specific claim, 
it is apparent that a decision on priority is not in any manner conclusive of the right 
of the defeated party to his claim said to bo inclnded in the issue. The Examiner 
is not concluded by the judgment on priority and it is cot apparent why it is neces- 
sary to file a motion to vacate that Judgment when ''he Examiner refuses to allow 
the claims. It would seem that the ordinary practice where a claim has been 
rejected should be foUowed and the applicant accorded the right of appeal to the 
£xamlners-in-Chief, as in other cases. 

Tlie decision on priority is in effect a reference cited by the Examiner as a reason 
im rejecting the claims and in considering the propriety of the rejection the «iue8- 
tions to be passed npon are the same in mind as when a claim is rejected on any 
other rdbrence. The proper relief for the applicant in case of such rejection is an 
appeal to the £xaminers-in-Chief. 

The fact that the application or patent of the snccessfal party to the 
interference has become a part of the prior art will not militate against 
the grant of claims to the defeated party for subject-matter not foand 
in the stmctnre of the snccessfal party. The claims of the defeated 
party which were embraced or said to be involved in the interference 
may be considered, and if patentably different from the invention dis- 
closed by the snccessfal party they may be allowed. 

So much of the petition as asks to have the award of priority set 
aside is denied, and the prox>er coarse for the Examiner to follow is 
liere indicated. 

Ex PASTE McQUBSN. 

IhtMcd September Zf^ 1898. 
85 O. G., 609. 

1. RnriRKHCK— DseioN rAiuNT-— Prior Decision CoM8TKrKi>. 

Ex fmie Jonee (rnnte, 155; 84 O. G., 1281) docs not broadly decide that under 
certain conditions a prior design patent is not a pertinent reference agaiiuit an 
application for a mechanical structure. 

2, Sams— Samk— CousflB of Appxal. 

Whether or not the design patent cited against a mechanical application is a 
pertinent reference is a question that goes to the merits, and therefore must be 
first determined on appeal by the Examiners-in-Chief. . 

8. CORRKSPOITDKRCS— Returkiko Papsrs Undbr Rulb 22. 

Where the language used by applicant in an argument filed during the prose- 
cution of his application was not courteous, Held that the paper containing such 
language should be returned to applicant, as it had not been entered in the case. 

Oil PXTITIOII. 
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8TOP-BKAD ADJU8TKK. 

Application of Ulysses G. McQaeeu filed February 3, 18d8, No. 
668,907. 

Mr. Charles S. Bogern for the applicant. 

DtJSLL, Comm%s9i<mer: 
In this case the applicant by his petition asks for the following relief: 

First. Yonr petitioner prays that the Examiner of Division XX be insimcted to 
enter, nunopro tuncy applicant's couimunication <1ate€L May 25, 1898. 

Second. Yonr petitioner prays that tho Examiner of Division XX be instructed to 
withdraw the following statement, contained in the Office letter dated April 14, 1806, 
to wit: 

"Applicant has canceled claims wherein are deiine<l devices in which the serew- 
hoad may engage directly with the notched bottom of the thimble, thereby aoknowl- 
edging the want of patentability of the snbjects-niatter of said elahns." 

Third. Your petitioner prays that the Examiner of Division XX be directed to 
withdraw from the record of this application, as a reference, the design patent to 
Smith, dated Angnst 3, 1897, No. 27,468. 

Fourth. Yonr i>etit]oner prnys that the Examiner of Division XX be directed to 
withdraw from the record of this application, as a reference, the patent to Kelleher 
et al,, dated Angnst 25, 1896, No. 566,323. 

Considering these prayers in their order, I must deny the first, for 
the reason that the coinmunication referred to therein is one that under 
llule 22 ought not to have been forwarded by the attorney, but having 
been forwarded should be returned to hiin. 

An examination of the application shows that under date of April 
14, 1898, the Examiner addressed a communication to the applicant in 
which he made the following statement: 

Applicant has canceled claims wherein are defined devices in which the screw-head 
may engage directly with the notched bottom of the thimble, thereby acknowledge 
ing the want of patentability of the snbjeots-matter of said claims. 

Under date of May 14, 1898, applicant submitted an argument and 
amendment which traversed this statement of the Examiner. Tho lan- 
guage employed in the argument filed was of such character that the 
Examiner would have been warranted in calling the attention of the 
Commissioner to it; but instead of so doing he caused the same to be 
filed and it became a part of the record. Under date of Hay 24, 1898, 
applicant's argument and amendment of May 14 were replied to by the 
Examiner, and the application by r^kson of said action became a sec- 
ond time and finally rejected. Thereupon the applicant forwarded the 
communication of May 25, which has not been filed. In this communi- 
cation he reiterated the objectionable language contained in his argu- 
ment of May 14. Under Bule 22 this communication ought to have 
been returned, and as it has not been entered I direct that it be at once 
returned to the applicant. The controversy is an unseemly one and 
entirely unnecessary. 

By the second prayer above recited it appears that the applicant 
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wishes to have that part of the Office letter dated April 14, 1898, and 
heretofore qaoted withdrawn from the letter. lu aocordauce with the 
oonclnsion at which I have arrived with reference to the first prayer 
the second one must be denied. I have permitted applicant's argument 
and amendment of May 14 to remain a matter of record, and therefore 
it is necessary that the Office letter of April 14 also remain of record 
as an entirety. 

The third and fourth prayers must also be denied, for the reason that 
a petition from the rejection upon references of a claim by the Primary 
Examiner does not lie to the Commissioner; but the remedy, if the 
Examiner has erred, is by appeal to the Examiners-in-Ohief. This rule 
18 fundamental. {Ex parte HuWert, 0. D., 1894, 1; 66 O. G., 315.) 
Whether or not the references cited by an Examiner are x>ertinent 
must be decided by an orderly course of appeals, and if an applicant 
could take this short cut from the Examiner to the Commissioner he 
would deprive himself of the right of an appeal to the Examiners-in- 
Chief and also of the right of an appeal from the Commissioner to the 
Court of Appeals of the District of Columbia. 

It may not be amiss to add a word in reference to the pertinency of 
the reference of a design patent as negativing the novelty of a mechan- 
ical structure. It seems to me that applicant's counsel has misappre- 
hended the decision of Acting Commissioner Greeley in ex parte Jones^ 
(antej 155 ; 84 O. G., 1281.) It is my understanding of that decision that 
it does not broadly decide that under certain conditions a prior design 
patent is not a pertinent reference against an application for a mechan- 
ical structure. Whether or not the design patent cited against the 
present application is a pertinent one is a question that goes to the 
merits, and therefore must be first determined on api)eal by the ICxami- 
ners-in-Chief. 

The i)etition, with all the i)rayers thereof, is denie<l. 



Ex PARTE MeBGKNTHALEB. 

hcoided June S9, 1808, 

K O. Cf., 775. 

PuACTiCK— Explaining Rkkkrrnce— Pjuok Dkcisiox Con8Truki>. 

Where a caee had received nnnioronb actions and was under ilnal rujectioiiy 
Held that under the practice as indicated in ex parte Barnea ((.*. D., 1897, 76; 80 
O. G., 2088) the Examiner should give applicant a full Htatenient as to the perti- 
nency of the referencen and the reasons for rejecting the claims without reopen- 
in^ the case. 

Ok Petition. 

nSVICK FOR 8K<?IJRIN(: ON'K WKAKINO ART1C!LK TO ANOTHRR. 

Application of Marie H. MerKenMialer filed Noveinl>er 7, 189G, No* 
011,374. 
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Mr. Alexander Selkirk for the applicant. 

DuELL, Commissioner: 

There are several questions raised by this petition^ bat it is not 
necessary to state them, as some of thein have been waived by the 
Examiner and others relate to the merits, which are not reviewable on 
petiti<in. It seems that this i>etition was brought for the pnrpose of 
requiring the Examiner to explain the references, and this is the gist 
of the petition. 

The record shows that on January 13, 1898^ the applicant presented 
a set of claims which were objected to and applicant advised that the 
device contained nothing patentable over the state of the art of record. 
On February 18, 1898, applicant amended by presenting three new 
claims, which the Examiner held in his action thereon to be the same 
in substance as those before presented and which he rejected, stating 
that the reasons given in the former Office letters for refusing the 
claims were thought to be full and clear. Applicant replied to this by 
an argument dated March 21, 1898, in which she requested the Exam- 
ine to fully and precisely state the reasons for rejecting the claims. 
The Examiner in replying to this simply stated that the references had 
been fully explained, and he a second time r^ected the claima and 
advised applicant to appeal to the Examiners-in-Chief. 

It is from this action that the applicant i^etitions, urging that the 
Examiner has not complied with the rules and the practice as to point- 
ing out the pertinency of refei^ences, as requested in )ier argument of 
March 21, 1898. 

The petition is well taken, as the Examiner has not complied with 
the rules and the practice as indicated in ex parte Barnes (0. D., 1897, 
76; 80 O. G., 2038) and other decisions following it. These authorities 
require an Examiner before dosing a case to explain the references and 
their pertinency as clearly and fully as would be done in the Exandn- 
er's answer to an appeal should appeal be taken. However, as the 
applicant has received numerous actions, the case need not be reopened; 
but the Examiner is directed to give the applicant a full stiktement as 
to the pertinency of the references and his reasons for rejecting the 
claims, as required by the present practice of the Office, so that the 
applicant can judge as to whether she sliall take an appeal. 

To this extent the petition is granted. 
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Ex PARTE MgOASKBY. 

Dm>ided Odohw gS, 189S. 
85 O. G., 0S5. 

1. BufiPKHsioir OF Action ox Appucatiox—Abaitdonvbnt. 

On June 22, 1895, applicant reqneete<l a tuspension of aotion on his applica- 
tion for three months, which was granted. Nothing farther was done until 
Jannary 10, 1806, when the Examiner, on his own motion, called the applicant's 
attention to the fact that the application was suspended and suggested to him 
that if he desired a farther saspension he ehonld promptly apply for it. On 
January 22, 1896, the applicant followe<l the snggestion of the Examiner and 
requested a soRpension for sixty days. For reasons not disclosed by the record 
the Examiner gracted a suspension for six months instead of for sixty days. 
Nothing farther was done with the application until March 1, 1897, when the 
Examiner, on his own motion, informed the applicant that the case would stand 
sospeuded until June 12, 1897, when it would be passed to issue. The ease was 
not passed to issue and no attention was paid to it until August 25, 1898, when 
the present Examiner informed the applicabt that his case was abandoned. 
Held, that were it not for the letter of the Examiner of March 1, 1897, the appli- 
cation would have been abandoned, but that said letter was such an action 
as that referred to in the statute and that it saved the application from 
abandonment. 

2. Saiob—Samv-— Condemnation of Ckrtain Practick in Rkgabd to 8trBPBNi>- 

1N0 Action on Application. 
Meld, ftirther, that if such practice as that indicated in this ease exists in the 
Office it cannot be too strongly disapproyed and should be stoppe<l. It is such 
cases as this that bring the Office into iU-reputo and juMtly give ground for the 
criticism that is sometimes indnlgnd in by the public. 

Oh Petition, 

appaaatuh vok tranhmitting klkctrical signals. 

Application of Alfred S. McCaskey filed April 14, 1893; renewed 
June 12, 18d5, No. 552^98. 

MeBSTM. Pdloh 4k Mauro for the applicant. 

DusiiLy C€immi99i4mer: 

This is a petition taken from the action of the Examiner holding 
that the application ban been abandoned through delay in prosecuting 
the same. There is no dispute as to the facts. It apj^ears that the 
upplication was originally filed on April 14, 1893. It was sent to issue 
Jane 13, 1803, forfeited, and renewed June 12, 1895. On June 22, 1895, 
applicant requested a suspension of action for three months. The 
reasons for the request were held sufficient by the Examiner, and on 
J«ly 3, 1895, the request was granted. Nothing further was done 
vntil January 10, 1896, although the period of suspension expired Sep- 
tember 32, 1805. Notwithstanding tlie applicant had not requested 
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further suspension tlie Examiner, under date of January 10, 1896, 
wrote the applicant as follows: 

This application was suspended for threo months. This time has now elaiiaed, 
and the applicant sbonld express himself promptly as to whether or not ho desires a 
ftirther extension and can give good reasons for granting the same. 

On January 22, 1896, applicant, following the suggestion of the 
Examiner, requested a suspension for sixty days. For some reason 
not disclosed by the record the Examiner on January 25, 1896, granted 
a suspension for six months instead of for the sixty days requested. 
This time expired on July 25, 1896. 

Evidently the application did not come to the attention of the 
Ex'uniner until March 1, 1897, when instead of parsing it to issue he 
wrote as follows : 

This application is takon up on the Examiner's own motion, and the applicant i« 
informed that the caho Avill stand snspondod until Jniie 12, 1897. At that time, how- 
eyer, the case will be passed to issno and no further snsponsion will lie granted. 

The case was not passed to issue on June 12, 1897, and it was not 
until another Examiner was pla<;ed in charge of the division that the 
dust was again brushed off the file. On August 2«i, 1898, the applica- 
tion was taken up and a letter written to the applicant reciting the 
facts and holding in substance that the case was abandoned. There- 
upon the applicant challenged the correctness of the Examiner's 
ruling, filing hn argument to support his contention that the case was 
not abandoned. The argument was considered by the Exiiminer, who 
again held that the application was abandoned, and from such ruling 
this petition is taken. 

Comment upon such a state of facts as is here disclosed is unneces- 
sary and at the present time would be of no avail. If such practice 
as that disclosed by the facts in this case exists in the Office, I cannot 
too strongly express my disapproval, and it must be stopped. It is 
such cases as this that bring the Office into ill-repute and justly give 
ground for the criticism that is sometimes indulged in by the public. 
Were it not for the letter of the Examiner of March 1, 1897, the appli- 
cation would certainly have been abandoned under the rules of the 
Office. 

Bule 77 ux> to January 1, 1898, provided in part: 

Whenever action npcm an application is Hnspeiide^l upon request of an appliciint, 
* * * the period of two years running against such application shsUl be con- 
sidered aa beginning at the date of tlie last oHicial action praceding such actions. 

Hince that date it has been the same, except that the time has l)een 
changed from "two years" to "one year." 

From March 1, 1897, the application was not suspended uiion request 
of the applicant. It was susi)ended by the Examiner and of his own 
motion, and the applicant cannot be punished for availing himself of 
all the rights whicli accrued to him by this unwarranted action of iiie 
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Examiner, There is nothing to show any collasiou between the sii>])li- 
cant and the Examiner. Presumably the applicant was perfectly will- 
ing to have the application remain suspendetl; otherwise he woald 
have called it up for action; but we cannot be governed by inferen(tcs. 
The following quotation from the decision of the Supreme Court in 
United States v. American Bell Telephone Co. et al. (0. D., 1897, 442; 
79 O. G., 1362) is very pertinent: 

What are the ovidencee of wroog in this matter of delay f It may have In'ou 
caused either by the negligent or vrongfal action of the officers of the Department, 
and without any connivanco, assistance or concurrence on the part of the appli- 
eanty or it may have been brought abont by the applicant, either through itH cor- 
ruption of the public officers, or through other misconduct on its part. If thn fault 
is wholly that of the Department, the applicant ought not to suffer therefor. Wliile, 
on the other hand, if its conduct has been wrongful, it may and ought to snfler. 
There is no pOBSumption against the applicant. If a tribunal charged with official 
action delays such action, whatever of presumption surrounds the delay attaches to 
the tribunal, and no evidence of wrong being given, the presumption would be that 
the delay was at the instance of the tribunal and not caused by the applicant. The 
Government, therefore, in order to make out its case, must affirmatively show that 
the delay has been caused in some way by the conduct of the applicant, and before 
its patent can be set aside the Government must, in accordance with the rules laid 
down in respect to land patents, e5>tablish that fact clearly. It may not rest on 
mere infeicnces, mere suggestions, but must prove the wrong in suoh a manner as to 
satisfy the Judgment before it can destroy that which its own agents have created. 

Under section 4894 of the Bevised Statutes an application prior to 
January 1, 1898, did not become abandoned for failure of an applicant 
to prosecute his application unless snch failure covered two years after 
any action thereon of which notice had been given to him. The letter 
of the Examiner of March 1, 1897, was an action such as that referred 
to in the statute, and that being so the application has not become 
abandoned. 

The petition is granted. 



Ex PABTB G&IFPITH. 

])wided August G, 1898, 
85 O. G., 936. 

1. MULTIPUCITY OF CLAIMS^ImMATRRIAL LIMITATIONS. 

An applicant after beiuf; allowed claims which fully and adequately cover his 
real invention should not be permitted to needlessly multiply bucIl claims by the 
inclusion of well-known elcDients which do not cooperate therewith to produce 
a new result or in any manner add to the patentable novelty of the device. 

2. Samb— Doubts Rksolvxd in Applicant's Favok. 

The Office is more liberal in construing the differences between claims in pne 
application than if they were preseute<l in separate applications, both as to the 
materiality and the patentability of those differences. All doubts Hhonld be 
resolved in the applicant's fovor. 
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3. Aggrkoation or Elsmxhts Sbpabatkly.Nxw. 

If the eleinento covered by a oUim do not cooperate in 8ooh maDoer a8 to come 
within the definition of a tme combination, it may be rejected, since a claim 
covering an aggregation of elements is not patentable, although some or all of 
those elements are separately new and patentable. 

4. Combination— DouBLs Usk. 

A party may invent an Improvement on a certain element of an old eombiaa- 
tion without in any manner changing that combination itself, and in such ease 
ho is not entitled to a claim as the inventor ot the combination, altliough it 
includes the thing which he really has invented. Merc double use of his Inven- 
tion does not give blm a right to the combination in which he places it. 

5. AfiORROATIOX— ApPRALABLS to EXAMINERS-IN-CUIKV. 

The question as to whether the claims do in fact cover mere aggregations and 
not tme combinations is appealable to the Ezamiuers-in-Chief. 

On Petition, 

BIGYCLK-8ADDLX. 

Application of Jesse J. Griffith filed March 7, 1896, No. 582,165. 

Messru. Braum & Darby for the applicaDt, 

Orkelt, Aetvag CommigHoner: 

This is statetl to be a petition from the action of the Primary Exam- 
iner — 

wherein he holds that claims 1, 2, 8, 5, 6, 8, 9, 11, 12, 13 and It do not mat-erially vary 
in patentable scope from allowed claims 4 and 10. 

An examination of the record discloses the fact that the Examiner 
has not held that the claims are identical or even substantially the 
same, but has rejected them as covering mere a^^grc^rations of elements. 
Uis position is made plain by the followin;*: statement in regiird to 
claims 1, 2, and 3, contained in his letter of April 1, 1897: 

They cover simply the patentable feature set ont in claim 4, aggregateil with fea- 
tures of construction found in the patent to Burgess. 

If it is proper for the Examiner, with his view of the facts in the 
case, to reject the claims instead of objecting to them, it is clear that a 
review of his action can properly be obtained only by api)eal to the 
Examiners-iu-Ghief and not by petition. 

The first question for consideration on this i)etition is, therefore, as 
indicated by the Examiner, whether in cases where claims have been 
allowed which in the opinion of the Examiner cover all that is patent- 
able in the case the Examiner should reject other claims which in his 
opinion cover mere aggregations of the patentable subject-matter with 
details which are old and form no part of the real invention. 

The courts have clearly defined what constitutes a mere aggregation 
as distinguished from a true combination of elements, all of which may 
be old and well known, and has held that claims to snch aggregations 
are not patentable. The theory upon which true (^mbination claims 
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are sastained is not that any or all of the elemeuts thereof are new, 
for the courts have rei)eatedly announced tliat it is immaterial whether 
the elements are old or new, but is upon the ground that invention is 
displayed in the arrangement and combination of those elements by 
which a new and useful result is obtained. It seems obvious also that 
from this holding the converse must be true and that if the elements 
do not eooi>erate in such manner as to come within the definition of a 
true combination a claim covering an aggregation of them is not pat- 
entable, although some or all of these elements are separately new and 
patentable. This has been recognized in the decisions of this Office 
holding that claims merely aggregating two independent inventions 
should be rejected preparatory to requiring division. [Ex parte Tyme- 
90H and Borland^ ante^ 48; 83 O. O., 593.) In fact, it seems so clear 
as to need no discussion that an applicant who has made an invention 
cannot be permitted to claim it in combination with any and every other 
injention which he may disclose without regard to whether there is any 
proper cooperation between them. An improvement in a particular 
element is a different thing from the combination of that element with 
others, and, as indicated above, the tests of patentability are different. 
A party may invent an improvement on a certain element of an old com- 
bination without in any manner changing that combination itself, and 
in such case he is not entitled to a claim as the inventor of the com- 
bination, although it includes the thing which he realy has invented. 
Mere double use of his invention does not give him a right to the com- 
bination in which he places it. 

The statute requires not that the applicant shall claim an apparatus 
or arrangement of elements which includes the thing which he has 
invented, but that he shall — 

partiealarly point oat and distinctly eUim the part, improvement or combination 
which he claims as his invention or discovery. 

To claim such arrangement unless the applicant is the inventor of it 
and unless it is a patentable combination would not be a compliance 
with the statute and would render the patent deceptive. 

Claims purporting to be for combinations may be rejected although 
the form of one or more of the elements may be new; but the Office is 
more liberal in construing the differences between claims in one applica- 
tion than if they were in separate applications, both as to the materi- 
ality and the patentability of those differences. The tests of patent- 
ability are the same in kind as if the claims were in different cases, but 
are not so rigidly applied, and all doubts should be resolved in the 
applicant's &vor. This is for the reason, as stated by the Oourt in 
Thtmmm-Hini&Um Co. v. Elmira Ry. Co., (G. D., 1880, 122; 74 O. G., 144,) 
that— 

a fair aBOiUit of taatoiogy and reiteration is pradeiit and permlssiblo in the claima 
of a patent. 
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This does not mean, however, that au applicant after being allowed 
claims which Tally and adequately cover his real invention will be per- 
mitted to needlessly multiply sach claims by the inclasion of well- 
known elements which do not cooperate therewith to produce a new 
result or in any manner add to the patentable novelty of the device. 
Such multiplicity of claims would obscure rather than make clear what 
the applicant regards as his real invention. 

As stated in Brush Electric Company v. Electrical Aeeumulaior Co.j 
(0. D., 1891, 477; 56 O. G., 1334:) 

The danger and impropriety of holding a number of claims relating to the same 
Btructnre,and which can be difl'erentiatedonly by the most abstmso and metaphysical 
distinctions, seem apparent. They are calculated to embarrass the inventor and 
mislead the public. 

Since the Examiner's action was regular and proper if his view of the 
facts is correct, it follows that his action rejecting the claims should be 
reviewed by the Examiners-in-Ohief. They and not the Commissioner 
should determine upon a consideration of the merits whether the claims 
do in fact cover mere aggregations of elements and not patentable 
combinations. 

For the reasons given this x>etition is dismissecL 



Ex PARTE WlESSNER. 

Decided October 39, 1898. 

85 O. G., 937. . 

1. Drbigns — Division— Bkdstk AD. 

When the application contained three claims covering separately the design 
for the entire bedstead, the headboard, and the footboard, Beld that the appli- 
cant was properly required to limit the application to one of thoee claims. 

2. Sams— Sbgrsgable Fkaturks. 

Separate elaims for the entire design and for segregable features of it should 
not be permitted in one application. 

3. Samr— Predominant Featurxs— Equivalent Claims. 

If the separate claims for segregable features oover the predominant and eon 
trolling features which are in and of themselves suggestive of the design in itfc 
entirety, they oover in effect the same thing as a claim to the entire design and 
should not be permitted in the same application with the claim for the entire 
design. 

4. Same— Same— Question for the Court— Infringement. 

The monopoly of a design patent is confined to the particular article shown 
wd describecl, and the sole test of infringement is the similarity in appearanee 
of the infringing article, therefore to allow separate claims purporting to set 
forth the predominant and eontroUing features which would be suggestive of 
the design in its entirety would be for this Office to forestall the deciHion o^tlie 
courts aH to what would be regarded as an infringement and is not proper 
practice. 
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5. Samk— Rku^tion ok Separate Designs to Each Otuek— Identity. 

The relation of gennii aod species does not exist In designs, and the doctrine 
of combination and snbcombination does not apply to them. In comparing two 
designs the question is always one of identity. If they are not in appearance 
the same, they are independent, since one cannot be subordinate to the other. 

6. Same — Independent Designs — Separate Patents. 

The question being always one of identity, if the separate claims do not in 
iact coyer the predominant and controlling features they do not cover the same 
•entity or design, but cover separate and distinct designs which may properly 
be made the subject-matter of separate design patents. 

7. Same—Joindkr ok Designs — Question ok Expense. 

The only apparent reason for allowing claims to separate parts of the design 
in the same application with a claim to the entire design is t-o save the applicant 
the additional expense and trouble of filing separate applications; but if one 
part is permitted to be claime<l separately it follows that others muHt also be 
permitted and there would, therefore, be no limit to the number of separate 
designs which could lie covered by one patent. 

S. Same— Same— Mechanical and Design Patents Compared. 

There being no such correlation and dependence between two designs as some- 
times exists between mechanical inventions there is not the same reason for per- 
mitting two of them to be claimed in one application. 

9. Same— 'Same— Deception ok thk Public. 

The public is not learned in patent law, but judges of the design as a whole 
without disseoting or analyzing it, and to permit claims for parts that belong 
to details which possess no distinct and visible resemblance to and create in the 
mind no impression of the whole detiign would be to set traps for the unskilled 
nnd unwary. This is against public interest and should not bo permitted. 
(Ex parte Gerard, C. D., 1888, 37; 43 O.Q., 1235.) 

10. Same— Same~ Attitude op the Courts— Office Practice. 

Although the courts may not regard the Joinder of claims to two designs in one 
patent as invalidating the ]iatent, but may sustain each separately as if covered 
by a separate patent, it does not follow that it is the duty of the Office to allow 
patents in that form. 

On Petition. 

design for a metallic bedstead. 
Application of Oscar E. A. Wiessner filed June 18, 1890, No. 68d,8($3. 
Messrg. Totonsend dk Decker for the applicant. 

Oreelev, Assistant Commissioner: 

This is a petition from the action of the Primary Examiner re(|uiring 
division in the above-entitled application. 

The device shown in the drawing is a bedstead consisting of the 
himdboard, footboard, and side rails. The headboard and footboard 
I niitiiin somewhat similar ornamentation, but difier from each other in 
ccrtiiin particulars. 

The claims are as follows: 

1. In a design for a metallic bedstead, the design for a headboard, substantially 
as Hhowii and described. 

2. In a design for a metallic bedstead, the design for a footboard, substantially as 
shown aud described. 

3. The design for a metallic l>edstead, snbBtantially as Hhown and described. 
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The Examiner says : 

That the designa covered by claioM 1 and 2, vis., the headbounl and the footboard, 
are separate and distinct articles of manufacture, is. well recognized ita the art. It 
is equally true that they are parts or elements of the entire beds t ead which is cov- 
ered by claim 3. 

It is upon the ground that they are parts of the entire bedstead that 
the petitioner urges that claims to them should be allowed in this case. 
He cites the Office practice of allowing claims to the entire design and 
also to segregable parts of it in one application, and contends that the 
headboard and footboard in this 



are segrf>gabl«) parts of the entire design, and yet are necessary to the make-up of 
that design. 

He also calls attention to the decision by the Court in Brittan v. 
White Mfg. Co., (G. D.^ 1897, 508; 79 O. G., 2195,) wherein it was said: 

Separate claims for the entire design and for its separate parts were properly 
allowed. 

Claim 3 covers the entire bedstead; whether properly so or not can- 
not now be considered, but it must be decided whether in the same 
application with this claim the applicant may also have claims to two 
separate parts of that bedstead. In order to correctly ]>ass upon this 
question, the nature of a design patent must be kept in mind. In ref- 
erence to this subject the Supreme Court said in Oorham Mfg. Co. y. 
White, (2 O. G., 592; 14 Wall., 511:) 

To speak of the iuyentlon as a combination or process, or to treat it as sneh, is to 
overlook its peculiarities. As the acts of Congress embrace only designs applied, or 
to be applie<l, they must refer to finished prodnots of invention rather than to the 
process of finishing them, or to the agencies by which they are developed. A patent 
for a product is a distinct thing fVom a patent for the elements entering Into it, or 
for the ingredients of irhich it is composed, or tot the combination that causes it. 
We do not say that in determining whether two designs are substantially the same, 
difl!erences in the lines, the configuration, or the modes by which the aspects they 
exhibit are not to be considered ; bnt we think the controlling consideration is the 
resultant effect. 

The test of infringement of such patents is stated by the Court to be: 

If, in the eye of an (»rdinary observer, giving Huch attention as a purchaser usu- 
ally givcM, two designs are substantially the same, if the resemblance is Huch as lo 
deceive such an observer, inducing him to purchase one supposing it to be the other, 
the first one patented is infringed by the other. 

In accordance with this decision the Office refuses to allow generic 
and specific claims in design patents on the ground that the doctrine 
of genus and siiecies does not apply to designs, (ex parte Hess and Hess^ 
C. D., 1891, 142; 50 O. G., 1334; ex parte Hill and Renner, ante, 38; 83 
O. G.y 1988; ex parte Eldon, ante, 63; 83 O. G., 748,) and also requires 
the applicant to confine his description and claim to the thing which 
has actually been produced, leaving to the courts to determine what 
are infringements of it {Ex parte Adams^ aate, 109; 83 O. O.^ 1994; 
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ex parte Ambergj anU^ 117; 84 O. 6., 507.) Thia follows the nding of 
the Ooort that— 

the sppeannoe may be the rmalt of pecnllMity of ooiififpir»tioii, or of omament 
alone, or of both ooiv}ointly ; bat in whatever way produeed, it is the new thing or 
prodnet which the patent law regards. • 

To the same efltbct Is the decision iu Frank y. Meesj (poety — ; 82 O. O., 
1566,) wherein it was said: 

The position taken by the complainant** counsel, that this patent should be so oon- 
•tmed as to corer any and eyery kind of geometrically-shaped figure when applied 
for the pnrpose of ornamentation to the rin of a child's cap, is clearly untenable. 
The monopoly must be confined to die particular design described and shown. 

In Cande v. VdOcekburgh (39 Fed. Bep., 788) it was said: 

The drawing annexed shows a particular pattern to the eye, but the claim is not 
Ibr that pattern. It is for every pattern or design where the body of the shirt ii of 
ene pattern and the front and collar are of another pattsm, and the front is oms- 
SMnted by a lacing down the center. It is doubtibl whether so broad a claim is 
Talld,1>ecausenotaclaimforaparticulardesigii, in the sense of the statute. « • • 
Hie claim to be valid, must be a claim to a particular imprsssion or ornament, of a 
particnlar configuration, or color, or pattern, and it must be so shown or described 
as to be identified. 

The Circuit Oourt in passing upon the validity of Design Patent No. 
11,208, for a rubber mat, said in N. T. Belting and Packing Co. v. JV: J. 
Car S^ng and Rubber Oo.j (30 Fed. Bep., 785:) 

The language of the specification is careftQly expressed so as not to restrict the 
elaims to the design shown in the drawing, but so that the first claim shall include 
every variety which can be produced by the arrangement of corrugations, deprea- 
•ions, or ridges in parallel lines. • ^ • Kone of the claims can be limited to a 
design which produces any definite or concrete impression to the eye. 

The Supreme Oonrt said in the same case, (0. D.^ 1891, 263; 54 O. O., 
135:) 

We think that the Judge was right in holding that the first claim of the patent is 
altogether too broad to be sustained, and ibr the reason stated in the opinion. But 
as the other claims may £idr1y be regarded as confining the patentee to the specific 
design, exhibited in his patent and shown in the drawing, we think that the demur- 
ler should have been overruled. 

The design patent being, under the above-noted authorities, eonfined 
to the thing or article actually produced and disclosed in the patent, 
and the only test of infringement being the similarity in appearance 
of that particnlar article to the alleged infringing article, judged by 
the ordinary purchaser giving ordinary attention to the matter, it fol- 
lows that two designs cannot be dependent or codperating^ as may be 
the ease with mechanical inventions. In all cases the question is one 
of identity, and if they are not the same they are independent, bince 
one cannot be subordinate to the other. The doctrine of combination 
and subcombination does not apply to design patents, for, as stated in 
Oarham v. WhUej above cited — 

to speak of the invention as a combination or process, or to treat it as such, is to over* 
look its peculiarities. « • • A patent for a product is a distinct thing from a pat* 
•at for the elements eotaring into ity • • • or ibr the oombination that causes if 
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For these reasons Gommissioner Hall held in ex parte Oirard (0. D., 
1888, 37 ; 43 O. G., 1235) that whether the applicant is permitted to 
have only one claim, or more than one, the claim or claims shoold be 
limited to the thing or article actually produced, possessing the dis- 
tinctive api)earance which strikes the ordinary purchaser. It was said 
in that case that the applicant may have claims covering distinctive 
and segregable parts of his design, but that — 

he does not thereby Bectire a patent for more than one desijen and that one is the 
Avhole completed and finished design, made up of the distinctive and segregable 
parts combined with the non -distinctive and non-segregable. 

As to what constitutes such segregable feyatnres and the theory upon 
which such claims are x)ermitted, it was said : 

What, then, is the pnipose of olaims for distinctive and segrei^blo parts f Evi- 
dently to enable the applicant for himself, and the Patent Office for the public, to 
point out those predominant and controlling features in a design the use of whleh 
alone would be regarded as preserving the identity of a design, even when other 
parts are omitted. Unquestionably, whatever features or parts of a design whiohi 
if used by another, would constitute an infringement, may be used by and protected 
to the patentee, and that is the limit and extent of the variation which the law will 
sanction or permit. The whole subject resolves itself back int-o a question of iden> 
tity — sameness to the eye of an ordinary (unskilled) observer. * • • 

As the subject of identity or sameness of design is addressed to the judgment of the 
eye of the ordinary observer, so the questions of the extent and character of claims in 
patents for distinctive and segregable parts must be determined largely by the skill 
and judgment of the experts of the Office. Whenever the claim is to snch distinctive 
and predominant parts as when used and applied to an article of man afacture would 
induce the ordinary observer to accept them as the whole design, the claim should 
be allowed ; but when the segregation goes so far that the identity of the whole 
design cesises, and the ordinary observer would not be likely to recognise the same- 
ness or resemblance between the segregated parts and the whole design, they should 
not be allowed. * * • 

Claims for distinctive and segregable parts of a design indicate the skilled Judg- 
ment of the Office as to what paiia and features of the design, if segregated ftt>m the 
whole and applied to nn article of manufacture, would accord with the eye of th« 
ordinary observer and preserve the identity of the original and entire design. Evi* 
dently snch claims should be carofnlly scrntiuized, otherwise the applicant may in 
the same patent cover a multiplicity of designs. The courts would probably not 
interfere to defeat such patentH nor to limit them to the one original design, but, 
regarding each distinct design as an original, would rest the validity of the patent 
upon the discretion vested in the Commissioner as to such matters. 

This definition of allowable segregable claims has not been followed, 
however, for it was stated by Commissioner Mitchell in ex parte Bennett 
(C. D., 1891, 100; 55 O. G., 1821) that— 

Cases arise in which separable subordinate designs form when united one prineipsi 
and complete design, and if such separable subordinate designs are new and patent- 
able there would seem to be no reason why they should not be claimed in the same 
application with such principal and complete design, whether or not the experts of 
the Office are of opinion that the separable 8nbordinat<e designs are in and of them- 
lelves suggestive of the design in its entirety. 
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If the separate claims do in iact cover the <^ predominant and con- 
trolling features," which ^^are in and of themselves suggestive of the 
design in its eutirety," it is obvioas that they cover exactly the same 
thing, in so far as the protection furnished is concerned, as the claim 
to the entire design. The claim to the entire design gives the patentee 
protection on and prevents others from using the <' predominant and 
eontrolliug features" embodied in any article which would be mistaken 
for that shown in the patent, and no more protection is furnished by 
an additional claim. The only object in permitting such additional 
claims seems to be merely as an expression of opinion as to the 9coi)e 
of the patent and is in effect merely a statement by the Office that in 
its opinion an article embodying the features set forth would so nearly 
resemble the patentee's design as to be mistaken therefor by the ordi- 
nary purchaser and would therefore be an infringement of the patent. 

This is not, in my opinion, proper practice. The Office necest^arily 
exercises judicial functions in determining whether the design is 
patentable over those already known in the art; but when that is 
done It has nothing to do with the question of infringement. It grants 
a patent on the thing which .the applicant has invented, and should 
then leave to the courts to determine what things made thereafter 
would infringe the patent. This is the tenor of recent decisions of the 
Otece. It was said in ex parte Hess and HesSy above: 

The thiee forms shown are obyionaly different. Whether these differences are 
immaterial or not is a question for the courts, upon propfrr evidence, and not for the 
Office. It would be a dangerous practice for the Office to attempt to forestall the 
Judgment of the courts in this respect. 

(Bee also the decisions in ex parte Hill and Renner^ ex parte Eldon^ 
•Dd ex parte Amberg, cited above.) 

U^ on the other hand, the parts of the entire design covered by the 
separate claims are not in fact the ^^predominant and controlling fea- 
tores," as indicated in ex parte O^rardy the patent will cover two sepa- 
rate and distinct designs, which could properly be made the suljject of 
separate patents. The courts in such case regard the patent as cover- 
ing separate designs in the same manner as if they were covered by 
two patents, for it was said by the Supreme Court in Dobson v. Oarpet 
Oo.j (0. D., 1885, 266 ; 31 O. G., 787 :) 

If the Patent Office, in view of the question of fees, and fur other reasons, grants 
a patent for an entire design with a claim for that and a claim for each one of various 
oonctitoent members of it a« a $eparaie desigUf we see no objection to it, leaving the 
novelty of the whole and of each part and the validity of the patent open to con- 
testation. The mere Joinder of such claims in one grant does not per §e invalidate 
the patent or any particular claim at the objection of a defendant. 

This ruling was followed in Britton v. Wkitej relied on by the applicant. 

It is apparent, therefore, that while regarding the claims as covering 

sepi^ate designs the courts will not decfare the patent invalid for that 

leasbn. This is not decisive of the question presented, however, for, 

12782 16 
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as Stated in ex par U Meffard (0. D., 1883, 95; 25 O. O., 881) aud quoted 
with approval in ex parte BurgeUj (0. D., 1897, 64; 80 O. G., 1759)— 

it doM not follow becAOso the courts would not bold the patent inTalid thftt it ie the 
dntj of the Patent Office to allow the application in iti present form. 

Each claim in snch case covers a separate entirety, and since, as 
above noted, there can be no snch correlation and dependence between 
two designs as there is between mechanical combinations there is not 
the same reason for allowing them both in one application, as is the 
case sometimes with mechanical inventions. The only apparent reason 
for allowing them in one case instead of requiring separate applica- 
tioniS is to save the applicant the additional expense and tronble. On 
the other hand, there are good reasons why snch independent designs 
should not be allowed in one application, for, as said in ex parte O^rardj 
dted abo ve^ 

The ordinary observer— the public — is not learned in patent law nor the nice distino- 
lions in matters of art. * ^ * In dealing with, designs, patented or unpatented, 
ordinary observers judge of the design as a whole, aud are not called upon to dissect 
•nd analyze it with accuracy. To permit claims for parts that belong to details whieh 
possess no distinct and visible reaemblanoe to and create in the mind no Impression 
«f the whole design would be to set traps for the nnskiUed and unwary. This it 
against'pnblic interest and will not be tolerated. 

If the applicant is permitted to claim the entire design and one of 
the segregable parts of it in one application, he must, of course, be 
permitted to claim any nnmber of such parts. These segregable parts 
must be, as above noted, separate articles of manufacture, complete 
within themselves. They are beyond question separate and independ- 
ent designs and neither would infringe a patent on the other, and 
therefore to allow them in one case would be to grant a single patent 
on a great number of different articles of manufacture. The fiMSt that 
these articles may be united and form still another article of manufiM- 
tnre furnishes no reason for allowing them in one case. There is hardly 
a limit to the number of articles which may be united in a new idea of 
shape or configuration to form a new design, and in such case the 
article which is the result of the union does not depend for its novelty 
npon the novelty of any of those parts. There is no such thing as 
dependent designs, since, as stated by the Oourt, the means by which 
the design is produced aud its constituent elements are not to be con- 
sidered, but merely the resultant effect. 

My conclusion is that separate claims for the entire design and for 
segregable features of it should not be permitted in one application. 

In the present case the Examiner was right in requiriug division. 
The applicant should limit his case to the invention of one of the pres- 
ent claims. 

The Examiner has rcijected claim 1 as not being limited to a single 
article of manufacture; but that question has not been considered on 
fhis petition, since it is a matter for the £zaminers-in-Ohief on appeaL 

The petition is denied. 
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Ex PARTE ABAKKLION. 

DeeMsd Augu9t S6, 1898. 

85 O. G., 1077. 

1. IvcoMPLRTK Appucahon— Nbw Mattsr. 

When an inoomplete applioaUoH is on Ale, inelnding petition, spocifioation, 
and oath, new matter oannot properly be ineerted by amendment, but moet be 
preeented as a new application iinpported by a new oath. 

3. AMKHDiiKirr— Mistake bt trk Ovkigs. 

When the letter accompanying a sabstitute specification specifically reqneated 
that it be snbatitnted for one forming part of an incomplete application, Held 
that there was no mistake by the Ofllce in entering it as an amendment and not 
as part of a new application. 

8. DKPAinruRS VBOir Original Disclosurs— Mistakk bt Appugakt. 

A misapprehensioD by the applicant as to the Oi&ce rales cannot Jnstiiy a dis- 
regard of the rule against the allowanoe in a base of matter inyolving a depar- 
tnre ftom the original disclosure. 

4. Rbturn op Fek— Mistakr in Patmrnt. 

The mistake of an applicant as to the rules in reference to incomplete applica- 
tions is not snch mistake as will Jnstify the retnm of the fee paid thereon or its 
transfer to another ease. 

On PETiTieN. 

prrparation por prrsrrvihq labban, rtc. 
Application of Melkon L. Arakelion filed April 11, 1898, No. 677,257. 

Jfr. Meikom L. Arakelion pro »e. 

Obbxlbt, Acting Commissioner: 

ThiB is a petition from the action of the Primary Examiner holdin|i^ 
that the description and claims now in this case involve a departure 
ftom the invention originally disclosed. 

It appears from the record that a petition, specification, and oath 
were filed in this Office on Angust 19, 1897; but no fee was filed, and 
therefore the application was not given a serial namber or forwarded 
for examination, bat the applicant was notified that he should forward 
the fee of f 15 in order to complete the application. On April 11, 1898, 
the fee and a new specification were received. Accompanying them 
was a letter referring Ri>ecificaliy to the incomplete application tiled 
August 19, 1897, and asking that the fee be applied to that case and 
that the « new si>ecificatiim be substituted for that ])reviously filed. 
These requests were complied with; but the Examiner held that tlie 
substitute siieoification covered matter not disclosed in the original 
specification, and therefore rejected the claims on the ground of new 
matter. This would clearly be a matter for review by the Examiners- 
in-Ohief if there were dispute in regard to the question ; but the ]>res- 
eut ease presents peculiarities which make it pro|>er to consider the 
matter on petition. 
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The apx)licant practically admits that the sabstitate specification con- 
tains matter not disclosed in the original, bat holds that since there 
was no complete application pending at the time it was filed it mast be 
considered as an original specification and that the question of new 
matter cannot be raised in regard to it. He states that he intended it 
as an original specification, as is indicated in his letter accompanying 
it, but that he failed to file a new ))etition and new oath for the reason 
that he was not familiar with the Office rules and did not know that it 
was necessary to do so. 

While the letter accompanying this specification did refer to it in one 
place as an original specification, it also referred to it in another place 
as an amended specification' and specifically requested that it be sub- 
stituted for the one on file. If it was intended as an original applica- 
tion, there was no necessity to refer in any manner to the previous 
incomplete application. In view of the circumstances it cannot be 
held that there was a mistake by the Office in applying the fee to the 
incomplete application or in entering the substitute specification in that 
case. The mistake, if any, was due to a misconception of the rules by 
the appliciknt; but no such mistake can justify a disregard of Rule 70, 
as the applicant appears to think. The substitute speci^catidn being 
made a part of the application filed in part on August 19, 1897, must 
conform to the disclosure contained in the specification 11 led at that 
time. Kew matter cannot be introduced into an incomplete applica- 
tion any more than into a complete application. It must not only be 
supported by a new oath, under Bale 46, but must be filed as a new 
application, accompanied by all other parts of a complete application. 

The petitioner asks, further, that if the question of new matter be 
not waived the fee in the present case be used as part of a new 
application which he will file in place of the present one. This reqnest 
(;annot be granted. As pointed out in ex parte AyrcHj (0. D., 1890, 103; 
51 O. G., 1944,) the transfer of a fee from one case to another can be 
authorized only by construing such transfer as a return and rei>ayment 
of the original fee, and under Bule 209 money cannot be returned 
except when *' paid by actual mistake, such as payment in excess, or 
when not required by law, or by neglect or misinformation on the part 
of the Office." 

It must be held that the payment in the present case was not due to 
any such mistake as is contemplated by the rule and that therefore the 
return of the fee would not be warranted. 

The petition is denied. 
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Ex PARTE BiDEB. 

Decided October S4, 1898 
85 O. G.. 1078. 

1. Final Rr.iection ov Amended Claims. 

Where the cl»imH under <'onHideratioii are not in the same tvohIa as those 
before rejected, but mean substantially the same thing and cover the same idea 
of invention. Held that they may properly be find.lly rejecte<l. 

2. Reopening Cases— Explanation of Rrferbncrs. 

Where the invention and the references are simple and easily understood and 
where the Examiner has made his position with reference to the claims and the 
entire invention perfectly clear and the applicant has hail ample opportunity 
for amendment, Held that to reopen the case for further consideration would 
aer\'e no useful purpose. 

On Petition. 

PACKAGE FOR IJIUNDRY BLUE. 

Aiiplication of Jay G. Rider filed January 15, 1896, No. r»75,570. 

Mr^ H. O. Underwood for the applicant. 

Obbelet, Acting Commissioner, 
This 18 a petition a»kin^ — 

that the Primary Examiner be required to withdraw his alleged final rejection and 
that he be also required to admit and couRider tho ]>ropoBed anuMidinent filed .Inly 
28, 1897. 

It appears from the record that the claims originally presented were 
rejected on February 18, 1800 and that on May 12, 1896, the applicant 
substituted other claims for them. These claims were rejected on Jnne 
15, 1890, two additional references being cited and the ])ertinency of all 
of the references being clearly and specifically pointed out. In this 
letter the Examiner not only explained why he regarded the references 
as anticipating tiie claims, but also why they anticipated the entire 
invention disclosed. On September 30, 1890, these claims were can- 
celed and others substituted, and on October 20, 1890, the l*lxaininer, 
apparently holding that they were substantially the same as those 
before considered, finally rejected them on the references and for the 
reasons before given. A substitute specification and new claims were 
filed on July 28, 1897; but the Examiner refused to enter them in the 
case and informed the applicant that they could be entered only for the 
purpose of appeal. 

The applicant contends that the amendment of September 30 
changed the claims in matter of substance and that therefore the sec- 
ond rejection of October 20 was premature. 

The invention is a very simple one, and although the claims under 
consideration are not in the same words as those before considered 
they mean substantially the same thing and cover the same idea of 
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invention^ and therefore the final rejection was in order. The referen- 
ces also are easily anderstood, and the Examiner has explained them 
with Rnch fullness that his position with reference to t\ie claims is per- 
fectly clear. To now reopen the case for further consideration woold 
serve no nsefal purpose and is contrary to the settled policy of the 
Office. The applicant has had ample opportunity to present whatever 
claims he desired and is fully informed as to the Examiner's position in 
regard to them. 

The Examiner has expressed a willingness to enter the ^proposed 
Claims if it is requested that they be entered as placing the claims in 
better form for appeal and not as reopening the case for further actiou. 

Tlie i^etition is denied. 



^AIUFAX V. HUTIN AND LeBLANC V. PATTEN V. STEINWETZ V. SCOTT. 

Deoided Novemhtr 14, 1898 
85 O. G., 1222. 

1. Intkrfkrbncb— Ohangk or Practick Undbii Rule 116— Laches in Making 

Motion to Shivt the Burden or Proof. 
Where an interferenee wm originaUy declared under Role 116, which provided 
that the last to make tho particular claim in issue wae the Junior party, and 
the nilo remained in force until Febniaiy 9, 1897, when it was changed to make 
it possible for F., upon motion duly made, to shift his position from that of 
Junior party to rank next below a patentee, and by a modification of the role 
on April 19, 1897, it was possible for him to become the senior party, Held that 
although F. did not make a motion to shift the burden of proof until long after 
he knew of the change in the practice mere delay in asserting his right under 
the changed rule cannot count against him. 

2. Samk— Same-— Delay in Asserting a Right Under Change of Practice. 

Held that there is no rule of practice which compels a party to an interference 
who under the rule in force at the time when tho interference was declared was 
made the Junior party^ to assert his right to be maile a senior party at any given 
time after the rules have been so changed that he is entitled to be treated apd 
in fact is treated by the amended rule as a senior party. 

3. Samk — ^All Parties Entitled to File Motion — Laches Not Counting Against 

One of the Parties. 
Where any one of the parties tc> an interference is entith^d to file a given 
motion and all refrain f^om so doing, the laches, if any, should not count for or 
against any one of the parties. 

Appeal on motion. 

system of electrical distribution. 

Application of Wm. MacNeill Fairfax filed October 11, 1892, No. 
448,618. Application of Maarice Hutiii and Maurice Leblanc filed 
April 3, 1895, No. 544,224. Application of Francis J. Patten filed 
October 5, 1894, No. 525,007. Application of Obarles P. Steinmetz 
^led April 13, 1894, No. 507,384. Patent granted Gbarles F. Scott 

ne 5, 1894, No. 521,051. 
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Mr» John (7* Fennie for Fairfax. 

MeuTM. lAfon$ & BisHng for Hutin and Leblanc. 

Mr. 2>. W. Cooper and Mr. H. C. Tener for Patten. 

Mr. A. 0. Dacig for Steinmetz. 

Mr. Wesley O. Carr for ScoU. 

DWLLj Commissioner: 

This is au appeal by Fairfax fh)iu the decision of the Examiner of 
Interferences denying a motion made on his behalf to change the order 
of parties by making him the senior party to the interference. 

When the interference was originally declared. Patent Office Bole 
116 provided that the last to make the particular claim in issue was to 
be treated as the junior party. That rule remained in force until Feb- 
ruary 9y 1897, when Bule 30, taking the place of Kule IIG, made it 
possible for Fair&x, upon motion duly made, to shift liis i>osition from 
that of junior party, so as to rank above Steinmetz, Patten, and Hutin 
and Leblanc, but not above Scott, who is a patentee. By modification 
of Bule 39, which took' effect April 19, 1897, it became i>ossible for 
Fair&x, by motion duly made, to become the senior party. {Poole v. 
Avery^ 60 MS. Deo., 461.) 

The Examiner of Interferences based his refiisal to transmit the 
motion to the Primary Examiner upon the ground that Fairfax had 
unduly delayed in making his motion and bad given no excuse there- 
for. Had the motion been made within a seasonable time after the 
. change in the rule applicable to the subject, the Examiner of Interfer- 
ences presumably would have granted the motion, or if he should have 
failed to do so the Commissioner without doubt would have overruled 
his decision, for there can be no question but that the modified rule 
applied to all interferences pending in the Office at the time when the 
modifications went into effect. That this is so is abundantly fortified 
by authority. Mr. Commissioner Butterworth in ex parte MaenMster 
(O. D., 1897, 51; 80 O. G., 1475) said: 

It is a well-Mitled prinbiple of law that alterations in the procedure or practioo 
are always retroepectiye unless there be some good reason against it. 

In Endlich on the Interpretation of Statutes it is stated: 

The general principle, indeed, seems to be that alterations in the procedure are 
always retrospeotive, unless there be some good reason against it. (See. 286.) 

In section 285 it is stated : 

No penon has a vested right in any course of procedure. He has only the right 
of prosecution or defense in the manner prescribed, for the time being, by or for the 
eonrt in which he sues; and if statute alters that mode of .procedure, he has no 
other right than to proceed according to the altered mode. 

In the same section the general principle is also stated to be- 
that the presumption against a retrospective construction has bo application to 
enactments which affect only the procedure and practice of the courts, even where 
llie alteration whieh the statutes make has been disadvantageous to one of the partier 
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Befeiriiig uow to tbe reasou asBigued by the Examiner of Interfer- 
ences for refusing to transmit the motion to the Primary Examiner, I 
am of the opinion that even though Fairfax oaght to have earlier made 
the motion the fact that he delayed to assert a substantial right is not 
a sufficient reason for depriving him of such right. There is no rule of 
practice which compels a party to an interference who under the rule 
in force at the time when the interference is declared is made the 
junior party to assert his right to be made a senior party at any given 
time after the rule has been so changed that he is entitled to be treated 
and in fact is treated by the amended rule as a senior party. True he 
may have enjoyed certain rights as a junior party of which he would 
have been deprived had he immediately asserted his right to be treated 
as a senior party, but I do not think he can be panished for so doing. 
Any other party to the interference is in a position to deprive him of 
any supposed peculiar advantages arising from the position of being a 
junior party by making a motion to change the relative positions of the 
contesting parties. 

In the present case Hutin and Leblanc, as well as Fairfax, are pre- 
sumed to have known of the change in tbe rule, and either party was 
in a position after such change to avail himself of any supposed advan- 
tage arising from such change. Both parties remained silent and the 
interference was continued until all of the testimony had b(*en taken 
and a day fixed for the hearing without cither party making the motion 
to change the order of the parties. If Hutin and Leblanc have been 
deprived of any substantial right by permitting the testimony to be 
taken as though Fairfax would always continue to be treated as the 
junior party^ their own hupineness is responsible for any advartage 
which has accrued to Fairfax. 

Where any one of the parties to an interference is entitled to file a 
given motion and all refrain from so doing, the laches, if any, should 
not count for or against any one of the parties. It is fair to presume 
that Hutin and Leblanc preferred to retain the i>osition of senior parly 
as against Fairfax and enjoy the peculiar advantages growing from 
that position rather than by becoming the junior party enjoy ^^the 
peculiar advantage of testimony in rebuttal of all parties.'' 

Present Bule of Practice 116 expressly provides that in interference 



the teyeral partiM will be preenmed to have made the inyention in the chronological 
order in which they filed their completed applications for patents clearly illnstrating 
and decribing the invention, 

and I am clearly of the opinion that mere delay of a party to an inter- 
ference in asserting his right under the rule cannot count against him. 
If it were to be held otherwise, the Office would be conducting some 
interferences under the rule as it now reads, while in other case^ the 
repealed rule would be in force. This would be an anomalous condi- 
tion of affairs and not to be permitted under any circnmstauoes. 
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Even thoagh the order of the parties were not changed I fail to see 
how the Office when it comes to consider this interference at final hear- 
ing conld ignore present Bale 116 and treat Fairfax as a jnnior party 
if he was the first to file a complete application clearly illustrating and 
describing the invention which is the issue of this Interference. I think 
the Office wonld have to take notice of the fact shown by its own rec- 
ords that Fairfax was the first of all the parties to file an allowable 
application. 

The motion to change the order of the parties should be transmitted 
to the Primary Examiner, and the decision of the Examiner of Inter- 
ferences in refusing to transmit is reversed. 



OlBKEL AND KiLLINO rl KILLING. 

Dtddrd AuguMt 15 , 1898. 

85 O. G., 1224. 

1. Intsrferkncr— Extension of Timk for Taking Tkstimony— Insufficiknt 
Showing— Affidavit of Attorney. 
Ad affidavit by an attorney in support of a motion to extend the time for 
taking t^Atimony setting forth mei-ely that he is informed that a certain wit- 
newi is now absent from his place of residence and is at snch a distance thcre> 
from that he cannot 1»e commnnicated with by mail in less than fifteen days and 
that a letter and a telegram addressed to him have brought no reply is not such 
showing as in required in Rule 154 (4; and does not warrant the granting of the 
motion. 

8. Same— Same — Absence of a Partv'. 

Since a party to the interference has a knowledge of the time within which 
testimony most be taken and has f*ontrol over his own movements^ his voluntary 
absence during the time of taking testimony is a wniver of his right to testify. 
Such absence therefore fiirnislies no ground for an extension of time unless it shall 
be clearly shown that his absence without having testitied was unavoidable. 

Appeal on motioni 

mantijb for incandescent oar-buknera. 

Application of Frederick Cirkel and Carl Killing filed May 6, 1S97, 
No. d35,437. Applications of Carl Killing filed March 5, 1897, Nor. 
626,089 and 626,090. 

Mensrs. Wright^ Brown & Qninhy for Cirkel and Killing. 
Messrs. Dodge it Sons for Killing. 

Obeblet, Acting OonimisMoner: 

This is an appeal by Cirkel and Killing from the decision of the 
Examiner of Interferences denying their motion to extend the time for 
taking testimony. 
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It appears from fhe reoord that March 14, 1898^ was first set as the 
day of final hearing, bat that on aoconnt of a motion to dissolve pro- 
ceedings were suspended and the times for taking testimony were reset, 
September 12 being fixed as the day of hearing. Thereafter, in view 
of a stipulation filed June 3, the times were farther extended and 
October 13 set as the day of hearing. In the present motion Oirkel 
and KQling ask that the times for taking testimony be extended two 
months firom the times now set. 

The reasons for fhe present motion are set forth in an aiBdavit filed 
by Oharles F. Brown, one of the attorneys for Oirkel and Killing. The 
affiant states that on or about June 29, 1898, he was informed by F. B. 
White, assignee of Oirkel and Killing, that- 
said Cirkel has gone, on piofeMional bnsineM, to GiUonet, British ColnmbiSy a plaos 
which I am hiformed is thirty-six hnndred miles lh>m Ottawa, the residenoe of said 
Cirl^el, and abont one hondred and fiitj miles from the nearest railway-station, and 
cannot be reached by mail in less than abont fifteen days; 

that said White informed him that he had written to Oirkel, bat that 
no eommanication had been reoeived from him; that he telegraphed to 
Oirkel at his asaal address, bat has received no reply; that this motion 
is not made for the porpose of delay, and that prior to the information 
reoeived from White he was not aware of OirkePs intention to leave 
Ottawa. 

This showing is clearly not a compliance with Bale 154 (4) and woald 
not warrant the extension of time even if Oirkel were an ordinary wit- 
ness over whose movements the moving party had no control. Being 
one of the parties to the interference, the showing reqnired is not the 
same as if he were not connected with the proceedings in any manner 
save as a witness. He is presumed to have known of the time set 
within which testimony mast be taken, and since he has knowledge of 
and control over his own movements his volantary absence daring that 
time mast be considered a waiver of his right to give testimony in the 
proceedings. In addition to the showing reqnired by the rule, there- 
fore, he shoald have made it clear that his absence withont having 
given testimony was anavoidable. 

All of the objections made by the Examiner of Interferences to the 
showing are well taken, and it is nnnecessary to now consider them in 
detail. 

The decision of the Bzaminer of Interferences is affirmed^ 
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Shantz p, Osbo&n. 

Deeided Auguti 31, 1898. 

85 O. O., 1224. 
Amknbino Frbumivary Statemknt Aftbr Taking Trstimony— Notice Givsn 

OH THE RbCORD OF ▲ MOTION TO AmEMD. 

A motion for Imito to aiDend % preliminary statement broaght after the taking 
of teetimony may be granted when at the beginning of the taking of testimony 
it was stipulated that any testimony taken might be need in or in support of 
any statement which might thereafter be made and when testimony was there- 
after taken in aeeordance with snch stipulation. {W^bhy, Leveddhly ante, 126; 
84 O. 6., 810, and JToMPa v. HetkerinffUm, 63 MS. Dec., 403, cited.) 

Apfbal on motion. 

MACHINE FOR PRXPARINO BUTTONR FOR BORING. 

« 

Application of Dilman B. Shantz filed Jaly 20, 1806, No. 599,944. 
Application of FranoiB 0. Osbom filed Jnne 29, 1895, No. 554,509. 

Mr. Wm, Maeamber and JIfr. John 8. Barker for Shantz. 
Mr. Oharle$ H. Fi$1c for Osbom. 



Gbeblby, AeUng Commissi&ner: 

This is an appeal from the decision of the Examiner of Interferences 
denying Shantz's motion to amend his preliminary statement. 

A motion was made by Shantz to amend his preliminary statement. 
wbioh was denied by the Examiner of Interferences on March 7, 1898, 
limit of appeal being fixed for March 17, 1898. No appeal was taken. 
A stipulation was made between counsel for the resjiectiye parties to 
this interference at the beginning of the taking of testimony to the 
effect that any testimony taken might be used in or in support of any 
statement that might tbereafer be entered in the Patent Office. The 
date of this stipulation was March 8, 1898. Testimony was taken in 
accordance with this stipulation and the witnesses were not only exam- 
ined without objection, but were cross-examined also, in accordance 
with this stipulation. 

Subsequently Shantz renewed his motion to amend his preliminary 
statement, and this renewed motion was denied by the Examiner of 
Interferences, substantially upon the ground of the former denial. 
From the present denial this appeal was brought. 

Under the circumstances it does not appear that Osbom has any 
equitable right to oppose the grant of this motion, and in fact he 
has fidled to oppose it, except formally. 

It seems that the notice contained in the stipulation is sufficient to 
meet the requirements of the practice as expressed in Webb v. Leve- 
daklj {anUj 126; 84 O. G., 810) and Kassan v. Hetheringtonj (63 MS. Dec., 
403.) 

The decision of the Examiner of Interferences denying Shantz^s 
motion to amend his preliminary statement is accordingly reversed. 
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OOBSON V. HOUSBB. 

ThtUddd Oetober t6y 1898. 

Sn O. G,, 1225. 

Motion to Vacate Judgment ok Priority— Dkckit os Part op Attorney. 

A motion to vacate a Jndgiiient of priority caiiDot be granted npoii the ground 
of deceit ou the part of his attorney when it appears that the party bringing 
the motion asserted in a letter that he had made no opposition and asked the 
price of Itis opponent's right. An affidavit of snch party that snch letter was 
written at the instigation of his attorney and was oopied from a draft fnmished 
by said attorney cannot overcome the piesamption raised by the letter. 

Appeal on motion. 

nRACKRT for SHADE-ROLLERS AND DRAPERY-POLES. 

Application of "William P. Gorson filed May 13, 1896, No. 591,440. 
Application of Wesley 0. Hoaser filed April 29, 1896, No. 589,575; 
patent granted October 19, 1897, No. 592,113. 

Mesifrs. Phillips & Anderson for Gorson. 
Mr. C. C. Sliepkerd for Hoaser. 

Greeley, Acting Commissioner: 

This 18 an api>eal from tlie decision of the Examiner of Interferences 
refusing to grant a motion by Gorson to vacate the judgment of priority 
in favor of Houser and to reopen the interference procee<lings. 

This interference was declared on October 13, 1896, and was decided 
in favor of Houser on November 7, 189(>, for the reason that Gorson, the 
junior party, had failed to file a preliminary statement. Houser's 
application in due time became a patent on October 19, 1897. 

On July 27, 1808, Gorson filed a motion from the denial of which the 
present appeal is taken. In supi)ort of his motion Gorson presents 
the statement that he is ignorant of patent procedure and interference 
]>ractice, although he has taken out several patents; that his previous 
nttomey was deceitful in his relation to him, and that said attorney 
forwarded to him in June, 1896, an Office letter, of which the following 
is the last paragraph : 

Applicant should amo.nil his caiie within twenty days, in view of a probable inter- 
fcjTfnre. 

In accordance with this suggestion he states that he several times 
asked his previous, attorney, one Perkins, to amend his appliction 
promptly and that Perkins informed him that this notice in the Officte 
letter quoted did not mean anything: that clerks in the Patent Office 
often made such statements; that on June 10, 1898, he was infornuMl 
by Perkins that there had been no official a<'tion on his case since the 
'^l of December, 1896, and that he did not learn of the true nature of 
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the issue of tbe interference until after his case bad l>een placed in the 
bauds of the present attorneys. His contention is in effect that Per- 
kins grossly deceived him as to the condition of his case, the propp:ess 
of the interference, and other facts. 

In opposition to this motion was filed an affidavit of Houser, and 
accompanying that affidavit was a letter written by Corson, wbich is as 
follows: 

SxLKMy MAiSS.y Jan. ISth, 1S98, 
li'etleg C. HoMer, Columbu9f Ohio. 

The Commissioner of Pateuts informed me on Oct. 5th, 1896, that my application 
for patent was in inierfereoco with your application, I made no opponition <& took, 
no steps ill the matter. 

On ]>cc. 22, 1896, he informed me that ho had decided in yonr favor on my default. 
Have you obtained a patent on the matter in contention — if so when was it issued f 
Do yon want to sell yonr right — if so what is yonr price f 

Bespt. yonrs, Wm. P. Corson, 

S6 1-2 Central St,, Salem, Maes. 

Ck>rsou subsequently filed an affidavit to explain how this letter can:c 
to be written. He says that it was written at the request of Perkins 
upon the statement by Perkins that he wanted information from the 
party Houser which he (Perkins) could not obtain by direct corre8i>ond- 
euce. The statement was also made tha t the letter was an exact copy 
of a uote furnished by Perkins and that the writer was entirely ignorant 
of the nature and meaning of its contents until the 2d day of August, 
18d8, when his attorneys laid before him a copy of the same. lie 
remembers that he received a letter purporting to have been written 
and signed by Houser which he supposed contained the information 
desired by Perkins and winch he forwai*ded to Perkins. 

The presumptions which necessarily arise from the facts of record 
and the admissions made by Corson cannot, in my opinion, be held to 
be overcome by the affidavits filed by him. The rights of his opponent 
must be considered as well as his own. So far as appears from the 
record, the interference, so far as Houser was concerned, was properly 
pmsecuted. To now subject himlo a i*enewal of interference proceed- 
ings for no fault for which he can in any way be held resi)onsiblc 
would be a hardship for which the allegation by his opponent that his 
attorney did not take the steps necessary to protect his interest would 
not be a sufficient justification. Corson's attorney does not appear to 
have taken any stex)s beyond the scope of the authority vested in hint 
by Corson, and whatever he may have done or failed to do that he 
was fairly bound in the interests of his client to do and whatever 
recourse Corson may legally have against him it must be held that his 
acts, so far as third x)arties are concerned, are the acts of his principal, 
for which his princix)al is resxtonsible. 

Corson has had his day in court. He claims to be injureil, not 
through any fault of this Office or of his opponent, but through the 
fault of bis attorney. His admissions clearly show that he canfiu^^J^ 
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held to have been himself entirely free from laches, whatever may have 
been the faalt of his attorney. Under tiie circumstailces I cannot hold 
that he is entitled to reopen the interferraice. 
The decision of the Examiner of Interferences is affirmed. 



BocH V. Looks. 

Ihoidtd Oeiohtr 96, 1898. 

S5 0.o.,uae. 

lNTXRriUUENCa—£vU>BNCK— ACCB88 TO BOOK8 OrFKRKD IN EVlOBNCR. 

Where it appeared that in an interference proceeding one of the parties 
offered in evidence copiee of certain letters contained in certain letter-books 
and on objection by connsel for the other party the letter-books wen them- 
selvM put in evidence with the nndentanding that they should remain in 
posscteion of the party offerinf; them, snbjeet to prmlnction upon notice, and 
where it farther appeared that upon failnre of snch party to prodnoe theiC 
books on a motion the Examiner of Interferences required him to produce these 
books, bnt permitted him to seal np certain portions foreign to the case before 
producing them for the inspection of counsel for the opposing party, Aid that 
the letter-books having been introduced into the case as evidence were in 
evidence in so far as anything contained in them is relative to the ease for all 
purposes and must be open to the inspection of the opposing connsel without 
Tsstrictiou. The relevancy of matter contained in said books cannot be loll to 
the determinstion of the party introducing them. 

Appbal on motion. 

INSULATOR. 

Application of John W. Boch filed August 4, 1897, No. 647,071. 
Application of Fred M. Locke filed Febraaiy 5, 1897, No. 622,104. 

Meur%. How84m A Hcw9an for Booh. 

Meuru. Smith db Dem^on and Mr. F. A. Lekmamn for Locke. 

Gbeelet, Acting Commissioner: 

It appears that in this interference Locke offered in evidence copies 
of certain letters contained in certain letter-books. On objection by 
counsel for Boch the letter-books were themselves put in evidence, with 
the understanding that they should remain in jKMsession of Locke, 
subject to production upon notice. Ifc further appears that upon fiulure 
of Locke to produce these books upon notice to do so Boch brought a 
motion before the Examiner of Interferences requiring Locke to produce 
these books for examination within five days or upon failure thereof 
that they be stricken fh>m the record. 

This motion was granted; bnt in granting the motion the Examiner 
of Interferences permitted Locke to seal up such portions of the books 
as he deemed foreign to the case before producing them for the inspec- 
lof counsel for Boch. From so much of the decision of the Bxsminer 
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of InterferenoeB as permits any portion of these books to be sealed up 
before inspection by his counsel Boch has taken this appeal. He daiins 
that he has reason to belieye that there are matters contained in these 
books other than the letters desired to be introduced in evidenoe by 
Locke which are of material importance to the case. 

WheUier or not there is such matter in these books need not be here 
considered. Locke having introduced them in evidence, they are in 
evidence^ in so &r as anything contained in them is relevant to tha 
ease, Ibr all purposes and must be laid open for the inspection of the 
opposing connseL The determination of the relevancy of matter con- 
tained in these books cannot be left to the decision of the party intro- 
ducing them. As to the question of relevancy the opposing jmrty has 
a right to be heard 

1 do not place any restrictions upon the inspection of the books by 
oounsel for Bocli. It is not to be presumed that the counsel for Boch 
is seeking or would make use of any information which may be con- 
tained in these books which is not relevant to the case cat would permit 
such use by his client, and any restriction upon the inspection of these 
books by him would be in the nature of a wholly unwarranted reileo- 
tion upon his good foith. 

Unless the letter-books in question are produced for the inspection 
of counsel for Boch within seven days from the date of this decision 
thejr will be stricken from the record. 

It will be understood that after inspection by counsel for Boch such 
parts of these books as it is agreed between counsel are not relevant to 
the ease may be sealed up. 

T^ the extent above indicated the deoislou of the Kzaminer of Inter- 
feretioes is reversed. 



Myers v. Hammbl. 

Decided Sq^Umber J, 1898. 

S6 O. G., 1S97. 

MdtlON FOR DiasoLunojf— Dklay xw BaiiiQiifo May bk Ionossd. 

Where it appoen that an Interference was deelared prior to the deoiaion in 
Memwumd v. Hart {ante, 52 ; 88 0. 0., 743) on the ground that the snbjeot-matter of 
the iaane dominated the claims of one of the parties, and no testimony has been 
liken, delay in bringing a motion to dissolve on the gronnd that no interference 
Stlsts under the present practice may be ignored and the inotioa transmitted to 
^ Primary Examiner. 



Aj^EAL on motion. 

KURIAL-CASKKT. 



A^Ueation of Charles E. Myers filed September 20, 181^7, Ko. 652,230. 
Amotion of I^nis Bammel filed September 10, 1807, No, 051,204. 
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Messrs. R, B. Wlieeler aud Collamer & Co. for Myers. 

Messrs. Tkos. 8. Sprague & San and Mr. L, 8, Bacon for HammeL 

Obeeley, Acting Oonimissioner : 

This is an appeal from the refusal of the Examiner of Interferences 
to transmit to the Primary Examiner a motion for dissolution brought 
by Myers and based upon the ground that under the decision in Ham- 
mend v. Hart (ante^ 52; 83 O. G., 743) no interference in fact exists and 
also upon the ground that the issue is so ambiguous in language as to 
obviate a proper determmation of the invention. 

A previous motion to dissolve had been filed by Myers on May 5, 
1808, transmitted to the Examiner, and decided. This motion, though 
filed two days after the publication in the Official Gazette of the 
decision above referred to, was not based on nor did it refer to this 
decision. The Examiner of Interferences seems to have held that 
Myers, having notice of this decision, should have made the present 
motion, if at all, at the time of filing this previous motion, or soon 
thereafter, aud that failing to do so and failing to bring such motion 
promptly after notice of decision of his previous motion he is guilty of 
laches and is not entitled to consideration of his present motion* 

There is no doubt but that Myers has been negligent in bringing 
this motion, and it may be, as urged on behalf of his opponent, that he 
is seeking to delay the progress of this interference* He should 
undoubtedly have brought the present motion as soon as he learned of 
the decision, and the Examiner of Interferences might have enter- 
tained it. ( Trevette v. Dextery anU, 160 ; 84 O. G., 1283.) After decision 
on that motion his further delay of twenty-one days is not satisfactorily 
explained. 

In the declaration of interference the subject-matter of the issue is 
said to <^ dominate" the claims of Myers. Under the Hammond v. Hart 
decision interferences should be declared only between applications 
having claims identical, or at least substiiniially identical, a condition 
which apparently does not here obtain. (Ex parte Thomas^ 65 MS. 
Dec., 58.) Apparently, therefore, if that decision had been published 
before the date of the declaration interference would not have been 
declared until both parties had inade substantially the same claim. 
No testimony has been taken. Apparently no interference in fact 
exists under that decision, since mere domination does not warrant 
declaration of interference. {Caller \. Latham^ ante^ 143; 84 O. G.| 
1141.) The better course is to permit the Primary Examiner to have 
an opportunity to determine whether or not an interference under the 
present practice exists. This he can only do when he has the case 
properly before him. Weightier considerations of practice therefore 
require that Myers's culpable negligence and delay be ignored. 

The decision of the Examiner of Interferences refusing to traiismiic 
Myers's motion to the Primary Examiner is accordingly reversed. 
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FOWLEB V. DODOB. 

Decided November 18, 1808 

85 O. G., 1584. 
1. Appkal Avtkr Dkcision on Priority— Motion to Dissolvk— Inopkrativr- 

NS2i8 op BkVIGX. 

When after docision by the Coart of Appeals on the question of priority a 
motion to diasolye on the ground that D/s application does not discloHe an opera- 
tive device is transmitted to the primary Examiner and ho denies the motion, 
holding that D.'s device is operative, HM that such holding is a favorable deci- 
sion on D.'s right to make the claim, and no appeal can be taken. 

2. SAMB~lNOPSRATiyBNES8 OF DEVICE — QUESTION FOR EXAMINERS- N-ChIKF. 

The question as to the operativeness of D.*b device clearly involves the merits, 
and if an appeal was proper at all it should have been taken to the Examiners- 
in-Chief rather than to the Commissioner. 

8. Contest Against Issuk of Patent— Withholding Case from Issuk. 

F. may have an interest in having D.'s application withheld f^om issue; but 
the lights of D.as well as the rights of F. must be considered, and since there 
has been a deGuite decision by the Office that D. is entitled to a patent to still 
refuse to allow such patent and to permit F. to further ooutest his right thereto 
would l>e to deny him a right to which the Office has adjudged him entitled. 

4. Same— Same. 

Contests as to whether a patent shall issue to a particular applicant are per- 
mitted in this Office not because of the interest of the contestant, but because 
the circumstances are such that there is doubt as to whether tho applicant is 
entitled to a patent, and this question cannot properly be determined without 
further investigation; After the Office becomes satisfied on this question it 
would not be justified in continuing the content. 

5. Appeal— Failure to Makb Motion for Dissolution at Proper Timk. 

F.'s contention that a direct appeal should be entertained, since no indirect 
consideration on appeal may now be had at final hearing before tLe Exaniinors- 
in-Chief and Commissioner, as might have been the case if his motion to dissolve 
had been made in proper time under Rule 122, denied, since his failure to got 
such indirect consideration was due to his own failure to make the motion and 
to no fault of the Office or of his opponent. 

6. Motion that Patent Issuer-Appeal. 

F.'s request that it be directed that his patent issue diemUeed, since although 
worded as a motion it is in effect an appeal and is evidently an attempt to obtain 
a decision by the Commissioner as to the operativeness of D.'s device. (Manny 
V. JCaeley v. Greenwood, C. D., 1889, 179; 48 O. 6., 538.) 

On Motion. 

linotype- MACHINE. 

Application of Joseph 0« Fowler filed October 21, 1893, No. 488,800. 
Application of Philip T. Dodge filed Jane 29, 1893, No. 479,153. 

Mr. James !/• Norria and Mr. A. H. Nwrria for Fowler. 
Messrs. Ihdge & Sons for Dodge. 

Obeelbt, Assistant Cafnmissioner: 

This case is before me on motions by Dodge to dismiss an appeal 
taken by Fowler fh>m the decision of the Primary Examiner refusing 
12782 17 
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to dissolve the above-entitled interference and to dismiss Fowler's 
motion asking that it be directed that his application involved in this 
interference be passed to issue. 

The record shows that this interference was declared on Augost 10, 
1894, and that it went to final hearing on the question of priority 
without any motion for dissolution having been made, but at final 
hearing Fowler raised the question as to whether Dodgers application 
disclosed an operative device. The Examiner of Interferences reftised 
to consider the question ^ but the Exf^minersin-Ohief considered it and 
stated that there was serious doubt as to whether the device disclosed 
was operative or could be received as showing anything more than a 
conception of the invention. The Oommissioner held that the dis- 
closure was insufficient to enable one skilled in the art to build an 
operative device, (0. D., 1897, 8; 78 O. O., 2045,) and the Court of 
Appeals of the District of Columbia refused to consider the question, 
but in passing on the question of priority said: 

We do not desire it to be nndeniood by oar decition that Dodge is entitled to a 
patent for his alleged invention. What we deoido is simply that aasaming that 
Fowler and Dodge have made the same inyention independently of each other and 
that Dodge has been the first to reduce it to constrnctive practice by his first appli- 
cation for a patent, we think the qnestion of dne diligence shonld be settled in his 
&Tor as against Fowler. (Poit, 820; 82 0. 0., 686.) 

In view of this decision and the circumstances of the case a motion 
by Fowler that the interference be dissolved was transmitted to the 
Primary Examiner for decision, {aniCj 28; 82 O. O., 1687,) it being 
stated that — 



The interference is reopened for the consideration of Fowler's motion) and the 
is remanded to the Primary Examiner for decision. Tlie Primaiy Examiner will 
consider the matter inter part€$ and pass npon the question presented in the motion 
lie povo as if no raling on the subject had been made by the Examiuers-iD-Chief or 
the Commissioner. 

As was clearly indicated in the decision transmitting that motion, 
the only question for the consideration of the Examiner was as to 
whether Dodge's application disclosed an operative device. That was 
the question considered by the Examiner, for the conclusion announced 
in his decision is as follows : 

It must therefore be held, both from the broad standpoint expressed in the deci- 
sions quoted and also from a specific consideration of every "fatal'' and minor defect 
that has been alleged to exist in the Dodge application, that it presents a fully oper- 
ative machine and therefor a valid application. 

The Examiner did laot set any limit of appeal from his decision for 
the reason stated by him that no appeal could be taken, but stated in 
his decision that Dodge's application would be withheld from issue for 
a period of ten days. Fowler, however, did, on October 8, 1898, file 
an appeal to the Oommissioner from that decision, and also requested 
that Dodge's application be withheld from issue until a final dispoai- 
Hon of that appeal was made. That request was jprauted in a deciaioD 
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rendered ou the same day. (65 MS. Dec, 263.) Fowler also, on Octo- 
ber 10, 18%, filed an appeal to the Examiners-in-Ohief from the Exam- 
inei's decision, and subsequently, on October 19, 1898, filed a motion 
asking that the Commissioner order that his application involved in 
this interference be passed to issae. 

Dodge moves that Fowler's appeal to the Oommissiouer and his 
motion that his patent be issned be dismissed, and the case is before 
me for a consideration of those motions to dismiss. 

The grounds upon which the motion totlismiss Fowler's api)eal is 
based are as follows : 

Fint. That no appeal is contemplated or permitted by the mlea, but that on the 
contrary snch appeal is forbidden and prohibited, partionlarly by Rale 124. 

8eoond. Beoanse the deeiaion of the Primary Examiner holding the Dodge con- 
struction to be operative and the anbject-matter to be patentable to Dodge is final, 
condnaiye, and binding. 

Third. Beoanae any appeal from aaid deoiaiony if permiaaible, woald under the 
mlea and practice be an ee parte appeal in which Fowler ooald have no interest or 
participation. 

Bule 124 provides that— 

ttmn a deoiaion of the Primary Examiner affirming the patentability of the claim 
or the applicant's right to make the same no appeal can be taken. 

In the present case the Bxaminer distinctly and unmistakably 
decided that Dodge had a right to make the claim, and that was the 
only question before him for decision, and therefore this case comes 
clearly within the above provision of the rule. If the question had 
been presented to the Examiner in the regular way by a motion filed 
within the time prescribed in Bule 122 before testimony had been taken, 
Fowler would hardly have contended in view of the well-settled prac- 
tice of the Office that he had the right of a direct appeal from the 
decision. It is well settled that no appeal could have been taken and 
that even if the decision had been against Dodge's right to make the 
claim Fowler would not have had the right to api)ear and argue the 
question on apiieal, since it would have been essentially ^o? jiarto in its 
character. (See Painter v. Hallj ante^ 91; 83 O. G., 1803, and the 
authorities therein cited.) 

Fowler, however, contends that while he could not have taken a 
direct appeal if his motion had been filed before testimony was taken 
he could under the practice at that time have raised the question at 
final hearing both before the Examinersin-Ohief and the Commissioner 
and thus in effect have obtained a review of the matter on appeal. 
Since no snch indirect consideration on api>eal can now be had, he 
urges that this case is not on the same footing as other cases in which 
the question is raised, and that therefore a direct appeal should be 
entertained. It is to be noted, however, that Fowler failed to make a 
motion for dissolution before testimony was taken, and that it was for 
tiiat reason and through no irregularity in the proceedings by th< 
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Office or bis opponent, Dodge, that he failed to get saccessiye ralings 
on the question by the Examiner, the Examiners-iu-Chief, and the 
Commissioner. The irregularityi if any existed, was due to his own 
failure to act when he should have acted, and therefore he cannot 
properly urge that irregularity as giving him equitable rights which he 
does not possess under the express provisions of the rules. 

Fowler contends, further, that to hold that Dodge's application is a 
valid and allowable application is to deny to Fowler his claimed right 
to a patent and that to refuse to entertain an appeal from the Exam- 
iner's decision would be an injustice to him. This contention that 
Fowler has an interest in the decision has some force, and it was for 
that reason that I directed that the hearing before the Primary Exam- 
iner be inter partes instead of ex parte (antey 28; 82 O. O., 1G87;) bat 
it is to be noted that at that time there was no ruling that Dodge's 
application did disclose an operative device; but, on the contrary, that 
fact was seriously questioned both by the Examiners-in-Chief and the 
Commissioner in the latest decisions rendered on the subject. Dodge's 
patent could not be issue<l until that question had been considered and 
definitely ruled upon by the Office, and in view of Fowler's interest in 
the result it was thought best to allow him to be present and present 
arguments at the hearing. Fowler was entitled to a decision, since his 
right to a patent was not definitely settled until a ruling had been made 
by the Office, and no substantial right was thereby denied to Dodge. 

The circumstances are not the same now, however, since there has 
been a definite decision by the Office that Dodge is entitled to a patent, 
and to still refuse to allow his patent and to permit Fowler to further 
contest his right thereto would be to deny him a right to which the 
Office has adjudged him entitled. The rights of Dodge, as well as the 
rights of Fowler, must be considered in passing upon the question, 
and the Office would not be justified in further withholding his appli- 
cation from issue merely at the suggestion of Fowler, although Fowler 
may have a certain interest in having it withheld and a patent refused. 
Fowler's interest is something with which Dodge has nothing to do, 
since the Court of Appeals has decided that in so far as anything that 
Fowler has done is concerned Dodge is entitled to a patent. Contests 
as to whether a patent shall issue to a particular applicant are per- 
mitted in this Office not because of the interest of the contestiuit, bat 
because the circumstances are such that there is doubt as to whether 
the applicant is entitled to a patent and the question cannot be properly 
determined without further investigation. This is not now such a case, 
since the Office has definitely decided the question after full considera- 
tion of all of the facts and the arguments presented by Fowler. 

Fowler contends that in passiug on the question of priority the Com- 
missioner ruled definitely that Dodge's application did not disclose an 
operative device and that to permit a contrary ruling by the Examiner 
to stand without the right of api>eal would be Ine^iuitabie. 
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If tbe Examiners-in-Gbief or the Gommissioner did rale on this qaes- 
tiou, which is not certain, that mling was clearly set aside by my deci- 
sion transmitting the case to the Primary Examiner, for, as stated in 
that decision, the consideration was to 



as if no ruling on the sabject has been made by the Ezamineis-in-Chief or the 
Conniiiaaioner. 

If any appeal had been proper in this case, which was not, it should 
have been taken to the Examiners-in-Ohief rather than to the Oommis- 
sioner, since the question clearly involves the merits. 

Dodge's motion to dismiss Fowler's appeal is granted. 

Fowler's motion that it be directed that a patent issue to him on his 
application involved in this interference is stated to be — 

* " * on the ground that the decision of Commissioner Seymour, 4ated March 16, 
lS97y that the application of Dodge was insulllcient to enable one skilled in the art, 
withont other aids, to construct au operative line-casting machine of the indenting 
type called for by the issue in this interference has never been modified or set aside 
and is binding upon the Patent Office. 

Dodge moves to dismiss this motion — 

* * * for the reason that it is not permissible under the rnles and practice, but 
18 prohibited and forbidden thereby, and that it is merely an attempt by misnaming 
the action sought to be taken to obtain an appeal under circnmstances under which 
au appeal is forbidden and prohibited. 

The reasons stated in Dodge's motion appear to be valid, since Fow- 
ler's motion was evidently filed for the purpose of presenting to the 
Commissioner and obtaining a decision by him on the question as to 
the operativeness of Dodge's device. As above indicated, no appeal 
can be taken from the Examiner's decision holding that device opera- 
tive. If Fowler wishes to appeal from th^ rejection of his application 
as an ex parte matter, which does not seem probable, such appeal lies in 
the first instance to the Examiners-in-Ghief. 

Fowler's request, although worded as a motion, is in effect an appeal, 
and therefore it will not be considered. As stated in Manny v. Easley 
▼. Oreenwoody (0. D., 1880, 179; 48 O. G., 638:) 

Parties cannot confer jurisdiction npon the Commissioner regardless of the matter 
inTolyed by the use of a mero form of words. Beneath the words must be sought 
the real reason upon which the proceeding is based, and if it be found that such reason 
relates to a question determinable by some other tribunal than the Commissioner, he 
will rightfully refuse to consider it either npon appeal or {tetition. 

Dodge's motion to dismiss the motion ftlied by Fowler is granted. 
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Bender v. Hoffmann. 

DwMed NaoemUr SO, 1898. 

85 O. G., 1737. 

1. INTERFBRXNCB— Construction or Rule 122— MonoK to Dissolvb. 

Rule 122 means that the decisioii of the Primary Examiner on a motion 'to die- 
solve shall be binding npon the Examiner of Interferenoea; bnt it does not pre- 
yent him from calling the Commissioner's attention to sneh matters as are pro- 
vided for by Rale 126. 

2. Samb— Construction of Rulb 124— Motion to' Dissolvb — Appeal. 

That part of Rale 124 which provides that from a decision of the Primary 
Examiner affirming the patentability of the claim or the applicant's right to 
make the same no appeal can be taken is construed merely to prevent an appeal 
being taken to the Examiners-in-Chief by a party to the interferenee when the 
Primary Examiner has favorably passed upon the patentability of his opponent's 
claim. It does not, howerer, preyent the Commissioner fVom considering any 
reason for dissolving an interferenee which might be brought to his attention or 
which he himself discovers. 

3. Same— Construction or Rulb 126— Bar to a Patent. 

Rule 126 does not authorize the Commissioner to suspend an interference only 
when his attention has been called to certain matters by the Examiner of Inter- 
ferences or the Examiners-in-Chief, bnt he may suspend and dissolve an inter- 
ference on his own motion whenever he considers that Justice and equity require 
it. {Fowler et ml, v. Bwion, C. D., 1880, 39; 17 O. G., 266; Ton WeUbaek v. L«a- 
gren, CD., 1889, 177; 48 O. G., 537, and Bedkman v. Woodf C. D., 1897» 188; 81 
O.G., 2087, cited.) 

4. Same— Dissolving Interference— Discretionary Power ov the Commis- 

sioner. 
The discretionary power of the Commissioner of Patents will be exercised 
whenever he thinks good practice and equity require it, and he may exercise 
that power to the extent of dissolving an interference withont passing npon the 
question of priority, even when the interference case comes before him on appeal 
from the Examiners-in-Chief and after an award of priority by them, where they 
failed to call his attention to such matters as are provided for by Rule 126. 

5. Same— -Non-Patentability— Dissolving Interference. 

Whenever the Commissioner decides that the issne of an interference is not 
patentable to one of the parties, the interference becomes a mooted question and 
should not be decided. (Shellaberger v. Soknabel, C. D., 1897,364; 79 O.G.,839, 
cited.) 

6. Same— Non-Patentabiuty to One of thb Parties. 

Hoffmann having disclosed the unalkylated dyestuff prior to any claim made 
by Bender and the record showing that the process, purpose, and result of alky- 
lation as used by Hoffmann were old and well known, Held that Bender made no 
invention in alkylating Hoffmann's dyestuff. 

7. Same— Non-Patentability— Remanding Case to the Primary Examiner for 

DissoLxrrioN. 
The Issue of the interference not being patentable to Bender the case is 
remanded to the Primary Examiner to dissolve the interference and when the 
application of Bender comes before him ex parte to reject his claim involved in 
. the interference. 

Appeal fkom Examiners-in-Ohief. 
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CO l/>KIKChMATTER. 

Application of Fritz Bender filed March 24, 1892^ No. 426,212. 
lleissae patent granted Meinhard Hoffmann September 6, 1892, No. 
11,267, 

Mr, Edward N. DicJcerson for Bender. 

Mr. Henry P. WeUs and Mr. Jos. L. Ewin for Hoffmann. 

DuELL, Ccmmi89%ojMr: 

This case comes before the Oommissioner by appeal of Hoiftnann 
from the decision of the £xaminers-in-Ohief affirming the decision of the 
Examiner of Interferences awarding priority of invention to Bender on 
the following issue: 

The ftlky latod dyesiuff, which may be derived from tetrazonaphthaleDediBalfo-aoid 
and phenol, which is easily soluble in water, soluble in strong salfnric acid, forming 
a violet solution that gives a precipitate on adding much water, and adapted to dye 
wool and nnmordante<l cotton yellow. 

When the interference was originally declared, the issae read: 

The yellow dyostufT herein described, derived from* tetrazonapbthalone-beta- 
disnlfo-acid and phenol, which is easily soluble in water, difficultly soluble in spirit^ 
dissolving with a brilliant violet shade iu strong snlftiric acid, from which, on dilut- 
ing with some water, the ftee acid of the dyestuff separates in the form of a dark- 
green precipitate, which, by farther addition of water, is dissolved with a yellow 
shade. 

On the issue as first formulated the Examiner of Interferences 
awarded priority to Hoffmann. Bender then moved that — 

the interference be remanded to the Primary Examiner for the purpose of determin- 
ing what is the subjeot-matter of the interference, and in acconlanee with such 
determination to either dissolve the interference, re-form the interference issue, or 
ooDStriio snch issue. 

Hoffmann also moved that the interference be dissolved on the ground 
that the issue was not patentable to Bender. 

The motion of Hoffmann to dissolve the interference and so much of 
Bender's motion as relates to the interference issue were transmitted to 
ibe Primary Bxaminer for his consideration. The Examiner denied 
both of these motions. On appeal by Bender the Assistant Commis- 
sioner reversed that part of the decision of the Primary Examiner 
which refused to re-form the issue and directed that the issue be 
re-formed << so as to specifically cover the alkylated dyestuff." The 
issue as re-formed is the present issue of the interference. 

After the issue was re-formed the case was transmitted to Che Exam- 
iner of Interferences, and at the hearing before him it was substantially 
urged on behalf of Hoffmann that it was the universal practice in the 
art long before Bender's or Hoffmann's time to alkylate all phenolic dye- 
stuffs having a free hydroxyl group to render them fast against alka- 
ttesi and that what Bender did was to take a dyestuff invented by Hoff- 
aoMim and apply to it the old and well-known process of alkylation in 
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the old and well-kuowu way to 2)roduce tbe old and well-known result; 
that this was not invention, and that therefore Bender had no right to 
claim the issue, and the interference should be dissolved. These ques- 
tions, however, the Examiner of Interferences refused to consider, and 
he decided the question of priority, holding that Bender was the first 
inventor of the subject-matter now made the issue. On api>eal to the 
Examiners-in-Ghief Ho£fmann again urged the non-patentability of the 
issue to Bender and requested that they direct the Commissioner's 
attention to this matter, as provided for by Bule 126. This they 
declined to do, for the reason that — 

all these facts are contaiaed in the record and can be nrged before the Commissioner 
on appeal, and for the further reason that the Primary Examiner has expressly 
decided that the prodnct covered by this issue is patentable, particularly that 
covered by the claim of Hoffmann's patent. * " * 

The question of patentability in the case before us is a troublesome one and one 
on whioh we are not prepared to express an opinion, even if we desired so to do. 
This tribunal has, moreover, no authority, as has the Commissiouer, to "suspend 
the interference and remand the case to the Primary Examiner for his consideration 
of the matters to which attention has been directed." In the absence of such 
authority, any expression of opinion on our part would be of little assistance in 
enabling the Commissioner to arrive at a final determination of the case, especially 
as the whole question will no doubt be argued at length before him. 

Priority was also awarded to Bender by the Examinersin-Ghief. 

On appeal to the Commissioner thequestion of non-patentability of the 
issue to Bender was again strenuously urged by Hoffhiann, who sub- 
mitted— 

First, that priority' of invention should be awarded to Hoffmann on the ifncontro- 
verted evidence of record that his original French patent disclosed all that was 
necessary to enable one ski11e<l in the art to produce the alkylated color; 

Second, or, without award of priority, because of total lack of patentable inven- 
tion on the part of Bender, and abandonment by him, that this interference be 
dissolved, and that Bender's application be remanded to the Primary Examiner with 
the instruction that it be finally rejected. 

It is contended on behalf of Bender that as the Primary Examiner 
has decided on a motion to dissolve that the issue is patentable to 
Bender the Commissioner is precluded from considering this question, 
citing Hill V. Hodge {postj ; 83 O. O., 1211) to support this con- 
tention. Bender also refers to Bules 122 and 124 to supiK>rt this 
contention, saying, after quoting from the two rules, that — 

It would seem that Rule 122 makes the decision of the Primary Examiner binding 
on this tribunal, as well as on the tribunal of primary Jurisdiction, upon the qnes- 
tion decided. 

If Bender is correct in this contention, there is nothing for the 
Commissioner to do but to decide the question of priority. Let us see 
if he is correct. I do not think the decision of Hill v. Hodgey suprOj 
applies to this case. It is true that Rule 122 provides that the decision 
^f the Primary Examiner on motions to dissolve an interferenoe upon 
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the ground that au applicant'^ claim is not patentable or that he has 
no right to make the claim — 

will be bindiug on the Examiner of Interferences, unless reversed or niodiftod on 
appeal— 

and that Eule 124 provides that — 

from a decision of the Primary Examiner affirming the patentability of the claim or 
the applioant's right to make the same no appeal can be taken ; 

bat I construe Eule 122 to mean, as it states, that the decision of the 
Primary Examiner shall be binding only ai>ou the Examiner of Inter- 
ferences and not upon the Commissioner. It does not prevent the 
Examiner of Interferences from calling the Oommission^^s attention to 
such matters as are provided for by Bnle 12G. 

As was said in the decision of Fowler et aU v. Benton^ (O. D., 1880, 30; 
17 0.G.,266:) 

If the Examiner, overroling a motion to dissolve an interference, shonld affirm his 
preyions decision in favor of the patentability of the invention, the party who ma«lo 
the motion wonld not be precladcd from protesting against the grant of the patent 
on the ground of the non-patentability of the invention. Snch protest would be 
entertained by the Commissioner either forthwith or after the determination of the 
interference, or at sach other time as Jastioe might seem to require in the particular 



Oonsidering now that part of Bule 124 quoted above I construe this 
merely to prevent an appeal being taken to the Examiners-in-Ohief by 
a i>arty to the interference when the Primary Examiner has favorably 
passed upon the patentability of his opponent's claim or the right to 
make the claim, and it does not prevent the Commissioner from con- 
sidering any reason for dissolving the interference which might be 
brought to his attention or which he liimself discovers. 

As was said in the decision of Von Welsbaoh v. Lungrenj (0. D., 1880, 
177; 48 0.G., 837:) 

The ultimate aathority under the statate npon the question whether an interfer- 
ence exists in fact is "the opinion of the Commissioner/' (Rev. Btats., sec. 490i,) 
and it is more than donbtftil whether a construction of the mle (124) whicli wonld 

* • 

deprive the Commissioner of JnrisHiotion conld possibly be a yalid one. 

Furthermore, Bule 126 provides: 

The Commietioiier may, before Judgment on the question of priority, suspend the 
interference and remand the case to the Primary Examiner for his consideration of 
the matters to which attention has been directed. 

I do not think that this rule authorizes the Commissioner to susx>end 
the interference only when his attention has been called to certain 
matters by the Examiner of Interferences or the Sxaminersin-Ohief ; 
but I think be may suspend and dissolve an interference on his own 
motion whenever he considers that justice and equity require it. The 
decisions just referred to apply as well to the construction of this rule 
aa to thoae construed by them. 
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In a more recent case {Bechman v. Wood^ 0. D., 1897, 188; 81 O. O., 
2087) it was said : 

The Offioe may of its own motion take cognizance of matter which would properly 
eonetitnte a basis for snch motion under the provisions of Rule 126 without regard 
to the fact that a motion to dissolve has previously been made. 

The authority of the Oommissioner of Patents is also folly set forth 
in the decision of the Supreme Oourt of the District of Oolumbia in the 
case of Hull v. Conimissioner of Patents (7 O. O., 559) and more recently 
in the decision of the Oourt of Appeals of the District of Oolumbia in 
the case of Drawbatigh v. Commissioner of Patents^ (0. D., 1886, 527; 
77 O. Q.J 313.) Chief Justice Alvey, speaking for the court, said: 

The Oommissioner is tho head of the Bureau, and he is responsible for the general 
issue of that Bureau. If, therefore, there be any substantial, reasonable ground, 
within the cognizance of the Commissioner, why the patent should not issue, whether 
the specific objection be raised and acted upon by the Examiners or not, it is his 
duty to refuse tho patent 

The discretionary power of the Commissioner of Patents will be exer- 
cised whenever he thinks good practice and equity require it, and he 
has exercised it to the extent of dissolving interferences without pass- 
ing upon the question of priority even where cases have come before 
him on appeal from the Examiners-in-Ohief after an award of priority 
where they failed to call his attention to such matters as are provided 
for by Bule 126. (See Hopkinson v. Hunter ^ 0. D., 1896, 1 ; 74 O. G., 
653; Cobum v. Brodie^ 60 MS. Dec, 324; Hewitt v. Detane^^ 65 MS. 
Dec, 294.) 

Under all the circumstances of this case I have decided to exercise 
this supervisory power and consider the question of patentability and 
dispose of it at the present time. By so doing numerous motions may 
be avoided which might arise were I to decide the question of priority 
and were the case then appealed to the Oourt of Appeals. 

In order to dispose of the question of patentability, it is advisable 
to understand what is meant by the process of alkylation and the 
history thereof. This has been fairly set forth in the brief of Hoi&nann 
and may be stated as follows : Benzene (06H6) is the parent body of 
that class of coal-tar colors under consideration. This body is repre- 
sented by what is known as the << benzene ring," which is here shown : 
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On eaeh angle of this ring oocnr a carbon atom and a Hydrogen 
atom H. From this body other bodies may be derived by replacing 
the outer hydrogen atom by other chemical atoms or groups. One of 
these bodies so produced is phenol^ which is formed by substituting 
what is known as the '^hydroxyl group" (OH) for one of the atoms of 
the hydrogen benzene ring. Phenol is represented by this symbol : 

OB 




The record shows that long prior to any date set up by either party 
to this interference coal-tar color manufacturers had combined phenol 
with certain acids to form coloring-matters. A number of such 
phenolic dyestuffs were known, all of which had the hydroxyl group 
and were characterized by the same feature which characterizes the 
parent body phenol. The color here under consideration is a new 
member of this class of colors, being the result of the combination 
of phenol with a tetrazo-disulfo-acid, which is characterized by the 
hydroxyl group and which is shown to have been first discovered and 
produced by Hoffmann. It had long been known that all phenolic 
colors having the hydroxyl group were unstable against alkalies. It 
was also well known that the instability wai9 caused by the fact that 
the alkali replaced the hydrogen of the hydroxyl group, making 
another body, usually of a redder shade. The remedy was also well 
known, and it consists in replacing the hydroxyl group by a methyl or 
ethyl radical, known as the ^^alkyl" radical. 

Dr. Schweitzer, testifying for Hoffmann, speaking of the process, pur- 
pose, and result of alkylation, says: 

Phenols are characterized by the presence of a groap consiatiDg of one atom oi 
hydrogen and one atom of oxygen combined together, which Ih known as the hydroxyl 
gronp and is repreeonted by the formula OH. Therefore, all phenolic compounds, 
of which the Hoffmann color is one, are characterised by the presence of thin hydroxyl 
groap. Now, if snch a phenolic body is sabjected to the action of an alkali (such 
as potash, soda, or ammonia) the alkali elbows out the hydrogen of the hydroxyl 
gronp and takes its place. This change of composition causes a change of color. If 
the hydroxyl group, before being acted on by an alkali, iu subjected to tho action of 
some other body which is not affected by alkali, but which would elbow out the 
hydrogen and take its place, then tho fastness of the color against alkalies would 
bo clearly improved, since there would be nothing lei% for the alkali to act upon. 
Ethyl or methyl bromid or chlorid are such bodies. By boiling with either of these 
In slkiUne solution, the hydrogen of the hydroxyl gronp is replaoed by tiae ethyl or 



268 DECiaioNft OF the commirsionbr of patents. 

methyl ^oiip, which ethyl or methyl gronp is not affected by alkalies, and in conse- 
quence the color so treated becomes more stable against alkalies for the reasons 
alro:^y given, while the shade prodnced in dyeing is practically unchanged. 

The history of the process of alkylation cannot be better stated than 
in the language of Dr. Schweitzer and also in that of Dr. Friedlftnder, 
another witness on behalf of Hoffmann. Dr. Schweitzer says: 

The history of this process of alkylation is also important in this controTersy 
becanHo it shown that Bender was by no means the discoverer of this process or of its 
effect. The effect of such alkylation on phenol azo dyestnffs (to which class 
Hoffmann's color in controversy belongs) has been known since one of the earliest 
azo dyestnff patents, that is, the German patent 12,451, dated January 3, 1879, in 
which the influence of alkylation on the stability of a dyestnff is contrasted and com- 
pared with the same dyestnff before alkylation. This patent states explicitly that 
the stability of the alkylated dyestuff is greater than that of the nnalkylated dyestnff. 

With regard to the process of alkylation it is a well-known fact that the alkyla- 
tion of phenolic bodies has been known as long as phenols have been known, that is, 
ft'om the beginning of modem organic chemistry. The alkylation of phenol azo dye- 
stnffs has been first specifically described in Zincke's article in the Berliner Beriokie, 
Vol. 18S4, pages 2028 and 3029. These heridite are the official pnblications of the Ger- 
man Chemical Society and are to be found in the scientific library of every even 
moderately-equipped chemist. 

Dr. Friedlander testifies that — 

the instability of phenol coloring-matters against acids or alkalies is dne to the 
capacity of such colors to form salts with alkalies, in which the hydrogen molecule 
of the hydroxyl group of the phenol is substituted by a metal. These salts show, in 
almost all cases, a shade which differs from the shade of the coloring-matter con- 
taining still the unchanged hydroxyl group. Coloring-matters of this class are 
called '* unstable against alkalies," and are for this reason of small practical value 
in industry. In order to correct this defect of instability the natural and logieal 
recourse would be to transform such colors into derivatives which are unable to 
form salts with alkalies. This method has been known for more than ten years and 
has been jiracticed by many chemists, usually in the same manner. The first instance 
that I can recall in which this reaction was practically employed, was in the proo- 
ees covered by the German patent No. 12,451, which covers the process for the pro* 
dnction of azo colors stable against alkalies from amidophenol-alkyl ethers and the 
derivatives therefrom. 

It is true that in that case the alkylation of the phenol is performed before the 
coloring-matter is formed, but the successive order of the several steps in this proe* 
ess is of no importance, and the alkylation can be performed equally weU with the 
already-developed dyestnffs. Prof. Zinoke has demonstrated this. (Berichte der 
DeiiUchen Chemisohen GeBelUchuft, 1884.) This alkylation is especially sucoessftil 
when azo dyestnffs which have been derived from phenols are subjected to that 
operation, and it has been often employed in the color manufacture with the hoped 
for and expected success. 

Dr. Schweitzer also testifies: 

Q. 24. Calling your attention to German patent 12,451, of January 3, 1879, are or 
are not the products of this patent phenol dyestnffs in which the H of the hydroxyl 
group has been replaced by a methyl group ; or, in other words, are not the dy^ 
stuffs of this patent alkylated phenol azo dyestnffs f A. They are. 

As early as 1886 Bender discovered a new diamidostilbenedisalfo- 
'^cid, which he combined with phenols to make a new yellow phenoUo 
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dyestnff with which to dye uninordanted cotton. German patent No. 
42,466 was issued to him on January 28, 1888, for this dye. This dye 
had the defect of its class in that it was not fast against alkalies. The 
alkylation of phenolic dyes for wool to overcome this defect was well 
known, so Bender applied this process of alkylation to remedy the 
objection to his cotton-dyo. Speaking of this patent, after referring to 
the process of alkylation as disclosed by the German patent No. 12,451, 
of January 3, 1887, and Zincke's article in the Berliner Beriehtey (Vol. 
1884, page 3020,) Dr. Schweitzer testifies: 

I add that Bender, in Qerman patent 42,466, tiled November 16, 1886, and publielied 
January 28, 1888, applying all thlH prior knowledge and employing the then well- 
known process of alkylation to a new phenol dyestnft' discovered by himself, huc- 
oeeded in producing an alkylated prodnot which was regnlarly sold in the market, 
and which, indeed, was the tint alkylated phenol dyestufi' which was uxtensively 
naed in the arts for dyeing unmordanted cotton; whereas the formerly-known alky- 
lated phenol dreetntlB had only been used for dyeing wool. 

Bender's own record shows that the process of alkylation was well 
known long prior to any date claimed by either party to this interfer- 
ence. He testified that— 

in the English patent No. 3,994 of 1887 it is stated tliat this process can bo applied 
not only to one special color, bnt also to other tetrazo dyestutfs with phenols, which 
are unstable against alkalietf. 

The British patent referred to sets forth : 

This, invention relates to a proeesa of preparing fast coloring-matters by * * * 
alkylating other coloring-matters. 

Certain ooloring-matter combinations of tetrazo-sulfo-aolds with phenols have the 
defect that the fiber dyed therewith, especially cotton, shows a change of color when 
being soaped or treated with weak alkalies. As such I mention by way of example (a) 
the ooloriiig-matter obtained from tetrazo-stilbenedisnlfo-acid with phenol, cresol or 
their homologiies; {h) the coloring-matter obtained from tetrazo-dipheuyldisulfo-acid 
with phenol, cresol or their homologues. • • * 

I have found that this property of the said coloring-mattors is based upon their 
capacity of forming basie salts, which are produced during the treatment of the 
dyed eotton, that is to say, of the fiber itself, with soap or alkalies. 

If such coloring-matters are deprived of the capacity of forming basic salts, new 
coloring-matters are produced which are sufticieutly fast for use in dyeing. The 
agents to lie employed for this purpose are prescribed by the chemical nature of the 
ooloring- matter to be acted upon. 

With the coloring-matters namcil under a h the object is attained by alkylating 
the phenol constituent thereof. 

Bender also fully sets forth in his United States Patent No. 395,115, 
of December 25, 1888, the process of alkylation as applied to a yellow 
coloring-matter. In this patent it is stated : 

The yellow coloring-matters which have been heretofore obtained from parauitro- 
toluolsulfo-acid by treating it with alkaline dye when dyed on cotton and treated 
with soap or weak alkalies show a change from the yellow color to red. 

My invention consists in the fast yellow coloring-mat tor hereinafter described, 
obtained fh>m the unstable coloring-matters above mentioned by treating said mat- 
ters with chlorinating, brominating, nitrating, or alkylating agents: 
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If treatment with alky k— as methyl or ethyl alcohol — is to be employed, it ia 
preferable to trauaform the above-mentioned unstable yellow ooloring-matter first 
into the yellow ooloring-matter mentioned in Letters Patent No« 350,229, October 5, 
1886. 

Tbeu follow detailed directions for carrying out the process. 

On May 8, 1887, Bender also obtained a French patent, No. 182,0^3, 
in which the process of alkylation of certain coloring-matters formed 
by the combination of tetrazo-sulfonic adds with phenol is fully set 
forth. 

So much for the history of the process of alkylation when Hoffman 
obtained his French patent No. 208,526 dated January 15, 1891, on an 
ai)plicatiou tiled September 29, 1890. This patent is for a new tetrazo 
compound combined with phenol for a dyestuff. After the issue of this 
French patent to Hoffman, Bender applied for and obtained, on June 2, 
1891, an addition to his French patent No. 182,063. This addition to 
the French patent states : 

Ab we hnve demonstrated in oar principal juitent, No. 182,088, of the 8th of Mareh, 
1887, certain coloring-matters reAulting ftt>m the combination of tetrazo-sulfooon- 
jngate acids with phenols have the property of changing their dye in red when 
treated with alkalies. By alkylising the radical phenol of iheee coloring-matteiB, 
new products are obtaiueil of a sufficiently good use for dyeing. 

TUns wo have found that outside of the combinations mentioned as examples in 
our principal patent, it is the same with coloring-maiWrs produced by the eom- 
bi nation of the tetrazo-uaphthalenedisulfonie acid of Patent No. 208,526 with phenol 
or oresol. 

To transform these products into fast coloring-matten we can ox»erate by the proc- 
esses of alkylation sufficiently known. 

I think it can be gathered from the reoord that Hoffmann was the 
inventor of the cx>loring-matter which was formed by the oombination 
of a new tetrazo compound with phenol — ^that is, the unalkylated dye- 
staff of the issue involved in this interference. The French patent to 
Hoflteann, No. 208,526, shQws this. The addition of June 2, 1891, to 
Bender's French patent of March 8, 1887, also shows this, and Bender 
substantially admits it in his testimony in these words: 

Now, in the French Hoffman's patent Ho. 206,526, a new tetrazo conipojaiid is dis- 
closed, and the inventor asserts in a vague and general way that this compound may 
be combined with phenol, yielding a dyestuff. 

The original specification filed with Bender's application involved in 
this interference shows that what he considered as his invention and 
what he was applying for a patent for was the alkylation of the dye- 
stuff formed by tetrazonaphthalenedisulfo-acid, obtained by nitrating 
bctanaphthalene-disulfo-acid in combination with phenol, invented by 
Hoffmann and disclosed in his French patent No. 208,526. 

In this specification Bender says: 

I have found that the yellow dyestuff formed by the action of tetrazo-naphthalenedi- 
Bulfo-acid (which may be obtained as is well known by nitrating beta-naphthalonedi- 
"^ulfo-acid, reducing the dinitro compound and diasotizing the diamido compoond 
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thus formed) on phenol or orthooreeol has the defect of changing into red when 
treated with alkalies. I hare further fonnd that when this dyestnff is subjected to 
an alkylation in a similar way to that stated in my Patent No. 395,115 a new color- 
ing^matter is produced which is sufficiently fast for dyeing purposes. 

The qaeBtton now is, was the sobject-matter which Bender covers by 
bis application involved in this interference patentably new at the time 
he took out or applied for the addition to his French patent of March 
8^ 1887 1 1 think not Hoffmann having disclosed the uualkylated 
dyestnff prior to any claim made by Bender for the snbject-matter of 
bis application and it being admitted in Bender's additional French 
patent that the process of alkylation was sufficiently well known and 
the other patents that have been heretofore referred to also fully set- 
ting forth the process of alkylatioUf it seems to me that any one skilled 
in the art could produce the alkylated dyestnff of the issue without 
making any invention. 

On the question as to whether Bender made an invention by alkylat- 
ing the dyestuffs admittedly produced by Hofftaiann, or, in other words, 
whether there is anything in Bender's case patentable over the French 
patent to Hoffmann, Dr. Friedlander testifies as follows: 

I think there can he no doubt that the specification in the said French patent No. 
206,526 contained information sniBcient to enable any chemist skilled in the art to 
produce the yellow dyestnff which is the subject-matter of this interference, for 
the reason that it was dearly stated in the said French specification that beta-naph< 
thalenediamindisulfo-acid can be transformed in a normal way by the action of 
nitrous acid into a tetrazo compound which is capable of combining with phenols 
and amins. The ftirther steps for the production of the dyestnff were given, so 
ihmt the final result eonld be foreseen with the same degree of certainty that i^er- 
tains to chemical reactions in general. 

At the time of the issue of the French patent No. 206,526 it was generally known 
in chemistry that tetrazo compounds can unite with phenols to form disazo colors. 
It was to be expected that in a great minority of cases the shades of these colors 
would in all probability range between yellow and brown. It was also to be 
expected with great probability that in a great minority of oases the shades of these 
colors would be changed by the action of alkalies or other metaUic oxids, and that 
dsriTatives of such colors would be produced by the action of halogen olkyls upon 
the said salt deriTatires, which said derivatiyes would be stable in shade against 
the action of alkalies and metallic oxids. 

It is my opinion that the aaid French patent describes the speciflo method for the 
produetion of the dyestnff which is the subject-matter of this interference. As I 
hare already stated in my answer to direct interrogatory 5, the method of producing 
dyestoffs was ftilly given, so that it could be practiced by any chemist skilled in the 
art, by the statement that naphthalenediamindisulfo-acid could be converted into a 
tetrazo compound capable of combining with phenols and amins. This method 
includes the means of producing a great number of different dyestuffs, and a descrip- 
tion of the specific method for the production of the dyestnff which is the subject- 
matter of this interference would have been quite superfluous in that connection. 

The testimony of Dr. Schweitzer and other witnesses called on behalf 
of Hoffinann also positiyely and clearly states that there is no inven^ 
Aion in alkylating the nnalkylated dyestufl' of fioffhiann, described by 
Jiim in his French patent Ko. 2U8|626« 
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Furthermore; substantially this same question has been decided 
against Bender in the Imperial German Patent Office on his applica- 
tion No. L 6,538, which was filed on February 13, 1891, in the German 
Patent Office by Leonhardt & Company, employees of Bender, claim- 
ing the process of preparing the dyestuff whicl^ forms the subject- 
matter of Bender's application in this interference. The German Pat- 
ent Office, however, refbsed to grant a patent to Bender foi reasons 
stated in a decision dated June 17, 1892, a tra^islation of which is an 
exhibit in Hoffmann's record. The decision begins: 

The iuveation consists only in the ftlkylation of a phenol ftzo dyestuff, first pro- 
duced by Cassella Sl Co., (employers of Hoflfmann.) It has not been proved or pre- 
tended that through this process another teehnical result would be obtained, besides 
the known effect of the greater resistanbe to alkalies. 

After comparing the said application with certain patents named, 
among which are the German patents, Nos. 12,451 and 42,466, referred 
to and discussed above, and also to the article by Zincke in the Bericktej 
(Vol. 1884,) the decision concludes as follows: 

Besides it has to be added that the process of alkylation in question and its tecl|- 
nical eifect has become known through seyeral foreign patent specifications and 
through literature in journals, so that the same, prior to the date of the application 
No. L 6,588, could be considered as the common property of chemists. 

After so many precedents such a proeess of alkylation is no longer patentable, if 
by the same a new technical result is not obtained. 

The argument of counsel for Bender that this decision relates to a 
process of alkylation, while the subject-matter of the issue is the prod- 
uct, and therefore that the decision treats of different subject matter, 
has no force in view of the German patent law, which prohibits the 
grant of patents for << substances prepared by chemical processes, in 
so far as the inventions do not relate to a definite process for the prep- 
aration thereof," and a German patent granted for the process protects 
the product made by said process. Although the decision of the Ger- 
man Patent Office is not conclusive on this Office, yet it is entitled to 
great weight and goes far to show that the issue in this interference 
is not patentable to Bender. {Carter dt Co. v. Wollscklaegerj 53 Fed. 
Bep., 573.) 

In order to hold that Bender has made a patentable invention, I 
must ignore the decision of the German Patent Office and also the tes- 
timony of the witnesses produced on behalf of Hoffmann, two of whom. 
Dr. Schweitzer and Dr. Friedlander, are disinterested and are men 
who stand at the head of this art. This I am not inclined to do. 
Bender produces no testimony to rebut that of Hoffinann, and the tes- 
timony of Hoffmann stands uncontradicted. From the testimony pro- 
duced in this case I am convinced that the subject-matter of the issue 
is not patentable to Bender in view of the prior art. 

The decision of the Court of Appeals in the case of Shellaberger v. 
Schnabel (0. D., 1897, 364,- 79 O. G., 339) substantially holds that when- 
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ever the Commissioner decides that the issae of an interference is not 
patentable to one of the parties the interference becomes <a mooted 
question and should not be decided. The decision of Hill v. HodgCj 
SHIpra, is not against the doctrine announced in Shellaberger v. Sohnabel^ 
and it does not, as Bender contends, settle the question that the Com- 
missioner may not consider the patentability of an issue at tlio final 
hearing of the case before him on the question of priority Avithout 
determining priority. 

This case is remanded to the Examiner to dissolve the interferance 
and when the application of Bender comes before him ex parte to reject 
his claim involved in this interference. 

In deciding this case as I have Bender is not injured and is not with- 
out his remedy. If he is dissatisfied, he has the right of appeal to the 
Examiuers-in-Chief, to the Commissioner, and, finally, to the Court of 
Appeals, where any mistake that has been made in this decision will 
be corrected. If the Court of Appeals reverses the ruling of the Com- 
missioner as to the non-patentability of the issue, the interference can 
be reinstated at the point where it was dissolved, and Bender will then 
have the right to fhrther contest the question of priority. 



Ex PABTB Hamilton. 

DeMed AHgu9i SS, 1898, 

85 O.G.,1742. 

CiaAiMs— Indefinxtr Tbrms^Quauftinq Wori>b. 

An »ppIioaut cftnuot be iiermitted to uso in his olainia terms which nre iudeHnite 
aud gciieiml in their meaning without such qualifying words as shall niaiie clear 
what is intended to 1>e covered by them and shall be expreaeive of the purpose, 
location, or function of the elements intended. 

On Petition. 

AIR-RIFLB. 

Application of Clarence J. Hamilton filed December 24, 1897, No. 
663,434. 



Me9sr$. F%$k A Thomas for the applicant. 

Gbeelby, Aeiing Commisiioner: 

The petitioner has presented claims which the Examiner has objected 
to as being vague and indefinite and as failing to identify the construc- 
tion which they seek to cover, the nature of the Examiner's objection, 
as stated in his answer to the petition, being: 

There it not in the clainu presented a single eloment or expression which oonld in 
Miy way be associated or identiflefl with any known part of a firearm oonstruotion, 
we accept the word '' stock ** in line 3 of the 3d claim; aud even that, in the 

12782 ^18 
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isolated manner in wliioh it in iisedi has no characteristic uiouuingiiiconuuction with 
the present device — 

and that for this reason — 

tho claims arc ambiguous and incapable of lucid understanding in connection with 
the art to which they are alleged to apjiertain. 

The applicant urges in reply to the lilxaminer's: objection that the 
terms used by him in the claims are the terms in common use in the 
art to which the present invention belongs. 

Admitting that the applicant's statement is true and admitting also 
that an applicant for patent is entitled to considerable latitude in the 
use of terms in his description and claims, it is clear that he cannot be 
permitted to use terms which are indefinite and general in their mean- 
ing without such qualification as shall make clear what is intended to 
be covered by them, and while claims necessarily are based on the 
drawing and description and their meaning is not to be ascertained 
with certainty except by reference to the specification the statute 
requires that they shall be clear and distinct. The terms '< bracket" 
and ^' side plates " and '^ spring " used in the claims are terms having 
a general meaning as well as the meaning which applicant claims that 
they have in the particular art. Having this general meaning, these 
terms should be here used with some qualifying words expressive of 
their purpose, location, or Ainction. Such qualification does not i*estrict 
applicant to anything less than the invention which he has made and 
which he is entitled to claim. 

The objections of the Examiner are clearly well taken. 

The petition is denied. 



Ex PARTE BlOHTEB. 

Decided Xovemher SO, 1898. 

85 O. O., 1908. 

J. Division— Fortune-Telling Apparatus— Coin-Actuated Mkcuanism. 

Held that cUviaion was properly roqnirod between claioie to a fortnne-tening 
apparatus and a claim which includes ns part of its combination coin-actuated 
mechanism. 

2. Same— Samk— Samk. 

The exigi;noies of Office elaastfioation have rendered it exi>e«lient to draw a 
line of distinction between ooin-actuate<l apparatus of all kinds wlien the oou- 
struction of such apparatus is iudcpoudeut of or indiflforcnt to the coin-act iiatiiig 
agency and those constructionH in which the coin-actuating agency or meohanisui 
is madii an integral part of the device. 

On Petition. 

FORTUNE-TELLING APPARATUS. 

Application of Friedrich A. Richter filed July C, 1«1)7, No. 043,597. 
Mr. James L. Narrut for the applicant. 
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Gbkeley, Asgistant Commissiafier : 

This is a petition from the ExamiQer's requirement of division 
between claims 1 and 4 and the i*emaining claims and also from his 
refusal to enter the amendment filed July 1, 1898. 

Claims 1 and 4 of this application are directed to a fortune-telling 
apparatus in which a chance answer is furnished a given question. 
Claim 3 also hicludes as part of its combination coin-actuated mechan- 
ism and a removable arm for normally closing the oiiening for the 
insertion of coin. 

The exigencies of Office classification have rendered it expedient to 
draw aline of distinction between coin-actuated apparatus of all kinds 
when the ccmstruction of such apparatus is independent of or indiflfer- 
ent to the coin-actuating agency and those constructions in which the 
coin-actuating agency or mechanism is made an integral part of the 
device. This line is an arbitrary one; but many lines of chvssiflcation 
are arbitrary, but none the less useful and imperative. This principle 
was followed in eo' parte Mathexcs (antCj 34; 82 0. 6., 1691) and applies 
to the present case. 

In claim 2 is included <^ coin-actuated mechanism for automatically 
removing the 8aid part from behind the said window.'' The part in 
question closes the window to prevent the answer to the question from 
being seen until it is proiierly released. In ex parte Alathcics, referred 
to, it was said : 

Tho woTcla ''coin releaaable'- are not BUtHcient to carry this claim iuto tbe class of 
i'oiii-coittrulleil appuratns. It is nothing uii»ro than tw if a statement were, introduced 
into this claim that a coiu-releascr coiiUl bo applied to the game apparatus, and this 
claim belongs with the claims on the game apparatns. *- " * 

If we read ^< coin-actuated mechanism'' instead of ^'coin releasable,'' 
this st;iteinent applies to claim 2. It seems, therefore, that claim 2 
should go with the claims to the fortune-telling device^that is, with 
the claims of the first group. 

The Bxamincr refused to admit the amendment referred to for the 
reason that its admission would entail the reiiuirement of division. 
Of the claims submitted in that amendment claim 1 belongs to the first 
group undoubtedly and claim 5 appears to have the same character- 
istics in respect to the requirement of division as that of claim 2 of the 
original application — that is, it has in it merely what amounts to the 
Htatement that the fortune-telling device is to be used in connection 
with the coin-controlled apparatus. 

Subject to the change indicated above as reganls claim 2, the posi- 
tion of the Examiner is correct, and the i)etition is denied. 
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£X PARTE BiCHTER. 

Decided Natember SO, 1S9S. 

85 O. G., 1908. 

Amkndmemt, REKUbAL TO Enter^Divi^ion. 

An amendment should not be entered when itn entry w«>iiltl iiecesnitate the 
reqairement of division. 

On Petition. 

PORTUNE-TRLLING APPARATUS. 

A{))>licatioti of Friedrich A. Uichter filed July 0, 1897, No. 043,596. 
Mr, James L» Norris for the applicant. 

Oreeijby, A»sistant Co^nmisHoner: 

This is a x)etitiou, first, from the Examiner's refasiil to enter the 
amendment filed July 1, 1898, and to examine the claims upon their 
merits, and, second, from his reqairement of division. The i*equire- 
ment of division is between claims 1, 2, and 3 of the present applica- 
tion and the remaining claims. Of these claims, two in number^ the 
fifth is so indefinite that it might be classed properly with either group. 
It does not appear to be such a claim as would warrant action by the 
Office. 

The Examiner's iMMition appears to be well taken and to be in accord- 
ance with the principles enunciated in ex parte MathetoMy (an^e, 34; 82 
O. G., 1691.) His refusal to enter the amendment referred to is based 
upon the ground that its entry would necessitate the requirement of 
division. This ground appears to be also well taken. Claim 1 of the 
amendment would apparently go with the first group and claims 5 and 
6 with the second. 

The petition is denied. 



Ex PARTE Smith. 

Decided December JO, 1808, 

85 O. G., 2091. 

1. Date of Foreign Appucation— British Provisional Specificatiok. 

The dftte of a British application within the uieaning of seetiou 4887, Rerieed 
Statutes, is the date when the proviitioual speeification is iiied in the British 
Patent Office. 

2. Same— Decision of British Authorities. 

Si nee the British act provides that every patent shall lie dated and sealed as 
of the ilay of the application, thn British authorities have by giving the patent in 
this case the date of August 28, 1896, when the provisional Hpccification waa 
filed, determiiied that to be the date of the application. 
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3. Samb— Same— RuLK of CriNSTRUcriON of Fokkkjn liAWs. 

This Office should accept the coiistractioti of the Itritisli patent ollicialri sis t<o 
when the British application was filed, unless it can be shown that to do ho 
woald be against the spirit and intent of the statutes of this country, since this 
is the rule of oonstrnction adopted by the courts. ( Cathcart v. BobinBon, 5 Pot., 
264.) 

4. Samk— Saub— Same. 

By following the rule of our courts iu regard to the weight to be given to for- 
eign .authorities on the interpretation of their laws it must result that the date 
of filing the British application on which the British patent of appellant was 
granted is the date given to it by the British authorities, which is August 28, 
1886. 

5. Sa MB— British Pro visional SPKCiriCATiON— Unitbd States Petition. 

A British provisional specification is not analogous to a petition in a United 
States application, since such petition gives applicant no protection, no dute for 
any purpose, except a date from which an applicant must complete his .'ipplica- 
tiou. When completed, however, the application is not given the date of the 
petition. 

6» 8amb— 8amr— Incomplbtb Unitrd States Application. 

There is no analogy between a British provisional specification and an incom- 
plete United States application, since such incomplete application gives no pro- 
tection and does not fumiHh a date from which priority of invention is deter- 
niineil, while the British provision:! I specification gives the applicant the date 
of priority of tlint date, and he is savetl from tlio consequences arising from any 
publication or use after the filing thereof and prior to tho sealing of the patent. 

7. Same— Complete Briti8;i Specific ati ox. 

The complete s)>ccification is required by tho British law to describe sul>j«tan- 
tially the same invention as the provisiimal specification and is nothing more 
than a Hupplement to it, but conveying additional information, which may Unve 
lieen acquired during the life of the provisional specification, as to the manner 
in which the invention is to be performed. 

8. Complete British* Specification— DRrAiniTRE from Discuisure in Provi- 

sional Specification. 
If the complete npecifioation, after l)oing accepted by the British authorities, 
deseril>es and claims any invention different from that described in the provi- 
sional specification, the xiatentco has never applied for a patent or received 
provisional protection in respect to that ditferent invention, and the patent 
would be void. 

9. Same — Same — Ruling of British Authorities. 

The provisional s]>ecification is tlio foundation on which the patent is granted, 
and when the British patent is granted on an examination by the British 
authorities the presumption is that tiio British patent is valid and that there 
is such simil.'irity and connection between the provisional specification and the 
complete specification as would warrant the grant, and this Otfiee nhonld accept 
their ruling, except in a case where it is clearly shown that their holding was 
wrong, and this has not even beim intimated here. 

10. Acceptance of British Application— Notice of Allowance ok United 

States Application. 
The notice of acceptance of the complete British applicaf itm coircsponds to 
the United States notice of allowance and not to the filing of the complete United 
States application. 

11. Section 8, Act of March 3, 1897, Constrced—" Application ''-'M\vtknt.'* 

The words '* applicat ion '* and "iiatenf* iu section 8 of the .actK of March 3, 
1897, mean United States applications and patents. 
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12. Samk— Samk. 

In view of tbe circnmstancos surrouiHliu^ the passage of the act it would bo 
hicousistent vrith tbe law, with tho intent of Congresa, and witli tbe oouiiiiouly- 
accepted construction of tho statute to bold that sootioti 4887 as amended by the 
act of March 3, 1897, does not apply to applicationH for foreign patents filed and 
foreign patents granted prior to Jannary 1, 1898. 

13. Samk— United Statks Patknts. 

Congress does not have any control oyer foreign patonts, either in reference 
to their grant or to their life or to their Talidity, and therefore section 8 of Uie 
act could not be intended to apply to auy patents but those gpranted by tbe 
Uniteil States. 

II. KiiaiT TO A Patent— Statutory Right. 

The right to protect an invention in the Tnited States by Letters Patent is 
>i statutory one. Tlie right is not a vested one — merely an inchoate right. It 
is clearly within the power of Congress to extend or abridge that right, oven to 
absolutely take it away. 

15. Same— Same — Retrospective Law. 

When Congress abridges tho right to file an application by imposing a nev 
condition taking effect months after tho enactment, thereby giving inventors 
ample time to avail themselves of tbe right conferred by the former law, the 
amended law can scarcely be fairly tf^rmed retrospective, because no absol n to 
rights under the old law have become vested in the inventor or in the owner of 
the invention. 

16. Rbferrncr—Prior Foreign Patent. 

The appellant's foreign patent being granted on an application filed nior<^ than 
seven months prior to tlie date of his United States application, field that under 
section 4887, Rovisetl Statutes, he cannot be allowed a patent. 

Appeal from Exaniiuers-inGhiof. 

smoke-consumer ANI> UACK-l'RKSRlIRR REDUCER. 

Application of Jolin Y. Smith filed February 14, 1808, No. 670,219. 
Mr. William H. Finckel for the ai)])ellant. 

Du£LL, Commissioner: 

This is an appeal from the decision of tlio Examiners-in Chief aOirm- 
ing tiie iiction of tlu*, Primary ICxaminer refusing a x)<'itent to ap^iellant 
on the ground that under the provisions of section 4887, Revised 
SUtutes, as amended March 3, 1807, he is barred from obtaining a 
patent in the United States by IiIh iintish patent No. 19,07:$ of ]8!M>, 
which was granted on an application filed more than seven months 
jjrior to the filing of the application in this country. 

The section of the statute referred to rea<ls : 

»Seo. 4887. No peroon otherwiHO entitled thereto Bhall be debarred from receivini; 
a pat«'nt for bis invention or diHCovery, nor shall any patent be declared invalid, by 
rriison of its having been llrst patented or caused to be i>atented by the inventor or 
his b:^al lepresenlatives (»r assigns in a forei^i country, iiuIohs thu appHcaf ion f(*r 
miid f(ircif;npat4'nt was (ib^d more than Hoven nionths iiriortotbo (ilin^^ortlioappli- 
'nation ill tbiH ronntry, in wliicb case no patent hIuiH b<f gran(4id in thin country. 
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The oorrectuess of the decision from which this appeal is taken 
depends upon the determination of the following questions: 

First What is the date of the filing of an application for a British 
patentt 

Second. Does section 4887 as amended by the act of March 3, 1897, 
apply to foreign patents issned and applications for foreign patents 
filed prior to January 1, 1898? 

It is admitted by appellant that his British patent No. 19,073 of 1896 
is for the same invention as that set forth in the application under con- 
sideration, BO no question of identity is presented. It is also admitted 
that the provisional specification was filed August 28, 1896, and that a 
complete specification was left June 28, 1897, which was accepted July 
81,1897. 

The first point to be considered on this appeal, therefore, is what is 

the filing date of the application on which British patent No. 19,973 of 

1896 was granted t 
Section 5 of the British patent statute, under which said patent was 

granted, provides : 

5. (1) An application for a patent most 1>e made in tlie form set forth in the first 
•ohednle to this act, or in saoh other form as may be from time to time preeoribed; 
and must be left at, or sent by post to, the Patent Office in the prescribed manner. 

(2) An application most contain a declaration to the effect that the applicant is in 
possession of an iiiveutioni whereof ho, or in the case of a Joint applicatioDi one or 
more of tlie applicants, claims or claim to be the true and ftrst inventor or inventorS| 
and for which ho or they desires or desire to obtain a patent; and must be accom* 
panied by either a provisional or complete specification. 

(3) A provisional specification must describe the nature of the invention, and be 
accompanied by drawings, if required. 

(4) A complete specification, whether left on application or subsequently, must 
particularly describe and ascertain the nature of the invention, and in what manner 
It is to be performed, and must be accompanied by drawings, if required. 

Paragraph 1 of section 7 of this act reads: 

7. (1) If the examiner reports that the nature of the invention is not fairly 
described, or that the application, specification, or drawings has not, or have not, 
been prepared in the prescribed manner, or that the title does not sufficiently indi- 
eate the subject-matter of the invention, the comptroller may refuse to accept the 
application, or require that the application, specification, or drawings be amended 
before ho proceeds with the application ; and in the latter case the application shall, 
if the comptroller so directs, bear date as f^m the tune when the requirement is 
complied with. 

Paragraph 1 of section 9 reads: 

9. (1) Where a complete specifieation is left after a provisional spoeiflration, the 
comptroller shall refer both specifications to an oxammcr for the purpose of ascer- 
taining whether the complete specification has boon prepared in the prescribed 
manner, and whether the invention particularly described in the complete Hpeci- 
fication is substantially the same as that which is described in the provisional 
•peoification. 

Section 13 of this act states that— 

every patent shall bo dated and scalcil as of the day of the application. 
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Under the provisions of tiiis act the application was filecl Augast 
:^8, 189G. It was examined by the officials of the British Patent Office, 
and Patent No. 19,073 of 1896 was granted to applicant, and said patent 
was dated August 28, 1896. In determining the date to be given to 
this patent the British officials must necessarily have determined the 
date of filing the application, as the act provides that every patent 
shall be dated and sealed as of the day of the application, and they 
have by giving the patent the date of Augast 28, 1890, determined that 
to be the date of the application. The British patent officials having 
construed the British 2)atent statute as they have, this Office should 
accept their construction unless it can be shown that to do so would be 
against the spirit and intent of the statutes of this countxy, the rule 
of the Supreme Court of the United States in construing statutes 
being — 

to adopt the couatruction made by the courts of the country by whoeo legislature 
the statute was euacted. ( Cathoart v. RobintoHf 5 Pet., 264. ) 

Appellant attempts to argue that as the United States courts do not 
accept as conclusive the British interpretation of the British statutes 
as to the date of a British patent, but have for themselves examined 
into the meaning of the British statutes, this practice should not be 
followed in this case. 

It is true that the British authorities give a British patent the date 
of the application, and the United States authorities held that under 
section 4880 as it read prior to its amendment, which provi<lcd that an 
inventor is barred from obtaining a patent in this country if the inven- 
tion has heen patented in this or any foreign country before his invention, 
and section 4887, which provided that every patent granted for an 
invention which had been previously patented in a foreign country 
shall be limited to expire at the same time with the foreign patent, the 
British patent is not patented until it is actually issued or granted; but 
there is no conflict between the interpretations of the statutes. In one 
the question is as to the date of the British patent and in the other as 
to the time when the patent is actually granted. So far as I have been 
able to ascertain there is no British interpretation of the term ^^ pat- 
ented -^ or as to the question when a British patent is actually granted 
or patented ; but I have no doubt that their interpretation would be the 
same as the interpretation put upon the term by the United States 
authorities. The courts of this country in patent cases have followed 
the above rule of the Supreme Court as to adopting the construction 
put upon their own patent laws by foreign countries, as will appear 
from the case of Consolidated Roller Mill Oo.y, Walker, (C. D., 1891, 267-, 
54 O. Gm 136.) In that case the construction of the Austrian patent 
law was under consideration. By section 4, paragraph 25, of this 
law— 

10 longest duration of privileges is flzetl at flfreen years. 
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rsuragrapli 27 of tliis section proyides: 

27. Every patentee whose privilege has been granted for a ehorter period than the 
longest may claim its prolongation for one or more years within the fixed longest 
period, provided they demand such a prolongation before the privilege has become 
extinct. To obtain snch a prolongation a petition for the same mnHt be delivered in 
dne time, together with the original patent, and the tax in fall for the required term 
of prolongation, or the receipt for the same from a public treasnrer. 

The question before the coart was as to the term of an Austrian 
patent, which as originally allowed was for the term of one year; bat 
ou request it was fonr times extended from year to year, and at the 
end of the fifth year the patent expired. 

Section 42 of the law provides: 

42. The Ministry of Commerce and Trades alone deoides the question, whether a 
patent, fh>m any legal canso whatever, is to be considered as nnll and void, or as 
extinct. It therefore especially decides the question of the novelty of a discovery, 
invei>tion or improvement; moreover, the question as to whether it had only been 
Imported from abroad, and was not appropriate for a privilege; finally, in contesta- 
tions nrising between two patentees, the Ministry decides the question of the total 
or partial identity of their privileges. 

Under this authority the Austrian Minister of Commerce in constru- 
ing the statutes and determining the term of the said Austrian patent 
used this language : 

The Imperial and Koyal Ministry of Commerce certifies herewith : (1) That accord- 
ing to section 25 of the imperial decree of Angnst 15, 1852, No. 184 of th« Pnblica- 
tien of the Laws of the Realm, the longest team of duration for all patents granted 
la indiscriminately fixed at fifteen years, which longest term of duration runs on 
nointermptedly, provided the patentee fnlfills the conditions mentioned, (snb.2;) 
and Hi at this original term of fifteen years appertains to every Austrian patent 
granted in accordance with the imperial decree of August 15, 1852, No. 184 of the 
Pnblieation of the Laws of the Realm, without exception. * * * (3) That in so 
far as in the deed of an Anstriau patent granted aeoording to the above-men tionoil 
law one or more years are named in connection with the statement of the grant of 
the patent, this reference to one or more years has exclusively the purpose of stating 
that the annuity has been paid in ndvance for one or more years, and that by hiicIi 
reforenoe Hie actual term of the patent is by na means touched upon, this t^^rm 
b«ng, aa above mentioned, fixed at the term of fifteen years. 

Justice Aeheson in passing uix>n the case before him said : 

It IS; we think, dear tlint under the Anstriau patent law the Ministry of Com- 
merce, in deciding the question when patents terminate, exercise ajndicial fnnction ; 
and, if so, then its opinion on that subject, citeil aliove, is controlling here, agree- 
ably to the established rule that the courts of the Unit-ed States adopt the construe- 
taon of a statute of a foreign country nmde by the courts of that country. (Caikeari 
V. KMiitam, 5 Pet., 264.) 

By following the rule of our courts iu regard to the weight to be 
given to foreign authorities on the interpretation of their laws it must 
result that the date of filing the British application ou wliicth the 
British patent of appellant was granted is the date given to it by the 
British patent authorities, which is August 28^ 1806. 
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But independent of the raling of the British aathorities I am of the 
opinion that it must be held that the date of filing of the British appli- 
cation in contemplation of section 4887 is the date of the British appli- 
cation referred to in Schedule A of the British patent law^ accompanied 
by the provisional specification. Appellant compares the British 
application with the United States petition and contends that they are 
analogous and have the same weight and effect as to the grant of a 
patent in either country and that as the date of filing a i>etition in the 
United States is not the filing date given to the application so the date 
given to the British application under Schedule A cannot be considered 
as the date of the British application on which the British patent is 
granted. A petition in a United States application gives applicant no 
protection, no date for any purpose except a date from which an appli- 
cant must complete his application. When oompleted^ however^ the 
application is not given the date of the petition. Under the British 
law, on the other hand, the application must be accompanied by the 
provisional specification and is given a date and number when it is filed 
and the application and patent date from said date. Appellant^s com- 
X>arison of the provisional specification with an incomplete application 
in this country and his statement as to the effect of the two are also 
erroneous. His comparison of the two is in these words: 

In Great Britain an applicant may file a provisional Bpecifloation, bat nnlees he 
thereafter files a complete specification, his case never reaches the stage where 
examination on the merits or anything looking to the grant of a patent is done. 
And in this respect the provisional in clearly analogous to an incomplete case In the 
United States Patent Office. 

I cannot see that there is any analogy between the British provi- 
sional specification and an incomplete United States application. Such 
incomplete application affords no protection to applicant. It does not 
save him from public use or sale of the invention prior to the com* 
pletion of his application. On the other hand, when a British provi- 
sional specification is filed the applicant has the date of priority of that 
date and he is saved from the consequences arising from any publica- 
tion or use after the filing of the application accompanied by the pro- 
visional specification and prior to the sealing of the patent. Under 
section 7, paragraph 5, of the British act when two or more parties file 
an application the patent is issued to the first party to file an applica- 
tion regardless of the date when the complete application is filed. In 
the United States the incomplete application cannot be used to deter- 
mine the date of priority. The following statement in appellant's brief 
is therefore erroneous: 

Nobody has a standing as an applicant in our Office for purposes of priority or 
patent until he has a complete application, and nobody has a standing for like par- 
poses in the British Patent Office until he has an accepted complete specification. 

Appellant also contends that the ^^acceptance" of the British com- 
nlete specification corresponds to the complete application in this 
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country aod tbat as tbe date of the complete application determines 
the date of the application in this country so should the date of the 
acceptance of the complete si)eciiication by the British authorities 
determine the date of the a])plicatiou. Ilis language is: 

Even under the British law the patent is uot effective uutil sealed ; aud it is ahso- 
Intely certain that a British patent will not issne until the complete specilicalion w 
not only received but accepted; and until the complete Hpecificat ion is accepted, 
there in nothing in the British Patent Oflice which corresponds in any s«mibo with our 
"complete" application. Until our application is ''complete'' there is nothing for 
the law officer (the Examiner, Board, or Commissioner) to act upon, and so also in 
England, until the complete specification is "accepted" there is nothing fur the law 
officer to administer. The analogy is complete. 

If, therefore, the lodging in the domestic Patent Office of all of the parts of an 
application for patent ''completes'' the application and determines the date of 
filing, then, by parity of reasoning, the "acceptance'* of the complete Hiiecifi cation 
in England "completes" the application there and should, as I believe it doc:*, 
determine the date of filing within the intent of the statute. 

It seems to me that appellant is clearly wrong in this statement and 
comparison. When the complete British application is filed^ it is 
referred to an officer for examination, as provided for by the British 
patent act. Such examination is somewhat similar to the examination 
in the United States Patent Office, and when the application is in proper 
form aud requires no further amendment the notice of acceptance of 
the application is sent to applicant, informing him that the application 
is ready for issue. This notice of acceptance of the British applica- 
tion, therefore, corresponds to the United States notice of allowance. 
The notice of allowance of a United States application does not deter- 
mine the date of the application; neither does the notice of acceptance 
of the complete British application determine the date of such applica- 
tion. The British officials determine this by the date of the application, 
and in their notice of acceptance, as in our notice of allowance, a dif- 
ferent date is given to the application from that of said notice. 

Appellant also contends that as the British application, with the 
accompanying provisional specification, does not fully disclose the 
invention sought to be patented there is nothing in such application 
on which to grant a patent, and that therefore tiic application shonhl 
not be given the date when it was received accompanied by the provi- 
sional specification. 

The British patent act provides that: 

3. A provisional specification mnst describe the natnre of th«^ invention, and ho 
accompanied by drawings, if reqnired. 

It also provides that where a complete follows a provisional applica- 
tion both shall be referred to an examiner to ascertain — 

whether the invention partirnlarly described in the complete specification is sub- 
Htantially the same as that which is described in tht^ provisional specificntion. 

The complete specification is merely an amplification of the pro^"' 
aional fliiAi>ifi cation. The nrovisioniLl Anei*iflnAHoii diflers from 
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complete si>ecification in that the former mnst describe the iisiture of 
the inveDtion and the latter must particnlarly describe and ascertain 
the nature of the invention and in what manner it is to be performed. 
In the lanpiage of Lord Chelmsford, L. C, Penn y. Bibby^ (L. B. 2 Oh., 

127:) 

ItsAeiiis cloar that tbo office of the ])royinional Rpecification is to deseribo the 
nature of the invention, not with itiiinit4i particularity, hnt with BQfficient predsion 
and accuracy Ut inform tho law officerfl what in to he the 0uhject>inatter of the 
patent. It 14 not at all neceKRary that the provisional H|i6<nflcation shoald describe 
th<; mode f)r modes carrif^-d ont. That iH left to the complete specification. 

It is not necessary that all the details of the invention described by 
the complete siiecification should be identical with those set forth in 
the provisional specification, provided the invention remaius substan- 
tially the same. The complete specification is nothing more than a 
supplement to the provision<il specification, but conveying additional 
information which may have been acquired during the life of the pro- 
visional specification as to the manner in which the invention is to be 
l)erfornied. If the complete speciiicationy after having been accepted by 
the British patent authorities, describes and claims any invention dif 
ferent from that described in the provisional s|)ecification, the patentee 
has never applied for a patent or received provisional protecstion in 
respect to that different invention, and the grant would be void, l>ecau8e 
the specification claims that which has never been granted and that 
to which the patentee has no right — ^viz., a monopoly of an inven- 
tion which differs from that described in the provisional specification. 
(Citations on page 148 of Frosfs Patent Laws and Practice.) 

The provisional specification is the foundation on which the patent 
is granted, and when the British patent is grtuited on an examination 
by the British authorities the presumption is that the iiritish patent 
is valid and that there is such similarity and connection between tlie 
provisional specification and the complete specification as wouhl war- 
rant the grant, and this office should accept their ruling, except in a 
case where it is clearly shown that their holding was wrong, and this 
has not even been intimated here. 

My conclusion is that the British application, accompanied by a pro- 
visional specification, is not to be compared with or given only the 
weight of an incomplete application in this country and that the 
accepted British si)ccification is not to be considered the equivalent of 
or to be given only the weight of a complete application in this country, 
but that it corresiM)nds to an allowed application in this country, and 
the British application under consideration in contemplation of section 
4887 as amended was filed on August 28, 1890. 

The application on which appellant's British patent No. 19,073 of 18^(> 
was issued having been filed more than seven months prior to the date 
of filing his application in this country, he is barred under section 4887 
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fiom i^eeiving a patent, unleflB the section as amended by the act of 
March 3, 1897^ does not apply because the application for the British 
patent was filed before the amended section went into force. 

Appellant's counsel thus presents the proposition to be considered 
in passing niH>n the second question raised by the appeal : 

That under seciiou 8 of tho act of March 3, 1897, it is not worth while to iutiiiii^ 
ill app«lUuit*B case what aeotlonti 4886, 4930, aud 4$A lueaii, bec:iuHo they do not 
alter t any applioatioiM in auy country or any pateutB iu any country, the tlate 
whereof in prior to January 1, 1898. 

Section 8 thus referred to is as follows: 

See. 8. That this act i»hall take effeet January first, eighteen hundred and -ninety- 
eight, aud ecctions one, two, three, and four, auieudiug sections forty -«'ight hundred 
and eighty-six, forty-nine hundred and twenty, forty-eight hundred and eighty-seven, 
and forty-eight hundred and ninety-fettr of the Revieed StatutcH, shall not apply to 
any patent granted prior to said date, nor to any application filed prior to said date, 
nor to any patent granted on aaeh an i^pUcation. 

The iM>int is ingenions, bat &llacHHis. It will be considered in the 
light of the eanMB which led to the legislation, considering also events 
oeenrring while the act of March 3, 1807, was pending before Congress. 

ConteuiiH>raneou8 circumstances and tht^ history of tho bill while peudiug hoibre 
ilie legislature may be eonsidere<l in case of doubt. ( U, S, v. Uman Pae, H, Co., 91 
U. 8., 72.) 

The cause which led to the amendment of section 4887, briefly statedy 
is this: The Supreme Oourt in the case of Bate Refrigerating Co. v. 
Sulzberger (0. D., 1805, 233; 70 O. 6., 1033) had so interpreted section 
4887 that the term of a United States patent was held to bo limited by 
a foreign patent granted for the same invention to tlie same inventor 
or his assigns after the application for the United States patent, but 
before its issue. This interpretation worked, as was generally conccdedy 
a hardship to American inventors. Therefore it was proi)08ed to so 
amend the section that the grant of a foreign patent to the same 
ioveutor or his assigns should not abridge the term of the United States 
patent uuless the application for the foreign patent was filed more than 
seven months prior to the filing of the application iu this country. 1\) 
accomplish this result and to cure certain other defects iu the patent 
laws, a bill was prepared by a special committee of the American Bar 
Association. This bill was introduced into the House of llepresenta- 
ti ves at the first session of the Fifty-fourth Congress and became known 
as H. K. 3014. In that bill section 4887 read as follows: 

Sec. 4887. No person otherwise entitled tberetu Mhall be debaiTod froui receiviug 
a patent for his invention or discovery, nor shall any patent bo declared invalid, by 
reason of its having been fiivt patented or caused to be patented by the inventor or 
his legal rs a pres e ntatires or assigns in a foreign eonnty, unless the application for 
said foreign patent iras Hied more than seven niouthH prior to the iilingof tho appU- 
cation in this eoautry, in which case no patent shall be granted in this couutty. 
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TIiiH section, aa hereby ameiul6«l, Hliall not apply to any patent in tbii) country 
gruntutl.prior to the passage of this net, nor to any applications for n patent in this 
country then pending, nor to any patent granted on such a penduig application. 

Th6 bill was favorably reported from the Hoase Goniiuitteo on Vat- 
ents. In the report, No, 940, accompanying the bill it is stated: 

The amendment to section 4887 is made desirable by recent deciHion of the Snpremo 
Court, which limits the term of a United States patent to that of a foi-cign patent, 
if a fi>reign patent is taken out on the same invention and issnes before the x^^tent 
in the United States. It is proposed as an amendment that the granting of a foreign 
patcMit to the same inventor or his assigns shall not affect the term of the United 
States iiatent unless the application for said foreign patent was filed more than seven 
months prior to the filing of the application in this country, in which case no patent 
shall be granted here. A similar provision exists in the laws or treaties of most 
Europenft conntries, and this provision^ it is believed, will accomplish the object 
which the legislators had in view in framing the present law, and will obviate all of 
its present inconveniences. This section as amended will not apply to any patent in 
this country granted piior to the passage of this act, nor to any application for a 
patent in this country then pending, or to any patent granted on such a pending 
application. 

The bill passed the Hoase, section 4887 reading as last quoted and 
without section 8. Having passed the House, the bill went to the 
Senate, where, as is shown by the Congressional Record and the Jowrnal 
of the Senate, it was referred to the Senate Committee on Patents and 
by that committee favorably reported back without amendment. It 
further appears that after such favorable report it was recommitted t4> 
the Committee on Patents, where it was amended in various particu 
lars, but reference will be made only to such amendments as relate to 
the (xuestiou under discussion. 

Section 4887 was amended so as to read: 

See. 4887. No person otherwise entitled thereto shall bo debarred iVoni receiving 
a patent fur his invention or discovery, nor shall any ]>atent be declared invalid, by 
reason of its having been first patented or caused to be patented by the inventor or 
his legal representatives or assigns in a foreign country, unless the application for 
said foreign patent was filed more than seven months prior to the filing of the appli- 
cation in this conntrv^, in which case no patent shall be granted in this country. 

A new section (now section 8, but originally numbered 7) was added 
to the bill and is the section heretofore quoted as the one nx>on which 
appellant's counsel's argument is based that section 4887 does not 
apply to this case, because the application for the British patent was 
filed prior to January 1, 1898. 

Why were these amendments made? Appellant's counsel insists 
that— 

section 8 is commonly supposed to have been written and enacted in order that sec- 
tions 4886, 4920, and 4887, among others, might not be retroactive. If section 8 had 
been omitted, then all patents heretofore granted in the United Sttites and all appli- 
cations for patents then pending in the United States Patent Office would have been 
affected by these sections, and we would have had an act as clearly retrospeotive ua 
Olds conld make it, and utterly uojust in its effects and consequences. 
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So fiur as section 4887 is conoerued, this statement is incorrect, for 
that section at all times until section 8 was incorporated into the bill 
contained a like saying clause, reading as follows: 

This Hectioii, as hereby amended, sbaU not apply to any patent in this country 
gmnted prior to the pasnage of this act, nor to any appUoatiouH for a patent in this 
country then pending, nor to any patent granted on suoli a jioudiug application. 

Ill view of this I am dearly of the opinion that section 8 was intended 
to affect section 4887 only to the extent of posti)oning until January 1, 
1898, the time when the amended section should go into effect. It gave 
inventors who had applied for or obtained or should apply for or obtain 
foreign patents more than seven months prior to January 1, 1808, a 
safBcient time after th^ passage of the bill to learn of the change in 
the law and to enable them to prepare and file their applications for 
United States patents for such inventions as they had theretofore 
applied for or obtained foreign patents on. The amendment was urged 
on that account in the briefe presented to the Senate Committee on 
Patents, and it was forcibly argued that the bill should take effect 
January 1, 1898, so that those affected by it might conform them- 
selves thereto. It was urged in referring to section 4887 that the 
amendment (section 7, now section 8) would cure the objection that 
many would be adversely affected, as it would give them ample time 
to prepare and forward their applications. Surely if the bill when 
enacted was not to apply to applications for foreign patents filed ]>rior 
to January 1, 1898, nor to foreign patents obtained before that date, 
what was to be gained by postponing the date when the proposed 
amendment to section 4887 was to go into effect t In all such cases it 
would make no difference whether the bill went into effect the day it 
became a law or ten months thereafter. Postponing the date when 
amended section 4887 was to go into effect meant something, and it 
could only mean that it was intended to give necessary time to those 
who otherwise would be prevented from obtaining valid United States 
patents by reason of prior foreign applications or patents to save their 
rights by reasonably prompt action. 

I believe that there is no room for doubt in asserting that it is and 
^as, since the passage of the act of March 3, 1897, a common^r-accepted 
opinion that it was necessary for all inventors who had applied for for- 
eign patents more than seven months before January 1, 1898, to Hie 
their applications for United States patents prior to said date. The 
Patent OfBce so interpreted the law and accordingly received applica- 
tions up to midnight of the 31st of December, 1897, in order to save 
the tardy appUcauts fh>m the bar. The correctness of the generally- 
accepted opinion of what the proper interpretation of the law is may be 
gathered also from the report of the House Oommittee on Patents, 
reporting favorably a bUl (H. of R. Bill No. 7397, second session. Fifty, 
flfth Oongress) to extend the time in which applicants for foreign pat- 
ents filed more than seven months prior to January 1, 1898, might be 
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rdieved from the bar. The rei)ort accompanying that bill (No. 410) 
states, in i)art : 

Cougresa^ by an act approved March 3, 1897, amtiiided tlio \mw relating to patents 
•o u« to provide that no patent eliall be granted in this country for an invention 
previously patented in a foreign country on an applloation filed more than seven 
niontlie prior to the flllug of the application in this country. By the terms of tlus 
act it wont into eft'ect on January 1, 1898, and all applications not reaching the Patent 
Office at Washington before that date were debarred from the benefits of oar law. 

The act of March 3, 1897, was intended to, and did, extend instead of curtail the 
privileges of foreign inventors. 

It repealed that parlrof former section 4887 of the Kovisod Statutes which provided 
that every patent grunted here for an invention previonsly patented in a foreign 
country '' shall l>e so limited as to expire at the same time with the foreign puteui," 
etc. Til is was equivalent to extending the period in such cases an average of at 
least three years, English patents, for instance, being granted for fourteen yean 
only. The only limitation imposed by the act of 1897 was that the application 
sliould bo made here within seven months after that for the foreign patent. (See. 8.) 

While the bill and report have not the weight of a statute, I think 
they can be considered, under the reasoning of the court in Alexander 
V. Mayory dtc.j of Alexandria, (5 Granch, 7.) It would, in my opinion, 
be inconsistent with the law, with the intent of Congress, and with the 
commonly-accepted construction of the statute to hold that section 
4887 as amended by the act of March 3, 1807, does not apply to appli* 
cations iot foreign patents and foreign patents granted prior to January 
1, 1808. 

It is fhrtfaer urged by counsel for appellant that — 

seetion 8 does not discriminate in words belween appUcations and i>atsuto in the 
United States and abroad — 

and therefore excepts ih>m the oi>eration of the aot foreign applications 
and foreign patents filed or obtained prior to January 1, 1808. This 
contention is equally without force when it is remembered ttiat Gmi- 
gress in passing the act of March 3, 1897, amended the patent laim of 
the United States. The amendments relate to the duraticHi of smli 
I>ateuts, the conditions upon which such patents were thereafter to he 
granted, the defenses that might thereafter be interposed in sails 
brought for their infringement, and, in Inlef, it may be asserted witli- 
out fear of suooessfhl contradiction that as Congress does not have any 
control over foreign patents, either in reference to their grant, or to 
their life, or to their validity, it oould not have had in mind or inteaiid 
that section 8 of the act in question should apply to any patenta bat 
those granted by the United States. Manifestly when referenoe is 
in said section 8 to patents it relates only to United States patents, 
is self-evident when we bear in mind that sections 1, 2, and 3 of til 
of March 3, 1897, which amended sections 4886, MSO, and 4887 of tte 
Bevised Statutes, were, by virtue of section 8, not to apply to patMts 
granted prior to January 1, 1898, nor to applications filed prior to said 
date, nor to any patent granted on such an application. Seotion 4IW 
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sets fortb the conditions upon vhich a United States patent can be 
granted, section 4920 sets forth the defenses that may be interposed in 
acti<nis broaght for infringement of United States Letters Patent^ and 
section 4887 sets forth the eflfect that prior applications for foreign 
patents or prior foreign patents shall have upon applications filed for 
United States patents. Each and every of these sections refers to 
United States patents, and section 8 equally refers to United States 
patents. 

The right to protect an invention in the United States by Letters 
Patent is a statutory one. The right is not a vested one — merely an 
inchoate right. It is clearly within tbe power of Congress to extend or 
abridge that right-— even to absolutely take it away. When Congress 
abridges the right to file an application by imposing a new. condition 
taking effect montbs after the enactment, thereby giving inventors 
ample time to avail themselves of the right conferred hy the former 
law, the amended law can scarcely be fairly termed reti aspective, 
because no absolute rights under the old law have become vested in the 
inventor or ih the owner of the invention. 

It follows that there was no error in the decision of the Exaniiuers-in- 
Chief^ and therefore it must be affirmed. 



BX PABTB BAPPLBYS. 

Decided Norembm- 10, 1898. 
86 O. C;., 2096. 

1. DrviaiON. 

Diviuon was properly reqnired Iwtweeii claims relating to the art of preserv- 
ing and otlier olaiins relating to tbe art of rofriju^eration. 

S. Sams— PRACTICK. 

When the independence of the inventions is dear, division should he made 
before any notion upon the merits. 

On Pbtitioh. 

nUHBRVATlONy 8TOKAUK, AND TRANSPORTATION OV MKATS, POULTRY, FISH, ETC., 

WITHOUT PUTRBKACnON. 

Application of Hannibal W. Rappleye JUed September 20, 1897, No. 
662,a36. 

If es^rt. Harding dk Harding for the applicant. 

Grkblbt, AuUtant Cammisnaner: « 

This is a petition from the action of the Examiner in requiring divi- 

siou between the first six claims of this application and the last two. 
The petition asks, first, that the requirement of division be set aside, 

and, seooud, that in any event the Bxaminer be required to pass upon 

the merits of the first six claims l>elbre division is reqnired. 
The daims of the first groap relate to tlie art of preserving and were 
12782 19 
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filed iu Division YI under the class of << Preserving." The claims of 
the second group relate to devices which are to be found in the class of 
'^Befirigeration'^ in Division XXVIII. Under the decision in ex parte 
Burgees (0. D., 1897, 64; SO O. G., 1759) division should be required. 

Since the independence of the invention is clear, division should be 
made before any action upon the merits, as provided by Bule 42 of the 
Bules of Practice. 

The petition is denied. 



DECISIONS 

OF 

UNITED STATES COURTS 

IK 

PATENT OASES. 
1898. 



[U. S. Circuit Court— EMtern District of Miaaourl, Efutem Division.] 

St. Louis Gobset Company v. Williamson Gobsxt and Bbagx 

Company et al. 

Decided December 4, 2S97. 
83 O. G., 188. 

1. McCabb—Corskt— Construed and Held Not Infringed. 

The claim of Letters Patent No. 254,992, granted March 14, 1882, to William 
MeCabe, for an improvement in corsets, consisting of the c(»mbiuation of a 
stayed body and a corded overlay, constrned and Held not infringed by a coi*set 
having a corded overlay beneath which there is bnt a single thickness of cloth. 

2. CONSTRt'CTlON OF CLAIMS. 

The claims of a patent most be constrned in the light of the state of the art 
as it existed at the date of the patent. 

Mesirs. W, 0. & J. C. Jories for the complaiuant. 
Mr. Qeo. H. Knight for the defendants. 

Adams, J. .* 

This is a sait to enjoin the alleged infriugment of Letters Patent No. 
254,992, issued to William McCabOi for an improvement in corsets. 
The defenses are anticipation and non-infringement 

The claim of the patent is for a combination of two elements— first, 
a hip-section composed of a stayed body, and^ second, a corded over- 
lay extending from the top of the hip-section to about the waist-line 
and then so cut away over the hip as to expose a portion of the sectio 
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292 DECISIONS OF U. 8. COURTS IN PATENT CASES. 

This hip-section is andeniably an old element. It is described in 
the patent 



cnt Id the nsnal manner, from doubled fabric, bo as to form pocketa for the vertieal 
stajH a a, these pockets beiug formed in the nnnai manner by lines of etitehiag eecvr- 
ing the two parts together, and to leave a spaoe between the lines of stitehes for 
the iuHortion of the stays. 

From this descriptiou, as well as from the evideu<*ey it is clear that 
the Arst element consists of the well-known side or hip section of a 
corset made up in the usual way, with provision for vertical stays. 
The corded overlay constituting the second element, according to the 
description of the patent, is comixMsed of two thicknesses of fabric 
with series of cords or their equivalent laid close to each other and 
stitched between the cords in the usual manner for making corded 
work. This is intended to give firmness and strength to the side sec- 
tion over which it is placed, and the two elements as combined are 
said to produce a new and beneficial result. 

It is familiar doctrine that the claims and specification of a patent 
must be construed in the light of the state of the art as it existed at 
the date of the patent The McCabe patent now under consideratHNi 
was issued Marcii 14, 1882, on an application filed November 16, 188L 
Prior to the last-mentioned date it api)ears that numerous patents had 
been granted to divers persons for alleged im)>rovements in corsets. Of 
these attention is called to the Adler patents of dates February 1, 1881, 
No. 237,228; and July 19, 1881, No. 244,511 respectively, and the Allen 
patents of dates November 16, 1880, No. 234,380 and July 20, 1880, No. 
230,163, respectively. These Adler patents concern the hip-sections of 
the corset and clearly contemplate vertical stays therein. These stays 
are not exactly the same as in the McOabe patent, but are referred to 
only for the pur|)08e of disclosing the state of the art in question at 
the time. The Allen patents relate also to the hip or side section of 
a corset and clearly contemplate the use of an overlying stifi;(Bning sub* 
stance to serve the same general purpose as that claimed to be sub* 
served by the McOabe overlying device called in the claim a ^< corded 
overlay." 

The i^roof fairly shows that the hip* section, the vertical stays thei^eiUy 
and the overlying stifieningpiece had each and all been well known to 
the art and had been used to i)erform the same general function which 
is claimed for the complainant's device prior to the date of McCabe^s 
application for the patent in suit. The best that complainant can claim 
for the McOabe patent is that these old elements in the particular com- 
bination therein employed perform some new and useful function and 
thereby create the novelty necessary to support the patent It is very 
doubtful if this claim can be sustained. The Allen patents already 
referred to seem to emlK)dy practically all the elements of the McOabe 
combination. The general design and purpose contemplated in both 
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seem to be the name, and it is very doubtful if any materially new or 
useful result ih achieved by the McGabe device. But the decision of 
the case does not depend upon a finding that the McOabe patent is void 
for want of novelty — in other words, that the invention of the patent 
was anticipated by Allen, as claimed by the defendants. Tbe patent in 
suit being a combination of old elements is not infringed by any device 
ill which there is an absence of any essential element of tbe patent. 
(P. 11. Murphy Manufacturing Co. v. Excelsior Car Roof Co,^ 7G Fed. 
Uep., 965.) The specification and description of the McOabe patent to 
which the claim specifically refers show, as already seen, that tbe ele- 
ment of the side or hip section (upon which the other element of an 
overlay is p1ac>ed) is old. It is cut in the usual manner from doubled 
fabric. It is formed into x>ockets for the insertion of vertical stays in 
the usual manner by lines of stitches securing the two parts together. 
This is plain language and clearly contemplates both the doubled fabric 
and the iKXskets for stays. According to the proof this in itself would 
make a complete and merchantable corset. 

The defendants' (corset claimed to infringe the complainant's patent 
does not contain this element or any equivalent of it. There is but one 
thickness of fabri<*. under defendants' overlay and no stitches at all to 
make iK)ckets therein. The underlying fabric of defendants^ corset 
seems to be employed only for tbe purpose of a framework on which to 
sup]K)rt tbe c^orded overlay. The corded overlay practically constitutes 
all tbere is of the side Kecti(»n. I have not overlooked the qualification 
or limitation found in a 8ubsec]uent part of the specification of com- 
plainaiit's patents, namely — 

tbo vertical stays a a ueed only extend ftom the bott<ttii upward tc> meet tbo curved 
edj^e of the overlay ; 

but this qualification docs not dispense with the donble fabric through- 
out the entire dimensions of the underlying &e(*iion and does not dis- 
pense with the requirement of stitching the same tbrongbout, as first 
specified. 

Again, the defendants' corset contains no vertical stays, and, in my 
opinion, no ecinivalent thereof, either throughout the dimensions of tbe 
underlying section or from the bottom of tlie 8e(*ti<m up to the corded 
ed^e of the overlay. The claim of tbe patent, taken in connection with 
the specification found in the description, to which reference is made 
in the claim, and the drawings therein, also referred to, considered in 
tbe light of the art as it was then nnderstood and practiced, satisfac- 
torily establish that the words <^ stayed body " as used in tbe claim 
must be construed to mean a body (or hip-section) Bupi)orted and 
strengthened by steel, bone, or some other attenuated elastic substance 
inserted in the i)ockets, as shown and described in the patent, and run- 
ning vertically from the bottom up the section at least to the curved 
edge of the overlay throughout the part fitting over the hip. It is 
contended that the thin piece of cloth constituting an interliniP^* 
between the two pieces that form the part fitting over the hip 
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Stays. This is patiafactorily answered by the proof that this interlin- 
ing serves no beneficial parpose other or different from what would be 
served by a corresponding increase in the thickness of the two outside 
pieces. If this unimportant piece of cloth is the equivalent of com 
plninant's vertical stays, the invention suggested by the vertical Rt;i\ s 
would not reach the dignity or importance of a patentable invention. 
The defendants' emi)loyment, therefore, of the thin interlining, under 
the circumstances, cannot be held to be an equivalent of the vertical 
stays of the ])atent. 

It may be conceded tiiat the defendants employ the corded overlay 
in substantially the same way and for substantially the same puqHise 
as contemplated in complainant's patent; but inasmuch as defendants 
do not make use of the other element of complainant's patent — namely, 
the hip section composed of a stayed body, substantially as descril)ed 
in complainant's patent — there is, under the authority already cited, no 
infringement of complainant's patent. 

The bill must be dismissed. 



[U. S. Clrouit Coart— Nortlieni District of New York.] 

Allington & OuBTis Manufacturing Company et al. v. Olob et aL 

DeM0d December IS, 18S7, 

82 O. G., 189. 

1. MoRSK— Dust-Collector— Infringed — Injunction— Prior ADJumcAxioN. 
Claims 1, 2, aud 3 of liOtten Patent No. 403,362 and claims 1 aod 2 of Lett era 
Patent No. 403,3(S3, grautetl May 14, 1889, to Orville M. Morse for diist-collectoniy 
having been held by the Court of Api>eals to have been infringed, on this Hult 
tbe prior adjndication followed, aud complainants are entitle«l to an injunction 
and acconnting. 

2 Holt— Same— Same— Same. 

Claim 4 of Letters Patent, No. 409,4&5, granted August 20, 1889, to Noah W. 
Holt for duHt-collector, having been held by tbe Court of Appeals to havo been 
infringed, the decision therein irt followed in this suit, and complainants are 
entitled to an injnnction and accounting. 

3. Kutsche— Same— Sams— Same. 

Lettere Patent No. 407,598, granted July 23, 1889, to Oswald Kutsebo, for dost- 
colloctor, con^tniod to be limited on itH £ice to nu improvement upon tbe pri«>r- 
patented dust-collectors and introduces as Huch improvement a downwardly- 
inclined tangential inlet, which gives the dust-laden air a spiral motion the 
moment it enters the chamber, thereby preventing tbe air-currents from eon- 
flicting with each other in the interior, tbe patent sustained and Held Uy be 
infringed and a decree for injunction issued. 

4. Two Patents Claiming and Describing the Same Thing — Divisional 

Application. 
Where a patentee, in order to secure minor improvements and limited combi- 
nations, is compelled to describe his broad invention in an application which 
became a patent prior to tbe patent in suit, the latter patent 1»eing delaye<1 in 
the Patent Office by interference proceedingi«. Held that tbe latter ]iatent is not 
invalid under the doctrine of Miller v. Eagle Co. (C. D., 1894, 147 ; 66 O. 0., 845;. 
UilU. S.. 18fi.) 
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Mr. Albert H. Walker for the complainaute. 
No appearance for the defendants. 

CoxE, J. : 

This action is based ni>on four Letters Patent for improvements in 
dast-collectors. They are No. 403,362, granted May 14, 1889; No. 
403,363, granted May 14, 1889; No. 409,465, grants August 20, 1889, 
and No. 407,598, granted July 23, 1889. 

The title to all of these patents is proved by satisfactory evidence to 
be vested in the complainants. The flr.st three have been the sabject 
of aciyadicatiou in the Oircuit Ooort of the Northern District of Illinois, 
0. !>., 1894,337; 67 0. 0.,1448; iu the Gircait Gonrt for the District of 
Couuecticnt, 0. D., 1896, 224; 74 O. G., 1126; and in the Oircnit Gonrt 
for the District of Yermont. All of the claims now involved were there 
passed qpon and upheld. 

The case in the district of Vermont arose upon a motion for a pre- 
liminary injunction. The motion being granted, an appeal was taken 
to the Circuit Court of Appeals for this circuit, and the decision of the 
Circuit Court was affirmed. These decisions will be found reported in 
61 Fed. Bep., 297; 71 Fed. Bep., 409; 72 Fed. Bep., 772, and 78 Fed. 
Bep., 878. 

In the circumstances the court feels constrained to follow these deci- 
sions; but as the issues have been explained upon this argument the 
court would have reached similar conclusions were the questions now 
presented for the first time. 

The only patent not the subject of prior abjudication is the last above 
referred to. No. 407,598, granted to Oswald Kutsche. This patent niK)n 
its face is limited to an improvement upon the prior-patented dust-col- 
lectors and introduces as such improvement a downwardly-inclined 
tangential inlet, which gives the dust-laden air a spiral motion the 
moment it enters the chamber, thereby preventing the air-currents 
firom conflicting with each other in the interior. 

Nothing appears in the record which anticipates or materially limits 
the effects of this improvement, and no reiEuson is discovered why the 
patent should not be sustained. 

Upon the question of infringement substantially all of the defenses 
have been passed uiK)n in the a^udications heretofore mentioned. 

The only new question of infringement is based upon the theory that 
infringement is avoided because the upper or cylindrical part of the 
defendant's dust-collector is considerably longer than the correspond- 
ing part as shown in the drawings of the Patent No. 409,465. This 
difference is, in my judgment, wholly immaterial.. 

It is also alleged by the defendants that the first patent referred to — 
viz., the patent of Morse, No. 403,362 — is invalid under the decision of 
the Supreme Court in the case of Miller v. Eagle Co. (C. D., 1894, 147; 
66 O. O., 845; 151 U. S., 186) for the reason that the invention there 
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described and claimed was disclosed iu a prior patent to the same 
inventon No. 370,021, September 13, 1887, in whicli the combinations 
of the claims in suit were disclosed as elements of a more limited com- 
bination. 

The patent in suit was applied for March 31, 1886. The patent relied 
on to defeat the patent in salt was applied for three months thereafter. 
The granting of the patent in suit was delayed by interference proceed- 
ings in the Patent Office. In the meantime Patent No. 370,021 was 
issued. 

This then is a case where a patentee in order to secure minor improve- 
ments and limited combinations is compelled to describe his broad 
invention. Substantially the same situation was presented in the case 
of TJiomson-Houston Electric Cawpany v. Elmira Railway Companyj 
(C. D., 1890, 122; 74 O. G., 144; 69 Fed. Kep., 257.) The court was and 
is of the opinion that the doctrine of Miller v. Eagle Company was not 
intended to defeat and does not defeat a patent issued in such circum- 
stances. 

Although this hearing has been ex parte in the sense that only one 
counsel has been heard, the argument has proceeded ui>on a printed 
record containing the pleadings and proofs of both parties. The prin- 
cipal defenses have been fairly stated by the complainants' counsel. 

The complainants are entitled to a decree for an injunction and an 
accounting upon claims 1, 2, and 3 of the Morse patent, No. 403,362, of 
May 14, 1889; claims 1 and 2 of the Morse patent. No. 403,363, of May 
14, 1889; claim 4 of the Holt patent. No. 409,465, of Angnst 20, 1889, 
and claims 1 and 2 of the Katsohe patent. No. 407,596, of July 23, 1889. 



ISaprame Court of tlio Distriot of OolninWa.l 

TJnitbd States, ex rel Hodginb, v. Simpson. 

Jieeided Norember g9, 1897. 
82 O. 6., 190. 

MAlTDtMf us— EXAMIMSR Uf PATBNT OfFICH— PROPSa PABTT RXSPONDBNT. 

Where a Principal Examiner iu the Ptiteut Ofilee waa made reapimdent to a 
petition for a writ of mandamus commanding him to perfect au appeal U» the 
Examiners-in-Chief, the Examiner haviug refused, under the rulee uf the Patent 
Office and instmctiouB iroui the Commifuiionory to omiwerthe appeal, on demurrer 
to the petition on the ground that the CommiaBioner, the reapouaible head of thti 
Office, and not the Examiner, should have been made respoudont, HM that the 
demnrrer should be sustained. 

Mr. Mark Wilks Collet for the relator. 
Mr. Wm. A. Megrath for the re8i>ondeut. 

STATKMBNT OF THE CA8B. 

This was a petitiou praying that a writ of mandamus may issue from 
the Sapreme I'onrt of the District of (Columbia directing the resiiond- 
-^iit, a Priucipul Examiner in tlic IVifi'-.t Ollice, to entertain and to 



DECISIONS OP U. 8, COURTS IN PATENT CASES. 297 

perfect the petitioner's appeal to the Examiners-in-Chief, the respond- 
ent having refused, under Rale 134 of Rales of Practice of the Patent 
Office, 218 amended February 14, 1895, and under instructions from the 
Commissioner of Patents, to answer an appeal to the Examinersin- 
Chief. The petition was demurred to on the ground that the respond- 
ent was an employee of the Patent Office and subordinate to and subject 
to the official control and direction of the Gommissioner of Patents, 
who is the responsible head of the Patent Office and through whom, 
if through any one, the relief prayed for should be obtained. 

Cox, J.: 

This cause coming on to be heard upon the petition for a writ of 
mandamus, the rule to show cause, and the demurrer of resi)ondent 
tiled herein, and after hearing counsel for the respective parties hereto, 
it is considered that the demurrer be and the same is hereby sustained; 
that the rule to show cause be discharged, and the petition be and the 
same is dismissed at the costs of the relator. 



[V. S. Circuit Court of Appeslft— Eighth Ciroult.] 

Mast, Foos & Company v. Dempster Mill MANUFACTXTBiNa 

Company. 

DeM^d AvguBt £, 1897. 
82 O. O., 388. 

1. Martin— WlNDMlLI/—yALlD--lNFBINGKD. 

Letters Patent No. 433,531, issued Angnat 5, 1890, to Bamnel W. Martin, for 
improveineut8 in wiudmiiLs, construed and Held to be valid and infringed. 

2. Invention— SU1I8TITUT10N of Elkmgnts in Combination. 

The Hiibstitution of an internal- toothed spnr- wheel for external- toothed apnr- 
gear in the machinery of windmills, by combining the same with the pinion, 
pitman, and pump, Held to involve patentable invention in view of the difficul- 
ties thereby overcome and the fact that the improvement immediately went 
into general use, though internal-toothed spur wheels had long been used in 
many other machines. 

8. INFRINGEMKNT— USB OF ESSENTIAL ELBMKMTB OF A COMBINATION— OMISSION 

OF Important Elements. 
One nsing the essential elements of a combination as enumerated in one claim 
cannot escape infringement because he does not use subordinate or unimportant 
elements of combinations described in othi*r claims and which were manifestly 
omitted from the claim in question that the inventor might more perfectly 
secure th« essential elements of his invention. 

4. Abandonment of Invention— Use and Sale Before Application. 

The use or sale of an invention by the inventor within two years before appli- 
cation is no Just ground to presume its abandonment, unlcHS accompanied by 
other acts or declarations clearly evincing an intention to dedicate the inven- 
tion to the public. Hence abandonment will not be presumed merely from a 
stotement contained in the patent itself that "the invention is iu practical 
operation and on the market in considerable nnmbers, and the facts here stated 
with regard to its operation are suidi as have been ascertained irom commercial 
experience." 
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5. J*Kiou T'8E, Dkkrxsk <»k— Evidknck to Support. 

Tbo (lefeDSenf prior iiHe nliould besapported by evidence beyond a reasonable 
donlit, and tbe iniHiipported statement of a single wituess that a machine 
eukbodying tbe invention was conHtructed and put in operation before the- 
applic:)tioii is insufficient when unaccompanied by any drawingn or exhibits 
tben;of. 

Appeal from the Circuit Court of the United States for the District 
of Nebraska. 

Before Caldwell, Sanbobn, and Thateb, Judges. 

Mr. H. A, Toulmin for the api)ellaut. 

Mr. IL W. Vennock and Mr. L. L. Morrison for the appellee. 

STATEMENT OF THE CASE. 

This is an appeal from a decree which dismissed a bill brought by 
M:ist, Foos & Company, a corporation, for the infringement by the 
ai)penee, the Dentpster Mill ^lanufacturing Company, a corporation, 
of Letters Patent No. 4^^,531, issued on August 5, 1890, to the appel- 
lant, as the assignee of Samuel W. Martin, for improvements in wind< 
mills. (71 Fed. Rep., 701.) 

Hero are copies of the drawing and siiecification of this patent: 



(No model.) 



No. 433^31. 



S. W. MaBtim. 



WiudmiU. 



Patented Aug. 5, 1890. 




UNITED STATES PATENT OFFICE. 

nuel W. Martin, of Springfield, Ohio, assignor to The Mast, Foos Sc Company, of 

same place. 
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WINDMILL. 

Specification forming part of Letters Patent No. 433,531, dated AngaHt 5, 1890. 
Application filed May 2, 1890. Serial No. 350,281. (No model.) 

To all vrkam it majf oancem: 

Be it known that I, Samnel W. MartiD, a citizen of the United States, residing at 
S|»riD;;1ield, in the county of Clark and State of Ohio, have invented certain new 
and nsefal Improvements in Windmills, of which the following is a specification, 
rvference being had therein to the accompanying drawings. 

The invention relates to improvements in windmills. 

The invention consists, essentially, of an improved back-gear organization involv- 
ing an external-toothed pinion and an internal- toothed spnr-gear, the pinion bi;in<; 
nionnted on the wheel-shaft and the gear having formed on or connected with it the 
wriHt-piu, to which the operating-pitman is attached, whereby tlie npeed of tlie 
main shaft tin applied to the wrist-pin and pitman is reduced, and whereby, also, all 
ponnding and lost motion is prevented as the pitman connection passes over the 
renter and changes from a pnshing to a pnlling action. This object is accomplished 
by the fact that a plurality of the pinion-teeth are always engaged with the internal 
•pnr-gear, resulting in giving a perfectly uniform and smooth and noiseless recipro- 
cating motion to the actuating-rod, thereby prolonging the life of the machine by 
saving it from constant Jarring and preventing wear and tear. 

In the aecompanying drawing, forming a plirt of this specif! cation, and o7i which 
like reference- letters indicate corresponding parts, the figure represents a side eleva- 
tion of my improved organization, with some of the parts in section, showing the 
name applied to any approved type of windmill structure. 

The letter A designates a cast frame or structure carried by the upper part of the 
turn-table ot a windmill, of which B refers to one of the bearing- blocks, and C to 
an arm, to which is pivoted the pitman D. This pitman is triangular and of the 
type on the market in windmills manufactured by my assignees of this invention. 
To one extremity of this pitman is attached a pitman-bar £, the other end of which 
bar is fitted upon a wrist-pin F, carried by the internal gear O. This gear may be 
of any approved type, so long as it is provided with internal teeth. In the present 
csise it is constructed with a disk H, having a bub I and a rim J. It is mounted 
upon a stud or shaft K, carried by the bearing-block B. 

On the main shaft L is placed an external- toothed pinion M. It will bo observed 
from the drawing that the pinion is within the circumference of the rim J and is 
intermeshed with the teeth of said rim. It will uIho be noticed that a jilurality — 
thn;e in the present iiiHtance— of the teeth of the pinion ai*e engaged with the teeth 
of the gear-rim. This is due to the fact that the rim encircles the pinion. Thuait 
will be seen that when the main shaft is rotato<l with its pinion the internal gear- 
wheel G will also be rotated, though at a reiluce^l speed, and as several of the teeth 
of the pillion are always engaged with the teeth of the rim no lost motion will occur 
as the wrist-pin pusses the oentiT, and the strains are cliani^oil from a pull to :i push 
upon the pitman-bar E. The artuating-rod O conuorts with the pitman D inuny 
approved manner at P, and extends down from the t^iwer to the appliancen to "be 
operated — say a pump. The freedom of the organization from lost motion and sud- 
den Jerks as the wrist-pin passes over the center rentiers the o|)eration of the pump 
snuHith and regnlar. This increases the ellectiveness of the pump and iirevents 
nndne wear and tear. 

I1ie invention is in practical operation and on the market in considerable nnniberN, 
and the facts here stated with rogaril to its operation are Huch an have been ascer- 
tained from commercial experience with it. 

Having thus fully described my invention, what I claim as new, and desire to 
secure by Letters Patent, is— 

1. The combination, with a windmill-driving shaft and a pinion thereon, of an 
Internal-toothed spar-wheel inonnte<l adjaeent to the naid shaft and meshing with 
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said pinioo, a pitman connected with the spar- wheel, and an actnating-rod con- 
nected with the pitman. 

2. The combination, with a windmill-driving shaft and a pinion mounted thereon, 
of an internal-toothed spnr-wheel mounted adjacent to said shaft and meshing with 
said pinion, a pitman-bar connected to the spnr-wheel, a pivoted pitman connected 
to the bi.id bar, and an actuating-rod connected to said pitman. 

3. The combination, with the upper part of a windmill turn-table, the main shaft 
mounted thereon, and a pitman pivoted thereto, an actnating-rod curried by the pit- 
man, and a pinion monnteil on said shaft, of a shaft or stud a4ljacent to the ninin 
shaft, an internal spur-gear mounted on said shaft or stud and having a wrist-pin, 
and a pitman-bar connected to the wrist-pin and to said pitman. 

In testimony whereof I affix my signature in presence of two witnesses. 

SAMUEL W. MARTIN. 

Witnesses: 

Warren Hull, 
H. W. Plaisted. 

The -first claim of this patent is the only one that is now said to be 
infringed by the appellee. The infringing device may be described from 
Martin's drawings. Discard Martiifs triangular pitman I>, carry his 
pnmp-rod O to the left autil it stands iu the same vertical plane as the 
shaft K, straighten the pitman-bar E, swing its right end downward and 
pivot it directly to the pnmp-rod O and we have the device used by the 
appellee. The defenses were that there was no novelty or utility in the 
combination of the appellant and that the appellee did not infringe it^ 
In support of these defenses the Mill Company introduced in evidence 
Letters Patent No. 1S2,394, dated September 19, 1876, to Edward Wil- 
liams, for a new and improved windmill, which shows the pitman for 
driving the pumprod actnated by two eccentric external-toothed gear- 
wheels, so that the wind- wheel will have an increase<l leverage and on 
the upstroke of the pump-rod will draw it slowly, while it will return it 
more quickly upon the downstroke. This was the only patent on a 
windmill offered as anticipating Martin's invention. A number of other 
Letters Patent were introduced from which it apx)ears that internal- 
toothed gearing had been used long before Martin made his invention 
to drive pinions which actuated wood-saws, cutters of harvesting and 
mowing machines, and like parts of similar machinery. One wit- 
ness testified that a windmill whose pump-rod was driven by an exter- 
nal-toothed pitman and an internal-toothed spur-gear was constrncted 
and ox)erated by the Spencer Manufacturing Company at Blue Springs, 
Nebr., about November 1, 1889; but convincing evidence was pi-odnred 
by the api>ellant that Martin's first mill was constrncted and sold us 
early as July, 1889. 

Sanborn, «7., after stating the case as above, delivered the opinion 
of the Court. 

The court below dismissed the bill in this case on the ground that the 
statement contained in the Letters Patent upon which this suit is based 
that— 

the inventifin is in practical operation and on the market in considerable numbeni 
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Mid the fkoto here stated with regard to its operation are such ae have beea ascer- 
tained iTom commercial experience with it— 

proved that the appellant had abandoned the invention. The acts of 
Congress provide that one who has invented and discovered a new and 
nsefnl improvement — 

iiot in public use or on sale for more than two years prior to his application nnless 
the same is proved to have been abandoned, may, upon pay ment of the fees required 
by law, and other dae proceedings had, obtain a patent therefor. (16 Stats., c. 230, 
p. 201, see. 24; Bev. Stats., sec. 4S86.) 

The issne of the patent is therefore prima facie evidence that the 
invention it protects was not in public use or on sale for more than two 
years prior to the filing of the application on which it is based and that 
it was not proved to be abandoned. The utmost efifect of the recital in 
the patent which we have quoted could not carry it further than to 
show that within two years prior to the application tlie improvements 
described in it had been used and sold ; but the use and sale of the 
iuventiou within two years before the application for the patent was 
filed was not sufficient to establish an abandonment of the invention, 
because the act of Congress expressly authorizes the issue of a patent 
notwithstanding such use and sale. An abandonment may undoubt- 
edly be proved within two years prior to the filing of the application ; 
but it ought not to be presumed and it should be established by con- 
vincing evidence of the intention of the owner of the invention to dedi- 
cate it to the public. An abandonment is a dedication, and, like any 
other dedication, it should be clearly proved. It rests upon the intention 
of the inventor. If he expressly declares or by his acts clearly shows his 
intention to dedicate his invention to the public, a finding of abandon- 
ment would be warranted; but such a dedication should not be lightly 
presumed, because it surrenders a vested right of property as much as 
the dedication of land for a public park or a public road. The evidence 
in this case does not satisfy us that the appellant or the inventor, Mar- 
tin, its assignor, ever had any intention to dedicate this improvement 
to the pnblic. Under the acts of Congress they were authorized to 
nee and sell the invention for two years and to apply for and receive 
their patent, so that their failure to apply during that time was not 
inconsistent with an intention to preserve and protect their rights. 
There is no evidence in the record of a use or sale of the invention 
more than two years before the application was made. There is no 
evidence of an express declaration that the inventor or the appellant 
would not or did not intend to apply for a patent for it, and there is no 
evidence of any acts inconsistent with snch an intention. On the other 
hand, the application for the patent within two years after the inven- 
tion was made was presumptive evidence of an intention not to dedi- 
cate it to the pnblic, and the issue of the patent was prima facie proof 
that it had not been abandoned. Moreover, the defense of abandon- 
ment was not pleaded, and the appellant had no opportunity to meet 
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it by evidence. It was discovered by the oonrt below at the final hear- 
ing, and it rested on the statement in the patent which we have qaotedi 
and on that alone. That statement was insniBcient to support it. Mere 
forbearance to apply for a patent until one has i)erfected his invention 
and tested it by actual practice affords no just ground to presume its 
abandonment; nor will the use or sale of it within two years before the 
application is filed afford such ground unless such use or sale is accom- 
panied by other acts or by declarations which clearly evidence an 
intention to dedicate the improvement to the public. {Agawam Co. v. 
Jordan J 7 Wall., 683, 607 ; Adams v. JoneSy 1 Fed. Cas., No. 57, 126, 127; 
Babcock v. Degenery 2 Fed. Cas., No. 698, 203, 207 ; Jones v. Sncall^ 3 
O. G., G30; 13 Fed. Cas., No. 7,495, 1017, 1027; McMillin v. Barclay, 16 
Fed. Cas., No. 8,902, 302, 306; Pitts v. Edmonds j 19 Fed. Cas., No. 11,191, 
751, 757. 

In considering the merits of the case the defenses of prior use and 
no utility may be dismissed without extended consideration. All the 
witnesses on both sides of the case testify that the combination of 
the internal-toothed spur-wheel with the pinion and the other usual 
machinery of a windmill and immp is more useful and more valuable 
than any other combination of elements in a windmill and pump yet 
discovered. The evidence of prior use is the testimony of a single wit- 
ness who was once in the employ of another infringer of the device of 
the appellant, but has since been employed by the a|)i>ellee. He pro 
duces no part of the old windmill which' he testifies was set up and put 
in operation before Martin filed his application, and his evidence is 
without the support of any patents or exhibits and with<mt the sup- 
port of the testimony of any other witness. The unsupported oral tea 
timony which will warrant a finding of prior use should be clear and 
satisfactory. It is always open to suspicion. It ought to be sufficient 
to establish such a use beyond a reasonable doubt. {The Barlpcd- Wire 
Patent, C. 1)., 1802, 209; 58 O. U., 1556; 143 U. 8., 275; 12 Sup. Ct, 
443, 450; Detring v. Harvester Works, 0. D., 1804, 672; 60 O. G., 1641 ; 
155 U. S., 280, 300; 15 Sup. Ct, 118.) The testimony for the appellee 
on this issue is not of this character, and it will be dismissed without 
further comment. 

But the appellee denies infHngement. The essential element of the 
combination which the inventor sought to protect by the first claim of 
the patent in suit wsvs the internal toothed spur-wheel or spur-gear 
meshing with and driving the ])inion which surtuated the pitman and 
pump-rod. Prior to his invention all windmills had lieen driven l».v 
externaltoothed spur-wheels. As the cogs on the spurwlu^el and 
pinion and the other parts of the machinery wore away the spurwhi^el 
and the pinion drew apart, and as the pitman connection passed over 
the center an<l the motion changed from a pulling to a pushing one, or 
vice versa, a pounding and ra<'king of the mjichincry arose which short- 
ened its life and sometimes strip{)ed the cogs from the pinion. The 
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object of Martin's invention was to do away with tliis ponnding and to 
prevent this wear and strain of the machinery. He accoinpliHhed this 
by throwing aside the external- tootlied spar- gear and combining an 
internal-toothed spur-wheel with the pinion and the other necessary 
elements of the windmill, so that, as he says — 

a plarality of the pinion-teeth are always engaged with the Internal spur-gear, 
resnlting In giving a perfectly uniform and smooth and noiseless reciprocating 
motion to the aotnating-rod, thereby prolonging the life of the machine by saving it 
ftom constant jarring and preventing wear and tear. 

The evidence is nndispnted that this invention completely accom- 
plished its parpose. In the year 1893 or 1894 the appellee discarded 
the external-toothed spur-gear, with which it had previously driven its 
windmills, and substituted in its mills the internal toothed spur-wheel 
described and claimed by Martin. The record discloses the fact that 
the president of the appellee had previously seen one of the mills of the 
api)ellant in operation, and that he was advised to make this change 
by his patternmaker, who had been in the employ of an infringer upon 
the appellant, against whom it had procured a decree, because the 
pattern-maker thought that the internal-toothed wheel was a good 
thing. The appellee seeks to escape from the inevitable conclusion to 
which these facts lead on the plea that it does not use the pitman-bar, 
the wrist-pin, or the pivoted pitman described in the specification and 
in the second and third claims of Martin's patent. Its counsel invokes 
the principle that there can be no infringement of a combination if any 
element of the combination is absent from the infringing device, and 
insists that the absence of the pivoted i)itiiian and of the pitman-bar is 
fifttal to the appellant's claim of infringement. The answer is that this 
invention consists, essentially, as the inventor declares at the beginning 
of his specification, in the combination of the internal toothed spur- 
geiir with any suitable pinion, wind-shaft, wrist-pin, pitman, and pump- 
rod of a windmill and that he has broadly claimed this combination in 
the first claim of his patent. That claim is: 

1. The combination, with a windmill-driving shaft and a pinion thereon, of an 
internal -toothed spnr-wheel mounted adjacent to the said shaft, and meshing with 
•aid pinion, a ]iitman connect<ed with the spnr-wheol, and an nctuating-ro<l con- 
nected with the pitman. 

There is not an element in this combination which is not found in the 
windmill of the appellee, and it cannot be permitted to read other ele- 
ments into this claim and then to defeat it because it does not use the 
elements it interpolates. The pitman-bar and the pivoted pitman were 
omitted from this claim, we think, for the express purpose of securing 
the essential element of the invention in combination with any itinion, 
pitman, and pump-rod that might be used. In our opinion the si)ecial 
office of the second and third claims was to secure combinations con- 
taining the pivote<l pitman and the pitman-rod described in the speci- 
fication and omitted from the first claim, and the fact that these claims 
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were added is a very persnasive argument that the additional elements 
they protect were not secured by the first claim. Any construction 
which would read into the first claim these additional elements renders 
it useless and unmeaning, because it gives it the same effect as the 
claims which follow it, and in this way shows that neither the patentee 
nor the Patent Office contemplated such an interpretation. The 
ai>pellee has appropriated the essential feature of this invention— the 
internal-toothed spur-gear in combination with the pinion, pitman, 
wind-shaft, and pump-rod of a windmill. The terms of the first claim 
of the patent are plain and unambiguous. They need no construction, 
and when taken in their ordinary signification they fliUy describe and 
clearly claim the combination which the appellee is using. It ought 
not to escape here because it does not use subordinate or unimportant 
elements of combinations described in other claims, which were undonbt- 
edly omitted from this claim that the inventor might more perfectly 
secure the essential element of his invention. (Cohans OIom Manu- 
facturing Oo. v. Wharton^ C. D., 1886, 296; 36 O. G., 343; 28 Fed. Rep., 
189,190; Tandeur v. Stewart^ 0. D., 1886, 464; 37 O. G., 672; 28 Fed. 
Eep.,561,564; Gould Coupler Co. v. Pratt^ G. D., 1896, 392; 75 O. G., 
1647 ; 70 Fed. Rep., 622, 629.) 

Finally, the counsel for the appellee argue that there is no patentable 
novelty in the combination described in this claim, because internal- 
toothed spur-wheels were old and well known, and the substitution of 
them for external-toothed spur-gear in the machinery of windmills was 
nothing out a double use. This argument is always plausible and i)er- 
suasive where old elements have been combined to produce a new or 
better result. Each element, taken by itself, has its old effect, and it 
is always difficult to understand how it was that the practiced eyes of 
skilled mechanics did not at once see and apply the necessary remedy 
to the troublesome evil which the invention removes. The fact, how- 
ever, that such an evil long existed and that no mechanic perceived or 
applied the remedy is the most conclusive evidence that something 
more than his eyes and skill was required to discover and apply the 
requisite device. It is true that internal-toothed spur-wheels, their 
effect and their relative advantages over external-toothed wheels, had 
been familiar to mechanics time out of mind. They had been used on 
mowing-machines and harvesting-machines, on machines for sawing 
wood, and doubtless upon hundreds of other machines; but no one had 
ever combined one of these internal-toothed wheels with the pinion, 
pitman, and pump of a windmill until Martin made his invention in 
the year 1889. Windmills were old, and their operation was familiar 
to mechanics; but until that year they went on pounding their wheels 
with every stroke of the pump-rod, wearing themselves out prematurely 
and occasionally stripping their pinions of cogs for the lack of the com- 
bination of this internal-toothed spur-wheel with the othei* essential 
elements of their machinery. If naught but the skill of the mechanic 
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was required to make this improvement, it is passing strange that no 
mechanic ever made it until after Martin discovered and described it. 
In Western Electric Co. v. La Rue (0. D., 1891, 368; 55 O. (i., 571; 139 
U. S., 601 ; 11 Sup. Gt., 670) the Supreme Court sustained a patent to 
one who took a torsional spring, etuch as had been used in clocks, 
doors, and other articles of domestic furniture and applied it to tele- 
graph instruments. In Crane v. Price (Web. Pat. Cas., 409) the use of 
anthracite coal where bituminous coal had previously been used for 
smelting iron was held to be an invention because it produced better 
iron at less expense. It is not infrequently a difficult and delicate 
task to determine whether or not the application of an old device to 
the production of a new or better result rises to the dignity of nn 
invention. Mr. Justice Brown says in Potts dj Co. v. Creager (C D., 
1895, 143; 70 O. G., 494; 165 U. S., 597, 608; 15 Sup. Ct,, 194, 198) that 
the result of the authorities upon this subject is that — 

if the new use be so nearly aualogoas to the former one that the applicability of the 
deyice to its new use would occur to a person of ordhmry mechanical skill, it is only 
a case of double use; but if the relations between them be remote, and especially if 
tho use of the old <levico produce a new result, it may at least involve an exercise of 
the inveutivo faculty. 

The best evidence that the application of the internal-toothed spur- 
wheel to the new use of propelling the machinery of a windmill would 
not occur to a person of ordinary mechanical skill is that it did not 
occur to any of them in all the years in which windmills had been in 
use before Martin discovered and applied it. (Thomson v. Banlc^ 10 U. S* 
App., 500, 612, 513; 3 C. 0, A., 518, 522, 523; 53 Fed. Rep., 250, 255; 
WebHter Loom Co. v. Higgins, C. D., 1882, 285 ; 21 O. G., 2031 ; 105 U. S., 
580,591; Consolidated Safety Valve Co. v. Crosby Steam Oage & Valve 
Co.,C. D., 1885, 180; 30 O. G.,991; 113 U. S., 157, 179; 5 Sup, Ct, 513; 
Magoicau v. Packing Co., C. D., 1891, 512; 57 O. G., 845; 141 U. S., 332, 
341,342; 12 Sup. Ct., 71; The Barbed- Wire Patent j C. D., 1892, 209; 
58 O. G., 1555; 143 U. S., 275, 281, 283; 12 Sup. Ct., 443, 450.) More- 
over, the combination of Martin immediately went into geueral use. 
More than three thousand windmills which contain his combination 
have been manufactured and sold since 1800. All the witnesses testify 
to its advantages over the old combination which contained the external- 
toothed gear, and the fact that the appellee discarded the latter and 
substituted the former demonstrates its utility and its advantages. 
Where the question of novelty is in doubt, the fact that the device has 
gone into general use and has displaced other devices previously 
employed lor a similar purpose is sutticient to turn the scale in favor of 
the invention. (Potts d* Co. v. Creager, C. 1)., 1895, 143; 70 O. G., 494; 
155 U. S., 597, 009; 15 Sup. Ct., 194; Smith v. Vulcanite Co., C. D., 
1877, 171; 11 O. G., 246; 93 U. S., 480; Magotran v. Packing Co.,C. I)., 
1891, 512; 57 O. G., 845; 141 U. S., XVl, 343; 12 Sup. Ct., 71.) 

The probative force of the patent and of the facts to which we have 
12782 20 
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adverted constrain us to hold that the combination described in its 
first claim rose to the dignity of an invention and was properly seoored 
by the patent. The decree below must be reversed, with costs, and the 
case mast be remanded to the court below, with directions to enter a 
decree to the effect that the first claim of the patent is valid and is 
infringed by the appellee; that the latter be enjoined from making, 
using, or selling any machine containing the combination described in 
that claim, and that it account for the profits which it has derived from 
the manufacture and sale of any such machines, and it is so ordered. 



Thayer, J., (dissenting:) 

I am not able to concur in that part of the foregoing opinion which 
deals with the question of patentable novelty. In my judgment the 
combination covered by the first claim of Martin's patent. No. 433,531, 
is destitute of patentable novelty, unless the word ^< pitman,'' as used 
in that claim, is understood to include the triangular pitman mentioned 
in the specification, as well as the pitman E, which is termed in the 
specification the ^< pitman-bar." If the claim is construed as covering 
both of these parts, which together operate as a pitman, it might be 
upheld,* but in that event the defendant would not beguilty of infring- 
ment, because he does not use the triangular pitman or any equivalent 
device. The majority of the court have construed the word ^* pitman" 
as meaning simply the ''pitman bar," which is immediately attached to 
the spur-wheel, and as thus construed it admits of no doubt that the 
i exact combination covered by the first claim is disclosed by a multitude 

of machines, such as mowers, reapers, churns, machines for sawing 
wood, and others of a similar character. A pinion mounted on a shaft 
the teeth of which engage with the teeth of a spur or drive wheel for 
the purpose of communicating a reciprocating motion to a pitman, or, 
vice versa, of communicating motion to a revolving shaft, is one of the 
oldest mechanical devices, which has been in use time out of mind, and, 
judging by the state of the art when the Martin patent was granted, 
it was sometimes a matter of choice whether the teeth of both wheels 
were set on the exterior surface of the rims of the wheels, forming an 
exterior gearing, or whether the teeth of one wheel were set on the 
exterior surface and the teeth of the other wheel on the interior surlkoe 
of the rim, so as to form what is termed an ''interior gearing." Very 
frequently it was necessary to adopt the latter mode of construction to 
render the machine more compact or to accomplish some other special 
object. In view of the state of the art as illustrated by the various 
kinds of machines above mentioned it is manifest that the advantages 
to be gained by either method of engagement were well understood 
and that if called upon to construct a machine for a given purpose an 
experienced mechanic would have had no difficulty in deciding which 
form of gearing was preferable. In my judgment the mi^jority of the 
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court attach undue importance to the fact i hat Martin was the first to 
employ the interior gearing in constructing a windmill. I also think 
that they exaggerate the defects in that class of windmills which are 
constructed with an exterior gearing. It may be that a windmill con- 
structed according to Martin's patent makes a little less noise than a 
windmill which employs the exterior gearing, and iK>ssibl.v the wear on 
the cogs is somewhat less; but the old-fashioned windmill had proved 
to be very serviceable, and the defects therein were not so serious as to 
require an exercise of the inventive faculty to overcome them. Martin 
simply applied to a windmill a methoil of gearing which was well known 
and had be^i employed for many years in constructing other machines, 
and by so doing he displayed no more than ordinary mechanical skill. 
The new use to which he applied the interior gearing was clearly 
analogous to the use to which it had been applied in other machines, 
notably in churns, mowing-machines, and reapers. Nor were the results 
which he attained by the application of the old device to windmills so 
highly beneficial as to justify the inference that the faculty of invention 
was involved in conceiving the new use. In my judgment the patent 
laws ought not to be so construed as to give to the complainant a 
monopoly of an old and well-known mechanical combination in the 
construction of windmills. The decree below being for the right party, 
I think it should be affirmed. 



(Omrt of ApipMls of the DIstiiot of Colombia.] 

Platt t». Shipley et al. 

DeeUM D€eemb€r 8, 1897. 
82 O. G., 461. 

1. IlTTRRPBRICNCR— PRIORITY—DlUGBNCB-- DjECISION OP COMMISSIONER A.FPIRMKI>. 

The decision ^f tho CommisBioner of Patents awarding priority of invention to 
Shipley and Hyde affirmed for the reason that although Platt was the first to 
conceive he was the last to reduce the invention to practice and did not use due 
diligence in such reduction to prsotice. 

2. Same«-Diugenc£<-Drlay Which Will Be Excused. 

A person cannot be charged in law with any want of due diligence before the 
advent of a rival inventor upon the field ; but at and after that time he becomes 
liable to lose the benefit of his previous conception unless he uses due diligence. 
Delay for the purpose of the elaboration and perfection of a <Tude conception 
may well be commended; but it will not be exoused where no such end is in 
view. 

S. Hamb—^ame— Insufkicikkt Excess FOR Delay. 

The fact that a party does not know that a rival has entered the field is no 
excuse for delay, since the risk that a rival may appear at any time is some- 
thing which every inventor in bound to <*ontemplate and to anticipate, and in 
this lies the inndameatal reason for the rc4|uirement of due diligence. 
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4. Samk— Saks— MisTA&K as to Sgopb of Formsb Patbmt— ixrra op Aobnt ob 
Attornsy. 
A mistake by a party in sappocing that the inyention was covered by a prior 
patent granted to him cannot under any known principle of law be oonsidered 
a good ezon*e for delay in perfecting the invention or filing an application 
covering the same. Under the oircnmstances of this eaae the applicant ie» 
furthermore, chargeable with the knowledge poaeeiwed by his agent or attorn^ 
as to the scope of the former patent. 

Mr. George Oook for the appelIaDt» 

Mr. C. E. Mitokell and Mr. WiUiam H. Finokel for the appellees. 

Morris, J, : 

This is au appeal fh>m the dedsioii of the Oommissioner of Patents 
in an interference canse arising ont of a controversy between the 
appellant and the appellees oonceming an inyention for au improve- 
ment in the making of buttons. The subject-matter of the issue 
between the parties is defined and formulated by the Patent Office as 
follows: 

1. A button formed with a depressed center having secured in the bottom thereof 
a clinching-die, the lower plate of the latter resting against the bottom of the button 
proper and sending as a bearing for the upset end of a bntton-faatener. 

2. A button constructed with a depressed canter having a die located therein and 
resting against the bottom of the button to act as a reinforce therefor, and a top 
plate. 

As explained by the Bxaminer of Interferences in the Patent Office 
in a statement which seems to be accepted as correct by both parties, 
the subject of invention is thus described: 

The matter in issue is a button which is to be fastened to a garment by means of a 
tack driven through the garment into the button-head, and its point upset or 
clenched by means termed a " die" or " anvil." The feature that lends patentabUity 
to this particular button is the form of anvil, which is msde crown or dome shaped, 
with its base, which is provided with an opening for the insertion of the taolL, rest- 
ing upon the back-piece or bottom of thu button. This anvil performs two func- 
tions when the parts of the button are properly assembled — vis., iirst, to reinforce 
the bottom of the button, and, second, to upset the end of the tack or rivet* When 
upset, the end of the tack bears against the bottom of the die. 

And the Examiner has also well and concisely stated the situation of 
the parties. He says: 

• 

Shipley and Hyde are connected with the Soovill Manufacturing Company, of 
Waterbnry, Conn., which concern in the year 1893 were making a button under the 
Bryant patent, No. 4S2,959, which was found in practice to be delbctive. To remedy 
the defect the present invention was made in December, 1893. Experiments were 
conducted during this month; and in January, 1884, the goods were ready for the 
market, the first shipment being made February 1, 18S4. Thereafter shipments 
were regularly made, and the button has been extensively sold. Two forms are 
being manufactured by the Scovill Company. In one the anvil is made in two 
pieces, the lower one of which overlaps and incloses the lower edge of the upper 
piece; and in the other the anvil is made in one piece. Specimens of the experi- 
mental bnttons, und those which foUowed and are now manufactured, have been' 
offered in evidence. Application for patent was filed on February 19, 1894. 

CM. Piatt is one of the oldest of the living inventors of bnttons, and one of tha 
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lATgest, if not the largest, manufaeturen in this ooontry. Althongh making and 
selling a large yariety of different formsy he has not manofactnTed this particalar 
button for the market. His application was filed subsequent to the marketing of 
the button by Shipley and Hyde, and also to their application. His esse rests upon 
the determination of the question whether he reduced the inyention to praotiee 
in the summer of 1881, as alleged by him ; and if this must be answered in the nega- 
t'vcy then was he engaged in a diligent proseontion of the inyention up to the time 
application for patent was file<lf 

III their preliminary statement Shipley and Hyde state that they 
oonoeived the invention abont the middle of December, 1892, and at the 
same time explained the same to others, bnt no model was then made; 
bnt on or abont January 4, 1893, they reduced the invention to prac- 
tice, made a drawing of it for future reference, and prepared to manu^ 
factnre the article for the trade, and that they have sold it in large 
quantities since about the middle of May, 1893. Their application for 
a patent, as already stated, was filed on li^ebruary 19, 1894. 

The appellant, Clark M. Piatt, in his preliminary statement says that 
be conceived the invention in the early part of the year 1891 ; that he 
disclosed the invention to others and made drawings thereof about the 
month of April, 1891 ; that he made samples thereof and thereby 
reduced it to practice about May or June, 1891, and that since the year 
1891 he has not manufEM^tured the article for commerce. He filed his 
application for a patent on May 8, 1894, upward of two months after 
the application of Shipley and Hyde. 

It is conceded by Shipley and Hyde that they made a mistake in the 
dates mentioned in their preliminary statement and that their invention 
was made and reduced to practice, not in December of 1892 and January 
of 1893, but in December of 1893 and January of 1894, as stated by the 
Examiner of Interferences. With this correction, however, it is abund- 
antly proved, and it does not seem to be controverted that they have 
proved their case in accordance with their statement It is also satis- 
&ctorily proved, and it seems likewise not to be controverted, that the 
appellant, Piatt, had conceived the invention in 1891, long before the 
conception by Shipley and Hyde, and that in April of 1891 he had 
madeadrawingof it and had communicated tbe invention to his nephew 
and through his nephew, as his agent, to his attorney for the purpose 
of having an application filed for a patent ; but i t is also conceded by him 
that, unless the making of a few samples in May or June of 1801 con- 
stitutes a reduction to practice, he never reduced the invention to prac- 
tice and he never made any attempt to maiiu£Acture the article for 
commercial use. We have, therefore, the case of independent inventors 
working on the same line of invention, of whom Piatt was beyond all 
question the first to conceive but the last to apply for a patent and 
Shipley and Hyde the last to conceive but the first to place the article 
in commercial use and the first to apply for a patent 

Upon the proof in the cause the Examiner of Interferences awarded 
priority of invention to Shipley and Hyde. UiH>n appeal the Board o'' 



310 DECISIONS OP U, 8. COITRTS IN PATENT CASKS. 

Bxamin6r»-in -Chief reversed this decision and awarded priority to Piatt; 
bnt upon appeal from the Board to the Commissioner of Patents the 
Assistant Commissioner, acting as Commissioner, reversed the decision 
of the Board and held with the Examiner of Interferences that Shipley 
and Hyde were entitled to jndgment of priority. From this last 
decision the cansenow comes to ns on appeal. 

It is claimed on behalf of Piatt, first, that he rednced the invention 
to practice in May or Jnne of 1891 by making at that time some samples 
of buttons like the subject of the present issue, aad, second, that even 
if that should not be regarded as a sufficient reduction to i»actice he 
was in the exercise of due diligence to prosecute the invention, which 
he was confessedly the first to conceive, and is thereftm entitled to the 
patent. 

With reference to the first position, all the tribunals of the Patent 
Office have found against the contention of Piatt They have found 
that there is no sufficient proof in the record to show that flie samples 
made by him in 1891 were buttons corresponding to the issues in this 
case and that at most these samples were mere experimental construe- 
tion% the unsatisfiustory character of which was sufficiently manifested 
by the fsct that the inveutoi* wholly disregarded them as soon as they 
were produced and practically threw them away and permitted them 
to be lost. We think the tribunals of the Patent Office were entirely 
right on this point and that no other condurion than that which they 
reached could reasonably have been deduced fh>m the testimony. In 
fhct, in the argument before us on behalf of Piatt no great stress was 
laid upon this point, and while several pages of the brief are devoted 
to it no reason has been adduced to shake the unanimous decision of 

m 

the tribunals of the Patent Office upon the question. 

The substantial question in the ease is whether Piatt, being the first 
to conceive the invention, was in the exercise of due diligence in the 
prosecution of his invention at the time of the arrival ujion the field of 
a rival inventor and to the time of his application for a patent, so as 
thereby to overcome the claim' of his rival, who was the second to con- 
ceive, bnt who promptly thereupon prosoeuted the invention to a suc- 
cessful resnit, placed it in commercial use, and speedily followed up 
his action by an application for a pateut, and this question, in the light 
of the testimony, we are compelled, with the Acting Commissioner of 
Patents, to answer adversely to Piatt 

It appears trom the record that in the month of April, 1891, Mr. O. 
M. Piatt immediately upon his conception of the invention communi- 
cated it to his nephew and agent, Mr. I. O. Piatt, and that the latter 
within a few days thereafter went to New York to communicate with 
their attorney with reference to an application for a patent After 
consultation with tiie attorney it was deemed expedient to make the 
several features of the invention the subject-matter of three or four 
different applioatious for the puri>o8e of procuring a patent for each 
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one. The applieatioii for the first diyirnon of the invention^ as it is 
called^ was filed on May 16, 1891, and resnlted in a patent which was 
issued on December 15, ISOl. The application for the second so-called 
division was filed on October 26, 1801, and was rejected daring the fol- 
lowing year, 1892, as haying been covered by some previous patent 
issued to Piatt, and the latter through his attorney acquiesced in the 
rejection by the Board of Examiners-in-Ohief and prosecuted the appli- 
cation no ftirther. 

It is claimed that thereupon, about the middle of the year 1893, there 
was discussion between Mr. I. G. Piatt and the attorney in New York 
with reference to the filing of an application for a patent for the third 
division of the invention, which is the matter of the issue between the 
parties in these proceedings, and that it was then resolved to make 
such application. It appears from the testimony, however, that no 
application was prepared until the latter part of December, 1893, which 
is about the same date that is given by Shipley and Hyde for their 
oonception of the invention; that then the papers were sent to Water- 
bury for examination or revision by Mr. Piatt; that after revision they 
were returned to the attorney in New York; that the latter then pre- 
pared them for final execution by Mr. Piatt and sent them to him to 
be executed, and that they finally reached the Patent OflSice and were 
fileil, as already stated, on May 8, 1894. This is all that was done by 
Piatt or on his behalf in the matter, except that subsequently on August 
28, 1894, he filed an application for a fourth divisicm of the invmtion, 
which in soine way not explained and not necessary here to be consid- 
ered was made to cover the matter in issue here also and was permitted 
to go to a patent on September 29, 1896. 

There is no explanation whatever of the extrac^rdinary delay of Piatt 
or of those who were acting for him in postponing for upward of three 
years the application in a patent for the issue of this interference if 
he really had the invention^ as he claims, in April of 1891, and yet, of 
oourse, he cannot be charged in law with any want of due diligence 
before the advent of a rival inventor upon the field ; but at and after 
that time he undoubtedly became liable to lose the benefit of his pre- 
vious conception unless he did use due diligence. We fail, however, to 
find any evidence whatever of greater diligence then than had been 
manifested in the three previous years. As appears flrom the record 
and as has been already stated, all that was done for the four following 
months was the preparation of the papers for an application for a 
patent, which might have been accomplished within forty-eight hours, 
and for which one week would certainly have afforded most ample time. 
With this dilatoriness we may contrast the action of Shipley and Hyde, 
who within less than two months after their conception of the invention 
had rednoed it to practice and filed their application in the Patent 
Oflice and within three months thereafter had placed the manufactured 
article in large quantities upon the market. 
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Delay for the purpose of the elaboration and perfection of a crude 
conception may well be commended, and we have had occasion to 
express such commendation ; bnt there was here no such elaboration, 
in fact no elaboration whatever. The invention is claimed to have 
been conceived in April of 1891, and with the exception of a few 
doubtful and unsatisfactory specimens which were thrown away as use- 
less there was nothing whatever done thereafter by Piatt or on his 
behalf except to hold some conferences and at last to prepare the 
papers for an application. Now it is impossible in reason to hold that 
this constitutes due diligence. It has the appearance, ratber, of 
unusual and extraordinary negligence. If the invention was fully con- 
ceived, as it is claimed, in 18U1, and even then drawings were prepared 
showiug the perfect invention, the preparation of the pa])ers for an 
application should have required even less than the usual time. 

Excuse is sought to be made for the delay on two grounds: first, 
that Piatt did not know that there was any rival in the field, and, 
second, that he supposed that his patent of 1891 covered the wbole 
invention and the issue of this controversy; but plainly these grounds 
are unsatisfactory and insufficient. The risk that a rival may api)ear 
upon the field at any time is something that every inventor is bound to 
contemplate and to anticipate, and in this lies the fundamental reason 
for the requirement of due diligence. And with regard to his under- 
standing of the scope of the patent of 1891, even if that could be 
allowed as an excuse, which cannot be under any known principle 
of law, such understanding is wholly inconsistent with the conduct of 
Mr. Piatt's attorney, with the knowledge which the attorney had, and 
with the knowledge which Mr. I. G. Piatt must have had, with all of 
which, whether they failed to communicate the fact to him or not, he 
was fully chargeable under the circumstances. 

We must conclude that no sufficient reason has t>een adduced before 
us to disturb the decision of the Acting Commissioner, and we think 
that this decision was amply justified by the record in the cause and 
#^ that it should be affirmed. It is accordingly hereby affirmed and judg- 

ment of priority of invention is awarded to Shipley and Hyde. 

The clerk of this court will certify this opinion and the procee<ling8 
in this court to the Commissioner of Patents, to be entered of recoi-d in 
his Office, according to law, and it is so ordered. 



•• 
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[U. S. circuit Coart— Soutbeni District of New York.] 

l^OBTH British Bubbeb Company v. Jandobp et al 

Decidrd Deeemher 29, 18S7, 
82 O. G.» 463. 

1. Bartlktt—Whkel-Tirr— Infringkment. 

Claims 1, 2, and 4 of Keit^iie Letters Patent No. 11,216, granted December 29, 
1881, to William E. Bartlett, for improvements in bicycle-tires, are noteotitleil 
to a broad conKtraction in yicw of th<' stiite of the art, and wben restricted to 
Rartlett'H artnal invention, if any, are n«it infrin^refl. 

2. Sams— Same— Samk. 

Letters Patent No. 466»532, granted January \ 1892, to William K. Bartlett, 
for improvements in bicycle-tires, cannot have the broad scope claimed for it, 
and when restricted to Bartlett's actnal iiivontiou, if any, iit not infringed. 

8. Invsntion — Improvements— NAxr k al Pe\ei.<)I'mknts— Nox-Patextabiuty. 
In SYery new manufacture many improvements are natnrallj suggested and 
made from time to time as a matter of conrse. Tlie patent law is not intende<l 
to secim a monopoly of all the natural developments of a general principle to 
the one \rho happens to make some special construction embodying it a few 
weeks in advance of others when it appears that such improyements were certain 
to be made in a short time. 

4. Same — Sam4— Same — ^Ni'merous Applications vok Same General Princi- 
ples—Evidence OF XOX-IXVEXTION. 
When many applications covering the same general principles are in the 
Patent Office at the same time, it furnishes persuasive evidence that in the then 
state of the art the discovory that tires mi<£ht be so fiistencd would not be of 
such a charact<er that one who luis formnlutetl it a few days or weeks in advance 
of others should be allowed to levy tribute for Koventeeu years upon the millions 
using tires of this kind. 

Mr. Frederic H. Beits wwA Mr, Edwin H. Brown for the coiuplaiuaiit. 
Messrs, Offield^ Towie it IJntJnctnn for the defendants. 

TOWNSEND, J.: 

This is a snit charging infringement of claims 1, 2, and 4 of Eeissue 
Patent No. ll,2Ui^ dated December 29, 1891, and claims 1 and 2, being 
all the chiims, of Patent No. 40r»,5;32, dated Jannary 5, 1892, both of 
aaid patents having been issued to William £. Bartlett for improve- 
ments in bicycle-tires. 

The defendants are purchasers from the Gormnlly & Jeifery Mauu 
factoring Company, of Oliicago, which has assumed the defense of this 
action. 

Said claims are as follows : 

Patent Xo, 11,216, 

1. A wheel having a vulcani/cd india-rubber tire of cylindrical form when fn% 
and without Joint atlter vulcanization and held u)ion the wheel in a form trough-like 
in section and there rctaine<l by inwardly -inclined llauges upon the wheel. 

2. A wheel having a lim forme<l >vith inwardly-inclined tiaugen, and a vulcanized 
india-rubber tire without joiiH formed from acylinder of rublierbeiit and held upon 
the wheel hi a trough-like form. 
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i. A wbeel-rim proTided with ontwardly-oon vergent side flftagM, aa umnlAr iaflttl- 
able tube Mated in said wbeel-rim, and a mbber tire of arched form in eroas-aection 
and embracing the oonvtex p<Hrtion of said annnlar tal>e and having its edges inclosed 
between said flanges aad the opposite sides of said annular tnbe, respectiyrty, sab- 
siaatially as shown and described. 

Pmtemt No, 466,632. 

1. The combination, as herein set forth, of a wheel-ria provided with an exterior 
groove and with convergent side flanges, an annular tnl>e of flexible material seated 
in the said groove, an annular U-shaped rubber tire sarrounding and embracing the 
convex portion of said tube, with its edgi^s adapted to be seated in the undercut 
recesses afibrded by tlie said inwardly-converging side flanges, and reinforcing-ribs 
for insuring the close confinement of the inclosed edges of the tire in the said recesses 
by the inflation of the said tube. 

2. The combination, as and for the purposes herein set forth, of the wheel-rim A, 
provided with the inwardly-converging side flanges a and a', the annnlar tube B, 
and the annnlar tire C, constmcted with the integral reinforcing-ribs C and C*. 

Defendants deny infiingemeat of any of said claims and deny com- 
plainant's right to bring suit on either of these patents at the time of 
the eommeiicement of the action. They contend that the foarth claim 
of Reissue Patent No. 11,216 is invalid because of anticipation and 
t)6cause the invention claimed therein is not in any way indicate<1 or 
attempted to be secured in the original patent. They further (XHitend 
that Patent No. 466,532 is anticipated and does not disclose any inven- 
tion in additMm to that contained in Patent No. 11,216. 

The application fer the original patent, No. 448,793, of which No. 
11,216 is the reissue, was filed November 18, 1890. The invention there 
described was a wheel with flanges on the rim, converging inwardly, 
and a cushion-tire consisting of a flat endless band of india-rubber 
broader than the space between the base of the wheel-rim, adapted to be 
secured within the converging flanges by bending the edges together 
and placing them there, the elastic force of the rubber being sufficient 
to hold the edges of the band firmly against the flanges of the wheel 
and the pressure upon that part of the band which at any time touched 
the ground while in motion increasing the pressure against the flanges 
at that point and thus holding the tire all the more securely. 

All of Bartl^t's original claims were at first rejected in the Patent 
Office. In a letter to the Offioe he then defined his position as fdlows: 

The leading feature ef thin invention is that the india-rubber tire forms an arch 
which is presented ftom flattening under pressoi-e of tho load simply by the support 
afforded it by a trough-like felly against the sides of which the arch abuts. The 
sectional form of the tire is rectangular, and that of tho felly is trough-like with 
inwardly-inclined sides, llie tire is sprung into place iw is shown in Fig. 5. It will 
be seen that the pressure of the load of the wheel gives rise to an outward thrust 
exerted by the edges of the tire against the siile, or inwurdly-incliued edKCSi of the 
trough-like felly. This is an csaential featui-e. 

Figs. 7 and 8 of the original drawings show means for snpiwrtiug 
this tire, one by a roll of sponge-rubber and one by a tube to be filletl 
with compressed air. It was stated in tlie patent that such supports 
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migbt be ased and that in saeli case the mbber band might be made 
thinner. 

In the history of the art of nil>ber bicyele-tires three distinct types 
have saccessively been developed, known, respectively, as the ^^ solid," 
A< cushion,^ and ^'pnenmatie" tire» The narrow surface of the solid tire 
slightly relieved the shocks eneonntered in practical use. The cushion- 
tire was hollowed out in its center and for this reason afforded a much 
more elastic support to the rider. The advantages derived from each 
of these constructions were due to the resiliency of the rubber tire itself. 
The pneumatic tire, altbongh it is constructed, in part at least, of rub, 
ber and although it presents to a marked degree the feature of resili- 
ency, depends therefiMr not upon the resiliency of rubber, but upon the 
resiliency of the air with which it is inflated. In fact, the ordinary 
external covering of mbber and cloth is practically devoid of resiliency, 
and the elasticity of the rubber is only incidentally made available in 
connection with the e^^aeity ef the rubber to retain tne highly -com- 
pressed air, which air by its activity furnisfaes the highest degree of 
resiliency. II is mportant to bear in mind this well-recognized distinc* 
tton, because it lies at the foundation of the issues herein involved. 

This patent was clearly for a cushion-tire, the tube filled with air ot 
a roll of sponge mbber being intended merely to support and increase 
the activity of said rnbb^ cushion-tire, which was the principal featuie. 

In his English patent, No. 16^348, for substantially the same inven- 
tion, the iNTovisional specification of which was filed October 14, 18$K), 
and the complete specification filed July 13, Iddl, and allowed August 
15, 1891, there is no mention of any such supports for the rubber band 
or tire and no indication of them in the drawings. 

The application for the reissue was filed October 22, 1891. The appli- 
cation for No. 466,532 was filed September 26, 1891. So far as the rim 
of the wheel and the flanges and the shape of the mbber tire are con- 
cerned the drawings do not differ substantially from those in the origi- 
nal applieatiofi, the drawings of the mbber tire in No. 466,532 being per- 
haps slightly thinner than in the other drawings. The inflatable tube, 
however, as shown in these drawings of the reissue, completely fills the 
space between the mbber tire and the trough of the wheel and touches 
or very nearly touches the whole of the inner edge of the rubber tire, 
as it did not in the original patent. 

In Patent No. 466yS33 the flanges are a little more convergent than in 
the former tire, which enables ribs or reinforoers to be added to the mb- 
ber tire, so that the edges of the mbber tire would seem to be hrid a 
little more firmly, and the inflatable tube everywhere touches the mbber 
tire. 

Defendants' wheel has a shallow flattened rim, thus diflering from 
eonplainautf s wheel, in which the trough of the wheel is comparatively 
daet>. The rim of defendants' wheel is provided with lateral flanges 
whidi converge inwardly and downwardly toward the axisof the wheels 
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thas forming two narrow recesses. The tire consists of tin inner tube 
completely encircled and inclosed by the outer sheath. Attached to 
this outer sheath are two beads or flanges which are pressed into the 
recesses formed by the flanges of the rim and fill snbstantially the whole 
of these recesses. When the tube is deflated, these beads or flanges of 
the outer sheath may be taken out one by one ; but they cannot be taken 
out by pulling both together, and when the tnbe is inflated and the space 
over them covered they are securely locked in position, and the out<er 
sheath, covering the tube, being filled, is held and locked firmly in place. 
By the inflation of the tube the tire, taken as a whole, is also contracted 
longitadinally, so as to bind the wheel more tightly. 

I am satisfied that the invention which complainant insists is secured 
by the Reissue No. 11,216 is not described or indicated in the original 
patent, No. 448,793. 

There is nothing in the specification, claims, or drawings of the 
original patent indicating that the patentee proposed to use the rubber 
tube or the roll of rubber sponge as a means of holding the cushion* 
tire in place. If there was anything in the original application to indi- 
cate such a function, it was found only in the two claims which were 
rejected by the Patent Office and were canceled. 

It is unnecessary to decide whether there is any invention in the 
original patent, No. 448,7d3, or the reissue. No. 11,216, or in the claims 
of the second patent. No. 466,532, because under the state of the art as 
shown in this case said patents cannot have the broad scope claimeil 
for them, and when restricted to Bartlett's actual prior invention, if 
any, they are not infringed. 

Defendants' device seems much more like the structures of the former 
JefFery patents than that of the Bartlett patents, and I think defend- 
ants' construction much more likely to have been suggested by exami- 
nation of the Jefiery patents than of the Bartlett patents. 

In order to hold defendants' construction to be an infringement upon 
complainant's patents it would be necessary to hold that complainant 
had invented and patented the principle of attaching a pneumatic tire 
to a wheel by providing beads, flanges, or attachments to the outer 
sheath, fitted into recesses in the rim of the wheel, and locked fast 
there by inflating the pneumatic tube. This he has not done, and 
there is no indication that he had any such idea in his mind at the 
time of any of his applications for the patents in question, nor is there 
any suggestion therein of any method by which such a result might be 
accomplished. 

It is agreed that pneumatic tires were used to only a slight extent 
in the fall of 1890, were but little known before that, and. did not come 
into considerable practical use until later. 

In every new manul^tnre many improvements are naturally sag- 
gented and made from time to time as a matter of course. The patent 
law is not intended to seoore a monoiK>)y of all the natural develop 
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meiits of a general principle to the one who happens to make some 
Bpecial construction embodying it a few weeks in advance of others 
when it appears that such improvements were certain to be made in a 
short time. 

Before the filing of the application for complainant's patent No. 
466,532, dated September 26, 1891, and before the filing of his applica- 
tion fbr Reissne Patent No. 11,216, dated December 26, 1891, there were 
filed in the Patent Offices of England and of the United States the 
following applications, showing devices for attaching a pneumatic tire 
consisting of a rubber tire surronnded by an onter sheath to a rim by 
means of attachments made fast to the outer sheath and locked by 
inflation of the pneumatic tube. 

In Patent No. 454,115, application filed March 26, 1891, patent issued 
June 16, 1891, to Thomas B. Jeftery, hooks attached to an onter sheath 
were made to fit into recesses formed by bending the flanges of the rim 
of the wheel outwardly and around. In Patent No. 466,565, application 
filed June 11, 1891, patent issued January 5, 1892, to T. B. Jeffery, tlie 
tire was also fastened by luioks attached to the outer sheath. Jefl'ery 
patent No. 466,789, application filed July 27, 1891, patent issued Janu- 
ary 12, 1892, has beads or spurs projecting from the outer sheath, which 
fit into recesses formed by bending over inwardly the flanges of the 
wheel, so as to interlock when the tube is inflated. In patent to 
William Golding, No. 493,160, application filed October 6, 1801, and 
patented in England December 8, 1890, the edges of the rim of the 
wheel are bent around and brought within a short distance of each 
other, leaving the exterior of the wheel nearly flat, with reces^ses below 
the flanges, and lateral projections on the tire are forced into these 
recesses and the tire inflated. 

In Wilson's British patent, No. 12,974 of 1890, provisional specifica- 
tion filed August 10, 1800, complete specification filed May 19, 1801, 
api)ear all the forms of the patents sued on and in addition a pneumatic 
tuLe, most of which is outside the rim of the wheel, nearly surrounded 
by an outer sheath having flanges locked in recesses formed by bending 
in the flanges of the riui of the wheel. 

In Kesterton's English patent, provisional specification filed Septem- 
ber 27, 1800, complete specification filed June 23, 1891, there is a tube 
charged with air and a jacket surrounding the tube with ribs or flanges 
pressed into the trough or recess formed by bringing the flanges of the 
rim around and near together. 

I do not think the devices in any of these applications are sufficiently 
like complainant's construction to raise a presumption that they were 
suggested by it, even though the applicants may be presumed to have 
obtained any information of it 

When so many applications covering the same general principles are 
in these two Patent Offices at the same time, it furnishes penuasive 
evidence that in the then state of the art the discovery that tiBefei^ight 
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be so fastened would not be of saeh a character that one who has for- 
mulated it a few days or weeks in advance of others (as Bartlett did 
not) should be allowed to levy tribute for seventeen years upon the 
millions using tires of this kind. 

It should also be noted that stdid tires of a construction similar to 
defendants'^ the flanges of the wheel being bent over so as to lock in 
attachments to the tire, had been patented and were well known befoi-e 
the alleged invention of Bartlett. 

Complainant has pressed upon the attention of the oouit the decision 
in the Supreme Court of Judicature, Court of Appeal, Great Britain^ 
in the case of the North British Rubber Company and another against 
the Gormully & Jeffery Manufacturing C<»pany, that case being a 
contest on the English patent No. 16,783 of 1890, before referred to^ 
between the real parties in the present case. The high character of 
that court commands the most careful and respectfiil consideration of 
its opinion. I am unable, however, on the evidenee before me to agree 
with the conclusions there reached. 

The Court says : 

It is established beyond qneetion that the patantee, Mr. Bartlett, by the inyentlmi 
which he pu tented in July, 1891, took an entirely new departure from anything 
which had gone before as regards both the method and the means for affixing a 
pnenniatic nil>her tire to a ciroalar wheel. That Mr. Bartlett's invention is the 
good sab|ect-!.)atter of a patent and of great utility cannot be doubted and, indeed, 
this is not reallv in contest before ns. 

Thf^ utility of his United States patent was certainly strongly con- 
tested in this court, and the evidence does not seem to be in any way 
contradictory. It was here testified that the tire was easy to remove, 
tough, and had great wearing qualities. There was no evidence that 
it afforded the advantages of pneumatic tires. There was no evidence 
as to how extensively it was used in England. The sales in this conn* 
try appear to have been made by the Remington Arms Company, 
who made a contract with the complainant, dated October 21, 18d^ 
by which they were given an exclusive license under the Bartlett 
patents to the close of 18M, with a right to an extension for three 
years more upon the same terms, the Bemington Arms Company 
agreeing to pay license fees prior to the expiration of 1894 on three 
thousand pairs of tires. 

The Bemington Anns Company sold during the year 18M six hun- 
dred and eighty-three pairs of tires and refnsed to renew the contrai^t 
if required to take any stipulated number. It was renewed for 18d5 
without any such stipulation, and during said year the Remington 
Arms Company sold one hundred and fifty pairs of tires. They were 
afterward sued for the royalty on the balance of the three thousand 
not sold in 18d4 and judgment was obtained against them. 

Durfng the year 1896 the Bemington Arms Company sold about 
fifteen thousand bicycles, and are likely to increase that amount in 
^S97; hoflihey have told no Bartlett tires. 
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I find no evidence of any other sales of Bartlett tires. 

Having examined the English patent on which the decision in The 
Narik British Rubber Company v. The Gormully dk Jeffery Company was 
based, I fail to find in it any statement of invention broad enough to 
cover defendants' construction. The complete statement of the pro- 
visional specification is as follows: 

This inTention relates to tiree which consist of a flat endless band of india-rabber 
wider than the dovetailed groove into whicli it is inserted so that it assumes an 
arched form when in place. I introdnce between the arched outside tire and the 
circular bottom of the metal rim a tube coDStructed of cloth and india-rubber 
provided with a brauch for filling it with compressed air. By this arraogemt^nt the 
outer band-tire may be reduced in thickness, and while assisting in sustaining the 
pressure (from weight) on the outer band the lateral pressure of the inside nir-tube 
will press its edges tightly against the dovetailed fianges of the metal rim and thns 
be effective in holding it more firmly against the flanges of the metal rim at the 
momentarily-bearing part of the tire. It will be. obvious that one advantage of this 
arrangement is that succe^tsive outside bands or tires can be renewed fVom time to 
time without the necessity of wasting the tubular air>chamber between it and the 
metal rim, and thns greater economy will be attainable. It will be generally most 
convenient to have the filling-tube of the tubular air-chamber projecting from ttie 
surface of the tubular air-chamber resting on the metal rim^ in which a hole is 
bored through which to pass the filling-tube. 

The only change in the wording of the complete specification as 
finally accepted is the substitution of ^^ thus be effective in holding it 
more firmly '' instead of '^ assists in holding it more firmly.'^ 

Apparently the only use of the air-tube in holding the rubber tire 
against the dovetailed flanges of the rim, as understood by the inventor, 
is at that part of the tire which is at the instant uix>n the ground, 
tlM idea of this inventor being that the pressure by tlie tire upon the 
ground will press in the outer rim of the air-tube and thus cause tlie air- 
tube at that }K)int to press laterally against the rubber tire and hold the 
tire more firmly at the point of contact with the earth. The statement 
of invention made to the Patent Office, above referred to, conveys the 
same idea. 1 cannot think that the broad invention now claimed was 
then in the mind of tlie inventor. 

Mr. Betts in his able memorandum, in which the arguments for the 
coMplainant are briefly and strongly stated, says: 

Doubtless, as is so often the case, tiie atf urncy and perhaps the applicant faileil to 
appreciate the exact nature and true merit of the invention. He had perhaps 
liuilded blotter than he knew. It was this ignorance of his which constituted and 
rniiseil iiis mistake. 

it is well settled that a patentee is not to be deprived of the benefit 
of his invention because he may have failed to state or recognize all 
the beneficial uses to which it may be put. I do not understand, bow- 
ever, that one can be said to have made an invention of which he is 
not himself aware. 

On a careful consideration of the whole evidence, including that as 
to the time of Bartlett^s invention, I am satisfied that he never made 
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the invention as now argued, and I am also satisfied that defendants' 
construction is not covered by the claims of the Bartlett patents. 

It is unnecessary to decide whether the exclusive license held by the 
Eemington Arms Company at the commencement of this suit divested 
complainant of the right to bring it 

Let the complaint be dismissed. 



[Coart of Appeal* of the Bltitrlct of Golumbi*.] 

Dodge v. Fowleb. 

J)9dded Deomber 8, 1897. 
82 O. O., 596. 

1. IXTERFRRBNCB— QUKHTION OK ImI>RACTICAULK DbVICK, CoNSIDKRATION OF RT 

Court ok Aphkai.s. 
Where each party to an intcrferciico attacktt the invention of the other M 
impracticable aud therefon; devoid of patentable uovelty, Held that that is a 
question which the Court of Appeals of the District of Columbia cannot con- 
sider in an interfenmce proceeding. That there may be extreme cases in which 
it would be proper in interfbnmcre proceedings to raise and determine the ques- 
tion of the patentability of the device in controversy may be concede<l, but 
onliiiarily no such question can arise in this court in such proceedings. 

2. Samk—Non-Patkntahi LIT Y— Want of Identity— Motion to Dissolve— Prac- 

tice OF THE Patent Office and Couht of Api'kaij». 
Where it is claimed that an allegc^d invention is wanting in patentability or 
wanting in identity with a tival applicaut^s device, Jfeld that the prosier coni-se 
to pursue is to move for a dissolution of the interference. The motion caunot 
be made in the CoUrt of Appeals of the District of Columbia, and except, per 
haps, in very extraordinary cases no saoh question can propprly be raised in or 
considered by this court. This must be regarded both as good practice and 
well-settlecl law. {llUey v. Peten, C. D., 1895, 349; 71 O. G.,892; 6 D. C. App., 
68.) 

3. Same — Laches — Dkciskin of Patent <Jffice Krvkiiseii. 

Although F. was the tirst to conceive, D. was the first to reduce to practice, aud 
as F. did not use due diligence in ])crfecting the invention, ffeld that D. should 
be awarde<l jn-iority. Decision of tiie Commissioner of Patents reversed. 

4. SaMK— Sa.MK— KXCUSE FOR Deiay. 

Where the t«*8tiniouy showe^l that F.'s delay was occasioned only by the faet 
that some one to whom be had ma<le application refused or declined at the time 
to construct a machine for him, i/eMthat if such acausc were allowed to excuse 
total inaction in regard to the invention and the discarding of it for the time 
for other aud more immediately profitalde enterprises it is difficult to see why 
inaction might not be justified forever and all rival inventoi-s effectually barred 
out of the field of inveution. 

5. Same— Priority— Non-Patentability ov the Device of Successful Con- 
testant. 
Although ]>riority of invention is awarded to D. over P., yet it is not lobe 
understood by the decision in awarding pri<irlty to ]>. that he is entitled to a 
patent for his invention, for from the statements of the Commissioner and the 
hoard of Examiners the inference to be drawn would seem to be that D.'sdeTioe 
is found to be wanting in patentability and therefon; that the declaration of 
interference was base<l upon mistake or ina4lvertcnc«^ 
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6. SamK'-8ame-~Samk— Refusikg Patent Aftbk Award ov PRiORiT^r. 

While DO motion was made by F. to dissolve the interference, yet if under the 
law and the rules of the Patent Office it is not improper after adjudication of 
priority of inyention to refnse a patent to the successlnl party in the interference 
proceedings npon groonds that have first been developed in those proceedings 
or upon grounds manifested at any time after the declaration of interference the 
eourt in its decision on priority is not to be understood as precluding such 
action by the Office. 

Mr. Robert F, Sogers and Mr. Philip T, Dodge for the appellant. 
Mr. George W. Rea for the appellee. 

MOBBIS, J. : 

This is an appeal from the decision of the Commissioner of Patents 
in a case of interference in linotype-machines for printing. 

The issue in controversy is defined by the officials of the Patent 
Office as follows : 

The combination in an organized machine for producing type- bars ironi impressed 
lines of matrices, of a magazine having separate cells for circulating t^ pe-plates, a 
carrier or holder having a line-assembling Channel or space, key meohanisui for 
individually releasing the circulating type-plates from the magazine-cells, a carrier 
or holder for matrix material, means for causing the line of type-plates to indent 
the matrix material to form a line of matrices, casting mechanism for casting a 
type-bar from the said matrices, and mechanism in operative connection with the 
line-assembling channel or space for removing the tyx>e-plates therefrom and returning 
theiii to their proi>er coIIh in the magazine. 

This machine thns described is of the same general tyi)e of line- 
casting machines devised by Mergenthaler and others in which an 
impression is made npon a matrix by means of a male or cameo type, 
the slug or linotype being cast from such matrix; but this is claimed 
to be an impiovement npon the Mergenthaler machine in this that to 
the system of circulating the male or cameo type, adopted from the 
Mergenthaler machine, there is added a holder or carrier for the matrix 
material and means for causing the assembled line of male type to indent 
the matrix material and for casting a slug from such matrix, all in the 
same machine. 

The api)ellee, Fowler, in his preliminaiy statement claims to have 
conceived the invention in controversy in the summer of 1888; to have 
disclosed it to others in the same year, again in 1889, and again in 
April or May of 1803; to have demonstrated its practicability in 1889 
by setting up ordinary type and impressing a lead plate by rolling the 
type into the plate; to have commenced illustrative drawings of the 
device in June of 1893 and the drawings for his application in August 
of 18!^, and to have commenced tlio constnn^tion of a working machine 
in August of 1893, which he completed in November or December of 
the same year, and to have completed another machuie for commercial 
nae in May, 1894. This statement he amended afterward by alleging 
that hiH conception of tlie invention was in the summer of 1887 and 
that in December of 1891 he maile drawings and commenced the con- 
12782 21 
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struction of a machiDe, which he finished in February of 1892; also, 
that hi» first disclosare of the InveDtioii to others was iu Aa^st of 1887. 

The apiiellaut, Dodge, in his prelimiaary statement says that he con* 
oeived the invention in July or Angnst of 1890^ that he corainttuicated 
it to others abont the same time; that he mate sketches of it between 
that time and the first of December of the same year and also dnring 
the summer months of the year of 1891 ; that no working machine was 
ever made, and that the machine has never been in public use. 

Dodge was the first to file his application for a patent, which he did 
on June 29, 1893. Fowler's application was filed on October 21, 1893, 
and his later date places upon him the burden of )>roof« 

Voluminous testimony was taken by both parties, and upon that 
testimony the Examiner of Interferences adjudged priority of inven- 
tion to Dodge. On appeal this decision was reversed by the Board of 
Examiners-in-Ohief, afid the decision of the Board of Examiners was 
sustained by the Oommissioner of Patent:^. Api)ea4 is now taken to 
this (X)urt from the decision of the CoramiRsioner of Patents. 

It is to be noted that each party attacks the invention of the other 
as impracticable, and therefore as devoid of patentable novelty; but 
that is a question whiclt we cannot consider here. That there may be 
extreme cases in which it would be proi>er in interference proceedings 
to raise and determine the question of the paten I ability of the device 
in controversy may be conceded; but ordinarily no such question can 
arise in this court in such proceedings. A prima facie determination of 
the patentability of the alleged invention and the practtciU identity 
of the devices of the riv^l applicants are necessary prere<iuisites for a 
declaration of interference, and if eitlier of these is deemed to be want- 
ing or is found in the course of the interference ])roceedings in the 
Patent Office to be wanting the proper course, as stated by the Exam- 
iner of Interferences in his opinion rendered in this case, is to move for 
a dissolution of the interference. The motion rannot be made in this 
court, and, except perhaps iu very extraonlinary cases, no such ques- 
ti(m can proiierly be raised here or c^onsidered by us. This we must 
regard both as good practice and well-settled law. (Hhey v. Peters^ 
0. 1>., 1895, 349; 71 O. G., S92; (5 D. C. App., 08.) 

All the tribunals of tlie Patent Office find the claim of the appellee. 
Fowler, as the iirst Ut have conception of the invention in ex)ntroversy 
to be sufficiently and satisfactorily established by tlio proof in the case, 
and we c<mcnr with them in that regard. In view of their unanimity 
on this ]K)int it would seem to be useless to analy/e the testimony that 
bears ui)on it. It is clciir to us that if Fowler liiul tlie invention at all 
he had it prior to his rival. The appelhmt, l)^Kl<>'e, therefore must be 
regarded a» the junior in conception. And it is concede<l that lie never 
reduced the invention to actual practic>e and that he never in fiict did 
anything more than make some sketches in illnstnition of it; but as 
he was the first to file his application for a patent, and is thereby enti- 
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tied to the adyantage of being regarded as having reduced it to con- 
straetive practice^ the burden of proof is upon tho ooDtestant Fowler 
to show that at the time of sach application he (Fowler) was in the 
ex<^cise of dne diligence in the prosecution of his invention. And after 
all, notwithstanding the volominons rt^eord before us, it is to this ques- 
tion of doe diligence on the part of Fowler that the controversy between 
the iMirties appears to have been narrowed. It was upon this question 
that the deei8t<AS of the tribunals of the Patent Office were made to 
turn, and it is upon the determination of this question that our decision 
must be made to depend. 

It does not appear that much, if anything, was done by Fowler 
between 188S and December of 1892. There seems to have been des- 
ultory aittempts made by him to interest Mr. L. G. Hine, the predecessor 
of Mr. Dodge in the presidency of the Mergenthaler Company, in his 
invention, but with no definite result In the meantime Fowler, who 
was apparently a prolific inventor, busied himself with other schemes 
and devices, among them a line-casting machine of the tyi>e of the 
Mergenthiiler invention, to which he xirofesses to regard the indenting 
device here in issue as greatly superior. But iu December of 1892 he 
succeeded to some extent in interesting Hine in his device, and he then 
exhibited to him a drawing which is claime<i to show the invention, or 
some parts of it, in an improved shai)e, and it is claimed that other 
drawings were made in the course of the flr^t half of the year 1893 ; but 
the only testimony to these is that of Fowler himself. Hine, however, 
again put him off and urged him to finish certain other work for another 
oomimny in which they seem both to have been interested. At last, in 
August of 1893, Fowler returned to his indenting-niachine and to bis 
solicitation of Hine, and told the lattiT that if he (Hine) would not build 
it some one else would be procured to do so. Fowler then succeeded in 
some way in procuring a machine to be constructed which embodied his 
device, and afterward, ou account of some stmctural weakness in this 
first construction, he had a second one made, which is alleged to have 
worked sucoessfully. All this activity, however, was after Dodge had 
entered the field of invention and had actually filed in the Patent 
Office the application from which the present proceedings have resulted. 

To Dodge must be assigned the second conception, but priority in 
reduction to practice, since under the law and the authorities he is 
entitled by hia application, treated as an allowable application, to the 
benefit of a constructive reduction to practice. It is true that it is held 
by the Oommissioner of Patents that he is not entitles! to the benefit 
of such reduction to practice, because it has been shown that his 
device, or a machine constructed according to his device, is inoi)er- 
ative; but, as we have already intimated, that raises a question which 
we cannot consider here. We must regard him as having construct- 
ively reduced the invention to inractice before Fowler filed his applica- 
tion iu the Patent Office. 
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Now thiB constractive reduction to practice is entitled to the date of 
June 29, 1893, the date of the filing of the application, and we fail to 
find in the record any sufficient evidence whatever that Fowler did 
anything in the way of a reduction to practice before Angnst., 1803, 
We cannot assume that his solicitation of Hine in December of 1892 
was any such nianifestatioii of activity and due diligence as the law 
requires, and his production at that time of a new sketch, which, 
according to his own claim, was no more than a mere variation of his 
original conception in 1887, cannot be regarded as evidence of diligence. 
Even if this second sketch should be regarded as proof of a new or 
second conception at that time, it was not followed up in such a way 
as to cut oat another inventor who appeared in the field soon after- 
ward and promptly followed up his conception of the invention with 
an application for a patent. In fact, it was not followed up at all, but 
practically discarded for another pursuit. Assuming that he made 
other sketches in the meantime, which cannot be taken as proved, 
mere persistence in the making of sketches, when the device or inven- 
tion has already been sufficiently illustrated in sketches and sufficiently 
explained to other persons, cannot be regarded as diligent prosecution 
of an invention. 

It is claimed that Fowler is or was a comparatively xKx>r .man, that 
the machines required to be constructed were costly, and that he had 
to rely upon his interesting others in his device to procure its actual 
reduction to practice; but apart from the fact that there is no good 
reason shown why he could not have done at any time prior to August 
of 1893 what he proceeded to accomplish at that time the plain answer 
to this contention is that he could have done at any time what Dodge 
did — that is, he could have filed his application in the Patent Office 
and thereby fully protected himself. In failing to do so he took upon 
himself the risk that other inventors might enter the field and gain 
an advantage over him by greater diligence. 

It is true that in the case of Yates v. ffuson (0. D., 1896, 278; 74 O. O^ 
1732; 8 App. D. 0., 93) this Court said that— 

the law tolerates ut least, if it (loen not oncoiirogef delay ou the part of iu venters 
in order that they may x>erfeot their inventions and obtain reasonablu evidence of 
thoir mf*rits ; 

and it discouraged the practice of crowding the Patent Office with 
hasty, crude, and incomplete devices; bnt there is no claim here on 
the part of Fowler that his invention was incomplete or that his delay 
was occasioned by any desire or purpose to i>erfect it. According to 
his own testimony the delay was occasioned only by the fact that some 
one to whom he had made application refttsed or declined at the time 
to construct a machine for him; but if such a cause were allowed to 
excnse total inaction in regard to the invention and the discarding of 
it for the time for other and more immediately profitable enterprises 'it 
is diffif^ult to see why inaction might not be justified forever and all. 
ival inventors effectually barred out of the field of invention. 
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ABSuming, therefore, that Fowler had the invoution in qnestion in 
1887 or 1888, that he then made sketclies of it and coinniunicated it to 
others, bat that he did nothing farther with it before Aagast of 1893 
beyond the making of some additional sketches and repeated solicita- 
tions to another person to constract a machine for him, which, how- 
ever, do not seem to have amounted to more than mere solicitation, 
and assaming also, which we mast assaine for the present purpose, 
that Dodge conceived substantially the same invention in 1890 or 
1891, or even in the early part of 1893, and that in Jane of 1893 he 
followed np his conception with an application in dae form for a patent, 
accompanied by appropriate sketches and drawings, upon which his 
application was adjudged to be an allowable one and his device to be 
a patentable invention constructively then reduced to practice by him, 
we cannot hold that there was due diligence on the part of Fowler 
which would preclude Dodge from having the benefit of the earlier 
application. 

Entertaining this view of the question of due diligence as presented 
to us in this case, we feel constrained to reverse the decision of the 
Ck>mmi88ioner of Patents and to award priority of invention to the appel- 
lant, Philip T. Dodge. 

But there is a consideration in the case which we cannot ignore, 
although we have specifically excluded it from any influence in our 
determination of the question of due diligence, which we have regarded 
as the only question before us in this interference. The Commissioner 
of Patents in his opinion says that — 

the Bpeciflcation and drawings in tlie application of Dodge ore insnfiicient to enable 
one skilled in the art, without other aids, to coustmot an operative line-casting 
machine of the indenting type called for by this issne. 

And the Board of Examiners expressed the same idea even more 
positively* They said: 

These objections are apparently valid and create a seriona donbt whether it woald 
Dot require much experiment, if not invention, to complete and perfect the Dodge 
machine. 

We do not desire it to be understood by our decision that Dodge is 
entitled to a patent for his alleged invention. What we decide is sim- 
ply that, assuming that Fowler and Dodge have made the same inven- 
tion independently of each other and that Dodge has been the first to 
reduce it to constructive practice by his first application for a patent, 
we think the question of due diligence should be settled in his favor as 
against Fowler. From the statements of the Oommissioner and the 
Board of Examiners the inference to be drawn would seem to be that 
Dodge's device is found to be wanting in patentability and therefore 
that the declaration of interference was based upon mistake or inadver*. 
tence. It is true that no motion was made on behalf of Fowler to dis- 
solve the interference; but if under the law and the rules of the Patent 
Office it is not improper after ac^i^idiofttion of priority of invention to 
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refuse a patent to the sacceasful party in tbe interference proceedin^rs 
upon grounds that have first been deyelope<l in those proceedings or 
opon grounds manifested at any time after tlie dec^laration of interfer- 
ence we are not to be nnderstood by this decision as precluding such 
action by the Office. 

Thi» opinion and the proceedings in tbe cause will be certified by the 
clerk to the Oommiasioner of Patents, acoonliug to law. 



[Canrt of AppeaU of the DUtrict of Columbia.] 

BKALS r. FiNKENBINBR. 

Decided December 14, 1897. 

82 O. G., r>j«. 

1. iMTERrBRRNCB— Priority— Dbcision Revkrsrd. 

Tbe decision of the CommiBsioner of Pntents awarding priority to FInkeii- 
biner reversed, since tho evidence is nut sufficient to overoouie the presamptioa 
in favor of Beats arising from his having been tbe first to file his application. 

2. SA.MB — Abandoned £xprrimbnt— Evidbncb of. 

The action of Finkenbiner In fkiliug to manufacture the device for two years 
after his alleged reduction to practice, dnriiig which time there was a general 
demand in the trade for tfce device and specific demand was made npoti him for 
a device performing its functions, and tho attempt on his part to mc^et the 
demand by devising some other form of device, raise tho presamption that what 
was done amounted to no more than an abandoned experiment, and this pre- 
sumption is not overcome by the statement of several witnesses that the teat of 
the device was satisfactory. 

3. Samb— Wkiuhikg testimony — Circumstances Sorrocndiko Transaction. 

In weighing testimony we are not bound to believe a particular fact, testified 
to by one or more witnesscH, simply becauMo they may not have been directly con- 
tradicted therein or impeached generally by evidence tending to ahow a want 
of reputation for veracity. The inherent probability or improbability of anch 
fa4-t is to be tested by nnquentioned circumstances that surround the main trans- 
action or occurrence, as well as by '' the ordinary laws that govern human ooa- 
dnct." {AtlantUs Warke v. Brady, C. D., 1883, 214; 23 O. G., 1330; 107 U. 8., 192; 
Telephxme Caaee, C. D., 1888, 321; 43 O. Q.,377; 126 U. S., 567.) 

MeMSTH. FowUr i& Fowler for the appellant. 
J/r. Henry Calver for the appellee. 

Shepard J.: 
1. This is ail interference proceeding involving the following issues: 

1. A sewing-machine lap seam feller consisting of two entirely separate and inde- 
pendent parts one of which is pr(»vided with means whereby it is adapted to be 
attached to the work-plate of a sewing-machine, and the other of which ia provided 
with means whereby it may be supporte<l from above said work-plale, laid parts 
having concave goiding edges arranged opposite to and thos flMing eaok other^ said 
concave guiding edges being approximately in the same horiaontal plaiMy aad hav- 
ing an uaobstraotod apaoe or opening between them* 
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3, A tewing-Biachiue U t p ■earn feUer c4MwwtiBg of two independent jwrtA having 
concaved opposing gniding edges, one of said parte being sapported by the work- 
plate of a macfaine anil having a flexible top and the other of said purls being Bup> 
porteil fh>m above the said work-pliite and having a flexible bottom. 

Tkedecisioa of the £xaiiiinw of Interferetices in &vor of the appellee, 
Finkenbiner, was rev^'sed ou appeal to the Examiner8-iu-X3hief, and 
their deoiskm in turn was reversed by the Assistant Gomtnissioner, 
who awarded priority to Finkeubiner. From this last decision this 
i^ipeal has been prosecvted. 

The application of the appellant, Beals, for a patent was filed in the 
Patent OiBoe April 23, 1804, and that of the appellee, Finkenbiner, 
Jnly 17, 1894. 

2. As is qnite common in this class of cases, there is a mass of con- 
flicting evidence in the record, which requires careful consideration and 
comparison in order to arrive at the merits of the controversy, bnt to 
review which in detail in stating our conclnsions would require a great 
consumption of time and S|mce that would not be compensated by any 
useful purpose that the same would subserve. 

The following facts are either admitted or proved with reasonable 
certainty; the appellant. Seals, was a practical machinist and had once 
been employed by the Singer Manufacturing Company. He was on 
friendly terms with the officers of the said company at St. Louis, and 
through their recommendation and assistance he was employed in 1892 
by the Premium If anufiietnring Company of St. Louis as machinist at 
their factory. The business of that company was the manufacture of 
clothing, much of it overalls and trousers made of heavy duck and 
jeans. It operated several hundred sewing-machines, the greater num- 
ber of which were purchased from the Singer Company, whoee general 
manager at St. Louis was the appellee, Finkenbiner. The agency and 
superintendence of the latter covered several States and Territories, 
and the business required the services of a considerable number of 
employees. Among tliese were several skilled machinists, who repaired 
machines and attachments thereto, started them in operation in facto- 
ries, and worked ou devices, attachments, and improvements. While 
Finkenbiner necessarily ha(l practical knowledge in the matter of the 
constmctlon and operation of the machines of the Singer pattern, it 
does not appear that he was a practical mechanic or machinist 

There was demand in 1892 among clothing manufacturers, which 
increased and became quite general iu 1893 and early in 1894, for a lap- 
seam feller wliich, attached to a two-needle sewing-machine operated 
by machinery for rapid work, would answer iu making cross or overlap- 
ping seams in goods of thick, hard, and heavy materials. There were 
several fellers and folders in use that worked well on ordinary seams, 
but would not admit of sufficient expansion to make the lap or cross 
seams without choking. 

The Premium Company was very anxious to secure an operative feller 
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for the al)ove purix>se and made ai)i)lieatioii to the Singer Company at 
St. Louis for attachnientH to a(*/Com])lisli it. At least two attachments 
of Singer make, one of which was called the ^'batterlly,^ were sent over 
for trial and found to be insufficient. Failing to obtain that which was 
wanted, Beals began attempts to make a device to answer the purpose. 
He made one in two pieces in October, 1893, and operated it sufficiently 
to demonstrate its utility. He continued to perfect his device to meet 
difficulties as they arose, and in March, 1894, it was used on a machine 
and made successfully thirty-flve dozen of trousers and overalls in one 
day. Beals assigned an interest of one-half in his invention to John 
Greene, manager of the Premium Company, and the Standard Machine 
Company, a rival of the Singer Company, has an interest in it by sub- 
sequent contract. The application of Finkenbiner is prosecuted for the 
benefit of the Singer Company as assignee. 

3. There being no doubt that Beals made his feller and operated it 
successfully, an attempt has been made to show that he must have bor- 
rowed the idea from the model of the invention claimed by his oppo- 
nent to have been previously made in the workshop and by the 
machinists under his control. That Beals had access to that shop and 
was occasionally there is true; but there is no testimony of weight 
sufficient to create more than a bare suspicion that he might prior to 
his own conception and reduction to practice have seen something that 
suggested the idea to him. 

On the other hnnd^ without regard to the sufficiency or the insuffi- 
ciency of the proof tending to show that the model of the invention, 
as now claimed by Finkenbiner, was then in existence at all, certain 
unquestioned circumstances tend strongly to negative the suspicion 
that Beals may have seen and copied the same. Acconliug to Finken- 
biner's evidence the attachment of his invention was roughly made in 
December, 1892, tried on a machine, and then removed and put away. 
It was not sent over to be trie<l in the Premium Company's factory with 
the ^' butterfly" or any other. Besils's work was not concealed. It could 
have been seen by the machinists in appellee's employ on their visits 
to the fa(*tory. Ap^iellee himself visited the factory in company with 
the Singer Company's Chicago agent in the spring of 1894 and saw the 
feller in operation. In April, 1894, (rreene talked with the general man- 
ager of the Singer Company in New York with a view to interesting 
him in the manufacture of the device and sent him one, at his request, 
to be examined at the general manufactory. The point may be dis- 
missed from further consideration. 

4. As Beals is the senior applicant, the burden of proof is upon 
Finkenbiner to establish both conception and reduction to practice prior 
to October, 1893. Whether the exact date of Beals's reduction to prac- 
tice be in October, 1893, or at any time up to March, 1894, is immaterial, 
because Finkenbiner alleges and all of his evidence is directed to 
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proving his conception of ttie invention in 1892 and reilnction to prac- 
tice in or before the expiration of December of that year. 

It is neither necessary nor important that we consame any time in 
considering the disputed que^stion whether Finkenbiner really conceived 
the idea embodied in the issoe of interference in 1892, as claimed. 

If he had such conception, but failed to reduce it to practice before 
Reals did, then, as shown by his own evidence, he was not using such 
diligence in perfecting and utilizing his invention as would close the 
field to the later bat successful entry of Heals. 

Passing by the question of conception, then, to that of reduction to 
practice, we do not find the evidence of sufficient weight, under all the 
circumstances in connection with which it must be considered, to satisfy 
us that the appellee's conception, if embodied in the model shown, was 
reduced to practice in December, 1892, or at any time liefora Beals's 
invention was operated for commercial pttri>oses. Assuming that he 
conceived the idea of a lapseani feller in an attempt to supply the 
demttnd for one that would, on a machine operated by power, pass the 
cross lap-seams of heavy goods without choking and that his witness 
Schwarz made a device embodying that conception in December, 1892, 
we cannot find sufficient foundation in the evidence, when carefully 
weighed, to justify the belief that it amounted to anything more than 
an abandoned experiment 

It is true that four witnesses, or five if one be counted who was called 
by the appellant, besides the appellee himself, say that this model 
feller was made and fitted to a two-needle machine and tested suc- 
cessfully in December, 1892. 

Two of the witnesses called by the appellee differ from him and his 
two leading witnesses in some important particulars. The other two, 
Schwarz and Herman, and appellee himself, have been contradicted in 
other material points of the case by witnesses who, to say the least, 
appear on the record as equally credible. 

The nature of this particular ])oint of course did not admit of direct 
contradiction by the appellant. 

In weighing testimony we are not bound to believe a particular fact, 
testified to by one or more witnesses, simply because they may not have 
been directly contradicted therein or impeached generally by evidence 
tending to show a want of reputation for veracity. The inherent proba- 
bility or improbability of such a fact is to be tested by the unquestioned 
circumstances that surround the main transaction or occurrence, as 
well as by '*the ordinary laws that govern Iiuuian conduct." {Atlantic 
WorJc8 v; Brady, C. D., 1883, 214; 23 O. (i., 13;i0; 107 U. S., 192, 203; 
Telephone Cases, C. D., 1888, 321; 43 O. U., ^77; 126 U. S., 667.) 

One of the minor circumstances, of little weight by itself, however, 
is that no sample of the seams said to have been Ktitched with the aid 
of the model feller was preserved. Again, just before or about the time 
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of the alleged Baccessful exi>eriroent Marx & Haas, clothing manafae- 
turerH of St. Louis, bad stated their wantof a feller for cross lap-seams 
of heavy goods and bad sent to appellee^s office a sample of thick lined 
gpoda to be examined and tried. Without experiment this sample was 
sent to the New York office of the Singer Company from whence it was 
never returned. 

No feller was sent to Marx & Haas and they were not informed that 
a new attachment had been invented and might be ready at a later 
period. 

Other and more important circumstances seem to be utterly irrecon- 
cilable with the fact that this invention had then beeu^pot in practical 
shai)e, thoroughly tested, and found to operate successfully. 

There was in 1802 a demand, that grew rapidly in proportions, for a 
lap seam feller that would do the work of the invention in controversy. 
No one knew this better than Finkenbiner* He was in close touch with 
the manufacturers to whom it was his business to sell the machines and 
attachments of his company. It was not only part of his business to 
keep pace with the demamds and needs of the manufacturers, but also 
to respond to them. He said that the necessity of some such attach- 
ment was particularly brought to his attention ^Mate in ISOror early in 
1892." U would be hard to account for his attention to the matter or 
for his taking time, considering the many business cores that he says 
he had, to mikke the invention at all without some demand or apparent 
need for it. He sayat 

The particalar thing was to get an attaehment which woald make lap-neauiB run- 
ning over lap-seams in heayy gooils in doing this class of work. 

He says again that this demand had been ^< called to his attention in 
a general way and possibly in some specific cases." Marx & Haas have 
been mentioned, and he named a firm in the city of St. Joe. The Pre- 
mium Company made repeated and urgent requests for such a feller 
early in 1893. A feller of Singer manu&oture, called the "butterfly," 
was sent to them and was altered without satisfactory result. Another 
was made in the St Louis workshop and sent or taken over, but proved 
inoperative. The machinists under the control of ap|)ellee made fire- 
quent visits to the factory, which was very near his oiBce, in the course 
of attempts to supply the demand for a satisfaotory feller. Schwars 
took or sent over a device in the spring of 1894 upon which he had 
labored for sometime and which he was confident would work. Trial 
demonstrated its failure. He then, and possibly before, saw the Beals 
invention at work. Now with all this demand and with at least two 
acknowledged attempts to make and adapt a feller to the use of the 
Premium Company and with the assurance of sales of both attach- 
ments and machines that would necessarily follow the introduction of 
the feller no attempt was made by Finkenbiner to revive or bring to 
light bis completed and successful model of December, 1892. He did 
not even inform the general manager of the Singer Oompaay at New 
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York of his invention until sometime in the summer of 1894. When 
he visited the factory of the Premium Company in the spring of 1801, 
in company with the Chicago manager of his own company, and saw 
his invention in actual commercial use as the invention of another, he 
said nothing to indicate his claim. 

Schwarz admits that he wcMrked on other plans and Anally made a 
Mler in two parts, which was the one tried by the Premium Company 
in 1894 and found unsatisfactory. Finkenbiner admits that he was 
informed of this last construction. 

Here the inevitable question presents itself, why all of this work or 
new plans and models when there was one then in the shop in complete 
working order which had been tested and proved to be the very thing 
that was wanted t 

This question was not answered by the two machinists, Schwarz and 
Herman. 

The answers or explanations of Finkenbiner given on cross-examina- 
tion are far from being satisfiMtory. He was asked what was his 
motive after reducing his invention to practice in 1892 in taking the 
attachment from the machine and putting it awa^^ His answer was: 

At the time I was very busy in condnoting the business, and bad it taken off and 
pat away nntil each time as I bad time and wished to take it ap again. 

Schwarz, however, said that after the feller had been removed and 
pat away it was referred to in making another on the same principle, 
but more convenient to handle, and that several times during 1893 
Finkenbiner made sketches for him to work by. 

Finkenbiner was also asked why he did not advise the Premium 
Company that he had invented such a lapseam feller or folding attach- 
ment as had been called for. To this he replied : 

We never advise the trade of what we bave in progress nutil we are ready to place 
the article npon tbe market. 

This is Indirect conflict with the practice pursued with the Premium 
Company, as we have seen, and with another answer made by liim. 
Having been asked about the fellers sent to that company, he said: 

I tbink there were a coaple of models or forms shown tbat we made and some of 
oor employees sent over there to be tested while I was absent. One, probably, was 
one of tbe first tbat was made wbiob tbey had a conplo of, of a diflferent cbaracler, 
sad another was a later one on a different principle. Wo frequently get up different 
kinds of attachments and folders to snit the different kinds of work, and often send 
them ont to some of oar friends to toHt tlicm on practical work before we go any 
forther with them, If they are not of too great importance, or where we know tbat 
they wiU do it in good faith. 

When asked to explain his delay in making application for a patent, 
be answered : 

This was only one of tbe many things tbat occnpied my attention, and, as tbey 
f^^aontly do, are worked on or completed as we get time to give them attention. 
I do not know of any speeial reason other than this why the matter was not takoa 
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Beyond this statement of want of necessary time we have no evidence. 

He was not engaged in making other inventions dnring the time. 
The business which he managed was well organized in every depart- 
ment and provided with an ample corps of snbmanagers, machinists, 
salesmen, and clerks, and nothing appears to show that he was engaged 
in extra or unusual work to suich an extent that he could not have given 
the Rmall amount of time only that was necessary to forward the model 
to the principal office and factory for examination, further trial, if 
desirable, and for manufacture. 

Without going ftarther into the testimony, we think enough has been 
said to justify the conclusion that the presumption in fiftvor of Seals 
has not been overthrown. 

The decision appealed from must therefore be reversed. It is so 
ordered, and this decision, with the proceedings herein, will be certified 
to the Oommissiouer of Patents, as required by law. 



[Court of Appeals of the BiBirict of Columbia.] 

Neill v. Gommissionsb OF Patents. 

Decided December 8, 1897. 
82 O. G., 749. 

1. Pfactick of thb Patent Office—Jurisdictiok of the Cohrt of Appkaub 

OF THB District of CoLUBfBiA to Regulate. 

The practice of the Patent Office is not a matter for regulation by the Conrt 

of Appeals of the District of Colombia, and irregularities therein, even if patent 

on the record, would only be eonsidered by this conrt when some substantial 

right of a party has been denied and the point sayed for presentation on appeal. 

2. Same— Wrohglt Granting Patents^Request for Interference. 

Where appellant claimed that patents were wrongly granted to £. and after 
he had adopted E/s claims his application should have been placed in interfer- 
ence with E.y Held that whether the grant of E.'s patents was right or wrong or 
capable of satisfactory explanation and whether an interference should be 
declared are matters not within the Jurisdiction of the Court of Appeals of the 
District of Columbia. 

8. Same— Same— Same. 

If the Court of Appeals of the District of Columbia had a right to inquire 
into the propriety of the issue of the patents to £., and it was plain that an 
error had been committed therein, that would not excuse a similar error in favor 
of the appellant in order that he might be put in interference with him. 

4. Invention— Anticipation— Several References— Decision of Patent 

Office Affirmed. 

After examination of the patents cited as references against appellant's elaims, 

KM that^ considered together, they constitute complete anticipation of the 

process claimed to have been diaoovered by appellant, and the decision of tlie 

Patent Office affirmed. 

Jfr. Jame% JS. Sogers for the appellant. 

Mr. W. A. Megratk for the OommiBsioner of Patents. 
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ShEPABD, J. : 

1. This is an appeal from the decision of the Commissioner of Patents 
refhsing an application of James W. Neill^ filed January 13, 1890, for 
the patent of a method of concentrating pyritiferouS ores. 

The following are the claims that were rejected : 

1. The process of rendering magnetic nun-magnetic ores of the class specified and 
then separating snoh magnetic ores from the gangoe or other associated metals or 
minerals^ which consists in first crasliing.as near as may be the mined or cold ore to 
a aniform condition of granulation or palYerization, then heating the crashed ore to 
soch temperature as to render the non-magnetic pyrites magnetic and then magnet- 
ically separating the latter from the ore or gaugue, substantially as set forth. 

2. The process of separating non -magnetic pyritiferous ores firom gangue or asso- 
ciated metals or minerals, which consists in first approximately reducing the ore to 
a aniform pulyerization or granulation, then heating it to convert the non-magnetio 
pyritiferouB particles to magnetic particles, and then magnetically separating the 
latter firom the ore or gangae, substantially as set forth. 

3. The process of separating non-magnetic ores from their gangue or associated 
metals or minerals which consists in reducing all the ore to an approximately uni- 
form degree of granulation or palyerizationy then drying the same, then heating to 
convert the non-magnetic particles to magnetic particles and then magneticaUy 
separating the latter from the gangue, substantially as set forth. 

4. The method of concentrating chalcopyrite ores by eliminating magnetically any 
magnetic material therein while the copper and iron pyrites are non-magnetic, and 
then heating the remainder to such a temperature as to render the chalcopyrite 
magnetic and separating the reduced chaloopyrites magnetically, substantially as 
set forth. 

5. The method of concentrating chalcopyrite ores, which consists in crushing the 
ore to disengage the chaloopyrites, iron pyrites, earthly gangue, and magnetic 
pyrites, magnetically separating the magnetic pyrites, heating the residue, thereby 
rendeihug the chalcopyrite magnetic, and magnetically separating the same, sub- 
stantially as set forth. 

0. The process of separating pulverized chalcopyrite and iron pyrites or other 
materials which are rendered magnetic by heat from other non-magnetic material, 
which consists in heating the mass sufficiently to render the chalcopyrite magnetic 
and magnetically separating the frame, theu heating the residue to a higher tempera- 
ture and magnetically separating the iron pyrites substantially as described. 

7. The method of obtaining copper and other valuable constituents of chalcopyrite 
ore, which consists in first concentrating the whole by vanning or otherwise, sepa- 
rating the naturally magnetic material magnetically, tiien heating the remainder to 
a temperature sufficient to render the chalcopyrite magnetic and insufficient to ren- 
der the iron pyrites magnetic, separating the magnetic chalcopyrite magnetically, 
then reheating the remainder to a much higher temperature to render the iron pyrites 
magnetic, and separating the same magnetically, leaving the gold, silver, lead, etc., 
as a final non-magnetic residue, substantially as described. 

8. The process of separating magnetic oxid of iron from magnetic pyrites where 
both occur in the same ore, consisting in subjecting the crushed material to magnetic 
action of such strength that, due to the difference in specific magnetic capacity of 
the oxid of iron and the pyrites, the oxid-of-iron particles will be acted upon, while 
the magnetic particles wiU not be acted upon, substantially as set forth. 

9. The process of treating ores containing magnetic oxid of iron and magnetic 
pyrites, consisting in first crushing the ore, then passing it through a magnetic 
separator of sufficient strength to separate the entire magnetic material from the 
nou-niognetic gangue, nnd then passing the concentrated ore through a magnetic 
separator of soch strengtli that, due to the difference in specific magnetic capacity 
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of the oxid of iron and the pyrites the ozid-of-iion particles will he eepumted tnm 
the pyrite artideti sahetantially ee set forth. 

10. The prooeas of separating nickeliferoas from non-nickeliferoiis pyrrhoUte 
where hoth occar in the same ore> consisting in subjecting the o^osbed material to a 
mugnetio action of snch strength that, dne to the difference in magnetio capacity of 
the nickeliferons and non-nickeliferons pyrrhotite, the uon-nickeliferoos pynhotite 
will he acted upon magnetically, while the nickeliferons pynhotite will not he thus 
acted upon, substantially as sot forth. 

11. The process of treating ores containing nickeliferons and iiOB*iiiokeliftT008 
pyrrhotite, consisting in first crnshiiig the ore to free tho particles of pyrites ftom 
the gaugue and other metals, passing the material throngh a magnetio separator of 
a sufficient strength t4> withdraw all the magnetic pyrites and then passing the mag- 
netic pyrites through another separator having a sntficient strength to act upon the 
nun-nickeliferous pyrrhotite, but not upon the nickeliferoas pyrrhotitei suhstsatially 
as set forth. 

Of the foresfoiDg, the flnst two claims, with animportaut modifica- 
tions, arc to bo foand in the original applicatioD. The third claim, 
wbicli the application was amended so as to embrace, adds the prooeas 
of drying the ores, when necessary, after pnlverization, before beating 
them for the pnii)ose of the electrical separation. 

The eight remaitiiug claims purport to be copies of the claims in cer- 
tain patents issued to Thomas A. Edison upon applications filed subse- 
quent to that of ISeill, and were added without farther amendment ct 
the specification of the application. 

2. Seventeen errors have been assigned in the reasons fbr appeal, 
many of which, relating to mutters of practice in the Patent Offioe, we 
do not feel called upon to consider. The practice of that Office is not 
a matter for our regulation, and iii-egularities therein, even if patent on 
the record, would only be considei-ed when some substantial right of a 
paity has been denied and the point has been saved for presentation 
on appeal. 

3. Tlie decision of each of the three tribunals of the Patent Office 
has been against the applicant on the ground that there is no patent- 
able novelty in the first two of his claims, and each has considered 
the remainder of the claims to involve substantial departures from the 
invention described and claimed in the original application, under 
the rule laid down in Chicago and Northwestern Railway Co* v. Sayles 
(C. D.y 1870, 349; 15 O. G., 243; 97 U. 8., 554, 563) and other cases 

cited. 

In so far as the second point of the decisions above referred to 
applies to those parts of claims Ko. 4 to No. 11, inclusive, which indi- 
cate processes of electrical concentration and separation of pyritiferous 
ores without a preliminary heating process at all, we think it has been 
correctly decided ; but to concede that in so far as they may relate to a 
process of heating the said ores preliminary to electrical separation it 
was error to exclude them from consideration would not substantially 
affect the merits of the appeal as they appear to us on the whole 
record. 
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4. After oareftal examination of tbe 6|)ecification8 and claims of the 
patents dted as references we are compelled to agree with the tribunals 
of tbe Patent Office that, considered together, they constitute complete 
antieipation of tbe process claimed to have been discovered by the 
appellant. He of course does not claim to have discovered the proc* 
ess of electrical separation. It is in certain steps in connection there- 
with that invention is elaimecL As the references aforesaid are matters 
of record and have been dlscnssed in the decisions apjtealed from, 
we shall not consume time with their review in detail. It is enough to 
say that in oue of them at least — ^the patent to John It. Francis of 
May 23, 1873 — ^the process of roasting— that is to say, drying the ores 
after pnlverization and before heating, as set out in appellant's claim 
No. 3 — ^is distinctly claimed. 

Several references show processes for pulverizing and then heating 
pyritiferous ores in a furnace to a sufficient degree to drive off a part of 
the sulfnr contained therein and render them fit for the final, process 
of electrical separation or concentration. The contention on behalf of 
the appellant is that there is a substantial difPereuce between tbe proc 
esses of other patentees and his own in the fact that tboy introduce 
certain reducing agencies in the act of heating — such as charcoal, 
hydrocarbon gases, sui)erheated steam, and the like — the effect of 
which is to convert the snlfids of iron and copper into the oxids thereof, 
and in support of the contention he refers to their specifications and 
offers a statement from his own, as amended, in comparison therewith. 

After stating the details of his process of crushing and heating and 
contrasting it in point of time and fuel saved with tlie processes of 
beating in kilns, piles, or heaps, he says : 

If heating in piles, kilns or heape be attempted uii on>H contain lii^ pyriti*H, the 
reaetiou cannot be oontroUed at all, and either a large part of the pyrites would 
remain uncbanged or It would be conyerted into a noii-magnotio Rtato, ne osid, and 
thus the object of much heating wonld be ihistrated. * * * By my proccae it is 
obvions that non-magnetio pyritiferoos orea of all kinde can be more effeotnaHy and 
•oonoBieally treated than can be done by proceeeee involving kiln, heap or pile 
heating, roasting, or oxidizing of sach ores. 

The foregoing and the contention which it is cited to support are not 
in i)erfect aoconl, it may be remarke<l, with the declaration in the speci- 
fication, as filed with the original application, that — 

I am well aware it has long been known that heating iron pyrlteH in closed vessels, or 
npon charcoal, converts the same Into a magnetic iron sulild; bnt so fur as I know 
it has never been proposed to separate the iron snlfld Arom the gangne or other mate- 
rial in the ore by the preliminary action of heat and the subsequent application of 
magnetism for purposes of conoentrntion. I have found it not necessary to use 
closed vessels or charcoal in connection with the heating to convert the iron pyrites 
into iron snlfld, bnt that the iron pyrites by heating in any manner to the necessary 
degree and for the reqnisite length of time is converted into a strongly magnetic 
iron sulfld, and then can be separated easily and quickly and cleanly, by magnetism, 
from its gangne or other associated material. 



336 DECISIONS OF U. 8. COURTS IN PATENT CASKS. 

Kow if tbe facts were in entire support of the broad contention as 
made we are not prepared to say that there might not be a patentable 
difference between tbe two processes. (See in re Musgrave^ 25 W. L. 
B., 285, 287, and cases cited therein.) We need not, however, go fnr> 
ther into that inquiry, because it is rendered wholly unnecessary and 
irrelevant by the distinct si)ecii]cation and claims of at least one of 
the references — namely, the English patent of Frederick John King, 
granted January 23^ 1874. He says: 

ThiH invention relates to eflfectiug the separation of ores or of natural mineral 
snbstiinces which by the application of heat, or by the application of beat together 
with a reducing agent, are capable of being rendered magnetic, or capable of being 
attracted by means of a magnet or magnets and thereby l>eing capable, by means of 
snch ugency, of being separated from non-magnetic and other imparities. 

And his first claim is: 

In submitting ores or other similar natural mineral products containing sulfur, 
such fur example as iron pyrites or minerals containing the same, which upon being 
subjected to the action of heat cither in a closed or in a partially-cloeed veeael tbe 
sulfids of iron shall be rendered magnotic, or capable of being attracted by means 
of a magnet or magnets. 

The second claim relates to the ^'higher oxids of iron" and their 
heating ^4u conjunction with a reducing agent, such, for example, as 
charcoal," for tbe x)uri)oso of tlie electrical separation. 

5. The complaint of tbe appellant that patents were wrongly granted 
to Thomas A. Edison and that, especially after tbe adoption of eight of 
the Edison cbiims by liim, his application was not placed in interference 
with tbe said patents to Edison cannot be considered. Whether the 
grant of tbe Edison patents n[)on those claims in whole or in part was 
right or wrong or capable of satisfactory explanation in the light of the 
opx>osition made to the application of tbe appellant or of tbe references 
aforesaid are matters npt within our jurisdiction. As a necessary pre- 
liminary to tbe declaration of an interference tbe invention claimed 
must first have been declared patentable. As the decision of that ques- 
tion was against biui, and correctly so, he is in no position, here at least, 
to complain that Edison has received something to which he had an 
earlier and better claim. 

If we bad a right to inquire into the propriety of the issue of the 
patents to Edison, and it was plain that an error bad been committed 
therein, that would not excuse a similar error in favor of tbe appellant 
in order that be might be put in interference with him. There are other 
ways for tbe correction of such errors. 

Finding no error in tbe decision of fbe Assistant Commissioner of 
Patents, tbe same is aifirnied, and this decision will be certified to the 
Commissioner of Patents, it is so ordered. 
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[U. S. Circuit Court—^athern DUtrict of Ohio, Western Division.] 

Kelly et al, r. Springfield Railway Company et al. 

Decided September U, 1897. 
82 O. G., 751. 

1. Costs in Patent Casks— Brief.**, Records, Models, Exhibits, Etc. 

In the absence of a rale of court or of a written stipulation bo providing the 
eiLX>ense of printing records, briefs, and supplemental briefs in the circuit court 
or of procuring copies of the official stenographer's notes of testimony for the 
nse and convenience of the parties is not taxable as costs; neither is the expense 
of constructing or procuring models, charts, photolithog^aphing paper exhibits, 
etc., need at the hearing to illustrate and make clear the oral evidence. 

2. Same— Stipulation Substituting Printed Copy for Original Record — 

Order of Court. 
An order of court entered upon application of both parties pursuant to a stipu- 
lation between them that a printed copy of the proofs and record shall be con- 
sidered ''for all the purposes of this suit" and shall constitute the original 
record therein is not an order reciuiriug the printing of the proofs and record, so 
as to make the cost of such printing taxable against the losing party. 

8. Sams— Supplemental Briefs. 

The granting of leave to file supplemental briefs does not make the expense of 
printing them taxable costs. 

Mr. Julian C. Dowell and Mr. F. F. Fish for the complainants. 
Mr. Paul A. Staley and Messrs. Kerr^ Curtis & Page for the respond- 
ents. 

STATEMENT OF THE CASE. 

This was a suit in equity by O. S. Kelly and others against the Spring- 
field Railway Coiupaiiy aiul others for alleged infringement of a patent. 
The cause was heard on defendants' motion to include in the taxation of 
costs certain items of expense. 

Sage, J. : 

This is a motion by defendants to include iu the taxation of costs the 
expense of printing defendants' record, $711.33; of printing brief, 
$3S9.10; supplemental brief, $31.20; illustrative charts of applications 
for patents in suit, $141.65; of photolithographiug pai)er exhibits, 8339; 
of copies of complainants' testimony, $50,40; of constructing defend- 
ants' models and tracks and electrical appliances for operating same, 
$443, and of copy of opinion, $3.25; total, $2,108.93. All these were, 
in accordance with the general practice of the court, excluded by the 
derk. It is claimed that this case, however, should be excepted from 
ihe general practice by reason of certain stipulations aud an order of 
eoort. Prior to the hearing, counsel, under a stipulation filed Decem- 
ber Of 1S95, took or retained possession of all physical exhibits offered 
in evidence for photolithographiug or printing. 

At the hearing the court allowed counsel for the respective parties 
upon their application, time for filing supplemental briefs. Later, by 
12782 22 
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written stipalation, the time was, with the coDsent of the court, 
extended still later— that is to say, on the 0th of November^ 1896, it 
was stipulated in writing by and between the solicitors for the respec- 
tive parties that the printed copy of complainants' proofs on final hearing 
and of defendants' record, '< filed herewith," should — 

be coniiidered, for all the purposes of this suit, to be the original depositions taken 
and exhibits offered on behalf of the respective parties — 

and that they together should ^^ constitute the original record." This 
stipulation was filed on the 18th of November, 1896, and on the same 
day the court made an order — 

upon reading and filing the annexed consent [referring to the stipulation] 

and upon motion of solicitors for defendants — 

that the printed copy of complainants' proofo on final hearing, and of defendants' 
record, filed herewith, shall be considered, for all the purposes of this avdt, to be the 
original depositions taken and exhibits offered on behalf of tlie respeotive parties, 
and shall together constitute the original record in this suit. * 

<< For all the purposes of this suit" is comprehensive enough upon 
any known rule of interpretation to include taxation of costs. The 
clerk, so iijterpreting, made the taxation in all respects as if upon the 
original depositions, exhibits, and proofs. 

The argument in favor of includiug in the taxation the costs of print- 
ing and lithographing is that the entry above recited, made subsequent 
to the taking and certification of the record, upon the written consent 
of the parties, while it did not cancel the type-written testimony and 
the exhibits offered, did have the efiTect to ^'merely withdraw" them 
from the files of the court, excepting that had a question arisen as to 
the correctness of the printed copy recourse might have been had to 
the original papers, ^^then and now in the custody of ccnnsel." But 
the court having, under the circumstances recited in the order, ordered 
a printed and lithographed copy of the record before it, counsel urge 
that it follows from the course of decisions that the cost of compliance 
with the order must be borne by the defeated party. This is very 
ingeniously put, but it is not sound for the following reasons: First, 
the order did not have the effect to withdraw the original copies of the 
record from the files. A& drawn, it closed with a paragraph expressly 
ordering that the parties might withdraw all the exhibits and deposi- 
tions; but the court drew erasing- lines, striking that paragraph out, as 
appears on the face of the draft accepted and filed. This court never 
allows original depositions or paper exhibits to be withdrawn fh>m the 
files of patent causes, unless there be some imperative reason, and even 
then only temporarily. If counsel still have original depositions or 
paper exhibits in this cause in their cnstody, the court requests that 
they be returned to the files, for the reason that other parties now or 
hereafter interested in the matters involved in this litigation may have 
occasion to inspect and examine them, and to them it may be impor- 
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taDt to have access to the origiuals. Sometimes it becomes necessary 
to permit tbe permanent withdrawal of paper exhibits; bat the condi- 
tion invariably imposed is that certified copies be taken and left in 
their stead. Second, the cost of complying with the order was nominal 
only, if indeed it was anything, for the printing and lithographing were 
done before the court was moved to make the order, and the printed 
copies were all filed on the day and date of making the order. Third, 
not only were the printing and lithographing not done in conse<inence 
or by reason of the order, bat they were altogether independent thereof 
and were done by the parties npon their own motion and for their own 
convenience and that of the court, and the snbstitution of the printed 
for the original was by a consent entry, which would be, indeed, a trou- 
blesome precedent if construed in accordance with defendants' motion. 
The cost of printing briefs is not taxable in this district. As to the 
supplemental briefs, to construe the granting of leave to file them as 
an order that the cost of printing them should be taxed in the bill of 
costs would be contrary to all precedent in this district and would tend 
to induce counsel to find frequent occasion for supplemental briefs and 
to make them the chief presentation of their cases. The expense of 
copies of testimony is not taxable as a part of the costs in this district, 
nor is the expense of constructing or procuring models or of furnishing 
appliances for operating the same, nor the exi)eu8e of copy of opinion. 

It would seem to be unnecessary to cite authorities in support of the 
rulings above stated; bdt inasmuch as the practice is not in all 
resi>ect8 uniform in all the circuits and motions somewhat like the one 
made in this cause have been heretofore presented to and acted upon 
by this court the following citations by counsel for complainants are 
approved and appended. 

The models referred to represent structures regarding which proof 
was given by defendants, and they were used at the hearing to illus- 
trate and make clear the oral evidence. They are not models of the 
patented invention in suit and they were not procured under any order 
or rule of court. Models are not exemplifications. ( Wooster v. Handy ^ 
Cir. Ct. S. D, N. Y., 1885; 23 Fed. Rep., 49.) 

Exhibits of this kind'are not taxable as costs. ( Woodruff v. Barney ^ 
Cir. Ct. S.D.Ohio, 1862; 1 Bond, 528; 2 Fish. Pat. Cas., 244; Fed.Cas., 
No. 17,986.) 

Exhibits of this kind should not be taxed. 

It is obviouB that it would aabject litigants in contested patent onses to onorouH 
bnrdens if either party were permitted, ad Ubitiim, to procure models, and tax his 
nnsiiccessfal adversary in the case with the entire expense. I am not awnre that 
any of the ooarts of the United States have given any sanction to such a principle. 

In Hathaway v. Ro<ich (Cir. Ct. D. Mass., 1846; 2 Woodb. & M., 63; 
Fed. Cas., No. 6,213) it was held that models of the plaintiff's invention 
procured by the defendant were properly taxable as costs. Models of 
other patents were not recognized as taxable. 
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If other models ate taxed, I do Dot think them proper itema for the hill of coeta, 
any more than other drawings of other patents prooured, or the books which deecribe 
tliein ; they all being rather arguments than proof. 

Parker v. Bigler, (Cir. Ct. W. D. Pa., 1857; 1 Fish. Pat Cas., 286; 
Fed. Cas., No. 10,72(i.) The court in this case ruled that the expense 
of makiDg or procuring models could not be included among the taxa- 
ble costs, nor could models properly be classed as ^'exemplificatious'' 
under the act of February 26, 1853, (10 Stats., 161:) 

Models are not within the category, unless we treat them as ''exemplifications;" 
bat, althongh printers* bills seem to be allowed, I cannot see that carpenters' or 
tinkers' bills have the same favor, or that a model of a mill-wheel can be called an 
''exemplification or copy of a paper/' 

Hussey v. Bradley^ (Cir. Ot. N. D. N. Y., 1864; 6 Blatchf., 210; Fed. 
Gas., J^o. 6,946*; Cornelly v. Markwald, (Cir. Ct. S. D. N. Y., 1885; 24 
Fed. Rep., 187:) 

The clerk properly refused to tax the item of $150 in plaintilfs bill of costs for the 
expense of obtaining a model of the defendant's infringing machine. Irrespective 
of any question as to the propriety or necessity of procuring Kuch a model, the ex- 
pense incurred cannot be deemed a taxable disbursement in favor uf the prevailing 
party. The reasous why such au item should not be »1 lowed are fully stated in the 
opinion of the court in Woodruff v, Barney ^ (1 Bond, 528; Fed. Cas., No. 17,986,) and 
in Hu8Bey t. Bradley, (5 Blatchf., 210; Fed. Cas., No. 6,946".) It is obvious that it 
would subject litigants in patent oases to onerous, and sometimes to oppressive, 
burdens, if parties were permitted, at their disi-retion, to procure models, and tax 
their unsnccessful adversaries with the expense. The question is not an open one. 
(See also IVooster v. BarJcer, 23 Fed. Rep., 49.) 

The same reasons which exclude the cost of models as taxable costs 
exclude the item for photi>lithographing paper exiiibits. However 
desirable these exhibits may have beeu to the defendants or of con- 
venience to the court, they are not taxable items, not being copies of 
any papers from the Patent Office or necessarily of use in this case. 
These were in part introduced by witnesses explaining their testimony. 
In addition to the ca.ses cited above the two following cases directly in 
point cover this item : Wooater v. Handy (23 Fed. Kep., 62) and Husiey 
V. Bradley, (5 Blatchf., 210; Fed. Cas., No. 6,946\) 

In this latter case there was a charge as follows: 

No. 3. Paid for printing pleadings and testimony, and for lithographing drawings 
used on the final hearing, 362 pages, $745.00. 

The Court said : 

The third item also mast he disallowed. It is not shown that the printing charged 
for was done by the consent of the parties, and under an agreement that the expense 
thereof shall be charged as costs in tbe case, <»r that any order or mle of court, either 
special or general, required or authorized the printing of the papers for which theae 
charges were made. 

With reference to the charge for copies of complainants^ testimony 
the following cases are in point: 

We think the court was ri;;ht, and that as these charge.% including expenses and 
dlsbaraements, were not inonrred under any action of the court, bnt by the partT 
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in the preparation and presentation of hia own side of the esise, tlio items were 
properly disallowed. Another item was for money paid for a copy of the official 
stenographer's notes, obtained for the libellant by his oonnsel. This was simply for 
convenience, and not a copy necessarily obtained for use on the trial. The item 
was properly rejected. (Mr. Chief Justice Fuller in The William Branfoot v. 11 am- 
Uton, 8 U. S. App., 129; 3 C. C. A., 155, and 62 Fed. Rep., 390.) 

Atwood V. Jaquesj (Cir. Ot. W. D. Mo., 1894; 63 Fed. Rep., 661:) 

The next and final item objected to is the sum of $60.20 paid to Frances £. Mnlett 
by respondent for carbon copies of testimony taken by her as stenographer. As 
those copies were evidently for the ns6 of respondent or his counsel, th'^y are not 
chargeable as costs in the case; and the motion, to the extent above indicated, is 
snstained, and the costs ordered to be retaxed accordingly. 

Rfyundtree v. Remherty (Cir. Ot. D. 8. C, 1896; 71 Fed. Rep., 255:) 

Another exception is the disallowance of the fee paid for a copy of the testimony 
taken de htne esse. By consent, connsel on both sides were allowed to obtain a copy 
of the testimtmy taken in New York. Properly, this is no part of the costs in the 
case. Tl^e copies were solely for the convenience of connsel. In the absence of any 
agreement that it should be included in the costs, that cannot be done. Counsel for 
the plaintiffs deny that there was any such agreement, and no stipnlutioii in writing 
to that effect is in the record. The exception is overruled. 

lu no case is the printing of the record and of briefs a taxable cost, 
except where there is a rale of coart requiring tlie same to be printed 
or where there is a stipulation to the same effect. 

Sach a stipulation cannot be inferrecl, and in a case where there 
was an agreement between connsel that the record be printed the 
court would not allow the printing thereof to be charged as tax- 
able costs, there being no written stipulation to this effect and no 
rule of the court {Lee v. Simpson^ Oir. Ct. 1). S. 0., 1890; 42 Fed. 
Sep., 434.) 

The printing of briefs and the record is not chargeable. {Spaulding 
V. Tuekery Cir. Ct D. Cal., 1871; 2 Sawy,, 60; 4 Fish. Pat Cas., 633; 
Fed. Gas., Ko. 13,221.) 

In the second circuit the rule of C(»urt requires the printing of the 
record and briefs* and they are therefore chargeable. {Dennis v. Eddifj 
12 Blatchf., 196; Fed. Cas., No. 3,793; Hake v. Brawny Cir. Ct S. D. 
N. Y.; 44 Fed. Rep., 734.) 

The right to tax, however, as stated above, depends upon the rule 
requiring that record and briefs be printed. ( Gird v. Oil Co.y Cir. Ct 
8, D. Cal.; GO Fed. Rep., 1011. See also Neff v. Penmyery 3 8a wy., 
335; Fed. Cas., No. 10,084; Hmsey v. Bradley y 5 Blatchf., 212; Fed. Cas., 
No. 6,946*; Fergnsw^ v. Denty Cir. Ct W. D. Tenn.; 46 Fed. Rep., 05.) 

The next item of costs objected to by complainants is the charge of $506.G5 i)aid 
by respondent to printiog company for printing evidence and abstrart of record on 
behalf of respondent. In the absence of any riilt^ of court reqnirinj; this to be done, 
and in the absence of any special order of tlui court in this case, or any agreement 
between the parties that the same should bo printed ttud charged as costs in the 
case, there seems to be no warrant, under equity practice, for this charge. (Atwood 
T. Jaque9, Cir. Ct. W. D. Mo. : 63 Fed. Kep., 561.) 
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It has nerer been the practice of thift Court, in caseii brought before it nnder its 
appellate J nriediction, to tax as coats disbursenients by connael or parties for print- 
ing briefH. (Mr. Chief Justice Waite in ex parU Rmjhe$, 114 U. S.,548; 5 Sup. Ct., 

1008.) 

The motion is overruled. The bill of costs made oat by the derk is 
correct. 



[U. S. Circuit Court of AppeaU— Third Circuit]. 
HANIPEN v. E. H. GODSHAL.K OOMPANT et oX. 

J/ceided January 17, IS98. 
82 O. O., 895. 

1. ByWATEK — KXITTED Fa URIC— ANTICIPATION — INFRINGICMRNT. 

Claim 2 of Lotters Patent No. 374,888, granted I>ecember 13, 1887, to Leri 
By water, for a knitted fabric having the appearance of Astrakhan cloth, HtlA 
to be not anticipated by the prior art and infringed by defendants. 

2. Samk— Same— Difl.sENTiNG Opinion. 

On the question of anticipation Butler, .!., dissented. 

3. Patented Invention — REQnsriKs of a Foreign Patent to Defeat. 

An inveDtion patented In tlio United StateH is not to be defeated by a prior 
foreign patent unless its description or drawings contain or exhibit a substHntial 
represeut-ation of the patented invention in such full, clear, and exact tcmis as 
to enable any x^erson skilled in the art or science to which it appiTtuins, with- 
out the necessity of mnking exjx^rinientH, to practice the invention. {i^ymou.r 
V. 0«6onie, 11 Wall., 516, 555; CaJiixU v. Urwm, C. D., 1879, 432; 15 O. G., 607; 
3B.& A.,d80,587.) 

Appeal from the Circait Court of the Uuited states for the Eastern 
District of Peiinsylvania. 

Before Shibas, Acueson, and Butler, Judges. 

Mr. ^^\ P. Preblej Jr., and Mr, Joseph C. Fraley for the appellanti 
Mr. Edmund Wetmore and MensrH. Strawbridge dt Taylor for the 

e^ lellees. 

ArnKsON, J.: 

The Bywater patent in .suit is for a new roamifactnre — namely, a 
knitted fabric wliose face is matted and curly, presenting the ap[»ear- 
ance of A8traklian clotli, a material which resembles the fur of tlie 
natural astrakhan. To pioduce this knitt43<l fabric, tliefiice yarn must 
be of mohair or a curly crinkly wool, and the yarn must be put in in 
long floats, so that it will mat and cairl, thus imparting to the face of 
the fabric an astrakhan like appearance. 

The si>ecitication and diawings of this patent seem to be jierfectly 
intelligible to skilled knitters, {giving them all needed directious. No 
witness has testitied nor is it alleged that the pateut fails to give to 
any pra(ttieal knitter such full and clear information as will enable him 
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to make the patented fabric This fabric has become a well-known 
article of commerce and is now ezclnsively nsed. 

Infringement of the second claim of the patent is here complained 
of. The claim is as follows: 

2. A knitted fabric composed of face and back yarns of different materials, the 
face yam being looped at regular intervals and on alternate stitehes of a^jAoeni 
rows of the back yam, and being matted and early and having a smooth baok, 
whereby the said fabric has the appearance of looped or Astrakhan cloth, as 
described. 

It appears fh>m the brief of the appellees (the defendants below) that 
foor defenses are relied npon, viz: first, ^^anticipation of the patent in 
salt by the patents set np;" second, << public use and sale in the United 
States of the i>atented fabric more than two years prior to the applica- 
tion for the patent in snit;'' third, <^ abandonment," and, fourth, ^*non* 
infringement." 

All the defenses were overrnled by the conrt below, except the single 
defense of anticipation by the British patent of 1881 to James Booth. 

Now, taking up the defenses in an order the reverse of the above 
enumeration and first dealing with the question of infringement, we 
find in this record positive evidence showing the manufacture by the 
defendants of the fabric described in the patent in suit and covered by 
its second clnim. The evidence is certainly sufficient to sustain the 
allegation of infringement made in the bill. 

With respect to abandonment a careful examination of the proob 
leads to the conviction that that defense is not well founded. By water's 
application for the patent in suit was filed December 22, 1883. If he 
abandoned his invention to the public, it must have been prior to that 
date. Under all the circumstances shosvn it would be going a great 
length to impute to him the intention to relinquish his invention. Then 
we do not perceive any just, ground fcir an estoppel against him. It 
does not appear that be misled any one by what he did or by what he 
omitted to do. Moreover, the conrt below found that the proofe did 
not carry back Bywater's x)erfected invention beyond the date of his 
application for this patent. That iK)sitioii was taken in the court below 
by the defendants, wlio thus successfully ntet the attempt of the plaintiff 
to antedate Booth } but if Bywater's invention was not in a completed 
form until the date of his application it is very hard to see how an 
abandonment is to be ascribed to him. The conrt below did not err in 
disallowing this defense. 

The defense of two years' prior use and public »ale in the United 
States rests upon the imporUition by H. Herman Sternbach & Go., at 
the i>ort of New York, in May, 1881, of certain pieces of " kyrle'' doak- 
ings. We agree, however, with the learned judge of the court below 
that there is ^^rooni for very ^rave doubt" whether those goods were 
the knitted astrakhan of this patent, and we also concur in his view 
that there is a failure of satisfactory evidence to show that they passed 
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into pablic use or were put on sale. The evidence of prior ase or sale 
did not reach the standard of certain proof reqaired to sustain anoh 
defense. (Cantrell v. WaUicky C. D., 1886, 207 ; 35 O. G., 871 ; 117 U. S., 
689, 695.) 

We have carefally considered the British patent of 1849 to Henry 
Dannington, the British patent of 1857 to Ball and Wilkins, the United 
States patent of 1875 to Kent and liceson, and the United States patent 
of 1883 to S. N. Levy, which are insisted upon by the defendants >as 
anticipating Bywater. In our judgment these patents, taken singly or 
together, do not embody or disclose the Bywater invention. We adopt 
the views of the coort below, as expressed in its opinion, touching this 
branch of the defense, and we concur in its conclusion that none of the 
four above*named patents is anticipatory of the invention of the patent 
in suit 

This brings us to a consideration of the British patent of 1881 to 
James Booth. The case, we think, turns upon the question whether the 
Booth patent disclosed the Bywater invention. 

Now it is a well-settled and familiar doctrine that an invention pat- 
ented here is not to be defeated by a prior foreign patent unless its 
description or drawings contain or exhibit a subst^^ntial representation 
of the patented invention in such full, clear, and exact terms as to 
enable any person skilled in the art or science to which it appertains, 
without the necessity of making experiments, to practice the invention. 
(Seymour v. Osbomej 11 Wall., 510, 555; Cahill v. Brawny 0. D., 1879, 
432; 15 O. G., 697; 3 B. & A., 580, 587.) Mr. Bobinson in his work on 
patents, (Vol. 1, sec. 329,) discussing the kindred defense of prior pub- 
lication, states the rule thus : 

The inveotion described in the publication mnat be identical in all respects with 
that whose novelty it contradicts. The same idea of means, in the same stage of 
derelopmenty as that which the inventor of the later has emlKMlied, must be thereby 
commanicated to the pablic. 

Again, the same learned author, (Vol. 1, sec. 335,) in treating of the 
defense of a prior patent, says: 

So Yfheu the inventor of the patented invention has incladed in his art or instru- 
ment some act or part, without perceiving its significancei and thus in patenting it 
fails to specifically describe such part or act, although if bin invention had been 
practically employed such act or part might have be<'oine known to the public, his 
patent does not place it in their reach. 

Applying these principles here, can it fairly be said that Booth^s pat- 
ent disclosed the Bywater invention or brought it within the reach of 
the public f 

If any such disclosure was made it must be found in the following- 
cited clauses of Booth's specification. After stating that his invention 
relates — 

to means whereby a novel description of fabric is produced on that class of knitting 
machinery known as the circular or French frame — 

Booth proceeds thus: 

For thiH purpose I form the back of the fabric of the ordinary looping-tlireada 
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ing ordiDary wool yam for anch purpoBe and I form tbe face of the fabric ou that 
part which has asaally been coiiaidereil the back. For this purpose I employ 
worsted long-fibered yam for the face which is laid in between the needles iu any 
desired order, sach face yarn being tied to the looping- thread by the tie- thread 
Qsnally employed in the mannfactare of fleecy -backed hosiery. The fabric after 
removal from the machine is snbjected to the prooess known as '' falling'' or ''felt- 
ing/' whereby the back or knitted portion of the fabric becomes considerably shrunk 
and the fibers thereof felted together while the face yarn being laid iu straight and 
tied to the body or back at longer or shorter intervals is caused to project Arom the 
hack or body of the fabric in the form of loops, thereby producing a yery ornamental 
appearance. 

Booth's claim reads thns: 

The manufacture of a novel description of fabric on that class of knitting machin* 
ery known as the circular or French frame by employing woolen (felting) yam for 
the body or back of the fabric and longer-iiliered (nnfelting) yam for the top or face 
of the fabric which is made on that side usually considered the back and afterward 
fulling or felting such fabric substantially as heroin described. 

The foregoing is the entire information toacdng Booth's fabric con- 
tained iu his patent His drawings do not show the fabric either dui- 
ing the process of manufactore or in a finished state. His patent 
makes no reference to astrakhan or Astrakhan doth. It contains no 
hint that his fabric is to have an astrakhau-like appearance. It gives 
no directions whereby a resemblance to Astrakhan cloth can be 
attained. It says nothing abont a onrly or wavy surface. It does not 
state that his loops are to be matted and cnrled. On the contrary, his 
statement is that by the process of fulling or felting the back of the 
fabric ^^ becomes considerably shrunk" and the face yam is caused to 
project *<in the form of loops, thereby producing a very ornamental 
appearance." Evidently the described loops thus produced are plain 
loops. The essential features of Astrakhan cloth are lacking. It is 
clear to ns firom the face of Booth's patent that the i>rodu'ct therein 
described and thereby attained is something altogether different from 
the fabric described and produced by Bywater in and by the patent in 
snit. 

The contrary conclusion which the able judge of the conrt below 
reached was based upon the effect which he felt constrained to give to 
the testimony of the defendants' professional expert, their foreman, and 
two knitters. We haveexamine<l that testimony with the utmost care, 
and we are obliged to say that iu our opinion it does not justify a 
decree adverse to the patent in suit. This testimony strikes ns as very 
meager. It consists of little more than the bare opinions of the wit- 
nesses that Booth's patent discloses the Bywater fabric. Tbe witnesses 
really give no reasons for tlieir conclusion.* No detailed analysis of 
Booth's specification is made by any of them. None of them pretends 
that any of the terms employed in Booth's patent requires explanation 
by an expert No such elucidation is attempted by any of them. 
These witnesses called the Booth fabric << Astrakhan cloth " and say 
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that by following the directious of Booth's patent, without more, Astra- 
khan cloth can be prodaced, and one of them states that he has done 
this. This is the whole substance of tlieir testimony. Ought it to be 
controlling t We think not. Testifying in 189G it was impossible for 
these witnesses to divest their minds of their then knowledge respect- 
ing the By water fabric and the mode of its production, even if they had 
been an biased; but what a willing witness in 1896 might read into the 
Booth patent is no fair test. The true question is what did that patent 
disclose to the public in 1881. We are well satisfied that the expert 
testimony of the defendants' witnesses furnishes no safe aid in the solu- 
tion of tiiat qnestion. The Booth patent speaks for itself, and its 
meaning is to be determined by the court. 

The language of the Booth patent which we are called upon to con- 
sider is of easy oomprehension. The following obseryations of the 
Supreme Gourt are here pertinent: 

The words med are not technical, either as having a special senee by corameroial 
uaagey iior aa having a soientifle meaning different from their p«^alar nieaoing. 
They are the words of oommon speech, and, as saoh, their interpretation is within 
the Judicial knowledge, aad, therefore, matter of law. ( Martel v. MerriU, 116 U. 8., 
11, 12.) 

In Norton, y. Jmtaem (0. D., 1882, 521; 60 O. G., 1326; 49 Fed. Bep., 
850, 864) the Circuit Court of Appeals for the Ninth Circuit well said: 

If the reasons given by tlie expert witness are deemed reasonable and satisfactory, 
the conrt may adopt them ; bat if they are unsatisfactory the conrt will discard the 
testimony and act npon its own knowledge and Judgment. It is always the duty of 
the courts to constroe the patent by reference to the language of the claims and an 
examination of tlie Bi>eciflcation and drawings accompanying the 



In National Compaa^y y. Bdeker (71 Fed. Bep., 876, 870) this court, 
speakinfi^ by Judge Butler, in refusing to give controlling effect to the 
testimony of a competent medbanicy who stated that by f<dlowing the 
directions of an earlier patent he had made a device identical with the 
one in controversy, said: 

If a yalnable patent might be overtiirown in this manner by the testimony of an 
expert, without careful inquiry into and rirtnal demonstration of its corteotesos, 
the rights of patentees would rest upon the testimony of such witnesses rather tliaii 
the Judgment of the conrt. 

Here the. defendants' expert witnesses fall very far short of demon- 
strating the correctness of tbeir testimony. They do not give any satis- 
factory reasons to sustain their statements. Virtually their testimiHiy 
is the expression of mere opinions; but convinced by our investigatioD 
that Booth's patent neither described Bywater's fabric nor disclosed to 
the pablic the means for its production we mast follow our own judgment. 

The decree of the Oircnit Court isreversedt and the cause is remanded 
to that court, with directions to enter a decree in fiftvor of the com- 
plainant in the bilL 
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DISSENTING OPINION. 
BUTLEB, J.; 

I am anable to anite in the coDcIusion above stated. Passing over 
the qaestions of abandonment and prior use raised and patting tbe case 
on the ground of anticipation by Booth's ])atent, 1 believe the decree of 
the Gircnit Court shoald be affirmed. It is not important that Booth 
does not call his fabric Astrakhan cloth. His method of manufactare 
described in my judgment covers everything described by By water, and 
the expert witnesses called testify positively that the methods described 
in both patents are the same — that Booth's description, if followed, will 
produce Astrakhan cloth— one of them saying he tested it by experi- 
ment and proved this to be so. The appellant has allowed this testi- 
mony to stand without contradiction. It is not justltiable to say that 
the witness could not have made Astrakhan cloth by Booth's method 
at the date of By water's patent, though he may have done it in the 
light of subsequent knowledge, in tbe absence of evidence tending to 
IMPOve it. The question involved is one of fact, which the Circuit Court, 
as its opinion shows, considered with unusual care, and its opinion is 
entitled under the circumstances to much weight. 

Granting, however, that there is some ditference in the two methods, 
the difference is not such, in my judgment, as involves the exercise of 
invention. 



[U. S. Cirenit Coari— Sontheni District of Nov York.] 

HoHOBST V. Hambubo-Amebican Packet Company et al 

Decided December tS^ 1S97. 

S2 O. G., 887. 

Mastkr's Beport — AccouNTiNo — Profits and Damages — Tuttlb v. Clafun. 
Where a matter'B report was made prior to the deci^on in the case of Tntile v. 
Clafiim^ (C. D., 1S96» 602; 77 O. Q., 973,) and it was agreed on aU sides that this 
is "a olosely analogous case/' HM that it is only fair to the master and Just to 
all parties to refer the aoeounting again to the master that he may follow the 
rule of T^tf/e t. Clafiin and take such further action as he may deem proper. 

On Exceptions to master's rei)ort. 

Mr. Charles M. Demand for the complainant. 
Mr. Walter D. Edmonds for the defendants. 

Ooxb, J. : 

On the 15th day of May, 1806, the master filed his report, in which 
he says, inter alia : 

I am convineed that the complainant has not made out a cat»e entitling him to a 
recovery of proAts within tbe rule applicable to thin subject. I cannot make, as 
eomiilainant snggertte, '*an approximate calculation." On the evidence I c*aii he no 
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bett(*r RAtisfied that five or ten or twenty per cent, of certain goods were handled by 
the nets than two-thirds were bo handled. If, therefore, I should report that com- 
plainant has shown proftts made by defendant on the basis of a given proportion of 
certain goods handled^ and a given proportion of time saved in handling them, each 
report wonld be based on the merest hapbazanl spcoulation. I do not consider that 
I am justified in making such conjectures. (Citing Rob. on Pats., Vol. 3, pp. 522-3.) 

Accordingly he found that the complainant is entitled to reoover 
nothing by way of profits, and nominal damages only. 

On the 29th of Jnly thereafter the Circuit Court of Appeals 
announced its decision in Tuttle v. Clafliny (C. D., 1890, 602; 77 0. 6., 
973; 76 Fed. Rep., 227.) 

It is agreed on all sides that this is ^< a closely analogous case'' to the 
one at bar and that the law as there enuuciateil is now the rule in the 
second circuit. 

The court has been considerably perplexed as to the proper disposi- 
tion of the case in view of this decision. After careful c<>usideration it 
is thought fair to the learned master and just to all parties concerned 
to refer the accounting again to the master, with the suggestion that 
he follow the rule of Tuttle v. Clajlin and take such further action in 
the matter as he may deem proper. 



[U. S. Cironlt Coart-Sontliem District of New York.] 

HOHOBST V. HAMBUBGhAMEBIGAN PACKET COMPANY. 

J}eeided Dmsember tS, 1897. 
82 O. 0., 896. 

IfASTKR'S RBPORT — EXCEPTIONS 0VRRRULE1>— TUTTLR f. OLAFUN. 

The features which made the ease of TiUtle y. Clajlin (C. D., 1898^ 602; 77 O. O., 
973) anique are not present in this ease. The case contains no evidence upon 
which a computation of profits can be properly ma<le, and the exceptions to the 
master's report in this case are orerruled. 

TOWNSBJf D, J. : 

In thi8 suit the court, having decreed upon final hearing that com- 
plainant's Patent Np. 119,7(k>, for an improvement in slings for packages, 
was valid and had been infringed by defendant, referred the matter to 
a master for an accounting. The master filed a report finding that 
complainant was entitled to no profits and to only nominal damages. 
Upon the argument of complainant's exceptions to this i-eport Judge 
Coxe referred the accounting buck to the master in order to allow him 
to determine whether, in view of the decision in Tuttle v. ClaJKn^ (C. D., 
189C, C02; 77 O. ti., 973; 76 Fed. Rep., 227,) any further action was 
necessary, the decision therein having been announced after the master 
had filed his original report. 
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The master thereafter filed a sapplementary report affirmiDg the for- 
mer report, in which he stated as follows: 

I jQnd nothing in the facts of the case, or in the law as laid down in the said deci- 
eion in the case of Tuttle v. Claflin, that leads me to change the views and conclu- 
MiMiiH expressed in uiy former report. 

The complainant has dnly excepted both ti> said original and supple- 
mentary reports, and the hearing was had upon exceptions. 

It seems clear that the findings in the original report were justified 
by the evidence and were in accordance with the general rule of law. 

Upon conflicting testimony the master found that the complaiuaut 
had failed to famish auy ^* evidence upon which a computation of profits 
can be properly made." In his careful and exhaustive report he gives 
his reasons for this conclusion. The infringing devices were used in 
connection with other non-infringing devices according to the exigen- 
cies of the business of handling mixed classses of packages constituting 
various kinds of cargoes of vessels under constantly-varying condi- 
tions. That the defendant derived an advantage from the use of the 
infringing devices is expressly found ; but the character of the testi- 
mony by which this fact was established was so conflicting and uncer- 
tain and the knowledge of the witnesses was so limited in its scope 
that it was manifestly impossible to obtain therefrom any basis of cal- 
culation from which to determine with any degree of certainty either 
the extent of the use of the infiringing devices or the saving efiected or 
profits derived from such use. 

In the opinion of the Circuit Court of Appeals on the rehearing in 
Tuttle V. ClafliUy C. D., 1807, 324; 78 O. G., 1739; the Court reviews the 
facts, showing — 

that this case is hy reason of its history both remarkable and uni<iae. « • « 
[and adds that] No new rule of law was anuoiiuccd in regard to the burden of proof 
or in regard to the uec*e.stiity that the comi»laiuant should, in the cases which ordi- 
narily come before the ui.isU*r, satisfy him by affirmative evidence of the amount of 
protitd. 

The features which made the case of Tuttle v. Claflin unique are not 
present in this case. I agree with the master tliat the case contains 
no evidence ui)on which a computation of jirofits can be properly made, 
and the exceptions to this report are therefore overruled. 

Let a decree be entered accordingly. 



[IT. S. Cln-uitCo.iirt—Kaatcrn Drntrictof Michigan.! 

Campbell Trintino Press ani5 Manufaoturino Company v. 

Duplex TRiNTiNa Press Company. 

Decided January 17, 189S, 

82 O. G., 1050. 

L Kii>i>br~Pkiminu-Machinb— Infriku kment. 

letters Patent No. 291,521, grunted .lunnary 8, 1«84, to Wellington P. KidcU 
for a ikriutinir-uiachino. oouatrued and lUld not infrlnirMl 
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2. StONRMETZ— WEB-PtUNTIlCa MaCMINS— iKFRINOBMSlffT. 

Letters Patent Ko. 876,063, granted January 3, 1888, to John H. StonemeiK, 
for a \veb-printing machine, construed and ffeld not infringed. 

Mr. Louis W. Southgate and Mr. Geo, ff, Lothrop for the complainant. 
Mr. T. S. Alexander J Mr. Arthur E. Dowell^ and Mr. Dallas Boude- 
man for the defendant. 

Swan, J.: 

Complainant is owner of Letters Patent No. 291,521, granted Janu- 
ary 8, 1884, to Wellington I\ Kidder, for a printing-machine, and No. 
376,053, granted January 3, 1888, to John H, Stonemetz, for a web- 
printing machine. Its bill charges the defendant with infringement of 
both said patents by the manufacture and sale of a certain web-printing 
machine. 

In January, 1895, a preliminary injunction was granted by thia court 
against the defendant, restraining it from the manufacture and sale of 
the alleged infringing machine until the further order of the court, but 
directing that the injunction be stayed pending an appeal to the Cir- 
cuit Court of Appeals so far as the same would affect the making, 
shi])ping, or selling of certain completed and uncompleted machines in 
defendant's possession ui)on the defendant filing a bond in the penal 
sum of seven thousand dollars ($7,000) to answer to the complainant 
for any damages or profits accruing by reason of the making or sale of 
said machines then completed or in course of construction. This 
injunction was granted out of deference to the decision of the late 
Judge Carpenter in a suit brought July 11, 1892, by the complainant 
against Harden & Kowell in the Circuit Court of the United States for 
the District of Massachusetts, C. D., 1895, 217; 70 0. 6., 1323, wherein 
the validity of certain claims of the Kidder and Stonemetz patents was 
passed upon and a preliminary injunction awarded against the defend- 
ants. An appeal was taken from the injunction order, which forbade 
the further use of the alleged infringing machine. Pending this appeal 
the suit was compromised by complainant and Marden & Bowell, and 
for that reason the appeal wa» dismissed, as there no longer existed 
any real controversy. While this appeal was pending Judge Carpen- 
ter entered a final decree for complainant, from which the defendant 
appealed, v^he Circuit Court of Appeals of the Second Circuit vacated 
the final (decree made by Judge Carpenter, thereby depriving it of all 
eflfect as an adjudication upon the validity of the patents involved and 
the question of infringement thereof by the defendant. A supplemeii- 
tal bill filed before this last dedsiiw <^ the Omirt of Appeals has been 
voluntarily dismissed by the complainant becaase of that deoiaioii. 
The defendant admits that it sold prior to July 11, 18^, the "*^^'»^ 
passed upon by Judge Carpenter in the suit against Harden ft Bowell 
in MaRsachusetts, and that after it was notified of oomplainant's dmtm 
that defendant's machine was an infringement of the Kidder and 
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Stonemetz patents defendant has contiuoed to make and sell printing- 
presses sabstantially like that it made and sold to Harden & Bowell. 
Oomplainant purchased the Kidder patent May 31, 1892, and the 
Btoiiemetz patent Jane 25, 1892, a few weeks before the suit brought 
in Massachusetts. 

In addition to the Letters Patent put in evidence in the Massachu- 
setts case the record in this case contains three foreign patents — the 
Senefelder English patent of 1891, (record 191 ;) the Baummayer French 
patent of 1845, (record 220,) and the Taunahill English patent of 1854, 
(record 209,) which were presented to the court and were to some extent 
considered by the Circuit Court of Appeals upon the appeal by defend- 
ant from the order of this court granting a preliminary injunction. In 
passing upon the propriety of that order the Court of Appeals said: 

We are to ooDsider the correotneae of the order fh>m the same etandpoiut ae that 
occapied by the oonrt granting it, and if we find after a couHideration of the qnes- 
tione presented to that conrt for its action that ita legal discretion to grant or with- 
hold the order was not improvidently exercised, we should not disturb its action. 
The Judgment of the Circuit Conrt of Massachusetts is entitled to the same oonsid- 
eiation in this conrt as a reason for granting a preliminary injunction as it had in the 
court below. • * • Upon a final hearing npon the merits, it would be different; 
for then considerations of comity might properly have weight with the court below, 
whiek we should not hesitate as an appeUate court to disregard in finally settling 
the rights of the parties. (69 Fed. Kep., 2252.) 

Again, page 225, Judge Taft says: 

We do not think therefore that on a hearing for a preliminary ii^nnction the fact 
that the Massachusetts court did not have before it the TannahiU patent ought to 
afitet materially its decree as a basts for preserving the $tatu» quo pending the hear- 
ing in the court below — 

and held that an adjudication of another circuit court finding the valid- 
ity of a patent and its Inft'ingemeut is a sufficient ground not only in 
the circuit court for an order granting a preliminary injunction, but 
also in the appellate court for affirming such order. 
Again, page 266, Judge Taft says: 

We reach this oonolusion without any intention of foreclosing the action of the 
eovrt below or of this court npon any of the points so mooted when the case comes 
on for final hearing. 

In view o^these limitations put by the appellate court upon the effect 
to be given to its decree affirming the injunction order of the circuit 
court and in view of the fact that the decision of Judge Carpenter was 
vacated' and has ceased to be res adjudicata of the matters in contro- 
versy upon which he passed this court is not only at liberty to pass 
upon the validity of the patents sued upon and the question of infringe- 
ment, but is required to decide these issues upon its own views of the 
merits of the controversy, untrammeled by any expressions arguendi of 
the Circuit Court of* Appeals of this circuit. 
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THE KIDDEB PATENT. 

This patent was issned January 8, 1884, in this conntry and Letters 
Patent granted in England for the same invention for the term of four- 
teen years on the 10th of October, 1882, and therefore under section 
4887 of the Revised Statutes the term of the patent expired here October 
10, 18d(i. The claims charged to be infringed by the defendant are 
Kos. 1, 2, and 7. These are respectively as follows: 

1. In combination with a stationary bed and an impression-cylinder traveling over 
it, guides for tbe web, one at each side of tbe impression-cyliuder, and a feeding 
device whieb feeds tbe proper lengib of web wbile the impression is thrown off, all 
substantially as described. 

2. In combination, two stationary beds, two traveling impression- cylinders, and a 
feeding mechanism, sabstantially as described, combined together and with suitable 
gnides, substantiaUy as described, and operating to print both sides of a web, as set 
forth. 

7. The web-perfecting press above described, consisting of the two stationary beds, 
the two traversing impression-cylinders, the two sets of inking apparatus, the web- 
guiding mechanism, substantially as described, and the intermittently -operating 
web-feeding mechanisiiT, substantially as deseribed, all operating together substan- 
tially as described. 

The proofs show without contradiction that prior to the commence- 
ment of this suit but two presses were made under the Kidder patent 
and that only one of these was sold or used; that the utmost capacity 
of that press was twelve hundred sheets per hour ^ that the press could 
not bo oi)erated with the tyi)e-beds in horizontal position or without 
the throw-off attachment to prevent tbe contact of the web with the 
tyi)e-1t>ed on the return movement of the impression -cylinder; that 
running the press at a greater speed than twelve hundred sheets iier 
hour would break the web; that the two type beds are set between two 
upright frames, and that if horizontally i)laced would present one form 
upside down, and it would be impossible to bolt the plates on the bed, 
(record, pp. 88 to 04-95,) and the type would fall out of the upper form. 

The defendant's press is capable of running off from three thousand 
five hundred to four thousand sheets per hour. This of itself tends to 
show patentable invention over the Kidder press. (BaUard v. Mc- 
ClusJcey, 58 Fed. Kep., 880-882.) 

Kidder's was in no sense a primary invention. Its ever/ element was 
old and selected from prior patents and machines well known to the 
trade. His patent does not disclose a single original device which 
enters into its combinations. From his file- wrapper it appears that be 
laid claim to parts of his machine; but these were rejected by the Pat- 
ent Office, and he submitted to its action; that his original first claim 
for an improved method of presenting the web to the form or impres* 
sion-cylinder was twice rejected as anticipated by Gnmmings's patent of 
October 22, 18C8, and this he also accepted as final. His original 
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claims 2, 3, and 11 met the same fate for the same reason. Claim 2 
of his original 'application I'ead thus : 

2. In combination with a form and impreaeion cylinder guides for the web, one at 
each side of the impression-cylinder; and a feeding device which feeds the proper 
length of web» while the impression is thrown off, all substantially as described. 

This, on the requirement of the Patent Office, he amended by sub- 
stitntingfor the word ''form" the words ^< stationary bed," and after the 
word ^*cylinder^ the words *' traveling over it," to avoid the Cnmmiugs 
pateut, in which the cylinder is stationary and the platen is recipro- 
cated; but this reversal of parts is not invention. {Many v, Jagger^ 1 
Blatcht, 387; HarUhom v. Barrel Oo,^ 0. D., 1887, 179; 38 0. G., 640; 
119 TJ. S., 664, 675; Blanckard Factory v. Warner, 1 Blatchf , 278.) 

With this amendment his original second claim became claim 1 of 
the patent as issned. A corresponding change was made in his original 
claim 3 by snbstitnting for the word ^^form " the words ^^ two station- 
ary beds " and adding before ^Mmpressiou " the word '^ traveling," after 
which that claim became the present claim 2 of his patent, which is also 
qualified by the phrases *^ all substantially as described" aud ^^ as set 
forth," qualifyiug the words *< operating to print" in the fourth line of 
claim 2 of the patent. His drawings and specification describe only a 
press having vertical and parallel stationary beds, between which the 
impression-cylinders travel up and down. There is not a word in his 
specification or a line in his drawings that suggests any other position 
than the vertical for the type-bed. whether one or two type-beds are 
used. Figures 3 and 4 of his drawings are simply illustrations of 
what he calls ^^ this main feature of my invention where only one form 
is used instead of two forms as in my perfecting-press,'- the word 
** form " being used as a synonym for " type-bed." " This main feature" 
of his invention, so called, is the presentation of the web to receive the 
impression aud the delivery of the printed sheet, the claim for which 
was rejected by the Pateut Office. Figs. 5 and 6 he describes (patent, 
p. 2, lines 13 to 17) as '^ side elevations showing the impression-cylin- 
ders in x>osition to begin the impression stroke" and as '^showing the 
opposite «ide and the impression-cylinders after the impression stroke." 
In the first paragraph of page 1 of his patent he claims to have — 

invented certain improvements in printing-machines, of which the following is a 
specification, reference being had to the accompanying drawings, showing a print- 
ing-machine which is the best form of apparatus now known to mQ for putting my 
invention into practice. * * • 

On page 3 of his patent, line 65, he says: 

I am aware of Patent No. 83,471, of 1868, granted to Royal Cnmmings, and disclaim 
all that is therein shown, my mode of presenting the web differing radically from 
his, In that in his mode the feed is simultaneous with the printing, while in my mode 
the feed takes place while the impression is thrown off. 

It is the contention of the complainant that Kidder is entitled under 
hif« patent to claim, broadly, a printing-machine having either yertical 

12782 23 
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or horizontal type-bedB. Assoiniug that his oombiiiatioiis ware patent- 
able, which to me admits of some doabt in view of the state of the art 
and the facts that his machine is scarcely an improvement in the art 
and certainly not a commercial saccess, that its opacity did not exceed 
that of presses then in nse, and it &iled to meet the demands of the 
trade for expedition and cheapness, while the defendant's machine has 
met with a large sale and prints more than three times as rapidly as 
Kidder's, while bnt one of the latter has been put in use since the issue 
of the pateut in 1884, a radical difference in oi>eration and mechanism 
between the Kidder machine and that of deiendaut is strongly, if not 
conclusively, suggested. The idea of {wintiug from a continuous web 
was confessedly old. It had been done by Tannahill in 1840, Montague 
in 1853, Smith and Orris in I860, by Oummiiigs in 1808, and by others. 
Kidder therefore could only x)atent the device by which such printing 
could be effected, and, as is said in Wieke v. OrtruMj (0. D., 1881, 182; 
ID O. G., 807; 103 U. 8., 460}— 

by his patent he appropriated to kimtelf only so ninoh of the field of in^eutioa 
which his idea embraced as was covered by the maehine described in his specifica- 
tion and claimed in his application. 

A fair test of the scope of his claims and tlie interpretation to be 
given to his specification and drawings to apprise the world of the 
extent and character of his invention would be the machine produced 
by a skilled mechanic, taking them for bis guide in the work of con- 
struction. No such workman would proffer either a perfecting or non- 
perfecting pres8 with horizontal type-beds as satisfying the requirements 
of either claims, drawings, or specification. It is argued for complain- 
ant that by claims 1, 2, and 5 Kidder covered both the horizontal and 
vertical stationary beds and that claims I and 2, by the use of the 
words '^vertical" and ^^ vertically " in claim 5, secure to Kidder hori- 
zontal type-beds. Claim 5 reads as follows: 

5. lu combination, the two Yortical statiouary be<ls, their traversing impression- 
cylindetSy and the carriage reciprocating vertically between the beds, arranged 
together so that the type-beds face each other and the carriage reciprocates vertically 
between them, as set forth. 

It is dear that the arrangement of the beds to face each other, ^^as 
set forth,^ is both an essential eleoient of Kidder's machine, as the 
same is described and illustrated in the specification and drawings, 
and is also the same arrangement implied in claims 1, 2, and 7. {MeOm'' 
mieh v. Taleotty 20 How., 407.) No skilled mechanic would regard the 
language of this claim as calling for any other arrangement of the 
tyi>ebeds or the cylinders than such as set forth in the drawings and 
specification, which simply describe and portray more exactly by the 
use of the words ^'vertical" and <^ vertically" the exact form and posi- 
tion of two of the elements of claims 1 and 2, as is made clear by the 
references to the specification and drawings contained in the words 
<< substantially as described" and <<oi)eratinp: • • • as set forth." 
The use of the definite article in claim 5 pi*eceding the words '< vertksal 
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stationary beds" points only to ^Hhe stationery beds" mentioned in 
daims 1 and 2 and the specification and drawings to which the inventor 
has expressly referred in his patent, for none other are even hinted at in 
either. (National Meter v. Yankersj 149 XT. S., 4ft-^, second paragraph ; 
Swain TurHne and Manufacturing Co. v. Ladd, O. D., 1881, 62; 19 O. G., 
62; 102 U. S., 409, 4100 

The words ^^ vertical" and *^ vertically" in claim 5 are clearly implied 
in claims 1 and 2 by the phrases ^< alt substantially as described," ^^ sub- 
stantially as described, " and ^< operating to print both sides of a web, 
as set forth." The manifest purpose of claim 5 was not to expand the 
meaning of ^^ stationary beds" in claims 1 and 2, but to secure to Kid- 
der the ccHnbination of the only stationary beds described in the pat- 
ent, the traversing impression-cyclinders, and the reciprocating car- 



mrranged together 00 that the type-bedit faoe each other and the cnrriage reoipro- 
oates Tertioally between them, ae net forth. 

The combination in claim 5 is not in terms covered by claims 1 and 
2; yet it is clear that it is not an independent invention or a machine 
complete in itself, but is designed for use with the combination embraced 
in claims 1, 2, and 7, for without the reciprocating carriage Kidder's 
machine would be inoperative, and his specttication makes it an essen- 
tial as the vehicle on which the cylinders are mounted and move in his 
construction. (Kidder's patent, p. 2, lines 30, et seq.) The carriage 
could not thus be used in the combinations covered by claims 1, 2, and 
7 of the patent, if these are held to include horizonal tyi)e-beds not 
facing each other, for it could not be oi)erated to print both sjdes of 
the web *<as set forth," for the undisputed reasons stated in the proofs, 
nor could it reciprocate vertically between thein, as 8|>eciftcally required 
by claim 5. Unless claim 5 be held auxiliary to the devices covered by 
claims 1, 2, and 7 and intended to coact with their elements to a com- 
mon end it would be void, because <Mt would attempt to unite what 
could not be united in a single patent." {Deiunnwre v. Sehofield^ 6 Fish* 
Pat. Oas., 154 ; Hogg v. Emersonj 6 How, 483.) 

It is of course true that an inventor after claiming a combination 
may also claim for a combination of some of its parts if such combi- 
nation is new and subsidiary. {Roberts v. H. P. Nail Co,j C. D., 1893, 
300 ; 63 O. O., 613 ; 53 Fed. Bep., 920.) 

It seems to me clear from these considerations, the conspicuous 
absence of the adjective ^< horizontal" — ^the most natural expression — 
qualifying the words ^^ stationary beds " in claims 1, 2, and 7 and in the 
speeiflcation, the fbct that Kidder never constructed any other than a 
▼crtieal bed, that the horizontal bed could not be used in his machine 
wftiioat lOWMti action or invention, and that if in claims 1, 2, and 7 
tke ihiveDtMr had used the word *< horizontal " before the words '< sta- 
tioaaiy beds" it would be impossible to reconcile his claim, specifica- 
lia% and dmwmgs, and in view of the precision which he has evinced ^ 
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in the description of his press and its method of oi^eration (page 2 of 
patent lines 24 to 57, inclnsive) that the <^ stationary beds" in claims 1 
and 2 are necessarily the '^ vertical stationary beds " mentioned in claim 
5. The particularity and detail of the specification, the absence of 
suggestion in the file- wrapper, specification, and drawings of any alter- 
native arrangement of parts, and the studied repetition, to avoid con- 
flict with prior constructions, of the qualifying phrases appended to 
each claim pointing to the designated construction are to me convincing, 
in view of the state of the art, that Kidder had in mind only, and his 
press must be limited to, the precise construction shown in the patent. 

Weir V. Marden (C. D., 1888, 380; 43 O. G., 753 ; 125 U. S., «8, 104-108) 
presents a strikingly analogous question of the construction to be given 
to one claim of a patent where a subsequent claim is qualified by the 
phrase ^^substantially as shown." (See also MeCarmiokj ete.y Co. v. 
Aultman Co.^ C. D., 1895, 754; 73 O. G., 1999; 69 Fed. Rep., 393^94; 
Washing Machine Co. v. Tool Co.^ 20 Wall., 342.) 

In Deering v. Winona Harvester WorJcs (0. D., 1894, 672; 69 O. G., 
1641; 155 U. 8., 286, 294-5) the suit was brought for the infringement 
of Olin's patent for an improvement in harvesters. The Court say: 

The real question in this case as between two devices is, whether the first elaim of 
the Oliii patent describing a swinging elevator located upon the grain or ascending 
side of the main belt, pivoted at its lotcer end and movable at its npper end can bo 
construed to cover a similar device located upon the stubble side, pivoted at its 
upper end and swinging at its lower end. We are of opinion that it cannot. 

This was held because the patent in suit was not for a pioneer inven* 
tion and because of the statements of the specification and the 
absence of suggestion of another location for the elevator, which was 
an element in all but one of the claims. 

It is apparent that defendant's horizontal stationary type-beds could 
not be made to work in the Kidder machine without reconstruction of 
the latter, nor could Kidder's vertical type-beds operate in defendant's 
machine without an entire rearrangement of parts. This interchange- 
ability or non-interchangeability is an important test in determining 
the question of infringement {Miller v. Eagle Mfg. Co.j 0. D., 1894, 
147; (i6 O. G., 845; 151 U. 8., 208.) 

Mr. Liverniore, complainant's leading expert, says upon this subject, 
(Vol. 1, p. 359:) 

Cross-ques. 270. Is not the operation of respacing the web in the machine described 
and shown in the Kidder patent dependent on some means for throwing the cylinders 
away from the printing-plane, in order to enable the web to be respaced as described 
in said patent, while the impression is thrown offf— Ans. Yes; in the machine shown 
and describeil in the Kidder patent the operation of respnciug the web Is dependent 
upon the separation of the cylinders from the printing- planes in their retnm stroke 
in order to secure the non-impression interval in which the web is respacod. I think 
I have already stated thiM before in this deposition. 

Cross-qnes. 271. Could the Kidder press be arranged horizontally and print from 
ordinary movable type t—Ans. I suppose you refer to the perfecting-press of the 

:idder patent. I should judge that it could not, for the reason that one of the type- 
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beds would face downwards, and the type would be likely to be jarred out of the 
forms on the downwardly-facing bed in the operation of the machine. I believe 
there has been testimony to that effect before in this case on the part of those more 
familiar with the practical operation of this kind of apparatus than I am, and I see 
no reason to question the soundness of their statements. 

Cross-qnes. 272. Could the web be perfected by the cylinders and transferred from 
one to the other as described by Kidder, if the beds were not face to face and cylin- 
ders did not travel between the bedsf — Ans. The Kidder patent so describes these 
elements and describes no other arrangement, so that the web could not be perfected 
as described in the Kidder patent, unless the arrangements suggested in the question 
were present. 

Cross-qnes. 274. Could a feed mechanism like Kidder's which feeds the proper 
length of web "during the back stroke of the impression-cylinders'* be usefully 
employed in defendant's machine without making other alterations! — Ans. No; a 
feed mechanism which feeds the web during substantially the whole of one stroke 
of the machine, as does this specitic feed mechanism of the Kidder patent, would 
not be operative in defendant's machine without further alterations in said machine. 

Again, cross-question 167, (Vol. 1, p. 321, of record:) 

Yon have said that Kidder's beds are vertical^ parallel and facing one another. 
Could they be otherwise in his perfecting-pressf — Ans. That depends on what you 
mean by his perfecting-press. In the specific press shown by him. I should say they 
could not depart materially from that position and arrangement and operate satis- 
factorily, but I think that other arrangements might bo devised that would embody 
Kidder's invention. I mean would embody what in comparison with the prior state 
of the art is in my opinion a novel combination of elements combined and operating 
in a novel manner to produce a new result, as pointed out by me in answer to ques- 
tion 5 of my direct examination. 

Cross-qnes. 168. Is there any suggestion in Kidder's patent that the beds of his 
perfecting press might be arranged to face other than in opposite directions? — Ans. 
No. The patent merely describes a single specific operative structure embodying 
the invention. - There is no statement in the specification that the vertical arrange- 
ment, or that the face-to-face arrangement, of the printing-bed is essential. 

Cox and Stockbridge for defendant agree with Livermore (Cox's testi- 
mony, YoL 2, pp. 320-^21) that the feeding mechanism of defendant's 
press can not be used in Kidder's, and, vice versa, is amply sustained 
by the reasons which he gives, and is confirmed by that of Stockbridge, 
(Vol. 2, pp. 510-n511.) There is mach other testimony in the record con- 
firming the views of Livermore, (3ox, and Stockbridge; but it is not 
needed to show what is obvioas on the inspection of the machines. 

Hoffkeins v. Russell (0. D., 1883, 278; 23 O. G., 2530; 107 U. S., 
132, 140-7) and Wickev. Ortrum (C. D., 1881, 182; 19 O. G., 867; 103, 
U. S., 461, 469) are instances of devices held not infringed because 
parts of one conld not be substituted in the other without rearrange- 
ment. Kidder therefore has made the position of his tyi)e-beds and 
other arrangement relative to the web-feeding mechanism and impres- 
sion-cylinders an essential feature of his press, and his rights under 
the patent must be restricted to the construction which he has chosen 
unless defendant's horizontal type beds or some other part of his 
machine are merely equivalents substituted in an arrangement of parts 
in other respects a duplication of Kidder's. lie cannot have the bene^ 
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of the doctriDe of eqaivalents if either more or less than his eombi- 
nation is essential to the operativeness of the defendant's machine. 
( Water Meier Co. y. Deeper j 101 IT. S., 33^7; Crawford y. Reyeinger, 
G. D., 1888, 185; 42 O. O., 197; 123 U. S., 589; Bo^d y. JaneeviUe Hay 
Tool Co., 0. D., 1895, 376; 71 O. G., 1315; 158 U. S., 260; V. 8. y. Ber- 
dan Fire- Arms Mfg. Co.y 156 U. S., 552, 555; Key y. Key Mfg. Oo.j (60 
Fed. Rep., 0. C. A., 405-7.) 

Of course if Kidder's were a pioneer inyention no mere chani^ of the 
position of any of the parts not necessitating a reconstraction of the 
machine and obyioasly evasiye woald relieye an infringer; bat we ai-e 
dealing with a patent without a single noyel element. It is sought to 
expend its claims to coyer a constmction which complainant's own 
expert. Wood, (record, Vol. 1, p. 85), admits was nnknown to the art 
before Oox deyised it. In cross-qnestion 226 Wood is asked : 

Did the art show at the date of Kidder*B application a web-perfecting preis con- 
taining two stationary beds, one abore the other, so arranged that the printing- 
forms when laid on those beds were horizontal one above the other and facing in the 
same direction, in combination with impresston-cyltnders traveling over said bedsf — 
Ans. To the best of my knowledge and belief, it did not. 

Cross-qnes. 227. Where do yon first find in the art the structure or mechanism 
described in the last question, No. 226?— Ans. In United States Patent Ko. 46e,8lS 
of September 2, 1891, to J. L. Cox. 

Wood repeats this admission. (Oross-qnestions 587, 588, 590, YoL 1, 
p. 191.) 

Complainant's expert, Livermore, says, (Vol. 1, p. 357, cross-question 
364:) 

At the date of Kidder's application, was a feed mechanism like that employed by 
defendant known f — Ans. To the best of my knowledge and belief, it was not. 

It may here be remarked that in form and relative i)osition of the 
type-beds and impression-cylinders Kidder's press has its prototype in 
Kerr^s patent of 1870. There are other differences, however, between 
Kidder's and defendant's machines eqoally pronoanced. It is an 
element of Kidder's first and second claims that the feeding^ mechanism 
'* shall feed the proper length of web while the impression is thrown off." 
This implies, of course, if it does not in terms require, a throw off 
mechanism, and is effected by snch mechanism described in lines 43 to 
49, page 2, of Kidder's patent, and is the sabject of his sixth claim, 
which the complainant does not assert to be infringed. Snch is not the 
mechanism nor the operation of Cox's machine. It has no throw-off— 
to use the langnage of Wood, complainant's vice-president, (p. 79, VoL 
1 of record,) no ^< auxiliary cylinder-manipulating device." Wood saysi 
(folios 107, p. 79, Vol. 1, of record:) 

In the Kidder machine however there is an anziliary oylinder-manipnlatiagdeTiee 
which operates as In my answers to crossHineatioiis 905, 206, etc, * * * In the 
Cox machine and the Cox model refened to I do not find this aaxiliary cylinder- 
manipulating deyice. The web-feeding derioe is so arranged in the said Cox devices 
that all the proper length of web may be fed while the cylinder is completing one 
everse when oil* the impression, and the anxiliary device refemd to is theraftmiieS 
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Wood's error in stating that the web is fed in Oox's 
maohine ^^wh^i off the impression ," this is a direct concession of a 
yital diffBrenoe between Kidder's and Cox's combinations. 

Wood also admits (record, Vol. 1, p. 149, cross-qnestions 444^) that 
the auxiliary cylinder-manipalating device or throw-off mechanism is 
Moessary to the Kidder press and without it the web could not be fed. 
The difbrenoe between the Kidder and Oox feeding mechanisms is well 
stated by A. P. Warner, an experienced printer and pressman, in 
answer 8, Detroit record, pages 292-^. He defines the throw-off mech- 
anism to 



ft meefaABicftl devioe whereby the eylinder mfty be moved away ttom tbe type and 
bearer line so that no impreesion will be taken aa the bed paaeee under the cylinder 
or the eylinder over the bed. 

And in answers 9 and 12, Detroit record, pages 292-3 : 

I shoold say that Kidder's objeet in providing these ''throw- off'' devices was that 
he might throw the cylinders from their forms in their retorn stroke which would 
give him an opportunity to feed the proper length of web while the impression woa 
thrown off mechanically. * * * As Kidder has only provided an intermittent 
feeding devioe, he must feed his paper while the impression is thrown off, and con- 
•equently has provided the throw-off device for that purpose. 

In answer 13 he says: 

There an no eneh deviees used or required in defendant's press; on the eontrary, 
the feed need on defendant's is a rotary and continuous one and the impression-cyl- 
inders ate never thrown off, but remain on the type-line. 

Xany practical printers and presdmen familiar with the operation of 
the machines corroborate Warner npon this point and demonstrate 
beyond donbt the correctness of his testimony. Oox emphasises the 
same fact in his patent of 1892, page 4, line 25, (YoL 3, p. 50,) in the 
statement therein that — 

the web is being all the time fed into the press by the calenders even during the 
taking of the impression. 

See also lines 85 to 155, where the statement is repeated; sJcio, claim 
9, that the web — 

ean be fed into and delivered from the press continuously and yet have portions 
t h e r eof stopped during the taking of an impression thereon^ substantially us spec- 
iSed. 

The intimation of the Gonrt of Appeals (69 Fed. Rep., 254, 255) is 
that the Tannahill patent of 1854^ 

would oonilne the scope of the Kidder invention to the particular form therein shown 
of moving a cylinder in a moving fold of a web— 

and adds — 

hot that particular form seems to be shown in the defendant's machine* 

This, though not expressed as a final conclusion, clearly disapproves 
Judge Carpenter's view that — 

the substance of the Kidder patent in the original )>atent and the improvement of 

to be a production of a device which shall print u web of paf 
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stationary at the two onds thereof, by means of an impression-cylinder movinn^ in 
the moTing fold of that web. 

The Coart of Appeals held that the Tannahill machine, if operative, 
woald 80 print by means of such a cylinder so moving. The correctness 
of that conclusion is demonstrated by the actual working of the model 
of the Tannahill machine, which was not before that court. Inspec- 
tion of it and its operation discloses no patentable dififereuce between it 
and the combinations of claims 1 and 2 of the Kidder machine. It can 
scarcely be claimed that the fact that one end of Tannahill's web is not 
exactly stationary would excuse Kidder, if the Tannahill patent were 
in force, from the charge of infringement If Tannahill anticipated 
Kidder's claims 1 and 2, Kidder would certainly be limited to his 
specific construction. The Court of Appeals, however, rather intimate 
that the guides in claim 1 of Kidder's patent ^'are not present in the 
Tannahill patent in such a way as to be effective as such." If, as it 
seems to me, Kidder, for the reasons above given, should be confined to 
his specific construction, which in other respects is not invaded, it is 
perhaps sui>erfluons to discuss .this intimation; but with deference it 
is suggested that the function of the guides in both TannahilPs and 
Kidder's devices and their arrangement is substantially the same — 
namely, to lead the web into the proper position between the impres- 
sion-cylinders and the type- bed. There seems to be no defect in the 
performance of that function by Tannahill's guides. Whether Kidder 
took his guides from Tannahill or not is immaterial, for he disclaims all 
that is shown in the Gummings patent of 1868, and his attorney, after 
failing to cover the functions of the guides, canceled the claim therefor 
and admitted that — 

the paper-feed rolls of Cnmmings undoubtedly perform all the functions performed 
by tbe applicant's gnrdes excluding register-guide h*, (Kidder file-wrapper, p. 383, 
Vol. 3,) 

while Livermore, as shown supra, supports the novelty of Oox's feed 
mechanism. 

In the seventh claim of his original and amended applications Kid- 
der attempted to include register-guide h*; but the Examiner held this 
anticipated by Patent No. 209,674, to Grimshaw, of November 5, 1878. 

There are other noticeable dififerences between the register in Kid- 
der^s and defendant's machines. In Kidder's the register-guide h* 
is an adjustable shaft under which the paper, after leaving impression- 
cylinder d, must be carried — 

in order to obtain a correct register of any desired length of sheet to avoid the need 
of any exact relative adjustment of the types in each form. (Page 3, lines 20 to 34, 
Kidder's patent.) 

In defendant's machine the patentee says: 

AU that is necessary to make a perfect reginter is to adjust the position of the 
roller m\ without requiring any adjustment of the pai)er feeding or delivering rolls 
'^ the impression-cylinders. 
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Oonsidering that registers were old devices and their forms were 
innnmerable, it does not seem that the reservation of the register- 
gaide h from the admission that Gummiugs's feed-rolls x)erform all the 
fanctions of Kidder's gaide adds any strength to Kidder's claims. He 
certainly renoanced all claim to that guide by sabmittiug to its rejec- 
tion by the Patent Ofdce. If Kidder has not taken the Tannahill 
gnides, he has certainly appropriated Cnmmings's, which his patent 
disclaims. Bxamination of the guides of Bold, 1822^ Garr and Smith, 
1840; Montague, 1853: Tannahill, 1854; Gnmmings, 1868; Kerr, 1870, 
and Goz, 1878, 1879, 1882, show only formal variations between them 
and Kidder's. Gox's patent of 1879 shows rollers performing the same 
functions in substantially the same way, with — 

* go idea one on each side of a stationary impression-cylinder and a feeding deyice 
whicb feeds the proper length of web intermittentlyi 

which is what Kidder uses. 

In view, therefore, of the state of the art, while Kidder might be 
entitled to claim the combinations he has set forth, although each ele- 
ment thereof is taken from prior machines and in some, notably Tan* 
nahill's, Garr and Smith's, and Gnmmings's, and others, two or more of 
the elements claimed by Kidder are found in combination, it roust 
n.eces8arily follow, as it seems to me, that Kidder should be restricted 
to the "form of apparatus for putting his invention into practice'^ 
delineated in the drawings and described in the specification, to which 
he refers, and defendant has not infringed claims 1, 2, or 7 of Kidder's 
patent. Of course the defendant must also be acquitted of infringe- 
ment of the seventh claim if it has not infringed the first or second. 
The second claim is simply a duplication of the elements of the first, 
with the addition of the guides. The presumption from the granting 
of Gox's 1892 patent, in view of the issue of the Kidder patent, is that 
there is a substantial difference between the inventions and that the 
latter is not an infringement of the earlier patent. Boyd v. Janesville 
Hay Tool Co., G. D., 1895, 376; 71 O. G., 1315; 158 U. S., 260; Ney v. 
Ney Mfg. Co., 69 Fed. Bep., G. G. A., 406-408.) That presumption is 
fortified by the success of the defendant's machine and the fact that 
Kidder's has not met the requirements of the trade nor justified its 
manufacture and has remained moribund for nearly three- fourths of its 
term. This consideration is regarded by the courts. {Hoyt v. Homej 
C. D., 1892, 435; 59 O. G., 1764; 145 TJ. 8., 308, second paragraph.) 

Gomplainant's argument that the throwoif device of the Kidder 
press should not be held an element of Kidder's first claim is not sus- 
tainable. He has made it material and cannot now discard it; but if it 
were discarded it would not aid the case of complainant under the tes- 
timony of its own expert, Mr. Livermore. Gomplainant would then be 
confronted with the defense of prior use, which^ to say the least, is 
supported by a strong array of intelligent, unimpeached, and uncon- 
tradicted witnesses, some of whom are practical machinists. These 
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testify in varied langnsvge substantially that in 1877-^ Gox made and 
nsed in his business as a printer at Lafayette, Ind., a web-printing 
machine in which the impressions were made on tbe web by means of 
a reciprocating or locomotive impression-cylinder, which was moved 
back and forth on a stationary form of type by pitmen connected to 
wheels. This printed but one side of the web. After each impression 
and while the cylinder was reversing its movement at the end of the 
stroke the web was pulled forward over the bed, thereby removing the 
printed sheet and drawing a portion of the unprinted web forward to 
be printed while the printed sheets were cnt off the web by automatic 
shears. Defendant's <^ Exhibit Gox Model A,'' which was used on the 
Cox-Eckerson interference hearing before the Patent Office in 1800, 
illustrates his Lafayette press. Speaking of the effect of the elimina- 
tion of Kidder's throw-off mechauiAm as an element of his first claim, 
Livermore, in reply to cross-question 477 — 

What eleoMnt caUed for in the combination leoited in Kidder's first clainii if the 
throw-off device for re^iOYinfi^ the cylinder off the printing-plane ie not an element 
of said combination, is not represented in said model, (defendant's ''KxhibitCoz 
Model A'O— 

answers: 

There are none. In my opinion the mechanism in said model clearly embodies the 
combination shown and described in the Kidder patent and referred to in cJaim 1 
thereof. (Reoord, Vol. 1, p. 428.) 

While defendant has produced thirty-four witnesses in snpport of 
this defense, many of them do not speak with such definiteness as to 
the anticipating device as to entitle their testimony to much weight. 
There are, however, thirteen or fourteen whose testimony is not open to 
this critidsm, all or most of whom saw it in operation in 1878 or 1879 
at the Curtis Block in Ijafayette, Ind., and describe its working so as 
clearly to identify it as possessing the features claimed for Kidder. 
These are: King, who had work done upon it; Smith, a printer, who 
witnessed its actual operation; Orapp, a manufacturer of woollen ware, 
who assisted in its construction; Paul F. Gox, a pressman and brother 
of the inventor, who operated the press in 1870 and deiscribes fully it<8 
working; Lovelass, a salesman, who recollected as a particular feature 
of the press that it stopped feeding when the impression was made; 
Philbin, a jeweler, who gives a general description of it; Bice, foreman 
of the Daily Call newspafier, who describes with much particularity 
the mechanism and operation of the press and characterizes it gener- 
ally as '^a fully-developed printing-press with many new devices;" 
Vaughn, an implement-maker, who also recalls its improvements over 
prior presses and the movement of the cylinder and of the web, having 
frequently seen it in operation. Dr. J. M. Smith is equally positive and 
descriptive from observation of its operation. Johnson, editor of a 
newspaper, and Townsend, a newsjiaper publisher of Lafayette, Ind., 
describe clearly the features and working of the press. Joseph L. Cox, 
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its inventor, (Vol. 2 of record, p. 218,) is more elaborate and exact in 
his description. Some of these witnesses testified in the interference 
between Cox and Eckerson in the Patent Office, (see Vol. 3, p. 211,) 
where the evidence established to the satisfaction of the Examiners 
Cox's nse of this press at Lafeyette in 1878-9. There is no testimony 
opposing^ that of these witnesses. In point of numbers and definite 
and positive averments their evidence more than meets the rigid 
requirements necessary to this defense. In Coffin v. Ogden (5 O. O., 
270; 18 Wall., 120-125) it was held that the testimony of five witnesses 
to prior nse brought the proofs within the severest legal tests which 
eonld be applied to them, and that defense was held **fnlly made ont." 
The want of opposing testimony, in addition to the apparent credit to 
be given to these witnesses, is a featnre which distinguishes the case at 
bar from that of the Barhed Wire Patent, (O. D., 1892, 299; 58 O. G., 
1555; 143 U. S., 275,) where on- a like issue a large number of witnesses 
were sworn on each side. There is no conflict between the latter case 
and Ooffin v. Ogden (which it cites) as to the degree of proof required 
to establish prior use. Certain it is that if after the lapse of two years 
from Cox's open use of this Lafayette machine he had sought a patent 
for it the testimony here adduced would have sufficed to defoat his 
application, although the only use proved was that made by himself in 
his own business. (Smith & Griggs Co. v. Sprngue, 0. D., 1887, 61(3; 41 
O. O., 1037; 143 TJ. S., 149, 257-8.) The quantum and quality of evi- 
dence adduced by defendant on this x)oint exceeds that ofifered in 
Standard Cartridge Co. v. Fetern Cartridge Co. (77 IT. S., 630, 636) on 
the question of invention, for in that case the evidence was conflicting. 

STONEMETZ PATENT. 

This was issued January 3, 1888, for a web-printing machine. Thus 
far it has proved utterly sterile — an unproductive conception rather 
than an invention — no machine having been built under it, as is 
admitted by Wood, complainant's vice-president, (Vol. 1, pp. 54, 458- 
464.) It is claimed in explanation of this facttbat the Stouemetz Com- 
pany was advised by three patent lawyei-s that its patent was tributary 
to Kidder's and would be pursued as an infringement if made. The 
testimony cited to this statement is that of Wood, who says (Vol. 1, 
]ip. 188, 189) that Mr. Vorhees, a patent lawyer of New York, employed 
by complainant in 1890 or 1891, gave an opinion — 

for tho benefit of th« Stoneinete Company *- ^ * that it would not be clear in 
view of the Kidder patent '^ * * in bnilcling a preiw under the Stonenietz patent, 

and that — 

early in 1803 L. W. Southgate, (eomplainant's Bolioitor in this unit,) patent lawyer 
and expert employed by the Campbell Printing Press and Maniifaotaring Company, 
gave an opinion for the 1>onefit of the Htonemotz Company to the efiVct tbiit if it did 
build niider the Stout^roetx patent * * * it would infringe patent to Kidder, 
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and that at some time not stated J. C. Sturgeon, Esq., of Erie, patent 
lawyer, gave the Stonemetz Company an opinion to the same effect, as 
he, Wood, was informed by Sturgeon and members of the latter com- 
pany. Wood does not say that either Yorhees or Southgate advised 
the Stonemetz Company, and his testimony as to statements of the 
members of that company and of Mr. Sturgeon as to the tatter's opin- 
ion are hearsay and incompetent. Perhaps the acquisition of the Stone- 
metz patent by complainant and the near approach of the expiration 
of the Kidder patent has thrown a stronger light on Stonemetz's press 
and modified the opinions imputed to counsel by Mr. Wood, l^ow that 
the patent has become the property of a cori>oration that manufactures 
presses a more charitable view of its imperfections is taken. The effect 
of such change of ownership is not unnoticed by the courts. {Swain 
Turbine and Manufacturing Co. v. Ladd^ C. D., 1S81, 62; 19 O. G., 62; 
102 U. S., 411.) 

Stonemetz's file-wrapper shows (Vol. 3 of record, p. 386) that J. C. 
Sturgeon was Stonemetz^s attorney to prosecute the application for his 
patent and had his attention specially called to Kidder^s patent, to 
avoid which he amended Stonemetz's application. Evidently Mr. 
Wood misapprehended Mr. Sturgeon's statement. It is significant that 
neither Mr. Sturgeon nor any member of the Stonemetz Company was 
called as a witness to excuse the failure to manufacture his press. It 
would be true that if these opinions of counsel had eventually proved 
correct they would have been <^for the benefit of the Stonemetz Com- 
pany;" but this guarded phrase is far from asserting that that com- 
pany ever heard of or acted upon the opinion and is in marked contrast 
with the direct statement imputed to Sturgeon. It seems highly 
improbable that the owner of a patent would renounce his rights under 
it on the advice of counsel employed by the owner of an alleged con- 
flicting patent, especially as the Stonemetz patent was not acquired by 
complainant until June 25, 1892, a few weeks before the suit against 
Marden & Rowell. It is significant as bearing on the defense that 
Stonemetz's press is inoperative; that the proofs show that the con- 
struction of a press ostensibly under Stonemetz's patent was begun by 
complainant in 1802 and has not yet been completed. Mr. Wood 
declined to state whether that press was being constructed strictly 
under the Stonemetz patent or varied from it. (Vol. 1, pp. 462-4.) 
He admits (Vol. 1, p. 463) that the machine he mentions in answer to 
cross-questions 689-690 (Vol. 1, pp. 468-9) as built under the Stone- 
metz patent is the same machine mentioned in his answers to cross- 
questions 641-2-3 of record, (Vol. 1, p. 477,) where he testifies that it 
is built under the Kidder patent. He declined to permit defendant's 
counsel or experts to examine the alleged Stonemetz machine, (record, 
Vol. 1, p. 464)— 

M the machine * • • contains many improvements, the same being inventionB 
which are not yet seen red by patent, etc., 

Ad admits that the inking device and the web -manipulating devicM 
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were improyements, and that the web-feeding devices were different in 
the nnoompleted press from those in Stonemetz's patent, and (p. 476, 
question 751) that the drawings were not precisely like the machines 
illnstrated in the exhibit — 

yon (defendant's counsel) mention, bnt contain improvements which are inyentiont. 

There is evidently nothing in Wood's testimony repelling the charge 
that Stonemetz's press is inoperative. The inferences from it are 
strongly to the contrary. The testimony of Mr. Quimby, defendant's 
expert, is reasoned and positive that the Stonemetz press cannot be 
made to work profitably. Certainly if its feeding mechanism is so 
defective that, as he says — 

there can be no certainty that its imprint upon opposite sides of the web will always 
be opposite each other, (Vol. 2, p. 5S3) — 

its Qtility is qnestionable and the dormancy of the machine is fully 
explained. Mr. Cox, whose interest in defendant's device is akin to 
that of Vice-President Wood in Kidder's and Stonemetz's, is a press- 
bnilder, inventor, and operator of printing-presses of many years' expe- 
rience. His reasoning against the utility and practicability of Stone- 
metz's press is not met by anything in complainant's proofs and is 
apparently unanswerable. (Vol. 2, p 407.) Mr. Livermore, complain- 
ant's expert, frankly disclaims <' sufficient experience with the actual 
running of machines of this character to form any judgment" upon the 
question. 

Do yoQ think that any feed which depended in any degree upon the momentum 
movement of a looi>ing-roller to shift the web would be a reliable and satisfactory 
operative feed mechanism f 

Mr. Livermore says: 

I reaUy do not know anything about it. (Record, Vol. 1, p. S75.) 

This detracts materially fh>m the weight of his opinion against the 
operativeness of the Taunaliill press. 

Stockbridge, defendant's witness, who served in the Patent Office 
for fifteen years as Assistant Examiner, on the Appeal Board, and as 
Assistant Commissioner of Patents, speaking of the tenth claim of 
Stonemetz's patent, affirms bis belief to be that — 

no machine has been or can be made which would be practically operative accord- 
ing to the organization and combination disclosed in the Stonemetz patent, which 
includes what I caU the loop-forming device, which consists in the roller W and 
the means of operating it. (Vol. 2, pp. 521, 622.) 

The least effect which can be given to this testimony is to discredit 
the presumption of utility arising from the patent, and if upon a jury 
trial a verdict adverse to Stonemetz were rendered it could not be set 
aside upon this record for want of evidence in its support. It is to be 
regretted that no model accompanied the application for the patent, 
that the machine has not been exemplified or its operativeness tested, 
and that neither Stonemetz nor any practical pressman has been caller* 
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in to defend it. ' In Deering v. Winona Harvesting WwrkB (0. D., 1894, 
672; 69 O. G., 1641 ; 155 U. B., 295) it was held, in view of prior devioes, 
that the ilEUSt that an iuventioQ was of doabtfiil utility and never went 
into practical nse negatived a broad conBtmction of the patent — 

whioh would operftte rather to the diaoouragemeut th*u the promotion of inventive 
talent. 

In Clark Thread Go. v. WilliiMbntic Co. (0. D., 1891, 449; 56 O. G., 395; 
148 U, S., 489) the failare of Gonant to pat bis alleged invention into 
visible form in the shape of a machine of itself determined the contro- 
versy on the qaestion of infringement. The Goart there said: 

It is evident that the invention was not completed until the construction of the 
machine. A conception of the mind is not an invention until represented in some 
physical form, and unsuoceseftil experiments or projects, abandoned by the inventor, 
are oiinally destitute of that character. These propositions have been so often reit- 
erated as to be elementary. 

This test is fatal to Stonemetz's claim of invention. 

During the ten years of inactivity of the owners of the Stoneinete 
patent the defendant has been making and selling as many as sixty of 
Gox's presses i)er annum. The presauiption of the utility of Stonemetz's 
press is not supplemented even by effort toward its manufacture or 
sale, nor does it api)ear, save by the assignment of the patent to com- 
plainant, that it has attracted capital, investment, or the faith or inter- 
est of the trade. The later patent to Oox creates an equally strong 
presumption of the novelty and utility of his construction. (Ifey v. Sey 
Mfg. Co,j 60 Fed. Bep., 45.) And this presumption is verified by its suc- 
cessfiil working and its favor with the craft. Because of these consid* 
orations — ^notably the neglectof Stonemetz and his assigns for ten years 
to reduce his invention to practice or even to put his conception into a 
tangible form — ^the Btonemetz press, though covered by a patent, seems 
to me a mere disembodied idea, which, whatever its merit, is not here 
entitled to equitsible aid nor within the spirit of the patent system, 
which requires diligence in giving to the public the benefit of his 
improvement, (Christie v. iSeyboldy G. D., 1893, 515; 64 O. G., 1650; 55 
Fed. Rep., 69, 75.) 

On this ground Judge Blodgett refused an ii\junction both on motion 
and on interlocutory decree. (Hoe v. Knapp^ G. D., 1886, 389; 36 O. G., 
1244; 27 Fed. Bep., 212.) 

Upon the uncontradicted testimony of the experts and because of the 
failure to manufacture it even by its present owners, who, holding both 
the Kidder and Stonemetz patents, are yet unwilling to put it in compe- 
tition with other machines or to invest their money in its production, I 
am of the opinion that Stonemetz's press fails to meet the end for which 
it was designed and is uncertain and defective in operation and is with- 
out merit. Three years of effort have been spent upon the production 
of a single press without result, altbougli supposed improvements were 
added to it; but neither the patented construction nor its additions have 
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yet seen the light. Whether styled au abandoned patented experiment 
or an inoperative conception there is no evidence which establishes its 
utility except the issne of the patent, the prima facie effect of which is 
overcome by the proofr. The later patent to Cox, which has demon- 
strated its ntililfy, ooght not to be held an infringement of a mere paper 
oonstmction. 

Detailed examination of Stonemets's claims equally fails to sustain 
the charge of infringement The claims alleged to be infringed are 
Nos. 5, 7, 10, 12, and 17» Judge Gari)enter ruled that defendant did 
not infringe claims 5, 7, 10, and 17 and that claim 8 was void fbr want 
of invention, but that claim 1 2 was infringed. Complainant has since 
disclaimed claim 8. In order to an understanding of the scope of 
Stonemetz's invention, recourse must be bad to the file- wrapper for the 
action of the Patent Office upon his application. (Vol. 3, page 387, 
ei seq,y of record.) He says iu'hlM original application: 

My inyention consiftto priiiotpslly of a web-printing niachinei having stationary 
llat ^ype-bedfl Beoared to the frame of the machine and a traveling carriage carrying 
impreBsion-cylinders and iuking-rollers back and forth from type-forms on the sta- 
ilonary type-beils and mechanism for carrying a '\veb of paper through the machine. 

This was erased by the Patent Office. This application contained 
thirty-four claims. Kovember 23, 1886, the Patent Office rejected 
twenty-five of these as anticipated by prior patents. Thereui)on Stone- 
metz's attorney on Jane «30, 1887, (record. Vol. 3, pp. 308-403,) filed an 
amendment withdrawing the statement of invention quoted and all 
the orignal claims, in lien of which he substituted twenty-five claims, 
in support of which he called-— 

the attention of the Examiners to the facts that the impression-cylinders operate in 
contact with the type on the type-beds, both in their forward and backward move- 
ments— - 

and that — 

the type-beils are located BubstantiaUy on the same horizontal plane, end to end, * * * 

claiming for this arrangement great sui^eriority over Kidder, and added : 

I have endeavored so to amend applicant's claims as to limit him to his constmc- 
tlon, and trust they will prove satisfactory. 

These amendments, it will be observed, greatly narrowed the original 
claims by the words ^' substantially in the same horizontal plane, end 
to end," which were not contained in any of the original claims. The 
second and fifth amended claims for <Hhe combination, in a printing- 
machine, of stationary type-l)eds with traveling impression-cylinders 
and inking-roUers," etc., operating on the type-beds both in their for- 
ward and backward movement — a special feature to which the Exam- 
iner's attention was called, as above stated — were rejected as antici- 
pated by Kidder's inking-rollers. Stonemetz acquiesced in this ruling. 
Claim 7 of the sabstirated claims was chiim 9 of the original claims. 
(Page 392 of Vol. 3.) Limitexl by the words *< located on the same hori- 
sontal plane" after the word ^Hype-beds" it became claim 5of th« 
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patent as allowed. Substituted claim 3, limited by the words *< located 
on substantially the same horizontal plane of the frame of the machine,'' 
became claim 10 of the patent. This limitation made the plane and 
relative positions of the type-beds necessary elements in the press, and 
these claims having been allowed on Stouemetz's application as differ- 
entiating his construction f^oin Kidder's complainant cannot be heard 
to say that parallel type-beds located in different planes infringed the 
specific device and mode of operation described in the patent and 
restricted by the final clause of claims 5 and 10. {Jeffery Mfg. Co. v. 
Independent JEleotrie Oo.^ 83 Fed. Bep., 6 C. 0. A., 200.) 
In the introductory paragraph of his specification Stonemetz declares — 

the following to be a full, dear, and exact description of the inyention, sach as will 
enable others skilled in the art to which it appertains to make and use the same, 
reference being had to the accompanying drawings, and to the letters of reference 
marked thereon, forming part of this speciilcation. 

^< Others skilled in the art," working under the plan and directions 
of the specification and drawings thus emphasized, could never produce 
a printing-machine with its type-beds located in different planes or 
dream that a press having one type-bed above and parallel to the other 
could by any stretch of imagination be evolved ft'om a plan which 
specified and delineated a structure having its type-beds located in the 
same horizontal plane. If Stonemetz had been a pioneer in this line 
and defendant's machine differed Arom his in no other particular than 
the xK>sitiou of its type- beds, the doctrine of equivalents would probably 
hold defendant's press an infringement; but Stonemetz was treading 
on well-beaten ground and closely in the footsteps of many predecessors. 
There is certainly as wide a difference between his press and defendant's 
as between his and Kidder's, and this is a circamstance against Stoue- 
metz's broad claims. {Pope Mfg. Go. v. QormuUy Co., 0. D., 1892, 353; 
59 O. G., 468; 144 U. 8., 242.) 

It must be admitted that complainant's vice-president, Wood, in 
answer to cross-question 333, (p. 114, Vol. 1,) maintains otherwise. He 
is asked: 

If the claims of the Stonemetz patent are limited to a mechanism containing type- 
beds located on substantially the same plane, giving these words their ordinary 
meaning in mathematics or mechanics, wonld yon say that the Cox machine eon- 
tained stationary type-beds located in substautially the same horizontal plane in 
the sense of thoee vordsf — Ans. Yon say "giving those words their ordinary mean- 
ing in mathematics or mechanics.'' I should therefore by virtue of the word "snb- 
stanttally'' consider that the Cox machine contained stationary type-beds located 
on substantially the same horizontal plane in the sense of thoee words. 

While there is nothing in mechanics or mathematics which anticipates 
the discovery or invention disclosed in this answer or the novelty of 
its conclusion, it lacks utility. In reply to cross-question 341 the same 
witness says: 

I do not think that they (the type-beds) can be in the same horizontal plane, but 
I think that as Mr. Stonemetz has used the words ''substantially the same horisontal 
plane'' with respect to his devioe, they (Cox, p. 6) can be considered •■ sabatantially 

the same boriznntikl nliuiA 
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No weight can be attached to sach testimony, given with evident 
knowledge of the action of the Patent Office ou Stonemetz's application, 
and his attorney's insistence in aapport of the substitnted claims that 
the location of the tyiie-beds ''on sabstantially the same horizontal 
plane, end to end" distinguished Stonemetz's press from Kidder's and 
this concession that Stonemetz was limited to his construction. Stone- 
metz's references to *'the accompanying drawings, and to the letters 
of reference marked thereon, forming part of this specification," of 
themselves exclude the broad construction now asserted for claims 5 
and 10 and evidence beyond mistake his conception. While he states 
that- 
many other modifioatioos may be made \n the mechanism of his machine wuhout 
departing from the spirit of his invention, • • • therefore I do not desire to 
limit myself to the exact construction shown — 

that clause is a mere relic of his original application and must be con- 
fined to tbe construction and claims there set forth, all of which were 
withdrawn, and manifestly is no answer to his consent to be limited to 
the construction shown, nor would it add anything to his invention. 
The law so interprets his claims as to protect him against colorable eva- 
sions. {Winans v. Denmendj 15 How., ^0.) 

Such a statement does not assist to construe a patent nnless it is first determined 
whether the patent relates to a substantial advance in the state of the art or con- 
cerns only improTemeutH in mere details. (Hartf Hageman Mfg,Co, v. Anchor Eleo- 
Vio Co., S2 Fed. Rep., 912.) 

The Patent Ofilce defined his invention in the substituted claims, at 
his request, by incorporating the limitation which he suggested to 
escape prior patents. {Burns v. Meyer^ 100 IT. 8., 671 ; Yale Lock Co, v. 
Sargent, 0. D., 1886, 172; 35 O. G., 497; 117 U. 8., 373.) 

Both claims 5 and 10 are also carefully limited by the use in each of 
the phrases ^'substantially as described" and << substantially as and for 
the puriK)ses set forth." This restricted him to the mechanism described 
and marked by reference-letters and shown in the drawings. {Brown v. 
Darw, C. D., 1886,69; 34 O. G., 435; 116 U. 8., 251 ; Saryent v. Burgess, 
C. D., 1889, 339; 46 O. G., 693; 129 U. 8., 19-26; Pope Mfg. Co. v. Qor- 
mully, 0. D., 1892, 353; 59 O. Q., 468; 144 IT. 8., 248, 262.) 

Any construction which would enlarge either claim 5 or 10 to cover 
a press whose type-beds are not subtantially in the same horizontal 
plane restores to Stonemetz all that he asked by his original claims 9 and 
15, both of which were rejected. Volume 3, pages 392 and 393, shows 
the original claims and pages 397 and 398 the action of the Patent 
Office and Mr. Sturgeon's letter assenting to the limitation clause. 
Stonemetz's seventh claim reads as follows : 

7. The oombination^ in a printing-machine, of stationary type-beds secured to the 
frame of the machine, and a traveling carriage carrying impression -cylinders and 
inking-ioUers and web-carrying rollers thereon, a verticaliy-moving roller for taking 
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ap the slack of the web as it is an wound from the web-roll, and the vertieally- 
moving roller for drawing the web forward, substantially as and for the purpose set 
forth. 

Whatever of merit the feeding device here mentioned may have is 
limited strictly to the improvements described by the patentee. Lake's 
patent (English) of May 0, 1883, as well as Cox's patent, No. 332,178, of 
December, 1885, both show mechanism which performs in substantially 
the same way the function of Btonemetz's vertically-moving rollers, 
one of which is positively actuated and the other by gravity. Defend- 
ant's rollers are both positively actuated. A like difference repelled 
the charge of iufiringement in Joyce v. ChiUieotke Foundry (C. D., 1888, 
444; 44 O. 6., 107; 127 U. 8., 557) and differentiated a pawl actuated 
by a spring from one which acted by gravity. (See also McConnick v. 
Graham^s Admr.^ 129 U. B., 1.) 

In Stouemetz's devices there is admittedly a slack in the web, which 
it is the function of the gravity-roller t/O meet and overcome. Defend- 
ant's press carries no slack and neither has nor needs the vertically- 
moving roller, (which is an essential of Stonemetz's machine.) Neither 
has defendant used the vertically-moving rollei* ibr drawing the web 
forward, 0i>erated one way by the web as it is drawn oat, for in his 
machine the looping-rollers are not operative either way by the web, 
but are jonmaled in a vertically-guided frame wliich is mechanically 
reciprocated by cams, and the looping rollers are thus made to co5i>er- 
ate with a continuous rotary web feed and delivery. Complainant's 
expert, Livermore, admits (Vol 1, pp. 374, 383, 393, 400, and 403) the 
difference in mode of operation of the web-feeding mechanism of Stone* 
metz and Cox. Quimb}', defendant's expert, (Vol. 2, pp. 391-3,) cor- 
roborates Livermore. (See also Cox, Vol. 2, p. 243.) Again, Stone- 
metz's feed is intermittent, while defendant's is continuous and employs 
a totally diverse mechanism. Without adverting to other differences, 
there is no invasion of Stonemetz's seventh claim. This was the con- 
clasion reached by Judge Carpenter. This construction of the claim 
is also evidenced in the qualifying phrase '^substantially as and for the 
purpose set forth." '^ The purpose set forth" and the described method 
of its accomplishment are obviously the taking of the slack web and 
drawing it forward by the means described — namely, vertically-moving 
rollers, one of which is actuated by gravity. The absence from defend- 
ant's press of this feature alone repels the charge of infringement, even 
if the claim is not restricted to the exact mechanism described. The 
phrase quoted confines the invention within the purposes and operation 
therein specifically named. (2 liob. on Pats., sec. 517, p. 131.) 

The seventeenth claim of Stonemetz's patent is not infringed for the 
reasons stated in the discussion of the seventh claim. (See Liver- 
more's testimony, Vol. 1, pp. 417, 419, 420.) Defendant's machine does 
not have the roller snp])orting arms w ir, nor yet the cutting-cylinders 
H h\ but has the discharge-rollers of Cox's patent. No. 332,138^ of 
Deceniber 8, 1885, 
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Stonemetz'8 twelfth claim reads as follows : 

12. The combinatioD, in a printing-maoliine, of the side fhunee A A^ the station- 
ary tjrpe-beds B B% with the traveling eylinder-carriage I, carrying the impreeaion- 
cy linden E £, which operate both forward and backward on said type-beds, snb- 
ataotially as and for the purpose set forth. 

This is his original rejected claim 20, with the addition of the words 
iu parentheses. The structure to which we are referred by the letters 
of reference in the claim and the preamble to the specification in 
appearance and parts has not the least resemblance to defendant's 
machine, which has many more parts, diflerently arranged and more 
complicated. Defendant has retained the form and general featoresof 
hfs Grand Bapids press of 1885. (Detroit record, p. 78-87.) The type- 
beds fi B' in Btonemetz's' drawings are horizontal in position and 
located in the same plane. The traveling carriage I carries the 
impression-cylinders E E', which bring the web into contact with the 
type-beds. In the English patent to Smith, No. 6,7d3 of 1835, is shown 
a machine with corresi>ouding side frames, type-beds arranged in the 
same horizontal plane, end to end, a traveling cylinder-carriage like 
iStonemetz's carriage I, and impression-cylinders which operate both 
backward and forward on tlie tyi>ebed. The Winch English patent 
and Bold English patent of 1822 show a combination in all material 
elements anticipatory of Stonemetz. (Bee Stockbridge's testimony, 
Vol. 2, p. 524, defendant's proofs.) The machines shown in these 
patents were intended to print on sheets and not npon continuous web. 
This dift'erence, however, is immaterial on the qaestiou of anticipation. 
Mr. Livermore, complainant's witness, concurs with Stockbridge. He 
says, (cross question 421, Vol. 2, p. 414:) 

What UuiguAge in Stouemetz's elaim points out their relations (of tiie elements) 
by which they oan be distlngalsbed fhmi the prior artf — Ans. There is none. That 
is substantially what I meant to say in the last part of my answer. 

Cross-qnes. 423. Are there uo other patents than Smith's which embody the eom- 
bination of the side frames, stationary beds and a carriage carrying impression- 
cylinders and inking-rollers back and forth oyer the beds f— Ans.. I should say that 
the British patent to Bold, No. 4,680 of 1S22, contains a combination inclnding the 
elements in question. I do not think now of any other. 

Qnimby testifies for defendent to the same effect. (Detroit record, 
pp. I(j6, 168.) Wood makes substantially the same admissions. (Vol* 
1, p. 99.) 

Cross-qnes. 880. Was there not known in the art for more than two years prior to 
the date of AUng the i^^plicstion for the Stonemetz patent a press in which were 
two flat form-beds arranged end to end in substantially the same horisontal plane 
and two reciprocating impression-cylinders traveling thereon and coacting there- 
with t— Ans. There was. British patent No. 6,793 of 1884 to Andrew Smith shows a 
deyioe which contains the parts you mention operating to print upon sheets of 
paper. 

In answer to cross-qnestion 281 he adds : 

In British patent No. 4,464 of 1830 to Robert Winch is shown such a device and also 
in BritUh patents No. 4,690 of 1822 to John Bold and No. 243 of 1866 to Willii 
dark. In all of these doTiees the meehaaism was shown as adapted to print np 
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So tea, therefore, as the novelty of the general combination set forth 
in claim 12 is concerned it waa long anticipated. The feature claimed 
for Stonemetz's press as novel was in feediug the web between the for- 
ward and backward movement of the cylinders and between their 
backward and forward movements, thereby doubling the capacity of 
the press, as his attorney claimed to the Patent Office. This was 
accomplished by Cox's Grand Bapids press in 1885, in which the type- 
beds moved instead of the cylinders. Tannahill and Kidder had long 
anticipated this reversal of the movements of the type-beds and cylin- 
ders. The express references to the constraction and parts shown in 
the drawings and specification and the final clause of the claim, <^ sub- 
stantially as and for the purpose set forth," also negative a broad 
construction of the claim. ( Weir v. Mardeuy C. D., 1888, 380; 43 O. O., 
763 J 126 U. 8., ^5 MuUer y. Lodge j etc.y Co., 77 Fed. Kep., 627.) 

Stouemetz, like Kidder, designates by the definite article each of the 
four elements of this claim. In view of Smith's, Bold's, and Winch's 
machines the drawings and references thereto and the final clause were 
limitations forced upon Stonemetz's acceptance as a condition of his 
patent. Whatever of novelty Stonemetz's press possessed as a whole 
is not found in the combination of claim 12. His original claim 8 con- 
tained the identical parts with the addition of the inking-rollers and 
was rejected, by the Patent Office. If there is any invention in claim 
12 over Bold, Smith, and Winch, which is very doubtful, it must con- 
sist in the specific arrangement of the parts designated with so much 
particularity and qualified by the final clause to save it firom anticipa- 
tions. Mr. Livermore, complainant's exi)ert, wlien asked, (cross-ques- 
tiou 414, Vol. 1, p. 411,) <^ what element or elements is recited in Stone- 
metz's twelfth claim that is and are not recited in the third and fourth 
claims," answered, ^Hhe side frames A A/ " 

These side frames are mere formal variations fh>m Bold's side frames 
a a, and there is nothing new or useful in the form of Stonemetz's 
ftames. (See Vol. 3, p. 447, and Bold's drawing, p. 466.) The bill does 
not charge infringement of either claim 3 or 4. Again, Livermore says, 
(Vol. 1, p. 414:) 

* * * Coutidering merely the elemeDte that are recited in elaim 12 apart from 
their relatione by which they oonatitute a definite combination in the machine of 
the patent, I shoold aay there is nothing m the phraseology of the claim that dit- 
tingniahes the combination there referred to from other and different oombinatiout 
of the prior art containing the same elements, bat having snbstantially different 
operatiye relations, so that the combination as a whole into which they enter Is 
different from the combination of the Stonemetz machine referred to in the twelfth 
elaim of the patent. 

To accord, therefore, to the claim in question a broad scope is not only 
to give Stonemetz what he expressly renounced by insisting on the CMt 
that his type-beds are ^'located on substantially the same horizontal 
^lane, end to end," and therein difl'er from other constructions— « limi- 

ition which 1 think was wmmnt to apply to all his claims as a conditkm 
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of bis patent— but also requires tbat tbere should be implied or read 
into the twelfth claim inking mechanism, a web feeding and delivery 
device, web-guide rollers, and a web-moving mechanism. Judge Car- 
penter for the purpose of charging defendant with iniringement held 
that the words '< substantially as and for the purpose set forth'' implied 
a perfecting-press. In MeCarty v. Lehigh Valley JS. R. Co. (160 U. S., 
110, 116) the right to thus simplify a claim is emphatically repudiated, 
the Gonrt saying: 

We know of no principle of law which wonld aathorize ns to read into a claim 
that which was not present for the purpose of making oat a case of novelty or 
infringement. * * * It might require ns to read into the fourth claim the flanges 
and pillars described in the third. This doctrine is too manifestly untenable to 
require argument. 

To the same point is Ad4iins Electric Ry. Co. v. Lindell Ry. Oo., (77 Fed« 
Bep., 432, 449.) The principle of these rulings is stated in Wood v. 
Dunbar J (119 U. 8., 47,) where the Court say: 

The claim is a statutory requirement prescribed for the very purpo^ of making 
the patentee define precisely what his invention is and it is unjust to the public as 
well as an evasion of the law to construe it in any manner different from the plain 
import of its words. 

The claim is the measure of his (the patentee's) right to relief, and 
while the specification may be referred to to limit the claim it can never 
be made available to expand it. (McClain v. Ortmayerj 0. D., 1891, 
632; 67 O. G., 1129; 141 U. 8., 424.) 

Te the same effect is Brown v. Stillwell it Bieree Co,^ (67 Fed. Bep., 
731, 740.) As the prior art negatives the novelty of the general combi- 
nation and the claim fails to distinguish the arrangement of its parts 
from prior devices, the broad construction asked for would invalidate it. 
{Mathews v. Machine Co.y O.D., 1882, 206; 21 O.G., 1349; 106 U. S., 
68-69; Jeffery Mfg. Co. v. Ind^^dent Ulectric Co.. 83 Fed. Kep., 
192-201.) 

If there could be implied into this claim the parts necessary to organ- 
ise it into a perfecting-press, complainant has not met the burden of 
showing a combination infringing the completed machine. In view of 
the success of defendant's press, the utter failure of that of Stonemetz, 
and the differences in parts and construction between the two, the 
language of the Court in U. 8. v. Berdan Fire Arms Co. (156 U. S., 666) 
is not inapt: 

For where several elements, no one of which is novel, are united in a combinatioD 
which is the subject of a patent, and these seyeral elements are thereafter united 
with another element into a new combination, and this new combination performs 
work which the patented combination could not, there is no infringement. 

The language of the Court in Consolid/ited Valve Co. v. Crosby V€Uve 
Co. (C. D., 1885, 180; 30 0. 6., 991; 113 U. S., 167, 179) in speaking of 
the Biohardsou valve is equally applicable to Cox's machine. 

Bichardson's invention brought to success what prior inventors had assayed and 
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added j oat what was neeeimry to make the whole a praetically valuable and econom* 
ieal apparatna. The faet that the known vaWee were not need and the speedy and 
eztenaiTe adoption of RiobardHon's valves are faeta in harmony with the evidenee 
that bis valve contains Jast what the prior valves laeked, and go to sapport the 
eonelnsion at which we have arrived on the question of novelty. 

There are several patents to which no reference has been made. To 
discuss these and the many other qoestions presented by the record 
would extend this opinion to a still more nnreasonable length, although 
it would, in my judgment, confirm the conclusions here reached. 

For the reasons stated the defendant has not infringed either the 
Eidderor Stonemetz patent, and complainant's bill should be dismissed, 
withoosta 
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Amebican Tobacco Gompabt v. Stbeat. 

Decided Natemher S, 2897. 
82 O. G., 1212. 

1. STREAT--CiGAR-MaKKR'8 iMPLRMRirr— VAUDITY—lNFRINGIOneNT. 

Letters Patent No. 290,811, granted December 25, 1883, to Thomas Streat, for 
a oigar-maker*8 implement, constmed and ffeld valid bnt not infringed. 

2. ImrsimoN— Combination— Elrmknts Srpakately Old. 

The fact that each and ever^' element of a combination was old an<l well known 
at the date of a patent is not sufficient to deprive the invention claimed of nov- 
elty, for most of the inventions in the present day consist of the ntilisation a»*d 
adaptation of mechanical appliances that are themselves old and well known. 

S. Samk — Sams— Article Madk in Machink. 

An article manufactnred in a machine in the manner and for the pnrposes con- 
templated when the machine itself was made cannot he held to be a part of the 
machine which so produces it, so as to constitute an element in the combination 
eoTsred by a machine patent. 

Appeal from the Circuit Court of the United States for the Eastern 
District of Virginia. 

Before Goff, Sihontok, and Bbawlet, Judges. 

Mr. Oharlei 8. StnngfellaWj Mr. M. B. Philipp^ and Mr. W. W. FuUer 
for the appellant* 
JfetfTf . Bmiher/oard A Pmge for the appellee. 

STATSMXNT OF THS 0A8S. 

This was a suit in equity by Thomas Streat against the American 
Tobaeoo Company for alleged infringement of a patent for improve- 
ments in cigar-mi^ers' implements. In the Circuit Court a decree was 
enteired sustaining the patent, finding infringement, and granting the 
usual relief. The defendant thereupon appealed to this court. 

CtoFFy J.: 
On the 25th of December, 1883, the United States granted to Thomas 
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Streat Letters Patent No. 290,811, for improvemeDtB in cigar-makers' 
implements. On the 13tli of June, 1393, the United States granted 
Letters Patent No. 499,488 to Philip Whitlock, assignor to the Ameri- 
can Tobacco Company, for a binder-clamp for cigar-bancbing machines. 
The bill of complaint in this canse was filed by the said Thomas Streat 
on the 17th day of April, 1893, in which an iiijauction was prayed for 
to restrain the American Tobacco Oom]>any from making, selling, or 
using a certain device and machine which it was daimed was made tu 
imitation of and eml>odied all of the essential elements of the machine 
described in the Letters Patent so issued to 8treat An aoconnting, 
with the relief usual under such circumstances, was prayed for. The 
answer of the defendant was filed on the first Monday of August, 1893, 
to which the complainant on the first Monday of October following 
filed his replication. The testimony was duly taken and the case finally 
heard on the 17th of December, 1890, when a decree was entered by 
the court below adjudging that the Letters Patent issued to Thomas 
Streat were valid and that the defendant infringed the same. The 
defense relied upon by the defendant below was lack of patentable 
novelty in the invention described in the complainant's patent in view 
of the state of the art, anticipation by prior patents, and non-infringe- 
ment. During the taking of tlie defendant's testimony it was disclosed 
that the machine* used by it, and which it was claimed was an infringe- 
ment of the complainant's patent, was covere<l by and described in the 
!Md Letters Patent No. 499,488, which were issued after the institution 
of this suit — to wit, June 13, 1893 — although the application for said 
patent was filed in the Patent Office on tlie 31st of December, 1893, 
before the bill was filed in this cause. From the said decree of Decem- 
ber 17, 1890, the defendant appealed. 

In the 8i>ecification forming part of the Ijctters Patent No. 290,81 1 it 
was set fortli that the invention consisted of certain mechanism whei^eby 
means wei*e provided for assisting in obtaining results desired in the 
application of the wrapper to cigarettes. The patentee stated the diffi- 
culty which his invention was intended to overcome \vaB, in snbstance, 
as follows: In the manufacture of cigarettes having a tobacco wrap- 
per difficulties are exi>crienc^l in obtaining a smoothly-rolled cigarette 
in which the wrapper is free from wrinkles and a cigarette of sufficient 
density to ]>revent its mashing or breaking when packed. This was 
due ti> the fact that the wrapper, whether of pai)er or tobacco, was 
tree to yield to any inaccuracy in the operation of rolling or to any 
irregularity in the pressure applied when the cigarette is being rolled, 
Ciiusing that i)ortion of the paper not held by the hands to twist, 
wrinkle, or pucker, which naturally detracted from the marketable 
value of the cigarette, lie also stated in said 8i>ecification that the 
imperfect rolling was frequently due to the unequal distribution of 
the filler, the quantity thereof being greater in one part of the cigarette 
than another, which gave rise to the une<]nal pressure during the oper- 
ation of rolling and caused the wrapper to wind unevenly, and thereby 
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wrjnkla Wheo tobacco was employed for wrapping, difficnltieg vera 
greater, because it was damp and elastic and therefore Uable to stretch 
at the slightest ineqaality of pressure or stmio. It was claimed that 
the invention wonid remedy such difflcalties by providing a method by 
which one edge of the wrapper woald be fadd tight aad Bmootb, while 
the other edge was turned over the filler and rolled around it, thereby 
preventing such wrapper fh>m wrinkling. To overcome these difflcal- 
ties, tbe patentee provided in his patent for the ose of a clamp to bold 
one edge of the wrapper smooth while tlie other edge van being rolled 
about the tobacco, and an apron, usually made from a strip of strong 
paiier, npon which tiie wrapper rested and which was osed for the por- 
pose of applying tbe pressare of the fingers to the wrapper and tobacco 
in the rolling process, 
whereby the pressure 
was more evenly distri- 
buted over the surface 
of the cigarette and the 
wrapper was prevented 
from yielding unduly be- 
cause of the unequal 
strength. The apron so 
provided for was glued 
and rigidly held to one 
end of the table and was 
free at the other end. 
The clamp consisted of 
a pivoted plate spring 
pressed upward, which 
was connected by a rod 
to a treadle by which it 
could be depressed and 
caused to grasp one edge 
of the wrapper between 
it and the fastened end 
of the apron. The clamp was operated to »ecare tbe wrapL^^r by the 
foot of the operator acting upon the treadle, thereby leaving both of 
his hands free for use in the rolling of tbe cigarette. These faote are 
fully illustrated by drawings made part of the piitent and referred to 
by figures and letters. 

Tbe patentee, after having described his invention, set forth his 
claims on follows: 

I. lu .1 cigar-mftker'a implement, a, clamp, a ToMingitpnm, a BtatioDM; snpportor 
table, npon irhlcb aatd clftmp And mpron, together vith tlie wrapper and fllloT. ara 
■nppart«d, and to which one edge of tbe apron la seoareU, tbe uppoalte edga 1;1b( 
tree tberoon, and meaoa for depreuing the clamp and boldioj; the aame Id oontMt 
witb the Used edge of taid apron, when aald eUownta are oombined for «oopantioD, 
■• dOHcribed, for the pnrpoee Hpeaified. 
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2. Iq a cigar-maker*8 implement, a clamp, a rolling-apron, A, a flat support or 
table for said clamp and apron, means for depressing the clamp upon one end of the 
apron and holding it in contact therewith while the cigarette is being rolled in the 
free end of said apron A, and means for automatically raising the clamp out of con- 
tact with the apron, said parts being combined and constructed for cooperation, 
substantially as described, for the purposes specified. 

3. The combination of the table T, rolling-apron A, pivoted damp C, and treadle 
T', all constructed t^ operate substantially as and for the purposes shown and 
described. 

4. The combination of the table T, rolling-apron A, pivoted clamp C, springs S, 
and treadle T', all constructed to operate substantially as shown, and for the pur- 
poses described. 

We agree with the coart below that the patent issaed to Streat was 
good and valid in law. The fack that each and every element of the 
combination claimed by Streat was at the date of his patent old and 
well known was not sufficient to deprive the invention claimed by him 
of novelty, for most of the inventions of the present day consist of the 
utilization and adaptation of mechanical appliances that are them- 
selves old and well known. The clamp and the rolling-apron had both 
been in use before the date of the patent to Streat and were, in fact, 
well known in the art; but they had not been used theretofore in the 
manner and for the purpose set forth in the specification of said patent, 
and it was in and by this new use of devices in and of themselves not 
novel that his invention consisted. Using an old process and utilizing 
a well-known device by combinations which produce results not there- 
tofore accomplished by the said process or device is, in fact, invention. 

Finding, as we thus do, with the court below that the complainants 
patent was valid, it now becomes necessary to consider and determine 
whether or not the device or machine used by the defendant below was 
an infringement of said patent The defendant has not used the appa- 
ratus complained of in the manufacture of cigarettes, whicli seems to 
have been the only purpose for which the machine described in the 
Streat patent was intended, but has used it only in mannfactunng 
cheroots and cigars in the making of what is called ^^bnnciies.^ A 
short statement of the mode of manufacture shown by the evidence 
will enable us more clearly to understand tlie uses to which the 
machinery now in question was put. A cigar or cheroot is composed 
of the core, binder, and wrapper. The core consists of tobacco, some- 
times called << scrap,'' which is divided into small pieces and formed 
into the shape of the cigar by the application thereto of the binder. 
The binder is the leaf of tobacco upon which the filling or scrap is 
placed, and which after being wound about the same is paste<l, so as 
to cause it to retain its shape temporarily. A single leaf of tobacco is 
used for a binder if the same is wide enough to go around the bunch 
twice; but if not sufficiently wide or if it is weak or perforated with 
holes it is reinforced by a second leaf, thus making a double instead of 
a single binder. The bunch thus made by the application of the binder 
is then transferred to a mold, in which while still moist it is pressed 
»nd given the shape of the completed rigar. It remains in the mold 
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until it becomes dry, wben it is taken by the operator, wbo applies the 
wrapper, thus making the cigar complete and ready for the market. 
It is well to remark in this connection and before considering the 
machine used by the defendant thsCt we think it is clear that the func- 
tion of the device patented by Streat was to aid in applying the final 
wrapper to the cigarette. In cases where the molds were not used, 
but where the article was tnrne^l ont complete by hand, the apron was 
used to preserve the wrapper and to give it a perfect and finished 
appearance. The apron would be of no practicable utility if the 
bunches were to be molded into shape. We think that the patent 
itself, the conduct of the patentee, and the action of those who used 
his machines clearly indicate that the device so patented was intended 
for the purposes we have pointed out. 

The Streat device was first used for the making of cheroots complete, 
the patentee receiving a royalty of .75 cents per thousand. These che- 
roots were made for the period of about five months, when, as they 
were not acceptable to the market, their manufacture was discontinued. 
The apron speoifie<l in the Streat patent was used in making the che- 
roots so found to be unsalable. After the making of the complete 
cheroot on the Streat device was discontinue<I his machine, the apron 
being left ofi', was used for making bunches for cheroots both by ISIr. 
Streat and Mr. Whitlock, who then owned the factory now operated 
by the defendant. During the six years previous to tlie institution of 
this suit many of such machines withouc the apron were so used. It is 
the combination of the clamp with the apron and the manner of using 
the former and attaching the latter tiiat (constituted the novelty of 
Streat's invention and justified the Patent Office in issuing the Letters 
Patent to him. That the apron is a vital element in the claim for the 
patent was shown by the record made in the Patent Ofiice during its 
prosecution, when it was staffed that it (the apron) — 

is the odIj feature of novelty iu the device, and, were it omitteil, a m4>re paper elip 
or clamp would be left. 

The contention of counsel for the complainant below that the apron 
is only essential to the first claim set forth in the patent and not 
required in the second, third, and fourth is, in our judgment, without 
force, as the apron is the main feature in the deviie and the controlling 
element in the combination that was patented. The apron referred to 
in the second, thini, and fourth claims is the rolling-apron A indicated 
by the letter ^'A'^ in the drawings accompanying the patent and is an 
essential part of each claim, as well as the vital part of the patent itself. 
[Parry Manufg. Co. v. Hitchcock Manufg. Co.j C. D., 1893, 4C3; 64 O. G., 
860; 68 Fed. Rep., 402; Weir v. Morden^ C. D., 188S, 380; 43 O. G., 
753; 125 U. S.,98; 8 Sup. Ct., 869; Hendy v. Iron Works, 0. D., 1888, 
425; 43 O. G., 1117; 127 U. S., 370, 375; 8 Sup. Ct, 1275; Knapp v. 
MoTM, C. D., 1893, 661; 65 O. G., 1593; 150 U. S., 221, 228; 14 Sup. 
Ct., 81.) 

It follows, therefore, that unless the machine used by the defendant 
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employed a rolling-aprou or its mechsDieal equivalent in the mana- 
factnre of cigars or cheroots there has been no infiringement of the 
IMitent granted the complainant below. The evidence plainly shows 
that the defendant did not use an apron on any of tiie machines 
employed by it in its factory — ^that the machines osed by it are without 
aprons and are not nsed for making completed cheroots or cigars, bat 
solely for the purpose of making bunches. This is, in fiM;t, admitted 
by the appellee; but it is claimed for him that the second wrapper used 
by the appellant is the mechanical equivalent of the apron described 
in the Streat patent, or, in fact, is the apron itself. In our opinion the 
leaf of tobacco called the ^'Hocond binder" is not the mechanical equiv- 
alent of the rolling-apron described in the Streat patent, which was 
evidently intended by the patentee to be a strip of strong paper (shown 
by the evidence to be in practice a strip of enameled cloth of sufldcient 
strength to Htand the strain of constant use) permanently fastened to 
the table, intended for continuous use, of greater strength than the 
tobacco leaf, the inherent weakness of which it was designed to obvi- 
ate; bat the second binder cannot be considered an element of the 
machine itself, as it is a part of the material nsed on the machine in the 
manufacture of the product offered for sale. We do not think that an 
article manufactured in a machine in the mannw and for the purposes 
contemplated when the machine itself was made can be held to be a 
])art of the machine which so produces it 

The Supreme Court of the United States in the case <^ Morgan 
Envelope Co, v. Albany Perforated Wrapping Paper Co. (G. D., 1894, 
238; 67 O. G., 271; 152 U. S., 425; 14 Sup. Ot, 627) indicates quite 
clearly the solution of the qnestion now under consideration. On this 
point we quote from the opinion in that case, as follows: 

Th« first c1ef«nM raises the qusstion whether, when a machine is designed to mana- 
iaetnre, distribnte, or deliver oot to nsers a oertain article, the artiele so dealt with 
can be said to be a part of the eombiuation of which the machine is another part. 
If this be so, then It would seem to follow that the log which is sawed in the mill, 
the wheat which is gronnd by the rollers, the pin which is piodnced by the patented 
machine, the pi^er which is folde<l and delivered by the printing-press, may be 
claimed as an element of a combination of which the mechanism doing the work is 
another element. The motion of the hand necessary to turn the roll and withdraw 
the paper is analogous to the motive power which operates the machinery in the 
other instances. 

The machines used by the an[)ellant are quite similar to the device 
covered by the patent issued to Philip Whitlock, though they dilfcr 
from it in several particulars ; but as we are not now required to deter- 
mine the validity of that patent it will not be necessary to further con- 
sider the same. It is sufficient at this time to ascertain if the use of 
said machines constitutes {in infringement of the Streat patent, and we 
hold that it does not. While it is true that the machine used by the 
appellant brings together several of the old devices whieh form part of 
the Streat combination, still it is also, true that it omits other important 
parts thereof^ and consequently there is no infringement. (Bchmmmekr 
V. (WaeU, M U. &, 549; Palm^v. ViOage of Oomimgjl06 V. 8^ U 
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15 Sup. CUj 381.) The machine nsed by the appellee during the six 
years prior to the institution of his suit, without the rolling-apron A 
attached thereto, was simply a clamp, and the combination thereof was 
without novelty and not patentable, and an inspection of the model and 
drawings of the machines used by the appellant, claimed m the bill to 
be an infringement of the Btreat patent, together with a study of the 
testimony taken concerning the same, shows that it also is simply and 
essentially a similar clamp, the object of which is to hold the edges of 
the binder in place while the filler is distributed on it and the two 
rolled into a bunch. Neither one of the devices need an apron when 
ased for the purpose of making bunches, and as that of the appellant 
was made for and has been used for that purpose no apron has been 
employed in connection with it. The apron of the Streat patent evi- 
dently was not intended for use in connection with the making of 
bunches; but clearly its object was to enable the rolling of the cigarette 
to be performed without breaking, tearing, or wrinkling the binder. 

Tlie device used by the appellant cannot be held to be an infringe- 
ment of the appellee's patent unless it would have been held, if used 
earlier than the patent, to have been an anticipation of the same, and 
certainly it is clear if it had been set up as in prior use against the 
Streat patent, as it did not contain an apron used in the manner set 
forth in said patent, that it would not have been decreed to have been 
anticipation. {Peters v. Manufacturing Oo., C. D., 1889, 453; 47 O. 6., 
948; 129 U. S., 530; 9 Sup. Ct, 389; Knapp v. JforM, G. D., 1893, 651; 
65 O. G., 1593; 150 U. S., 221; 14 Sup. Ct., 81.) The rule is now well 
established that ^Hbat which infringes if later would anticipate if ear- 
lier." (Thatcher Heating Co. v. Burtie, O. D., 1887, 320; 39 O. G., 587; 
121 U. S., 286, 295; 7 Sup. Ot., 1034; Grant v. Walter, C. D., 1893, 317; 
69 O. G., 910; 148 U. S., 547, 554; 13 Sup. Ot, 699; Gordon v. Warder, 
C. D., 1893, 634; 65 O. G., 1403; 150 U. S., 47; 14 Sup. Ct, 32.) 

It will be unnecessary for us to consider other assignments of error 
set forth by the appellant, as we find that the device used by the 
American Tobacco Company cannot be held to be an infringement of 
the Streat patent It follows that there was error in that part of the 
decree of the court below finding infringement and directing an account- 
ing. Said decree is hereby reversed, and this cause is remanded to 
the court from whence it came, with instructions to dismiss the com- 
plainant's bill. 



[U. S. Cirooit Coart— EMtern IMiitriet of PennaylvMalm.] 

By BAM r. FBIEDBBBaSB. 

D^Med Deember tO, iS97. 

S2 O. G., 1420. 

1. Dbsion Patknt—Byram— Trimming— iNFRiNORMnrr. 

Letters Patent Ko. 28,886, grautf^d December 25, 1894, to Frank A. Hyram, 
for a design for trimming for lad ion' nnderwear, conHtmed and EM not 
infringed. 
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S. Sahk— lM»iNaxinuiT— QuBSTiOKS to bi Coksidkkkd— Mbthod of Pboddc- 
nia— Eftsct Pxoddgbd Ufoh tbi Gtk. 

In oooBideriug the qaefltion of iD&ingement of a dealgn patent tfa« method of 
prodnotlon la iiralevant. Tba subject foi consideration is not the procew of 
creation, bot tlie effect prodaced upon tbc eyu by the things created. If 
then be anoh leeemblance betireen them u to deceive a pnrchaeer, indncing 
him or bar to porohaae the one anpposiog it to be the other, the one which ia 
patented ia infringed by the later one. It is, however, alwaya to be borne in 
mind ill applying this criteriou that the purchaaer referred to ia one who, in 
bet, does give aome attention to design, and that the character of the desigu 
and of the fabric to which it is related and the extent of diBcrinilnatiTee<iamin- 
atlon likely to be made by the pnrohaaers thereof are to be talien into account. 

3. Sams — Akticipatiok — Old CoKSTiTuxirra. 

It ia not a valid objaetion to a deaign patent that some of the oonatitnente of 
the deaign claimed bad existed in the prior art. Old flgarea may by rearrange- 
ment or by being combined with new parts prodnoe a novel effect. 

JIfr. Jerome Carts for tbe compIainaDt 
Me»»r». Barding & Harding for the defendant. 

Dallas, J..- 

This is a eait in eqai^ for alleged inftingement 1^ tlie defendant of 
Design Patent No. :^,886, dated December 26, 1891, issued to tbe 
pluotiff for a desigu for trimming. Id tbe speciflcation it is said : 

VLj inventlou ha* for Ita object the ptorlaion of a new and original design for 
trimming for ladies' underwear of the character fully diiclaaed by the ncoompany- 
ing druwiiign, wherein — 

Figure* 1 and 2 are views uf the back nud ftoot, respectively, of a portion of anoh 
trimming. 

The drawings tbas referred to are here reproduced. 
Fig. 1. 



Fig. 2. 



There was no novelty in the two apper portions of this trimming — 
that 1b to say, the apper or gimp-like portion, ofUled the "heading,'' 
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and the parts immediately bdow it, oonsistiBg of bars or loops and 
iDtervening open spaces, called the <^ ribbon-space," were, separately 
considered, undoubtedly old. All that with any show of reason oonld 
be asserted to have been in itself new is the lower iK>rtiou, consisting 
of the line with which the bars or loops before mentioned are con- 
nected and the wheel-like flgares connected with that line, as shown in 
the drawings. It is not, however, a valid objection to snch a patent 
that some of the constitnents of the design claimed bad existed in the 
prior art. Old figures may by rearrangement or by being combined 
with new parts produce a novel eflEect; but while I tiiink this must be 
conceded it is, in my opinion, also true that to constitute inftingement 
of such a combination it is not enough that the old parts have been 
used by the alleged infringer, if for the new parts others which are not^ 
in the sense of the patent law, the same as those of the patentee are 
used. 

Id considering the question of infringement of a design patent the 
method of production is irrelevant. (Braddock OIohs Co. v. Macbethj O. 
D., 1895, 271; 70 O. O., 1799; 28 U. S. App., 106.) The subject for 
consideration is not the process of creation, but the effect produced 
upon the eye by the things created. If there be such resemblance 
between them as to deceive a purchaser, inducing him or her to pur- 
chase the one supposing it to be the other, the one which is patented is 
infringed by the later one. It is, however, always to be borne in mind 
in applying this criterion that the purchaser referred to is one who, in 
fact, does give some attention to design, {Monroe v. Anderson, 17 U. 8. 
App., 184,) and that the character of the design and of the fabric to 
which it is related and the extent of discriminative examination likely 
to be made by the purchasers thereof are to be taken into account. 
The patent in this case expressly states that the design in qnesticm is 
intended for trimming for ladies' underwear, and that the evidence 
shows that there are very many such trimmings, and that the variations 
in their designs are generally so minute that to the casual masculine 
observer they would all no doubt seem to be very much alike. Yet 
between the patented trimming and that of the drfendant, and in that 
part where, only, the plaintiff introduced any new element, there are 
differences which, though slight, may readOy be discerned and which 
(fabric and design both being nicely delicate) are quite suiBcient to 
change the pattern. {Jenningi v. KibbOj 24 Fed. Bep., 697.) I am per- 
suaded that no ordinary woman (who, if giving any attention to such 
a design, would probably dosdy SGrutinise it) would purchase the 
defendant's trimming supposing it to be that of the plaintiff, and there 
is no proof that any one has in ttict been so misled. 

tipon all the evidence I find that the charge of infringement has not 
been sustained, and therefore the bill is dismissed, with costs. 
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[U. 8. CireuH Coart—Kortheni District of New York.] 

National Habbow Company v. Hench et dl. 

Decided Jmiuary S, 1893, 
82 O. G., 1420. 

1. In vkimokment^Un LAWFUL Combination in Rbstraint ok Thadb — Trrhm to 

Patbnt—Prf.viods Decision Construki>. 
Where iu a previous litigation (National Harrow Co, v. Hewfk, C. D., 1807, 743; 
81 O. G., 1612) it was held thai the organisation of the oonipiainant, the assign- 
ment to it of the patents, and the license from the complainant permitting the 
assignors to oontinue to mak^ and sellhakTows under the patents so assigned were 
all steps in a general scheme to create a monopoly and that the transaction or 
eooibijiation was unlawful In its oonoeption and purpose as a whole and iu all of 
its parts, and the pi«seat bill is based upon the theory that, holding the legal title 
to the patent in oontroversy, the complainant can sue the owners of the equi- 
table title not as licensees, but as infringers, Held that the assignment of the 
patent was hot one step in the eombi nation and the license was another step; 
that both were necessary to carry oat the illegal scheme; that in the prior suit 
the complainant declared upon the license, now it declares upon the assignment, 
and that both are invalid under the prior Judgment, thsr one as much a» tha 
other. 

2. Samk— Samjb--Sams. 

Further, where it was contended that the us^igunient of the patent was a dis- 
tinct and separate transaction «ind that the bill could be supported upon the 
assignment alone, which was an innoceut proceeding iu itself, Hdd that the 
prior decision treated thin with the other nteps as part of one illegal scheme. 

On Bill aud plea. 

Me$8rs. Riuley dt Jjove for tlie eomplaiiiant. 

JKtfSMrt. Oookinham, Sherman tt Martin and Meairs. Strawbridge db 
Taylor for the detendantii. 

Coxx, J.; 

This 18 an eqaity suit for the infiriugement of Letters Patent granted 
to tlie defendant8 and by them assigned to the complainant. The bill 
18 in the usnal form. The demand is for an injunction and an acconnting. 

The plea alleges that the defendants assigned the Letters Patent in 
question to the complainant as |»art of an unlawful agreement which 
was void as in restraint of trade and as against public policy and that 
it was declared void by the Circuit Court for the Eastern District of 
Pennsylvania and by the Circuit Court of Appeals for the Third Circuit, 
in a suit between these parties. 

The plea has been set down for argument. 

Ib the previous litigation the Pennsylvania court decided that the 
agfeement between these parties and other manu&cturers and venders 
of barrows was an unlawful combination to enhance prices and prevent 
coaqpetition; that one of the means used to further this conspiracjr was 
thn omatiou of the complainant as a convenient instniment to take aa^ 
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hold the legal title to the patents owned by the members of the oombi- 
nation, the equitable title being still in the prior owners. In short, it 
was held that the organization of the complainant, the assignment to it 
of the patents, and the license from the complainant permitting the 
assignors to continue to make and sell harrows under the patents so 
assigned were all steps in a general scheme to create a monopoly and 
that the transaction was unlawful in its conception and purpose as a 
whole and in all of its parts. 

These decisions will be found in National Harrow Company v. Henchj 
(C. D., 1807, 743; 81 O. G., 1612; 76 Fed. Rep., 667.) 

The bill is based upon the theory that, holding the legal title to 
the patent in controversy, the complainant can sue the owners of the 
equitable title not as licensees but as infringers. The assignment of the 
patent was but one step in the combination. The license was another 
step. Both were necessary to carry out the illegal scheme. In the 
Pennsylvania circuit the complainant declared upon the license; now 
it declares ui)on the assignment. Both are invalid under the Peuu- 
sylvania judgment, the one as much as the other. To place any other 
interpretation uijon the decision is to make it a mere brutum/ulmenj lead- 
ing to results so illogical and inequitable as to border on the grotesque. 
The complainant was created solely to effectuate the pari)08e of the 
combination, the patent in suit being transferred as part of the unlawful 
scheme. Can it be possible that, based upon such a title, the comi>lain- 
ant can levy tribute upon the defendants and thus accomplish by indi- 
rection the very object of the monopoly more effectually than if the court 
had not declared the whole transaction void f If as a result of the Penn- 
sylvania litigation the complainant can seize the defendants' profits and 
also enjoin them from operating under their own patents, their victory 
might better have been a defeat. In escaping Scylla they are hope- 
lessly caught in the vortex of Gharybdis. It certainly never was the 
intention of the parties that the defendants should assign their patents 
to the complainant with no rights reserved. The assignment was in 
consideration of the licenne back and was pai-t of the one agreement. 
The complainant has no title except such as it got through this agree- 
ment, and this agreement has been declared void. The comi>Iainant 
contends that the assignment of the patent was a distinct and separate 
transaction and that the bill can be supiM>rted upon the assignment 
alone, which was an innocent proceeding in itself. But, as before stated, 
the Pennsylvania decision treated all these steps as part of one illegal 
scheme. When the foundation upon which this edifice stood was shat- 
tered, the entire structure fell. The judicial bolt struck the keystone 
of the arch. Neither party can build upon the fragment-s that remaiiL 
As both were equaUy involved in the prohibited scheme, the court left 
them where their own acts placed them, declining affirmative relief to 
one as against the other. 

The plea is allowed. 
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[U. 8. Circnlt Coort of Appea1s->Third CIrcnIt.] 

Fox Solid Pbbssed Steel Company v. The Sohoen Manufac- 

TUBiNa Company. 

Decided January f 5, J898, 

92 O. G., 1421. 
CoNTfiACT, Construction of. 

Where the coniplaiQAiite Hied a bill to rcBtrain the respondente from nianafac- 
turing track-frauies for moving.vehiolee, or parts of tmok-frames, y* hen made of 
pressed metal, in violation of an a|[preemeut between the parties, the clause of 
the eontraot npon which the complainants rely being in these words : " It is 
further agreed that the parties of this second part will not engage during tha 
life of the agreement in the manufacture of truck-frames for moTin^ vehicles, or 
any part of snoh frames, when made of pressed metal," the complainants' con- 
tention being that by this clause of the agreement the defendaots were pro- 
hibited from manufacturing parts of truck-frames when such parts were made 
of pressed metal, Held that, reading the controverted clause in the light of its 
context^ with due considaration of the motives leading to and tbe object to be 
accomplished by the agreement and giving to it that practical ^construction 
which both parties have put upon it^ it cannot be construed as prohibiting the 
defendants from manufacturing pressed-metal parts for any other trnck-frames 
than the pressed metal tnick-fr«mes which the complainants are engaged in 
patting on the market. 

Before Dallas, Butlbb, and Eibkpatbiok, Judges. 



Meur9. Oowanj Dkikerwn db Brown tat the appellant. 
JfeffTf. Strawbridge A Toiglar for the appellee. 

ElBKPATBICK, J. : 

The appellants, oomplainantB below, filed their bill in the Circuit 
Coart for the Western District of Pennsylvania to restrain the respond- 
ents firom manufactoring truck-frames for moving vehicles, or parts 
of truck-frames, when made of pressed metal, in violation of an agree- 
ment between the parties. 

The dause of the eontraot npon which the oomplaiiiaiits rely is in 
these words, viz: 

It is further agreed that the parties of this second part will not engage during tha 
life of the agreement in the manufacture of truck-frames for moving vehicles, or any 
part of such fhunes, when made of pressed metal. 

The complainants' contention is that by this clause of the agree- 
ment the defendants were prohibited from manufacturing parts of 
truck-frames when such parts were made of pressed metal. The spe- 
dflc offense complained of is that the defendants have manufoctured 
pressed-metal truck-bolsters to be used as a part of the ordinary dia- 
mond truck. 

The defendants by their answer admit that they have placed on the 
market pressed-metal steel bolsters to be used in connection with dia- 
mond truck-frames, but insist that they are not prohibited from so 

12782 ^26 
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doing by the terms of the agreement, which, properly constraed, applies 
only to the parts of truck-frames which were composed of pressed 
metal. 

It will be perceived that the clause of the contract in question, stand- 
ing alone, is susceptible of either construction which ha« been put upon 
it by the parties. In order that it may be properly interpreted, it will 
be necessary to examine tlie entire^ instrument, consider its subject- 
matter, the motives that led to it, the circumstances surrounding its 
execution, and the object intended to be effected. (Davis v. Barney^ 
2 (iill & J., 382.) 

It appears from the record that both the complainants and defend- 
ants prior to and at the time of the execution of the agreement were the 
owners of certain patents relating to the mannfiftcture of center-plates 
for car-trucks, concerning the validity of which suits were pending 
between them. The complainants were also engaged in the manufke- 
ture of pressed-metal truck-frames, with which business the defendants 
in no way interfered. A large part of defendants^ business, outside of 
making center-plates for all kinds of car-trucks, was the manufacture of 
pressed- metal parts of truck-fi^ames which were known as << diamond" 
truck-frames and which were constructed partly of wood and partly of 
iron or steel. The only business for which the parties competed was 
that of furnishing metal center-plates which were used in common by 
both styles of truck frames, as well those specially manufactured by 
the complainants and known as ^^pressed-metal" truck-frames as those 
in more general use and known as ^^diamond" track-frames. 

The object of the agreement, as set out in its preamble, was to adjust 
the differences between the parties so for as they related to pressed- 
metal centers for truck-frames. Except in the clause in controversy no 
other subject is mentioned in the agreement. It seems to have been 
inje(;ted as an afterthought to accomplish some object outside of the 
subject-matter of the agreement. That it was not for the purpose of 
compelling the defendants to abandon any part of the then existing 
business is apparent from the testimony. 

It is the evidence on the part of the defendants and not denied by 
the complainants that at the time the contract was entered into the 
defendants were, with the knowledge of the complainants, mann&c- 
turing and offering to the trade parts of diamond truok-firanies which 
were made of pressed metal, and that they continued to do so after the 
making of this agreement. The character of their business was not 
changed, and no objection was made to it until about the time of the 
filing of this bill, a period of over three years. It was not only aoqui- 
eseed in by the complainants, but their bill avers that up to abofat 
February 1, 1895, the defendants had complied with the terms of the 
contract. 

Beading the controverted clause in the light of its context, with doe 
consideration of the motives leading to and the object to be aoeoai' 
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plistaed by the agreement ( E^k Island Railtcay v. Bio Grande Bail- 
way, 143 n. 8., 596) and giving to it that practical oonstmction which 
botli parties have put uiion it, {District of Columbia v. GeUlagherj 124 
U. B., 505,) we oaimot oouHtme it as prohibiting the defendants from 
niiiiiafaetnriog pressed-metal parts for any other trock-frames than the 
l>r<\sMecl-metal truck-frames which the complainants are engaged in 
putting on the market. 

Entertaining this view it is unnecessary for us to determine the other 
qaetttions presented in the argument 

The judgment of the Circuit Court will be affirmed. 



[U. 8. Circuit Oovrt of Appeals— SoTenth CIroait. ] 

Dekbb & Company r. Book Island Plow Company. 

Decided January 3, 1898. 
82 O. 6., 1561. 

1. WaTSBMAN— COBN-PLAKTER— VAUD-^lNyRINOSD. 

Claim 1 of Letters Patent No. 480,304, graoted August 9, 1892, to Lewis £. 
Watennany for improTements in corn-plan ters, constriietl and Htld to cover 
a patentable combination and not a mere aggregation, and that it is valid and 
infringed. 

2. 8ams— Sams— DI88KHTIMO Opinion. 

Judge Woods disaentedy holding that the Waterman combination does not 
embody a new conception. 

8. COMBIHATION— NXW RBSULT. 

The new reenlt of a patentable combination is a result which is new and dis- 
tinguishable as compared with results produce<l by the elements in their sepa- 
rated state or as assembled in a mere aggregation, without functional relations 
to each other. A combination is not unpatentable merely because its results 
may also have been produced by other combinations. 

Appeal from the Circuit Coart of the United States for the Southern 
DiviBion of the Northern District of Illinois. 

Mr. L. L. Bond, Mr, A. H. Adams, Mr. 0. B. Piekard, and Mr. J. L. 
Jmekson for the appellant. 
Mr. John O. Mofnaihan and Mr. Edward Bector for the appellee. 

STATEMENT OF THE CASE. 

This was a suit in eqnity by Deere & Comi»auy, a corporation, 
agiainst the Bock Island Plow Company for alleged infringement of a 
pateo t for improTemeats in com planters. The Circuit Court dismissed 
the bill fbr want of novelty in the patent and the complainant has 
appealed. 

Before Woods, Jenkins, and Show alter, Judges. 

Sho WALTEB, J. : 

AppeOant, a corporation, exhibited its bill in the Circuit Court, alleg- 
ing infringemeut by appellee, which is also a corporatioii, of the first 
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claim of Letters Patent of the United States nambered 480,304. This 
patent was issued August 9, 1892. Gomplainant owns the same, as 
assignee of the inventor, Lewis E. Waterman. The invention of this 
patent <^ relates to improvements in corn-planters." Fifteen claims 
were conceded in the Patent Office. The first, being the one in contro- 
versy in this suit, reads : 

1. In a corn-planter, the combination, snbetantiaUy as hereinbefore deaeribed, of 
a seedbozi meohaniBm for meaenring and deli^^ering p^ed ih)m the box, co5peraiing 
disks on either nide of the box, inrhich disks cairy st support the seedbox and the 
measuring and delivering mechanism and inrhich actuate the latter, and means for 
atUnsting the disks so as to vary their covering capacity. 

As applicable to this claim, the specification and diagrams of the 
patent show a horizontal frame, approximately round, with an extension 
or tongue firom one side, inclining slightly downward and cut out ver- 
tically at its outward extremity into two arms, which arms pass on 
either side of and are pivoted to a central forward portion of the rigid 
frame whereby the snbsoiler is held to a doublemoldboard lister-plow. 
This circular frame is by means of the pivot whereby it is attached in 
the rear of the plow movable vertically out of its iiorizontal position. 
Transversely across and underneath the broadest portion of this frame, 
and at right angles to the direction of the plow, extends an axle, on 
either end of which ground- wheels, not spoked, but made in the form 
of disks, are fixed. On this frame, itself supported by the axle and 
ground-wheels, is supported vertically a cylindrical seedbox, contain- 
ing in its bottom a seed measuring and delivering mechanism, and a 
spout leading itt>m the bottom downward through said frame to a tube 
or condnctor fixed vertically behind the snbsoiler f^id in the frtune 
which carries the subsoiler. Through this spout and tube as the plow 
parts its furrow and the subsoiler the secondary furrow the seeds are 
dropi)ed into the latter furrow in fixed quantities or charges and at 
fixed intervals. On the axle, which turns with the disks or ground- 
wheels and by the friction between the outward edges of the latter and 
the ground as the structure is drawn in the wake of the snbsoiler, is a 
vertical beveled cogwheel, which engages with cogs on the under side 
of a horizontal annular iiLate in the bottom of the seedbox and thereby 
actuates the seed nieasurinf; and delivering mechanism. This vertical 
bevele<l wheel is between the center of tlio axle and the disk fixed on 
the end thereof. So far as now described the structure contains all the 
factors of the claim quoted except the last — ^namely, ^Mneans for ac^ust- 
ing the disks so as to vary tlioir covering capacity." These fiEMtors, 
not being in combination with the last, would tlTemselves combine to 
the one result of dropping the grain in fixed quantities and at fixed 
intervals into the secondary furrow behind the advancing subsoiler. 
In such hypothetical combination, however, the disks would have 
merely the fanction of wheels. As disks they would be ftmctionteM. 
But the patentee by the operation of his device in dropping the oom 
undertakes also to cover the same as and when dropped into thefturiKr. 
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For this purpose the axle between the disks is made in halves. These 
are joined together under the central portion of the seedbox by a 
coupling operative as a universal joint. By this means each ground- 
wheel or disk may be set so that its plane of revolution, being a verti- 
cal plane, is at a greater or less angle with that vertical plane which 
>»ou1d pass through the central longitudinal line of the furrow or 
direction of the plow. The planes of revolution in the disks, if 
extended, meet in a vertical line through the center of the furrow in 
the rear of the advancing seedbox, as attached to the plow in opera- 
tion. In order to move the loosened soil more effectively, the disks or 
ground- wheels are *< preferably" made concavo-convex, with sharpened 
peripheries, and placed on the axlcwith the concaved surfaces toward 
each other. Each half of the divided axle is jonrnaled iu a bracket 
which is attached by bolts to the horizontal fhkme which carries the 
seedbox. The openings in the frame i'or these bolts are slots concentric 
with the annular plate in the bottom of the seedbox which moves the 
seed measuring and delivering mechanism. By loosening the nuts on 
these bolts a different angular adjustment of the axle and disks may 
be made. The nuts are then tightened, so that the new position of the 
disks is maintained. By varying the angular adjustment the disks 
move more or less earth — in other words, increase or decrease the 
depth at which the corn is covered. 

The Patent No. 418,526, issued December 31, 1889, to T. P. Lynch, 
shows, in a lister-plow or corn-planter, the combination <*of a seedbox, 
meehanism for measuring and delivering seed from the box, cooperating'' 
wheels ^^on either side of the box, which" wheels *' carry or support the 
seedbox and the measuring and delivering mechanism, and which 
actuate the latter." In the device of the Lynch patent the ground- 
wheels, which are not disks, but spoked wheels, are fixed vertically on 
the ends, respectively, of the axle, so that their planes of revolution 
are parallel to each other and to a vertical plane through the longitudi- 
nal central line of the fhrrow. In this patent the axle is not divided 
or iu halves, the means for covering the grain being two curved shovels 
adjusted to follow in the rear of the advancing seedbox. In the patent 
in suit the divided axle, the central coupling forming a universal joint, 
the angular adjustment of the disks, and the frame whereby the axle 
and disks are held iu position and attached to and wade to follow the 
plow constitute the mechanism described in the specification whereby 
earth is thrown over the corn to cover it. The central coupling between 
the two meeting ends of the divided axle forming the universal joint, 
the tube or bearing in which each half of the axle is journaled, the 
brackets on the tube, with the bolts and slots through the frame 
whereby the axle is held to the frame which supports the seedbox, con- 
stitute the last element specified in the claim — namely, the << means for 
adjusting tlie disks so as to vary their covering capacity," as described 
in the spedflcation. The oonstruotiou of the Lynch dfivice above 
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referred to has the one dit^tiiict resalt — naiiiely, it drops the grain in 
fixed quantities and at fixe4l intervals in the fnrrow. If we suppose 
the divided axle of the patent in suit-to be set and secured so that 
the two halves are in a straight line, tlie disks will then have only the 
function of the wheels in tlie Lynch device. On this hypothesis, if the 
words ^^ means for adjusting the disks so as to vary their covering 
capai:ity '' be omitted from the claim in suit, the remaining elements, as 
exi)rf .si>cd in the claim, would attain the result of the Lynch combina- 
tion; but disks as disks would not be a factor toward such result. 
Again, disks attached to a lister-plow following thesubsoiler, set, as in 
the patent in suit, angularly to the direction of the plow by an angular 
adjustment, which may be changed, and which cover the grain dropped 
behind the subsoiler from a seedbox in fixed quantities and at fixed 
intervals, are found in the patent to I^ughry, dated March 4, 1890, and 
numbered 422,G03; but in the Loughry patent each disk is upon a 
spindle projecting from the lower end of an adjustable upright rod. 
Thero is no axle connecting these disks. They are not functional in 
carrying the seedbox, in actuating the seed distributing and delivering 
mechanism, or in fixing the intervals or distances between the charges 
of com as dropped into the furrow behind the subsoiler. In the parent 
in suit and in the claim in question the <^ cooperating disks" are on 
'' eitber side of the box." These disks are distant from each other about 
ten or twelve inches. The box is between them and not on one side, in 
order that the corn may be dropped into the furrow straddled by the 
disks. Again^ the box is between the disks and not on one side or 
above them, in order that in the workrequiredof them they may retain 
the upright position and not topple over. 

Counsel for appellee has put in evidence a very large number of prior 
patents. To about twelve of these he makes reference in his argument. 
The Patent No. 305,430, to E. A. Daniel in 1884, is seemingly dwelt on 
with most confidence. Counsel says: 

The patent to Daniel, of 18S4, shows each of the parts named in said first claim. 
In the Daniel stmctare there are three disks on each side of the center of the 
machine; constituting two groups, which throw in toward each other, as in the 
patent in suit. £yery function set out in the Aaim sued on is performed m the 
Daniel structure by the same agency respeetively named in said claim. Inasmuch 
as a change of location of an element in a combination, without change of function, 
does not affect the identity of the combination, (Dane v. Man^faetHring Co., 2 O, O., 
077; 3 Diss., 374; Fed. Cas., No. 3,658) the Daniel structure, if subsequent, would lie 
an infringement on the claim sued on, were the latter valid ; but *' what would 
infringe a patent, if later, will defeat a patent, if earlier." (Knojfp v. Jforst, C. D., 
1893,651; 65 0.G.,1593; 150 U.S., 229; 14 Sup. Ct., 81.) 

The device of this Daniel patent belongs to the harrow or broadcast- 
seeder family. The three disks ooustitnting the gang on one side of 
this device are on a single axle. The two axles are set, by means of a 
frame above the disks, at an angle to each other, so that by the matoal 
opposition of the two gangs of ditiks the machine m^r lie drawn over 
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the prepared field iu a direct liue of travel. There is over each gang a 
separate seedbox, set at a considerable elevation above the disks. If 
one of the gangs, with its seedbox, shonld be detached from the other 
and fastened to the rear of a plow or should itself as a single implement 
be drawn over groand already prepared, its conrse would be zigzag or 
at least uncertain. Its disks would not cooperate to keep it in the line 
of travel. If, on the other hand, the disks be set so that their planes 
of revolution are iu the line of travel, then they would have no cover- 
ing capacity. Moreover, if the distance between the exterior disks 
should be fixed at ten or twelve inches the machine would topple over. 
In this Daniel machine the adjacent disks, one on the inner end of one 
axle and the other on the inner end of the other, are in the same posi- 
tion relatively to each other and to the line of travel as the disks of the 
patent in suit. Moreover, tlieir angular adjustment may be varied. 
Still further, in front of these two disks are firmly secured to tbe tongue 
of the machine two other disks, with the opposite angularity, intended 
to open, iu a prepared soil, shallow, parallel, and closely-adjacent for- 
lows. By a spout extending from the left-hand seedbox obliquely 
toward the right-hand inner-end disk a stream of seed is thrown, 
apparently, against said last-named disk, to be thereby scattered in 
the wake of the two forward disks attaclied to the tongue. The seed 
80 scattered is thereni)on covered, but whether by the action of one or 
both of the inner-end disks of the gangs does not clearly appear. At 
all events tlie right-hand inner-end disk has no connection with the box 
from which the seed flows, as last mentioned. The two inner end disks 
do not cooperate upon any mechanism in said seedbox. They are not 
^co(>perating disks on either side of the box." In the machine of the 
patent in suit, assuming the plane of revolution in the disks to be in 
line with the direction of the plow, one full turn of the disks will 
aeasure a uniform interval or distance in the furrow. By the revolu- 
tion of the plate in the bottom of the seedbox the charges of seed are 
carried successively to the opening of the spout, through which they 
fiill into the furrow at distances apart corresponding to that portion of 
the circumference of the disks which rolls over the ground while the 
seed plate, after one charge drops, brings another to the spout. 
Further, though this may be a feature of no sjiecial iuijiortance apart 
frY>m accuracy of description, these predetermined intervals between 
the charges of grain as dropped into the furrow are made iu a degree 
greater or less by change in the angular adjustment of the disks. In 
other words, the disks, with their variable angular adjustment, are 
ftincdonal in the machine of the patent in fixing the intervals at which 
the charges of seed are dropped into the furrow, and the disks them- 
selves, apart from the matter of angular adjustment, (their friction with 
the ground being aided by the weight of tbe seedbox and its contents,) 
are functional in operating mechanism whereby one charge is separatei^ 
from the mass of grain and separately carried to the upper opening 
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the spout aud tbere dropped into the furrow. Disks haying functions 
as disclosed in the chiini in suit are not found in the device of Daniel or 
in any of the numerous machines shown in the record of that class to 
which the machine of Daniel belongs. In many of these machines a 
stirring implement of some sort, actuated through connecting appli- 
ances by the revolution of the disks, operates on the mass of seed in 
the box, and continuous streams from the muss of seed find outlets by 
gravity through holes in the bottom of the box, sometimes connected 
with downward spouts or conductors. 

Tbe argument most persistently urged by the learned counsel for 
appellee goes to the proposition that the elements assembled in the 
claim in controversy are really a mere aggregation and not a patentablo 
combination. The seedbox of the patent, for instance, considered as a 
hollow receptacle for holding seed, is identical with itself in other situ- 
ations; but here the seedbox, besides holding the mass of corn in appro- 
priate relation to the seed measuring and delivering mechanism, is 
functional as an instrumentality whereby said seed measuring and 
delivering mechanism is held in ]>osition to receive as its means of 
operation in dropping corn a force generated by the impact or frictiou 
between the rims of the disks and the ground, which disks, with their 
angular adjustment, are at the same time functional in determining 
the intervals of distance between the charges of corn and in cover- 
ing the same as dropped. Counsel for appellee says that the elements 
of the claim in controversy — 

were not original with the oomplainant's aeeignor, and prodaoe no new zesiilt in 
their preneiit situation, wherefore a patentable oombination doee not obtain. 

The new result of a patentable combination is a result which is new 
and distinguishable as compared with results produced i^y tbe elements 
in their separated state or as assembled in a mere aggregation, without 
functional relations to each other. A combination is not unpatentable 
merely because its results may also have been produced by other com- 
binations. A foot-note to section 156, Bobinson on Patents, reads : 

It is frequently stated in the decisions of the courts that no new oombination can 
be produced unless its result or effect be also new. This is to be understood aa 
referring to the effect of the combination as compared with the effect of its elements 
in their separate or airRregated state, not as compared with the effect of other com- 
binations of tlie same or different elements. It is true that no combination can 
have been invnitc^d unless it is capable of producing effects beyond those resulting 
ft'om the use of any or all the elements in their separated state. But it is not true 
that the same elements cannot be grouped into different combinations, govemtMl 
by different cooperative laws, although their practical affect as arts or instruments 
may be the same. The decisions are to be read with this distinction in mind. 

In Reckendor/er v. Fa1)er^(i). D., 1876, 430; 10 O. G., 171; 02 U. 8., 357,) 
as showing the distinction between a mere aggregation and a patent- 
able oombination, it is said: 

Another iUustration may be fouiid in the ft^ame in a sawmUl which advaaesa tlie 
ig vegolariy to meet the saw, and the saw which aaws the log; the two eoSpenite 
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and are 8iiniiltatu*on8 iu their Joint action of sawing through tlie whole log — or in 
the sewiug-iuachino, whore one part advances the cloth, and another part forms the 
stitches; the action being simultaneous in carrying on a continuous sewing. A 
•tem-winding-watch key iH another instance. The office of the stem is to hold the 
watch, or hang the chain to the watch. The office of the key is to wind it. When 
the stem is made the key, the joint duty of holding the chain and winding the watch 
is performed by the same instrument. A double effect is produced, or a double duty 
performed, by the combined result. In these and numerous like oases the parts 
eoGperate in prodncing the final effect— sometimes simultaneously, sometimes snc- 
cessively. The result oomes from the combined eflfect of the several parts, not 
simply from the separate action of eaoh, and is therefore patentable. 

As before i)oiiited out iu this opinion, if tbe disks be made function- 
less otherwise than as wheels— in other words, if disks be taken out 
and wheels pnt in — then all the elements of the claim, barring the last, 
may combine to the one result of dropping corn in fixed charges and at 
fixed intervals. But such a supposed combination is not itself a factor 
in this claim. The last element — namely, ^^ means for adjusting the 
disks so as to vary their covering capacity," by which we must neces- 
sarily understand, as described in the specification, disks which have 
the angular adjustment as well as disks whose angular adjustment 
may be changed — might, when separated from the seedbox and con- 
tained mechanism or when these latter parts are functionless by the 
absence of seed firom the box, cover charges of corn previously dropped 
by some other machine or by hand; but in the combination of the claim 
the force generated by the friction or impact between the outer edges 
of the disks and the ground, as the machine follows the plow, works 
the mechanism in the seedbox to drop iu fixed quantities the corn cov- 
ered by the disks themselves while generating said force, the disks 
being at the same time functional in determining the intervals of dis- 
tance between charges of grain as deposited in the furrow. The claim 
in controversy is not the aggregation of two distinct combinations. 
The last element may, perhaps, be called in itself » ^^subcombination;" 
but the remainder of the claim, as set down, does not constitute another 
subcombination. This is no't a case where two subcombinations are 
assembled. The criterion here is not whether the result of the union 
is anything more than the aggregate of two lesults, one attributable to 
one suboombinatiou and the other to the other. This is not a case of 
two machines brought together with no efiect beyond adding the result 
of one to that of the other. A combination consisting of all the ele- 
ments specified in this claim, except the last, is not itself a factor in 
this claim. The elements of the claim, barring the last, are not here 
combined otherwise than in an organism which includes the last. The 
claim is not accurately thought of as containing but two elements, the 
result of one being the dropping of corn in fixed quantities and at fixed 
intervals of distance and of the other the covering of the corn so 
dropped. Oorn-planting results from the cooperation of all the ele- 
ments as adjusted for the time being to meet the conditions of the soil 
in which the work is carried on. This court does not concur with the 
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learned ooansel for appellee iu his proposition that the claim in contro- 
versy is a mere ag<pregation, nor in his further proposition that — 

there woe no invention in simply irmnsferring to the Lynch and other organizations 
the well-known driving and covering fnnctionsof the disks of former organizations. 

As treacly i>oiiited oat in this opinion, the disks of the claim in snit 
have ftinctions not foand *Mn the disks of former organizations;'' nor 
were these functions simply transferred to the Lynch or to any other 
organization. 

Assuming the validity of the claim, we do not understand the infringe- 
ment to be contested. Mr. Waterman, the inventor, was formerly an 
employee of the appellant corporation. In 1894 he entered the service 
of appellee, and has since remained in that service. While employed 
by appellee, and on May 21, 1895, there was issued to said Waterman, 
^^ assignor to the Bock Island Plow Company," appellee, Letters Patent 
So. 539,495. Appellant makes plows under the Waterman patent of 
1892, being that in suit; appellee, under the Waterman patent of 1895. 
Plows made by appellee pursuant to the K|ieciiii*atiou of the last-named 
patent contain, unmistakably, the coinbinatiou of the claim in suit. 
Appellant's expert so testified. No witness has expressed any opinion 
to the contrary; nor, as said above, does the learned counsel even con- 
tend that the infringement is not clear if the claim be valid. There is 
no question here as to the utility of a machine made within the terms 
of the claim in comparison with the machines of Lynch or Loaghry. 
Utility to the patentable degree is not dis| tuted. The decree is reversed 
and the cause remanded, with the direction to the Circuit Court to enter 
a decree for an injunction and an accounting. 



Woods, J^ (dissenting:) 

I am unable to see that the Waterman combination embodies a new 
conception. Its exact counterpart, it is true, has not been found in the 
prior art; but the elements are all old in fact as well as in theory and 
in plows, cultivators, harrows, and seed-drills have all been in familiar 
use in the same relations to each other and performing the same func- 
tions in the manner shown in the patent in suit. It is pointed out and 
emphasized by repetition that the disks of tliis patent have functions 
which do not all belong to the disks alone or wheels ahme of any prior 
device, and in this fsict, as I understand the opinion, is recognized the 
novelty which made the combination patentable. 

ThoHe predetermined intervals Vet ween tho churges of grain a^ dropped into the 
Ihrrow [it is said] are made in a degree greater or less by change in the augalar 
adjustment of the disks. In other wordH, the disks, with their variable nn.«;u1ar 
a^jUKtuieut, are functional in the machine of the patent in fixing the intervals at 
which the charges of seed are dropped into the furrow, and the disks themselves, 
apart from the niattt^r of angular adjustment, (their friction with the ground being 
aided by the weight of the seedboz and its contents,) are functional in operating 
mechanism whereby one charge is separated from the mass of grain and separately 
^'%rried to the upper opening of the Hpouts and there dropp<M] into the furrow. 
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TbefirBtof these functiouH — the varyiiigof the predeterminediutervals 
between the charges of the grain clroppe^l by chaugiug the a^jastmeut 
of the disks— I do not find to have beeu ])oiDted ont in the Apecification 
or suggested either by experts or by counsel for the api>ellant. The dis- 
covery, therefore, would seem to be original with the court. But that 
it is genuine must be conceded, since it is manifestly true, theoretically, 
that a revolving disk will advance farther by a single revolution on a 
line coincident w*th its own plane than if drawn forward on a lino at 
an angle with its plane, and the greater the angle the shorter will be 
the forward movement, the total variation possible being the difierence 
between the circumference of the disk and its diameter. Practically 
the variation, I think, will be very much less, and probably without 
appreciable efifect; but, whether great or small, I tlo not .i)erceive that 
it can be a beneficial feature of the device. The contrary seems prob- 
able. The question, however, is an immaterial one. That part of the 
prior art which is disclosed in the opinion alime would compel me to a 
diiferent conclnsion on the question of [latentability from that declared 
by the court. It is shown in the opinion that without the means for 
ailjusting the disks th • elements or factors of the claim in suit ^^ would 
themselves combine to the one result of dropi>ing the corn in fixed 
quantities and at fixed intervals,^ but that ^Hhe disks would have 
merely the function of wheek," and on this hypothesis it is conceded 
that the Lynch patent, which shows, in a lister-plow, the combination 
^of a seedbox, mechanism for measuring and delivering seed from the 
box, [wheels instead of] disks on either side of the box, which carry or 
Bnpi)ort the seedbox and the measuring and delivering mechsinisni, and 
which actuate the latter," is not different in combination or result, it 
is also conceded that in the Loughry patent are- 
disks attached to a lister plow following the subsoiler, set, as in the patent in snit, 
angalarly to the direction of the plow by an angalar adjustment, which inny be 
changed, and which cover the grain dropped behind the subsoiler from a seedbox in 
flxed quantities end at Axed intervals; 

but those disks, it is explained — 

are not functional in carrying the seedbox, in actuating the seed distribntinji; and 
delivering mechanism, or in ilxing the intervals or distances between the charges of 
oom as dropped into the furrow. 

It is further conceded that in the Daniel machine, which is a broad- 
cast seeder with three disks on an axle on either side of the center — 

the two axles are set, by means of a frame above the disks, at an angle to each other, 
so that by the mutual opposition of the two gangs of disks the machine may be 
drawn over the prepared field in a direct line of travel: [that there] is over each 
gang a separate seedbox; [that] the adjacent disks (one on the inner end of one 
axle and the other on the inner end of the other) are in the same position relatively 
to each other and to the line of travel as the disks of the patent in snit ; [that] their 
angnlar a^Jnstment may be varied ; [that] in Aront of these two inner-end disks are 
flrmly seenred to the tongue of the machine two other disks, with the opposit 
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angularity y intended to open, in a prepared soil, shallow, parallel, and closely-a^Jft- 
ocnt furrows ; [that] by a spout extending from the left-hand seedboz obllqaely 
toward the right-hand inner-end disk a stream of seed is thrown, apparently, against 
said last-named disk, to be thereby scattered in the wake of the two forward disks 
attached to the tongue [and there] covered, but whether by the action of one or 
both the inner-end disks of the gangs does not clearly appear; [that] at all events 
the right-hand inner-end disk has no connection with the box from which the seed 
flows as last mentioned; [that] the two inner-end disks do not cooperate npon any 
mechanism in said seedbox; [that] they are not ''oooperating disks on either sids 
of the box." 

My view may be as well explained by starting at this point. It is 
conceded that the Daniel machine embodies a lister-plow, the wheels 
on the tongue cutting the furrow and the inner-end wheels being in a 
position to cover the corn as dropped or poured into the furrow. It 
needed no invention to cut away the other two disks of each gang and 
instead of two scedbozes^ one over each gang, to substitute one box 
located above and between the wheels, changing the feeding mechanism 
only to the extent necessaiy to At it into the new box and operating it, 
as before, by connections with one or both disks. If with both, then 
they would be ^^ cooperating disks on either side of the box." Thus 
changed the machine, it is true, would not have dropped the seed at 
regular intervals; but, again, it required no invention to produce that 
result It was only necessary to take the seedbox and dropping mech- 
anism already in use in the Lynch device and place it above and 
between and connect it with the inner-end disks of Daniel instead of the 
wheels of Lynch, and, the disks being already adjustable, the result 
would have been an anticipation of the Waterman combination. To 
put it in another way, equally simple and void of possible invention, 
it was only necessary to take the two inner and acyustable disks of 
Daniel or Loughry and put them in the place of the wheels of the Lynch 
plow, and, whether the covering-plates of that plow remained or were 
removed, the result would liavebeen the combination in question; and, 
though it be conceded that in the combination so made the disk would 
be required to perform the function of a wheel and also the function of 
turning the soil and incidentally of varying the distance between the 
charges dropped, that is not important, because the fact that a disk is 
a wheel is obvious, and to make it serve the uses of a wheel in addition 
to any other known lunction cannot be invention. The Loughry pat- 
ent is not less significant. If its disks do not carry the seedbox and 
are not functional otherwise, like those of the patent in suit, it needed 
only to transfer to it the seedbox of Lynch, with its mechanism for 
measuring and dropping the grain, and to connect the mechanism with 
the disks instead of the spoked wheels. 
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[IT. S. Cixonlt Conrt— Eastern DUtriot of Peniuylvania.] 

Fbank et dl V. Hess et aU 

Decided December IS, 1897. 
82 O. G., 1666. 

1. Fbakk— Dasiov fob a Cap^Infrinoemknt. 

Letten Patent No. 36,533, granted January 12, 1887, to Jacob Frank, for a 
design for a cap, oonsieting of a Bncceasion of diamond-shaped figures encircling 
the lim of the cap, together with a single rosette attached to the rim at a point 
between two of the diamond-shaped flgnres, is not infringed by a cap having a 
different style of rosette and on the rimrhombas-shaped figures which when held 
in a sloping position appear to be diamond-shaped, the general effect of the two 
designs being different. 

2. Dbsiok Patsnts, Coxstbuction of— Enlarging Design Patent Bkyond 

What is Shown and Described. 
The monopoly covered by a design patent must be confined to the particular 
design shown and described. 

Mr. Jerome Oartjf for the complainants. 
Mr. J. M. Mojfer for the respondentf 

STATEMENT OF THE CASE. 

This was asait in equity by John Frank and Jacob Frank, copartners 
trading as John Frank & Son, against S. Wildman Hess and Rolando 
Bflver, copartners trading as Hess & Silver, for an alleged infringe- 
ment of Design Patent No. 26,533, issued to Jacob Frank for a design 
for a cap. 

Dallas, J.; 

This IS a suit upon a patent dated January 12, 1897, No. 26,533, 
issued to Jacob Frank, for ^^a design for a cap." The specification 
expressly refers to the accompanying drawings as <^ forming a part 
thereof It also states that the leading feature of the patentee's 
design for a cap is the ^'rim of the same, with ornamentations thereon.'' 
It is fturther specified (referring to the drawings) that << on the rjm are 
geometrically- shaped figures D and the rosette £." Figure 1 of the 
accompanying drawings shows a succession of diamond-shaped figures 
encircling the rim of the cap, together with a single circular rosette 
attached to the rim at a point between two of the diamond-shaped 
figures before mentioned. What is claimed is ^Hhe design for a cap, 
substantially as described and shown." The position taken by the com- 
plainant's counsel, that this patent should be so construed as to cover 
any and every kind of geometrically-shaped figure when applied for the 
purpose of ornamentation to the rim of a child's cap, is clearly untena- 
ble. The monopoly must be confined to the particular design described 
and shown, and, being so confined, the design of the defendant cannot 
be held to conflict with it. The two designs not only are not identical, 
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tmt tbey do not present the same impression to the eye; nor can I 
believe that an ordinary purcliaser, giving any attention to the subject 
of design, would be misled into supponiug that that of the defendant 
ia that of the complainant. It is true that the defendant uses a sac- 
cession of devices, which, when the cap is held in a sloping position, 
^>pear to be severally of a diamond-shape; but when both caps are 
held upon a horizontal plane the effect of the one is wholly different 
from that produced by the other. For the diamond upon the plaintiff'rt 
cap there is substituted a rhombus upon the defendant's, und the splice 
between each of these respective figures is about twice nn great in the 
defendant's design as in that of the complainant. To these differences 
in detail, separately considered, I would not attach importance; bat 
because as a whole they result in producing quite distinct pictures they 
are controlling. The respective rosettes are so absolutely unlike as to 
render any comparison of them unnecessary. 
The bill is dismissed, with costs. 



(SopreoM Court of the United States.] 

The MoOobmiok HABTEsxiNa Machine Company r. G. AuiiTM A|i 
& Company et al. The McCobmigk Harvesting Machine Com- 
pany V. The Aultman-Millee Company. 

Dteided March £1, 2898. 
82 O. G., 1968. 

1. Rkissub Appucation— Rbjxction op Claims op Original Patbnt by PATsn 

Oppice — Efpbct on Validity op Original Patbnt. 
Upon application being made for a reissue the Patent Oi&ce is aatheriied to 
deal with all its claims, the originals as well as those inserted flist in the appli- 
cation, and might declare them to be invalid ; bnt such action wonld not affect 
the claims of the original patent, which remained in full force, if the applica- 
tion for a reissue be rejected or abandoned. 

2. Samb— Jurisdiction op Patknt Oppicb Ovbr Original Patbnt. 

Upon the issue of the original patent the Patent Office had no power to 
revoke, cancel, or annul it. It had lost Jurisdiction oTer it, and did not regain 
such Jurisdiction by the application for a reissue. 

3. Samb— Samb— Objbct in Applying for a Reissub^Rxturnino Obioinal 

Patent. 
The object of a patentee applying for a reissne is not to reopen the qnestioB 
of the validity of the original patent, bnt to rectify any error which may have 
been fonnd to have arisen ftom his inadvertence or mistake. But nntil the 
amended patent shall have been issued the original stands precisely as if a 
reissue had never been applied for, (AIUh v. Cs(p, C. D., 1897, 473; 79 O. G., 
1S23; 166 U. 8., 601, 505,) and must be returned to the owner upon demand. 

4. Samb— Samb—Surrbndbrino Original Patent— Possbsuon by Patbnt 

Oppicb. 
The fiMst that the rules of the Patent Office require that the original patent 
should be placed in its custody for the purpose of surrendering it upon the issne 
of an amended patent gives that Department no right to the po«easion of it 
upon the reJe«'tion «»f the uppliciiriun tut* :i r .kmiio. 
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5. Sams— ABANDOMMEirr of AppucATioif— Betubn of Obiginal Patknt 

Unchanobd. 

If the patentee abandoned his application for a reisene, he is entitled to a 

Tetnm of his original patent precisely as it stood when suoh application was 

made, and the Patent Office has no greater anthority to mutilate it by rejecting 

any of its claims than it has to cancel the entire patent. 

0. PATBMTy JUBISDlCnOH OVSR BY AK OPFICBK OF THB GOVRRNMBNT AftBH IT 

Has I88CXD. 
When a patent has received the signatare of the Secretary of the Interior, 
ooontersigned by the Commissioner of Patents, and has had affixed to it the seal 
of the Patent Office, it has passed beyond the control und jurisdiction of that 
Office, and is not subject to be revoked or canceled by the President or any 
other officer of the Government. ( United 8tate$ v. SchurZf 102 U. S., 378; United 
Siatee v. Am. Bell Telephwe Co., C. D., 1888, 558; 45 O. Q., 1311; 128 U. 8., 315, 
363.) It has become the property of the patentee, and as such is entitled to the 
same legal protection as other property. {Sejfmour v. Oehornef 11 Wall., 516; 
Cammejfer v. Sewton, C. D., 1877, 182; 11 O. 6., 287; 94 IJ. 8., 225; United Siatce 
V. Palmer, 128 U. 8., 262, 271, citing Jamee v. Campbell, C. D., 1882, 67; ^ O. G., 
837; 104U. S., 366.) 

On a Certipicatb from the United States Gircait Court of Appeals 
for the Sixth Gircait. 

Mr, R. H. Parkin$on for the appellant. 

Mr, Hkomas A, Banniuffj Mr, Ephraim Banning, and Mr. Edmund 
Wetmore for the appellees. 

STATEMENT OF THE CASE, 

This was a qaestlon certified to this Gourt by the Gircait Gourt of 
Api^eals for the Sixth Gin^uit, involving the authority of a Primary 
Examiner of the Patent Office to reject us invalid claims of an original 
patent which were incorporated in an application for a reissue. 

It apijears that the M cGormick Harvesting Machine Gompany filed 
a bill in equity in the United States Gircuit Gourt for the Northern 
District of Ohio against G. Aultman et aly and also one against the 
Aultman-Miller Company, in each of which it was sought to restrain 
the defendant from the future infringement of two patents covering 
automatic twine-binders for harvesting machines. As the interests of 
the several defendants were closely identified the two cases were heard 
together. 

The question certified involves only Patent No. 150,50G, issued to 
Marquis L. Gorham, February 0, 1875, and the other patent sued upon 
will therefore not be considered. The record shows that there was filed 
in the Patent Office by the executrix of Gorhaui an application for a 
reissue of this patent, in which were included several claims of the 
original patent, as well as many new clainis. Upon consideration, the 
Assistant or Primary E:.aiminer decided that claims 3, 10, 1 1^ 2o and 26 
of the original patent should be rejected for want of patentable nov- 
elty, and reference was mad*) to prior patented devices. !No appeal 
was taken from tills decision, and subsequently, in compliance with » 
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request, the original patent was returned to the plaintiff corporation, 
which had become the owner thereof. Thereafter these suits were 
brought against the defendants upon the original patent. 

In the Circuit Court it was decided, that as the original claims 3, 10, 
11, 25 and 26 had been determined by the Examiner to be invalid, and 
no appeal had been taken from that decision, but the same had appa- 
rently been acquiesced in, the adverse action must be regarded as fatal 
to the claims in question, and to the same extent as if the rejection had 
been incident to the original application for the patent. (C. D., 1893, 
531; 64 O. O., 1791; 58 Fed. Sep., 778.) 

Upon appeal the Circuit Court of Appeals decided that there was 
no infringement by the defendants as to claims 25 and 26, but that there 
was infringement of claims 3, 10 and 11 of the original patent, unless 
it should be determined that they were invalidated by their being 
rejected by the Examiner upon an application for a reissue of the 
same; and, desiring instruction upon this point, it certified to this 
Court the following question : 

If the owner of a patent applies to the Patent Office for a reissne of it, and Inoladea 
among tbe claims in the application the tame olaimt aa those which were included 
in the old patent, and the Primary Examiner rejects some of snoh claims for waot 
of patentable noveltyi by reference to prior patents, and allows others, both old 
and new, does the owner of tbe patent, by taking no appeal and by abandoning his 
application for reissue, hold the original patent, the retnm of which he proenres 
from the Patent Office, invalidated as to those of its claims which were db^allowed 
for want of patentable novelty by the Primary Examiner in the proceeding for 
reissue. 

Mr. Justice Browu delivered the opinion of the Court. 

The validity of the claim in question depends upon the view taken 
of the action of the Examiner in rejecting them when incorporated in 
an application for a reissue of the patent, upon the ground that the 
claims were wanting in patentable novelty, as evidenced by prior pat- 
ents cited by him. No appeal was taken from this decision, and the 
matter lay in abeyance for nearly two years before the plaintiff corpora- 
tion, which had in the meantime become the owner of the patent, aban- 
doned the application for a reissue and requested and obtained from 
the Patent Office the return of the original patent. 

It has been settled by repeated decisions of this Court that when a 
patent has received the signature of the Secretary of the Interior, coun- 
tersigned by the Commissioner of Patents, and has had affixed to it the 
seal of the Patent Office, it has passed beyond the control and jurisdicticin 
of that Office, and is not subject to be revoked or canceled by the Presi- 
dent, or any other officer of the Government. ( United States v. Scknrz^ 
102 U. 8. 378; United States v. Am. Bell Telephone Oo.^ C. D., 1888, 558; 
45 O. O., 1311; 128 U. S., 315, 363.) It has become the property of the 
patentee, and as such is entitled to the same legal protection as other 
property. (Seymour v. Osborne^ 11 Wall., 616; Gammeyer v. Nexoton^ 
C. D., 1877, 182; 11 O. G., 287; 94 (J. 8., 225; United States v. Palmer, 
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128 U. S.y 262 J 271, citing James y. Oampbell, 0. D., 1882^ 67; 21 O. 6., 
337; 104 U. a, 360.) 

The only authority competent to set a patent aside, or to annal it, or 
to correct it for any reason whatever, is vested in the courts of the 
United States, and not in the Department which issued the patent. 
(Moore v. Robbins^ 96 IT. S., 530, 533; United States v. Apt. Bell Tele^ 
phone Co.f 0. D., 1888, 558; 45 O. O., 1311 ; 128 U. S., 315, 364; Michigan 
Land and Lumber Co. v. Ruetj 168 U. S. 589, 593.) And in this respect a 
patent for an invention stands in the same position and is subject to the 
same limitations as a patent for a grant of lands. The power to issue 
either one of these patents comes from Congress and is vested in the 
same Department. In the case of a patent for lands it has been held 
that when one has obtained a patent from the Government he cannot 
be called upon to answer in regard to that patent before the ofiBcers of 
the Land Department, and that the only way his title can be impeached 
is by suit. (United States v. Stone^ 2 Wall., 525, 535; Iron Silver Min. 
Co. V. Campbellj 135 TJ. 8., 286; Xoble v. Ununi Siver Logging Railroadj 
147 U. S., 166.) But a suit may be maintained by the XTnited States 
to set aside a patent for lands improperly issued by reason of mistake, 
or fraud; but only in the case where the Gk>vernment has a direct inter- 
est, or is under obligation respecting the relief invoked. ( United States 
V. Mo. K. & T. R. R. Co.y 141 U. 8., 368.) 

While a patent for a grant of lands is absolutely free from the future 
control of the officers of the Land Department after it has once issued, 
and jurisdiction over the matter cannot again be obtained, this is sub- 
ject to a single qualification in. the case of a patent for an invention 
where the patentee, his legal representatives or assigns, find the origi- 
nal patent inoperative or invalid by reason of a defective or insufficient 
specification, or by reason of the patentee claiming as his invention or 
discovery more than he had a right to claim as new, (provided the error 
has arisen through inadvertence, accident or mistake, and without 
fraudulent or deceptive intention.) In such case a reissue will be 
granted by the Gommissioner upon the surrender of the patent, but 
such surrender takes effect only upon the issue of the amended patent. 
This provision is embodied in Bevised Statutes, sec. 4916, which also 
declares that — 

the tpeoifications and claim iu every sncb case shall be subject to revision and 
restriction in the samo manner ah original applications, * « • but no new 
matter shall be introduced into tbe specifications. 

The plain purpose of this section is to give the patentee an opi)or- 
tunity to make valid and operative that which was before invalid 
and inoperative; invalid, because it claimed as new that which had 
been previously invented or used by the public; inoperative, because 
the specification was defective or insufficient. New matter cannot be 
introduced, nor can the scope of the invention be enlarged. All that 
the applicant can do is to so amend his patent as to enable him to receive 

12782 26 
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some practical and beneficial result from his aotaal inyentiony of which 
be has been deprived by defects or omissions in the original iiatent. 
The object of a patentee applying for a reissae is not to reopen the 
question of the validity of the original patent, bot to rectify any error 
which may have been foand to have arisen from his inadvertence or 
mistake. Bnt until th^ amended patent shall have been issned the 
original stands precisely as if a reissae had never been applied for, 
{AUen V. KtUp, O. D^ 1897, 472; 79 O. G., 1623; 166 U, a, 501, 605,) 
and must be retarned to the owner upon demand. The fact that the 
roles of the Patent Office require that the original patent should be 
placed in its custody for the purpose of surrendering it upon the issue 
of an amended patent gives that Department no right to the possession 
of it upon the rejection of the application for a reissue. If the paten- 
tee abandoned his application for a reissue, he is entitled to a return 
of his original patent precisely as it stood when such application was 
made, and the Patent Office has no greater authority to mutilate it by 
rejecting any of its claims than it has to cancel the entire patent. 

in Peck V. Collins, (0. D., 1881, 211; 19 O. G., 1137; 103 U. B., 660,) 
an application for reissue made under the laws in force in 1866 was 
held to absolutely exUuguish the original patent. Subsequent to that 
time the law of 1870, of which fievised Statutes, sec. 4916, forms a 
part, was passed. Mr. Justice Bradley, in discussing the danse in that 
section which declares that the surrender << shall take effect upon the 
issue of the amended patent," said: 

What may be the effect of this provision in caaas where a reiisoe ia raftnaed it ia 
not neceaaary now to decide. Possibly it may be to enable the applicant to hava a 
retnm of his ori;;inttl patent if » reissue is refused on some formal or other ground 
which does not affect his original claim. Bnt if his title to the inrention ia dia- 
puted and adjudged against him it would still seem^at the effect of such a deal- 
aion should be as fatal to his original patent as to his right to a reissne. 

This same question was considered but not decided in Ebjf v. Kimg^ 
(C. D., 1895, 386; 71 O. G., 1454; 158 U. S.,366;) and in AUen v. Cnip, 
(C. D., 1897, 472; 79 O. O., 1523; 166 U. S., 501, 505,) it was held that 
if the original application for a reissue be r^ected the original patent 
stands precisely as though a reissue had never been applied for; but 
the effect of the refusal of the reissue upon some ground equally affect- 
ing the original patent was not considered.* 

In neither of these cases was this Court called upon to decide the 
question which has been certified, and the expression of opinion in 
Peck V. Collins, relied upon by the defendants, must be considered 
merely a dictum, and lacking the force of a judicial determination. 

In the case under consideration the Examiner acted upon the appli- 
cation as if it were a new proceeding, and dealt with it as the evidence 
before him seemed to warrant, but his action in r<tjecting some of the 
claims which had been repeated fh>m the original patent did not affect 
that patent. It is trae that it was within his power to reject any daims 
contained in the application for a reinsae wljivli he jnilgecl to be ii 
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whether contained in the original patent or not. It is also tme that 
the reasons given for the rejection of snch claims might apply equally 
to the same claims contained in the original patent; but with respect 
to snch claims he wbb functus officio. His opinion thereon was but his 
personal opinion, and however x>ersaasive it might be, did not onst the 
jurisdiction of any court to which the owner might apply for an a^u- 
dicatioii of his rights, and as the Examiner had no authority to affect 
the claims of the original patent, no appeal was necessary from his 
decision. 

Had the original patent been procured by fraud or deception it would 
have been the duty of the Gommissioner of Patents to have had the 
matter referred to the Attorney -General with the recommendation that 
a suit be instituted to cancel the patent; but to attempt to cancel a 
patent upon an application for reissue when the first patent is consid- 
ered invalid by the Examiner would be to deprive the applicant of his 
piO|)erty without due process of law, and would be in fact an invasion 
of the judicial branch of the Government by the executive. 

Our conclusion upon the whole case is that, upon the issue of the 
original patent, the Patent Office had no power to revoke, cancel or 
annul it. It had lost jurisdiction over it, and did not regain such juris- 
diction by the application for a reissue. Upon application being made 
for such reissue the Patent Office was authorized to deal with all its 
claims, the originals as well as those inserted first in the application, 
and might declare them to be invalid, but such action would not affect 
the claims of the original patent, which remained in frill force, if the 
application for a reissue were rejected or abandoned. 

The validity of the claims, so far as their merits are concerned, has 
been sustained by the Circuit Gourt of Appeals, and, as the original 
patent must stand precisely as though a reissue had never been applied 
for, the question certified to this court must be answered in the negative. 



tSapreme Ooart of the United States.] 

XTnited States, ex rel. Bebnabdin, v. Buttebwobth, Gommis- 

siONEB OF Patents. 

DeMed March gi, 1898. 

82 O. 6., 1991. 

Handamus Aoaihbt an Offickb or thb Gk>vBRNifBifT-—ABATKMKirT— Substitu- 
tion OF New Party by Consbnt. 
Where a mandrnmus proceediog against an officer of the Qovernment abated 
on the death of the officer and a motion was made for leave to substitute his sue- 
eessor, who consented to be substituted, HM that, in the absence of statutory 
aathority, after such a cause had abated the Court cannot bring a new party 
into the oase. Nor is the want of snch authority supplied by the consent of a 
person not a party to the cause. ( Jnstioes Harlan, Brewer, and Peckham dis- 
sented.) 

Ik Ebbob to the Oourt of Appeals of the District of Columbia. 
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Mr, Julian G. Dowell for Bemardin. 
Ko appearance for the Oommissioner of Patents. 
Mr. Jere M. Wilson appeared by consent of the Ooort on behalf of 
Northall in opposition to the motion. 

Mr. Justice Shibas delivered the opinion of the Court. 

On March 23, 1805, John S. Seymour, Commissioner of Patents, on 
appeal in an interference proceeding between the applications of Alfred 
S. Bernardiu and William H. Northall, decided that Bemardin was 
entitled to a patent for the invention involved in the interference. 
From this decision an appeal was taken by Korthall to the Court of 
Appeals of the District of Columbia, and the decision of the Oommis- 
sioner was by that court reversed. 

Bernnrdin then instituted proceedings in the Supreme Court of the 
District of Columbia, seeking to compel the Commissioner to issue a 
patent in accordance with his previous decision, claiming that the act 
of Congress approved February 9, 1893, which, in form, confers juris- 
diction upon the Court of Appeals of the District of Columbia to hear 
appeals from the action of the Commissioner of Patents, is unconstitu- 
tional and void, in that it attempts to confer jurisdiction upon that 
court to review or reverse the action of the Commissioner. 

The Supreme Court of the District of Columbia dismissed the peti- 
tion for mandamus, and, on appeal, the Court of Appeals of the District 
sustained the judgment of the Supreme Court. {Bemardin v. Seymour ^ 
0. D., 1897, 428; 79 O. G., 1190; 10 App. D. C, 294.) 

Thereafter John S. Seymour resigned his office as Commissioner of 
Patents, and, on April 1^, 1897, Benjamin Butterworth was appointed 
his successor. On April 17, 1897, Bernardiu filed a new petition for 
mandamus in the Supreme Court of the District of Columbia, which 
was dismissed, and that decision was, on appeal to the Court of Appeals 
of the District, on May 11, 1897, affirmed. 

On May 25, 1897, a writ of error was allowed from this court, and, 
while the case was here pending, on January 16, 1898, Benjamin But- 
terworth died, and C. H. Duell was thereafter appointed to the office 
thus left vacant; and a motion has been made for leave to substitute 
Duell in the stead of Butterworth, notwithstanding that by the death 
of the latter the action had abated. 

The question thus present/Cd is not a novet one. In The Secretary v. 
McOarrahan (9 Wall., 298,) it was held that a judgment in mandamus 
ordering the {performance of an official duty against an officer, as if 
yet in office, when in fact he had gone out after service of the writ, and 
before the judgment, is void, and cannot be executed against his suc- 
cessor. In United States v. Bouttcelly (17 Wall., 604,) it was held that, 
in the absence of statutory provision to the contrary, a mandamus 
against an officer of the Government abates on his death or retirement 
from office, and that his successor in office cannot be brought in by 
way of amendment of the proceeding, or on an order for the substita- 
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tion of parties. The conclasioii reached wa.s pat npt^n two independent 
grounds, and we qnote the reasoning of the Court, expressed in its 
opinion delivered by Mr. Justice Strong, as follows: 

The office of a writ of maDdanias is to compel the performanco of a duty resting 
upon the peiBon to whom the writ ia sent. That duty may have originated in one 
way or in another. It may, as alleged in the present case, have arisen from the 
acceptance of an office which has imposed the duty upon its incumbent, lint no 
matter oat of what factor relations the duty has grown, what the law requii-es, and 
what it seeks to enforce by a writ of mandamus, is the personal obligation of the 
individual to whom it addresses the writ. If he be an officer, and the duty be an 
official one, still the writ is aimed exclusively against him as a person, and he only 
can be punished for disobedience. The writ does not reach the office. It cannot be 
directed to it. It is, therefore, a persona) action, and it rests upon the averred and 
assumed fact that the defendant has neglected or refused to perform a personal duty, 
to the performance of which by him the relator has a Clear right. Hence it is an 
imperative rule that previous to making application for a writ to command the x»e.r- 
formanoe of any particular act, an express or distinct demand orrequest to perform 
it must have been made by the relator or prosecutor upon tin* defendant, and it jinist 
appear that he refused to comply with such demand, either in direct terms or by con- 
duct from which a refusal can be conclusively inferred. Thus it is the perHonal 
default of the defendant that warrants the impetration of the writ, and if u per- 
emptory mandamus be awarded, the costs must fall upon the defendant. It neces- 
sarily follows from this, that on the death or retirement from office, the writ nnist 
abate in the absence of any statutory provision to the contrary. When the personal 
doty exists, only so long as the office is held, the court cannot compel the defendant 
to perform it after his power to perform has ceased. And if a successor in office may 
be substituted; he may be mulcted in costs for the default of his predecessor, without 
an;^ delinquency of his own. Besides, were a demand made upon him, he might dis- 
charge the duty and render the i nterposition of the court unnecesHary. In all events, 
he is not in privity with his predecessor, much less is he his predecessor's personal 
representative. » • • 

And eveu if the retirement of the defendant from office and his consequent inabil- 
ity to perform the act demanded to be done does not abate the writ, or necessitate 
its discontinuance, there Is still an insuperable difficulty in the way of our directing 
the substitution asked for. We can exercise only appellate power. We have no 
original Jurisdiction in the case. But any snmmons issued, or rule upon the successor 
in office, requiring him to become a party to the suit, would be an exorcise of origi- 
nal jurisdiotion over both a new party and a new cause, for the duty which he would 
be required to perform would be his own, not that of his predecessor. 

In Tliompson v. United States, (103 U. S., 480,) the distinction is pointed 
out between proceedings whei*e the obligation sought to be enforced 
devolves upon a corporation or continuing body, and those where the 
duty is personal with the officer. In the former case there is no abate- 
ment. The duty is perpetual ui>on the cori^oration; in the latter, the 
delinquency charged is personal, and involves no charge against the 
Government, against which a proceeding would not lie. 

United IStati'% ex reh v. Chandlery (122 U. S., G43,) was the case of a 
writ of error in review of a judgment of the Supreme Court of the Dis- 
trict of Oolumbia refusing a mandamus against William E. Chandler, 
Secretary of the Navy, to require of him the performance of certain 
alleged official duties. When the case was called, it appeared that Mr. 
Chandler was no longer Secretary, and that the office was filled by hi 
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successor. Thereai>on this Oonrt, upon the authority of the United 
States y. Boutwell^ held that the suit had abated, and dismissed the 
writ of error. 

A similar view prevailed in United States ex reL y. Lo<dkrenj (164 
V. 8., 701.) 

In Warner Valley Stock Company y. Smith, (165 U. S., 28,) the subject 
was eoni^idered at some length. There a bill had been filed against 
Hoke Smith, as Secretary of the Interior, to compel him to cause pat- 
ents to be issued to the plaintiff for certain tracts of land. The Supreme 
Court of the District sustained a demurrer to the bill and dismissed 
the suit. While an appeal to this court was pending, Hoke Smith 
resigned his office, and it was held that the bill could not be amended 
by making his successor a defendant, because he was not in office before 
the Jbili was filed and had no part in the doings complained of, and 
accordingly the cause was remanded with directions to dismiss the bill. 
In discussing the case Mr. Justice Gray cited the cases just mentioned 
and several others to the ^me effect, and again pointed out the differ- 
ence between the case of a public officer of the United States and that 
of a municipal board, which is a continuing corporation, although its 
indiyidual members may be changed, to which in its corporate capacity 
A writ of mandamus may be directed; and in respect to which the 
Isuignage of Chief Justice Waite, in Commissioners y. Sellers, (99 U. S., 
626,) was quoted: 

One of the obJecU iu creating snch corponitionsy capable of taing and being snedy 
and having i)erpetaal encceasion, m that the very inconvenience which manifested 
itself in BontweU's case may be avoided. 

In the absence, therefore, of statutory authority, we cannot, after a 
cause of this character has abated, bring a new party into the case. 
l^or is the want of such authority supplied by the consent of a person 
not a party in the cause. 

It is, howeyer, contended that an act of the State of Maryland enacted 
in 1785, chapter 80, sec. 1, and which, it is claimed, became the law of 
the District of Columbia when the territory thereof was ceded to the 
United States, is applicable. The terms of said section are as follows: 

■ 

No action, brought or to be brought, in any court of this State shall abate by the 
death of either of the parties to such action, bnt upon the death of any defendant, 
in a case where the action by such death would have abated before this act, the aotioa 
shall be continued, aud the heir, devisee, executor or administrator of the defendant, 
as the case may require, or other person interested on the part of the defendant, may 
appear to such action. 

It is suggested that the attention of this Court was not called to this 
statute in the preyious cases. Howeyer that may haye been, we are 
unable to perceiye that this statute, either in its terms or its spirit, is 
applicable to cases like the present one. Neither the heir, devisee, 
executor or administrator of a deceased official would haye any legal 
interest in such a controyersy. Nor, in the case of a resignation, could 
the successor be said to be '*a person interested on the part of the 
iefendant" 
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In view of the inoouyeniencey of which the present case is a striking 
instance, occasioned by this state of the law, it woald seem desirable 
that Congress shoald provide for the difScalty by enacting that, in the 
case of saits against the heads of Departments abating by death or 
resignation, it shoald be lawful for the saceessor in ofSee to be broaght 
into the case by petition, or some other appropriate method. 

The motion is refused and the jadgment of the Court of Appeals is 
reversed, the costs in this Court to be paid by the plaintiff in error, and 
the cause remanded to that court with directions to reverse the judg- 
ment of the Supreme Court of the District of Columbia and remand 
the cause to that court with directions to dismiss the petition for the 
writ of mandamus because of the death of the defendant Butterworth. 

Mr. Justice Hablan, Mr. Justice Bbeweb, and Mr. Justice Pbck- 
HAM dissent. 



[Ooart of Appeals of the Dietrict of Colnmbia.] 

Glenn et al. v, Adahs. 

Decided Fedmory 8, 1898. 
83 O. G., 158. 

1. Intkrfbrknck— Appeal to Court of Appeal&—Wbight to bb Givxn to 

Decisions op Patent Office. 
Where the several tribonalt of the Patent Office concar iu findings in respect 
to a mere matter of fact about which testimony iH conflictingi Beld there is no 
reasonable ground for supposing that the Court of Api>eals of the District of 
Columbia will reverse those findings unless it be shown clearly and beyond 
reasonable doubt that there had been error committed in comparing and weigh- 
ing the evidence. 

2. Same— Priority— DBCiaioN of Coxmissioner Affirmed. 

The decision of the Commissioner of Patents in awarding priority of inven- 
tion to Adams affirmed. 

Messrs. Dodge dt Bans for the api)ellant8. 
Messrs. Kay & Totten for the appeUee. 

AiiYET, J.: 

This is au appeal from a decision of the Cominissioner of Patents in 
an interference proceeding in the Patent Office instituted and declared 
between the joint application of Harvey S. Qlenn and Coulter E. Glenn 
and a pending application of Samuel Adams for the same or a similar 
invention. The application of the Glenns was filed on the 22d of March, 
1895, and that of Adams was filed on the 11th of February, 1895. The 
subject-matter of the invention is a supposed new and useful improve- 
ment iu the mode of constructiug cables, ropes, etc., used for drilling 
oil, gas, and water wells and for all other drilling purposes, eto. The 
issue declared as follows: 

As an improTed article of mannfactnre, a drilling-cabie comprising a wire seotioi 

And A roHM M^r.tinti Mnlii*«»i] tn«r«atli«*v 
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The Btructare of the article of the alleged invention would seem to 
be very simple, thongh its improvement and utility may be very con> 
siderable. The object of the splicing is to secure elastic and springing 
action in the use of the cable, which is not obtainable fix>m an entire 
wire cable. 

Under the preliminary statements of the parties a considerable vol- 
ume of testimony was taken, and the whole controversy resolves itself 
into a few facts, and the testimony in regard to which is exceedingly 
conflicting. Indee<l, the question involved mainly depends upon the 
credibility of the parties and their witnesses. 

Adams alleges in his preliminary statement that he conceived the 
invention about December 1, 1887, and that he disclosed it to others 
about December, 1887, or January, 1888; that he made a drawing of it 
about December, 1887, and at different times since; that he made 
experimental tests in drilling with the spliced or combined rope about 
January, 1888, and at different times since, and that lie found by such 
experiments that the invention was practicable; that in the summer of 
1894 he gave permission for the use of the combined cable in contro- 
versy in the drilling of a well in which the Glenns were employed, and 
that the invention was during the progress of the work in drilling of 
that well disclosed to the Qlenns, and the use of the invention proved 
to be successful. 

In the preliminary statement by the Glenns they allege that they 
conceived the invention involved in the issue on or about the iSth of 
October, 1894, and that they communicated such invention to one or 
more persons on or about the same date, and that Samuel Adams was 
one of such persons; that the invention was embodied in afbll-sized 
operative form on or about the 25th of October, 1894, and practically 
operated at that time; that the device has been in public use from 
October 25, 1894, and on sale since November, 1894, and that drawings 
or sketches were made in November, 1884. 

These respective preliminary statements were sworn to by the parties, 
and the facts stated therein were substantially testified to by the respec- 
tive parties when they were examined as witnesses. 

The case was carefully considered and the conflicting evidence oom- 
pared by the Examiner of Interferences, and he awarded priority to 
Adams. An appeal was taken by the Glenns to the Board of Exam- 
iners-iuGhief, and that tribunal upon going over the evidence carefully 
affirmed the judgment of the Examiner of Interferences, and fiom the 
latter ruling an appeal was taken to the Oommissioner in person, and 
he affirmed the previous findings and conclusions. 

After these several concurrent findings in the Patent Office in respect 

to a mere matter of fact, about which the testimony is conflicting, there 

could be no reasonable ground to supiK>se that this court would reverse 

those findings unless it be shown clearly and beyond reasonable doubt 

^at there had been error committed in comparing and weighing the 

ridence. 
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We bave examined all the testimoDj with great care — that given by 
the parties themselves, as well as that given by the disinterested wit- 
nesses — and we cannot perceive how the officials of the Patent Office 
could upon any fair construction of the evidence have made their find- 
ings different from those they have made. If we allow that the circum- 
stantial and apparent candid history of the conception and the practical 
experiments made of it, as furnished in the testimony of Adams, is 
fairly countervailed by thnt furnished in the testimony of the Gleuns, 
yet the other witnesses in the case, to say nothing of the onus of proof, 
would seem to make it clear beyond reasonable doubt that Adams was 
the first to conceive and to make disclosure to others and was first 
to make practical experiments of the invention, or, rather, illus- 
trations of it It is clear also that the conception of the iuvention 
was disclosed to the Glenns by Nevin by authority of Adams, and, 
while the Glenns were the first to apply the invention or device in the 
actual operation of drilling an oil-well, yet they did so ui)on the sug- 
gestion and urgent request of ^evin and rather against their own judg- 
ment as to the practical working of what was to them at the time a 
doubtful invention of anything useful. 

It being made clear by the evidence in the case that the conception 
of the invention was that of Adams, and that he made lull disclosure 
thereof, and that among those to whom disclosure was made was Xevin, 
who disclosed it to the Glenns, who had not known of the invention 
before, it would seem to be but a reasonable conclusion that the appli- 
cation of the invention or device in the drilling of the well upon the 
suggestion of Nevin should in reason and justice inure to the benefit of 
Adams as a reduction to practice of his invention. It is immaterial, as 
said by the Examiner of Interferences, that the cable was made without 
any instruction or supervision by either Adams or Xevin. The sug- 
gestion or request of Kevin that the cable should be made and used 
was a sufficient disclosure of the invention, and, as said by the 
Examiner — 

tlie splicing of wire cablee and of Manila cables is old and well known, and any 
skilled workman could, it is believed, readily splice a wire cable to a Manila cable 
witbont being instrncted as to the manner of doing so, as the mere suggestion would 
be sufficient for him, and he would exercise no iuTontive faculty In carrying tnit the 
•QggMtion. 

Therefore, Adams being the first to conceive, the first to disclose, the 
first to reduce to prsictice, and the first to apply to the Office for a 
patent, he is entitled to ])riority on the present issue. 

We must therefore order and direct that the proceedings in this case 
and this decision be certified to the Commissioner of Patents, to be 
entered of record in the Patent Office, as directed by law, and it is so 
ordered. 
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[U. & CiTOuit Oourl— District of ConiMctieat.] 

BBiaas V. Buttbbwobth, Commissioneb op Patbnts. 

Decided Mmrek i9, 1898. 
83 O. O., 159. 

1. Bill Under Skctiom 4916, Rkyiskd Statutbs— Brigos— Icb-Plambb — 

Reissuk^Right to a Patbnt. 
A bin in eqnity for a decree that John N. Briggs k entitled to a leiasne of 
Letten Patent No. 967,267 in aoeordanoe with the pfoviaions of Revised Statates, 
section 4915, dismiieed, aa the question of patentability of the eombination 
claimed had been sabstantially passed npon by the Circuit Coart of Appeals. 
(60 Fed. Rep., 87.) 

2. DouBLK Use— Patentabiuty— Potts v. Crkaobr Constbubd. 

It U now settled that PoiU v. Creager (C. D., 1896, 143; 70 O. G., 494 ; 165 U. &, 
597) did not announce any new doctrine or modify the existing rules of law. 
The same principle had already been stated and applied in Blake v. OUy •/ Sam 
Framcieeo, (C. D., 1885, 233, 31 0. 6., 380; 113 U. S., 679;) Pa. B. B. Os. y. LoeomaUve 
Co,, (CD., 1884, 168; 27 O.G.,a07; 110 U.S., 490;) ^roa r. Baihroad Co., (CD., 
1889, 650; 49 O. G., 1965; 132 U. 8., 186,) and in Brigge r. Cmiml lee Co., (54 Fbd. 
Rep., 376, and 60 Fed. Rep., 87.) 

Messrs. Lee & Lee and Messrs. PoUok A Mauro for the oomplauuuit. 
Mr. W. A. Megrmth for the defendant. 

Ti)WNSENDy J. ; 

Bill in eqoity for a decree that applicant is entitled to a rriasne of 
Patent No. 367,267, in accordance with the provicdons of Bevised 
Statutes, section 4915. On July 26, 1887, said patent was iaaoed to 
the complainant for <<an apparatus fbr planing cakes of ice.'' The 
first claim in his original application had been r^ected and as amended 
was as follows: 

1. The eombination, with the outter-head and the racks directly attached tiiereto, 
of the guides for both cutter-head and the racks, arranged perpendionlarly to the 
plane of the elerator, the piniona mounted on said gnides and engaging in said 
racks, and the levers or arms for operating said pinions, all oonstnieted, sabatan- 
tially as described, so that the depth of the cut may be directly and positiTcly 
cegnlated by means of the levers, as herein specified. 

In a suit for infringement of this claim Judge Oose held that said 
daim must be limited to the precise mechanism described and that the 
claim as thus limited was not infringed. {Briggs v. Central lee Co^ 54 
Fed. Bep., 376.) Upon appeal the Gircuit Oourt of Appeals held that 
in yiew of the prior art the claim was destitute of patentable novelty. 
(Briggs v. Central Ice Co., 60 Fed. Rep., 87.) The complainant there- 
upon amended his claims and applied for a reissue of said patent. 
One of the amended claims was as follows : 

3. The eombination with the entter-head and the racks directly attached theralo^ 
of the guides for both cutter-head and racks, arranged perpeadieulaily to the plaas 
if the etevatar, the pinions mounted on said guides and engaging in said aoh% sad 
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flM levers or anna for operating said pioiont, a cutter consisting of a nnmber of 
points entering the ioe in snch a manner as not only to cut but to groove it at one 
operation «nd an iee-elevator adapted to positiTely fiiroe the ascending calces of ice 
into contaet with the cutter and groover, all constructed substantially as described, 
so that the depth of the cut may be directly and positively regulated by means of 
the levers, and the ire at the Kame time properly grooved for storage. 

The only difference betwi*en mud original and this amended claim con- 
sists in tlie insertion in the latter of the foUowing language: 

A eutter consisting of a number of points entering the iee in such a manner as not 
only to cut but to groove it at one operation and an ice-elevator adapted to posi- 
tively force the ascending cakes of ioe into contact with the cutter and groover. 

The Primary Examiner and the Bzaminers-in-Ohief of the Patent 
Office r^eeted said claim, and the OcHnmissioner of Patents affirmed 
the decision of the Examiners-in-Ohiefl The complainant thereni^n 
appealed to the Gonrt of Appeals of the District of Oolnmbia, which 
sustained the decision of the Gommitsioner of Patents in refusing to 
allow said claim. Oomplainaut thereupon filed this bilL 

It is unnecessary here to discuss the construction or operation of the 
patented machine or Ae prior art All these matters have been faUj 
considered in the opinions of the tribunals hereinbefore referred to. 

The questions herein presented are as follows: 

1. Does the addition of new matter to said claim affect the patenta* 
biUty of the combination f 

2. If not, would the Gourt of Appeals for the Second Oircuit have 
decided differently if their decision had followed instead of preceded 
PotU v. Creamer (O. D., 1M5, 143; 70 O. 6., 4M; 165 U. S., 697t) 

3. Does the discovery of a portion of the Butterfield Patent Office 
model affect the decision of this controversy t 

In the opinion of the Gonrt of Appeals for the District of Oolumbia 
(G. D. 1807, 211; 78 O. O., 169) the Gourt says: 

Nor does the addition to the'pneent daim * * * of 'a cutter oonslBting of a 
number of points entering the iee in such a manner ae not only to cut, but to groove 
Itat one operation'' add anything new to the oomhfauitiony for, as we have seen, that 
eutter was specifieaUy described in reissned Patent Ko. 11,060, and, besides, was 
shown in the specification and drawings of No. 967,207. Notwitlistanding, tiiere- 
fore^ the able and ingenious arguments made on belialf of the appellant, we must 
say that we think the Commissioner was right in the conclusion that the whole com- 
bination, had been substantially passed ujion by the Circuit Court of Appeals. 

After independent examination I concur in this opinion. 
It is admitted that the new matter in said claim specifies at most 
only two new elements: 

A eutter consiting of a number of points entering the ice in such a manner as not 
Imly to cut but to groove it at one operation. 

An ice-elevator adapted to positively force the ascending cakes of ice into contact 
with the cutter and groover. 

But both of these elements are necessarily implied in the original 
daim, which was held void for want of patentable novelty by the ~ 



412 DECISIONS OF U. 8. COURTS IN PATENT CASSd. 

of Appeals in Briggs y. Central Ice Co.j supra. In that case the Ooart, 
by Judge Wallace, said : 

AMuming the ice-elevator, although not speclfioally mentioned, ought to be 
regarded aa an clement of the claim, and recognizing the fact, as we must npon the 
proofH, that the other devices of the claim were never before aasembled together in 
an ice-elevator, neverthtrlesn, we are of th(*> opinion that the claim is dcstitnte of 
patentable novelty. 

The other element, the cutter, roust also be regarded as one of the 
elements covered by said original claim, not only becanse a cutter is 
necessary for the operation of said machine but because the original 
claim specified such a combination with a — 

cutter- head that the depth of the cut may be directly and poaitivelyTegnlated by 
means of the levers. 

Even if this were not so this element would add nothing to the nov- 
elty of the combination, for precisely such a cutter was described in 
Briggs's prior reissue patent, No. 11,0(>0. 

Whatever uncertainty may have originally existed as to the scope or 
effect of PotU v. Creager^ supra^ it is now settled that it did not 
announce any new doctrine or modify the existing rules of law so far 
as this case is concerned. The same principle had already been stated 
and applied in J:lake v. City of 8an FraneUoo^ (G. D., 1885, 233 ; 31 0. 6., 
380; 113 U. S., 679;) Pa. R. E. Co. v- Locomotive Co.^ (0. D., 1884, 108; 
27 O. G., 207; 110 U. S,, 490;) Avon v. Railroad Co., (€• D., 1889, 060; 
49 O. G., 1305; 132 U. S., 186,) and in Briggs v. Central Ice Co., rapro, 
Judge Coxe and the Court of Appeals, affirming his decision, stated 
and applied the same rule. Judge Wallace says: 

When thas assembled together the elevating mechanlam performs no new ftinc- 
tions, and the adjusting cntter mechanism performs precisely the functions it did in 
the Buttorfield machine. It is wholly immaterial that the allotting devices of 
Butterfield were designed to be used in a machine for planing wood. The applica- 
tion of an old organism t<i an analogous use is not patentable. * * * It is not 
invention to use an old combination of devices in a new location to perform the 
same operations, when no changes or modifications are required to adapt it to the 
new ns«)y or when only such are required as can be made by the exercise of ordinary 
mechanical skill. 

Since the decision of Brigga v. Central Ice Co., supra, the exi>ert for 
complainant has discovered the damage<I Patent Office model of the 
Butterfield invention. The experts are at issue as to the purpose for 
which certain screw-threaded holes and slotted bars were shown in said 
model and as to the consequent effect to be given to the statement in 
the Butterfield specification that the knife is adjusted to set at a 
required thickness. The evidence is not sufficiently definite to narrow 
the scoi)e of the Butterfield patent as already construed by the various 
courts. 

All the elements of the patented combination were old. The prin- 
ciple of their combined operation was disclosed in the prior art and the 
modified adjustment and operation required only mere mechanical skilL 

Let the bill be dismissed. 
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[Court of Appeals of the District of Colnmbia.] 

United States ex eel. Weddeebuen i\ Bliss, Seoeetaey op 

THE Ikteeioe. 

Decided JpHl 4, 1898, 

83 O. G., 296. 

I. Attornxys PRACTiciNCr Befork Patent Officr — Disbarment — CoMMis- 
8IONBR OF Patents Hbarino Charges— Section 487, Revised Statutes, 

CONSTRUBD. 

Section 487, Revised Statutes, remits to the Commissioner of Patents the entire 
cognisance of cases of malpractice occurring before his Bureau and uuder it the 
hearing of such cases is to bo by him and not by the Secretary of the Interior. 
It is eminently fitting that this should be so in view of the character of the 
duties. Judicial or quasi-judicial, which are vested in him. 

3. Sams — Samb— Supbbvisort Power of the Secretary of the Interior Over 

THB Commissioner of Patents in Disbarmknt Proceedings— "Subject 
to thb Approval of the Secretary of the Interior" Constru^rd. 
By section 487, Revised Statutes, there is reserved to the Secretary of the 
Interior a supervising power over the action of the Commissioner of Patents; 
but this is no more than an executive or administrative proceeding. The provi. 
•ion that the Judgment of the Commissioner shall ''be subject to the approval 
of the Secretary of the Interior *' does not make the Secretary a court for the 
trial of the case, nor does it make him in any proper sense an appellate tribunal 
before which it would be proper for a party in pterest to demand and to be 
accorded a bearing. 

8. Samb— Same— Same— Samb. 

The meaning of such supervisory power is not that the Secretary must try or 
hear the cause, but that the Judgment of the ComniissioniT is not to be carried 
into effect until it receives the approval of the Secretary, and in order to give it 
this approval, or conversely and by implication his disapproval, the Secretary is 
necessitated to go over the record of the proceedings that is made up for him 
according to law or regulation. This, as we have said, is a Judicial or quasi- 
Judicial duty on his part; but it is not the equivalent in any sense of the hear- 
ing of a cause. 

4. Same— Same— Officer Before Whom Charges are to be Heard — Section 

'487y Revised Statutes, and Act July 4, 1884, Construed. 
When the act of July 4, 1884, and section 487, Revised Statutes, are compared 
and construed together, it is clear that it was not the intention of Congress to 
repeal section 487 by the enactment of the latter law, and if such was not the 
Intention of Congress then the only reasonable coustrnction of the act of 1884 
was that the hearing therein provided, to be given to the persons charged with 
malpractice was the hearing implied to be by section 487 of the Revised Statutes. 
So far, at least, as the Patent Office was concerned the act of 1884 made no sub- 
stantial change in the law. 

6. Samb — Samb— Same— "After Notice and Opportunity for Hearing" in Act 
July 4, 1884, Construed. 
The provision of the act of July 4, 1884, is not that the Secretary might 
exclude from practice after notice and hearin«r of the party charged^ which 
woold be the more natural form of expression if it was the intention that the 
hearing should be before the Secretary in person, but that lie might exclude 
"after notice and opportunity for a hearing,'' meaning plainly a hearing before 
some proper officer in such reasonable mode as should be provided by regulation 
€i the Department. 
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The word ''hearing'^ in law Mid in ibis statnte meana something more than 
oral argument. It means, also, the right to adduce testimony. If the sole hear- 
ing contemplated by the statute was to be had before the Secretary, the Com- 
missioner of Patents could not hear it at all, and the only duty that could reason- 
ably be imposed upon that officer was that of taking the testimony and reporting 
it to the Secretary ; but this conclusion would be in direct contraTention of the 
section 487 of the Reyised Statutes, which explicitly provides that the Commia- 
sioner shall determine the matter, subject only to the approval of his action by 
the Secretary of the Interior. 

7. Sams— Samk— Samb— WxiGHT to bb Givxn to Dspabtmemt's CotrsTEUcnoir 

OF Statutb. 
The construction plaoed by an executire department of the GoTemment upon 
a statute enacted for its guidance and the regulation of its business must, unless 
it be plainly erroneous, reoeive due weight and consideration and should not be 
disregarded, except for cogent reasons. When, tiierefote, the I>epartaeBt» whioh 
was called upon to administer the act of 1884 and construe that aet in oonneo- 
tion with section 487 of the Revised Statutes, did so construe it that the notiee 
and an opportunity for a hearing therein provided to be given should be given 
by the head of the proper Bureau and that the investigation should be eondnrted 
by such Bureau officer, subject to the approval of his findings by the Seeretarj 
oi the Interior, it is not apparent that there was error in that conatnietion. 

8. Samb— Sams— MAiVDAMua to Compbl thb Sbcbbtabt to Oivb a Hbabino— 

Jurisdiction or Covbt to Issub Wbit Doctbtful. 
Assuming that mandamus is proper whenever an inferior court or a Judicial 
officer charged with the exercise of discretionary or judicial functions either 
assumes to exercise Jurisdiction when none exists, or refiises to entertain Juris- 
diction with which he is by law invested, without regard to the question whether 
there is any nppeal from his Judgment when rendered and when he has aetedy 
EM that it is doubtful whether the refusal of the Secretary to accord to the 
relator the opportunity to make an argument, especially when it Is not shown 
or in any manner intimated how or wherein the Secretary erred or was mistaken 
or misled, is to be regarded as a Jurisdictional matter for whioh the writ ef 
mandamus would be proper. 

Mr. J. M. WiUan and Mr. B. Bom Perry for the appeUaot. 
Mr. W. A. Megraih for the Secretary of the Interior. 

MOBBIS, J. : 

This is an application by the appellant here, John Wedderbnni| as 
relator y for a writ of mandamas to require the Secretary of the Interior 
to give him a hearing in respect of certain proceedings institated 
against him for his exclusion from practice before that Department 

It appears from the record that prior to June 14, 1897, the relator 
was in the enjoyment of a large and apparently lucrative practice as 
an agent or attorney for the prosecution of claims for patents befiire 
the Patent OfBce Bureau of the Department of the Interior, duly recog- 
nized and admitted to practice under the rules of that Department^ 
and that on the day mentioned he was served with a notice fh>m the 
Oommissioner of Patents to show cause, if any he had, why he should 
not be reftised ftirther recognition as such agent or attorney. Witit 
ibe Mtfee charges were served upon him tending to show malpraotiee 
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CD his part, and with the charges were incorporated copies of doca- 
ments and statements upon which the charges were fonnded. The 
relator in dae time made answer to the charges, the substantial par- 
port of which was a denial of their truth. Therenpon an extended 
and elaborate investigation was had before the Commissioner and 
Assistant Commissioner of Patents, and a large amount of testimony, 
both for and against the relator, was taken and reduced to writing, and 
it seems that a complete record was kept of all the proceedings. 

Finally the matter came to a hearing before the Commissioner and 
Assistant Commissioner. Oral argument was had on both sides before 
these officers, and written or printed briefe also were invited to be filled. 
There was a printed brief filed against the relator, but none on his 
behalf. Thereui)on the Assistant Commissioner, at the request of the 
Commissioner, prepared a synopsis of the testimony and a report of 
his findings thereon and submitted it to the Commissioner. The Com- 
missioner then, in a long and elaborate opinion in writing, reviewed 
the whole case and came to the conclusion that the relator had been 
guilty of malpractice and that he should be excluded from further 
recognition before the Department. This conclusion, together with his 
reasons therefor, he reported to the Secretary of the Interior, and the 
papers were all transmitted to the latter officer for his final action in 
the case. 

As to the regularity of the proceedings thus far there is no complaint 
whatever by the relator, and it would seem, in view of the abundant 
opportunity for a hearing that had been afiforded to him, that there was 
no ground for complaint. But he claims that when the Commissioner's 
conclusions were reported to the Secretary of the Interior he should 
have had notice of them and an opportunity for hearing before the 
Hawetary, which under the circumstances would mean not an oppor- 
tunity for the introduction of further testimony, which is not claimed, 
bat an opportunity for argument, either oral or written, before the 
Secretary in person. This he did not have. He had no notice of 
the Commissioner's conclusions until after their approval by the Secre- 
taryy and he had no opportunity for argument before the Secretary, and 
this is the burden of his grievance, for which he now seeks the inter- 
position of the courts. 

The Secretary of the Interior seems to have examined with great 
care the decision of the Commissioner of Patents and the report of 
the proceedings made by the Assistant Commissioner, and he gave 
them his ftill approval. Thereupon the Commissioner of Patents 
issued an order excluding the relator from recognition as an agent or 
attorney. 

The relator then addressed a communication to the Secretary of the 
Interior, in which he requested him to vacate the order of approval of 
the OfMnmissioner's report and recommendation and to give the relator 
an opportanity for a hearing upon the matter before himself. TUs 
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application was lefused^ and thereapou the present proceedings were 
institated by the filing in the Supreme Court of the District of Columbia 
of a petition for a writ of mandamus to the Secretary to require the 
latter to ^ive to the petitioner the opportunity for a hearing before that 
oflScer, to which he claimed to be entitled. With the i>etition were filed 
exhibits of all the proceedings had in the Department; and these were 
deemed so fhll and so fairly set forth that, on behalf of the Secretary 
of the Interior, as the respondent in the case, it was thought sufficient 
to file a demurrer in order to bring before the court all the questions of 
law involved. The Supreme Court of the District of Columbia sus- 
tained the demurrer, refused the writ, and dismissed the petition, and 
from the order of dismissal the present appeal has been prosecuted. 

The question in the case is whether the appellant had in the Depart- 
ment of the Interior the hearing upon his case to which he was by law 
entitled. For, as to the character of the judgment to be rendered upon 
such hearing, there is of course no pretense that it can be controlled or 
directed in any manner by the courts of law or that it is subject to 
review by any other tribunal for any supposed error. The final deter- 
mination upon such hearing is for the Secretary of the Interior, and 
not a matter for the consideration of the courts. 

That the relator's office of agent or attorney before the Patent Office 
and the Department of the Interior was a valuable right of which he 
should not be deprived without due process of law, such as would be 
applicable to his case, is not controverted. Nor is there controversy as 
to what, in general, would constitute due process of law in such cases 
as that to which the relator was summoned to respond. Specific 
charges, due notice of such charges, an opportunity to make specific 
answer to them, an opportuni^ to cross-examine witnesses in support 
of them, an opportunity to nuduce testimony in contradiction of them, 
and opportunity for argument upon the testimony and upon the law 
and the facts, — and all this before the proper tribunal, competent to 
render judgment, and which does, in fact, render judgment — this 
undoubtedly constitutes due process of law under ordinary circum- 
stances to its fullest extent, and all this wa§ had in the present 
instance, if it was competent for the Secretary of the Interior and the 
Commissioner of Patents to give the hearing in the mode to which it 
was actually given. Upon the claim of the appellant himsc*lf, no 
proper element of due process of law was wanting in the case except 
the opportunity of submitting the argument, oral or written, to the 
Secretary of the Interior in person, after such op|)ortnnity had been 
fully availed of before the Commissioner of I'atents. But the right to 
submit argument is a valuable, although perhaps not always an essen- 
tial, part of the hearing that constitutes due process of law. Whether 
the api>ellant was entitled to it in this case, and to the extent of his 
claim, depends upon the provisions of the statute law that has been 
enacted upojii this subject^ 
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Section 487 of tho Beviseil Statutes of the United States, which sab- 
stantially embodies the seventeenth section of the Act of Congress of 
July 8, 1870, consolidating tho patent and copyright laws, is to the fol- 
lowing efTect: 

For groM miaoondact the Commissioner of Pftients may refase to recognixe any 
person as a patent agent, either generally or in any particular case; but tho reasons 
for snch refhsal shall be duly recorde<>, and be snbject to the approval of the Secre- 
tary of the Interior. 

There had been a previous act of March 2, 1861, (12 Stats., 24G,) which 
in its eighth section contained precisely the same provision, with the 
exception that the approval of the Commissioner's action was to be by 
the President of the United States instead of the Secretary of the 
Interior; but it is not apparent that the cliange has any significance in 
connection with the present controversy. 

Subsequently by an act of Congress of July 4, 1884, (23 Stats., 08,) 
which had reference mainly to pensions, but whicli puri^)orted also to 
be "for other purposes," it was provided as follows: 

Seetion 5. That the Secretary of the Interior may prescribe rules and regnlations 
governing the recognition of agents, attorneys, or other persons representing claim- 
ants before the Department and may require of snch persons, agents, and attorneys, 
before being recognized as representatiyeH of claimants, that they shall show that 
they are of good moral character and in good repute, possessed of the necessary 
qaa^ifioations to enable them to render such olairaants valuable ser\ice, and other- 
wise competent to advise and assist Huch claimants in jtho presentation of their 
elalms; and snch Secretary may, after notice and opportnnity for hearing, snsi>end 
or exclnde firom farther practice before his Department any such person, agent, or 
attorney shown to be incompetent, diMrepntable, or who refnscs to comply with the 
said niles and regulations, or who shall, with intent to defirand, in any manner 
deceivOi mislead, or threaten any claimant, or prospective claimant, by word, circn- 
lar, letter, or by advertisement. 

It seems to be conceded laat this provision of law, although con- 
tained, as stated, in an act mainly relating to pensions, constituting in 
itself an independent section of the act, is sufficiently general to apply 
to all the Bureaus of the Department of the Interior and not alone to 
practitioners before the Pension Bureau, and it seems also to be con- 
ceded that it does not repeal the section 487 of the Revised Statutes 
which has been quoted, but that it is to be taken in connection with it 
as being in pari materia and that both acts are to be construed together. 

In pursuance apparently of the power vested in him by this act of 
July 4, 1884, the Secretary of the Interior, among other rules, promul- 
gated the following, under which it is understood the investigation of 
ttie charges against the relator was conducted : 

Rula 9. Whenever an attorney or agent is charged with improper priictice in cou- 
neetion with any matter l>efore a Bnrean of this Department, thu head of nnch 
Bnrean shall investigate tho charge, giving the attorney or agent due notice, 
together with a statement of the charge against him, and allow him an opportnnity 

12782 ^27 
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to Ik) lieftrd in the premises. Wbeu the investigation shall have been concluded, 
all the papers shall he forwarded to the Department, with a statement of the facta 
and such recommendations as to disbarment from practice as the head of the Bnreao 
shall deem proper, for the consideration of the Secretary of the Interior. Daring 
the investigation the attorney or agent will be recognized as such, unless for special 
reasons the Secretary shall order his sn8i>enBion from practice. 

The question recurs, did the appellant have the hearing to which he 
was entitled under these enactments f 

If the determination of this inquiry depended exclusively upon the 
construction to be given to section 487 of the Ilevised Statutes, it 
seems to us that there would be no serious difficulty in reaching a con- 
clusion. It is very clear that this section remits to the Commissioner 
of Piitents the entire cognizance of cases of malpractice occurring 
before his Bureau and that under it the liearing of such cases is to be 
by him and not by the Secretary of the Interior. It is eminently 
fitting that this should be so in view of the character of the duties, 
judicial or quasi-judicial, which are vested in him. {Butterworth v. JJoe, 
C. D., 1884, 420; 29 O. G., Glo; 112 U. S., 50.) It is true, however, that 
by this section there is reserved to the Secretary of the Interior a super- 
vising power over the action of the Commissioner of Patents; but this 
is no more than an executive or administrative proceeding. The pro- 
vision that the judgment of the Commissioner shall ^<be subject to the 
approval of the Secretary' of the Interior'^ does not make the Secretaiy 
a court for the trial of the case, nor does it make him in any proper 
sense an appellate tribunal before which it would be proper for a party 
in interest to demand and to be accorded a hearing. Such terms are 
nowhere in our legislation used for the creation of appellate judicial 
authority. They are most inapt terms for any such purpose, and they 
are equally inapt to constitute the Secretary the court of first instanoe, 
for which the findings of the Commissioner may serve as the findings of 
a referee or master in chancery. In the one case of our legislation in 
which similar or equivalent terms are used for the creation of super- 
vising quasi-judicial authority — the provision for the review of sen- 
tences of courts-martial by the President of the United States or by a 
commanding officer — it has never been heard of that such supervisory 
authority implies any right on the part of the person in interest to a 
hearing de novo before such supervising iK)wer, notwithstanding that 
the exercise of the power is a quasi-judicial function. 

It is very clear to us that under this section 487 of the Revised Stat 
utes, if it stood alone, the Commissioner of Patents, and not the Sec- 
retary of the Interior, constitutes the tribunal for the determination 
of cases of alleged malpractice occurring before his Bureau, and that 
the hearing, to which an agent or attorney is entitled before exclusion 
from recognition, is to be had before the Commissioner. The authority 
of the Secretary is to review the record transmitted to liim and to give 
or refuse his assent to the Commissioner's recommendations, as he may 
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think proper, and for any reason satisfactory to him. In other words, 
It is for the Oommissioner to pass jadginent; but that judgment is not 
to be given effect until it is approved by the Secretary. 

What change, if any, does the act of 1884 make in the proceedingsl 
That act undoubtedly sought to place all the Bureaus of the Depart- 
ment of the Interior on the same basis in the matter of the recognition 
of agents and attorneys and in the matter of their exdusion from 
practice for misconduct, whQe section 487 of the Bevised Statutes had 
reference only to the Patent OfBce. It provides for rules and regula- 
tions to be made by the Secretary to regulate the matter of recogni- 
tion ; but it does not in terms provide for any such rules and regulations 
in regard to the matter of disbarment. The act would seem to have 
been left intentionally vague in this regard; for, instead of providing 
that the Secretary might make rules to govern the matter of the 
exclusion of attorneys, as well as that of their admission, it provides 
that, '* after notice and an opportunity for a hearing," the Secretary 
might exclude such attorneys from practice. It leaves it undetermined 
how and before whom such hearing shall be had, and undoubtedly 
there is great plausibility in the theory that the hearing is to bo had 
bdTore the person who is authorized to take final action upon it If we 
were dealing here with the action of judicial tribunals, we would have 
no hesitation whatever in so holding. A court antborized to decide 
necessarily is the conrt authorized to hear, and it may not delegate to 
any one its duty to hear any more than it can delegate its functions to 
decide. 

But there is question here of the conduct of the afbirs of a great 
executive department of the Government, and the character of its duties 
is not to be ignored in the construction of an act of Congress intended 
merely to regulate the perfonnanoes of those duties to the best advan- 
tage of the people and with entire justice to all concerned. It is well- 
settled law and a ftindamental rule of our governmental system that 
purely judicial frinctions cannot be conferred upon an executive officer; 
but of necessity executive officers are frequently vested with discre- 
tionary functions of quasi-judicial character, and these can no more be 
delegated than can strictly judicial authority. (Runkle v. U. A, 122 
n. S., 543.) But where it does not distinctly appear what officer is to 
exercise tlie quasi-judicial authority conferred by statute and where 
the tenor of legislation leaves the exercise of it to be determined in 
great measure by the executive regulation the presumption does not 
necessarily arise that the head of the department must himself in per- 
son exercise the authority so conferred. When we compare the act of 
Congress of 1884 and the section 487 of the Bevised Statutes and con- 
strue them together, as it is justly claimed on behalf of the appellant 
that we should construe them, it is dear that it was not the intention 
of Congress to repeal section 487 by the enactment of the latter law, 
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and if such was not the intention of Congress then the only reasonable 
constrnction of the act of 1884 was that the hearing therein provided 
to be given to the persons charged with malpractice was the hearing 
implied to be by section 487 of the llevised Statutes. So far, at least, 
as the Patent Office was concerned the act of 1884 made no substantial 
change in the law. It simply provided expressly for the notice and 
hearing, the right to which had been implied in the previous statute; 
and that this was the understanding alsH) of the Department of the 
Interior is clear from Kule 0, which has been cited, for that rule is in 
entire accordance with section 487 of the Revised Statutes and serves 
as a construcitou of the meaning of the act of 1884 as it was understood 
by the Department. 

Now it has been rei>eatedly held by the Supreme Court of the United 
States, and it must, therefore, be regarded as settled law, that the con- 
struction placed by an executive department of the Oovernment uxH>n 
a statute enacted for its guidance and the regulation of its business 
must, unless it be ])lainly erroneous, receive due weight and considera- 
tion and should not be disregarded, except for cogent reasons. ( United 
States V. Johnstanj 124 U. S^ 136; Heath v. Wallaeey 138 IT. S., 673; 
United States v. J2. £. Co., 142 U. S., 615; Pennaifer v. MoConnaughffj 
140 XT. S., 1; United States v. E. B. Oo.y 148 U. S., 562; Bobertsan v. 
Downing^ 127 U. S., 607.) When, therefore, the Department, which was 
called upon to administer the act of 1884 and construe that act in con- 
nection with section 487 of the Bevised Statutes, did, by the adoption 
of its Bule 0, so construe it that the notice and an opportunity for a 
hearing therein provided to be given should be given by the head of 
the proi>er Bureau and that the investigation should be conducted by 
such Bureau officer, subject to the approval of his findings by the Sec- 
retary of the Interior, it is not apparent that there was error in that 
construction, and we find no reason to antagonize it. Indeedy so far as 
the intention of Congress in the premises can be inferred from the 
statute itself, it would seem that this was the only proper oonstructioiu 
For it will be noticed that the provision of the statute is not that the 
Secretary might exclude from practice after notice iEind hearing of the 
party charged, which would be the more natural form of expression if 
it was the intention that the hearing should be before the Secretary in 
person, but that he might exclude ^^ after notice and opportunity for a 
hearing," meaning plainly a hearing before some proper officer in such 
reasonable mode as should be provided by regulation of the Department. 

What Mr. Justice Field, speaking for the Supreme Court of the 
dnited States in the case of Randall v. BHghamj (7 Wall., 523,) said 
in reference to the general rule of law on this subject would seem to 
be appropriate here. He said: 



AU that iH reqoitfite f(»r their validity (meaning the validity of prooeedings for 
disharment of an attorney) ie, that, when not taken for matters ooennring in opea 
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court, ill tbe pnMenco of the judgeM, ootice ahould bv given to the attorney of the 
chargen made and opportunity afforde<l bim fur explanation and defense. The 
manner in which the proceedings shall be conducte<l, so that it be without opprea- 
sion or unfairness, is a matter of Judicial regulation. 

We must conclade that the hearing contemplated by the act of 1884 
was accoided to this appellant in this instance in the hearing which he 
had before the Oommissioner of Patents and that the purpose of the 
statute was amply Bubserved by that hearing. We cannot hold that 
relator was entitled to two hearings— one before the Commissioner and 
one before the Secretary. He himself does not daim this, at least in the 
fullest sense of the term ^< hearing." He does not claim that he had 
the right to adduce testimony and to go over the case de novo before 
the Secretary, and yet to this he was entitled if his construction of the 
statute be correct, for the word '^hearing'' in law and in this statute 
means something more than oral argument. It means, also, the right 
to adduce testimony. Now if the sole hearing contemplated by the 
statute was to be had before the Secretary the Commissioner of Patents 
could not hear it at all, and the only duty that could reasonably be 
imposed uiwn that officer was that of taking the testimony and report- 
ing it to the Secretary; but this conclusion would be in direct contra- 
vention of section 487 of the Bevised Statutes, which explicitly pro- 
vides that the Commissioner shall determine the matter, subject only 
to the approval of his action by the Secretary of the Interior. The 
Commissioner does not act in tbe matter as a master in chancery or 
other officer whose duty it is simply to facilitate proceedings and to 
put them in shape for action thereon by the tribunal authorized to 
decide them. The Commissioner himself is the tribunal in this case. 
He is the person authorized by law to investigate and decide. He is 
therefore the person before whom a hearing can most properly and 
ought to be had before he formulates his conclusions. 

The utmost that could be claimed in this connection is that the Sec- 
retary of the Interior acts as a kind of np|>ellate tribunal over the 
Commissioner of Patents; but even if this be conceded — and we think 
it must be taken with some qualification — it does not follow that a 
party in interest is entitled to oral argument or to a hearing of any 
kind before him beyond what is involved in the examination of the 
record necessary for the exercise of supervisory jiower. Such argu- 
ment might be allowed as matter of grace, but it cannot legally be 
claimed as matter of right. Even in proceedings purely judicial the 
right of appeal is not matter of absolute right, but is of statutory cre- 
ation, and therefore may be regulated or Umited by statute or by rules 
of court made in pursuance of statute and may even be taken away 
entirely; and if it may be so limited and regulated it is competent to 
exclude argument of any kind, except such as may have appeared iu 
the court of original resort. 
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But, as we have already intimated, the words of the statate are not 
those that are nsaally in the creation of appellate tribnualn. It Is tme 
that the supervisory power vested in the Secretary of the Interior over 
the action of the Commissioner is in this instance judicial in its nature 
and most be exercised by the Secretary himself in person, {Bunkle v. 
United States^ 122 U. S., 543;) bnt all osa^ and all precedent woald be 
vain if we were to hold that he could not exercise it antil he heard the 
party in interest in oral argument The meaning of such supervisory 
power is not that the Secretary must try or hear the cause, bnt that 
the judgment of the Oommissioner is not to be carried into effect until 
it receives the approval of the Secretary, and in order to give it this 
approval, or conversely and by implication his disapproval, the Secre- 
tary is necessitated to go over the record of the proceedings that is 
made up for him according to law or regulation. This, as we have 
said, is a judicial or quasi judicial duty on his part; bnt it is not the 
equivalent in any sense of the hearing of a cause. 

Entertaining the view of the case which we have here sought to 
express, it is unnecessary for us to determine whether, under the deci- 
sion in the case of Oammi$s%aner v. Whiieleg^ (4 Wall., 522,) it would be 
proper in any event to issue the writ of mandamus in this case. In the 
case of Commissioner v. Whitdey the rule was laid down quite emphat- 
icaUy by the Supreme Oonrt of the United States, through Mr. Justice 
Bwayne, that the writ of mandamus is only applicable in two classes 
of cases — ^flrst, where there is a reftisal to perform a ministerial act 
involving no exercise of judgment or discretion; second, where the 
exercise of judgment and discretion are involved and the ofBcer reftises 
to decide, << provided that, if he decided, the aggrieved jmrty could 
have his decision reviewed by another tribunal." Unless this decision 
has been modified by subsequent adjudications by the same tribunal, 
it would seem to be decisive of this case, for there is certainly no right 
of review by any tribunal of the decision of the Secretary of the Inte- 
rior in the premises. It would seem, however, that the decision in the 
case of Commissioner v. Whiteley has been somewhat modified in sub- 
sequent cases. Oertainly an exception was made to it in the case of 
ex parte Bradley^ (7 Wall., 364,) in which it was broadly held, without 
reference to the theory of appellate jurisdiction to review the judgment 
that might be rendered by an inferior court, the action of such court 
might 1)0 restrained or constrained by the writ of mandamus whenever 
it undertook to proceed without jurisdiction or the case was one of 
irregularity against law or of flagrant iiyustice; but it may be ques- 
tioned whether these very general expressions have not Uiemsdves 
been modified by subsequent decisions. 

Assuming, however, for our present purpese that mandamus is 
proper whenever an inferior court or a judicial officer charged with the 
exercise of discretionary or judicial functions either assumes to ezardse 
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juriBdictiou wkeu uoue exists, or relnses to enteitaiu jurisdiction with 
which ho is by law invested, without regard to the question whether 
there is any appeal from his judgment when rendered and when he has 
acted, we may well doubt whether the present case is one proper for 
the writ. The purpose here sought is to compel the exeroise of juris* 
diction substantially denied to exist — the alleged right to a hearing 
or oral argument before the Secretary in person. But the only possible 
result of a hearing is ultimate action in the matter by the Secretary 
in the way of approval or disapproval of the couclusion reached by the 
Commissioner. Now that action has been had. The Secretary has 
given his approval to the Commissioner's recommendations, and upon 
application of the relator for the rescission of his action and for an 
opportunity to be heard before him he has reiterated his determinatiou 
and refused to reopen the case. We greatly doubt whether under such 
circumstances the refusal of the Secretary to accord to the relator the 
opportunity to make an argument, especially when it is not shown or 
in any manner intimated how or wherein the Secretary erred or was 
mistaken or misled, is to be regarded as a jurisdictional matter for 
which tbe writ of mandamus would be proper. 

But this question it is unnecessary here to decide. We prefer to 
base our decision on the broader ground that the relator has had the 
hearing to which he was by law entitled and that it was not an essen- 
tial part of that hearing or of due process of law in the premises that 
he should have been permitted to make an argument, either oral or 
written, before the Secretary of the Interior in person. But we do this 
all the more readily in the hope and expectation that our decision may 
be reviewed by the court of last resort and that our error, if error 
there be^ may be there corrected. 

We are of opinion that the order of the Supreme Court of the Dis- 
trict of Columbia refusing the writ of mandamus in this case was right 
and that it should be affirmed, with costs, and it is so ordered. 



[W. B. CIrenit Ooart— SooifaeTn DlBtriot of AlAbftina.] 

Wbstesn Elbctsic Company v. Homk Telephone Company et al. 

Decided February 9, 189S, 
S3 O. O., 443. 

L SCSIBNXB— MULTIPLK SWITCHBOARD FOU TbIJEPHONB-EXCHANOES— No. 330,061. 

Claima 2 and 4 of Letters Patent No. 330,061, granted November 10, 1885, to 
Cliarles £• Seribner, for maltlple awitchboardH for telephone-exeluuiges, oon- 
•tniad In oomieetion with the prior art and Held valid and infringed. 
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2, 8amk^Samk~.Samk. 

ClaiuL 6 of Letters Patent No. 830;061, grautecl NoYember 10, 1886, to Chwlet 
E. Scribuer, for multiple BwitchboardB for telephone-exchangee, construed and 
Held not infringed. 

Messrs, Barton & Brawn and Mr. George L. Roberts for the complain- 
ants. 

Messrs, PillanSj Torrey & Hanaw^ Mr, Clharles B. Tilden, and Jtfr. 
Janies L. Norris for the defendants. 

TOULMIN, Jr. 

This is a suit in equity brought by the Western Electric Company, 
on Letters Patent of the United States No. 3^,061, dated November 
10, 1885, as the assignee of Charles E. Scribner, to whom the patent 
was granted, against the Home Telephone Company, Albert S. Lyons, 
and Adam Glass. The patent is for improvements in mnltiple switch- 
boards for use in telephone central offices or exchanges. The complain- 
ant is a corporation under the laws of the State of Illinois and has been 
engaged in furnishing apparatus for telephone-exchanges, it appears, 
for some years past. The defendant company is an Alabama corpora- 
tion, and the individual defendants are Albert S. Lyons and Adam 
Glass, citizens of Alabama, and residents of Mobile, and respectively 
the president and treasurer of this company. 

The bill is of the usual form in patent infringement suits and charges 
the defendants with infringing the patent stated above by reason of the 
defendants' use, at their telephone-exchange in the city of Mobile, of 
certain apparatus called ^< multiple switchboards," 

Originally it was charged that claims 2, 3, 4, and 6 of the Scribner 
patent were infringed. On the hearing claim 3 was withdrawn from 
such charge. This leaves before the court only claims 2, 4, and 6 of 
this Scribner patent, No. 330,061. 

The nature and puri)08c of the invention embodied in this Scribner 
patent, and the patent itself, will need to be first stated in order to have 
a clear understanding of the issues involved. The patentee says : 

My invention relates to multiple-switebboord signals, and is designed to enable 
the operators at the different boards to test to determine what lines are in use, while 
the circnits ore so arranged that any two lines may be connected together npon any 
one of the boards without inclnding in their circuit the resistance of the eontaot- 
points of the switches. * * * In all those systems heretofore used the oontaot- 
points of the switches h»ve been included in the circuit of two lines when connected 
together. 

My invention is designed to avoid the resistance of these contaet-points by the use 
of oircoits aod apparatus more simple than any heretofore devised, while the opera- 
tors are enabled to make the usual tests to determine whether any line wanted is 
already in use at another board. 

It is evident that this arrangement of circuits may be used with various kinds of 
switches other than the spriug-Jacka having insulated fhuues, as described, and as 
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shown in Fig. 1. In Fig. 2 I hftve shown simple connecting-bolts c' d' t' for making 
the line connections, means being provided, as shown, for breaking the circuit /' 
when % connection is made at either bolt. With circnits thus arranged any two 
lines may be connected directly on either of the boards without including the resist- 
ance of the contact-points of the spring-Jacks in their oircuit, while sueh signals and 
tests may be made as may be desired. 

Scribner, the patentee, testifying for complainant, states the object 
of his patent, and, among other things, says: 

The patent in suit, No. 890,061, is for a multiple switchboard. The result sought 
to be accomplished by the iuTentiou of this patent is the connection between any 
two subscribers' lines in a telephone-exehange, the exdnsion of contact-points from 
the circuit of such connections, while, at the same time, the indicator-annunciators 
of inch connected lines are temporarily cut off from their respectives lines. 

In defining his invention as embodied in this patent, by way of aid- 
ing in an understanding of it, Scribner further testified: 

The invention of the patent in suit provides a spring-Jack switch upon each of the 
several switchboards for each line, the spring-Jack switch being constructed to pro- 
vide a contact'piece to which the plug made contact when introduced into the 
spring-Jack, a spring normally resting upon a contact-point and circuits with which 
the line is to be connected. By this construction the line-wire is directly connected 
with a portion of each spring-Jack, this portion being that with which the ping is 
designed to make contact. The line-wire is also connected with all the contact- 
points and all of its spring-Jucks and thence through the indicating-annunciator 
and battery and to the ground -return. The- introduction of a plug into any spring- 
Jack gave a contact between the plug and that portion of the spring-Jack directly 
oonneoted with the line- wire, while at the same time the contact-points of the Jack 
in which the plug was inserted were open and the circuit to the indicating-annuncia- 
tor interrupted, and this, too, no matter which spring-Jack of tho line was employed. 
A plug, when inserted in the spring-Jack and having a conducting-cord leading to 
another plug, would serve, upon the introductiou of the second plug into a spring- 
Jack belonging to any line, to connect directly together tho two lines without the 
eontact-points and any of tho spring-Jacks being included in the connected circuit. 
This oonstmction, with its results, is the principal feature of the patent in suit. 

Minnis, a witness for defendants, in his twenty-second answer says: 

Without going into any long dissertation upon the speciAcation and claims of the 
patent in suit, and their interwoven relations one to tho other, I think that I can 
safely boil this down into one specific combination claim, to wit: A multiple tele- 
phone-switchboard so arranged that talking-circuits can be established thereon 
without inelnding in said talking-circuit any of the separable contacts of any of the 
Jacks of either of the lines incorporated in said talking- circuits, and without pre- 
venting or interfering with tho operation of the usual apparatus commonly employed 
for the production of what is generally known and described as a busy-test, sub- 
stantially as described. 

I do not perceive any substantial difference, if any difference at all, 
in the statement of the invention by these opposing witnesses. Lock- 
wood, an expert witness for complainant, in speaking of the separable 
contact-springs and the defective operation resulting from the failure 
to cat them out of tbe talking-circuit, as made when subscribers are to 
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talk over the line, (bis rererence being to tbe art as it existed prior to 
the advent of the Scribner patent,) says: 

When snoh oepanble Bpring-oontaoto are thna introduoed into an electrical circnit 
it is a fact that at each pair a certain resistance or opposition to the iierfect passage 
of the electrical cun^ent is introdaced into the circuit; or, in other words, when two 
portions of the circnit-condnctor arc held in contact by pressure only their resist- 
ance is greater than if at such point of the circuit the metallic conductor, such as a 
wire, had been undivided. In many forms of applications of electrical circuit this 
additional resistance at each spring-contact makes no appreeiable difference to the 
passage of the current, but the electrical current employed in speaking telephony is 
very delicate and very weak, and requires that the resistance of the circuit shall be 
as low as possible, in order that its passage through the said circuit from one sub- 
scriber's station to the other shall be facilitated. 

Thns it will be seen that there were weighty objections to the multi- 
ple switchboards prior to the Scribner patent, because in them a talk- 
ing-circuit composed of two subscribers' lines and their connections 
effected in the exchange office included the separable contacts of all 
the spring-jacks of the two lines embraced in such circnit. The several 
or i^erhaps numerous contacts, the evidence shows, were liable to and 
often did maintain poor electrical union, often filled between their 
touching points more or less with dust or other foreign substance, 
which impaired and even sometimes destroyed their contact, electri- 
cally speaking, and such several separable contact-points of each line 
at each board or board-section also constituted a series of breaks or 
breakable points in the talking-circuit depended upon by users of tele- 
phones for the transmission of speech. The evidence in this case is 
strongly persuasive, if not wholly convincing, that the invention 
embodied in the patent involved herein overcame and eliminated these 
difficulties and produced a substantial and meritorious advance in this 
useful art. By means of this invention, as expressed in the patent and 
as shown by the evidence, the series of separable contacts of each of 
any two lines to be brought together are cut out of the talking-circuit 
when any two of the spring-jacks on a board or board-section are elec- 
trically-connected by a pair of plugs and their conducting-cords. 
Thus, referring to Fig. 1 of the patent, if the upper plug is inserted 
into the spring-jack or switch c in the upper left-hand part of the figure 
and then the lower plug is inserted into the spring-jack or switch ou 
the same left-hand board the subscriber's line a and the subscriber's 
line b will become electrically connected for talking purposes. At the 
same time each of the upper spring-jacks or switches d and e of the 
line a will be cut out of the circuit, and each of the spring-jacks or 
switches of the line b lowest under d and e will also be out out. 
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A represeiitatioii of Fig. 1 of this itateut is here given. 




With this understanding of the patent consideration will now be 
given to the defenses urged by counsel for defendants. These are: 

J. That there is such failure and insufficiency of proof adduced by 
the complainant to establish the charge of infringement that no proper 
determination of such issue is possible. 

2. That the state of the art prior to the grant of the patent in suit 
was such as to preclude the allowance of any claims having the scope 
and capal)le of the construction that can be inferred from the terms of 
the claim and from the face of the patent. 

3* That by the well-known construction of the statute no original 
patent should have been granted for the subject-matter covered or 
defined by the claims of the patent in suit, such subject-matter hav- 
ing been so far and so clearly disclosed by prior patents to the same 
grantee that the rights of the latter were thereby relegated to his 
remedy by reissue and not susceptible to protection by this patent. 

4. That the patent on which this suit is founded is not infringed by 
defendants, even if it be admitted, tentatively, that said patent is valid 
and capable of a broad construction. 

n. That the patent in suit is void as to the claims in issue, under the 
decision of the Supreme Court in Miller v. £agle Manufacturing Co. 
(C. D., ISHj 147; 66 0. 6., 845; 151 TJ. S., 201) and Tkomsan-Eoustofi v. 
Winehegter Avenue Eailroad Co. (G. D., 1895, 788; 73 O. G., 2155) and 
authorities therein cited. 

6. That if it be admitted for the sake of argument that the patent in 
suit has any legality whatever the claims in said patent can only be 
saved by the narrowest construction rigidly restricting them to the 
precise form, oonstmction, and arrangement shown and described. 

The first objection indicated above seems to be based upon the posi- 
tion that the diagram drawing introduced by complainant, and marked 
^^Oomplainant^s exhibit diagram defendants' apparatus," was not a cor- 
rect representation of the multiple switohboard admitted by defendants 
(o be used by them in their exchange at Mobile. Aside from whether 
defendants are right in contending that such exhibit is not an accurate 
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representation of said apparatns, the defendants themselves offered 
in evidence as a correct representation of the apparatus alleged to be 
an infringement two diagram drawings marked '^Defendants' exhibit 
Ay diagram of defendants' apparatus" and '^Defendants' exhibit B, 
diagram of defendants' apparatus." This done, the complainant rested 
its case upon this drawing '< A," described by defendants' witness as a 
correct illustration of defendants' apparatus. 
- A representation of defendants' ^'Exhibit A" is here given. 




There does not, therefore, seem to be any merit in this first objeotiaa 
urged by defendants. 
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The second defense urged will next be considered. The prior Letters 
Patent relied upon to sustain this proposition are Nos. 252,259, 292,865, 
292,866, 330,059, 330,060, 294,482, and 269,238. The last two here named, 
although not found in defendants' brief, are nevertheless in the record 
and are referred to in complainant's brief. The i>oint urged in this 
second defense is that in view of the above patents there is such an 
exhibition of the prior art that the patent in suit must be judicially 
construed in respect of its claims down to a scope narrower than the 
8cox>e indicated by the terms of the claims and on the face of this 
patent. 

But defendants' witness Clark, responding to cross-questions 48, 49, 
and 50, says he does not find in Patents Nob. 292,866, 330,059, and 
330,060 that when two lines are connected together without reference 
to the particular board upon which the connection is completed there 
is a talking-circuit which is free from all of the separable switch-con- 
tacts of the spring-jack switches of the two lines thus connected, as 
snch feature is exhibited in defendants' system and in the Scribner 
patent, lilo. 330,061, in suit. This witness was asked to distinguish and 
point out any differences that may exist between Patents Nos. 292,866, 
330,059, and 330,060, and after detailing alleged differences he states 
that he finds that the Patent No. 292,866 is the same as the Patent 
Ko. 330,061, the patent in suit, with certain exceptions, which he 
specifies. 

Whatever then be the merit or demerit or the accuracy or inaccuracy 
of these statements and discussions, it remains that the patents men- 
tioned do not, as they now exist, according to this witness, contain the 
invention covered by complainant's patent, but, on the contrary, that 
changes must be made in them before it is even pretended that they 
will show this invention. 

The Supreme Court in TopUff v. Topliff (C. D., 1892, 402; 69 O. G., 
1257; 145 U. S., 156, p. 161) has said: 

It IB not Bofflcient to constitute an anticipation that the devico relied upon might| 
by modification, be made to aooompliBb the function performed by the patent in 
question, if it were not designed by its maker, nor adapted, nor aotnaHy used, for the 
performance of snch functions. 

The force of this ruling and the similar ruling in dough v. Barker 
(0. D., 1882, 523; 22 O. O., 2137; 106 XT. 8., 166-175) is made manifest in 
its practical application to the rights of parties by the reflection that 
all earlier patents set np in defense against a later patent sued upon 
are but the record evidence of the statns the art has reached. The 
rights under such later patent are subject to what this record evidence 
actually shows. To change this record by permitting theoretical modi- 
fications of these earlier patents would be the same in principle as to 
change by interpolation or modification any other evidence between the 
parties. 

The witness Minnis (answer 24) discusses at great length the question 
of whether there is anything novel and of a patentable character in 



430 DECISIONS OF V. S. COURTS IN PATENT CASES. 

the patent in sait in view of Patents Nos. 292,865, 292,866, 330,059, 
330,060, 294,482, and 269,438. He does not say that he finds the inven- 
tion of the patent in suit in either or all of these patents, bat wonld 
make it appear that by chan^ng some or all of them or by combining 
some of them together, thus resorting to the process of modifications 
and reorganizations, he woald then arrive at this invention. For 
instance, he says: 

ThnB it will be Been by means of these foar patents we have been bronghi up step 
by step to :in arrangement and combination almost identioal with that shown in the 
patent in suit. 

Bnt this ^^ almost," with its indefinite bounds, forms the missing link 
and, it is thought, brings this form of attack on complainant's patent 
substantially within the rale pronounced in Topliffy, Topliff, 9upra^ 
and Oloitgh v. Barker^ supra^ and is also within the objections to such 
a coarse pointed oat by Judge Coxe in the case of Johnson v. Fortif- 
second St. M. d; 8t. N. Avenue R. Co,, (33 Fed. Bep., 500,) where he says: 

The defendant assembles every similar device, description or suggestion in the 
particiiliir art not only, but also in analogous and even rembte arts. Everything 
which has the least bearing upon the subjeot is brought in and arranged hy a skilfol 
expert in an order of evolntion which resembles most clearly the invention whioh 
is the subject-matter of attack. Having thus reached u point where but a single 
step, perhapH, is necessary to success, and knowing from the inventor exactly what 
that step is, the expert is asked if the patent discloses invention, and, honestly no 
doubt, answers in the negative. There is always the danger, unless care is taken 
to divest the mind of the idea added to the art by the inventor, that the invention 
will be viewed and condemned in the light of ascertained facts. With his descrip- 
tion for a guide, it is an easy task to trace the steps from the aggregation to the 
invention. 

<^In the law of patents it is the last step that wins,^ says Justice 
Brown in the Barbed Wire Patents^ (0. D., 1892, 299; 58 O. O., 1555; 
143 U. S., 276.) 

Bearing in mind that defendants' witness Olark distinguishes between 
the patent in suit and such of these alleged prior patents as he con- 
siders, and that defendants' other witnesses, Paca and Miunis, do not 
point oat the invention in suit in those earlier patents, it is pertinent 
to consider the rebuttal offered by complainant through Scribner, the 
patentee, who discusses all of these alleged earlier patents, as also 
Patent No. 306,(>69, otfered by defendants in connection with the Olark 
deposition, but not discussed by any of cefendants' witnesses. Scrib- 
ner in answers 1 and 7 points out that these patents, three of which 
are bis own, do not contain the invention of the iiatent sued on. Com- 
plainant's witness Uaskins also considers these patents and testifies 
that he does not find in theui the invention in question, and I concur 
in this view. 

This discussion disposes of the third proposition of defendants to the 
effect that the patent in suit should not have been granted because 
the same subject-matter was disclosed in prior patents to the same 
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patentee and that hitt rights were relegated to bis remedy by reissue 
and not to an original patent It is not clear from my view of the '^ prior 
patents'' to this patentee how they coald be reissued for the subject- 
matter covered by this one patent 

These considerations dispose also of the fifth contention of defend- 
ants that the patent in suit is void as to the claims in issue, under the 
decision in Miller v. Uagle Manufacturing Co. (0. D., 1894, 147; 60 O. G., 
845; 151 U. S,, 186) and Thomaan-Eouston Electric Co. v. Winchester 
Avenue B. Co. (0. D., 1895, 788; 73 O. G., 21550 In Miller v. Eagle the 
later patent contained the same mechanism as the earlier patent to 
the same patentee, and the essential or only difference in the two pat- 
ents was that the earlier claimed the mechanism in respect of its two 
functions and the later claimed the mechanism in respect of one of 
those functions, the case presenting one in which there was no division 
of mechanism, but only a division of functions, as between the two 
patents. There is nothing of that sort as between the patent in suit 
and any of the patents offered by the defendants. 

In the additional brief filed on behalf of defendants considerable 
space is devoted to showing that Patent No. 321,390, dated June 30, 
1885, issued ui)on an application filed October 25, 1879, contains a sub- 
stantial disclosure of the separable-contact-cutting-out feature, defend- 
ants contending that everything disclosed by the patent in suit, except 
X>ossibly the peculiar form of the apparatus and the particular form of 
the test-circuit, belongs to the patentee's earlier patent. No. 321,390, 
and say that the idea of excluding one set of contacts at the same time 
connection is made with another set is clearly set forth in this Patent 
No. 321,390, and that the patent in suit was therefore void or antici- 
pated. This Patent No. 321,390 describes its spring-jacks thus: 

One p«rt^ B', of the switch I term the "line'' portion, and the other part, B, I 
term the "teef portion. 

These portions are not used simultaneously, but each is used when 
occasion requires for its own particular purpose. 

Defendants' witness Minnis, (answer 23,) speaking of these contacts 
in Patent No. 321,390, says that— 

both of theee contact -switches being of a separable character, the insertion of a 
ping would still leave in the circuit those contact-switches between the plug and 
the point of entr j of the line into the BwitohlM>ard. 

It appears, then, that upon entering the plug of a connecting-cord 
into any of the series of switches there would still be left in the talking- 
circuit the separable contact-points of all the interv'ening switches 
located between the plugged switch and the point of entry of the 
talking-line into the switchboard. This statement accords with the 
testimony of the patentee, Scribner, in his answer to question 7, wherein 
he says: 

In this Patent No. S21,d90| instead of a single switch upon each multiple switoh- 
boMd, there are two switches for each telephone-line, and these two switches mn . 
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Inealated ftt>m each other, and the oontaot-pointe of all the switehea of a giTen 
telephone-line are included in the line*circnit of the telephone-line. A eonnectioa 
of an J two lines of this system gives a talking-cironit through these oontaet-points, 
thus introducing an objeotionahle resistance — a defect which the patent in suit was 
designed to and does obviate. Neither the construction nor the result of the patent 
in suit can be possibly secured by any employment of the apparatus of my Patent 
No. d21,S80. 

The witness Haskins, for the comi^laiuaiit, in answering question 8, 
in his deposition Bays: 

I will next consider Mr. Scribner's patent No. 321,380, of June 30, 1885. This 
patent also contains the same objectionable feature of including in the tallcing- 
circuit the contacts of the switches when two subscribers are connected for conver- 
sation, and accordingly has no significance. 

Then Miunis in his twenty-third answer speaks of certain changes 
to be made in Patent No. 321,300 to make it accomplish the resalt 
effected by the patent in sait. For instance, he says that << a sabstita- 
tion of one bolt with two sets of contact-switches would be an absolnte 
equivalent of the two bolts, each having a contact-switch." 

Again he says : 

Going a step further and substituting for this bolt with two sets of oontaet- 
Bwitches [of] a bolt with one set of contact-switches and one solid switoh-contact, 
and we have an arrangement under which the insertion of the plug in any switch 
would leave no separable contacts included in the circuit thus established. 

If Patent No. 321,300 covers, broadly, the identical invention covered 
by the patent in suit, as is claimed by defendants' counsel, why the 
substitution or change of bolts and contact-switches as suggested by 
witness Minnist Why any change of construction in the arrangement 
shown in Patent No. 321,300 if it possesses all the functions of the 
patent in suitt 

The grant of Letters Patent is |>rima/aote evidence that the i>atentee is the first 
inventor of the device described in the Letters Patent and of its novelty. The bur- 
den of overcoming the prima facie case made out by the production of the patent is 
upon the dcfendanti and the defense of want of novelty must be dearly established 
before a court will be Justified in setting aside the patent on this ground. Not only 
is the burden of proof to make good this defense on the party setting it up, but it 
has been held that "every reasonable doubt should be resolved against him." (Com- 
trell V. Wallick, C. D., 1886| 207; 35 O. G., 871; 117 U. S., 688; Palmary. Candmf, 
C. D.. 1885, 222; 70 O. O., 1487; 156 U. S., 342.) 

This disposes of all of defendants' propositions, except the fourth and 
sixth, which go to the i)oint that there is no infiringement by defend- 
ants of the patent sued on and to the further point that the claims can 
only be saved by a narrow construction restricting them to the exact 
form, construction, and arrangement described by the patent in suit 
and illustrated therein. It does not seem to admit of doubt that this 
patent accomplishes a new result — namely, the direct connection of two 
subscribers' lines through the usual plugs and cords, at the same time 
cutting out of the talking circuit thus formed all the separable oon- 
acts belongiog to such lines and cutting out the conductors leading to 
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the individaal annimciators. The iustmmentalities employed to accom- 
plish this resalt are not, individaally, new instrumentalities, bat they 
are brought together in a new relation, combination, or organization, 
and thereby produce this advance in the art of telephony, and which, 
according to the evidence in this case, is meritorious in respect to its 
practical utility and the advantages it affords in the actual use of tele- 
phones by simplifying the apparatus in telephone-exchanges and by 
improving the tone and efficiency of talking-circuits through the elimi- 
nation of objectionable resistance to the low current employed in such 
circuits. 

As defendants^ << Exhibit A" is accepted by both parties to the suit 
as a substantially correct representation of defendants' apparatus as 
used in their exchange, that exhibit has been adopted by me as the 
basis of comparison with the patent sued on. Defendants' witness 
Clark in answer 23 says : 

The said defendants' '' Exhibit A'' represents correctly the apparatus as ased in 
the switchboard at Mobile, Ala., by the Home Telephone Co. This is a correct 
drawing. 

Olark was fhrther asked : 

In dejfondante' system the circuit of each telephone-line may be traced normally 
from the snbaeriber's station through tbo separable contact of the different spring- 
Jack switches of the line and tbeuce through the line-annunciator and thence back 
to the subscriber's station. Is not this correct f 

A. Yes, sir. (Cross-answer 78.) 

Referring to Fig. 1, for example, of the patent iu suit, is not each spring-Jack of 
each line provided with three contacts, one contact being normally open and the 
other contacts being normally touching each other or closed together f 

A. Yes, sir. (Cross-answer 79.) 

Is not the same true as to the spring-Jacks of defendants' system f 

A. Yes. (Croes-answerSO.) 

When a oonneoting-plug is inserted in a spring-Jack of the patent in suit, is not 
the normally open oontaet of the spring-Jack switch closed to the plug to form a 
cireult to the telephone-line, while at the same time the separable contacts are dis- 
ocmneeted so as to cut off the portion of the line or the branch which contains the 
line-annnnoiator f 

A. Yes, sir. (Cross-answer 81.) 

Is not the same true of defendsnts' system f 

A. Yes, sir. (Cross-answer 82.) 

In the case of the patent and in' the case of defendants' system, when two lines are 
oonneeted together, none of the separable contacts of such lines are included in the 
imlted circuit of the two lines, that is, in the talking-circuit. Is this correct t 

A. Yes, sir. (Cross-answer 83.) 

And said witness Clark was fiirther asked : 

Beifecring to Fig. 1 of the patent iu suit, do you not And a branch ttom the tele- 
phone-line connected with the normaUy open contact of the spring-Jack switches of 
•noh linef 

A. Yes, sir. (Cross-answer 87.) 

Referring to defendants' appantos, as iUnstrated in defendants' "Exhibit A," are 
not their contaot-springs s' and 0\ of the spring-Jack switches of the telephone-Una 

12782 28 
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of Btation A, and are not these contacts ^ and e> both branches from the said tele- 
phone-wire, and are they not normally openf 
A. Yes, sir. (Cross-answer 88.) 

Paoa, another of defendants' witnesses, stated that— 

exhibits <'A"and ''B/' diagrams of defendants' apparatus, correctly represent the 
arrangement of the circuits and apparatus at the exchauge of the Home Telephone 
Co. in Mobile. 

The patentee, Ucribuer was asked : 

Bearing in mind the prior state of the art aud that testimony [the testimony in 
behalf of defendants] in so far as tbo same relates to claims 2, 4, and 6, please state 
whether this system, as used at Mobile, contains the invention of the patent as 
pointed ont in said claims, giving your reasons at length for any opinions you may 
express. 

A. The invention of the iMiteut an set forth in claims 2, 4, and 6, to which yon call 
my attention, is, in my opinion, realized in defendants' apparatus. In fact I think 
it will be apparent that the defendants have copied in their exchange the combina- 
tion of devices described in each of the claims 2, 4, aud 6. (Answer 6.) 

Some distinction between the patent in snit and the defendants' 
apparatus is sought by counsel for defendants to be made in respect to 
the '^open branch '^ in the patent (wire for connecting contacts of the 
several boards) and the wires a', a^, and a^ of defendants' apparatus; 
but their fiinction is the same and the difference between such wires 
and their arrangement is one merely of form. The subject-matter, 
however, of this patent and the subject-matter of defendants* appa- 
ratus, for operative purposes, are not things whose essence is their 
form. Hence the rule of infringement hud down by the Supreme 
Court in Union Paper Bag Maekine Co. v. Murphy (O. D., 1878, 1^9; 
13 O. G., 366; 97 U. S., 120, 125) seems applicable here. In that case 
the Court says : 

Except where form is of the essence of the invention, it has but little weight in 
the decision of snch an issuCi the correct rule being that in determining the ques- 
tion of infringement the court or jury, as the ease may bo, are not to Judge of 
similarities or differences by the names of things, but are to look at the machines 
or their several devices or elements in the light of what they do, or what office or 
function they perform and how they perform it, and to find that one thing is sub- 
stantially the same as another if it performs substantially the same function in 
substantially the same way to obtain the same result, always bearing in mind that 
devices in a patented machine are different in the sense of the patent law when 
they perform difierent fp notions, or in a different way, or produce a sabstaatially 
different result. 

Nor is it safe to give much heed to the fi^ct that the corresponding device in two 
machines organized to accomplish the same result is different in shape or form the 
one from the other, as it is necessary in every such investigation to look at the mode 
of ojieration or the way the device works, and at the result as well as at the means 
by which the result is attained. 

This patent was not ^Hhe mere carrying forward of new or more 
extended application of the original tbought" shown in Patent No. 
321,390, as claimed by defendants' counsel; nor was it '^a change only 
in form, proportion or degree, doing substantially the same thing in 
the same way by substantially the same means " as Patent No. 321,390. 
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It is tnie that it Avas a patent for new combinations of what were 
old elements when considered by themselves; but — 

a new combination, if it prodaces new and useful results, is patentable though all 
the coustitnouta of the combination were well known and in commou uso before the 
oombiuation was made. (PalmfrY, Corning, aupra.) 

My opinion is that the patent in sait accomplished an absolntely 
new and useful result — that it was a ])ioneer invention. 

The principle Is well settled in the patent law that where :m invention is one of a 
primary character, and the mechanical functions performed by the machine are, as 
a whole, entirely new, all Hubscijuent machines which employ substantially the 
same means to accomplish the same resnlt are infringements, although the subse- 
quent machine may contain improvements in the separate mechanisms which go to 
make up the machine. (Morley Machine Co, v. Lancaater, C. D., 1889, 380; 47 O. G., 
267; 129 U. 8., 263.) 

I wHl now consider the claims specifically in connection with defend- 
ants' <^ Exhibit A'' and interpolate numerals after the elements of the 
claims, placing the same numerals on what I find to be the correspond- 
ing elements in the said exhibit. 

Thus claim 2 reads: 

2. At a telephone-exchange central office, the combination of multiple switch- 
boards [1] with telephone-lines [2 and 3] ench permanently connected to a metallic 
portion of its switch upon oaeh board, each telephone-lino being also connected 
through the contact-points [5] of its switched and to ground, and means [6] whereby 
the circuit of the branch wire [7J of any given line is opened [as at 8] when a con- 
nection [contact 9] M made with the line [2] ut any board, whereby any two lines 
[2 and 3] may be connected together [as at 9] upon either of the boards [1] without 
including in their circuits the contact-points [5] of either of their switches. 

And claim 4 reads: 

4. The combination, with a telephone-line [2 or 3] provided at each switchboard 
[1] of a multiple system with a connecting bolt or switch, [4 5,] of a portion [7] 
of said line connected through an annunciator [10] to ground, [11,] and means [6] 
for breaking said line [7] when a connection is made with the telephone-line [2 or 3] 
at either one of its bolts or switches, [4 5,] substantially as and for the purpose 
specified. 

From this comparison of the patent in suit with the model or diagram 
of the apparatus shown to be in use by the defendants it seems clear 
to me that the defendant, the Home Telephone Company, has adopted 
substantially the invention alleged to be infringed. 

In determining the question of infringement the coiirt is not to judge about simi- 
larities or dilTerences by the names of things, but is to look at the machines, or 
several devices or elements, in the light of whnt they do or what office or function 
they perform, and to find that one thing is Hubstantially the same as another if it 
performa snbstantiaUy the same function in substantially the ssune way to obtain 
the same result. {Canintl v. WalUckf sicpra., quoting Union Paper Bag Machine v. 
Mmrphy, C. D., 1S78, 199; 13 O. G., 366.) 

There is no conflict in the testimony as to the fact that the invention 
covered by the patent in suit and the apparatus in use by defendants 
acoouiplish the same result, and there is no material conflict as to the 
construction and operation of the respective apparatus or devices shown 
by the patent and the admitted diagrams in the case, but there is a 
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want of harmony in the conclasion of the witnesses on the conceded 
facts. There is a difference in their expert opinion on the question 
whether the two machines or devices are sabstantially identical and 
employ substantially the same means to obtain the result, which it is 
conceded is the same; but the comparison made brings me to the con- 
clusion, agreeably also to the weight of the evidetice, that claims 2 and 
4 are infringed. 

As to claim 6 I think that the construction or details of the spring- 
jacks as elements enter somewhat into the organization it sets forth, and 
as defendants' detail construction of spring-jacks is not clearly exhibited 
my decision as to this claim 6 is that infringement is not shown. 

It is not shown in the evidence that defendants Albert S. Lyons and 
Adam Olass have in their individual capacity violated any of com- 
plainant's rights or that they have individually derived any profit or 
advantage from the patent sued on. No reason is shown why a decree 
should be rendered against them as individuals. As to them, there- 
fore, the bill is dismissed at complainant's cost. {Howard v. SL Paul 
Plow Co.y 0. D., 1888, 539; 45 O. G., 1067; 35 Fed. Eep., 743; BoiUm 
Woven Hose Co. v. Star Rubber Go.y 0. D., 1890, 265; 50 O. G., 1450; 
40 Fed. Sep., 167; Consolidated Fastener Co. v. Columbia Fastener Co.^ 
79 Fed. Rep., 795.) 

The bill is sustained as to claims 2 and 4 and dismissed as to claim 
6, and a decree will be entered accordingly and for an injunction and 
an accounting of the profits and damages in respect to claims 2 and 4, 
the injunction not to be operative until sixty days after the entry of 
the decree on account of the public inconvenience that might result in 
summarily enjoining the defendant, the Home Telephone Company, in 
the use of its switchboards. 



[U. B. Circuit Coart— S<mtheiii I>istrict of New Tork.) 

Welsbaoh Light Gohpant v. The Sunlight Inoandbsobnt Oas 

LAMP Company. 

Decided March U, 1898, 

88 O. Q., 595. 

Rawbon— Production of Incandrscknt Mantlkb^Pionbir Ikvxntiom— 

Infkinqbmrnt. 

CUlm 1 of Letters Patent No. 407,968, granted July 80, 1888^ to ]<Yedeiiok L. 
Rawson and Williani S. BawBon, for the prodnetion of Ineandesoent mantlaB, 
conaisting in coating the complete mantle with paraffin or other Biiiiahle male- 
rial, oonstraed, HM to be for a pioneer invention and infringed by a piooen 
conBisting in coating with a Bolation of oollodion. 

Mr. WUliam Findlay Brown and Mr. John B. Bennett for the com- 
plainant. 
Mr. Charles G. Coe for the defeudaut 



DECISIONS OF U. «. 0OITRT8 IN PATENT CASES. 437 

TOWNSBND, J.; 

The qaestjons herein preaented at iinal hearing ou bill atid answer 
relate to the first claim of Patent JSTo. 407,963, granted July 30, 1889, to 
Frederick Lawrence Bawson and William Stepney Rawson, for ^^ Pro- 
tlaction of incandescent mantles " and assigned to complainant. 

Prior to the discnssion of the issnes directly involved it will be 
necessary to briefly describe the Welsbach light. 

In 1885 Dr. Oarl Aaer von Welsbach discovered or invented the man- 
tle of the incandescent light which bears his name. Prior to that date 
it was known that certain rare earths when heated to incandescence 
were possessed of great luminosity. Dr. Auer von Welsbach, or, as he 
will hereinafter be called, ^'Welsbach," was the first to discover that 
by immersing a textile fabric in a solution of the salts of said rare 
earths and afterward applying heat and consuming the fabric the 
earthy salts would be left in a coherent condition, exactly reproducing 
the fabric consumed and capable of emitting the intense white Wels- 
bach incandescent light. Gresit as was this scientific discovery it was 
commercially valueless. The resultant product was so light and fragile 
that although, as stated by the inventor, ^< it would remain effective as 
an illnminant for hundreds of hours " it would crumble to ashes if han- 
dled or even touched by a hard body. 

In their specification the patentees, after speaking of the difficulty 
previously found in transporting these mantles without breakage, say: 

This difficulty our invention is designed to overcome by dipping tlie mantles, after 
they have been given their proper shape, into a liquid which will thoronghly pen- 
etrate the pores of the material and vrill afterward set to snch a degree of hanlness 
as to protect the material from danger of breakage in packing or handling, and 
which can aft-erward be removed without mechanical injury to the mantles or 
without leaving any objectionable residue. 

The claim in suit is as follows : 

1. The herein-described improvement in Htrengthening incandescent mantles, con- 
sisting in coating the completed mantle with paraffin or other suitable material, 
snbstantiaUy as set forth. 

The defenses are invalidity for lack of invention and denial of 
iniringement. 

Bright's British patent, No. 12,305, granted in 1848, for << Improve- 
ments in lamps, wicks, and covers for vessels for holding oil and other 
fluids," inter aliuj describes a method of '< manufacturing hollow cylin- 
drical wicks in a stiffened state " to permit of their easy insertion into 
the lamp-burner <<by iuRerting into them paper cases * * * or by 
dipping them (not partially but wholly) in wax or in any other suitable 
stiffening matter." It has not the same purpose nor mode of operation 
as the patent in suit and does not anticipate it. 

Gwynne patent, No. 52,788, issued in 1866, for an << Improved process 
for saturating wood, cloth, paper, etc., with paraffin," and Toppan 
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patent, No. 89,095, for " Improved water-repellaiit material," may be 
considered together. The patentee Gwynne say8 that — 

when the paraffin is thus combined with the bubBtances they seem together to form 
a new eabstanee inaamnch as it cannot be again expelled. 

and that sabstances thuu saturated acquire — 

greatly-increaaed tenacity, toaghness, power of endurance and of resistance to the 
action of the elements. 

Toppan describes a similar treatment wich a solution of x)araffiii. 
Each of these patents describes a process for making wood, paper, 
and cloth waterproof by i^ermanently combining them with paraffin. 
Neither of them attempts to effect the object of the Bawson patent; 
but defendant relies chiefly upon Patent No. 261,529, issued July 25, 
1882, to Charles Glamond, for ^< Means and apparatus for producing 
intense white light." Figure 9 of the drawings shows a burner com- 
posed of maguesian threads. These threads are made by forcing a wet 
plastic material through dies. While thus wet they are shaped into 
the form of a cone, which is then dried and baked. The resultant prod- 
uct is a fragile porcelain like shell or basket of refractory material 
capable of use with a gas-burner to produce an incandescent light. In 
connection with this basket the patentee used small rods formed of the 
same material. It was not claimed that there was anything novel in 
Clamond's magnesium light which is relevant herein; but defendant 
contends that — 

this patent shows that the strengthening of such fragile rufraictory cones to protect 
them against breakage in transporting and handling was not new. 

This contention is founded upon the following statement in Olamond's 
specification : 

The basket may be cased over with paper or other combustible material, so as to 
strengthen it for transport and handling, this casing being burned away when the 
jet is ignited. 

In this chief reliance of defendant I find nothing to detract from the 
merit of the patented invention. There was no strengthening treat* 
ment of a refractory material having the form of a textile fabric, no 
combination with another substance by saturation in a protecting solu- 
tion, and no process of hardening the protecting solution. In short, 
Ciamond merely proposed to wrap up his porcelain cone in a piece of 
paper which would burn off when the cone was placed over a lighted 
ilame. He protected his shell by an ordinary external wrapper, which 
could be removed in the ordinary way, leaving the shell as before. By 
the Bawson process the solution so penetrated the interstices of the 
Welsbach fabric that it became an integi'al part thereof. 

But the expert and counsel for defendant claim that — 

all the RawBons have done is to apply the old Gwynne process of dipping porooi 

articles into hot melted paraffin, or the Toppan process of dipping poroos articles 

n paratKn solutionH with a volatile hydrocarbon, such as beuzin or naphth% with- 
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oat any difference in their mode of applioatioo, or tlie reenlt obtained therefrom, to 
the old purpoae of protecting firagile mineral cones in transport and handling set 
forth by Clamond. 

I cannot assent to this proposition. The Glamond protecting- wrap- 
per is not even remotely allied to the Bawson strengthening process. 
The resnlt of the latter is new, distinct, and strikingly unexpected. To 
introdace these processes in this new art and to work ont and apply 
the undeveloped possibilities of this use of paraffin in solation in con- 
nection with these earths, so as to place this light within the reach of 
the general public, was a most meritorious invention. Defendant says 
it does not infringe because it does not coat its mantles with paraffin 
or any of the equivalents mentioned in complainant's patent and relies 
upon certain -Umitatious claimed to be disclosed by the file- wrapper. 

After describing the use of paraffin in the specification it is there set 
forth that— 

other materials may be employed as long as they set hard at ordinary temperatures 
and bnm away without mechanical destruction to tho mimtle and without leaving 
any residue which would injure the light-giving properties of the mantle. 

The Examiner required the patentee to insert a specific statement as 
to what other materials are used, and the following was thereupon 
added: 

The materials referred to as being capable of use in lien of paraffin may be any 
solid hydrocarbon of a high boiling-point and many resins and gums soluble in 
spirit, such as alcohol, etc. Shellac will serve the same purpose, but not quite as 
advantageously. 

The defendant insists that the patent cannot be infringed by the use 
of any materials other than those thus specified. 
It is admitted — 

that the defendant coi-poration herein has * » « and still is coating completed 
incandescent mantles or hoods fur the purpose of strengthening them for purposes 
of transport and handling by dipping or immersing tbem iu a solution composed 
ehiefly of collodion with the addition of a small percentage of castor-oil, and in 
exoess of five per cent. That such solution is a liquid which, after the mantle or 
hood is coated therewith by dipping or immersing said hood in such solution will 
afterward set at ordinary temperatures to such a degree of hardness as to strengthen 
the mantle or hood for the purpose of preventing breakage iu transport and han- 
dUng and of such a character that it can afterward be removed by burning away, 
without mechanical destmotion to the mantle, and without leaving any residue 
which would injure the light-giving properties of the mantle or hood. 

Complainant contends that this collodion solution is included under 
the words ^< paraffin or other suitable material, substantially as set 
forth,^ in the first claim, notwithstanding the enumeration of equiva- 
lents in the patent. 

The invention of the patent in suit transformed the Welsbach mantle 
from a laboratory experiment into an article of commerce. That it has 
successfully overcome the obstacles previously encountered and has 
accomplished results quite as important as the original Welsbach 
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invention is admitted. Ttie evidence as to Welsbach'8 understanding 
of tbe limitations upon the practical use of bis light, and the graphic 
illostration at the hearing herein of the bold and nniqne treatment of 
the fragile mantle, and the success of the adaptations employed in 
producing tlie desired resnlts, indicate not only the presence of invent- 
ive genius, but claim for tbe invention the rank of a pioneer. 

For these reasons this patent should not be narrowly interpreted, 
but should be so construed as to cover a broad range of equivalents. 

The undisputed testimony of Drs. Chandler and Morton shows that 
it was well known at the date of this invention that such a collodion 
solution would operate in the same way as a parafSn or shellac solution 
in the treatment of such substances and was therefore an <^ other suit- 
able material." That in every other respect the defendant has appro- 
priated the patented process appears from his admission. While 
collodion is not chemically an equivalent of a hydrocarbon resin gum 
and is not paraffin or shellac, it performs the same ftinctions in tbe 
same manner and with the same result. 

A patentee is not obliged in his specification to state all the known 
equivalents of the materials used by him. It is the patent as finally 
issued which the court is to construe and upou which the patentee 
must stand. In this case the patentees have claimed <^ paraffin or other 
suitable material, substantially as set forth." They have set forth that 
<< other materials may be employed as long as they set hard at ordinary 
temperatures and burn away without mechanical destruction to the 
mantle.'? The defendant uses a suitable material known at the date of 
the invention to have all these properties and chiuucteristicB, and has 
thereby appropriated complainant's product. 

Let a decree be entered for an iiynnction and an accounting. 



[U.a Ciranlt Ooori of Apprnto-SaocNid Cimittb] 

Thomson-Houston Elbctbio Oompany v. Union Railway Ook- 

TABYetaL 

Decided AprU 7, 1898. 

88 O. G., 607. 

VAif DsFOSUi— Eiacmuc Railway, Travruno Comtact fob— Yom— Pkbviouslt 

Patentkd to Sams Iitvcntor. 

Claims 2 and 4 of Letten Pstent No. 49S,443, for s traveling cootsoi te oleo- 

trio railways, granted April 11, 1893, to the administrators of Charles A. Yen 

Depoelc, construed and HM to be void, as they are for the same inventioii whioh 

has been preTiooslypatonted to the same inTentor in Letters Patent No. 494,68B. 

Mr. Willian^ H. Kenyan and Mr. Ohar1e$ B. Mitchell for the appeUant 
.If r. Frederic H. Betts for the appellees. 

Per Oubiah : 

This appeal involves the question whether claims 2 and 4 of Letten 
Patent No. 495,443, for a '< traveling contact for electric railwajrSi'' 
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granted April 11, 1893, to the administrators of Oharles A. Van Depoele, 
assignors to the complainant, are void, because they are for the same 
inventions which had been previously patented in Letters Patent No. 
424^695, granted April 1, 1800. The invention, to adopt the language 
of an expert witness for the complainant in a former suit brought upon 
the patent — 

consists generally in an electric railway, having an overhead conductor, and a car 
for said railway provided with a contact device carried by the car so as to form a 
unitary structure therewith, and consisting of a trailing arm hinged and pivoted to 
the car so as to bridge the space between it and tbe conductor, and move fireely both 
laterally and vertically, and said arm carrying at its outer end a contact device 
capable of being pressed upward by a suitable tension device into engagement with 
the under side of the conductor. 

The essential features of construction involve the location of the 
supply-conductor above tbe track and line of travel of the car and 
contact with its under side, the arrangement of the contact device on a 
trailing arm, and the maintenance of a constant upward pressure by 
means of a tension device operating ux)on a hinged arm. The two 
claims in controversy are : 

2. The combination of a car, an overhead conductor above the oar, a contact device 
making underneath contact with the conductor, and an arm carried by the oar and 
carrying the contact device, and pivoted so as to swing freely around a vertical axis. 

4. The combination of a car, an overhead conductor above the car, a contact device 
making underneath contact with the conductor, and an arm on the oar movable on 
both a vertical and a transverse axis and carrying the oontaot device. 

The patent contains sixteen claims. The characteristics of the inven- 
tion and the scope and validity of many of the claims were considered 
by this court in Thomson Ilotiston Electric Company v. Hoosick Railway 
Company^ (0. D., 1897, G.2; 80 O. G., 907; 82 Fed. Bep., 461,) where 
we held that claims 6, 7, 8, 12, and 16 were for the same inventions 
which had been previously patented, and a reference to the opinion in 
that case will dispense with the necessity for any extended discussion 
now. Referring to some of those claims we said. 

It would be a waste of time to dwell upon the verbal differences in these claims. 
The changes in phraseology import nothing of substance into their respective com- 
binations. They describe the same thing in different language. 

It is insisted for the appellants that the two claims now in contro- 
versy are for the same combinations specified in some of the claims 
which were then held to be void. The appellee contends that they are 
not, because they omit to specify any means for holding tbe contact 
device in underneath contact with a conductor, and consequently can 
be construed as covering a subcombination in which such means are 
not employed, or if such means must be read into the daims by impli- 
cation the claims are not limited to the means described in the specifl* 
cation, and that upon either construction they are not the claims of the 
earlier patent The court below adopted this view. If the appellant* 
are right, no other question need be considered. It will be seen that 
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these claims are for identical combinations, except that the arm is 
differentiated in each by functional characteristics. The speciflcation 
describes a traveling arm carried by a post on top of the car — 

which is hinged and shoald in moet inatanoes be also pivoted to the top of the poet, 
althoagh a reaoonable amonnt of loosenaaa in tlie hinged Joint will answer the por- 
poee of the pivot. 

When pivoted, ^4t swings fireely aroaud a vertical axis" and meets the 
terms of claim 2. When hinged and loosely jointed, it is ^^ movable ou 
both a vertical and transverse axis " and meets the terms of claim 4 
We do not entertain any doubt that there must be incorporated into 
these daims, by implication, means for maintaining the contact device 
and the conductor in their normal working relations. Without them 
there is really no ^< traveling" contact device and no operative combi- 
nation, and the claims would cover merely an aggregation of devices 
which do not coact unless assisted by some instrumentality which must 
be discovered and supplied. The Ainction of the arm as constructed 
and arranged is to establish << moving contact" while maintaining a 
positive mechanical connection between the vehicle and the conductor. 
It was devised because as previously mounted the contact device was 
found to be deficient in capacity to follow the sinuosities and deflec- 
tions of the conductor while the car was in motion. It can only per- 
form this function by the aid of some instrumentality which holds it 
constantly in the proper relations to bridge the space between the car 
and the conductor and keep the contact device and the conductor in 
electrical connection. As pointed out in the specification, this consists 
of a tension device operating upon the arm and maintaining a constant 
upward pressure, thus holding the contact device to the conductor. 
This tension device or its equivalent is an indispensable element of the 
respective combinations. 

That the proper construction of the claims is as thus indicated is 
evidenced by the proceedings upon interference in the Patent Office. 
Olaim 2 is a literal statement of the issue defined and formulated by 
the Patent Office between what was then claim 1 of the application 
and the claims of two interfering applications. Claim 1 was as follows: 

In an electric railway, the combination with a unitable contact and the supply- 
conductor anspended above the track, of a oar provided with a swinging arm car- 
rying a contact device in its outer extremity and means for imparting upward pree- 
snre to the outer portion of the arm and contact, to hold the latter in continuous 
working relation with the under side of the supply-conductor substantially as 
described. 

In formulating fhe issue the Office omitted as unnecessary, because 
necessarily implied, the elements enumerated in claim 1 of the applica- 
tion which are not enumerated in claim 2 of the patent. One of these 
elements was ^< means for imparting upward pressure to the outer por- 
tion of the arm and contact." This dement was apparently thought 
to be as indispensable to the ox)erativeness of the combination of the 
3laim as was <*a suitable track," an element also omitted. 
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The appellee concedes that the claims are for combiuatioDS specified 
in other claims of the patent, which by our former decision were held 
to be void if they reqaire the construction which we have placed upon 
them. Indeed, claim 6, which we held to be void, is identical in terms 
with claim 1 of the interference proceedings, the claim which the Pat- 
ent Office regarded as embodying the invention covered by present 
claim 2. The rule of constrnction which usually obtains, whereby the 
several claims of a patent are to be differentiated, so that effect may 
be given each, cannot be reasonably invoked in behalf of this patent^ 
where so many of the claims are duplicated. 

The order granting a preliminary injunction is reversed. 



[Supreme Court of the United States.] 

BOYDKN POWEB BBAKE COMPANY €t at. i\ Westinohousb et al 
WBSTINaHOUSB et al V. BOYDBN PowBB Bbake Gohpany ct al 

D^Med May 9, 1898. 
83 O. G., 1067. 

1. VITssthighoctbs, Jh.— Fluid -Pbxssukx Automatic -Brakb Mechanism— Not 

Infringxd. 
Claims 1, 2, and 4 of Letters Patent No. 360,070, granted March 29, 1S87, to 
George Westinghouse, Jr., for a fluid- pressure automatic-brake mechanism con- 
strued and Held not infringed. 

2. Same— Construction of Claim 2— Function of Machine. 

Claim 2 of Letters Patent No. 960,070, which reads " in a brake mechanism, 
the combination of a main air-pipe, an auxiliary reservoir, a brake-cylinder, and 
a triple val^e having a piston, whose preliminary traverse admits air from the 
auxiliary reservoir to the brake-cylinder, and which by a ftirther traverse admits 
air directly from the main air-pipe to the brake-cylinder, substantially as set 
forth,'' is to a certain extent, for a function— vis., the admission of air directly 
from the train- pipe to the brake-cylinder— and is only limited to such function 
when performed by the further traverse of the piston of the triple valve. If 
it be not tusoeptible of the interpretation that it is simply for a function, then 
the performance of that function must be limited to the particular means 
described in the specification for the admission of air from the train-pipe to the 
brake-cylinder. 

3. Sams— Same— Samh. 

If this claim be interpreted simply as a claim for the funotion of admitting 
air to the brake-cylinder directly from the train-pipe, it is open to the objection 
that the mere frinction of a machine cannot be patented. (Citing Ccming v. 
Itiirds*. 15 How., 252 ; Kisdon LowmoHM ^orXrsv. Meduri, C. D., 1895, 390; 71 0. 0., 
751; 158 U. 8., 68, and other cases.) 

4. 8amb— Same— "8UB8TANTIALLT A8 SicT Forth." 

The words "substantially as set forth" have been uniformly held by the 
Supreme Court to import into a claim the particulars of the specification. A 
elaim, therefore, which might otherwise be bad, as covering a function or result, 
when containing these words should be construed in connection with the speoi- 
fleation, and when so construed may be held to be valid. (Citing Seifmonr ^ 
(kk^me, 11 Wall., 516, and The Corn Planter I'atetit, 6 0. 0., 392; 23 Wall., 181.) 
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5. Process— Patbnt ABILITY — Cubmical Action. 

Jiisdou Locomotive H^orki v. Medart and other cases ossumey althongh they do 
not expressly decide, that a process to be patentable mast involve a chemical or 
other similar elemental action, and it may be still regarded as an open qnestion 
whether the iiatentability of processes extends beyond this class of inyentions. 

6. Same— Samk— Function of Machine. 

Where a process is simply the function or operative effect of a machine, 
Coming v. Burden, Jii$don Locomotive JJ'orks v. Medart, and oMior cases are eon- 
clnsive against its patentability; but where it in one which, though ordinarily 
and most succcssfnlly performed by machinery, may also be perforiiie<l by simple 
manipulation— snch, for instance, as the folding of a paper in a pecnliar way for 
the manufacture of paper bags or a new method of weaving a hammock — there 
are cases to the effect that snch a process is patcnt^ible, though none of the 
powers of nature be invoked to aid in pro<lufiug the rosult. (Ea$tern Paper 
Bag Co. v. Standard Paper Hag Co., C. D., 1887, 537; 41 O.G.,231; 30 Fed.Rep.« 
63; Union Paper Bag Machine Co. v. WaUrburg, 30 Fed. Rep., 389; Tratere v. Am. 
Cordage Co., C. I)., 1895, 125; 70 O. G., 277; 64 Fed. Rep. 771.) 

7. Infringement— Defendant \Vitiiin the Letter of the Claims of Com- 

plainant. 
If it be conceded that Boyden's device corresponds with the letter of Westing- 
house's claims 1 aufl 1, that does not settle conclusively the qnestion of infringe- 
ment. A charge of infringement is sometinics made out, though the letter of 
the claims be avoided. The converse is equally true. The patentee may bring 
the defendant within the letter of his claims, but if the latter has so far changed 
the principle of the device that the claims of the patent, literally constmed, have 
ceased to represent his actual invention he is as little subject to be adjudged 
an infringer as one who has violated the letter of a statute is to be convicted 
when he has done nothing in conflict with its spirit and intent. 

8. Same— Pioneer Invention— Function of Macuinb. 

If the patent for a machine be a pioneer, the alleged infringermnat hftye done 
something more than reach the same result. He mnst have reached it by sqIh 
stantially the same or similar means, or the rule that the function of a machine 
cannot be patenteil is of no particular value. To say that the patentee of * 
pioneer invention for a new mechanism is entitled to every mechanical device 
which produces the same result is to hold that he is entitled to patent his fnne* 
tion. Mere variations of form may bo disn>gardcd, but the substance of ibo 
invention must be there. 

9. Invention— "Pioneer" Invention Drfixei>. 

The word '' pioneer" is commonly understood to denote a patent covering a 
function never before performed, a wholly novel device, or one of snch novelty 
and importance as to mark a distinct step in the progress of the art, as distin- 
guished from ft mere improvement or perfection of what had gone before. 

10. Infrinobmbnt— Functional In\'ention— Differbncb in Form Only. 

The mling of the Snpreme Court that where the invention is functional and 
the defendant's device differs from that of the patentee only in form or in rear- 
rangement of the same elements of a combination he would be adjudged an 
infringer, even if in certain particulars his device be an improvement upon that 
of the patentee, is in no way qualified. 

11. Dissenting Opinion. 

Mr. Justice Shiras, Mr. Justice Brewer, Mr. Justice Gray, and Mr. Justice Mc- 
Kenna dissented from the opinion and from the decision of the Court. 

On Wbit of certiorari to the Gircnit Gonrt of Appeals for the Fourth 
Circuit. 
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Mr. Lyaander Eill, Mr. Sector T. FentaUy Mr. Melville Churchy Mr. 
Anthony Pollokj Mr. Philip MaurOj and Mr. Edgar H. Gans for the 
Boydeu Brake Gompauy et ah 

Mr. George H. Christy^ Mr. Frederic H. BettSy Messrs. Bernard Garter 
cfc SoHSj and 2Ir. J. Snowden Bell ibr Westingbouse et al. 

STATEMENT OF THE CASE. 

This was a writ of certiorari to review a decree of tbe Circuit Court 
of Appeals, reversing a decree of tbe Circuit Court for tbe District of 
Maryland, wbicb bad sustained, in part, a bill filed by Westingbouse 
against tbe Boyden Power Brake Company for tbe infringement of 
Patent ISo. 360,070, and from which decree both parties had taken an 
appeal to the Circuit Court of Appeals. 

The patent in suit, which was issued March 29, 1887, to George West- 
ingbouse, Jr., is for a Huid-pressure automatic-brake mechanism, the 
object of which is said in the specification to be- 
to enable the application of brake-sbooe to oar-wheels by Unid-preBsure to be effected 
with greater rapidity and eft'ectiveneas than heretofore, more particularly in trains 
of considorablo length, as well as to economize compressed air in the operation of 
braking by nti lining in the brake-cylinders the gi-eatcr |H>rtion of the volume of air 
which in former practice was directly diHcharged into the atmosphere. 

To this end my invention generally stated, consists in a novel combination of a 
bnike-pipe, an auxiliary reservoir, a brake-cylinder, and a ''triple-valve'' device 
governing, i>rimarily, communication between the auxiliary reservoir and the brake- 
cylinder, and, secondarily, communication directly from the brake-pipe to the brake- 
cylinder. 

There follows here a description of tbe Westingbouse automatic 
brake as theretofore used, its mode of operation, and the defects or 
insufficiencies which attended its application to long trains, in the foUow- 
ing language: 

In the application of the Wostinghonse autonmtio brake as heretofore and at pres- 
ent eommonly in nse, ea4'h car is provided with a main air-pipe, an auxiliary reser- 
voir, a brake-cylinder, and a triple valve, the triple valve having three connections — 
to wit, one to the main air-brake pipe, one to the auxiliary reservoir, and one to the 
brake-cylinder. The main air-pi^ie has a stop-cock at or near each of its ends, to be 
opened or closed as required, and is fitted with flexible connections and conplings 
for connecting the pipes from car to oar of a train, so as to form a continuous line for 
the transmission of compressed air Arom a main reservoir supplied by an air-pump 
on tbe engine. When the brakes are off or released, but in readiness for action upon 
the wheelH of the train, the air which fills the main reservoir and main air-pipes has 
a pressore of from sixty -five to suvunty-five pounds to the square inch, and by reason 
of the connections referred to the same pressure is exerted in the casings of the triple 
valves on both sides of their pistons and in the auxiliary reservoirs connected there- 
with. At the same time passages called "release-ports" are open from the brake- 
cylinders to the atmosphere. When it is desired to apply the brakes, air is allowed 
to escape from the main air-pipes through the engineer's valve, thereby reducing the 
p r ee sn re in the main air-pipes, whereupon the then higher pressure in the auxiliary 
retenroirs moves the pistons of the triple valves, so as to first close the passages ttom 
the triple valves to the brake-pipe aud at the same time close the release-ports of aU 
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the brake- oylinden, and then open the passages from the auxiliary reserroiTS to the 
brake-cylinders, the pistons of which are forced out by the compressed air thereby 
admitted to the brake- cylinders, applying the brakes by means of suitable levers 
and connections, all of which mechanism is fully shown in various Letters Patent 
granted to me. 

The application of the brakes with their full force has heretofore required a dis- 
charge of air from the main pipe sufficient to reduce the pressure in said pipe below 
that remainiDg in the auxiliary reservoir after the brakes have been fully applied, 
and it has been foand that, while the brakes are sufficiently quick in action on com- 
paratively short trains, their action on long trains of from thirty to fifty oars, which 
are common in freight service under present practice, is in a measuro slow, particu- 
larly by reason of the fact that all the air required to be dincliarged from the main 
pipe to set the brakes must travel from the rear of the train to a single discharge 
opening on the engine. This dtschargo of air at the engine has not only involved a 
serious loss of time in braking, but also a waste of air. Under my present invention 
a quicker and more efficiont action of the brakes is obtained, and air which has been 
heretofore wasted in the application of the brakes is almost wholly utilized to act 
upon the brake-pistons. 

After a detailed description of tbe invention, an important feature of 
which is a triple valve, (hereinafter more fully explained in the opin- 
ion,) with references to the accompanying drawings, the spedflcation 
proceeds to state that — 

so far as the performance of its preliminary function in ordinary braking is con- 
cerned — that is to say, effecting the closure of communication between the main air- 
pij>e and the auxiliary reservoir, and the ojiening of communication between the 
auxiliary reservoir and the brake-cylinder in applying the brakes, and the reverse 
operations in releasing tbe brakes — the triple valve 10 accords substantiaUy with 
that set forth in Letters Patent of the United Stales No. 220,556, granted and issued 
to me October 14, 1879, and is not, therefore, saving as to the structural features by 
which it performs the further function of effecting the direct admission of air from 
tbe main air-pipe to the brake-cylinder, as presently to be described, claimed as of 
my present invention. Certain of its elements devised and employed by me prior 
thereto will, however, be herein specified, in order to render its construction and 
operative relation to other members of the brake mechanism fully intelligible. 

After a farther reference to the drawings he again states that — 

so far as hereinbefore described, the triple valve accords in all substantial partioa- 
lars with and is adapted to operate similarly to those of my Letters Patent Noa. 
168,359, 172,064, and 220,366, and, in order that it may perform the further fnnoticms 
requisite in the practice of my present invention, it is provided with certain addi- 
tional members, which will now be described. 

These additional members, which are said to be for the purpose of 
effectiDg the admission of air directly Arom the main air*pipe to the 
brake-cylinder when it is desired to apply the brakes with great rapidity 
and full force, consist of (1) a passage-way throagh which air can be 
admitted directly from the main air (or train) pipe to the brake-cylinder, 
withoat passing throagh the auxiliary reservoir^ and (2) an aaxiliary 
valve in connection with such passage, that, when the triple- valve las- 
ton makes a short or preliminaiy movement, the passage-way direct 
from the train-pipe to brake-cylinder, controlled by said valve, will not 
be opened, while, in the event of a long or full movement of the piston, 
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or ^^ further traverse," as it is called, sach direct passage-way will be 
thrown wide open to the admission of train-pipe air, and the brake- 
cylinder will be rapidly filled thereby. 

After describing the anxiliary sliding valve 41 and its connections, 
as well as the ox>eratiou of the device in ordinary (non-emergency) cases 
of checking the Hi)eed of or stopping trains, already ftilly provided for 
in previoas patents, he proceeds to state its operation in cases of emer- 
gency which the patent was specially designed to cover, as follows: 

lu tlio event, however, of its becomiDg necessary to apply the brakes with great 
rnpi<lity and with their greatest arailable force, the eogineer, by means of the valve 
at his command, instantly dischorges safficient air from the front eAd of the main 
air-pipe to effect a sudden reduction of pressure of about twenty pounds per square 
inch therein, whereupon the piston 12 of the triple valve is forced to the extreme 
limit of its stroke in the direction of the drain-cup 19, carrying with it the stem 36 
and auxiliary slide-valve 41, which instantly uncovers the port 42 and discharges air 
from the main air-pipe through the opening of the check-valve 49 and the passages 
46 and 48 to the brake-cylinder, and, each car being provided with one of these 
devices, it will be seen that they are successively moved with great rapidity, there 
being practically on a train of fifty cars fifty openings for discharging compressed 
air from the main pipe, instead of the single opening heretofore commonly used. 
Kot only is there a passage of considerable size opened from the brake-pipe on each 
ear, whereby the pressure is more quickly reduced, but the air so discharged is util- 
ized in the performance of preliminary work, it being found in practice that the air 
so taken from the pipe will exert a pressure of about twenty-five pounds in the 
brake-eylinders. When the piston 12 arrives at the extremity of its stroke, as above 
specified, the supplemental port 35 of the slide-valve 14 is brought into communica- 
tion with the port 33 and passages 22 and 16, which serves to discharge the reservoir- 
pressure into the brake-cylinder, thereby augmenting the pressure already exerted 
in the brake-cylinder by the air admitted tram the main air-pipe. Upon the reduc- 
tion of the pressure in the main air^pipe below that in the brake-cylinders, as by the 
breaking in two of the train, the check- valve 49 closes communication between the 
passages 46 and 18, thereby preventing the return of the air fhun the brake-cylinder 
to the main air-pipe. The feed-oi)ening for the admission of air fh>m the anxiliary 
reservoir to the brake-cylinder is purposely mad^ of eomparatively small diameter, 
it having been determined by experiment that the Initial application of the brakes 
should not be made with maximum foree, and this opening may be made of snoh 
size as to apply the brakes exactly in accord with the requirements of the most 
efficient work. 

In Qsing the terms "triple valve'' and "triple- valve device" 1 refer to a valve 
devlee, however specifically constructed, having a conneetion with the main air or 
brake pipe, another with an auxiliary reservoir or chamber for the storage of power, 
and another with a brake-cylinder or its equivalent for the utilization of the stored 
power and with a release or discharge passage for releasing the operative power 
from the brake-cylinder, whether the valves governing these passages or connections 
are arranged in one or more cases and are moved by a piston or its equivalent or by 
a sertea of pistons or their equivalents, there being nnmerons examples in the art of 
oonatmetions varying materially in appearanoe whereby these Ainetioiis aie per- 
faiMad, both in plennm and vaonnm brake maohanisms. 
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Tbe above drawings are somewhat clearer tbau tboee annexed to tbe 
patent, and exbibit tbe triple valve and its conaectious iu three posi- 
tioDB, viz., No. 13, Released or "Brakes Off;" No. 14, Ordinary Service 
Application, and Ko, 16, "Qaick Action" Fositioo. 

Tbe only claims of tbe patent alleged to bave been' infringed are the 
first, second and fonrtb, which read as follows: 

1. Id a braka ineoluuilam, tbe oombinKtiou of a maiii air-pipe, an anxlUary rMW- 
voir, a brake-cylioder, a trip]« valve, Hud an auxiliary-valve devioe, aotnated by tiM 
piatoD of tbe triple valve anil indepcnilent of tbe main valve thereof, for ftdmittltig 
Mt in tbe application of the brake dlreotly from the main air-pipe to the bnk»- 
cyllnder, eubetantlally aa Ht forth. 

3. In a brake meobaniMn, tbe combiuttlon of a nukin air-pipe, so avzillArj r— «t- 
yoJT, a brake-eyUnder, and » triple valve having ■ plttoo whoee prelimisHT tnvetM 
admita air from the aoxiliaryrsMrvoir to the brkke-ojlinder, and which bjafkrtker 
tisTene admita air directly fkom the main ^r-plpe to the brkke-cylindar, rabatantt-' 
aUyaaaetfbrth. 

4. Tbe oombinatlon, in a triple-valve devioe, of a case or cheat, a piston flaed upon 
a atem and working in a chamber theraiti, m valve moving with the piaton-etem anil 
VOTMning porta and paaaagM In the cMe leading to oonueotiona with an aaiiUaij 
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retervoir And a brake-oyiinder and to the atmosphere, respeotiTely, aud an auxiliary 
▼alve aotuated by the piston- Htem aud oontrolling oommuuication between passages 
leading to connections with a main air-pipe and with the brake-cylinder, respectively, 
substantially as net forth. 

The joint and several answer of the Boy den Brake Oompany and the 
individnal defendants admitted that such company was engaged in 
manufacturing and selling a fluid-pressure brake, but denied that the 
same was an infringement upon complainants' patent, and also denied 
that Westinghouse was the original inventor of the mechanism covered 
by the patent, and alleged that an apparatus, substantially identical in 
character, had been previously granted Westinghouse, March 5, 1872, 
(No. 124,^,) and that a like apparatus was previously described in the 
following patents issued to Westinghouse, viz : No. 1383i 7, May 13, 
1873; No. 144,006, October 28, 1873; No. 168,359, October ^, 1875; No. 
172,064, January 11, 1876; No. 220,556, October 14, 1879, and also in 
three patents to other parties, not necessary here to be specifically 
mentioned. 

The answer further denied any iniMngemeut of the first, fourth and 
fifth claims of the patent sued upon, (No. 360,070,) and, with respect to 
the second claim, averred the same to be invalid because the combina- 
tion of parts therein named is inoperative to perform and iucapable of 
performing the function set forth in said claim; and that, if the said 
claim be considered merely as the combination of parts therein set 
forth, and without reference to the function described as performed by 
it, it is invalid for the reason that the same combination of parts is 
shown in most of the prior patents above cited, and has been publicly 
used by the complainants for a long time prior to the date of the said 
Letters Patent No. 360,070. 

The answer ftirther averred the claim to be uncertain and ambiguous, 
and if the functions recited by it are construed as amplifjing the 
description of the combination to distinguish this combination from 
that shown in the prior patents — 

then the defendantssay that the said claim is anticipated hy the prior Letters Patent 
iMoed to George A. Boyden on Jane 26, 1883, No. 280, 285, for the reason tliat air-brake 
valves made in aeoordanoe with the last-mentioned ^tatent embody the same com- 
bination of parts, and will perform the Hame functions, and operate in substantially 
the same manner as stated in said second claim. 

(Tpon a hearing in the Circuit Court upon the pleadings and proofs, 
that Court was of opinion that the second claim was valid, and had 
been infringed, but that defendants had not infringed claims 1 and 4j 
and as to those the bill was dismissed. (C. D., 1895, 283 ; 71 O. G., 298; 
66 Fed. Bep., 997.) From the decree entered in pursuance of this opin- 
ion both parties appealed to the Court of Appeals for the Fourth Cir- 
onity which aiBrmed the action of the Circuit Court with respect to the 
first and fourth claims, but reversed it with respect to the second claim, 
and dismissed thebiU. (CD., 1895, 735; 73 O.O., 1857; 25 U. S. App. 
12782 ^29 
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475.) Whereoi>on complainaiits applied for and were granted a writ of 
certiorari. 

Full copies of the principal Westinghouse patents are printed in 
Wcstinghouse Brake Go. v. N. Y. Brake Co., (O. D., 1804, 594; 69 O. G., 
945 ] 26 U. S. App., 248,) and of the Boyden patents in the report of this 
case in 25 U. S. App., 475. 

Mr. Justice Bbown delivered the opinion of the Ooort. 

The history of arresting the speed of railway trains by the application 
of compressed air is one, to which the records of the Patent Office bear 
freqnent witness,^ of a gradaal progress from rade and imperfect begin- 
nings, step by step, to a final consummation, which, in respect to this 
invention, had not been reached when the patent in suit was taken out, 
and which, it is quite i>ossible,has not been reached to this day. It is 
not disputed that the most important steps in this direction have been 
taken by Westinghouse himself. 

The original Hubstitution of the air-brake for the old hand-brake was 
itself almost a revolution, but the main difficulty seems to have arisen 
in the subsequent extension of that system to long trains of freight- 
cars, in securing a simultaneous application of brakes to each of per- 
haps forty or fifty cars in such a train, and finally in bringing about 
the instantaneous as Well as simultaneous application of such brakes 
in cases of emergency, when the speediest possible stoppage of the train 
is desired to avoid a catastrophe. 

Patent No. 88,929, issued April 13, 1869, appears to have been the 
earliest of the Westinghouse series. This brake, known as the straight 
air-brake^ consisted of an air-compressing pump, operated by steam 
from the locomotive-boiler, by which air was compressed into a reservoir, 
located under the locomotive, to a pressure of about eighty pounds to the 
square inch. This reservoir, being still in use, is now known as the main 
reservoir. From this reservoir an air-pipe, usually called the train* 
pil>e, led into the cab, where the supply of air was regulated by an 
^^ engineer's valve," thence down and back under the tender and cars, 
being united between the cars by a flexible hose with metal couplings, 
rendering the train-pipe continuous. These couplings were automati- 
cally detachable; that is, while they kept their grip upon each other 
under the ordinary strains incident to the running of the train, they 
would readily pull apart under unusual strains, as when the car-coup- 
ling broke and the train pulled in two. 

From the train-pipe of each oar, a branch pipe connected with the 
forward end of a cylinder, called the *^ brake-cylinder," which contained 
a piston, the stem of which was connected with the brake-levers of the 
car. This piston was moved and the brakes applied, by means of com* 
pressed air admitted through the train-pipe and its brancheSt into the 
forward end of the brake-cylinder. When the brakes were to be 
applied, the engineer opened his valve, admitted the eompreseed air into 
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the ti-aiiii)ii>e8 and brake-cylindera, whereby the levern were <)i>erated 
and the brakes applied. To release the brakes, he reversed the valve, 
whereby the compressed air escaped from the brake-cylinders, Howed 
forward aloup: the traiu-pipe to the escai)e-port of the engineer's valve, 
thence into the atmosphei'e. lTxK>n the release of the compressed air, 
the pistons of the brake-cylinders were forced forward again by means 
of springs, and the brake-shoes removed from the wheels. By means 
of this apparatus, the train might be wholly stopped or slowed down 
by a full or partial application of the brakes. As between a full stop 
and a partial stop, or slow speed, there was only a question of the 
amount of air to be released from the main reservoir. The validity of 
this patent was sustained by the Circuit Court for the Northern District 
of Ohio, Mr. Justice Swayne and Judge Welker sitting, in Westinffhounc 
V. The Air BraJce Company^ (C. D., 1876, 317; 9 O. G., 538.) The Court 
said, in its opinion, that while Westinghouse was not the lirst to con- 
ceive the idea of operating railway-brakes by air-jiressure, such fact 
did not detract at all from his merits or rights as a successfiil inventoi-; 
that the new elements introduced by him — 

fully sulMiautiated hi8 pretoDstoDH as iiii original and meritorionB inveutor, and 
entitled him as sach to the amplest protection of the law. 

and that it appeared from the record and briefe that he was the lirst to 
put an air-brake into successful actual use. 

While the application of this brake to short trains was reasonably 
saooesfiftil, the time required for the air to pass from the locomotive to 
the rear cars of a long train (about one second per ear) rendered it 
impossible to stop the train with the requisite celerity, since in a train 
of ten cars it would be ten seconds before the brakes could be applied 
to the rear car, and to a freight-train of fifty cars nearly a minute. 
While the speed of the foremost car would be checked at once, those in 
the rear would proceed at unabated speed, and in their sudden contact 
with the forward cars would produce such shocks as to often causa 
damage. As a train moving at the rate of fifty miles an hour makes 
over seventy feet per second, a train of fifty cars would ran half a mile 
before the brakes could be applied to the rear car. Bo, too, if the rear 
end of the train became detached from the forward end by the rupture 
of the train-pipe or couplings, the brakes could not be applied at all, 
since the compressed air admitted to the train-pipe by opening the 
engineer's valve would escape into the atmosphere without operating 
the brakes, or if the brakes were already applied, they would be 
instantly released when such rupture occurred. 

The first step taken toward the removal of these defects resulted in what 
is known as ^* the automatic brdkej^ described first in Patent No. 124,404 
in a crude form, and, after several improvements, finally culminating in 
Patent No. 220,56G of 1880. The salient features of this brake were an 
auxiliary reservoir beneath each car for the reception and storage r' 
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compressed air from tbe main reservoir, and a triple valve, so called, 
automatically controlling the tiow of compressed air in three directions, 
by opening and closing, at the proper times, three i)orts or valve-open- 
ings, viz: first, a port or valve known as the ^^feeding-in valve" from 
the train-pipe to the auxiliary reservoir, allowing the auxiliary res- 
ervoir to fill so as to be ready when the brakes were applied; second, a 
port or valve from the auxiliary reservoir to the brake-cylinder, which 
allowed a flow of compressed air to apply the brakes, and was called 
the ^'main valve;" third, a port or valve* from the brake-cylinder to 
the open air, denominated the <' release- valve," to be opened when it 
was desired to release the brakes. 

The operation of these valves was as follows : Before the train starts, 
compressed air from the main reservoir is permitted to tlow back through 
the train-pipe, and through valve No. 1, for the purpose of charging the 
auxiliary reservoir beneath each car with a full working pressure of air. 
When it is desired to apply the brakes, the engineer's val ve is shifted, and 
the air in the train-pix)e is allowed to escape into the atmosphere at the 
engine. Thereupon the compressed air in the auxiliary reservoir closes 
valve No. 1, leading to the train-pipe, and opens the main valve No. 2, 
from the auxiliary reservoir to the brake-cylinder, whereby the piston 
of that cylinder operates upon the brake-levers and applies the brakes. 
By this use of the auxiliary reservoirs a practically simultaneous 
application of the brakes is secured for each car. This application of 
the brakes is secured, not by direct application of compressed air from 
the engine through the train-pipe, but by a reverse action, whereby the 
air is allowed to escape from the train-pipe toward the engine, the pres- 
sure being applied by the air escaping from the auxiliary reservoira 
It also results that, if a train should pull in two, or a car become 
detached, the same escape of air occurs, the same action takes place 
automatically at the broken part, and the same result follows by the 
escape of the compressed air through the separated couplings. When 
it is desired to release the brakes, the engineer's valve is again shifted, 
and the compressed air not only opens valve No. 1 from the train-pipe 
to the auxiliary reservoir, but valve No. 3 from the brake-cylinder to 
the open air, which allows the air from the brake-cylinder to escape and 
thus release the brake. 

From this description it will be seen that the action of the automatic 
brake was, in fact, the converse of that of the straight air-brake, and 
that the result was to obviate the most serious defects which had 
attended the employment, of the former. 

This automatic brake api)ears, in its perfected form, in Patent No. 
220,55G, although this patent was but the culmination of a series of 
experiments, each successive step in which appears in the prior patents. 
Thus in Patent No. 124,404, (1872,) is introduced the auxiliary reservoir 
beneath each car in connection with a double line of brake-pipes and a 
single cock with suitable iK)rts for charging the reservoir and for oper- 
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atiiig the brakes — a device which wan obviously the fouudatiou of tbe 
triple valve which first made its appearauce iu Patent No, 141,685, (1873,) 
in which the main valve, which admitted air from the auxiliary reser- 
voir to the brake-cylinder, was of the puppet form ; and as a puppet- 
valve can govern only one port, sei>arate valves had to be provided for 
feeding \i\ the. air from the train-pipe to the auxiliary reservoir, and 
for discharging the air irom the brake-cylinder to release the brakes. 
In subsecjuent patents, No. 144,006, (1873) and No. 163,242 (issued iu 
1875 to 0. H. Perkins and assigned to Westiughouse,) Mr. AVesting- 
house improved upon his prior devices by substituting a sliding piston- 
valve for the puppet form of main valve previously used by him. This 
enabled the piston to perform the feed- valve function of admitting air 
ftom thp train-pix)e to the auxiliary reservoir; the nfaiu- valve function 
of admitting air from the auxiliary reservoir to the brake-cylinder to 
apply the brakes, and the release- valve function of discharging the air 
from the cylinder to release the brakes. In Patent No. 168,359, (1875,) 
a piston actuating a slide-valve was substituted for the piston- valve, 
and, after a series of experiments, which did not seem to have been 
suc<;e8Slul, he introduced into Patent No. 217,838 the idea of venting 
the train-pipe, not only at the locomotive, but also under each car, in 
order to quicken the application of the brakes. Prior to this time — 

when the engineer desired to apply his brakes with fall foroe he operated the valve 
at the engine and opened the port wide, letting the oompressed air out of the train- 
pi lie at the locomotive; then its only vent. The air, as before said, had to travel 
from the rear cars along the cars forward to the engine before it could lessen the 
pressure of the traiu-pipe air • * * and before the brake-cylinder could be 
operated with air from the auxiliary reservoirs. In a train of fifty can it would 
have to travel nearly half a mile to get out at the engine. 

He embodied in l^atent No. 220,556, (1879,) the most complete form 
of the automatic brake, as stated by the court below — 

the ordinary work of braking was performed by a partial traverse of its chamber 
by the triple>valve piston, graduated according to the purpose desired, at the will of 
the engineer, aud emergency work was done by an extreme traverse of the piston to 
the end of its chamber. 

While the automatic brake had thus obviated the most important 
defects of the old or straight air brake, and came into general use upon 
passenger-trains throughout the country, it was found, in practice upon 
long freight-trains, that the air from the auxiliary reservoirs did not 
act with sufficient promptness upon the brakes of the rear cars, where 
a particularly speedy action was required, and that it would be neces- 
sary to devise some other means for cases of special emergency. In 
the business of transporting freight over long distances, the tendency 
has been in the direction of increasing the load by using stronger and 
heavier cars and larger locomotives. Upon a long train of this kind, 
coiuiK>8ed of thirty to fifty cars, a demand was made for <iuicker action 
iu cases of emergency than had yet been contemplated, although for 
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nnlliiary work, sacL au cbevkiug tbe speed of u tiniu whilu niiiuing, 
Ituliliiig it at a slow speed oit a downgrade, aud also for makiug the 
onliiinry station stops, tbe automatic brake was still safficient, aud 
produced Hatisfactory reBalto even in the eqaipment of long and beary 
tntins. lint bowever effective for ordinary purposes, tbe automatic 
brake did not anfticiently provide for certain emergencies, requiring 
pruiiii>t ftction, and, tlicrefoi-e, failed iu a single iuiportuut particular. 
I'pitii eNaiititiatiou of these defects it was found that tliey could only 
be remedied by securing, (I) iu cases of emergency, a more abnudant 
discharge of compressed air into the brake-cylinder j and (3) an escape 
of air near t<> each triple valve witboat requiring the escaping air to 
travel all the way back to the engine. The latter devi(re having been 
already embodied in Patent Ho. 217,838, these features Mr. W^esting- 
Iiouse ititrodnced into the patent in suit, by which a passage was 
oi>encd directly from the train-pipe, filled trom tbe niaiu reservoir on 
the engine, to the brakecyllnder through which, in (»se6 of emergency, 
the train-pipe air, instead of being discharged into the atmosphere, 
could pour directly from the train-pipe into the brake-cylinder. Thia 
openitioii resulted in charging the brake-cylinder and applying the 
brakes more quickly than before, and also, by reason of the fact that 
tbe Dlltng of tlie brake-cylinder from tbe train-pipe ou one car made 
what was, in effect, a local vent for the release of pressure sufficient to 
operate the valve on the next car behind, each anocessive valve operated 
moni quickly than when a diminution of pressure was caused by an 
etKajw of iiir only at the locomotive. The direct passage of the air 
from the train-pipe to the brake-cylinder was ejected by a valve (41) 
colored red iu the above diagrams, which is never opened except in 
cases of emergency. In ordinary cases, when the brakes are desu^d to 
be applied, suGBcient air is released from tbe train-pipe to open the 
passage from the auxiliary reservoir to the brake cylinder by what is 
called a preliminary traverse of the piston (12), but when a qnick 
action is required sufficient air is drawn from the train-jtipe, not only 
to open this passage, but by a further travei-se of tbe piston, to sbove 
valve 41 oft' its port, and introduce air directly from the train-pit>e to 
the brake-cylinder, as shown in the third drawing, above set forth. 
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bi the CcHregoinfc skeleton drawings, from which all details of con- 
etnietiou, aod all tlguree of refereace, iiot uecesaary for a clear uader- 
standing of the structure, are omitted, the essential parts are colored, 
sti that their chaufres of position in the different stageit of action can 
be easily followed. 

The acceea of train-pipe air is shown located at the right end of the 
structure, instead of the left, (as in the pateut drawings,} simply for 
greater I'learnesa. Its conrae from the train-pipe to the auxiliary cyl- 
inder ia through the small port above the upper arm of the piston 12. 

The "main valve" of the triple is black. Its office is to admit aux- 
iliar}' -reservoir air to brake-cylinder. 

The "qoick-action" valve is colored red. Its ofiice ie to admit traitt- 
j>tp« air to brake-cylinder. 

The release-port is colored green. Its office is to discharge air irom 
brake-cylinder, in releasing the brakes. 

There is also shown in yettou what is known as the graduatiog-valve, 
the function of which will be hereinafter explained. As at present 
tued, the triple valve is iu reality a quadruple valve. 
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Tbe flow or movemetit of air, iu the several positions of the stmctuie 
is also shown by colored Hues and arrows, viz: 

Air released from brake cylinder to open air by green arrow. 

Air flowing from aaziliary reservoir to brake-cylinder, in ^< service" 
application of the brakes, by red line. And air flowing from train -pipe 
to brake-cylinder in ^^qnick-action" application, by blue line. 

This patent, althoagh it introduced a novel featore into the art, does 
not seem to have been entirely snccessful in its practical oi>eration, 
since in October of the same year an improvement was patented, No. 
376,837, with the object of still farther increasing the rapidity of action. 
As observed by the district jadge in this connection — 

The saocess of this improved device, No. 376|8d7, has demonstrated thftt the inven- 
tioii, by which the farther traverse of the triple-valve piston beyond the extent of 
the traverse required for the ordinary application of the brakes, is made to admit a 
largo volnmo of train-pipe air directly to the brake-oylinder, was one of great 
importance. The proofs show that a qniok-action automatic brake, which wonld 
give the results which this brake has accomplished, was eagerly sought after by 
inventors and car-builders, and all had failed until Westinghouse discovered that it 
could be done by this mode of operation. 

We are now in position to take np the several claims of the patent 
in sait, and their defenses thereto. It may be stated generally that 
the position of complainants in this connection is, that the novel feature 
of this patent, in respect to which they are entitled to be protected, is 
the opening of a passage directly from the train-pipe to the brake- 
cylinder, withoat passing through the auxiliary reservoii* and without 
refei^ence to the means by which such passage-way is controlled. 
Defendants' theory is that they are limited to such passage-way when 
governed by the auxiliary valve 41, a device which, although of no 
utility as arranged iu the patent in suit, became afterward exceedingly 
useful when further combined with the supplementary piston shown in 
Patent No. 376,837. The fnrther inference is that, as they do not use 
the auxiliary valve of this patent, they cannot be held liable as 
infringers. 

Complainants' case must rest either upon the theory that the admis- 
sion of compressed air directly from the train-pipe to the brake cylinder 
is patentable as a function, or that the means employed by the defend- 
ants for that purpose are a mechanical equivalent for the auxiliary 
valve 41, described iu the patent. 

1. The first theory is based upon the second claim, which is — 

In a brake mechanism, the combination of a main air-pipe, an auxUiary rwenroir, 
a brake-cylinder, and a triple valve having a piston, whose preliminary traverM 
admits air from the auxiliary reservoir to the brake-cylinder, and which by a 
further traverse admits air directly from the main air-pipe to the brake-cylinder, 
snbstantiaUy as set forth. 

In the construction of this claim, the district judge was of opinion 
that it was broad enough to cover other devices in which air was 
admitted directly from the train-piiie to the brake-cylinder by the 
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further traverse of the piston actuatiug a valve admitting such air, 
and that the defendants could not exculpate themselves from the 
charge of infringement, from the fact that in their device the train-pipe 
air was admitted throngh the triple-valve chamber, and not through a 
by-passage, nor by the fact that in their device the further traverse of 
the piston opens the main valve in a special manner, which produces 
the same result, but does not make use of a separate auxiliary valve. 
IJx)ou the other hand, the Circuit Court of Appeals held that — 

the transmisalon of train-pipe air and auxiliary -reservoir air simnltaneouBly to the 
brake*cylindor is a result of [or] function, and is not patentable ; [that] the means 
by which this or any other result or function is accomplished may be many and 
yarionsy and if these several means are not mechanical equivalents, each of them is 
patentable. 

It was of opinion that when the second claim — 

in its language describing the action of that device, failed to describe any means 
by which the extreme traverse of the piston produced it, declaring merely that the 
piston, *' by a further traverse, admits air directly from the main air-pipe to the 
brake -cylinder/' it was fatally defective, claiming only a result which is public 
property, and not identifying the specific means (his own property) by which the 
result Is achieved. 

It is true, as observed by the Court of Appeals, that the further 
traverse of the piston for use iu cases of emergency had been shown in 
prior patents, but it had never been employed for the purpose of admit- 
ting air directly from the main air-pipe to the brake-cylinder until the 
patent in suit was taken out. 

The claim in question is, to a certain extent, for a function, viz., the 
admission of air directly from the train-pipe to the brake-cylinder, and 
is only limited to such function when performed by the further traverse 
of the piston of the triple valve. This limitation, however, does not 
obviate the objection that the means are not fully and specifically set 
forth for the performance of the function in question. 

The difficulty we have found with this claim is this: That, if it be 
interpreted simply as a claim for the function of admitting air to the 
brake-cylinder directly from the train-pipe, it is open to the objection, 
held in several cases to be fatal, that the mere function of a machine 
cannot be patented. 

This rule was clearly laid down in the leading case of Coming v. Bur- 
deHj (15 How., 262,) in which Mr. Justice Orier, delivering the opinion 
of the Ooort, drew the distinction between such processes as were the 
result or effect of— 

chemical action, by the operation or application of some element or power of nature, 
or of one substance to another, 

and the mere result of the operation of a machine, with regard to 
which he says: 

It is for the discovery or invention of some practicable method or means of pro- 
dncing a beneficial result or effect that a patent is granted, and not for the result or 
•ffect itself. It is when the term process is used to represent the means or method 
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of proclaciag a result tliat it is patentable, luid it will indnde all niethoflM or means 
wbioh are not eifeoted by mechanism or mechanical combiDatiuns. 

But the term prooess is often used in a more vague sense, in which it cannot be 
the subject of a patent. Thus we say that a board is undsrgoing the proceiss of 
beiug planed; grain of being ground, iron of being hammered or rolled. Here the 
term is use<l subjectively or passively as applied to the material operated ou, and 
not to the method or mode of producing that operation, which is by meohahieal 
meauH, or the use of a machine; as distinguished from a process. 

In thiH use of the term it represents the function of a machine, or the effect pro- 
duced by it on the material subjected to the action of the machine. Bnt it is well 
settled that a man cannot have a patent for the function or abstract effeet of a 
machine, but only for the machine which produces it. 

In the sabseqaent case of Burr y. Duryee^ (1 WalL, 531, 570,) Mr. 
Jastice Orier laid down tlie same principle as follows: 

The patent act grants a monopoly to any one who may have discovered or invented 
any new and nsefhl art, machine, manufacture or oompositlon of matter. • • • 
The law requires that the speciAcation '' should set forth the principle and the sev- 
eral modes in which he has contemplated the application oi that i>rinciple, or 
character by which it may be distinguished ftom other inventions^ and shall partie- 
ttlarly point out the part, improvement, or combination which be claims as his own 
invention or discovery.'' We And here no authority to grant a patent for a ''prin- 
ciple'' or a mode of operation, or an Idea, or any other abstraction. A machine is a 
concrete thing, consisting of parts, or of certain devices and combination of devices. 
The principle of a machine is properly defined to be its mode of operation, or that 
peculiar combination of devices which distinguish it ftom other machines. A 
machine is not a principle or an idea. The use of ill-defined abstract phraseology 
is the frequent source of error. It i-equires no great ingenuity to mystify a subject 
by the use of abstract terms of indefinite or equivocal meaning. Because the law 
requires a patentee to explain the mode of operation of his peculiar machine which 
distingoishes it fi*om others, it does not authorize a patent for a "mode of opera- 
tion as exhibited in the machine," much less can any inference be drawn from the 
statute, that an inventor who has made an improvement in a machine, and thus 
effects the desired result in a better or cheaper manner than before can include all 
previous inventions and have a claim to the whole art, discovery, or machine whioh 
he has improved. All others have an equal right to make improved maehines, pro- 
vided they do not embody the same, or substantially the same devices, or combina- 
tion of devices, which constitate the peculiar charaoteristics of the previous 
invention. 

So also in FuUer y. Tentzerj (0. D., 1877, 218; 11 0. G., 551 ; 94 U. 8., 
288,) this Ooort, si)eaking throagh Mr. Justice Olifford, also said: 

Patents for a machine will not be sustained if the claim is for a result, the estab- 
lished rule being that the invention, if any, within the meaning of the patent act, 
consists in the means or apparatus by which the result is obtained, and not merely 
in the mode of operation independent of the mechanical devices employed ; nor 
will a patent be held valid for a principle or for an idea, or any other mere abstrac- 
tion. 

Most of the prior authorities upon this subject are reviewed in the 
recent case of lihdon Locomotive Worlc9 v. Medarty (C D., 1895, 330; 
71 O. G., 751; 158 U. S., 68,) in which it was also held that a valid 
patent could not be obtained for a process which involved nothing 
more than the operation of a piece of niechauisiu, or the ianotion of a 
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machine. See also to the same effect Wicke v. Ortrunij (C. D., 1881, 182; 
19 O. Gt.j 867 ; 103 U. a., 461, 460.) These cases assume, although they 
do Dot expressly decide, that a process to be patentable must involve 
a chemical or other similsir elemental action, and it may be still regarded 
as an open question whether the patentability of processes extends 
beyond this class of inventions. Where the process is simply the func- 
tion or operative effect of a machine, the above cases are conclusive 
against its patentability; but where it is one which, though ordinarily 
and most successfully performed by machinery, may also be i)erformed 
by simple manipulation, such, for instance, as the folding of a paper in 
a i>eculiar way for the manufacture of paper bags, or a new method of 
weaving a hammock, there are cases to the effect that such a process 
is patentable, though none of the powers of nature be invoked to aid 
in producing the result. {Eastern Paper Bag Co. v. Standard Paper 
Bag Co.j C. D., 1887, 537 ; 41 O. G., 231; 30 Fed. Rep., 63; Union Paper 
Bag Machine Co. v. Waterburyj 39 Fed. Bep., 389; Travers v. Am. Cord- 
age Co.^ C. D., 1896, 125; 70 O. G., 277 ; 64 Fed. Rep., 771.) This case, 
however, does not call for an expression of our opinion upon this point, 
nor even upon the question whether the ftinction of admitting air 
directly from the train-pipe to the brake- cylinder be patentable or- not, 
since there is no claim made for an independent process in this patent, 
and the whole theory of the specification and claims is based upon the 
novelty of the mechanism. 

But if the second claim be not susceptible of the interpretation that 
it is simply for a function, then the performance of that function must 
be limited to the particular means described in the specification for the 
admission of air from the train-pipe to the brake-cylinder. This we 
understand to be the theory of the defendants, and this raises the same 
question which is raised under the first and fourth claims, whether 
defendants' device contains the auxiliary valve of the Westinghouse 
patent, or its mechanical equivalent. 

In this view, it becomes unnecessary to express an opinion whether the 
second claim be valid or not, since in the aspect of the case most favor- 
able to the complainants, it is necessary to read into it something which 
is not found there, or, in the language of the complainants' brief- 
to refer back to the specificatioD ; not, it is true, for a slavish adoption of the iden- 
tical instnunentalities therein described, bat for tho nnderstanding of the essential 
and sabstantial features of the means therein illustrated. 

In thus reading the speeification into the claim, we can adopt no other 
construction than to consider it as if the auxiliary valve were inserted 
in the claim in so many words, and then to inquire whether the defend- 
ants make use of such valve, or its mechanical equivalent. 

There are two other fincts which have a strong bearing in the same 
oonneetion, and preclude the idea that this can be interpreted as a claim 
for a ftinction, without reading into it the particular device deseribed 
in the specification. 
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One of these is that the claim is for a triple- valve device, etc., for admit- 
ting air from the main air-pipe to the brake-cylinder, ^^substantially as 
set forth." These words have been uniformly held by us to import into 
the claim the particulars of the specification, or, as was said in Sey- 
mour y. Osbomey (11 Wall., 516, 547) — 

wlieie the claim immediately follows tht) descriptiou of the iiiventioii, it may bo 
constmod in connection with the explanations contained in the apecili cations; and 
where it contains words referring back to the specifications, it cannot be properly 
const i-ued in any other way. 

In that case it was held that a claim which might otherwise be bad, 
as covering a function or result, when containing the words ^' substan- 
tially as described," should be construed in connection with the speci- 
fication, and when so construed was held to be valid. To the same 
effect is Brotcn v. Guilds The Corn Planter Patent^ (6 O, G., 392; 23 
Wall., 181, 218.) 

Again, it appears from the file- wrapper and contents, that in his orig- 
inal application Mr. Westinghouse made a broad claim for the admis- 
sion of air directly from the main air-pipe to the brake-cylinder, which 
was rejected upon reference to a prior patent to Boydeu, l^o. 280, 285, 
and that on January 19, 1887, his attorney wrote the Patent OfiQce in 
the following terms : 

It is respectfuUy submitted that lev hile the Hoyden patent No. 280,285 referred to, 
shows that what the inventor terms ''an always-open one-way passage/' by which 
communication may be established under certain conditions, between the main air- 
pipe or train -pipe, and hence might be held to meet the terms of the claim as orig- 
inally broadly drawn, yet it fails to embody a device which in structure or function 
corresponds with the auxiliary valve of applicant, which in no sense relates to '* an 
always-open one-way passage. '' This amended claim, above submitted, prescribes a 
valve device actuated by the piston of the triple valve for admitting air to the 
brake cylinder in the application of the brake, while Boyden's check-valve d is not 
actuated by the piston, and is designed to recharge the auxiliary reservoir and brake- 
oy Under while the brakes are on. It is submitted, as to claim 2, that a piston, which 
by its prelimiuary traverse, admits air from the auxiliary reservoir to the brake- 
cylinder and by its further traverse admits air directly from the main air-pipe to the 
brake-cylinder, as set forth in said claim, is not found in the Boydeu patent, the 
check- valve d of which is described as actuated by the manipulation of the cock tj 
on the locomotive to "recharge and continue charging the reservoir and brake- 
cylinder while the brakes are applied." * * * It is to be understood that appli- 
cant do€$ not $e€k to broadly claim a device for admitting air directly from the main air- 
pipe to the hrak€'(^linder, as the four-way cock long heretofore employed by him (Mim- 
ilar to the cock K of the Boyden patent) would be a structure of such character. 
When, however, the triple valve is provided with an auxiliary ralve, operated by ite 
pieton which performs a new function additional to that of the triple valve as pre- 
viously employed, it is believed that such oombination is wholly novel. 

So, too, in the specification it is stated : 

8o far as the performance (if its preliminary function in ordinary braking Is con- 
cerned — that is to say, effecting the closure of communication between the main air- 
pipe and the auxiliary reservoir, and the opening of communication between tha 
auxiliary reservoir and the brake-cylinder in applying the brakes, and the revene 
operations in releaHing the brakes— the triple vnlve 10 accords substantially with 
that sot forth in Letters Patent of the I'uit^d .States No. 220,556, granted and issued 
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to i*ie October 14, 1879| and is not, therefore, SATing as to the structural fcaiMr€9 by 
which it i>erfonns the farther fnnctioo of effecting the dircrt Ailmissioii of air from 
the main air-pipe to the brake- cylinder, i\s presently to bo described, claiuie<l as of 
my present invention. 

Apparently, too, in consequence of the above letter of January 10, 
1887, the patentee erased from his original specification the following 
sentence: 

Further, while in the specific coustniction described and shown, the function of 
admitting air firom the main pipe is performed by a valve separate from that which 
effects the preliminary admission of reservoir pressure to the cylinder, a modification 
in which the same office is performed by a valve integral with the main valve and 
formed by an extension thereof, would be included in and embody the essential 
operative features of my invention — 

and inserted in its place the following: 

I am aware that a construction in which "an always-open one-way passage" from 
the main air-pipe to the brake-cylinder is uncovered by the piston of the; triple valve 
Himnltaneously with the opening of the passage from the auxiliary reservoir to the 
brake-cylinder, has been heretofore proposed, and Huch construction, which involves 
an operation different from that of my invention, I therefore hereby dislaini. 

We agree with the defendant that this correspondence, and the speci- 
fication as so amended, should be construed as reading the auxiliary 
valve intp the claim, and as repelling the idea that this claim should 
be construed as one for a method or process. Language more explicit 
upon this subject could hardly have been employed. 

While it is true that no claim is formally made for the admission of 
train-pipe air directly to the brake-cylinder as a method or process, a 
construction is given by the complainants and the circuit court to the 
second claim which eliminates the mechanical features described, and 
one which could only be supported upon the theory that the claim was 
for a method or process. If the mechanism described by Westinghouse, 
and particularly the auxiliary valve, be not essential to the validity of 
the second claim, then it could only be supported upon the theory that 
it was for the process of admitting train-pipe air directly to the brake- 
cylinder. 

2. The first and fourth claims of this patent are as follows: 

1. In a brake mechanism, the c<»mbination of a main air-pipe, an auxiliary reser- 
Yoir, a brake-cylinder, a triple valve, and an auxiliary -valve device, actuated by the 
piston of the triple valve and independent of the main valve thereof, for admitting 
air in the application of the brake directly from the main air- pipe to the brake- 
cylinder, substantially as set forth. 

4. The combination, in a triple-valve device, of a case or chest, a piston fixed 
npon a stem and working in a chamber therein, a valve moving with the piston- 
stem and goyeming ports and passages in the case leading to connections with an 
auxiliary reservoir and a brake-oyiiuder and to the atmosphere, respectively, and 
an auxiliary valve actuated by the piston-stem and controlling communlration 
between passages leading to connections with a main air-pipe and with the brake- 
cylinder, respectively, Hubstantially as set forth. 

These two claims are practically little more than different expressions 
of one and the same invention. In both of them there is a main air- 
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pipe, au auxiliary reBervoir, a brake-cylinder, a triple valve and piHton, 
described in the fonrth claim as '^ fixed upon a stem and working in a 
chamber" in a case or chest, and an auxiliary valve; and in the fourth 
claim also a case or chest, which contains the wliole device, and is 
immaterial. 

In both of these claims an auxiliary valve is named as an element. 
In the first it is described as ^^ actuated by the piston of the triple valve 
and independent of the main valve thereof;" and in the fonrth as 
^< actuated by the piston-stem and controlling communication between 
passages leading to connections with the main air-pipe and with the 
brake-cylinder." 

To what liberality of construction these claims are entitled depends 
to a certain extent upon the character of the invention, and whether 
it is what is termed in ordinary parlance a '< pioneer." This word, 
although used somewhat loosely, is commonly understood to denote a 
patent covering a ftinction never before performed, a wholly novel 
device, or one of such novelty and importance as to mark a distinct 
step in the progress of the art, as distinguished fh>m a mere improve* 
ment or perfection of what had gone before. Most conspicuous exam- 
ples of such patents are: the one to Howe of the sewing-machine; to 
Morse of the electrical telegraph ; and to Bell of the telephone. The 
record in this case would indicate that the same honorable appellation 
might be safely bestowed upon the original air-brake of Westinghouse, 
and, perhaps also, upon his automatic brake. In view of the fiict that 
the invention in this case was never put into successful operation, and 
was to a limited extent anticipated by the Boyden patent of 1883, it is 
perhaps an unwarrantable extension of the term to speak of it as a 
^' pioneer," although the principle involved subsequently and through 
improvements upon this invention became one of great value to the 
public The fact that this invention was first in the line of those which 
resulted in placing it within the power of an engineer, running a long 
train, to stop in about half the time and half the distanoe within which 
any similar train had stopped, is certainly deserving of recognition, 
and entitles the patent to a liberality of construction which would not 
be accorded to an ordinary improvement upon prior devices. At the 
same time, as hereinafter observed, this liberality must be exercised in 
subordination to the general principle above stated : that the function 
of a^ machine cannot be patented, and, hence, that the fact that the 
defendants' machine i>erforms the same ftinction is not conclusive that 
it is an infringement. 

The device made use of by the defendants is exhibited in Patents 
Nos. 481,134 and 481,136, both dated August 16, 1892, and both of 
which were granted after the commencement of this suit There are 
two forms of this patent, one of which, illustrated in Patent No. 481,135, 
is here given in its three i)ositions of release (20,) service application 
21,) and quick action (22.) 
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Id this device there is fouud a main air-pipe, an auxiliary reservoir, 
a brake-cylinder, a triple, or rather a qnadruple, valve and piston ('JXt) 
with three ports; first, for tbe admission of air from the train-pipe to 
the brake-cylinder through the feeding-in valve 26; second, for the paa- 
■age of air trom the auxiliary reservoir to tbebrake-cylioder through the 
apertures i,j, k in the stem slide-valve 18; and, third, for the release 
of air from the brake-cylinder to the exhaust-port by means of valve 17, 
colored green. Whether thia device lias an auxiliary valve or not i8 
oae of the main qaestions in the case, complainants' tlieory being that 
pappet-Ta]ve 22 is an auxiliary valve, while defendants' claim is that 
it ie in reality the main valve. 
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The operation of this device is best ghowu by the foregoing skeletoa 
drawings. 

The aaxiiiary reserroirs are charged by air nnder pressare, entering 
from the tralD-pipe, raising and passing through the feeding-in-valve 
piston 26, and flowing slowly into and through the passage A to the 
auxiliary reservoir, until such reservoir Is filled. In this conditJ<Hi 
the brake-cylinder is emptied and opened to the atmosphere throngh 
the flxhaost-passage G. 
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111 order to apply the brakes gradually, so as to slacken speed or 
make an ordinary stop, air-pressure in the train-pipe is reduced slightly 
(say from three to Ave pounds) by action of the engineer's valve, and 
the reduction of pressure on the right side of the piston 29 causes the 
piston to make \vhat is termed a << preliminary traverse'' to the position 
shown in diagram <^ Service application." Such preliminary traverse 
pulls the stem slide-valve 18 to the right, and opens the apertures i,J, 
and k, (one of these apertures being to the right and the other to the 
left of valve 22,) and through these apertures air rushes from the aux- 
iliary reservoir to the brake- cylinder; but the puppet- valve 22 still 
remains upon its seat. 

If quick action be required, the pressure in the train-pipe is suddenly 
lowered to the extent of ftfteen or twenty pounds, and the traveling 
piston 29, instead of making a preliminary traverse to the intermediate 
position shown in the '^Service application," makes a fbll traverse to 
the extreme right, the effect of which is that the valve 22 is pulled oflF 
its seat by the collar M, and a large passage is opened to the brake- 
cylinder under the valve 22 and around the stem 18. The result is, as 
shown in the last diagram, that not only does the air in the auxiliary 
reservoir escape in frill volume to the brake-cylinder, but air from the 
train-pipe rushes directly to the brake cylinder through the large pas- 
sage F into the chamber G and under valve 22. 

The argument of the defendants in this connection is that, in this 
device, there is no auxiliary valve or by passage, but the quick-action 
result is effected simply by proportioning the ports and passages of 
the old triple valve and using a fixed partition, 9, to divide the piston- 
chamber D from the main- valve chamber G; that it is this partition 
which produces the quick action, and that such partition is not a valve, 
nor the mechanical equivalent of a valve, but merely a metal ring 
screwed immovably into the triple- valve casing, and serving to divide 
the piston-chamber fit)oi the main* valve chamber; that this partition 
was a new element, never before found in triple valves, and introduced 
a new principle and mode of operation, totally different from anything 
ever invented by Mr. Westinghouse or any other inventor, and that its 
effect is to make valve 22, termed by them the main valve, admit the 
train-pipe air to the brake-cylinder at the same time that it admits the 
auxiliary air thereto. 

It is claimed that, in embodying this new principle, Mr. Boyden 
adopted the form of triple valve shown in the expired Westinghouse 
patent No. 141,685, (1873,) in which the main valve, 22, is of the pup- 
pet form, and the separate valve 17, controlled by a rod sliding through 
the main valve, is employed for releasing the brakes. For charging 
the auxiliary reservoir he adopted, from the expired Westinghouse 
patent No. 144,006, (1873,) a check- valved feed-passage through the 
triple-valve piston, but arranged the feed-passage and its check-valve, 
96, in a tubular extension, F, of the piston, and substantially in tlM 
12782 30 
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form shown in Boyden patent No. 280,285, (1883.) He also provided a 
sensitive gradnating-valve, similar in resnlts to the graduating- valve 
ef of the Westiughouse patent No. 220,550, (1879,) by so arranging a 
small passage, 40, in the sliding stem, whioh aetaates the release-valve, 
that such passage will be opened and closed by the sliding of such 
stem through the main valve 22. As thus constructed, the triple valve 
operates much the same as that of Patent No. 220,556, and like the 
latter, is incapable of quick action. 

In both the complainants' and defendants' devices there is (1) i^ 
feeding-in valve to charge the auxiliary reservoir; (2) a valve which 
complainants call their ^^main valve," and which the defendants denomi- 
nate a << graduating- valve,'' which is opened by the preliminary traverse 
of the piston to admit reservoir-air to the brake-cylinder; (3) a release- 
valve which discharges air from the brake-cylinder to the atmosphere; 
and (4) a quick-action valve — 41 in the complainants' patent, and 22 in 
the defendants' — ^which is opened by the further traverse of the piston 
to admit train -pipe air to the brake-cylinder. In defendants' patent, it 
may also be used to admit auxiliary-reservoir air to the brake-cylinder. 
^ One of the main controversies in the case turns upon the construction 
and operation of the puppet- valve 22, called by the defendants their 
^'main valve." Oomplainants insist that the ofBce of Meir main valve 
is performed by the stem slide-valve 18 of defendants' patent, and by 
its apertures «, j, and Xc, through which air passes from the auxiliary 
reservoir to the brake-cylinder, and that the puppet- valve 22 is only 
called into action in emergency cases, when a large quantity of air is 
suddenly withdrawn from the train-pipe, and the valve is unseated by 
the traverse of the piston to the extreme right. 

There is no doubt that the function of admitting air from the auxiliary 
reservoir to the brake-cylinder, which is x)erformed in the Westinghouse 
patent by what the complainants term the main valve, (aided, however, 
by the graduating- valve,) is, in ordinary cases, performed principally, 
if not altogether, by the stem slide-valve 18 and its three ports i, J, ft, 
of the Boyden patent, which defendants term their graduating-valve. 
It is equally clear that, in emergencies, where quick action is required, 
air, which in the Westinghouse patent passes through auxiliary valve 
41, (opened by the further traverse of the piston,) in the Boyden patent 
finds its way through the puppet-valve 22, which has also been lifted 
from ite seat by the further traverse of the piston. 

One of the main differences between the two devices is this: That in 
the preliminary traverse of the piston of the Westinghouse patent, 
there is a movement, first, of the graduating- valve to open its port from 
the auxiliary reservoir, and then of the main valve, carrying the 
graduating- valve also with it, to open a passage to the brake-cylinder, 
while in the Boyden patent it is only the graduating- valve which is 
opened by the preliminary traverse of the piston. In doing this tke 
graduating-valve moves through the puppet- valve, but does not lift it 
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firom its seat. In emergency cases not only do the graduating- valve 
and the main valve of the Westinghoase patent move as before, but, 
by the extreme traverse of the piston, the auxiliary valve 41 is shoved 
from its seat, and a separate passage is opened for the air from the 
train-pipe to the brake-cylinder. In the Boyden patent, however, the 
extreme traverse of the piston lifts the "puppet- valve from its seat, and 
opens a wide passage to the brake-cylinder, not only for the air from 
the auxiliary reservoir, but, through the peculiar operation of the par- 
tition 9 and its aperture B, directly from the train-pipe. As the 
graduating-valve of the Boyden patent practically does all the work 
in ordinary cases, and the puppet- valve is only called into action in 
emergency cases, the latter is practically an auxiliary valve, by which, 
we understand, not necessarily an independent valve, nor one of a par- 
ticular construction, but simply a valve which in emergency cases is 
called into the assistance of the graduating-valve. In this particular, 
the puppet-valve of the Boyden device performs practically the same 
function as the slide-valve 41 of the Westinghouse. It is not material 
in this connection that it is a puppet- valve while the other is a slide- 
valve, since there is no invention in substituting one valve or spring of 
familiar shape for another^ (Imhaeuser v. Buerk^ G. D., 1880, 362; 17 
O. 6., 795; 101 U. 8., 647, 656;) nor, that in one case the piston j^twAet 
the valve off its seat, and in the other pulU it off; nor is it material 
that this puppet-valve may have been used in prior patents to perform 
the function of a main valve, so long as it is used for a different purpose 
here. Indeed, this valve seems to have been taken bodily from West- 
inghouse patent No. 141,685, where it was used as a main valve, and the 
stem -valve 18 with it« ports t, j, ilr, added for ordinary uses, and the 
puppet- valve thus converted from a main valve to an auxiliary valve. 

We have not overlooked in this connection the argument that the 
puppet-valve 22 is also sometimes used for graduating purposes, but 
it is not commonly so used, and appears to be entirely unnecessary for 
that purpose. It seems to be possible to move the piston 29 to its 
extreme traverse so slowly, and hence to open valve 22 so gradually, 
that the pressure in the chamber C will be reduced so slightly, that 
the train-pipe air will not have suiiicient force to throw open the check - 
valve 26, and hence, in such case no train-pipe air will be admitted 
directly to the brake cylinder, which will be filled with auxiliary- 
reservoir air only. But, as a matter of fact, this seldom or never takes 
place in the practical operation of the device, and is an unnecessary 
and wholly unimportant incident, and for all practical purposes valve 
22 is Boldy a quick action valve. As this valve is actuated by the 
piston of the triple valve, and in such action is independent of the main 
valve, it meets the demand of the first claim of the patent, and as it is 
actuated by the piston- stem, and controls communication between 
passages Ittiding to connections with the mai9 air-pipe and with the 
brake-cylinder, it seems also to be covered by the fourth claim. 
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But even if it be conceded that tiie Boyden device corregponds iriA 
the letter of the Westinghouse claims, that does not settle conoiasivelj 
the question of inftingement. We have repeatedly held that a charge 
of infringement is sometimes made out, though the letter of the claims 
be avoided. ( Union Paper Bag Machine Co. v. Murphy^ 0. D., 1878, 199; 
13 O. G., 366) 97 U. S., 120^ Ives v. HamilUmj G. D., 1876, 469; 10 O. Q^ 
336; 92 U. 8., 341; Morey v. Loekwood, 8 Wall, 230; ElizabeO^ y. Pave- 
ment Company y 97 U/S., 137; Sessions v. Bomadka, 0. D., 1892, 382; il9 
O. G., 939; 146 U. S., 29; Hoyt v, Home^ 0. D., 1892, 436; 69 O. O^ 
1764; 146 IT. S., 302.) The converse is equally true. The patentee may 
bring the defendant within the letter of his claims, but if the latter hat 
so far changed the principle of the device that the claims of the patent, 
literally construed, have ceased to represent his actual invention, he is 
as little subject to be adjudged an infringer as one who has violated the 
letter of a statute has to be convicted, when he has done nothing in 
conflict with its spirit and intent. 

An infriDgement [says Mr. Justice Grier in Btirr v. Dmrjft€, 1 Wall., 531, 578] 
involves subatantial identity, whether that identity be described by the temw 
''same principle/' same "modM$ operandi," or any other. * • • The argnmeot 
need to show infringement assumes that every combination of devices in a machine 
which is used to produce the same effect, is necessarily an eqaivalent for any other 
combination used for the same purpose. This is a flagrant abase of the term 
"equivalent.*' 

We have no desire to qualify the repeated expressions of this Gourt 
to the effect that, where the invention is functional, and the defendant's 
device differs from that of the patentee only in form, or in a rearrange- 
ment of the same elements of a combination, he would be adjudged an 
infringer, even if, in certain particulars, his device be an improvement 
upon that of the patentee. But, after all, even if the patent for a 
machine be a pioneer, the alleged infringer must have done something 
more than reach the same result. He must have reached it by sub- 
stantially the same or similar means, or the rule that the function of a 
machine cannot be patented is of no practical value. To say that the 
patentee of a pioneer invention for a new mechanism is entitled to 
every mechanical device which produces the same result is to hold, in 
other language, that he is entitled to patent his function. Mere varia- 
tions of form may be disregarded, but the substance of the inventioa 
must be there. As was said in Burr v. Duryee^ (1 Wall., 631, 573,) an 
infringement — 

is a copy of the thing described in the specifiation of the patentee, either without 
variation, or with each variations as are consistent with its being in substanco the 
same thing. If the invention of the patentee be a machine, it wiU be infringed by 
a machine which incorporates in its straotnre and operation the snbetanee of tha 
invention ; that is, by an arrangement of mechanism whieh performs the same aenr- 
ice or prodnces the same effect in the same way, or sabstantially the same way. 
* ^ * That two machines prodnce the same effect will not justify the assertloD 
that they are substantially the same, or that the devices nsed are, therefore, mere 
equivalents for those of the other. 
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Kot only is this Round as a general principle of law, bat it is i>ecaliarly 
appropriate to this case. Under the very terms of the first and foarth 
claims of the Westingkouse patent, the infringing device mast not only 
contain an auxiliary valve, or its mechanical equivalent, but it must 
contain the elements of the combination, <^ substantially as set forth.'^ 
In other words, there must not only be an auxiliary valve, but sub- 
stantially such a one as is described in the patent, i. «., indei)endent of 
the triple valve. Not only has the Boyden patent a puppet instead of 
a slide valve — a matter of minor importance — but it ])erforms a some- 
what different function. In the Westinghouse patent the valve is not 
in the line of travel between the auxiliary reservoir and the brake- 
cylinder, and admits main-pipe air only. In the Boyden patent, it is 
in the line of travel, both from the auxiliary reservoir and from the 
train-pipe, and admits both currents of air to the brake-cylinder. The 
by-iMtssage, to which the auxiliary reservoir is merely an adit, is wholly 
wanting in the Boyden device, both currents of air uniting in chamber 
G and passing to the brake-cylinder together, through the puppet- valve. 

But a much more radical departure ifrom the Westinghouse patent is 
found in the partition 9, separating the valve-chamber from the 
piston-chamber D. This partition has an aperture, B, the capacity of 
which is less than that of the large passage A, and intermediate in 
size between that of the graduating-passage 40, and that of the i>ort 
covered by the valve 22. The office of this partition is thus explained 
by the defendants in their brief : 

« When the engineer's valve is thrown wide open, the pappet-valve is lifted from 
its seat by the extreme traverse of the piston, and a new action takes place. The 
port of the main valve 22 is so much larger than the passage B, that the pressure in 
the main-valve chamber C is instantly emptied into the brake-cylinder, and, as the 
passage B cannot supply air so fast as the raain-valve port can exhanst it, the pres- 
sure in the main-valve chamber suddenly drops to about five pounds. Meanwhile 
the passage A, leading from the auxiliary reservoir to the inner end of the piston- 
ohamber, is so much larger than the passage B leading from the piston-chamber to 
the main-valve chamber, that tali reservoir-preasure is maintained in the piston- 
chamber between the partition and the inner side of the piston, thereby holding 
the piston back firmly at its extreme traverse. But the feed-valve 26 is now exposed 
on the one side to a train-pipe pressure of about fifty-five pounds, and on the other 
side to a main-valve-chamber pressure of only about five pounds, and therefore valve 
26 ia instantly forced open by the greater train-pipe pressure, which then vents 
freely through the said feed-valve port into tlie main -valve chamber C, where it 
commingles with the auxiliary-reservoir air passing through said chamber, and both 
airs pass together through the port opened by the main valve 22 to the brake- 
eylinder. The whole operation is substantially instantaneous, and the result is that 
the train-pipe is freely vented at each car, the tim^ of serially or Huceessively apply- 
ing the brakes of the several cars firom one end of the train to the other is reduced 
to a minimum, and the train is quickly stopped without shock, a result which Mr. 
Westinghouse did not attain with the device of Patent No. 360,070, nor did he attain 
it nntil he had invented his later apparatus of Patent No. 376,837, not here in suit. 

In a word, this partition maintains upon the outside of valve 26 a 
much higher pressure than upon the inside, the efl'ect of which is to 
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open feed-valve 26 and admit a full volume of train-pii)e air upon the 
brake-cylinder. 

Conceding: that the functions of the two devices are practically the 
same, tbe means used in accomplishing this function are so different 
that we find it impossible to say, even in fiAvor of a primary patent, 
that they are mechanical equivalents. While the puppet- valve, which, 
for the puri>ose8 of this case, we may term the auxiliary valve, is in its 
operation independent of the main valve, the word ^independent ''in 
the claims of the Westinghouse patent evidently refers to a valve 
auxiliary to the triple valve, and independently located as well as 
operated. The difference is that in one case the air from the train-pipe 
is introduced into tbe brake-cylinder separately and independently 
from the air from the auxiliary reservoir^ while in the other case they 
unite in the chamber C and pass through tbe same valve to the brake- 
cylinder. In the Westinghouse patent there is one valve operated by 
the direct thrust of tbe piston, opening a by-passage; in the other, 
there is a puppet valve also opened by the piston, and another valve, 
20, opened by tbe pressure maintained upon the outside of the 
partition 9. 

It is claimed, however, by the complainants that Boyden was not the 
inventor of tbe differential pressure theory; that there is such a differ- 
ential pressure in their own patent, caused by the fact that the air 
from tbe auxiliary reservoir in passing to the brake-cylinder travels 
through a restricted i>ort, 35, and, as the entrance to the brake- 
cylinder is through a much larger port, the air is taken up by it much 
more rapidly than it is supplied by the restricted port, which reduceto 
the pressure in tbe by-passage so much that when the quick-action 
valve 41 is opened, the pressure fh)m the train-pi[)e air is sufficient 
to open tbe valve 4*.) and admit a full volume of train-pipe air, at a 
pressure of fifty-five pounds, to the brake-cylinder. The fact, how- 
ever, that no suggestion is made in the patent of such a function of the 
restricted port 35, indicates either that none such had been discovered, 
or that it w^s not considered of sufficient importance to mention it 
Indeed, it seems to have been an afterthought, suggested by the neces- 
sity of an answer to tbe defendants' argument, based upon their parti- 
tion 9. That when tbe auxiliary valve is opened there must be a 
difference in pressure above and below the check- valve 49, in order to 
open it, is manifest; yet, this is rather an incident to the Westinghouse 
device than tbe controlling feature that it is made in the Boyden patent. 
There is no partition in the proper sense of the word— certainly none 
located as in tbe Boyden device — between the chambers D and G, 
and no aperture in such partition opened for the express purpose of 
maintaining this difiereutial pressure. If such differential pressure 
existed to tbe extent claimed in tbe Westinghouse patent, it certainly 
was not productive of tbe results flowing from the same device in tbe 
Boyden patent. 



DGC1»I0N8 OF U. 8. COURTS IN PATENT CASB8 471 

We are indaced to look with more favor upon this device, not only 
because it is a novel one and a manifest departure from the principle 
of the Westinghouse patent, but l)ecau8e it solved at once in the sim- 
plest manner the problem of quick action, whereas the Westinghouse 
patent did not prove to be a success until certain additional members 
had been incorporated into it. The underlying distinction between the 
two devices is that in one, a separate valve and sei>arate by-passage 
are provided for the train-pipe air, while in the other, the patentee has 
taken the old triple (or quadruple) valve, and by a slight change in the 
ftinctions of two of its valves and the incorporation of a new element, 
(partition 9,) has made a more perfect brake than the one described in 
the Westinghouse patent. If credit be dne to Mr. Westinghouse for 
having invented the function, Mr. Boyden has certainly exhibited great 
ingenuity in Ihe discovery of a new and more perfect method of per- 
forming such function. If his patent be compared with the later 
Westinghouse patent No. 376,837, which appears to have been the 
first completely saccessful one, the difference between the two, both in 
form and principle, becomes still more apparent, and the greater sim- 
plicity of the Boyden patent certainly entitles it to a favorable consider- 
ation. If the method pursued by the patentee for the performance of 
the function discovered by him would naturally have suggested the 
device adopted by the defendants, that is in itself evidence of an intended 
infringement; but, although Mr. Boyden may have intended to accom- 
plish the same results, the Westinghouse patent, if he had had it before 
him, would scarcely have suggested the method he adopted to accom- 
plish these results. Under such circumstances^ the law entitles him to 
the rights of an independent inventor. 

Upon a careful consideration of the testimony we have come to the 
conclusion that the Boyden device is not an infringement of the com- 
plainants' patent, and the decree of the Oircuit Court of Appeals is, 
therefore, afHrmecL 



BISBENTING OPINION. 

Mr. Justice Shiuas, with whom concurred Mr. Justice Brkwkb, dis- 
sented and iiled the following opinion : 

I am unable t<» concur in the reasoning and conclusion of the Court, 
and shall briflly state my views. 

The history of the art discloses that the patent in suit was what is 
calleil a ''pioneer invention." In it, for the lirst time, was brought to 
light a method or process which, by the oo<)peration of the air from the 
train-i)ipe with that from the car- reservoir, created the '^ quick-action" 
brake. The patent, in its specification and claims, dearly described a 
machiue or mechanicsil combination whereby the invention was exem- 
plified or rendered operative. 
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It is not an unwarrantable extension of tbe term to speak of this 
invention in suit as a pioneer, since it is practically conceded in this 
case, and justly observed by tbe court below, <^ one of the highest valae 
to the public," and conspicuously one ^^ which entitles the proprietor to 
a liberal protection from the courts in construing the claim." The very 
fact that this invention resulted in placing it within the power of an 
engineer, running a long train, to stop in about half the time and half 
the distance within which any similar train had been stopped, is cer- 
tainly deserving of recognition. The claims of such patents have from 
time out of mind been allowed a liberal construction, and considered 
as entitled to the fullest benefit of the doctrine of mechanical equiva- 
lents. 

It iu no wise detracts from the merit of this invention that later 
devices have been adopted which render its practical operation more 
efficient. The very term, *' pioneer patent," signifies that the invention 
has been followed by others. A pioneer patent does not shut but ojiens 
the door for subsequent invention. 

The particular patent in suit was, as I understand it to be admitted, 
an entire success in supplying passenger-trains and short freight trains 
with a ^* quick-action" brake; but while it enabled even the longest 
freight-trains to stop in half the time and half the distance previously 
occupied, there remained difficulties which required further devices to 
give to tbe invention the perfect success which it has now attained* 

Being of the character so described as a pioneer, the patent in suit 
is entitled to a broad or liberal construction. In other words, the 
invention is not to be restricted narrowly to the mere details of the 
mechanism described as a means of carrying the invention into prac- 
ticable operation. 

I cannot assent to what is, perhaps, rather intimated than decided 
in the opinion of the Court that what is called a << process in order to 
be patentable must involve a chemical or other similar elemental 
action." The term process or method, as describing the subject of a 
patent, is not found in the statutes. Ko reason is given in the author- 
ities, and I can think of none in the nature of things, why a new proc- 
ess or method may not be patentable, even though a mechanical device 
or a mechanical combination may be necessary to render the new 
process practicable. It seems to be used by the courts as descriptive of 
an invention which, from its novelty and priority in the art to which it 
belongs, is not to be construed as inhering only in the particular means 
described, in the Letters Patent, as sufficient to exemplify the inven- 
tion and bring it into practical use. 

Thus in the case of Winans v. Denmead, (15 How., 330,) the patent 

was for a new form of the body of a car for the transiK)rtation of coaI| 

thus avoiding certain practical difficulties or disadvantages in such 

cars as previously made. To the argument on behalf of the infringer, 

^ that the claim of the patent was confined to a single form, and only 
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tbrongh and by that form to the x)riucii>]e wliich it euiboilics, this Court 
said, per Mr. Justice Cartis : 

It is generally trae that when a patentee describes a machine, and then claims it 
as described, that be is understood to intend to claim, and does by law actually cover, 
not only the precise form he has described, but all other forms which embody his 
invention; it being a familiar rule that to copy the itrinciple or mode of operation 
described is an infringement, although such copy should be totally unlike the orig- 
inal in form or proportions. It is not sufficient to distinguish this case to say that 
here the invention consists in a change of form, and the paten tue has claimed one 
form only. Patentable improvements in machinery are almost always made by 
ehanging some one or more forms of one or more pai'ts, and thereby introducing 
some mechanical principle or mode of action not previously existing in the machine, 
and so securing a new improved result. And in the numerous oases in which it has 
heen held that to copy the patentee's mode of operation was an infringement, the 
infringer had got forms and proportions not described, and not in terms claimed. If 
it were not so, no question of infringement could arise. If the machine complained 
of were a copy, in form, of the machine describod in the specification, of course, it 
would be at once seen to be an infringement. It could be nothing else. It is only 
ingenious diversities of form and proportion, presenting the appearance of something 
nnlike the thing patented, which rise to questions; and the property of inventors 
would be valueless if it were enough for the defendant to say : Your improvement 
consisted in a change of form ; you describe and claim but one form ; I have not taken 
that, and so have not infringed. 

The answer is: My infringement did not consist in a change of form; but in the 
new employment of principles or powers, in a new mode of o|>eration, embodied in 
a form by means of which a new or letter result is produced ; it was this which con- 
stituted my^ invention ; this you have copied, changing only the form. * • • 
Where form and substance are inseparable it is enough to look at the form only. 
Where they are separable^where the whole substance of the invention may bo copied 
in a different form— it is the duty of courts and juries to look through the form for 
the substance of the invention— for that which entitled the inventor to his patent, 
and which the patent was designed to secure; where that is found there is on 
infringement; and it is not a defense that it is embodied In a form not described and 
in terms claimed by the patentee. Patentees sometimes add to their claims an 
express declaration to the effect that the claim extends to the thing patented, how- 
ever its form or proportions may be varied. But this is unnecessary. The law so 
interprsta the claim without the addition of those words. 

MeCormiek v. Toioutij (20 How., 402,) was also a case of a mechanical 
patent, and it was said by Mr. Justice Qrier, who delivered the opinion 
of the Conrt : 

If the patentee be the original inventor of the devioe or machine, he will have a 
right to treat as infringers all who make machines operating on the same principle 
and performing the same functions by analogous means or equivalent combination, 
even though the infringing machine may be an improvement of the original and 
patentable as snob. 

In Marley Machine Co. v. Lancaster, (C. D., 1889, 380; 47 O. G., 267; 
129 U. S.y 263,) there was also a question of an alleged invention of a 
primary character, and wherein the invention was embodiedin a mechan- 
ical combination; and it was held that, in a pioneer patent, snch as 
that of Morley, the patentee, the si^ecial devices set forth by Morley 
were not necessary constituents of the claims; that his patent was i 
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receive a liberal coast ruction, in view of tbe fact that he was a pioneer 
in the construction of an automatic button-sewing machine, and that 
his patent was not to be limited to the particular devices or instrumen- 
talities described by him. 

In that case extended and approving reference was made to the case 
of Proctor v. BetmiSy (36 Ch. Div., 740,) which was a case of an inven- 
tion embodied in a mechanical contrivance, and the following language 
of Lord Justice Bowen was quoted : 

Now, I thiDk it goes to the root of this case to remember that this is, as was 
described by one of the counsel, really a pioneer invention ; and it is by the light of 
that, as it seems to me, that we ought to consider whether there have been varia- 
tioDS or omissions and additions, which prevent the machine which is complained of 
from being an infringement of tbe plain tiiTs. With regard to the additions and 
omissions, it is obvious that additions may be an improvement and that omissions 
may be an improvement; but the mere fact that there is an addition, or the mere 
fact that there is an omiHsion, does not enable you to take the substance of the 
plaintifi's patent. The question is not whether the addition is material or whether 
the omission is material, but whether what has been taken is the substance and 
essence of the invention. 

These were cases wherein the discovery or invention was made effect- 
ive through machines or mecbanical combinations, and wherein it was 
held that the merit of the process or method was not to be confined, in 
the case of a pioneer patent, to the mere form described in the specifi- 
cation as sufficient to make the invention practically operative. 

Neilson^s patentj (Web. Pat. Gas., 275,) was a noted ease, in which the 
true distinction was drawn between a mere principle, as the subject oi 
a patent, and a process by which a principle is applied to effect a new 
and useful result. The Court of Exchequer, in answering the objection 
that Neilson's patent was for a principle, said : 

It Ls very difficult to distinguish it from the specification of a patent for a princi- 
pie, and this at first created in the minds of some of the court much difficulty; but, 
after full consideration, wo think the plaintiff does not merely claim a principle, 
but a machine embodying a principle, aiiid a very valuable one. We think the case 
must be considered as if, the principle being well known, the plaintiff had first 
invented a mode of applying it by a mechanical apparatus to furnaces; and his 
invention consists in this— by interposing a receptacle for heated air l>etween the 
blowing apparatus and the furnace. In this receptacle he directs the air to be heated 
by the application of heat externally to the receptacle, and thus he accomplishes 
the object of applying to tbe blast, which was before of cold air, in a heated state 
to the furnace. 

And when tbe case came before the House of Lords, Lord Campbell 
said: 

After the construction first put upon the patent by the learned Judges of the 
Exchequer, 1 think the patent must bo taken to extend to all machines, of whatever 
eonstruction, whereby the air is heated iutermediately between the blowing appara^ 
tus and the blast-furnace. That being so, the learned judge was perfectly jnalified 
in telling the Jury that it was unnecessary for them to compare one apparatos with 
another, because, confessedly, that system of conduit-pipes was a mode of heating 
air by an intermediate vessel between the blowing apparatus and the blaBt-ftamaee, 
and, therefore, it was an infringement of the patent. (Web. Pat. Caa.» 715.) 
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Very applicable to the present case is the doctrine of Tilghman v. 
Procter, (C. D., 1881, 163 j 19 O. G., 869; 102 U. S., 767.) It was there 
held, overruling the case of Mitchell v. Tilghmany (5 O. G., 299 ; 19 Wall., 
284,) that a patent may be validly granted for carrying a principle into 
effect; and if the patentee suggests and discovers not only the princi- 
ple, but suggests and invents how it may be applied to a practical result 
by mechanical contrivances and apparatus, and shows that he is aware 
that no particular sort or modification of form of apparatus is essential 
to obtain benefit from the principle, then he may take his patent for 
the mode of carrying it into effect, and is not under the necessity of 
confining himself to one form of apparatus. 

Having discussed the previous cases, particularly that of Neilson and 
of O'Reilly v. Morse, (15 How., 62,) Mr. Justice Bradley said: 

Whoever discovera that a certain usefol re«alt will be prodaced in any art by the 
use of certain means is entitled to a patent for it, provided he specifies the means. 
Bat everything turns on the force and meaning, of the word ''means." It is very cer- 
tain that the means need not be a machine, or an apparatus ; it may be a process. 
A machine is a thing. A process is an act, or a mode of acting. The one Ih visible 
to the eye--an object of perpetual observation. The other is a conception of the 
mind, seen only by its efiects when being executed or performed. Either may be the 
means of producing a nsefnl result. ** * * Perhaps the process is susceptible of 
being applied in many modes and by the use of many forms of apparatus. The 
inventor is not bound to describe them all in order to secure to himself the exclusive 
right to the process, if he is really its inventor or discoverer. Bathe must describe 
some particular mode, or some apparatus, by which the process can be applied with 
at least some beneficial result, in order to show that it is capable of being exhibited 
and performed In actual experience. 

The Telephone Cases (C. D., 1888, 321; 43 O. (1., 377; 126 U. S., J, 
633) contain an apt illustration of these principles. Mr. Chief Justice 
Waite, in discussing the case, said: 

In this art— or, what is the same thing under the patent law, this process, this way 
of transmitting speech — electricity, one of the forces of nature, is employed; but 
electricity left to itself will not do what is wanted. The art consists in so control- 
ling the force as to make it accomplish the purpose. It had long been believed that 
if the vibrations of air oaused by the voice in speaking could be reproduced at a 
distance by means of electricity the speech itself would be reproduced and under- 
stood. How to do it was the question. Bell discovered that it could be done by 
gradually changing the intensity of a continuous electric current, so as to make is 
eorrespond exactly to the changes in the density of the air caused by the sound of 
the voice. This was his art. He then devised a way in which these changes of density 
eoald be made and speech actually transmitted. Thus his art was put in a condition 
for practical use. In doing this, both discovery and invention, in the popular sense 
of those terms, were involved — discovery in finding the art and invention in devising 
the means of making it useful. For such discoveries and such inventions the law has 
given the discoverer and inventor the right to a patent — as discoverer for the useful 
art, process, method of doing a thing he has found, and as inventor for the means 
he has devised to make the discovery one of actual value. • • • 

The patent for the art does not necessarily involve a patent for the particular 
means employed for using it. Indeed, the invention of any means in the specification 
or descriptive portion of the patent is only necessary to show that the art can be 
for it is only useful arts—arts which may be usied to advantage— that oau bi 
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made the subject of a patent. The language of the Htatute.i8 that *'auy person who 
has iu vented or discovered any new and useful art, machinei manufacture or compo- 
sition of mailer/' may obtain a patent therefor. Thus, an art— a procees— which is 
useful, is as much the subject of a patent, as a machine, manufacture, or composition 
of matter. ♦ * • 

But it is iusi.sted that the claim cannot be sustained, becau^ when the patent was 
issued liell had not, iu fact, completed his discovery. While it is conoeded that he 
w.'is acting on the right principle and had adopted the true theory, it is claimed that 
the discovery lacked that practical development which was necessary to make it 
patentable. In the language of counsel, 'Hhere was still work to be done, and work 
calling for the exercise of the utmost ingennity and calling for the very highest 
degree of practical invention." It is quite true that when Bell applied for his patent 
he had never actnally transmitted, telegraphically, spoken words so that they could 
be distinctly heard and understood at the receiving end of his line; but in his specifi- 
cation he did describe accurately and with admirable clearness his process — ^that is 
to say, the exact electrical condition that must be created to accomplish his purpose— 
and he also described with sn£9cient precision to enable one of ordinary skill in such 
matters to make it a form of apparatus which, if used in the way pointed out, would 
produce the required effect, receive the words, and carry them to and deliyer them 
at the appointed place. The particular instrument he had, and which he used in his 
experiments, did not, under the circumstances in which it was tried, reproduce the 
words spoken so tliat they could be clearly undurstood; but the proof is abundant, 
and of the most convincing character, that other instruments, carefully constructed 
and ma<le exactly in accordance with the specification, without any additions what- 
ever, have operated and will operate snccessfully. * " * 

The law does not reqiiire that a discoverer or inventor, in order to get a patent for 
a process, must have succeeded in bringing his art to the highest degree of perfec- 
tion. It is enough if he describes his method with sufficient clearness and precision 
to enable those skilled iu the matter to understand what the process is, and if he 
points out some practicable way of putting it into operation. * * * 

Surely a patent for such a discovei*y is not to be confined to the mere means he 
improvised to prove tlio reality of his conception. 

The conclusion justified by the authorities is that whether you call 
Westinghouse^s discovery, that ^^ quick action" may be accomplished 
by the cooperation of the main-pipe air and that from the car-reservoir, 
a process, or a mode of operation, yet if he was tlie first to disclose it 
and to describe a mechanical means to give practical effect to the 
invention, he mast be regarded as a pioneer inventor, and as entitled 
to protection against those who, availing themselves of the discovery, 
seek to justify themselves by pointing to mere differences in form in 
the mechanical devices used. 

Much stress was laid iu the argument on an alleged disclaimer by 
the patentee while the application was pending in the Patent OflBce, 
whereby it is said Westinghouse must be understood to have aban- 
doned the second claim, or, at any rate, to have consented that that 
claim should be interpreted by the courts as if it contained an auxiliary 
valve as a material element in the claim. 

There are cases, no doubt, in which it has been held that when a 
claimant has, under objection in the Patent Office, withdrawn certain 
claims, or has modified them by adding or striking out terms or phrases, 
and accepts a patent which does not grant the abandoned or unmodi- 
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fled claims, he cannot be heard to insist upon snch a constraction of 
fhe allowed claims as would cover what had been previously rejected. 
{Skepard v- Carrigan, 0. D., 1886, 116; 34 O. G., 1157; 116 U. 8., 693; 
Roemer y. Peddie, C. D., 1889, 686; 49 O. G., 2151 ; 132 U. 8., 313; Oorlin 
Lock Co. V. Ba^le Lock Co.^ C. D., 1893, 612 ; 65 O. G., 1066 ; 150 U. 8., 38.) 

An examination of the cited cases, however, will disclose, as I think, 
that tbey turned upon matters of construction. In other words, were 
cases where it was questionable what the patent, as actually granted, 
meant. In such cases, as in other oases of ambiguity, it may be allow- 
able to consult the application and file wrapper, and possibly written 
communications, which may throw light upon claims that are ambigu- 
ous or capable of different constructions. 

But where the claims allowed are not uncertain or ambiguous, the 
courts should be slow to permit their construction of a patent, actually 
granted and delivered, to be affected or controlled by alleged interlo- 
entions between the officers in the Patent Office and the claimant. 
No doubt, in proceedings to revoke or cancel a patent granted by inad- 
vertence or by fraudulent representations, it would be competent to 
show what had taken place in the Patent Office pending the applica- 
tion. But when we consider that often the employees in the Patent 
Office are inexperienced persons, and that the mass of the business is 
so vast that it is impossible for the Commissioner or the Chief Exam- 
iner to review it, except in a perftinctory way, it can be readily seen 
how dangerous it would be to modify or invalidate a patent, r^.lear 
and definite in its terms, by resorting to snch uncertain sourc^d of 
information. 

However this may be, I do not perceive that the matters alleged in 
the present case are entitled to any weight in the construction of the 
patent. Even if the letter of the claimant's att4>rney, written on Janu- 
ary 19, 1887, can be looked to as helping us to understand the meaning 
of a patent granted on March 29, 1887, it only appears to be imi argu- 
ment as to the meaning or legal effect of the language used in the 
claims, and does not amount to a withdrawal or modification of them. 

Accordingly the second claim of the patent is before us for construc- 
tion on its own terms, and, to avoid protracting this discussion, the 
opinion of Judge Morris in the Circuit Oourt is referred to and adopted 
as a souud constniction of that claim. (0. D., 1895, 283; 71 0. G., 298; 
66 Fed. Sep., 997.) Th;s claim is not, as I read it, open to the objection 
that it aims to patent a principle. It sets forth the discovery that by 
a cooperation of the air from the auxiliary reservoir and that from the 
main air-pipe,* the action of the brakes is quickened and the air vented 
from the main air-pipe directly to the brake-cylinder. 

But^ even if the second claim must, as argued in the opinion of the 
Court, be read, by reason of the letter of the claimant's attorney, as if 
itcalled for the auxiliary valve described in the first and fourth claims, 
and even if, when not so read, it can be regarded as void because simply 
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for a function or prinoiple, nevertheless the invention, as described ii 
the other claims and specification, is clearly set forth, and, under the 
evidence as to the state of the art, is entitled to be regarded as a pio- 
neer. Regarding the second claim as a mere statement of the idea or 
invention and the other claims as describing a form or combination of 
mechanism which embodies the invention and renders it operative, all 
the requisites of the law are sufficiently complied with. 

The only remaining question is that of the infringement, and that is 
readily disixMsed of. For it is conceded in the opinion of the majority 
of the Court that, if the patent in suit is entitled to a broad construc- 
tion as a pioneer, embodying a new mode of operation, not limited to 
the particular means described in the specification, then the defendant's 
device is an adoption of the idea or principle of the Westinghouse pat- 
ent with a mechanical equivalent or substitute for the auxiliary vadve. 

Ui)on the whole I am of the opinion that the decree of the Circuit 
Court of Appeals should be reversed and that the cause should be 
remanded with directions to restore the decree of the Circuit Court 

Mr. Justice Bbewbb concurred in the dissenting opinion. 

Mr. Justice Obay and Mr. Justice McEenna also dissented from the 
opinion and from the decision of the Court. 



[CottTt of Appeals of the District of Colambi*.] 
McCBEEBY r. COMMISSIONEB OF PATENTS. 

nmded Jpnl 4, 1898. 

83 O. G., 1210. 

Patrmtability>-St8tem of Vxntilation. 

A system of veotilation tbe novel fisatare of which consists in supplying omIi 
of tbe branch pipes leading into a room or compartment to be rentilated with 
nozzles composed of articulated sections of such construction that tbe current 
of air forced into the pipe may be discharged in any direction in the room by 
the adjustment of the nozsles, so thAt the incoming air may be more thoroughly 
agitated and commingled and drafts prevented, Held to )>e patentable over the 
systems of ventilation disclosed by patent to Brown, No. 182,746, and to Jenai- 
son, No. 177,847. 

Mr, Wm. H. Singleton for the appellant. 

Mr. W. A. Megraih for the Commissioner of Patents. 

Shepabd, J.: 

The appellant, Joseph McCreery, appeals from a decision of the 
Commissioner of Patents denying him a patent for an improved system 
of ventilation. 

There is an inlet for the introduction of the fresh outer air, with 
which is connected a blower that drives the air into the general supply- 
pipe. 
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The latter has branches rouDing into the apartments to be veutilatedy 
with as many outlets therein as desired. 

It is in the same manner adapted for ventilating cars, particularly 
those with compartments. The end of each of the branch pipes in a 
room or compartment is supplied with a nozzle comi)osed of articulated 
sections of such construction that the current of air may be discharged 
in any direction by their adjustment The incoming air may also be 
heated when desired. 

The object of sending the incoming air in diflerent directions is not 
only to more thoronghly agitate and commingle the air, but also and 
more particularly to accomplish this without creating drafts. 

Appellant has a patent for the combination of tiie induction and 
eduction pipes with the rotary fan for driving the air, issued June 5, 
1894. The improvement of the application under consideration consists 
in forcing the firesh air through the branch-pipe openings by means of 
the adjustable nozzles in different directions. By the different direc- 
tions of these currents, made to meet each other as desired, the object 
is to so diffuse the air as to prevent injurious drafts. 

A number of references were made in the Patent Office to anticipa- 
tions; but the two patents Anally relied upon are one to Aaron B. 
Brown, dated October 3, 1876, and another to Edward S. Jennison, 
dated May 23, 1876, the greatest weight being given to the latter. 

Having careftilly examined the specifications and claims of the fore- 
going imtents, we are constrained to differ from the Commissioner and 
to hold that neither anticipates the improvement of the appellant. 
The feature of the Brown patent particularly referred to is that by 
which the fresh air is admitted around the top of the room at different 
I)oints, thus giving a different direction to the currents. In a measure 
this is true and the incoming air is better diffused; but each aperture 
on one side of a room discharges at the same angle and their currents 
do not come in contact with each other. They are met merely by the 
currents coming from either side at a like invariable angle. Appellant 
overcomes this difficulty of Brown's system of fresh-air introduction 
by driving the air through the adjustable nozzles, whereby the a^acent 
currents can.be made to intermingle at any angle desired, and these 
may be changed at any time by resetting any one of the nozzles or 
shutting it off altogether. 

Moreover, a strong draft may be turned in the same way upon any 
particular part of the room, if so desired. 

The Jennison patent is for an improvement in car heaters and ven* 
tilators. The fresh air is driven through the heater by a fan and thenoe 
in a supply-pipe along the top of the cat. Openings at each seat or in 
each bei*th, if a sleeping-car, are provided, to which are attached rub- 
ber pipes. These hang down, and the warm air, or cold when the 
heater is not operated, is turned upon the bottom of the car in jets. 
If these pipes were not flexible and could not be moved, thegr weald 
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distribute the air at the same angle, but at the bottom instead of at the 
top, as in Brown's system. The pipes are, however, made flexible for 
the express purpose of permitting the passengers in the car to take 
them up and turn the air- current upon any part of their bodies while 
sitting upon a seat or lying in a berth. It is true the specification says 
that the distributing-pipes may be made of metal ; but it is evident that 
they must be so constructed as to admit of being lifted and used by the 
occupants of the seats and berths in the same manner as the rubber 
pipes of preferred use. No attempt is made to show how this might be 
accomplished. 

It is also true that when these pipes are caught up by passengers 
and held at different angles their currents will vary in direction to some 
extent, like those ejected from the branch pipes of appellant's system; 
but that is plainly not the purpose of their use, and no snch fiinotion 
as the creation of variable air-cnrrents for the end sought to be attained 
by appellant was in contemplation. The normal condition of these 
pipes as ventilators is perpendicular, with their currents discharging 
against the bottom or floor of the car. They are made flexible, not that 
their currents may be made to move in different directions, but that 
individual passengers may at convenience turn them upon their bodies 
for comfort or pleasure. It is only when used for this special purpose 
that they operate at all after the manner of appellant's branch pipes. 
As soon as released they resume their normal condition and operation. 

Orant that the difference between the inventions of Brown and Jen- 
nison and that of appellant may not be very great, it nevertheless seems 
to us one that is patentable. (In re Snyder y G. D., 1897, 254; 78 O. G., 
485; 10 App. D. 0., 140. 

For the reasons given the decision api>ealeil from is reversed, and 
this decision, with the proceedings in this court, will be certified to the 
Oommissioner of Patents. It is so ordered. 



(Court of Appeals of the District of ColnmbiA.] 

Hill v. Hodge. 

Decided ApHl t2, J898. 
83 O. G., 1211. 

1. Interfkrbngr— Patbntability of a Claim in thk Interfbrkmcb. 

The question of patentability of tlie claim in interfBienoe is not InTolyed is 
the interference. {B\9ty r. P0t9r9y C. D., 18^, 849; 71 0. G., 883; />*jr/e ▼. Jfe- 
RoherUy C. D., 1897, 418; 79 0. G., 1029.) After the interference shall bare been 
finally determined the question of patentability may be raised against the suo- 
cessfnl party. 

2. Same— Same— Party to the Qur8tiox of pATBXTABnjTY. 

When the interfereuco lias been detortnined and the question of patentability 
is before the Primary Examiner, the defeated party to the Interference has no 
other interest in the decision on pateutability than as one of the general public 
whose interests are under the protection of the Commissioner of Patents. 
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8. Samb— D18CLAIMBR— EsTOPFBL— CoMMiflsxoinui's Dbcibion Affibmzo. 

Hodge's evidence in respect of his conception of the inyention does not show 
an intention to disclaim and is not of a nature to estop him from claiming an 
inyention as broad as the issae. The decision of the Commissioner of Patents 
awarding priority to Hodge affirmed. 

4. Sams— Pbooucino Sfbois0— Right to Broad Claim. 

As a general proposition an inventor making any generic invention neeessarily 
produces some species of it, and the fact that he has never thought of other 
specific forms cannot deprive him of his right to a broad claim. The inventor 
may not regard his invention at the time it is produced as any broader than his 
specific form ; but the question for oonsideration is not as to his opiniony but is 
one of faet. 

Messrs. Raymond dk Omohundro for the appellant, 
Messrs. Oridley dk Hopkins for the appellee. 

Shepabb, J.: 

1. This is an interference proceeding involying priority in respect of 
certain claims of inyention of an *^ improvement in car-door gnides." 

As declared the interference embraced four issues, on each of which 
priority was awarded to the appellee, HodgCi by the Examiner of 
Interferences. 

On appeal to the Bxaminers-in-Ohief his decision was affirmed as to 
three of the issues and reversed as to the fourth. Hodge acquiesced 
in this decision^ and Hill did the same in respect of issue No. 2. His 
appeal to the Oommissioner was from the award of priority to Hodge 
as regards issues 1 and 3, which are defined as Ibllows: 

• 

1. The combination with a car and its door, of a bracket engaged by said door, an 
anchor secured to the side of the oar, and means whereby said anchor is concealed 
by said bracket and detaohably connected therewith. 

8. The combination with a car and its door, of an anchor, a bracket engaged by 
the door provided with a hood or pocket, and having a slot in the rear face thereof of 
le« widUi than the greatest width of the anchor and leading to said hood or ]M>cket 
whereby the bracket may be slidingly connected with the anchor and the latter 
eoneealed thereby. 

The Oommissioner having decided against him, both issues are 
involved in this appeal from his decision. 

2. AppeUant admits that if Hodge in fiEtct invented the subject- 
matter of the issues his claim to priority over himself is established by 
the evidence. 

But while admitting the superiority of Hodge's claim to his own as 
regards the subject-matter of issue No. 1 appellant denies his right to 
an award thereon, because, he says, that prior to Hodge^s conception a , 
device embodying the subject-matter thereof had gone into public use. 
There is some evidence in the record tending to show that before 
Hodge conceived the idea at all a car-door guide or bracket answering 
generally the description of the issue bad been made by one Leeds 
and had been used upon freight-cars of the Louisville and Nashville 
Bailroad. 
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The Oommissioner was right in refoaing to entertain the issue of 
patentability. That the question of patentability of the claim in inter- 
ference is not involved therein has been time and again decided. 
{Hisey v. Peters^ 0. D., 1895, 349; 71 O. O., 892; 6 App. D. O., 68, 71; 
Ihyle V. McRoherUj 0. D., 1897, 413; 79 O. O., 1029; 10 App. D. O., 445, 
467, and cases cited therein.) 

After this controversy shall have been determined the question of 
patentability may be raised in the Patent Office against the successfhl 
party. As a matter of tact the Oommissioner, though reAising to take 
cognizance of the issue of patentability, regarded the evidence of prior 
invention and public use by Leeds as sufficiently important to require 
him in rendering his decision to direct the Primary Examiner to inquire 
into and consider the question of • patentability when the matter shall 
again come before him. When that question shall be raised, Hill will 
have no other interest in its decision than as one of the general public 
whose interests are under the protection of the Oommissioner of Patents. 

3. The anchor of the combination of Hodge, as described in issue 
Ko. 3, is firmly fastened in the body of the car. When the bracket is 
connected by sliding the anchor into the pocket by means of the slot, 
it will remain fixed in its place. Hill's anchor is so constructed that 
after sliding into the pocket of the bracket the latter will rotate thereon^ 
except when withheld by the pressure of the closed car-door. 

It is admitted that the issue is not limited to a rotative or non- 
rotative engagement between bracket and anchor, but is broad enough 
to cover both. Hodge's actual construction is limited to the non- 
rotative engagement, and his evidence shows that he did not have in 
contemplation any other spedflc form thereof. It may be conceded 
that he did not conceive the idea of the rotative eugagement of tb% 
appellant's bracket and anchor. In respect of this the Oommissioner 
said: 

In wiitVifig any g«nerio inrention the inventor neceesarily prodnoes some speeies of 
it, and the fact that be has never thought of other specific forma cannot deprive him 
of his right to a broad claim. The inventor may not regard his invention at the 
time it is produced as any broader than his specific form, bat the question for con- 
sideration is not as to bis opinion, but is one of fact. 

There is no doubt of the correctness of this as a general proposition. 
{BoberU v. Ryer^ 0. D., 1876, 439; 10 O. G., 204; 91 U. S., 150, 167; SUno 
V. Chicago^ 0. D., 1882, 131 ; 21 O. G., 790; 104 U. S., 647, 650; MiUer v. 
Eagle Mfg. Oo., 0. D., 1894, 147; 66 O. G., 845; 151 U. 8., 186, 201.) 

4. The appellant admits the soundness of the foregoing proposition, 
but seeks to avoid its effect through the contention that Hodge has 
confined his claim of invention to the specific form of his device as oon- 
structed and has disclaimed the generic invention. It is not pretended 
that he has entered any formal or substantial disclaimer upon the files 
of the Patent Office; but the daim is that he has made it in his evi- 
denee in the case. 
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Passiiig by the qaestions whether the effect of a disclaimer can be 
attributed to the evidence of a party in a case like this for the benefit 
of his adversary or whether, in the same interest, he can be held 
estopped thereby, we agree with the Commissioner that Hodge's evi- 
dence in respect of his conception of the invention does not show an 
intention to disclaim and is not of a nature to estop him from claiming 
an invention as broad as the issue. 

It would serve no usefbl purpose to set forth and review that evi* 
dence. We entirely agree with the Commissioner that it shows noth- 
ing more than that Hodge when he conceived the invention and reduced 
it to practice had in mind nothing more than the non-rotative engage- 
ment of anchor and bracket. 

It follows that the decision appealed from must be affirmed. It is 
so ordered, and this decision, with the proceedings herein, as required 
by law, will be certified to the Oommissiouer of Patents. 



[Ooort of Appeala of the Distriot of Colvmbi*.] 

Denton v. OomassioNEB of Patents. 

Decided ApHl 4, 1898. 

83 O. G., 1347. 

1. RU88US— Abaxdonmbnt or iKVBxmoir— ScoFB or Claim. 

Where the claim aonght by reissue wm not as broad as the claim made in the 
original application and canceled, Held that this is of no consequence where 
the reissne olaim was included in the original claim. It is well-settled law that 
a velssne eauiot be allowed for the restoration of olauns onoe rojeeted and with- 
drawn. 

S. Baio— LnanHO Scope of Ci^im— ABAHnomisNT. 

Where an applicant for a reissue had amended and limited an original claim 
to a greater extent than was necessary, Held that such limitation may have beeu 
a mistake of judgm^i^t, bat it was certainly an abandonment of all that was 
contained in the original claim and which was not contained in the subsequent 
amendment. There can be no middle ground or retrogression to take back part 
of what has been abandoned any more than to take back the whole. 

JIfr. Fred L, Ckappell for the appellant. 

Mr. W. A. Megraih for the Commissioner of Patents. 

MOBBIS, J. : 

This is an appeal firom a decision of the Oommissioner of Patents 
reftising to the appellant the reissne of a patent granted for an improve- 
ment in sleeping-garments, which reissne was soaght in order to cover 
a broader claim than that contained in the specification annexed to the 
patent. 

It appears firom the record that on March 29, 1895, the appellant 
applied to the Patent Office for Letters Patent for an alleged improve- 
meat in sleeping-garments which he claimed to have devised, and which 
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consisted in the attachment of i)ockets to the lower portion uf soeli 
garments for the insertion therein of the feet of the wearer, so as 
to insore them against accidental uncovering of the bedclothes and 
also their protection in the event that the person had occasion to leave 
the bed and to walk about the room or house. The invention contem- 
plated the use of the device upon two classes of garments — the gown 
and the bifurcated garment composed of a combination of the night- 
shirt and night-drawers — and the original specification filed with the 
application contained six claims, which seem substantially to have been 
no more than six different ways of stating the same invention. Subiio- 
quently the applicant abandoned the claim with reference to the oom- 
bination-garment in view of the fact that iu this he had been anticipated 
by a previous patent issued to a previous inventor. In fact, by repeated 
modifications and emendations all the original claims were abandoned 
and others, reduced in number, were substituted in their place. Finally 
the specification was reduced to one claim, and for this a patent was 
allowed and issued to the applicant on July 2, 1895. This claim is in 
fhe following terms : 

A sleeping-garment oonaisting of a gown extending ttom the neck to the feet ot 
tiie wearer and having its lower portion provided with rerticai slits forming a front 
and a rear flap, and a pocket for one of the feet secnred on the inside of each flap 
near said slits as set forth and shown. 

The function of the slits, it may be noted, was for the purpose of 
securing freedom and facility of locomotion, as otherwise it would be 
as if one were incased iu a bag. 

By an instrument of writing, without date, but recorded in the 
Patent Office on October 2, 1896, the patentee assigned his rights under 
the patent to a company of which he was himself the principal stock* 
holder. Subsequently, on October 14, 1896, acting on behalf of his 
company, he made an application to the Patent Office for leave to sur- 
render the patent and for its reissue to him with modifications. The 
proposed modifications were to the effect that in addition to the claim 
in the specification annexed to the patent there should be a second 
claim inserted of a broader and more comprehensive character, which 
was stated to be comprised in the invention, but to have been omitted 
from the specification through inadvertence and mistake on the part of 
the applicant, and which was in the following terms, as set forth with 
the application for reissue : 

In a garment a gown adapted to extend to the feet of the wearer with fbot-pockets 
secnred to the bottom thereof and opening toward the inside of said gown, for the 
purpose specified. 

The substantial difference between this claun and that contained in 
the specification annexed to the patent, as will be noted, consists in 
this, that while the latter limits the invention to garments containing 
slits at the bottom the claim now proposed has no such limitation, and 
it is said that the invention itself has, in ikct, no snoh limitation. It 



DECISIONS OF V. 8. COURTS IN PATENT CA8E8. 485 

seems to have been discovered that the slits were not an essential ele- 
ment of the garment, and it may be presumed that the applicant's pat- 
ent had been evaded by the construction of garments without the slits. 

With the application for reissue was filed an aflSdavit by Denton to 
the effect that the patent was invalid and inoperative by reason of the 
defective specification and that the error arose through inadvertence 
and mistake on the part of the applicant, without any fhtuduleut inten- 
tion on his part, such error having been occasioned by the applicant's 
illness, ultimately resulting in his death, as appears from the record, 
on account of which he failed to communicate to his attorney the fiEtct 
that the improvement was applicable to other garments than those 
having slits at the bottom, and there were other affidavits also in sup- 
port of the application intended to support the theory of the appli- 
cant's inadvertence and to account for the delay in the application. 

The application for reissue was rejected by all the tribunals of the 
Patent Office, and from the final decision of the Oommissioner appeal 
has been taken to this court. 

The controversy before us has been very greatly narrowed by the 
elimination of several of the questions that were raised in the Patent 
Office. It is conceded on behalf of the appellant that all reasonable 
care was exercised in the prosecution of the application for a patent, 
and it is conceded that there was no inadvertence or mistake or error 
of any kind on the part of the applicant if substantially the same claim 
now made was included in the original application. The theory of the 
Patent Office is that there could have been no inadvertence or mistake 
if such claim had, in fact, been made and had subsequently been aban- 
doned or withdrawn, and that the withdrawal or abandonment, even 
though improvidently done, must be regarded as an error of judgmenty 
which would constitute no ground in law for a reissue of the patent. 
There is no controversy between the parties as to the law. It is con- 
ceded that the reissue of the patent should not be granted if the claim 
now sought to be incorporated in it was substantially made in the orig- 
inal application for the patent or in the coarse of the proceedings there- 
upon and was subsequently abandoned and the patent taken for the 
only claim contained in it. The appellant contends that no such claim 
was advanced or abandoned, and to the determination of this question 
the controversy has been reduced. In fact, the controversy may be 
regarded as being still further narrowed by the parties, for it is con- 
ceded — a concession of course made necessary by the record — ^that 
there were in the original specification two claims apparently broad 
enough to cover that which is now contended for. These are the 
following: 

A sleeping-garment havhig pockets in the lower portion thereof for the feet^ as 
•et forth and shown. 

A sleeping-garment extending from the neck to the feet of the woarer and pro* 
Tided with sleeves and with socks formed partly of blanks sewed to the lower enda 
•f thagaiiiia&t^ as tat forth. 
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It is claimed on behalf of the appellant that the Patent Office vir- 
tually sabstitutes the word ^^gown" for the word <^ garment" in these 
two claims and that it is error so to do, so that in the ultimate analysifl 
of the controversy the question to be determined is whether a claim for 
a << garment having pockets in the lower portion thereof for the feet" 
covers and includes a claim for ^<a gown having pockets in the lower 
portitMi thereof for the feet," and to our minds the answer to the ques- 
tion does not seem difficult The term '^garment" includes the term 
^^gown." This appears conclusively firom the very claim now sought to 
be established. The express words of it are, ^'In a garment, a gown 
adapted," etc. The claim originally made by the applicant is broader 
than that now made, but it includes this claim, and it is well-settled 
law that reissue cannot be allowed for the restoration of claims once 
rejected and withdrawn. The authorities are unanimous on this point 
and need not here be cited. 

That the claim sought in the reissue is not as broad as the original 
claim is of no consequence. It was included in it. When the appli- 
cant amended and limited that original claim, if he limited it to a 
greater extent than was necessary, such extreme limitation may have 
been a mistake of judgment; but it was certainly an abandonment of 
all that was contained in the original claim and which was not con- 
tained in the subsequent amendment. There can be no middle ground. 
There can be no retrogression to take back part of what has been 
abandoned any more than to take back the whole. 

It may be that it was a mistake on the part of the applicant to limit 
the invention to the extent only of the claim contained in the speciA- 
cation annexed to the patent; but with this of course we have nothing 
to do here. The only question for us is whether the claim now put for- 
ward on his behalf was so far contained in his original claims that 
were abandoned by him as to be itself thereby necessarily abandoned, 
and this we must answer in the affirmative, for the abandonment of 
the whole necessarily implies and involves the abandonment of all the 
parts except such as are expressly and speciflcally retained. 

Being of this opinion, we are constrained to affirm the decision of 
the Commissioner of Patents in the premises. 

This opinion and the proceedings in the cause in this court will be 
oertifled to the Oommiasioner for record in his Office, according to law. 
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[Court of AppoUfl of tho District of OohnMa.] 

Dickey v. Fi^smjxa. 

Decided ApHl 4, 1898. 

83 O. O., 1348. 

Uitbrfsrsncb^Prioritt. 

After reyiewing the testimony, Held thmt the explanation of Diokey as to 
delay in applying for a patent, while plaoslble, wm not satit&otory ; bat the 
proofs show that he was the first inventor, and priority awarded to him over 
the patentee, Fleming. 

Mr. A. 0. Townsend for the appellant. 
Mr, Frederic Oarragan for the appellee* 

Shbpabd, J.: 

This is an appeal firom a decision of tbe Oommissioner of Patents in 
an interference proceeding involving the following issues: 

1. A dynamo-hmsh consisting of successive layers of wire-gaoze formed into the 
desired shape, and then compacted by pressure. 

2. A dynamo-brush consisting of successive layers of wire-gauze in which the 
wires are disposed diagonally to the length of the brush, compacted together by 
pressure. 

The appellee, Fleming, filed his application November 13, 1893, and 
obtained a patent January 30, 1894. The appellant, Dickey, filed his 
application December 4, 1894, and the interference was soon after 
declared. 

Fleming claims to have invented the bmsh of the two issues about 
December, 1891, and to have reduced to practice in March, 1892. 
Dickey alleges invention about the last of December, 1892, and reduc- 
tion to practice from January to March, 1893. 

The Examiner of Interferences decided in favor of Fleming, and on 
appeal was reversed by the Examiners-in-Ghief. They in turn were 
reversed by the Commissioner, and final award of priority was made 
to Fleming. 

The question is one of fact, and there is quite a conflict in the 
evidence. 

After careful examination of the evidence and the views in respect 
of its credibility and weight, set out at length in the separate opinions 
of the tribunals of the Patent Office, our conclusion is with the Exam- 
iners-in-Ghief, that Dickey is entitled to the award of priority. 

Ooncurring generally in the views expressed by them, no useful pur- 
pose would be subserved by an elaborate review of the voluminous 
evidence. We shall content ourselves, therefore, by referring to the 
opinion of the Examinersin-Ghief, with some additional comments 
more ftilly explaining the grounds of our conelusion. 
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Fleming was an expert electrician or electrical engineer and was the 
general manager and agent of a partnership called the ^^Intematioual 
Supply Co.'' daring 1891, 1892, and part of 1893. This company dis- 
solved and was succeeded in March, 1893, by a corporation called the 
^< International Trading and Electrical Company," of which Fleming, 
who was an incorporator also, became manager and agent. Having 
some difference with his associates, he retired about the last of March, 
1894, and contracted for the sale of his brushes with the Manhattan 
General Construction Company. 

Dickey was a skilled mechanic who made a specialty of electrical 
work. He contracted with the Supply Co. in 1892 for work on jobs, and 
soon after moved into a machine-shop owned by one Herkner, who was 
the financial '< backer" of that company. There he remained, working 
for that company, its successor, and the Manhattan Company, antO 
August 31, 1894. 

During that time those companies paid for his room in the shop and 
use of machinery, furnished materials, and paid him by the piece, he 
fbmishing his own help. 

All orders and materials came to him from the company through 
Fleming. His dealings were with Fleming, and he followed the lattei's 
fortunes when he changed to the Manhattan Company and continued 
to make the brushes upon similar terms. 

While Dickey was so employed in March, 1893, he unquestionably 
made his first brushes of the kind described in the second issue. About 
January 1, 1893, Fleming came to him with an order for some brashes 
to be furnished the navy-yard at Brooklyn. He produced a sample 
brush made of a wire bundle or wire-gauze and solid metal. Dickey 
said that he found he could stiffen the brush by compressing the folds 
of gauze and dispense with the solid metal, which was for stiffening 
merely. He without doubt made the brushes to the number ordered 
in this manner. They were received and put in use on several Govern* 
ment vessels. They were better than the sample, but still objection* 
able on account of stif&iess. 

About March, 1893, Dickey claims to have discovered the construc- 
tion of the second issue. Instead of rolling the wire-gauze straight, as 
before, he cut it diagonally in strips and then rolled it. When com- 
pressed, it was found that the objectionable stif&iess of the first had 
disappeared. It is certain that Dickey had not before seen a brush 
constructed in either of the above ways, for Fleming admits that the 
sample given to Dickey was substantially as described. 

Notwithstanding the patent to Fleming, applied for long after this 
date, this evidence would give priority to Dickey unless it appears 
either that Fleming furnished him the idea or that Fleming actually 
invented and reduced to practice in April, 1892, as he claims. 

Fleming in giving evidence said that some time late in 1891 he pro- 
"luced a wire-cloth brush of Ibreign construction on some one of the 
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Atlantic Bteamers. The folds were not compressed, but were held 
together by stitches of strong copper wire; that he conceived the idea 
of improving by compressing and took the brash to the shop of one 
Beinert, who was a repairer of electrical machinery; that after some 
trials in compressing the gaoze cat straight he discovered the great 
advantage in catting diagonally before rolling or folding. The com* 
pressing was first done with the aid of a wooden box and a vise and 
damps, which is the same process ased by Dickey until he resorted to 
a hydranlic press; that sixteen of these improved brashes were sent to 
the electrician of the steamship City of Paris on or before April 6, 1892, 
for trial on its oatward passage. 

It apx)ear8 that Beinert had two assistants — a man and a boy — in the 
shop at the time. These were called as witnesses by Dickey. They 
neither saw nor heard of these brashes, the construction of which was 
public, according to Beinert, and occupied some time. Assistance in 
making them, while probably not necessary, must have been desirable. 
Fleming, who testified to difiicnlty in procuring the wire-gauze, was 
unable to tell where or from whom he purchased it. He had no memo- 
randum, bill, or receipt. There was no entry in the books of his com* 
imny showing purchase of goods, expense of manufacture, or receipt 
or delivery of the brushes from or to any one. He accounts for the 
absence of charge against the ship by saying that they were experi- 
mental and for his benefit. Beinert corroboratei. Fleming in re8];)ect 
of the manufiEMsture of the brushes, which, he says, were delivered by 
him to the company at its office. His books had been burned and he 
had no memorandum of the transaction; said that he sent a bill to the 
company for the work, received pay, and gave a receipt. No such 
receipt was produced, nor was search made for it Fleming said that 
in moving offices he had destroyed a number of such papers, and, fur- 
ther, that the company's books had been badly kept. 

Again, no brush of this new construction was preserved by Fleming 
or Beinert, and hence, as we have seen, Fleming had to furnish Dickey 
a sample of general likeness to that which he had shown to Beinert. 

It is true that the two electricians of the City of Paris testified to 
the receipt of the brushes aforesaid on board of that ship in April, 
1892; but the sales-books of the International Electric Company show 
the deliveiy of brushes made by Dickey to that ship on April 8, 1893, 
and none prior thereto. Following that date are similar entries of 
sales to the Paris and sister ships. The two electricians could refer 
to nothing which would certainly establish the date given by them, 
and without reflecting upon their integrity it is at least not improbable 
that they made a mistake of a year in the date. 

Considering, however, the burden that is upon him who claims pri- 
ority over a patentee whose date of issue is prior to his own applicatiooi 
the foregoing evidence is such that we would not disturb the decision 
in &vor of Fleming were it not for certain circumstances connected 
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with the sabsequent mannfactiire by Dickey with which it caDnot be 
reconciled. 

Having, strangely, preserved no sample of the new constraction by 
Beinerty Fleming says that upon procoring the navy-yard order he 
ftamished Dickey the wire-gauze with which to All it, and a sample 
brash, as before described, and directed him how to cat and compress 
the wire as Beinert had done. Now, certainly, if Fleming had made 
snch a brash and sent it for trial to the Oitjf of PariSj April 6, 1892, 
as daimed, there had been ample time for the satisfactory test which 
he says the electricians of that ship made and reported. Knowing it 
to be snocessftil, he woald no doubt have described it to Dickey and 
directed him to finish his order in the same way. The construction is 
so simple that Fleming himself says an ordinary mechanic could readily 
understand and accomplish it. Dickey was certainly too good a 
mechanic not to understand it if explained to him in a general way. 
Yet, notwithstanding the statement of Fleming that he gave such 
explanation and instruction, the fact is proved beyond doubt that the 
wire-gauze brushes made by Dickey, sent to the navy-yard, and accepted 
there were not rolled from material cut diagonally at all. Grant that 
Fleming may have suggested to Dickey the idea of compressing the 
folds, still if he had pointed out and directed the far greater improve- 
ment in the cutting and folding of the wire-gauze it is not reasonable 
to believe that Dickey would either misunderstand or refuse to obey. 
The brushes as first made were accepted by the navy-yard officers, and 
Fleming made no suggestion to Dickey or any one else of the failure 
to follow his instructions in respect of this last improvement. 

Shortly after the delivery of the next set of brushes in March, which 
Dickey had made after the plan of the second issue, Fleming called 
the attention of the navy-yard electrician to this improvement. Fleming 
said to him : 

I have had an improvement made on these braahee, which is, having them oat on 
the bias, making the brash more pliable— 

and asked him what he thought of it. There was not one word of the 
earlier date of invention or of the experiment made with it upon the 
Paris nearly a year before. Evidently the remark made created and 
was calculated to create the impression that the improvement had been 
discovered during or since the construction of the lot delivered in 
January and February, 1893. 

A circumstance against Dickey is his long delay in applying tor a 
patent even after learning that Fleming claimed the invention. His 
explanation is that he was not familiar with the patent law and was 
poor; that he understood firom Fleming that he was to be interested in 
the patent and was content to share with him, and that he was doing 
aU the work on satisfactory terms. As we have seen, he did all the 
WGtk on Fleming's oiders^ and when Fleming went to the itfa-nhfiitt^m 
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Oompany he followed him there and contiuued to make all the brashes 
unto they had a misunderstanding, about August 31, 1894. Dickey's 
own words are: 

So long aa I was connected in the business with lir. Fleming I hiKl hopes that he 
would rectify the matter and give me my rights. I had no money myself to carry 
on any proceedings, bat after Mr. Fleming had seen fit to throw me out of the bnsi- 
nesH entirely, or at least tried to do so, I at once made it a point io find some one 
who was willing to take up the case with me and furnish the money to carry it to a 
point where I could obtain my rights. 

The explanation is plausible, though not satisfactory. Turning to 
Fleming and considering all the surrounding circumstances, his delay 
is hardly so well accounted for, if he in fact made the invention at the 
date claimed, and that date he cannot depart from. He was not igno- 
rant of the value of a patent or of the steps necessary to procure it. 
His reasons for not applying earlier than November 13, 1893, are that 
he wanted to thoroughly satisfy himself as to the behavior of the 
brushes ftimished the City of Paris for trial in April, 1892; that he did 
not at the time know that there would be a demand justifying the 
exjiense, and that he was mach occupied with other work. 

The first reason is not at all satisfactory, for if true that the experi- 
mental brushes were delivered to the Paris in April, 1892, there had 
been ample time for their complete test before he gr^ve Dickey the 
navy -yard order to fill. 

The second reason is quite plausible, but under the circumstances 
applies more strongly in favor of Dickey's delay than his own. Dickey 
had no means and easily filled all the orders taken by Fleming. Flem- 
ing, however, had the money, and, in fact, when he did apply paid the 
fees with the funds of the company, with which he was still employed. 

The third reason is of no practical importance. 

During the conversation before referred to between Fleming and the 
navy-yard electrician concerning the improvement in the brush the 
latter remarked that no doubt he would soon be getting a patent. 
Fleming laughed and walked away. Returning two weeks later, he 
handed the electrician his card with a drawing of the brush and the 
words <<The Fleming patent wire-gauze brush." In the opinion of the 
Commissioner stress is laid on tlie fact that Fleming had advertised his 
invention. The above is the only evidence of advertisement that we 
have found in the record. No one else saw this card, and if its exhibi- 
tion to the witness was really in or about March, 1893, it was about six 
months before a patent was even applied for. 

For the reasons given the decision will be reversed, and this decision, 
with the proceedings herein, will be certified to the Commissioner of 
Patents, as required by law. It is so ordered. 
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[Court of Appeals of the District of Colmnbift.] 
MOOOBMIGK V. OlEAL. 

Decided February £4, 1898. 
8S O. G., 1514. 

1. iNTKRFEBBlfCB— PROTIHG DaTRS— RbFRBSHIKO MkMORT BT DoCUinEMTS— PRO- 
DUCINO DOOUMBNTS. 

It is not neoessary that docnmeiita £rom which a witneas may have refreshed 
his memory aa to dates be produced at the examination ; bat the failure to do so 
woald often cause the facts to be regarded as of little weight. When prodaced 
and used to assist the memory, they need not be offered as evidence, and in a 
minority of instances they would be inadmissible if offered. 

2. Samb— Reduction to Puacticb— Drawdtos. 

Perfected drawings showing an invention cannot be regarded as a redaction 
to practice of the invention. 

8. Samb— Samb— DiUGBMCB. 

The question of diligence cannot be determined by any general rale applica- 
ble to all cases, but necessarily dep«nds upon the special circumstances of each 
case as it arises. 

4. Samb— DiLiGENCB— Priority. 

deal's conception and reduction to practice is the date of his application, 
July 6, 1894. McCormick prepared two applications for patent in February, 
1894. One he filed on March 5, 1894, for what is called '^ machine No. 4." The 
other application, the one involved in this interference, under which "machine 
No. 3" had been begun but laid aside for No. 4, was not filed until October 6» 
1894. On April 8, 1894, he began ''machine No. 5,'^ which contained the locking 
mechanism of No. 4 and differs from the mechanism of the issue merely in the 
time of the operation of the two sets of keys, in the issue the department-key 
being first pressed and the cash-key thereby nnlocked, while in machines Nos. 
4 and 5 the cash-keys are first pressed and the department-keys thereby unlocked. 
HM that machine No. 8 fell short of being a redaction to practice; but as. 
Judging by McCormick's actions, he neither saw the superiority of one mode of 
operation over the other at the time he was working on the machines nor appre- 
hended that there was a substantial difference between the functions of the 
mechanism in merely reversing the time of the locking action upon the distinct 
sets of keys, the locking device being the important improvement, and he appre- 
ciating its value, though he may have been mistaken as to the most advanta- 
geous mode of its operation and may also for a time have supposed that it was 
the same invention when operated reversely, also Held that under such circum- 
stances what McCormick was doing during the eight months from the date of 
preparing his application to the filing of it in the Patent Ofllce was not unreft> 
sonable delay, and priority awarded to him over Cleal. 

Messrs. StaXey & Shepherd for the appellant. 
Mr. Edward Rector for the appellee. 

Bhepa&d, J.: 

1. This is an interference proceeding in the matter of an improvement 
in department cash-registers, and the controversy is on the following 
issue: 

In a cash-register, the combination of a series of numbered keys representing dif- 
forent amounts, a series of special keys, and locking means controlled by the special 
Veys to prevent operation of the numbered keys until a special key has ISeao 

iperated. 
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The object of the ^^d^artment" eaBh-register is to preserve in a sin- 
gle machine distinct and separate records of the sales of different 
classes of articles. For example, in a drag-store there may be special 
departments, say, of ditigs, of soda-water, cigars, etc. 

Registers called << department-machines" were old when the invention 
in controversy was made. In these there were provided separate reg- 
istering mechanisms for each department, which were operated by spe- 
cial keys appropriately labeled. There is one set of nnmbered keys 
called <^ cash-keys.'' In order to register a sale iu the proper depart- 
ment, it is necessary that the register assigned thereto shall be thrown 
into codperation with the cash-keys before the registration can take 
place. If, therefore, a department-register is not thrown into coopera- 
tion, as aforesaid, the amount of the sale expressed on the cash-key 
will not be added upon the same, and so, the cash-keys being free to 
operate whenever pressed, if at the end of an operation of the machine 
any one of the department-registers shall be left in position to cooper- 
ate with the cash-keys the registration will take place therein, whether 
it be the appropriate one or not. 

2. The improvement in the invention in controversy consists in the 
introduction of a locking device between the different sets of keys, 
whereby the operation of the cash-keys is prevented until the special 
department-register has been thrown into cooperation. The cash-keys 
are normally locked and can only be operated when a department-key 
is pressed and the register thrown into cooperation. There is a con- 
nection between the locking device and the department-keys by which 
the latter in moving the register unlock the cash-keys and thus i)ermit 
of their operation. 

3. The applications for patents for this improvement out of which the 
interference grew were filed three months apart. The first was filed by 
appellee, Joseph P. Oleal, July 6, 1894 ; the second by the appellant, 
John H. McOormick, October 6, ISM. Oleal's application is a construct- 
iye reduction to practice and must be taken also as the date of his con- 
ception, because he has introduced no evidence in respect thereof 
McOormick, being the junior applicant, had the burden of showing con- 
eeption before Oleal's date of filing, together with reduction to practice, 
er such diligence in following up his conception as will support his right 
iMinded thereon. 

4. The Examiner of Interferences and the Examiners-in-Ohief on 
appeal from him awarded priority to McOormick on the ground that he 
was the first to conceive and had not been wanting in diligence in 
reduction to practice. 

The Commissioner reversed the decision of the Examinersin-Ohief 
and awarded priority to Oleal. He was of the opinion, first, that 
MoGormick's evidence of conception was not satis&ctory, and, second, 
lliat had he conceived as alleged he would have lost his right fi»r lack 
of dfligence in reduction to practice. 
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MoGormick had been at work upon cash-registers since 1892 aftd 
claims to have conceived the idea of the locking device of the issue in 
or about October, 1893. He claims that he explained it to others in 
December, 1893, and made drawings illustrating it about the same time. 

The doubt of the Oommissioner in respect of this claim of invention 
is founded on the evidence concerning these first drawings, called 1 
and 2. These illustrate several features of complicated department- 
machines. No. 2 is in ink and pencil. The part in ink is said to have 
been traced fVom or after No. 1. The part in ink does not show the 
detail of the subject-matter of the controversy at all. That appears in 
a ];)encil sketch added to the ink drawing sometime after its execution. 
Appellant's witnesses did not explain when this pencil sketch was added 
and they were not cross-examined with regard to it. Those witnesses 
were not contradicted or impeached. Giving them credence, as we 
must, the testimony is overwhelming that this detail was in drawing 
No. 2 in February, when the drawings were made for use in the Patent 
Office and the specifications were prepared in the office of appellant's 
solicitor. These latter dates were fixed with certainty by the drafts- 
man, by a mechanic who worked on the McOormiok machines, two 
stenographers, and the solicitor, as well as by McOormick himselC 
Dates were fixed by the solicitor's office records and the note-books of 
the two stenographers. The mechanic assisted his memory by a 
receipted bill for certain patterns made for his use, and the draftsman 
testified to referring to drawing No. 2 in preparing the drawings and 
identified two ^^blue-prints" made at the time as copies thereof. The 
note-books, records, bill, and blue prints were not offered in evidence^ 
and for that reason the Commissioner was of the opinion that the proof 
of dates by reference to them should be disregarded. This view is' 
clearly erroneous. It is not even necessary that documents fh>m which 
a witness may have refreshed his memory be produced at the examina- 
tion ; but the fUlure to do so would often cause the evidence to be 
regarded as of little weight. When produced and used to assist the 
memory, they need not be offered as evidence, and in the majority of 
instances they would be inadmissible if offered. (1 Oreenl. Ev., sec. 
437; Comm(mtO0althY.Fordjl3OilLMB.^MjM; White Y.Tuokerj 9 lowtk^ 
100.) 

The documents referred to by the witnesses were all produced, as the 
record shows. Oounsel for the apx>ellee had an opportunity to inspect 
them and to cross-examine the witnesses in i*espect of them. He did 
not cross-examine, and it does not appear that he insi^ected the instru- 
ments; but the record does not show that he off<Bred or asked leave to 
do so. So far as that shows any action by him it is that he objected to 
the reference to them on the ground that they were secondary evidence. 
We cannot indulge any other presumption from his condnct than that 
he was at the time satisfied in respect of the genuineness of the records 
Mid of their dates. 
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On this isaae our conclasion neoeBsarily is that McCk>rmick conceived 
the idea of the invention in controversy, commanicated it to otherSi 
and made a satisfactory drawing illostrating it as early at least aa 
Febmary, 1894. 

5. Appellant's claim that the perfected drawings showing forth his 
invention mast be regarded as a redaction to practice is inadmissible. 
Unless he can show an actnal redaction to practice or diligent endeavor 
to that end commencing before his rival's application was filed and con- 
tinning to the date of filing his own the decision mast be against him. 

It appears from the evidence that McOormick did not make a machine 
embodying this particalar detail before GleaPs date of application. He 
worked on a machine which is called '< machine No. 3" in the testimony; 
bat he did not make and attach the locking device thereto. The con- 
stractipn admitted of the attachment and seems to have been made 
with that view. Machine No. 3, then, was not a redaction to practice. 
Of his two sets of specifications made in Febmary, 1894, for applica- 
tions for patents he filed one on March 5, 1894, for what is called his 
«< machine No. 4," npon which he has obtained a patent. The specifi- 
cations nnder which No. 3 had been began are those contained in the 
application in interference, which, as we have seen, was not filed antil 
October 6, 1894. '^ Machine No. 5" was began by McOormick in April, 
1894, and finished some time daring the summer. This differed from 
No. 4 in the mechanism of the drawer in respect of its action in open- 
ing and closing and in some other details not affecting the matter at 
issue. Both had the same locking device, however, operating in the 
same way. In each the department-key^ are normally locked, and the 
cash-keys are free. The operation is first to press iu the cash-key. 
This does not register, bat sets the machine so that when a department- 
key is pressed the registration takes place. 
• In the issae of the interference the specific description ii 



A looking means eontroUed by the special keys to prevent operation of the numbered 
keys until a special key bas been operated. 

This means a mechanism whereby the cash-keys are kept locked 
nntil the department-key is pressed in. Here the department or 
special key sets the machine for registration and nnlocks or releases 
the cash or numbered keys, so that when pressed in the desired regis- 
tration is accomplished. 

It appears that the locking mechanism of the issae aforesaid and 
those of machines 4 and 5 are alike. They differ merely in the time of 
the operation of the two sets of keys. The operation of one is simply 
reversed in the other. In the former the department-key is first 
pressed, and the cash-keys are thereby anlocked. In the latter the 
cash-keys are first pressed, and the department-key is thereby nnlocked. 
The change in the time of the operation is by a process requiring 
noibing more than ordinary mechanical skill. The locking of the 
keys is aeoompUshed by means of a hook attached to a rod, and the 
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change in the time is worked by a change of the hook. If this hook 
engages at the bottom, the keys are locked before the operation; if at 
the top, they are locked afterward. 

Notwithstanding the conditions shown above, each tribunal of the 
Patent Office agreed in holding that on account of the state of the art 
and the terms of the applications — 

the words of the issae, [aa said by the Commissioner,] instead of being a mere state- 
ment of function, are a specific limitation of the claim to means to control the num- 
bered keys until the special key is operated. 

We are not satisfied of the correctness of this view, but will pass 
the point, because its determination is not necessary in our view of the 
question of diligence. There was no testimony from the mechanical 
experts on the point beyond that of McOormick himself^ and to go into 
the question would inyolve the consumption of much space in the dis- 
cussion of the descriptions contained in the elaborate specifications of 
each application. 

6. This brings us to the consideration of the final question: Did Mc- 
Oormick lose the advantage of his earlier conception through lack of 
diligence in reduction to practice before his rivaFs application was 
filed T This question of diligence cannot be determined by any general 
rule applicable to all cases. It necessarily depends upon the special 
circumstances of each case as it arises. Now if we had nothing else in 
the case than the fact that McOormick made the invention and had 
his drawings and specifications prepared as early as February 20, 1894^ 
and yet withheld them from the Patent Office for about eight months, 
we would be compelled to decide against him, for no ample excuse for 
delay can be found in the situation and conditions of the parties or the 
business engagements of their solicitor apart from other considera- 
tions. {Dodge y. Fowler j anUj 320; 82 O. O., 595.) 

In our opinion, however, there are other important considerations 
that tend to excuse the delay. 

As we have seen, McOormick began with sufficient promptness the 
construction of his machine TSo. 3, with the intent to apply therein the 
locking device of his drawing No. 2 in the very manner described in 
the issue. This fell short of being a reduction to practice, because he 
did not in fact apply the mechanism thereto. He had also worked on 
machine No. 4, and the Patent Office drawings were drawn therefor and 
the application was speedily filed. In the meantime No. 3 was laid 
aside for No. 4, which contained some additions resi>ecting the opera- 
tion of the machinery of the registers in connection with the cash- 
drawer that were novel and supposed to be valuable. Beversing the 
iftction of the locking mechanism between the keys from that contem- 
plated in the proposed construction of No. 3 was caused by the changes 
in the aforesaid action of the registering machinery in cooperation with 
the drawer. Part of the machinery used in No. 4 was taken off and 
used in machine No. 5, which was supposed to improve thereon in soma 
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dight partioalan. The operation of the looking machinery was the 
same in No. 6 as in No. 4 and for the same reason. 

Oonceding, as we have done^ that there may be a snbstantial differ- 
enpe of means in the different times of the operation of the locking 
device npon the cash-keys as carried ont in machines 4 and 5 and in 
the machine of the issue, and conceding, further, that the latter mode 
of operation is superior, yet it does not appear that this superiority was 
then apparent. 

Judging by the action of McOormiok we may oonceiYe that he neither 
saw the superiority of one mode of operation over the other at the time 
nor apprehended that there was a substantial difference between the 
ftinctions of the mechanism in merely reversing the time of the locking 
action upon the distinct sets of keys. He was certainly diligent in 
constructing and perfecting his machine along the line of its then 
apparent importance to him. The locking -device was the important 
improvement. He appreciated its .value, though he may have been 
mistaken as to the most advantageous mode of its operation, and may 
also have for a time supposed that it was the same invention when 
operating reversely. 

In the light of these circumstances we cannot regard his delay as 
inexcusable. It would be unjust to do so. Some reasonable indulgence 
where lapse of time only is in the way ought to be extended to an 
inventor who was thus engaged in perfecting and attempting to bring 
out all of the merits of his invention. 

For the reasons given we are of the opinion that priority should be 
awarded to the appellant. 

The decision appealed from will therefore be reversed, and the pro- 
ceedings and decision of this court will be certified to the Commissioner 
of Patents, as required by law. It is so ordered. 



[Saprame Court of the United Statee.] 

HuBBSLL V. The United States. 

Decided May SI, 1898. 
83 O. O., 1661. 

SaooHD Smi^Ras Adjudicata— Estoppbl. 

Claimant filed a petition in the Court of Claims for royalty npon oartridgea 
and primers alleged to have been manufaotored by the United States under his 
patent. The petition was dismisAod. A motion for new trial was filed by 
claimant and was also dismissed. Application for appeal was filed ; but appeal 
was not allowed. A second petition was filed after the first petition had been 
dismissed and was based upon the same patent inyolved In the first petition. 
This petition was also dismissed by the Court of Claims. Appeal from this 
Judgment was taken to the Supreme Court. The defense was that, of re$ adju- 
dimUk, HM that even if a somewhat different theory or state of fiscts were 
12782 32 
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developed npon the trial of the second petition the Judgment in the fbnner 
petition would not operate the less ae an eetoppel, since the pat^itee oannot 
bring snit against an inflringer npon a certain state of facts and after a dis- 
missal of his action bring another snit against the same party npon the same 
state of facts and recoyer upon a different theory. The Judgment in the first 
action is a complete estopi>el in fayor of the successful party in a subsequent 
action upon the same state of fsots. (Walk, on Pats., sec. 468; DwhoUe y. BMl- 
way Co., 5 Fish., 200; BradUyMfg. Co. y. EagU Mfg. Co., C. D., ]891» 121; 08 O. a, 
816; 57 Fed. Rep., 089.) 

Appeal from the Oonrt of Olaims. 

Mr. George 8. Boutwdlj Mr. F. P. Detcees^ and Mr. W. W. Hubhell for 
the api)ellant. 

Mr. Oharles 0. Binney and Assistant Attomey-Oeneral Pradt for the 
appellee. 

STATEMENT OF THE CASE. 

This was an appeal from a judgment of the Oonrt of ClaimB dismiss- 
ing the petition of William Wheeler Hubbell, who, as patentee of an 
'improvement in cartridges," claimed that the United States had 
manufactured and used cartridges covered by his patent under an 
implied contract to pay a reasonable royalty therefor. 

The i>etition contained, among others, the following allegations: 
That— 

yonr petitioner is the first and original inventor of an iraprovoxnent in cartridges, 
for which LetterH Patent of the Unitcil States \vero granted to him in due form of 
law, and, according to law, dated and issued tho. 18tii day of February, A. D., 1879, 
Testing in him the exclusive right to make, vend and ukc the Hai^e for seventeen 
years from the date thereof. 

Yonr petitioner has pending a snit for compensation np to Afarch 31, 1883, ca8<^ No. 
13,793, in the C'onrt of Claims, and has never sued any officer nor bronght any other 
suit than that before this present petition. 

Your petitioner prays for an account of the full and entire number of the said 
cartridges made or usi'd by thu defendant, its officers or employees in its service, or 
for diHtribution to the States, since the said March 31, 1883, to be separately stated 
when ordered, and for leave to make the same a part of this petition when precisely 
ascertained by amendment. 

Yonr petitioner further claims a just compensation for the making or nse by the 
defendant, its authorized oiflcers or- employees, for its service, of his said patented 
invention of cartridge, to wit: he claims the sum of one hundred and ten thonsand 
dollars due to him on this behalf by the United States from the 31st March, 1888, np 
to May 31, 1888. 

And he prays for Judgment for all making or nse of his said patented invention 
from the said Slst March, 1883, to said 31st May, 1888, by the defendant, its author- 
ised officers or employees in its service, or on its behalf, in pnrsnanoe of Iaw, in the 
sum of one hundred and ten thousand dollars, with leave to amend hia petition 
in this behalf when the precise nnmbers have been duly reported by the proper 
departments of the United States. 

Ui)on the trial of this case the Gonrt of Olaims made, among others, 
the following finding: 

The facts in this case are the facts already found in case No. 13,798, beftweea the 
■nmA narties as to the same subject-matter, except as to the time sinee the begtiiBiaf 
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dTtha oilMr Mtion, duing wUdi tlnMy to wit» from the b^^ 
to the iMginning of this ootioiiy the GoTemmont nuuiafaotiired cartridget of tiio 
Mme form and kind aa thoee deacribed in theao findinga, known aa the "reloading- 
oartridge/' in whioh aaid caae No. 13,793 the following prooeedinga were hftd and 
the following &cta were found, which fiMta are now found herein and are hereto 
annexed, aa foUowa, to and including finding VIIL 

The IXfh finding is as follows: 

The following are, in aabetanoe, the psooeedingB hnd in oaae No. 13»793 between 
the same partiea : 

Aprlll9,18S3. Petition filed. 

Ifay 18^ 1883. Amendment to petition filed by allowanoe of Judge at ohamben. 

June4^1888. Tmverae filed. 

July 25, 1883. Amendment to petition filed and allowed. 

October 2, 1884. Amendment to petition filed and allowed. 

December 15, 1884. Amendment to petition allowed. 

January 10, 1885. Claimant's requeeta for ^Mta and brief filed. 

April 9, 1885. Additional brief for claimant filed. 

April 13, 1885. DefendanVs reqneata for Ikcta and brief filed. 

April 16, 1885. Argued and submitted. 

April 16, 1885. Claimant's brief of argument filed. 

April 20, 1885. Waiver filed by claimant. 

June 1, 1885. Dafia, J., filed the opinion of the conrt. Petition diamiaaed. 
Findings of &ct filed. 

Augnat 14, 1885» Motions for new trial, amendment of findinga and for reversal 
of Judgment filed by claimant. 

August 21, 1885. Application for appeal filed by claimant. 

December 14, 1885. Motion of claimant for new trial overruled, with leave to 
aubmit to the couaideration of the court. Findinga II, III, IV amended in the form 
requested by elaimant In hia motion, subjeot to objection of the dafendant to their 
allowance. 

October 8, 1886. Claimant's request for findings of fkct filed under order of court. 

March 15, 1887. Requests, etc., of October 8, 1886, ordered to law-docket. 

April 15, 1889. Motion to amend findings continued. 

November 18, 1889. Continued. 

November 12; 1891. Motion of claimant to amend order of oourt filed. 

November 16; 1891. Motion of claimant to amend order of oourt heretofore entered 
aa to the evidence to be used on the trial allowed, subjeot to objections of defendant 
on the argument. 

Upon these and other facts found, the oourt dismissed the petition^ 
bat as iio opinion was filed, the reasons for this jndgment do not 
appear. 

Subsequently additional findings were made, but as they are not 
material, they are not here repeated. 

From the jndgment of the Oourt of Claims dismissing his petition, 
petitioner applied for and was allowed an appeal to this Court. 

Mr. Justice Brown delivered the opinion of the Court 
As the claimant in his petition relies only ui)on the patent of Feb- 
ruary 18, 1879, Na 212,313, tor an improvement in cartridges, and as 
the proceedings in the former suit in the Court of Claims were based, 
in part at least, upon this patent, it will not be necessary to refer to 
any prior patents. 



500 DECI8IOH8 OF U. S. COUBT8 IN PATEUT 0A8B& 

The only defenae we are called upon to consider is that of ret o^f*^ 
dioaia. A.8 bearing upon this defense the following fiacts are i>ertinent: 

April 19, 1883. Olaimant filed his petition in the Oonrt of Claims 
for a royalty npon cartridges and primers alleged by him to have been 
manafoctared by the United States under his patents, between Feb- 
mary 18, 1879, and March 31, 1883. 

June 1, 1885. This petition, after having been several times amended, 
was dismissed and findings of £EM^ts filed. 

August 14, 1886. Motiops for new trial, amendment of findings, and 
for reversal of judgment were filed by the claimant 

August 21, 1885. Application for appeal was filed by claimant, but 
such appeal does not appear to have been allowed. 

December 14, 1885. Motion for new trial was overmled by the court, 
and the claimant was given leave to submit to the consideration of the 
court certain amended findings, subject, however, to objection of the 
defendant as to their allowance. 

October 8, 1886. Claimant's request for findings was filed under 
order of the court, and on March 15, 1887, it was ordered to the law- 
docket. 

The argument was deferred from time to time until November 16^ 
1891, when the motion of claimant to amend an order of court as to 
evidence was allowed subject to the objections of the defendants on 
the argument. 

The petition under consideration was fiOied June 11, 1888, after the 
first petition had been dismissed by the Court of Claims, and is based 
upon the patent issued. February 18, 1879, which was one of the patents 
involved in the first i>etition. A claim is made in this i)etition for roy- 
alty upon cartridges manu&ctured, in accordance with this patent, and 
used by the United States for nearly six years prior to the filing of this 
petition, but subsequent to the time of the filing of the first petition. 

In this connection the court has found that the fects in the case 
under consideration are the same as those in the prior case, except as 
to the time since the beginning of the other action, during which time, 
to wit, from the beginning of the other action to the beginning of this 
action, the Government manufactured cartridges of the same form and 
kind as those described in these findings. 

1. As the prior action was between the same parties, and was baaed 
in part, at least, and principally, upon the same patent, it would appear 
that the judgment of the court dismissing the i>etition would operate 
as a complete estoppel to the present suit, unless the proceedings sub- 
sequent to the judgment in the former suit in some waji deprived that 
judgment of its force and effect as re$ odfudicato. (3 Bob. on Pats., 
sec. 1017.) 

While the record of the former case was not sent up with the traa* 
script from the Court of Claims, it appears from the petition in the 
case under consideration that, at the time the petition was filed, there 
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was a suit pending by the petitioner in the Oonrt of Claims in tiase 
No. 13,7d3, for comi)en8ation up to March 31, 1883; and, in the findings, 
that the £EM3ts in both cases were the same, except as to the time cov- 
ered by the petitions. The identity of the two actions with resi)ect to 
the parties, the sabject-matter and the facts sufficiently appear. As 
it fiirther appears that the petition in the fornier case was dismissed 
ui)ou an opinion filed and certain findings of fact, it will be presumed 
to have been dismissed upon the merits, {Lo^idenbacJc v. Collinsj 4 Ohio 
St., 251;) and that such dismissal covered every question put in issue 
by the pleadings, including the validity of the patent and ito use by 
the defendant. 

But if there were any doubt with regard to this iK)int, it would be 
resolved by an inspection of the opinion of the coui*t (which may be 
examined for the purposes of identification,) as it is published in 20 
Oourt of Claims, 354, wherein it not only appears that the case was 
considered and disposed of upon the merits, but the court concludes 
its opinion (p. 370) in the following language: 

Upon our constraotion of the patent in issue the GoTomment cartridges do not 
infringe the claimaot's; but if we are in error as to this, still the claimant cannot 
reoover, as the essential charaoteristios of his inyention now found in the Govern- 
ment cartridges were developed by ofiBcers of the army in 1864. That is, if the rela- 
tive position of the vents and the wall of the fulminate-chamber is a material part of 
the claimant's patent, the Government has not infringed, this featnfie not appearing 
in its cartridges; but if this position is not material, still ^the claimant cannot 
recover, as the other characteristics of his invention, found in the cartridge now 
used by the defendant, were introduced by them prior to the use of the patent '*r 
the filing of the application for it, and even prior to the application of 1S66. 

Whether the reasons given by the Oourt of Claims for the dismissal 
of this petition are correct or not; whether, indeed, this judgment were 
right or wrong upon the facts presented, is of no importance here. If 
such judgment were based uiM>n an erroneous view of the claimant's 
patent, it was his duty to have promptly taken an appeal to this Oourt, 
where the whole case would have been reopened and the error of the 
Court of Claims, if such there was, would have been rectified. 

It is insisted by the claimant that in the former action the main con- 
tention arose upon the manufacture and use of what was known as the 
^'cu]>anvi] cartridge," together with a certain reloadingcartridge, 
which had been exi>erimen tally manufactured, and that no claims fpr 
the ^'onp-anvil cartridge'' or for the reloading-cartridge in that suit 
are in issue in the case at bar. The suit, however, was upon the same 
p}itent, and it was found by the Court of Claims to have been upon the 
same facts, and we think the estoppel operates upon everything which 
was, if not upon everything which might have been, put in issue in the 
former case. The presumption is that the issues were the same, and if 
they were in '&ct different, it was incumbent upon the claimant to show 
that the prior case was decided upon questions not involved herein. 
We have before us only a decision upon the merits, and upon the san 
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state of fkMsts, of a claim identical with thitf^ and we percmve no reason 
why it should not operate as an estoppel. 

But there seems to be nothing npon which to base clalnuuit's argn- 
ment that the issnes were not the same. The findings show that the 
mannfiEMstiire of the reloading-cartridge with the grooved anyil<4isk, 
retSsrred to in finding YI^ oommenced at the Frankfort Arsenal in the 
month of Jaly, 1879, and that from Febmary, 1879, to March 31, 1883, 
being the i)eriod covered by the first snit, the United States mann&e- 
tnred 3,866,352 reloading-caitridges. We see nothing to indicate that 
these reloading-cartridges were mann&ctored experimeutally, or that 
the issne as to these cartridges was not presented and decided in the 
former case. The claim in the piesent snit is also Cor rdoading- 
eartridges. 

But, even if a somewhat diiBorent theory or state of fiicts were devel- 
oped upon the trial of the second ease, the former judgment wonld not 
operate the less as an estoppel, since the patentee cannot bring snit 
against an infringer apon a certain state of facts, and after a dismissal 
of his action, bring another suit against the same party npon the same 
state of facts, and recover np<m a different theory. The judgment in 
the first action is a complete estoppel in fskvat of the anecessftil party 
in a subsequent action upon the same state of facts. (Walk, on Pats., 
sec 468; Duboise v. Railroad Co.j 6 Fish., 200; Bradley Mfg. Co. v. 
Hagle Mfg. Co., G. D., 1894, 121; 66 O. G., 315; 57 Fed. Bep., 989.) 

2. It only remains to consider, then, whether any proceedings taken 
in the Court of Claims since the dismissal of such petition deprived its 
judgment of its character as an estoppel. A motion for a new trial 
was made August 14, 1885, but as this motion was overruled in the 
following December, clearly this would not deprive the judgment of 
its effiCBiisy as a plea in bar. Indeed, it may well be doubted whether 
the pendenqr of a motion for a new trial would interfere in any way 
with the operation of the judgment as an estoppeL (Harris v. JBrnm- 
hariy 97 CaLy546; Chase Y.Jeffereon^ 1 Houst, Del., 257; Totmg v. 
BretUj 19 Nov., 379.) 

3. It further appears that on August 21, 1885, an application for an 
appeal was filed by the claimant, but as this appeal was never allowed 
or i)erfected, and as it does not appear that a transcript of the record 
was ever filed in this Court, it is obvious that the authorities which 
hold that an appeal perfected to a superior court vacates the judgment 
of the court below, have no application to this case. 

We are therefore of opinion that the defense of reg adjmdicata is sus- 
tained, and the judgment of the Court of Claims dismissing the petitioii 
% aoeordingly^ afflnnsd 
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[V. 8. dzentt Oonri of Appeal*— Blghtli Clronlt.] 

DiOKEBSON V. TmUNG. 

J>eoUM Ihomher IS, 1897. 
88 O. G., 1068. 

1. Prkumxnary Injunction— Articubs Importsd from Abroad. 

Preliminary i^janotion granted wh«re a party purehaaes abroad artioles 
covered by a United States patent and imports them for sale in this oonntry. 

2. Sale Abroad by Patentee.— Kjbstrictionb as to Use. 

Even if a party who bays a patented article without restriction in a foreign 
country from the owner of the United States patent has the right to use and 
vend it in this country he has no such right if he bought it with the express 
condition that it be not imported into the United States. 

3. Conditional Sale^Bights of Patentee. 

The patentee has the same right and power to sell the patented article upon 
conditions or with restrictions that he has to sell it at all. 

Appeal jfrom the Gircuit Court of the United States for the District 
of Colorado. 

Mr. Edward N". Dicker Mn {Mr. AnOumy Ore/ and Mr. Edtoin H. 
Brown^ ou the brief) in pro per. 
Mr. Sam B. B^rry for the appellee. 

STATEMENT OF THE' OASE, 

This was a sait by Edward N. Dickerson against Hngh L. Tinling 
for alleged infiringement of a patent. Tho conrt below denied a motion 
for preUminary injunction, and the plaintiff thereupon appealed to this 
court. 

Before Sanbobn, Thateb, and Kineb, Judges. 

Sakbobn, J.: 

This is an appeal from an order denying a motion for a preliminary 
injunction to restrain the defendant from infringing Letters Patent No. 
400^086, issued March 26, 1889, to the Farbenfabriken, vormals Fr. 
Bayer & Co., a corporation of Germany, hereinafter called Bayer & 
Co., as assignee of Oskar Hinsberg. The Letters Patent secure to 
Bayer & Co. the monopoly of the mauiifacture and sale of phenacetin 
or paracet-phenetidiu in the United States. The appellant, Edward 
N. Dickerson, alleged in his bill that these Letters Patent had been 
issued and assigned to him and that the appellee was infringing upon 
his rights by vending in the United States the improvement described 
in the patent. The appellee answered that Bayer & Co. was the sole 
owner and manufacturer of phenacetin, which he averred was the same 
subatanoe whieh was manufactured by others in Oermany and else- 
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were as paracet-phenetidin; that Bayer & Go. was the real owuer of 
the patent in salt and the appellant was its agent and held the assign- 
ment of all rights under the patent for its benefit; that the appellee 
had been informed and believed that about March 26, 1889, Bayer & 
Go., or Hinsberg for it — 

obtained a patent on, or registered, in the German Empire, this same *' phenacetin,'' 

and that the German patent or registration had expired or been ren- 
dered void by the authorities of the German Empire, and — 

that he, in oommon with many citizens of the United States, has bought email 
qnantitieB of said "phenaoetin'' from persons outside of the United States, who had 
perfect and legal right to deal in the same, being the legal purchasers aod sellers 
thereof, aiid that he has brought the same into the United States, and that he has 
resold a small quantity thereof in the United States for a legitimate profit. 

The answer contains some other allegations, but none that are mate- 
rial to the issue, and it contains no other denial or infHngement. To 
this answer the appellant filed the usual replication, and upon these 
pleadings and certain affidavits, from which it appears that no patent 
had ever been issued in Germany, as alleged in the answer, and that 
every package of phenacetiu that had ever been sold by Bayer & Go. 
in a foreign country had a prohibition against its importation into and 
sale within the United States printed upon it and was sold subject to 
that prohibition, the motion for the temporary injunction was heard 
and denied. 

It it were conceded that Bayer & Go. is the real owner of the Letters 
Patent in suit, as alleged in the answer, it would be difficult, upon the 
facts disclosed by this record, to justify a sale of phenacetiu in the 
United States by this appellee. Section 4884 of the Revised Statutes 
provides that — 

every patent shall contain * * * a grant to the patentee, his heirs or assignSi 
for the term of seventeen years, of the exclusive right to make, use and T^d the 
invention or discovery thronghont the United States, and the Territories thereof! 

The answer avers that the appellee bought the phenacetin he is sell- 
ing in a foreign country, either from Bayer & Go. or firom others who 
had a legal right to sell it in that country. He must have bought it| 
therefore, of Bayer & Go., or its vendees, or of others. If he bought it 
of others than Bayer & Go. or its vendees, he bought with it no right 
to sell it in the United States, because no one but Bayer & Go. and its 
vendees had that right in this country. The right to sell the patented 
article in the United States is not governed by the laws of Germany 
or of England, but by the laws of this nation, and under those laws 
and the patent before us Bayer & Go. has the ^' exclusive right to 
make, use and vend " phenacetin in the United States. Thus in Boe$ek 
V. Graffy (G. D., 1800, 287; 51 O. G., 477 j 133 U. S., 697, 703; 10 Sap. 
Ct, 378,) a case in which the defendant had purchased in Oermaoy, 
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from one Hecht, who had the legal right to sell them there, certain 
bnmers which had been patented in both G^ermany and the United 
States, Ohief Justice Fuller said : 

The right which Heoht had to make and sell the burners in Germany was aUowed 
him nnder the laws of that country, and parchasers from him could not be thereby 
authoriased to sell the articles in the United States, in defiance of the rights of the 
patentees under a United States patent. 

The cases of Adwns v. Burks j (0. D., 1885, 438; 33 O. G., 114; 17 
Wall., 453, 456,) Hobbie v. JmnisaUj (0. D., 1893, 352; 63 O. O., 1204; 
149 TJ. S., 355, 362 ; 13 Sup. Ct., 879,) and Keeler v. Folding-Bed Co., 
(0. D., 1805, 294; 71 0. G., 461; 157 U. 8., 659, 664; 15 Sup. Ct, 738,) 
in which it was held that one who purchases patented articles of a 
territcrial assignee within the district of tlie United States assigned 
to him may sell them again in the territory owned by another, do not 
rule the case in hand. They rest upon the principle that one who buys 
the patented article of a party who is legally empowered to sell it 
under the patent has once paid tribute to the monopoly and has thereby 
acquired the right to use and sell the article he buys elsewhere within 
the Dnited States; but one who purchases in a foreign country of others 
than the owners of the United States patent or their vendees pays 
nothing, either directly or indirectly, to the owners of the patent, and 
therefore he acquires no right to make, use, or vend the article which 
he buys within the territorial limits of their monopoly. It follows that 
if the appellee bought the phenacetin he is selling of others than Bayer 
& Co. or its vendees he is infringing upon the exclusive right of this 
patentee and an injunction should issue. 

On the other hand, if the api)ellee bought the phenacetin he is selling 
in a foreign country from Bayer & Co., or from its vendees, subject to 
the express condition that it should not be imported into the United 
States or sold within their limits, the exclusive right to sell the patented 
article within the United States which was granted to Bayer & Go. by 
the patent was not abridged by that purchase. Conceding, but not 
deciding, that one who buys a patented article without restriction in a 
foreign country from the owner of the United States patent has the 
right to use and vend it in this country, upon the general principle that 
a patented article purchased firom the patentee passes without the limit 
of the monopoly, {Holiday v. MathesoHj C. D., 1885,31 O. G., 1444; .24 
Fed. Bep., 186; Dickersan v. MaikesoHy 6 C. C. A., 466; 57 Fed. Rep., 
524, 527,) there can be no doubt that a patentee has the same right and 
power to sell the i>atented article upon conditions or with restrictions 
that he has to sell it at all. Bayer & Co. had the right to sell its 
phenacetin in GerSiany without restriction. It had an equal right to 
sell it subject to the limitation that it should not be sold or used in any 
way that would curtail or affect the exclusive right which that corpora- 
tion held under this patent to make, use, and vend the phenacetin in th' 
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nnited States. If the corporation sold the patented article subject to 
Bach a restriction^ the parchasers, with notiee of this limitation^ whether 
immediate or remote, oonld acquire no better right than strangers to 
infringe ai>on the monopoly secared by the patent That monopoly 
would still remain intact, and purchasers of the plienacetin which had 
been sold under the restriction must be liable for its use and sale in the. 
United States to the same extent as tiiose who made it or bought it of 
strangers within their limits. {Diekenan v. MtUkesonj G 0. 0. A., 466; 
67 Fed. Rep., 524^ 526, 528; /cL, 50 Fed. Rep., 73, 77; /d., CD. 1891, 565; 
57 O. O., 1724 ; 47 Fed. Bep., 319.) The record is that every package of 
this article sold by Bayer & Go. in a foreign country was sold on the 
express condition that it should not be imported into or sold within the 
United States, and that this prohibition was plainly printed upon every 
package. The necessary result is that whether the appellee bought in a 
foreign country the phenacetin which he is now selling in the State of 
Golorado from Bayer & Go. or its vendees subject to this restriction, 
or from others without restriction, he is alike an infringer upon the 
exclusive right to make, use, and vend the phenacetin within the United 
States which was granted to ithis corporation by the Letters Patent. 

The order denjring the motion for a temporary injunction must 
accordingly be reversed, and the case must be remanded to the court 
below, with directions to issue the ii\junction, and it is so ordered. 



[Court of Aj^peals of tho IMotriet of Colnmlila.] 

Mbssihgbb V. The Oommissioneb op Patents. 

S8 O. G., 1906. 

1. AmiAL TO THE Court or Afpbals or tbb Distbict or Columbia— KBrusAii 

or COMMIMIONKR TO GRAMT RBBBARINa — ^APPSAL DlBMISHBD. 

A dadftion was rendered by the Commiaeioiier on Febroftiy 28, 1S91, r^|aeii]ig 
the elalms. There were no other or farther steps taken in the ease until Octobor 
SS, ISBS^ when appellant moyed for a rehearing and for leare to amend by ean- 
•eling certain elalms embraeed by the original patent and to insert in lioa 
tiiereof modifted elaims filed with the motion for rehearing. This motion waa urn. 
Mareh 13, 1S97, denied by the Conunlasioner. On appeal to the Court of Appeals 
from this ruling of the Conunissiooer refusing to rehear the ease HM that the 
appeal cannot be maintained, as an appeal will not lie from a mling refosiBK a 
rehearing or an applieation for leare to amend the original ebdms. 

2. Samb— Limit ob Appbal. 

BMf Itarther, that the appeal eaBnot be maintaiiied, as it waa not taksB frosa 
tfie original daeision of the Ciimmlssioner of February 96, 1891, relnsiBg the 
reiHsae of the patent, either to the Supreme Court of the Divtriet of Columbia er 
to the Conrt of Appeals of the District of Columbia, within the lindts pnearibad 
by the rule oi tha Court of Appeals after the rule was adopted. 
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8. Samb-^Rbissux, Dblay in Applying for— Inadvbrtibncb, AodDurr, or 

lilSTAKK. 

The original patont wm iasaed on September 15, 1885, and an application for 
reissae wae not filed in the Patent Office until November 6, 1888. Held that the 
application for reiiaae of the patent was not made within a reasonable time and 
that there was no soiBeient evideiioe of inadTortence, accident, or mistake to 
entitle appellant to a reiasiie of the patent under the statute, aooording to the 
rule laid down in the oaseo^ To^piVv. IVyltf; (C. D., 1892, 402; 59 0. G.,;257; 
145 U.S., 156.) 

i. RBisaus— DnjOBNOB in Discovering Mibtaks in Original Patbnt, in Apply- 
ing FOR Reissub, and IN HUB Prosbcution of the Appucation. 
From the well-settled principles of the law of reissues, as ezpreased by the 
Supreme Court, not only must the application for reissue be founded upon 
the same invention as thst evveied by the original patent and as sh»wn by 
the original specification and olaiiM, but there must be due diligence shown in 
discoTering the mistake or inadTertenee and in the application for reissue and 
in the prosecution of each application. 

Mr. Julian 0. Dawell for the appellant. 

Mr. W. A.Megrath for the Gommissioner ef Patents. 

AiiVBY, J",; 

This appeal is broaght into this court from the Patent Offloe, and it 
is from a mliug or ruUugs in that Office refnsing a reiBsne patent apon 
a patent granted to the appellant on the 15th of Sl^pten)ber, 1885, for 
an improvement in grain and harvester binders. The ease was brought 
into this coart by an appeal entered on the 21st of April, 1897, the 
record of which was filed in this court on the 22d of April; 1897. 

It appears from the record produced that the original patent issued 
to the appellant on the 15th of September^ 1885, and that on November 
69 1888, more than three years afterward, the appellant filed in the 
Patent Office an application for the reissae of the patent granted to 
him, upon the allegation that the original patent. No. 326,443, was 
inoi^erative and invalid by reason of a defective and insufficient speeifi* 
cation, resulting from an error arising through inadvertence, aoddeat, 
or mistake and without any fraudulent or deceptive intention, the said 
defects and insufficiencies consisting in the omission in the patent to 
clearly, fully, and accurately describe and claim the invention described 
and shown therein. This aJlegation was made to bring the case within 
the terms of section 4916, Revised Statutes of the United States. It is 
also shown by the record that this application for reissae was fully and 
iairly examined by the officials of the Patent Office, and, not finding 
sufficient ground for the reissue, the application was rejected. It was 
rejected first by the Primary Examiner, and upon appeal it was rejected 
by the Examiners-iu-Ohief, and, finally, upon appeal to the Oommis- 
sioner in person, the preceding rulings by the Examiners were affirmed 
and the application was denied. This latter decision was rendered by 
the Assistant Oommissioner on the 28th of February, 1891. After this 
dedaicm of February 28| 1891, there was no other or ftuther step taken 



608 DEC18ION8 OF U. 8. COUBTB IN PATENT CASES. 

in the matter until October 23, 1896, nearly six years after the final 
mling refusing the application for reissue, wheu the appellant moved 
Ibr a rehearing and for leave to amend by cauceliDg claims 4, 5, and 6, 
embraced by the original patent, and inserting in lieu thereof modified 
claims filed with the motion for rehearing. This motion for rehearing 
was heard by the Commissioner, and he denied the application on 
March 13, 1897, O. D., 1897, 1; 78 O. O., 1903. There were several 
grounds stated by the officials in the Patent Office for the deuial of the 
application for reissue, any one of which was sufiicient to defeat 
the applicatioii of the appellant The Oommissioner in overrul- 
ing the motion for rehearing, in referring to the principle as settled 
by the Supreme Court of the United States in regard to the question 
of the time within which an application for reissue of a patent 
should be made, said : 

I need not refer in detail to theee esaee, bnt it wm held that the sppUoation for 
reissue mnst be made seasonably and as soon as the defect is disco veredi and that 
there is no fixed right to wait two years before applying. No conntenance is giTsn 
to the chiim that reissues may be applied for as often as desired. The ground for 
these decisions appears to be that where the patentee holds a grant which coTcn 
more than he has a right to claim he should be prompt to disaffirm tliat to whieh he 
haa no right, and that the public should know Arom the patent precisely what they 
may do and what they may not do, and ought to be informed thattiiere is something 
in the patent to which the public is entitled, and that this information should reach 
them at as early a day as practicable. The reason lilcewise holds with equal force 
in cases where the patentee has informed the public of his claim in the original 
issue of the patent, bnt intends further on to broaden his claim. On these grounds 
I am of the opinion that ex parte Odlueha haa come to be in c«>nflict with the later 
Supreme Court decisions, that it is not the law, and that reissue cases are al>an- 
doned after two years of inactiTity, like other eases, by operation of section 4SM. 

The Oommissioner did not name the cases in the Supreme Oonrt to 
which he alluded ; but we may suppose that he had reference, among 
others, to the recent cases of Parker A Whipple Co. Y. Yale Oloek Oo. 
{O. D^ 1887, 584; 41 O. O., 811; 123 U. S., 87) and TopUffY. Topttff^ 
(G. D., 1802, 402; 59 O. O., 1257; 145 U. 8., 156,) where the question of 
time and the curcumstances under which applications for reissue of 
patents may be made is ftilly discussed and the rules, with their 
proper limitations, are stated as the result of a full review of the 
preceding cases upon the subject. In the last of these cases, that of 
Tapliff V. TopUffy sitpra^ the rules deduced from the cases are thus 
stated, the italics being ours: 

First. That it shall be for the same invention as the original patent, aa tuek invent 
tUm appearefram ike epeeiJleatUm and elaime of euch oriyiHal, 

Second. That due diligmee mu$t he exerHeed in diecoverinff ike nUeiakein the original 
patent, and that, if it be sought for the purpose of enlarging the claim, the Uifoeaf 
two jfeare will ordinariljf, though not alwaye, be treated ae eridenee of an oteMbaveal rf 
ihenewmaUer io^ ihepublie to the same extent that a failure by the inventor to apply 
for a patent within two yean from the public nse or sale of his invention is regarded 
by the statute as conolnsiTe eTidence of an abandonment of the patent to the pnblie. 

Third. That this Court will not review tha daoiaion of the Cemmiasioner apoa tha 
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qoattion of inftdyertonoe, aooident or mlatakey wiU6$$ the maiUr U wumifett from the 
r90vrd; bat thftt the qnettion whather the appli^tion.was nuide wiikin a retuondbU 
Ume iSy in meet, if not in all each cMee, a quMtUm of law for the Court. 

It is manifest from these well-settled principles by the Sapreme Oouit 
that not only mast the application for reissue be founded ax>on the 
same invention as that covered by the original patent and as shown by 
the original specifloation and claims, bat that there must be due dili- 
gence shown in discovering the mistake or inadvertance and in the 
application for reissue and in the prosecution of such application. In 
this case all these essentials would seem to be wanting. 

Tbe'case was brought here upon appeal from the order of the Gom- 
missioner refusing to reopen the case and allow the amendment pro- 
posed to be made in respect to claims 4, 5, and 6 of the original 
patent, and when the ease was called for argument in this court it was 
found that there had been a motion entered on behalf of the Patent 
Office to dismiss the appeal, and it being apparent that the case was 
not properly here and was in no condition to be heard on its merits, 
whatever they might be, it was suggested that possibly the Oommis- 
sioner of Patents might make a ruling upon the proposed substituted 
olaims that would open the case and present the question that it was 
sought to have decided upon the appeal, and the case was held over to 
give the appellant an opportunity to apply to the Patent Office in that 
behalf. The application was made, but the condition of the case has 
been in no respect changed. The application to reopen the case was 
again denied; but at the same time, with a view of placing upon the 
record fully the grounds upon which the application was denied, the 
Ales and contents of the case were sent to the Primary Examiner, with 
directions to report as to whether the claims of the proposed amend- 
ments are patentable over the state of the art,'whether said claims are 
broader than those in the patent, and whether the applicant is entitled 
to a reissue patent. The Primary Examiner reported upon the ques- 
tions thus submitted to him, and his report was adverse to the claims 

of the appellant. In the conclusion of his report he says : 

• 

AAer consideiing the eironmetanoee of the oaee, the Examiner is of the opinion 
that the applicaat is not entitled to a niaaae for the reasons that the claims are 
unduly enlarged : that there is no safflcient evidenoe of inadTertenoe, accident, or 
mistake, and the delay of more than three years is not satisfaotorily aoconnted for. 

We have stated the position of the case both in the Patent Office and 
in this court more fully, perhaps, than is really necessary ; but we deem 
it proper that the real status of the case may fully appear, in view of 
the conclusion to which we are necessarily led. The appeal cannot be 
maintained, first, because an appeal will not lie from a ruling reftising 
a rehearing or an application for leave to amend the original claims; 
aeoond, because the appeal was not taken from the original order 
reftising the reissue of the patent either to the Supreme Court of the 
District of Oolumbia or to this court within the limit prescribed by 
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tbe rale of this ooart after the rale was adopted, and, third, beeaoae 
the application far reiaeae of the patent was not made tintil after the 
lapse of more than three years after the date of the original patent and 
beeanse there is no snfflcient evidence of the inadvertence, aeoideht, or 
mistake to entitle the applicant to a reissne of the patMt nnder the 
statute, according to the rales laid down in the case of Tapliff v. Toplifj 
tiipra. It therefore follows that the appeal most be dismissed, and it 
is so ordered. 



[Oomt of AppMls of the Dictrfot of GolnmMft.] 

Mason V. Hbpbuek. 

Dooided Jwme 7, 1898. 
84O.0.,147. , 

I. iMTBRrBRSNCK— RSDUCnON TO PRACTICS— ABANDONMVNT— PRIORITT. 

HepburD*8 date of iiiTention is Ms record date, April 3, 1S94. Mason ooneeiTod 
of the inTention and made a complete drawing June 28, 18S71 He tednoed tlie 
inTontion to practice soon after. The device was then stored away in the model- 
room of bis company, and it was not produced until the institution of the inter- 
ference proceedings. No devices of the kind were manufactured for any purpose 
and no exhibit of the device was made to the public, and no one saw it, except 
Mason and one or two other employees of his company. Held that Mason had 
abandoned tbe invention, and priority was awarded to Hepburn. 

3. Sams— PRioRrrr— FiBST Invbntob Faiung to Disclosk thk Ihysntion to 

THs Public. 
Considering the interest of the public, it is Held that a subsequent inventor 
of a new and useful manufacture or improvement who had diligently pursued 
his labors to the procurement of the patent iu good faith and without any 
knowledge of the preceding discoveries of another shall as against that other 
who has deliberately concealed the knowledge of the invention ftom the publie 
be regarded as the real inventor and as such entitled to his reward. 

8. Samb— Abandonmbnt Aftbb Complbtiok of an Invbntion. 

An abandonment after completion of an inventive act applies in a case where 
the right of the public to the uac is involveil and not in one where the conten- 
tion is between rival claimants merely of a monopoly. The ground for this 
doetrine lies in the spirit and policy of the patent laws and in the nature of the 
equity that arises in favor of him who gives the public the benefit of the knowl- 
edge of his invention, who expends his time, labor, and money in discovering, 
perfecting, and patenting in perfect good faith that which he and si I i>then 
have been led to believe has never been discovered by reason of the indirt«3n*nce, 
•npineness, or willftil act of one who may, in fact, have discovered It long before. 

4. Sabob— EBDUOnoir to Pbagtecb— Actual Usb— Tbsts. 

What is suocessfnl construction is a matter the determination of which mutt 
largely depend upon the nature and purpose of the device In the particular case, 
as weU as upon the special cirenmstances surrounding the alleged ronstructieii 
and use. Some devices are so simple and their purpose so obvious that the 
complete construction of one of a size and form capable of practical use might 
be regarded as a sufficient reduction to practice without actual use or test in an 
effort to demonstrate their complete sncoess or probable oommereial vahie. 
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S. SaMB— SA]flB--ABAin>OiniSNT, PBBSUMPnOK OF. 

The ^Mt thfti the oaastraotion of a devioe bas not been followed within ft 
reMonftble time by pr»otieal nee or application for patent affords a strong infer- 
ence that what had been done was regarded by the inventor as experimental 
only and not a completion of the invention, and this wonld be reinforced If in 
the meantime the machine had been dismantled or destroyed. 

6. Samb^Samb—Drawikg— Model. 

A drawing perfect In every detail and plainly demonstrating the principle and 
practical ntlUty of an invention is not reduction to practice, nor is a model, 
designed, eonstructod, and intended merely as a model. 

Messrs. Sarle & Seymour for the appellant. 
Mr. Robert 0. MiU^U for the appellee. 

Shepabd, J.: 

First Thia is an appeal from the decision of the Oommissloner of 
Patents in the interference proceeding with the following issue : 

In a magasiBe-firearm, the detachable end pieoe cloeing the outer end of the mag- 
•sine provided with upwardly-projecting curved arms to dasp the sides of the 
barrel, snstantiaUy as described. 

The device is a clip made in one pieoe instead of two, as formerly, 
one end of which is made to fit closely in the upper end of the maga- 
zine. The other is split or divided into two curved arms, which are 
elastic and clasp each side of the gun-barrel far enough around to hold 
securely without meeting each other. A side screw at the Junction of 
magazine and barrel liolds tight the clasp or releases it, as desired. 

Hepburn received a patent for this invention September 11, 1894. 
Having taken no testimony, his date of invention must be confined to 
that of his application, filed April 3, 1894. 

Maaon's application was filed December 31, 1894. Mason offered 
testimony tending to show that he conceived the invention about June 
28, 1887, on which date he made a complete drawing showing the 
device; that a working drawing was traced from that in duly, lvS87, 
and the clip made in the shops of the Winchester Repeating Anns 
Company; that during the same month a new '* take-down" sliotguu 
was made with this clip attached, which was tested, probably, in the 
shooting-gallery. This gun was stored in the mmlel-room of the same 
company until produced in the course of the trial of this controversy. 
No clips of the kind were manufactured for any other par|>ose and no 
similar gun was made. No exhibition of the gun and clip was made to 
the public, and no one saw it besides the inventor and one or two other 
employees of the Winchester Company. 

It appears that Mason filed an application for a detachable or ^< take- 
down " gun April 4, 1892, and the same was issued to him December 6, 
1893. In this no mention is made of the device for clipping the upper 
end of the magazine to the barrel. On the same day, however, he 
received a patent for a clip, for which he applied August 1, 1892. This 
is aiade with projecting curved arms, as in the devioe of the contro- 
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yersy, to dasp the gnn-banel; bat at the other end it has a hole made 
to receive the end of a pin on a separate piece that doses the end of 
the magazine. 

Second. The testimony is sufficient to warrant the condosion, in 
which all of the tribunals of the Patent Office have concurred, that 
Mason conceived the idea of this invention at the time claimed and 
that the gun, with the device attached, was actually completed and 
ready for use in July, 1887. They have not agreed, however, in respect 
of the sufficiency of the evidence to show with the required certainty 
that the gun, when constructed, was actually tested by firing in a man- 
ner that demonstrated the completeness and practical utility of the 
device of the controversy. 

What is successful construction — that is to say, the embodiment of 
the inventor's conception in a substantial form which demonstrates at 
once its practical utility, constituting reduction to practice or use in 
the sense of the patent law — ^is a matter the determination of whidi 
must largdy depend upon the nature and purpose of the maehine or 
device in the particular case, as well as upon the special circumstances 
surrounding the alleged construction and use. 

It is settled beyond all question that a drawing of even the simplest 
machine or device, perfect in every detail and plainly demonstrating 
the principle, efficacy, and practical utility of the invention will not 
constitute reduction to practice. Nor will the requirements of reduc- 
tion to practice or use be satisfied by a oonstruction clearly designed 
and intended as a model and nothing more. They are but evidences of 
conception, furnishing the foundation of an award of priority when 
accompanied by proof of subsequent diligence in the matter of actual 
reduction to practice. {Porter v. Lotideny G. D., 1895, 707; 73 O. G., 
1551 ; 7 App. D. C, 64, 74.) At the same time some devices are so 
simple and their purpose and efficacy so obvious that the complete oon- 
struction of one of a size and form intended for and capable of practi- 
cal use might wdl be regarded as a sufficient reduction to practice 
without actual use or test in an effort to demonstrate their complete 
success or probable commercial value. This doctrine is maintained in the 
following cases: Stitt v. Eantem R. B. Co., (22 Fed. Bep., 649;) Sayln 
V. 0. & N. W. B. Oo.j (4 Fish., 584;) Parlcer v. Fwfpuanj (1 BlatchU, 
407;) PitU V. WempU^ (2 Fish., 10, 15.) 

In such instances, however, the fact that the construction of the 
device had not been followed within a reasonable time by practical or 
commercial use or application for patent would afford a strong infer- 
ence that what had been done was regarded by the inventor as experi- 
mental only and not completion of invention, and this would be 
naterially reinforced if in the meantime the machine had been dis- 
mantled or destroyed. It appears in this case that the Winchester 
Repeating Arms Company, which is the assignee of Mason, did not 
make or use another of these dips. The gun was laid away, and bo 
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application for a patent was made until three months after the patent 
to Hepbarn had issued. Five years after its completion a patent for 
the detachable gun or one nearly resembling it was applied for without 
mention of the clip m a part of the combination, and then, some months 
later still, a patent was applied for and obtained for a clip working in 
the same general way, but made in two pieces. 

All of the Board of Examiners-in-Chief agreed on reversing the 
decision of the Examiner of Interferences, because they were not satis- 
fled with the evidence of reduction to practice. They said : 

The olip evidently perfonoB its expected office. Whether in oee with no other 
meAne for holding it to the barrel and magazine than the cliph and the sockets the 
ooDStmction is adapted to practical use has not been proven, and cannot be decided 
by us on a mere inspection of the gun. It has not been certainly established that 
this olip was ever proven to be perfected and adapted to practical nse. 

In reaching this conclusion they laid great stress upon the subse- 
quent inaction of the inventor, and from their point of view rightly so. 

In reaching our own conclusion we regard the examination of the 
evidence in respect of the actual firing test of the gun as immaterial, 
because, in our opinion, the reduction to practice of the clip was accom- 
plished by its perfect construction and attachment to a gun apparently 
oompletely finished and ready for sale and use. It was demonstrably 
capable of producing the result sought to be accomplished — namely, 
that of closing the magazine and clipping it to the barrel. As admitted 
by the Examiners — 

the clip evidently performs its expected office. 

Actual test of the restraining power under the strain of repeated 
firing of the gun might be of importance in demonstrating the value of 
the clip, but was not necessary to the completion of the inventive act. 
{HaU V. MdoJrealej 0. D., 1883, 191; 23 O. G., 937; 107 U. 8., 90, 97.) 

Third. Although the construction and adaptation to use of the clip 
were within the knowledge of several persons, these wore all, with 
Mason himself, employees of the 'Winchester Bepeating Arms Com- 
pany, for whose benefit the invention was made. They had either been 
called on to aid in the oonstruction and use or by the nature of their 
employment were necessarily cognizant of it The invention was tliere- 
fore as much secreted from the public as if it had been confined to the 
knowledge of Mason alone. {Pennoek v. Dialogue^ 1 Pet, 1, 19; Ken- 
daU V. Win9or, 21 How., 322, 330.) 

The public did not and was not intended to receive any benefit from 
it during the seven years that intervened between the construction and 
the application for the patent Not having been given or abandoned to 
public use there was nothing in the mere lapse of time to prevent Mason 
receiving a patent (Bates v. CoCj 0. D., 1879, 365; 15 O. G., 337; 98 
TJ. 8., 31, 46.) 

It seems tiiat Mason attached no importance to the invention, for 
there is not a fisct in evidence to account otherwise for his long inaction. 
12782 33 
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Besides, as we have seen, he ha<l in the tneantiine procared a patent for 
a gan, and on the same date another for a different clip to secure the 
magazine to the barrel. Apparently the invention as a thing of valae 
had passed oat of his mind, to which it was recalled by seeing the pab- 
lication of the patent to Hepburn in the Official Gazette. 

It is anquestioned that Hepbam*s invention was an independent act; 
that he had no knowledge whatever of the work done by Mason, and 
that when he applied for and leceived his patent he in good fiuth 
believed himself to be the original and only inventor. 

In this state of the case it remains to be considered whether the Com- 
missioner, maintaining the view expressed in a separate opinion of one 
of the Ezaminers-in-Ohief, was right in awarding priority to Hepbnra 
on account of this conduct of Mason in porpoeely withholding his inven- 
tion fh>ni the public without excuse for the period of more than seven 
years. 

First. In our opinion the decision cannot be upheld on the ground that 
the invention by reason either of secretion or fMrgetfulness on the part 
of Mason liad become, as it were, a lost art. It is true that to entitle 
one to a patent for the discovery of a lost art it does not seem to be 
necessary that it shall have been buried and unknown for ages or even 
for any great length of time. ( Gai^ler v. Wilder ^ 10 How., 477, 497, 
498; Hall v. Bird, G Blatcli., 438; Taylor v. Woody 8 O. 6., 90; 12 
Blatch., 110, 121; CoMerse v. Matthewij 58 Fed. Rep., 240, 249; 1 Rob. 
on Pats., sec. 323.) 

But it is necessary that the kiiowledj^e of the art or the improvement 
therein shall have completely disappeared. It must at least have been 
so far forgotten that its inventor, if living, or others who may have 
witnessed its uses would not l>e able to recall it to memory and repro- 
duce it without the assistance of the description made of the subse* 
quent discovery. {Rich v. Lippincoity 2 Fish., 1, 8.) 

Now if this device had been lost or destroyed by Mason that fact, 
coupled with his subsequent invention and patent of another and differ- 
ent one to accomplish the same purpose, might be sufficient to uphold 
the patent to Hepburn as the inventor of a new and useful manufacture 
or improvement '* not known or used by others" before his discovery, 
as those words are used in the law. (Rev. Stat., sec. 4886; Gayler v. 
Wilder, 10 How., 477, 498.) In this case, where it was made to api)ear 
that a siife similar in construction to the patentee's had t>een made and 
usetl some yesirs befoi^ by one Conner, the Court, construing the like 
words in the act of 18.%, said : 

The conrt put it io tbe jury to Bay whether this safe had been 6nally forgotten 
and abandoned before Fitzj^erald's invention, siud whether ho was the original 
inventor of the safe for which he obtalneil the patent; directing; them, if they foond 
these two facts, that their verdict must \w for the plaintiff. Wo think there was no 
error iu this inRtmction. For if the Conner safe had passed away from the memory 
of Conner hiiuHelf» and of those who had seen it, siud the safe itself had diaappaared, 
tlie knowledge of the improvement was as completely liist as if it liad never 
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difooTered. The public oonld derive no benefit from it until it wm disooTered by 
.another inventor. And if Fitzgerald made bis diseovery by his own effort, without 
any knowledge of Conner's, he inveutod an improvement that was then new, and at 
that time unknown; and it was not the less new and unknown because Conner's 
*aafe was reeailed to his memory by the euocees of Fitzgerald's. 

I^he facts of this case, however, are quite different. The clip had not 
been lost or destroyed or even removed from the gnu. It was where 
the inventor could readily put his hand upon it. Reminded simply of 
its existence or possible value by the publication of the patent to Hep- 
bum he required no assistance from the specification of that patent to 
aid him in again making or using it. He may have forgotten that lie 
had made it and been reminded of it by tbe grant of Hepburn's pat- 
ent, but it cannot be said to have been so far forgotten as to have become 
what is called a lost art. 

Second. The remaining question is, can the decision be upheld upon 
tbe ground that Mason^s right to claim of priority has become barred 
by his designed or negligent concealment of his invention from the pub- 
lic and the subsequent entry of his rival in tbe apparently unoccupied 
Aeldf 

We concur with the Ooinmissioner in the answer to this question, 
that under the circumstances Hepburn must be held to be the first 
inventor in the sense of the law regulating the grant of patents, (liev. 
Stat, sec. 4886.) 

A liberal .interpretation of the words of the statute is demanded in 
the interest of the public, for the advancement of which the patent 
laws were enacted. (Kendall v. WinsoTj 21 How., 322, 327, 328.) In 
the opinion in that case it was said: 

The true policy and ends of the patent laws enacted under this Government are 
disclosed in 'that article of the Constitution, the source of all these laws, viz., "to 
promote the progress of srience and the useful arts/' oontemplating and necessarily 
hi^pljhig their extension and Increasiug adaptation to the usee of society. ( Vide 
Constitution of the United States, Art. 1, sec. 8, clause S.) By correct induction 
from these truths it follows that the inventor who, designedly, and with a view of 
applying it indefinitely and exclusively for his own proHt, withholds his invention 
from the puhliCy comes not within the policy or objects of the Constitution or acts 
^f Congress, fie does not promote and, if aided iu his design, would impede the 
progress of science and the usefol arts; and with a very bad grace could he apply 
for favor or protection to that society which, if he had not injured, he certainly had 
neither benefited nor intended to benefit. Hence, if during such a concealment an 
invention similar to or identical with his own shonld be made and patented or 
brooght into use without a patent, tbe latter could not be inhibited nor restricted 
npon proof of its identity with a machine previously invente<l and withheld and 
concealed by the inventor from the public. The rights and interests, whether of 
the public or individnals, can never be maile to yield to schemes of selfishness or 
enpidity; moreover, that w,hich in once given to or is invested in the public cannot 
be reeailed nor taken fh>m them. 

That case was, it is trne, an action f6r infringement by a patentee 
against one who before the application for the patent bad made use of 
his invention without claim, himself, of discovery. The right war 
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daimed in the patentee, on the one hand, as against the right of the 
public on the other. Nevertheless we think that our conclusion is in 
strict coDformity with the principles which it enoances, and there is 
nothing in it inconsistent with the spirit of indulgence that has alwa^ 
been manifested toward those who in good faith delay application for 
patent while engaged in a diligent effort to perfect their inventions. 
{Idem J p. 329; Agawam Co. v. Jordan^ 7 Wall., 583, 607; YaUi v. Hurnrn^ 
0. D., 1896, 278; 74 O. G., 1732; 8 App. D. 0., 93, 98.) 

Gonsidering, then, this paramount interest of the public in its bearing 
upon the question as presented here, we think it imperatively demands 
that a subsequent inventor of a new and usefhl manufacture or 
improvement who had diligently pursued his labors to the procurement 
of a patent in good faith and without any knowledge of the preceding 
discoveries of another shall, as against that other, who has deliberately 
concealed the knowledge of his invention from the public, be regarded 
as the real inventor and as such entitled to his reward. 

This right of second discoverer has been recognized with consider- 
able uniformity for a number of years in the administration of the 
Patent Office. (Duncan, Acting Gommissioner, in Monee v. Adam%^ 1 
O. O., 1; Paine, Gommissioner, in McMeU v. Cogger ^ G. D., 1879, 100; 
16 O. G., 45, and Farmer v. BnwA, G. D., 1880, 5; 17 O. G., IfiO; Marble, 
Gommissioner, in Sheridan v. Xatitf, 0. D., 1883, 76; 25 O. G., 501.) And 
again recently by Gommissioner Duell, in whose decision the authwi- 
ties are extensively reviewed. {Mower v. Criep dk Oopelandj onto, 41; 
83 O. G., 155.) 

It has tlie sanction also of the following judicial decisions: Eowleg 
V. Masonj (2 Am. Law Times Bep., 106;) Oonsolidated Fruit Jar Co. v. 
Wrighty (6 O. G., 327; 12 Blatch., 149;) U. 8. Rifle and Cartridge Co. v. 
Whitney Arms Co., (0. D., 1877, 197; 11 O. G., 373; 14 Blatch., 94, 101;) 
Bond V. Cherry, (4 McOreery, 70, 77;) Cahoon v. Ring, {1 Gliff., 610;) 
WhiU V. AUenj (2 Fish., 440, 454.) 

In Batee v. Coe {O. D., 1879, 365; ].5 O. G., 337; 98 U. 8., 31, 46) the 
point was not dlrecdy involved ; but Mr. Justice Glifford in affirming 
the right of the inventor to keep his invention secret for any length of 
time without modifying his right to a patent coupled it with the foUow- 
ing exception, as if one of unquestioned application, namely: 

UnleM another in tha meantime baa made the same inrention, and aeearad by 
patent the exclusiTe right to mike, nee and rend the patented improyement. 
Within that rale and subject to that exception, inventors may delay to apply for a 
patent. 

See also 1 Bobineon on PatentSj section 390. 

In some of the decisions the first inventor is regarded as having 
abandoned the field to other inventors, while in others he is held to have 
lost his right by sleeping too long upon it. 

Strictly speaking, abandonment after the completion of an inventive 
^t applies in a case where the right of the public to the use is involved 



DECISIONS OF U. 8. OOUBTS IN PATENT OASES. 617 

and not in one where the contention is between rival claimants merely 
of the monopoly. 

The tme ground of the doctrine, we apprehend, lies in the spirit and 
policy of the patent laws and in the natare of the equity that arises in 
fiavor of him who gives the public the benefit of the knowledge of his 
invention, who expends his time, labor, and money in discovering, per- 
fecting, and patenting in perfect good fSftith that which he and all 
others have been led to believe has never been discovered by reason of 
the indifference, supineness, or wiUfiil act of one who may, in fact, 
have discovered it long before. 

It follows that the decision of the Oommissloner must be affirmed. 
It is so ordered, and this decision will becertifled to the Commissioner 
of Patents, in accordance with the law. 



[Oooxt of Appeala of tbo Dltftrlet of OdliimliiA.] 

Wabneb «. Bkith. 

Decided June 7^1898. 
S4 O. G., 8U. 

1. OR4irnKQ PaTKMTB— OONSIDBRATION OF TBS RiOHTB OF THS PUBUC AND 
IHVSNTORS. 

In granting patents th« interestB of the pnblio are the primary consideration, 
and to theee the priTileges granted to inrentorB are secondary and snbordinate. 

3. BBDUdNG TO PRACTICB, DILIGEKCB IN— PuBUC WrTHDRAWINO PBIVIUEOSS 
VROM AN INVBNTOR. 

When an inrentor in any manner or for any reason refuses to give to the public 
the benefit of his invention, the public are entitled to withdraw from him the 
special protection accorded to him for his invention. On this principle an inventor 
is required to be diligent in reducing his conception or invention to practioe. 

8. Failure to Promptly Discloss Intention AimcR its Beduction to Practicb— 
Contra vsNiNO Interests of the Pubuo— Injuring Bital Inybntoe. 
One who hss made an invention and who has locked it up in the seorets of his 
own exclusive knowledge and who produces it only when a rival inventor has 
entered the field cannot be held to have acted in accordance with the policy of 
the law or with the spirit and purpose of the Constitutional provision relating 
to promoting " the progress of science and usefDil arts.'' Such inaction not only 
contravenes the interests of the public, but also operates to injure a rival inventor 
who in the meantime enters the field of invention upon the faith of the condi- 
tions as they appear to exist and npon which he is entitled to rely. 

4. Sajcb— Prbsumftion as to Abandoned Expbbimbnt— Proving Case Beyond 
bxasonable doubt. 
Probably one who makes an invention and keeps it within his knowledge and 
fkils to lay claim to it until a rival has entered the field is not barred by any 
statute ttom making his claim, and if he proves his case he and not his rival 
will be entitled to a patent; but such conditions make it imperative npon him 
that he should prove his case beyond all reasonable doubt, and the Patent Oflloe 
and the oourts are Justified in presuming in such cases that what is claimed to 
be reduction to practioe is no more than mere experiment until the oonirary is 
elearly aiiowii. 
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5. Samb— Sams— 8ame. 

Where Smith claims to have reduced the invention to practiro in January, 1S02, 
and thereafter did nothing and remained silent for three years aud nine months, 
although there were several occasions when he might and should have spoken 
if his Invention was such as he now claims it to have been, and ha made no 
moTement, either through the Patent Office or otherwise, to give the public the 
benefit of it in any way, and during this time there was a demand for the inven- 
tion, snd there i» n(» explanation of the delay in filing an application, HM that 
under these circnmstanci's the presumption is in favor of the theory that he did 
not have a completed invention in January, 1892, or at any time prior to the filing 
of his application in the Patent Office. 

6. Reduction to Pkacticr— Dbvick Capabls of Ure. 

A device that could be used and might to some extent serve the purpoae for 
which it was designed Held to be not neoeesarily a reduction to practice. 

Meisrs. Fonter dt Freeman for the appellant 
Mr. C. E. Mitchell for the appellee. 

MoBBiS, J.: 

This 18 an appeal from the decision of the Acting Oommissioner of 
Patents in an interference case, wherein the invention in controversy 
is stated to be: 

As a new article of manufacture a button having a stem and a head, the head of a 
great«r diameter than the stem, a disk on the stom, and a rubb<*r, bearing on the 
head, extending beyond the periphery thereof (of the head,) and held in position by 
the disk. 

The button in controversy is for use in connection with garment- 
supporters. The button in ordinary use has a smooth, polished, and 
unyielding head, the resalt of which is frequently to permit the gar- 
ment folded over it to slip away and be released, while the button 
involved in this interference, having a yidding ring of rubber project- 
ing beyond the head, presents a surface to which the fabric of the gar- 
ment more readily adheres on slight pressure. The appellant Wamer^s 
specification distinctly calls for a rubber ring, as stated in the issue. 
Smithes claim seems to be somewhat broader, being for ''a yielding 
flange formed of suitable resilient material;" but in the view which we 
take of the case the difference is unimportant. 

The appellant, Warner, was the first to file his application for a pat- 
ent, which he did on January 4, 1895, and on being placed in interfer- 
ence he made his preliminary statement to the effect that he had 
conceived and disclosed the invention in June, 1894; that he made no 
model except a full-sized button in the same month; that he completed 
drawings of the invention in Jnly of 1894, and that the buttons had 
not been manufactured commercially. Smith filed his application on 
October 15, 1895, upward of nine months after Warner, and in his pre- 
liminary statement claimed that he had conceived the invention about 
October 1, 1891 ; explained the invention to otb^s about the same time; 
that he made a full-sized working button about Januaiy 1, 1882, uid 
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that on the last* mentioned day and since that time he had ased the 
device, as he says — 

to an extent soflBcient to iMcertain and determine its entire practicability and i*oin- 
pleteneas. 

As a matter of fact the proof shows that he made one fdll-sized but- 
ton about January, 1892, but put it aside and never made any use of it 
and never followed up the invention in any way until after Warner had 
come into the Patent Office; but the proof sufficiently shows, and it is 
Bo found by all the tribunals of the Patent Office, that he had his con- 
ception of the invention some time between October, 1891, and January, 
1^2, and this conclusion is not very seriously contested by the appel- 
lant Warner, therefore, was the first to apply for a patent and Smith 
the first to conceive the invention, and the determination of the contro- 
versy between them, so fiur as the present issue is concerned, depends 
upon the answer to be given to the question whether the button made 
by Smith in January, 1892, was a reduction of the invention to practice 
in the sense of the law or was merely an experimental model or device 
discarded and perhaps forgotten until the appearance of Warner in the 
same field of invention. This question the Examiner of Interierences 
decided in favor of Smith, the Board of Examinei*8 in favor of Warner, 
and the Acting Commissioner again in favor of Smith, and from the 
decision of the latter Warner has appealed to this court. 

The Board of Examiners was further of opinion that there was no 
interference between the parties, inasmuch as Warner's device called 
for a rubber ring, while that of Smith was of leather or other equivalent 
resilient substance, and called the attention of the Comuiissioner to the 
view that no interference should have been declared ; but the Examiner 
of Interferences and the Acting Commissioner were of opinion that the 
two devices were mechaniciil equivalents of each other. 

This difierence of opinion we deem it unnecessary to consider, and 
this may not be the place to do so; but we concur with the Board of 
Examiners in its conclusion that there was no redaction of his invention 
to practice by the appellee, Smith, in January, 1892, or at any time 
afterward before the filing of Warner's applicsition in the Patent Office, 
and that what he did was no more than an experiment that led to no 
practical results. 

That the device constructed by the api>ellee in Januai-y of 1892 could 
have been used and worn upon the i)erson and might to some extent 
have served the pur|K>se for which it was designe<l might iMsrhaps be 
eimceded; bat this does not necessarily constitute reduction to prac 
tiee. Without entering into any 8])e<nal examination of the reconl for 
the purpose of 8npi>orting our oinnion that what the api»el1ee did in 
January, 1892, wan no more than a mere cxi>erimental mmlel, discarded 
by hiiu as soon as nia<le and apparently forgotten by him for sevoral 
yeara afterward — lor which we need only adopt lheoi>iuion ol' the Board 
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of Examiners, in wliicb we fdlly concur — we are disposed to rest oar 
conclasion upon a broader basis. 

If tbere i8 any provision of our Federal Gonstitutiou wbicb more 
tban any otber is intended to give practical effect to tbat portion of 
tbe preamble to that instrument which recites that one of its six 
avowed purposes is to promote the general welfare, it is that clause 
which vests in the Congress of the Federal Union the power — 

to promote the progress of Bcience and useful arts, by seonriDg for limited times to 
authors and inventors the exclasive right to their respective writings and discov- 
eries. 

The provision, it will be noticed, is not to benefit the inventor pri- 
marily, but the public. The purpose is — 

to promote the progress of science and useful arts, 

which are necessarily for the people at large, and this result is to be 
reached in the shape of a bounty to inventors by the offer to them of 
a monopoly for a limited time. The interests of the public are there- 
fore the primary consideration, and to these the privileges granted to 
inventors are secondary and subordinate. The consideration of the 
exclusive right secured to the inventor is the present and prospective 
benefit to accrue to the public from 4ihe use of the invention, and when 
that consideration fails or when the puq)ose is thwarted by the 
inventor the exclusive right ceases and is determined. When the 
inventor in any manner or for any reason refuses to give to the public 
the benefit of his invention, the public are entitled to withdraw fk'om 
him the special protection accorded to him for his discovery. On this 
principle the inventor is required to be diligent in reducing his con- 
ception or invention to practice, and it is usually the first who reduces 
to practice and not the first who conceives that is entitled in hiw to be 
regarded as the inventor. On this principle all our laws on the sub- 
ject are based. By them a premium is placed upon diligence, and 
delay requires to be excused, and a delay of two years is in many cases 
regarded as an abandonment to the public. Even a much shorter 
delay without suflicient explanation or excuse is often regarded as evi- 
dence of laches, such as should preclude one guilty of it from advan- 
tage or benefit under the law. Gan one who has made an invention 
and who has locked it up in the secrets of his own exclusive knowl- 
edge and who produces it only when some rival inventor has entered 
the field be held to have acted in accordance with the policy of the law 
or with the spirit and purpose of the constitutional provision? Bnoh 
action, or inaction, as we might more properly term it, not only contra- 
venes the interests of the public, but also operates to iiyure the rival 
inventor who in the meantime enters the field of invention upon the 
faith of the conditions as they a)>pear to exist and upon which he is enti- 
tled to rely. Such rival inventor expends his time, his efforts, and his 
money in the elaboration of his conception in ignorance of the fact that 
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any one else has been in the same field before him, and he goes into 
the Patent Office only to be confronted after several months of effort 
there with the claim of some one else, who then comes forward for the 
first time and alleges that he had the same invention long before. 
Probably such claimant is not barred by any statute from making his 
claim, and if he sufficiently proves it he and not his competitor will be 
entitled to the patent, for it is to the first inventor, the first to conceive 
and to reduce into practice, that the law awards priority. But such 
conditions make it imperative upon him that he should prove his claim 
beyond all reasonable doubt, and the Patent Office and the courts are 
justified in presuming in such cases that what is claimed to be reduc- 
tion to practice is no more than mere experiment until the contrary is 
clearly shown. 

The appellee in this case, if we admit that he had the conception of 
this invention in the latter part of the year 1891, claims to have reduced 
it to practice in January of 1892, and thereafter did nothing and 
remained silent for three years and nine months, although there were 
several occasions when he might and should have spoken, if his inven- 
tion was such as he now claims it to have been, and he made no move- 
ment whatever, either through the Patent Office or otherwise, to give 
the public the benefit of it in any way. It is quite evident, too, that 
during all this time there was a demand for the article and that it could 
readily have found a market. Nor is there any explanation in the record 
of the delay of application to the Patent Office. Under these circum- 
stances all the presumption is in favor of the theory that the appellee 
had no completed or perfected invention in January of 1892 or at any 
time before the appellant came into the Patent Office, and he has failed 
to adduce any testimony sufficient to overcome the presumption. We 
are of opinion, therefore, that judgment of priority should be awarded 
to the appellant, Warner. 

The decision of the Commissioner of Patents is reversed, and judg- 
ment of priority of invention is awarded to the appellant, Warner. 

The clerk of this court will certify this opinion and the proceedings 
in the cause in this court to the Commissioner of Patents, to be entered 
of record in his Office, according to law. 
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[Court of Appeals of the Distriot of Columbia.] 
GUILBEBT V. ElLLINOBR. 

Dedded June 7, 1898. 

84 O. O., 313. 

Intkrfbrencb— Reduction to Practice— Abandoned Experiment. 

Killinger stood on bis rocortl date of July 25, 1892. Gnilbert claimed to have 
conceived the inventiou and reduced it t<> ])ractice in November, 1891. Held that 
the exhibit offered by Gnilbert to show reduction to practice was at best nothing 
more than a mere experimi^ntal model abandoned or laid aside and recalled after- 
ward by the publication of KiUiui;er*B patent. The decision of the Commia- 
sioner awarding priority to Killinger affirmed. 

Messrs. Hunter & Hunter for the api^ellant* 
Mr. A. M. Wooster tor the appellee. 

Shepabd, J.; 

The Bubject-matter of the interference in this case is an improvement 
in a ^^garment-hook," the hook of an ordinary <^hook and eye.'' The 
improvement relates to a class of self-locking hooks provided with a 
spring tongue or shank that lies between the lower bars of the hook 
and has an elliptical ])rojection or ^< hump" extending upward and nearly 
reaching the bill or upper turned-over part of the hook, by which the 
clasp with the eye is elt'erted. It consists in the formation upon the 
free end of this shank or tongue of a laterally-extended shield adapted 
to abut from the rear against the side bars. While this shield, pro- 
jecting underneath the lower bars of the hook, acts as a stop to limit 
the upward movement of the spring-shank with its hump, a very 
important part of its action is to prevent the small free end of the 
shank from sinking it and engaging with and injuring the fabric of the 
garment. 

The appellee, Killinger, stands on the record of the Patent OfSce, 
which shows the issue of a patent to him for the improvement in con- 
troversy November 1, 1892, No. 485,389, upon an application filed July 
25, 1892. 

The appellant, Ouilbert, whose application was filed September 22, 
1894, claims to have conceived the idea of the improvement and reduced 
it to practice in November, 1891. To establish his claim to priority in 
the face of the patent to Killinger he must prove both beyond a reason- 
able doubt. He must stand or fall upon the weight of his evidence 
tending to show reduction to practice on November 13, 1891, for if that 
fails there is nothing tending to show the exercise of any diligenoe 
thereafter in perfec^tiug the invention. 

While all the tribunals of the Patent Office have concurred in deny- 
ing priority to Guilbert, they have not agreed upon the grounds of their 
decisions. Guilbert ottered testimony tending to show that he oou- 
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oeived the invention early in November and that on November 13, 1891, 
he made two hooks roaghly by hand and showed them to several per- 
sons. They were attached to paper tags bearing indorsements written 
with ink. 
The indorsement upon the most import ant of the two reads as follows : 

Garment-hook. Made Nov. 13, 1891, by J. Murray Gnilbert. End of tongue may 
be headed like a pin. Witneases: Theodore Foell, Joseph F. Henry. 

They were made exhibilH in taking testimony. 

In the view that we have taken of this case we do not deem it neces- 
sary to review the evidence offered to show the genuineness of these 
exhibits. Conceding that it shows with sufficient certainty the con- 
ception of the invention as early as November 13, 1891, we do not 
regard the construction of that date as a sufficient reduction to ]>ractice. 
It is true that the hook <^ Exhibit A" nearly approaches tlie description 
of the issue. It has the spring-shank with the hump-bend extending 
between the lower bars, with its lower end bent under one of said bars. 
If it had the <* pin-head" mentioned in the label, it is doubtful if it 
would act as an effectual stop to the upward movement of the spring- 
shank or to prevent engagement with the cloth of the garment and 
injury therefrom. 

Comparing the exhibited construction with the details of the issue, 
in the light of all the surrounding circumstances, we cannot regard it 
as a demonstration of the practical efficacy and utility of the invention. 
It seems at best nothing more than a mere experimental model aban- 
doned or laid aside by its maker and recalled to mind by something 
arising afterward, probably the publication or exploitation of his rival's 
patent. 

That Guilbert himself regarded it as not worth further development 
may be inferred from his failure even to affix the ^< pin-head," which, 
according to the indorsement on the tag, was in his mind as a probable 
improvement. In the course of his directt examination he said: 

A. 44. At the time of making the samples I had not decided Just what Hhape the 
hook would be made that I would place upon the market, but my recollection is 
that it seemed to me that the bent way to make the aiticle for sale would be to con- 
struct the end of the tongue with a pin-head, or a compressed head, which wonld 
make it as neat as possible. 

It is true that he also said he had subsequently made a sample hook 
with ^^ a flattened or ])in head." This was not produced, and the evi- 
dence as regards it and the date of its construction is vague and unsat- 
isfactory. This was not his only invention. He had obtained patents 
on others and was not entirely ignorant of the law and practice of the 
Patent Office. This is apparent also in the care which he took to pro- 
cure and preserve evidence of these exhibits and their date. He was 
in the service of a manufacturer by the name of Hart and remained 
therein until June, 1806. Hart had been interested in his inventions 
and advanced money to procure the patents. Among these was a patent 
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for another hook and eye, which was assigned to Hart, who maaafiio- 
tnred it and paid him royalty. 

The exhibit hook in this case was snbmitted to Hart, who looked 
unfavorably upon it and was unwilling to stand the expense of procnr- 
ing a patent for it Gailbert was himself able to pay the necessary 
charges. The matter rested here until sometime in 1894 and early in 
1805, when, according to Ouilbert's testimony, he made inquiries with 
a view to have a machine made for the manufacture of the hook. This 
was long after Killinger had taken out his patent Gnilbert admitted 
that he kept himself informed respecting patents for and manufiietures 
of hooks and eyes, having in his possession numbers of copies of iMit- 
ents and samples of manufacture. He admitted that he may have seen 
the publication of Rillinger's patent in the Official Gazette of the 
Patent Office, but denied that he saw the specification of the same or 
the patented hook until 1895. 

The decision of the Commissioner awarding priority to Killinger will 
be affirmed, and this decision will be certified to the Commissioner of 
Patents in the manner required by the law. 



[Coart of Appeals of the District of Colnmbi*.] 

Appebt v. Sohmebtz. 

Ihoided June 7, 1898. 

84 O. O., 508. 

Intbrfkrbkcie—Prioritt— Failurb to Fully Dkvklop Procbss. 

After reviewing the testimon j, BM that while Schmertz may have oome very 
near to developing the process of the issue prior to the date of Appert's oon> 
stnictive rednotion to practice he lacked at least the final step that would have 
demonstrated the thoronghness of his conception and crowned hit labors wilb 
success, and priority awarded to Appert. 

Mr. Anthony PolMc and Mr. Philip Mauro for the appellant 
Mr. Wm. L. Pierce for the appellee. 

Shepabd, J. : 

Leon Appert appeals firom the decision of the Gommisaioner of Pat- 
ents awarding priority of invention to his opponent in an interference 
proceeding, Edmund C. Schmertz, of a process of and apparatus for 
making what is called << wire-glass." 

1. The issue in controversy is defined as follows: 

1. The process of making glass sheets with wire inclosed therein, eonaisling in 
simaltaneously forming a layer of glass and introdncfaig wire thereto, and completp^ 
ing the sheet by forming another layer upon the first layer of gUss, the p r ooses being 
carried on progressively. 

2. An apparatus for making sheets of glass with wire inclosed thetebi, conalsiiag 
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€f ft table, ft leading-roll to roll a layer of glaas, meana to enpport and introduce 
wire to the said layer, a aecond roll, behind the leading-roll, to form a layer of glass 
on the first or andemeath layer, the periphery of the seoond roll being higher above 
the table than that of the leading-roll, and the two rolls being far enongh apart to 
allow the glass for the seoond or upper layer to be poured between them. 

Appert is a citizen of France and a manufacturer of glass in that 
country. October 19, 1893, he filed his application for a patent in 
France, and the same was issued to him January 12, 1894. 

April 27, 1894, he filed his application in the United States Patent 
Office. In the course of proceeding thereon an interference was 
declared between him and one John E. Parker, which resulted in a 
decision in tBiVov of Appert (0. D., 1896, 371; 75 0. 6., 1201; 7 App. 
D. 0., 270.) 

It seems to have been for years an object of desire on the part of 
glass-manufiftcturers to obtain a process whereby thick plate-glass for 
skylights and similar uses could be strcDgtbeued by a wire support 
without materially interfering with its light-giving function. 

What has been called the ^^ European process," to distinguish it from 
the others mentioned in this case, was discovered and practiced in 
Europe in 1886. By this prbcess a plate of glass was first rolled, the 
wire-gauze was laid upon it, and then a second plate was rolled on the 
top and welded to the other. The difficulty with this process was that 
the plates rarely cohered sufficiently and that they became blurred. 
. September 20, 1892, Frank Shuman, of Philadelphia, was granted a 
patent for a new process and combination which has been used in man- 
ufacture by him in this country. His apparatus consists of a carriage 
with three connected rollers mounted upon rails along the sides of the 
table. The piece of molten glass is laid in front of the first roller and 
by it rolled to the required thickness. The sheet of wire-gauze is fed 
down an inclined chute between the first and second rollers. The 
second roller is ribbed or corrugated and operates to force the wire 
sheet into the still soft plate to the required distance. The third roller 
closes up the openings made by the wire and ribbed roller and smooths 
the plate to a finish. 

Appert in his specification describes the European and the Shuman 
processes, pointing out what he conceives to be the defects in each, 
and says: 

To satisfy the vmrions oonditions which (his manufacture requires, it is necessary, 
lint that the metallio trellis be introduced into the glass paste in a regular manner, 
and at snoh distanoe from the surface of the sheet as may be determined upon before^ 
hand; seoond that a trellis with wires as thin as possible and with a very large 
mesh should be employed, so as not to impair the transparency and solidity of the 
glass. 

He then declares the object of his own invention and says : 

It is characterised by the continuous and progressive formation of two layers of 
molten glass, and the simultaneous introduction between them of the metallic trel- 
lis sr network and the compression of the whole into a solid, uniform and homoge- 
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DeoQB body or sheet. The slmoltftneoiu formation of the two Uyen with the' fahrie . 
indoeed between them and the progreMire formation of the (complete product makee 
my invention practical, snoceeefal and economical, Hnd dietingaishee it from the 
prooeeoee referred to above. 

His apparatus and process as particularly described are set cot 
substantially in the issnes. 

The superiority of this third process is claimed to lie in the simulta- 
neous and progressive steps whereby the wire sheet is laid upon and 
attached to the first half of the contemplated sheet of glass, as it is 
rolled^ while the second half is being rolled immediately behind and 
npon it. The wire is embedded at the desired uniform depth, the union 
of the plates complete^ and the transparency of the whole unimpaired. 

Edmund 0. Schniertz filed an application for patent March 19, 1895, 
and followed with another on April 1, 1895. Both were rejected on ret- 
erence to Appert's French patent, and he was notified that to contest 
priority of invention he must file an affidavit under Kule 75 showing 
that his invention was completed prior thereto. Ue filed affidavits 
stating that he had completed the invention before October 19, 1893. 
Through misunderstanding or inadvertence in the Patent Office 
Schmertz was not brought into the interference between Parker and 
Appert, and his applications were held to await the result of that con- 
troversy. Bchmertz introduced evidence tending to show conception 
in June and July, 1893, and reduction, prosecuted with diligence, in 
January, 1894. 

The Examiner of Interferences held that the proof was sufficient to 
show conception, as alleged, in 1893, but not sutHcient to show reduction 
to practice before January 12, 1894, and decided in favor of Appert. 

Appeal was taken to the Board of Examtners-in-Chief, who (two of 
them only sitting) reversed that decision, holding that the proof showed 
both conception in June or July, 1893, and diligence in reducing to 
practice before January 12, 1894. 

Appeal having been taken to the Commissioner, he held that the 
proof was not sufficient to show conception by Schmertz until between 
January 1 and 10, 1894. He found, however, that having been so con- 
ceived by Schmertz it was followed by diligent efforts to embody it in 
an operative machine before January 12, and that a successful machine 
was made to operate and produce wire-glass by the process of the issue 
on January 16 or 17, 1894. On this finding of tlact the decision in favor 
of Schmertz was affirmed, and that decision has been appealed from by 
Appert. 

2. Two propositions of law have been urged on behalf of the appel- 
lant as requiring a decision in his favor, notwithstanding it may appear 
that Bchmertz oonceived the idea of the new process after October 19, 
1893, and reduced it to practice or was diligently engaged in such 
reduction on and before January 12, 1894, the date of. the issue of 
Appert's French patent. The first is that in an interference proceed- 
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ing nnder aeetion 4904, Bevised Statutes, the foreign inventor may 
rdate baok on the issue of priority to the date of his invention abroad 
and is not to be confined to the date of the issuance of his patent in 
the foreign country. The second is that by virtue of the operation of 
Article 4 of the International Convention for the Protection of Indus- 
trial Properly between the United States and France and other coun- 
tries, proclaimed June 11, 1887, (25 Statutes Treaties, 1372; 40 O. G., 
44^) the appellant is entitled to a right of property for the space of 
seven months from the date of the deposit of his application for his 
patent in France. The questions for determination under this last con- 
tention are whether that convention is self-executing and what is the 
true meaning of the first clause of the article in its reservation of the 
rights of third parties as applied to the conditions of this case. 

These are interesting and important questions; but in the view that 
we have taken of the facts relating to the claim of invention by 
Schmertz we do not deem it necessary to consider and determine them. 

3. Schmertz resides at Pittsburg, Pa., and is an expert glass-manu- 
facturer. Ho is a stock-holder in and secretary of a corporation entitled 
the *^ Brownsville Plate Glass Oompaoy," which has operated one fac- 
tory at Brownsville since 1879 and another at New Kensington since 
1891. The Brownsville plant was first used in the manufacture of 
blown wlndow-^lass, and its product was chaiigetl to rough and ribbed 
skylight glaSH in September, 1889. The New Kensington plant whs 
applieil to the same product. Both plants were not in operation at the 
same time in 1893. That at Brownsville was closed ior a Reason about 
July 1, and on July 7 the Kensington plant was a^^ain operated. This 
gave Schmertz some leisure, which, he says, he o<iCupied in studying 
the processes of wire-glass making. He says that be was aware of 
what is called the ^^ European process ^^ and as early as October, 1892, 
saw and examined copies of the two patents of Shuman and that of 
Brogan and Mallock. The Shuman patents were carefully studied. 
He says that he had a dear conception of the process and apparatus of 
the issue in June, 1893, and made sketches illustrating both between 
June 1 and July 7. Some of the many sketches claimed to have been 
made between June 1, 1893, and January 10, 1894, were produced in 
evidence and made exhibits in the casct The first appear on the backs 
of the Patent OiBce copies of the three patents aforesaid. During this 
time he says that he showed sketches to his bookkeeper, Hutchison, 
and to James A. Swearer, manager of the New Kensington works and 
an ofllcer in the corporation, and consulted with the latter in respect of 
the best ways of arranging the machinery for operation of the new 
process. Schmertz produced other sketches— <one upon a stock-list 
taken between December 2 and 9, 1893, another upon a trial-balance 
sheet from the books of the corporation, as of January 1, 1894, and a 
third upon an envelop containing some receipts for shipments of pieces 
used in his apparatus — ^iu the fiinit week of January, 1894. All of these 
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sketches were roughly made with a lead-pencil, some having additions 
in blue. Whilst the foregoiug papers used for sketching, save the 
envelop, each have dates, there is no date indorsed as that of the 
sketch itself. For the sketch dates reliance is had solely npon mem- 
ory. Abont all that is perfectly certain in respect of their dates is that 
the '^trial-balance" sketch could not have been made earlier than some 
day between January 1 and 10, 1894. The date Jannary 1, 1894, is 
indorsed npon this paper in pencil; but Schmerts admits that he wrote 
it there long afterward as a memorandum of the date to which the 
trial-balance referred. 

All but the sketches on the stock-list and trial-balance, unless we 
except that made by erasures and insertions on Shuman's printed 
patent drawings, show rollers operating independently of each otiier; 
but two — that indorsed on Shuman's patent. No. 483,020, and that on 
the stock-list — show one wheel raised slightly above the other. 

W. £• Hutchison, the bookkeeper, who occupied a desk very near 
that of Schmertz, testified that the latter made abont twenty sketches 
between June 1 and October, 1893, the first of which was on an ordi- 
nary piece of paper and is not one of those produced. He recognized 
the drawing on the Sbuman patent as one of those shown to him. He 
says that Schmertz explained his process when the first sketch was 
made; but, as repeated by the witness, this explanation was perfectly 
consistent with a plan to operate under the '< European process." It 
adds no weight to the sketch as an exposition of the special process of 
the issue. Tlie very number as well as the crudeness of Schmertz's 
sketches, instead of showing that he had a clear conception of a new 
process, tend rather to show uncertainty of mind or a oonfturion <tf 
ideas. 

The European process, it will be remembered, consisted In making, 
first, a sheet of glass about one-half the required thickness of the com- 
pleticd one, placing the wire thereon, and then rolling another directly 
upon the top of the flirst, with the purpose of welding the two together. 
The objection to Its practical working was chiefly in the difficulty of 
producing perfect cohesion between the two separately-made plates. 
The process of the issue seeks to overcome that difficulty by introduc- 
ing the wire-gauze in the act of rolling the first half of the plate of 
glass and immediately rolling the second half on top of the first as it 
is being formed and while still in a state of ftision, aduutting of its 
complete incorporation with the second, the two thereby becoming one 
perfect plate with the wire in the center of the mass. The table and 
roller of the ordinary process remain in use as Ibrmerly, but a second 
roller is necessarily added. Because, however, of the double thick- 
ness of the second roll the last roller cannot move on the same plane 
as the first. It has to be elevated to correspond with the increased 
thickness. This can be accomplished by recessing the ends of the first 
^Uer or the body of the second or by mounting the second on dilEBreiit 
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strands or ^< trsDgs " raised the required height above the first. Feed- 
ing the wire on the first roll as it progressed was one of the features of 
Shaman's proeess. Schmertz was known to Shaman as engaged in the 
mana&ctore of glass for skylights and was visited by the latter in 
1802 or at sometime in 1803 prior to Jane 1. His object was to interest 
Schmertz in his ideas respecting the mauofacture of wire-glass. He 
also disclosed ideas touching the rapid rolling of a second ball of glass 
upon the first plate and attached wire before it had time to cool too much 
for complete welding, but did not suggest the '< simultaneous and pro- 
gressive^ rolling. Schmertz said that he would make trials and inform 
Shuman of the results. He afterward wrote to Shuman saying that he 
had given the matter considerable thought, and had tried the processes 
suggested, and found they would have to be considerably modified 
before they would work. Nothing more was heard from Schmertz until 
after Shuman had arranged with the American Wire Glass Company 
and commenced the manufacture of wire-glass at Tacony, near Phila- 
delphia. 

James A. Swearer says that Schmertz discussed the subject with him 
at times in 1803 and explained his ideas; but he would not say expressly 
that Schmerts explained the distinctive process of making the wire- 
glass by simultaneous and progressive rolling of the plates, as now 
defined in the issue, and when testifying to the actual manufacture of 
glass on January 16 and 17, 18M, by Schmertz's apparatus and process 
the most that he would say was that as he now remembered (December 
16, 1806) the principles were the same. 

In a general sense the principle of all the processes is the same. 
Their foundation is the European process. The result sought is the 
same in all. The difficulty lies and invention is involved in the dis- 
covery of a new and practical means by which that result may be 
attained in such manner as to prove commercially valuable. 

In accounting for the crudenef s and incompleteness of Schmertz's 
sketches it has been urged that they were made for the benefit of his 
associates, who, like Swearer, were skilled glass-makers and could 
readily understand them when explained without necessity of flillness 
or exactness in detail. This suggestion, when applied in the considera- 
tion of Swearer's evidence, gives weight to his inability to state that 
the subsequent attempt at reduction to practice in January, 1804, was 
a carrying out, both in apparatus and process, of one distinct concep- 
tion illoBtrated by all of the sketches. Oonsidering all the direct evi- 
dence on behalf of Schmertz relating to his sketches and disclosures to 
his associates in 1893, we do not think it is sufficient to establish with 
reasonable certainty anything more than the fact that, stimulated by 
the suggestions of Shuman, he had tried to find a way in which the 
European process could be practically worked out for commercial pur- 
poses, but without reaching a satisfactory conclusion. With means 
and appliances and skilled assistants at hand and the necessary leisure 
12782 34 
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he made no effort whatever until January, 18d4, to put in execution a 
process conceived in the preceding June. The conclusion that he had 
no accurate conception of the process, as now claimed, is confirmed by 
evidence of conduct about which there can be no question. 

3human, as Schmertz knew, was manufacturing glass by his process 
at Tacony in 1893. On November 10, 1893, he wrote Shuman a letter 
in which, after referring to a letter of introduction from one Webbor, 
he says: 

Ab I explained to Mr. Webber while in New Tork, I have ondentood that yon hare 
made qnite a sncoees of the wire-glass business, and also that it was yoar intention 
to dispose of the right of making wire-^ass for the western trade. As we are sito- 
ated favorably for this very business, I think we wonld be the proper people to talk 
to you on the subject. I will write yon a day or so before stardng east. 

On December 1, replying to a letter of Shuman of November 29, he 
wrote that business matters had prevented his visit, but that he would 
go soon. On December 29 or 30 he visited Tacony and was shown 
through the works by Shuman. He saw and examined the operation 
of Shuman's apparatus and process. Returning to Pittsburg he wrote, 
January 4, 1894, to W. L. Elkins, president of the American Wire Olass 
Company, at Tacony, as follows : 

Dkar Sir: Since my retnm from the east we hare been considering the "wire- 
glass" matter, and as yet hare not decided on anything definite. Oar attorney 
advises us to look into the matter of all the patents taken oat in relation to '' wire- 
glass" having in view to ascertain how thoronghly you have protected yoar patent 
We wonld not care to go into the manafactare of this glass, with the danger nimmut 
other party afterward being able to make it by another process. Wonld yoa kindly 
send us a list of all the nnmbers of patents yon have at present f Oar president, Mr. 
James A. Swearer, wonld like to see yoor process, and if agreeable to yon will come 
to Phila. some time within the next week to go throngh yoor fisctory. An eaily 
reply will oblige. 

Receiving a favorable reply, James A. Swearer visited Tacony and 
spent January 11 and 12 in inspecting the Shnman process, for which 
every facility was afforded. 

Assuming that these letters were written and these visits made in 
good faith, it is impossible to reconcile the conduct of Schmertz and 
Swearer with the fact that Schmertz then had a clear conception of a 
process different from that of Shuman and which had been explained 
to and understood by Swearer. 

4. The evidence of conception and reduction to practice in Janoary, 
1894, consists, first, of sketches, one of which — ^that on the ^*trial*bal* 
ance ^ — could not have been made before. The ^^ stock-list'^ sketch oould 
not have been made earlier than December 2, 1803. It shows oiie roll 
raised above the plane of the other. Under this is written with pencil: 
<^ First sheet half thickness of finished glass. 1st roll recessed at eaeh 
end." " Ist," as shown, has been written over an erasure of the wotd 
"last.'^ 

The day after the last letter to Shuman, January 4, Sehmerts ordend 
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a large roller sent from the BrownsviUe works to Pittsburg, which upon 
arrival was sent to a foundry and recessed at each end. It was 
reshipped and reoetved at the New Kensington works on January 10 
and prepared for use on January 15, Swearer having in the meantime 
returned from his visit to Tacony . The puri>ose of recessing the end of 
the roll IB to bring its intermediate part nearer the table in the process 
of rolling the glass. 

As the strength of Schmertz's claim to the discovery of a new and 
complete process is made to depend largely upon the novel^ of this 
recessed roller and its importance in the successftil use claimed to have 
been made January 16 and 17, 1894, both are to be considered in the 
light of other iSMts smd circnmstances. In the first place, then, as before 
remarked, the European process required the second plate to be formed 
by a roller operating upon a higher plane than the one used in making 
the Urst, and this was easily aceomplished by recessing the ends of the 
first roller to the necessary depth. In the next place, Shuman testifies 
that rollers recessed at ends were used in the works at Tacony at the 
time of inspection by both Schmertz and Swearer, for the purpose, when 
necessary, of bringing the rolling surface nearer the table when mounted 
on the same strand or trang. This elevation at the time of the second 
roll ie also a necessary feature of the European process. 

Shuman is a disinterested witness. He could not be mistaken, and 
it is not probable that he would have made a false statement in regard 
to a thing that must have been within the knowledge of those in the 
factory who daUy operated his apparatus. Schmertz and Swearer both 
say that they did not see a recessed roller^ but if there it seems impos- 
sible that it could have escaped their notice. They were skilled in 
the art, were there to make a close inspection, and the recessed roller 
was, as they say, a leading feature of their own contemplated con- 
struction. They were either in good faith, as shown by their cor- 
respondence with Shuman, inspecting his process to ascertain the 
advisability of purchasing a right to its use or else they had, under 
false pretenses, obtained access to his works for the purpose of bor- 
rowing ideas in perfecting their own invention. Moreover, they did 
not go together; but Swearer, after consulting with Schmertz and 
after the order for the roller to be shipped from Brownsville, made his 
own independent visit and earefiil inspection. If their purpose was 
not that disclosed in the correspondence, it was carefully concealed 
from Shuman and the officers of his company. Immediately after 
Swearet's return the attempt was made to manufacture glass in 
accordance with Schmertz's plans. 

Schmertz, Swearer, and Toynbee, a ladler in their service, testify to 
the preparation of the apparatus and the successful operation of the 
process on January 16 and 17. Necessarily another ladler was required 
in carrying out the process, as well as several other assistants. None 
of these were produced as witnesses. The three aforesaid testify that 
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some well-made and merchantable wire-glass plates were rolled on 
those trials. Strange to say none has been preserved, and the earliest 
manufacture that has been exhibited in evidence was not made before 
May, 1895, notwithstandiog it is said that the experiments were 
renewed at other dates in 18M. 

Obvionsly, as stated by Shaman in giving his opinion of what was 
shown by Bchmertz's sketches, successfiil improvement apon the Euro- 
pean process depended upon rolling the second or half plate upon the 
first at the earliest practicable moment, else cohesion would not take 
place properly. The second rolling could follow more rapidly than in 
the European process by reason of the Shuman idea of feeding the wire 
upon the first plate in the process of rolling it. Something necessarily 
depended upon the varying temperatures of the separate balls of glass. 
If the rollers were separately operated, the second must move with 
proper speed and at the opportune moment. If connected space suiB- 
oient must be left for ladling in the second ball of glass, and this 
must be promptly done. Successfal achievement depended upon many 
contingencies. 

In rebuttal Appert called a witness, Charles O. Staufier, who was 
employed at the New Kensington factory during 1894 until Angusti 
He witnessed the experiments, being engaged in introducing the plates 
into the annealing-furnance, which is the final act in the process of 
manu&cture. Whilst so engaged he witnessed the experiments of 
1894. These were regarded by him and other workmen as Ikilures. 
The products were thrown in large quantities upon the reflise-dump. 
He was not impeached, and though an attempt has been made to dis* 
credit him by calling him '*a witness with a grievance against 
Schmertz" we find nothing in the record to justify the censure. On 
the other hand, observing nothing from which to infer his pr^udioe or 
bias in the case, we regard his evidence as entitled to great weight 
He was not only an experienced worker in plate glass manufacture, 
employed at the very place and time of making the experiments, but 
also one possessed of some skill in mechanic art. His observation was 
quickened and his memory impressed by the fact that during the same 
peroid he was cooperating with one James N. Oregg in the invention 
of an apparatus and process for making this same wire-glass. It is 
reasonable to suppose that the complete success of Schmertz's simpler 
apparatus, which, if true, was bound to be known to Stauflfer, would 
have abated his and his associate's zeal in the prosecution of their own 
invention ; but instead it appears that they continued their labors and 
perfected their invention July 7, 1894, one month before Stauffer left 
New Kensington works. They filed their application, upon which a 
patent was issued, February 19, 1895. These facts were known to 
Schmertz. Looking at their drawings and specification, it is apparent 
that they did not borrow firom the apparatus of Schmertz. Their proe- 
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668 is more akin to Shuman's. Their plan is to feed the wire through 
a device whereby it is tightly held at the desired uDiform distance 
above the bed or table — say one-half the proposed thickness of the 
glass plate when finished. The molten glass is then fed upon this 
stretched wire, passing in part through its meshes, and is followed by 
the roller t^at presses it into one solid plate, in the middle of which, 
theoretically, the wire will become embedded. In common with the 
others, its practical utility can only be determined by use. Schmertz, 
knowing their efforts, proposed to them to set up their machine and 
experiment with it for thirty days in his factory, making necessary 
changes and improvements at their expense. At the end of the thirty 
days he was to have an option of sixty days either to use the machine 
and process under a royalty of one and one-half cents per foot or to 
purchase the sole right to use in the United States for the sum of 
iSO^OOO. The negotiation failed. Schmertz corroborates him in reBi>ect 
of the failure of this negotiation between them, and there is nothing in 
the testimony of either to indicate that it resulted in uniriendliness or 
dl wilL 

Now if the experiments of January 16 and 17 demonstrated the suc- 
cessful completion of invention what is there to account for the long 
delay in attempting to put the product upon the markett Why such 
long delay — nearly fifteen months — ^in applying for a patent event 
Other inventors were at work in the same field. Shuman's testimony 
shows that there was considerable demand for his product, and 
Schmertz's conduct proves that he attached great value to the dis- 
covery of an effective process for making the new glass. The princi- 
paly if not the only, product of his factory during the time was 
skylight-glass. 

The only excuse tor this delay is in the great depression in trade in 
1808 and 1894. Grant that notice will be taken of this general depres- 
sion, still there is no evidence to indicate that it affected Schmertz^s 
oompany other than that one of its factories had ceased operations. 
The New Kensington plant was turning out the ordinary rough and 
ribbed glass. The new product, being greatly superior, would surely 
have been in demand. 

There was nothing whatever to prevent his applying for a patent, as 
Oregg and Btauffer did, and thus protecting his valuable discovery. 
His efforts in the matter of discovery attest his sense of the value of a 
better process for making the new glass. He expressed a desire to 
engage in manufacturing under Shumau's process, unless we assume 
that his representations to Shuman were falsely made in order to 
obtain an inspection of his apparatus and its operation. To assume 
their ftdsity would be to discredit his entire testimony. 

In accounting for his proposition to obtain control of the Gregg and 
Staoffer patent he effectually disposes of the theory that his inaction 
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in the matter of utilizing his pvooess, and especially in delaying to 
apply for a patent, was due to the dullness of the markets and the 
stress <tf hard times. He said in that regard: 

I wiohad to keep the Oregg and Stauffer patent from getting into the hands of 
other mannihotQien of glaei who would prove eompetitoia. 

We are constrained to believe that whfle Schmerts mayhaye come 
very near to developing the process of the issne in January, 1804, he 
lacked at least the final step that woold have demonstrated the thor- 
oughness of his conception and crowned his labors wifii success. 

For the reasons given priority is awarded to Appert The decision 
appealed from will be reversed and the proceedings herein certified to 
the Commissioner of Patents. It is so ordered. 



[OBort «if AnMls «if the Dteteiet «if CofaMlile.] 

Mbtxb et dL 9. BOTHB. 



84 O. Q., 648. 

1. IVTIBBFKRBNGBS— OBJXCnOV TO DBPOOITION FOR lUtBOULABrrT AWTMtt HXAB- 

IRO CoiOB Too Latb. 
The mle tiiat if a depoeitioo it in any reepeet open to iifegnlaritlea the 
dlljection mvat be taken before the eaose goes to hearing is as Mlufcaiy and as 
BeoeaHffy in interteenoe pireoeedingt in the Patent Office as it is in the ordinary 
oowrtsof Jnstioe. 

2. Saks— Dkpositioh— WiTNSSB TssTiFmro ik FoionoN Lavouaos— Swbae- 

INO NOTABT PUBUC A8 IimRPBBTBR. 

Rothe, who is a German, was not oonrenant with the English laagoage. 
The notary pnblio before whom Bothe's testimony was addnoed aoted as oeai- 
missioner and took down the answers of Bothe in the English langnagOy altar 
having interpreted the interrogatories to him in German, without being sworn 
as an interpreter. HM that the deposition so taken was admissible and that it 
was not necessary to swear the notary as interpreter. 

3. Sams— Samr— Samr— 43ABCS. 

The nniform tenor of the decisions is to the efTect that when an interpreter is 
required he shall be sworn as a witness, bnt that no inte r p r e te r is xeqnired when 
the officer taking the deposition is himself conTerssnt with tiie language of the 
witneaSy snd when no interpreter is required there can be no requirement of an 
oaih to interpret faithfully. Unleas error or nnfaimees is affirmatively shown 
the official character of the officer taking the deposition and his official eertifl- 
cate thereto comformably with the requirements of law are sufficient gnataDtse 
that the duty imposed upon him by law has been fiUthfUly perfomed. 

4. Bamr— Sams— Samr— Sams. 

While there may be cases where it would be proper that the oAeer should bs 
specially sworn as an interpreter, yet a depoeition should not be rqteeted merely 
because it does not appear affirmatively that the officer has been sworn to report 
correctly the answers of a witness given in a foreign language with which ffiw 
Is himself fiuniUar. 
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S. Samb— Sajoi— Sakb— WR2IX88 SMBraia DSFOSmOH. 

Our deposittons we reqnived to be in the Eogliah lAngvege, end in that lan- 
guage alone la the offloer reqnirad to take them down and return them. There 
can be no objection to a deposition signed by a witness not oonyersant with the 
English language. Such a deposition is not different in principle from one 
signed by a witness who oaonoi nad or write and who signs by mark. 

6b Sajcb-— Idsmufting Iirvsimoi^— PBiORrrr. 

HM that the poeitton taken by Ibysr si mL, that the testimony on behalf 
of Bothe does not snAeiently identify the invention in issnoy is not well founded, 
and the decision of the Acting Commissioner awarding priority to Bothe 
aiBimed. 

Mr. Jidkm 0. Dawett fbr the appellants. 
Me$$r8. WhiiaJcer d Prevoit fbr the appellee. 

MoBBis, J. : 

In an mterteenee pioeeeding in the Patent Office wherein the matter 
ef oontroyersy was an improvement in apparatus fbr oxidizing hosiery 
all the tribimals of the Patent Office awarded judgment of priority of 
invention in favor of tiie appellee, Bothe, and there would seem to be 
but little ground to question the justice and propriety of the decision 
were it not that a somewhat novel question has been raised in regard 
to the admissibility of a oertain deposition used in the case and upon 
which it is claimed the decision depends. 

The appdlants, Bobert Meyer and William 0. Foulds, were the first 
to file their application in the Patent Office, which they did on Feb- 
ruary 16, 1805. The application of the appellee, Oswald Bothe, was 
filed on March 28, 1806. Placed in interference and called upon to 
make their preliminary statements, Bothe filed his statement, in which 
he claimed to have conceived the inventiou in issue about May 20, 1804, 
and to have reduced it to practice about August 23, 1804, while the 
appellants, Meyer & Foulds, in their statement claimed to have con- 
ceived the invention in 1887, to have made a model of it in 1800, and to 
have used the invention to some extent since the fM of 1804. 

The burden of proof was upon Bothe as the junior applicant, and he 
assumed it. Notice that he would proceed to take his testimony was 
duly served upon the attorney for the appellants; but no attention 
seems to have been paid to it by the latter. On the day spedfled no 
counsel appeared on behalf of the appellants, nor did either of the 
appeHants appear. After some delay to await such appearance the 
taking of testimony on behalf of the appellee was proceeded with and 
was concluded in two days, and the testimony was duly returned to 
the Patent Office. The appellants took no testimony and seem to have 
made no movement whatever until after the decision of the Examiner 
of Interferences in March, 1807, although the testimony for the appeUee 
had been filed in December of 1806 and the case had been pending 
befiyre the Examiner for several months. It appears that they then 
filed a motion to reopen the judgment, for permission to take testimony/ 
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and for the extension of the time for appeal. This motion the Examiner 
denied, and the appellants thereupon appealed to the Oommisdioner, 
who affirmed his mling. They then appealed ttom the decision of the 
Examiner of Interferences npon the issne of interference to the Board 
of Examiners-in-Ohief^ notwithstanding that the time limited for appeal 
had expired. The Board affirmed the decision of the Examiner, and 
npon appeal from the Board to the Oommissioner of Patents the Acting 
Oommissioner affirmed the decision of the Board. All awarded priority 
of invention to the appellee, Bothe. Upon fbrther appeal the caase 
now comes to this court. 

The questions raised upon the appeal, and which were likewise raised 
before the Board of Examiners-in-Ohief and before the Acting Com- 
missioner of Patents, are substantially two : First, whether the depo- 
sition of the appellee was properly taken, and, second, whether the 
testimony on behalf of the appellee was sufKdent to support his elaim. 

First. With reference to the first of these two questions the fiM^ts 
disclosed by the record are that the appellee, Bothe, to whose deposi- 
tion objection is taken, is a German and seems not to have been ftdly 
conversant with the English language; that the notary public bef<Mre 
whom the testimony was adduced aod who acted as the commissioner 
fbr taking it seems also to have been a German or of German origin 
aod to have been conversant both with the English and the German 
language, and that he took down the answers of the witness in the 
English language after having. interpreted the interrogatories to him 
in German. It is argued on behalf of the appellants that the deposi- 
tion so taken is inadmissible on the ground that the notary was not 
sworn as an interpreter. 

But there are several plain answers to this argument. In the first 
place, the objection comes too late. It is undoubtedly the proper prac- 
tice that for technical defects objection must be taken to depositions 
befbre the cause goes to hearing. This is only the dictate of Justtoe, 
because then the party on whose behalf the deposition is introduced 
may have an opportunity to remedy the supposed defect, and it is the 
rule maintained by all the authorities. {BhutteY. Thamionj 16 WalL, 
151; l/oane v. Olenn, 21 Wall., 33; Howard y. SmaoMj ete.j Oo.^ 139 
U. 8., 199; Bibb v. Allen, 149 U. 8., 481.) In the last cited case it was 
said by the Supreme Oourt of the United 8tates, through Mr. Justice 
Jackson : 



If thedepMition wm in any respect open to irregularities, the motion to snpp: 
ity nnder the eironmstanoes, oame too late. Such motions should be made before 
the ease is called for trial, so as to afford opportunity to retake the teetimoiiy or 
correct defects in the taking of the deposition. 

And this rule is as salutary and as necessary in interference pro- 
ceedings in the Patent Office as it is in the ordinary courts of Justice. 

In the second place, it seems to be a mere inference or assumption 
^m the record that the notary was not sworn as interpreter. The 
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deposition itself and the notary's certificate thereto are silent on the 
subject, and whatever may be the role before the hearing we cannot 
at this stage of the proceedings assume the existence of irregnlarities 
unless they are plainly shown by the record; but, in the last place, we 
are of opinion that there was no such irregularity in this ease as is 
daimed on behalf of the appellants. 

Testimony for use in interference cases in the Patent OflBce is almost 
of necessity adduced by way of deposition. Section 4806 of the Bevised 
Statutes of the United States has prescribed that— 



the CommlMioiier of Pfttents may eatablith mlea for taking affidsTite i&d dopoai- 
tlona required in oases pending in the Patent Offloe, and sneh affidaTits and deposi- 
tions may be taken before any offloer authorized by law to take depositions to be 
nsed in the courts of the United States, or of the State where the officer resides. 

In accordance with this provision of law the rules promulgated by 
the Patent Office have provided, among other things, quite minutely 
and specifically for the taking of the depositions to be used befbre it, 
and one of those rules, (Rule 154,) after providing for notice to opposing 
I>arties, prescribes as follows: 

Each witness before testifying shall be duly sworn aocording to law by the offloer 
before whom his deposition shall be taken. The deposition shall be oaieAilly read 
over by the witnesSy or by the officer to bim^ and shall then be subscribed by the 
witness in the presence of the officer. The officer shall annex to the deposition his 
certificate showing, first, the due administration of the oath by the officer to the 
witness before the- commencement of his testimony; second, the name of the person 
by whom the testimony was written out, and the ikct that^ if not written by the 
officer, it was written in his presence; third, the presence or absence of the adyezee 
party; fourth, the place, day, and hour of commencing and taking the deposition; 
fifth, the reading by or to each witness of his deposition before he signs the same^ 
and, sixth, the fkct that the officer was not connected by blood or marriage with 
either of the parties, nor interested, directly or indirectly, in the matter in contro- 
Tersy. • • • 

Among the officers authorized by the law of the United States to 
take depositions to be used in the courts of the United States, and 
therefore competent; under section 4906 of the Bevised Statutes, above 
dtedy and under Rule 154 of the Patent Office, is the notary public. 
Section 863 of the Bevised Statutes says: 

The deposition may be taken before any Jndge of any coort of the United States, 
or any commissioner of a circait court, or any clerk of a district or circuit court, or 
any chancellor, Justice, or Jndge of a supreme or superior court, or mayor or chief 
mi^istrate of a eity, Jndge of a county conrt or court of common pleas of any of the 
United States, or any notary public, not being of counsel or attorney to either of the 
parties, nor interested in the event of the cause. 

And inasmuch as there is no ftirther qualiflcatton required of the 
officer who acts than the commission by and under which he has received 
his iqipointment to his office no special oath or other obligation to per- 
torm the duty fidthfuUy is prescribed by the statute or by the rules of 
the Patent Office. It has resulted as a matter of convenience that tes- 
timony for use in the Patent Office has very generally, if not Invarlabljy 
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been taken by and before notariee pablio, and the oommieaions iesned 
to these officers by the proper aatiioritieB of their respective States are 
snffimnt warrant to them, without other preliminary qnaliAcsation by 
special oath or otherwise, to take and retorn the depositions reqoired for 
the determination of canses in the Patent Office. 

The exeention of the statute and of the role in the case where wit- 
nesses are presented who are not conversant with the Bnc^ish language 
and cannot testify in it presents, of course, a difficulty, but not greater 
than is encountered in the courts of law. Testimony with us is neces- 
sarily required to be in the English language, and the testimony of m 
witness unacquainted with our language or unable to testily in it must 
be translated into the Bnglish language before it can become testi- 
mony competent to be used for the acUudication of our legal c(mtro> 
yersies. Thw is accomplished in our courts of coomion law by the aid 
of interpreters, who are tfaemsdves sworn as witnesses for the purpose, 
and the rule is not dissimilar in equity or other tribunals in which 
testimony is required to be adduced by way of depositfaHi; but whero 
the officer who takes the deposition is himscdf conversant not onfy with 
the English language, in which he takes it, but likewise with the lan- 
guage of the witness an interpreter is unnecessaiy. Indeed, it is very 
plain tttat there is in that case a greater guaranty of accuracy than 
when a third person is interposed as interpreter, for the officer then 
knows himself what the witness says and is not required to take it at 
second baud from a person who gives his understanding ctiL 

This we understand to be adautted, at least not to be denied, by the 
appellants; but the argument is that when the officer acts in tibe dual 
cajMcity of a commissioner to take the testimony and of an interpreter 
to translate the interrogatories to the witness and to translate his 
answers into the English of the deposition he should be sworn specially 
in this latter capacity. Neither upon reason nor upon autiiority do we 
regard the argument as well founded. 

By his office and his appointment the officer who takes a depositioa 
is charged with the duty of taking it truly and fidthfiilly. He is not 
required, as we have already stated, to be specially sworn for that 
purpose. If a witness produced before him can only testtl^ in a foreign 
language and the officer fully understands that foreign language, it is 
not apparent why there should be any greater obligation upon him to 
report the answers of such witness fiuthfully than there would be to 
report those of a witness speaking in the Bnglish langui^^ The sole 
irarpose of an interpreter is to enable the officer taking the deposition 
to set down the words of tiie witness correctly in the Bnglish language 
according to their true tenor and import in the language of tiie wit- 
ness; but if the officer fhlly understands the witness in his own lan- 
guage and can himself speak that language and translate it into Rngtiah 
he is in greatly better position to report the witness ooneoOy tliaa if 
He were cooq^elled to use the services of a third person as ma ioftsr^ 
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preter fbr the purpose. It is the mterpretar or iDtermediary that is 
required to be sworn, beeaase he becomes a witness; bat the officer 
does not become a witness becanse he understands a forngn langnage 
and can set down in English what a witness anaeqnainted with Bngiish 
testifies in such foreign langnage. 

This is the dictate of reason and ccunmon sense, and it does not seem 
to require the authorities of abjudicated cases to supp^nrt it But su<di 
authority ia not wanting. (Bee Okrigimm v. Bay, 42 IlL App., Ill; 
suae y. Oariina»j 47 Tex., 8B1; MeKmneg y. VOannory 26 Tex., 5; 
Munkr. fFMI«a^,298.W.B6p.,4m; l)mfri$Y.MigliaMUMj4iS.W.B^p^ 
•1; Oi<yJ^/«t.ao.y.Oamvs41Ga^6eO; LeeUshy. AfUmHeMtOMl 
Inturanee 0#., 4 Daly, N. T., 51&) The onifinrm tenor of all these deci- 
sions is to the eflEect that when an interpreter is required he shall be 
sworn as a witness, but tibatno interpreter is required when the officer 
taking the deposition is himself conyersant with the language of the 
witnt9ss, and when no interpreter is required of course there can be no 
requirement of an oath to interpret fiuthflilly. Unless error or unfSEdr- 
ness is affirmatiyely shown tiie official charaetw of the ofitoer taking 
the deposition and his official certificate therato emifomiably with the 
requirements of law are sufficient guarantee that the duty imposed upon 
him by law has been fsithftilly pedbrmed. 

It is yery true, as argued by council fcr theiqipellants, fliat the cases 
cited haye all arisen under State statutes and local rules or codes of 
practice and that the manner of taking testimony in the present and 
other similar eases is to be goyemed by the laws of the United States; 
but this argument affords him no assistance, for the laws of the United 
States are entirely silent on the subject and leaye it to the operation of 
the general principles goyeming legal procedure, and those general 
principles, as we haye remarked, do not necessarily require that an offi- 
cer takinga deposition should be vwom to take down correctiy the tes- 
timony that is adduced befi>re him any more when that testimony is 
primarily giyen in a foreign language thMi when it is giyen in the 
English language, whoi he understands botii languages sufficientiy 
well to translate the answers and the interrogatories from one language 
into the other. We do not mean to say that there may not be cases 
where it would be proper that the officer should be specially sworn as 
an interpreter; but we do say that a deposition should not be niOected 
merely because it does not appear affirmatiyely that the officer has been 
sworn to report correctly the answers of a witness giyen in a*fi>reign 
language with which the officer is himself familiar. 

Nor is it any objection to the proceeding that the witness is required 
to sign Us deposition and that he cannot be presumed to understand 
and therefore cannot be presumed to sign intelligentiy a deposition 
taken in the English langnage when he is not conyersant with our lan- 
guage; but we know nothing in our procedure of depositions taken in 
a foreign language. Our depositions are required to be in the English 
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langaage, and in that langnage alone is the oflBcer reqnired to take them 
down and retnm them. The case of a witness who testifies primarily 
in a foreign language and signs his deposition in the English language 
is no different in prineiple fix>m that of a witness who cannot read or 
write and who signs by mark. In either case the deposition is read to 
him, and he signs it upon the faith that it is read to him correctly. It 
is trae that writings in a foreign language, when they are reqnired in 
legal proceedings, must be introduced in the original, to be accompanied 
with a translation, and that a translation without the original would 
not suffice; but this is not an analogous case. A writing in a foreign 
language is a Act to be dealt with like any other fact 

We are satisfied that the tribunals of the Patent Office were entirely 
right in their ruling upon the deposition in question. 

Second. The second question raised by the appellants on this appeal 
is that the testimony on behalf of Bothe does not sufficiently identify 
the invention in issue so as to justify the award of priority to him; but 
we do not regard this iK>sition as well taken. 

Meyer and Foulds, although they filed a preliminary statement in 
which they claim to have conceived the invention in issue in the year 
1887 and to have made a model of it in the year 1890 and to have used 
it to some extent since the fall of 1804, took no testimony in support of 
their claim and are therefore confined to the record date of the filing of 
their application, February 16, 1895, as that of their conception and 
constructive reduction to practice. The appellee, Bothe, proves con- 
ception by him in May, 1894, and actual reduction to practice in the 
beginning of August, 1894. If the proof is sufficient, he is therefore 
clearly entitled to priority, and we have no doubt that the proof is 
amply sufficient and no doubt that the application of the appellants 
was an unjustifiable attempt on their part to appropriate to themselves 
the invention of the appellee. 

Bothe testifies distinctly and positively that he had the invention 
prior to his going to work for the appellants in July, 1894; that he was 
employed by them with the view of introducing his invention in their 
works near Philadelphia; that while in their factory he constructed a 
full-sized model in August, 1894, and that thereafter the machine was 
in foil and snccessfol operation in that foctory, and this latter statement 
the appellants themselves substantiate in their preliminary statement^ 
and the whole testimony is folly sustained and corroborated by three 
unimpeached witnesses. If there is anything indeterminate in this 
testimony, which is not apparent, or if it could have been shaken upon 
cross-examination, the appellants have only themselves to blame for the 
condition in which the testimony leaves the case. The inference is war- 
ranted that they had no just case and that they abandoned the proceed- 
ing deliberately and with full knowledge of the weakness of their 
claim. 

We concur with the tribunals of the Patent Office that the appdks 
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has Mly and safBoienily proved his case and that he is entitled to judg- 
ment of priority of invention. 

The decision of the Commissioner of Patents will therefore be affirmed, 
and the derk of this conrt will certify this decision and the proceedings 
in this eonrt to the Oommissioner, to be entered of record in his Office, 
according to law, and it is so ordered. 



[C- S. CInnitt Omut of AppMlft-fibcth Gftraali.] 

Frbdbbiok B. Stbabns & Ooicpaky v. Bussbll. 

DcMed February 8, 1898. 
S4 O. Q., Ii84. 

1. BU80BLL— DBVIGX VOR HOLDIirG AND DIPPING PiLLS— VOID. 

Letters Patent No. 8S9,486, granted September 11, 1888, to John B. Bnasell, for 
a doTiee for holding and dipping pills, oonsisting of a hoUow bar having a num- 
ber of seats for the reoeption of pills and adapted to have the air exhansted 
from its interior, so as to hold the pills to the seats by atmospheric pressors, is 
Toid for want of inTention in view of the prior ose of similar deyioes for analo- 
gous purposes. 

5. brvBMTioif— Analogous. Use— Pons «. Crkaobii. 

The application of a device designed for lifting sheets of paper by exhauating 
the air in hollow points of contact therewith to the lifting and holding of pills 
while dipping them in a gelatin-bath considered to be a mere analogous use 
where no substantial change in the device was necessary. (PotU 4" Co* v. Creager, 
C. D., 1885, 143; 70 O. Q., 484; 156 U. 8., 607, distinguished.) 

8. Sams— Samb. 

Where it requires substantially no change in an old device to adapt it to a new 
use, suoh adaptation cannot be the subject of a patent no matter how remote 
and unthought of the new use may be, provided no new force or mode of appU- 
cation be necessary in carrying on sueh use. 

4. Samb— Pbiob Abt, Assumption that Invjcntob Knows. 

In estimating the amount of invention in a patented device the court is bound 
to assume that the history of prior patents and machinea having a bearing on 
the sul:t}eet was known to the patentee^ though in fact he may have been igno- 
rant thereof and actually ezeroised inventive faculty. 

6. Combination. 

A pill-dipping bar with nipples against which the pills are held by suction 
oreated by exhaustion of the air fh>m the interior of the bar and which is 
manipulated by hand in dipping the pills has no such relation to the pills and 
the gelatin-bath as to form with them a patentable combination or mechanism. 

6. CoNSTBUCTiON OF Glaims^Implying Elbmbntb Not Nambd in Claim. 

To imply as elements of a claim parts not named therein for the purpose of 
limiting its scope, so that it may be accorded novelty, Is contrary to a well- 
settled rule of patent law. 

Appbal from the Oircait Ooart of the United States for the Eastern 
District of Michigan. 

Before TafT| Lubton, and Sbybbbhs, Judges. 
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Mr. B. A. Parker for the appellaiit. 

Mr. Ofprus B. Loikrop and Mr. Epkraiim Banning for the appeDee. 

8TATSMB1IT OF THB OASEm 

John B. Baseell filed his bill in equity in the Oiicoit Ooort against 
Frederick B. Steams & Oompany, a oorporatiOD, seeking to restrain 
the defendant from further infKngement of United States Letters Pat- 
ent No. 389y485, issued on September ll, 1888, to the complainant, for a 
^^device for holding and dipping pills, etc" The bill described the 
device by the following averment: 

Thftt your ontor^s patented device coneiete of m hmt hmwiag a namber of holknr 
aeato for the reception of pille, which bar ia adapted to be connected with an *»^^>^^t# 
or sacking apparatos, so that the pills to be dipped are held to their seats by atmos- 
pheric prsssare while being dipped. 

The answer set up the usual defenses of uon-infHngementy want of 
novelty^ noninvention, and anticipation. The speciAcation of SusselFb 
patent contained the following: 

Pills are now dipped in gelatia by the nse of what is known as a ^neadla-lMiry* 
Tis., a bar in which are set a namber of needles. The pills are impaled on thssa 
needles, partially dippedi are aUowed to dry, and then remoYcd from the w^^^lff, 
nsoally by spring-fingers, and the anooated portion dipped. TUs of coarse 
a hole in each pill, and reqaires considerable manipnlation. 

My Invention consists in holding the pills on the dipping mechanism by 
pheric pressure, and I do this by maintaining a partial Taonom behind the pills 
when in position. 

The drawings of the patent are below: 
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Hie specification continues: 

The drawings represent mechanism adapted to practice my p r ocess, in which B 
xepresents a bar having therein a cavity E and an orifice thioniph one end of tho bar, 
preferably somewhat tapering, the other end of the bar being dosed. 

C represents a namber of tobei set tightly in the top of bar B and eommnnicating 
with tbe interior cavity £. 

Tn tfaemodification shown in Fig. 3 the tnbes C are omitted and holes H arsdrilM 
the bar into the cavity £, terminating at their outer cod la oonosTitiea C* 
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II16 end of 6m1i tube C alto hat a aliglit ooneaTity formed therein^ as indicated in 
doited Unea in Fig. 6, to partially fit the pilla or other objeets to be held thereby. 

F r e p r eae n ta a hoUow tnbe adapted to fit the orifice A and preferably topered to 
fit aaid orifice. 

O repreaenta a flexible tnbe, one end of which is connectod with the tnbe F and 
the other end with any snitable snetion apparatna, anoh aa an ezhanat-fan, ejector, 
orpnmp. 

B' repreaenta a portion of a board perforated with holea O, alightly larger than 
the piUa to be coated, bored ao aa to register with the tnbea C or concavitiea C\ 

The operation of my invention is aa follows: The bar B is laid down with the 
tabes or ooneaTitiea upward, and the board B' is placed in a frame so that the holea 
O register with the tnbes 0. A nomber of nncoated pills are thrown upon the board 
B', and sobm of them pass down throngh the holea O until they rest upon the end of 
tabes 0, when the surplus pills are brushed off and the board removed, leaying a 
pill on the end of each tabe or in each concavity C. The tube F is now pressed into 
the orifioe A, and, being eonneeted with the suction apparatus, the air is exhausted 
ftmn the cavity E and the pilla are pr essed firmly [againat the ends of the tubes or 
ooneavitiea. The bar B is now lifted up and turned over, and, in doing this, the 
tabe F may be tomed in the orifice A] to avoid twiating tabe Q, and the pills are 
then dipped in a gelatin-bath aa deeply aa possible without permitting the gelatin 
to come in oontaet with the tube or to be sucked up through the tabe or holea H by 
the vacuum. The pills are removed lirom the gelathi, the bar is given a slight rotary 
motion to distributo the gelatin evenly, and laid down with the tubea upward, in 
which poaition the tube F may be withdrawn and the bar and pills are left to dry. 
Whss the coating has become dry, the bar is again eonneeted with the suction 
apparmtus. A aimilar bar ia laid down with the holea or tabes up, and with a perfo- 
rated board B' placed over it, as before deaeribed. The bar containing the partially- 
eoalsd piUs ia now raised, turned over, and the pills presented to the perforated 
holes in the board, and the suotion apparatus is disconnected from the bar, when 
the pftrtially-eoated pills hXi on the ends of the tubea and are held thereby. The 
■aotlosi apparatna is now eonneeted to the aeeond bar, the perfbrated board removed, 
and tbt nnooated portion of the pUla dipped and dried, as before. 

It !• evident thiit the giat of my invention cona i s t s in supporting the artielea to 
be ^^lyed by atmospherie ptesaaie instead of by mechanieal means, and that the 
Ibrm and mechanieal oonstmction details of the specifie apparatus shown can be 
eonslderably modified. 

What I claim aa my invention, and desire to aeeure by Letters Patent, is— 

1. In lasfibaniam for dipping pills, a chambered dipping-bar having seats for the 
pin* whieh have atnoq^herie oonneetion with an eshaust^hamber in said bar, 
anbatantinlly as deeoribed. 

9. In a mechanism for dipping pills, a dipping-bar having seats for the pills and 
provided with passages forming atmospheric connection between aaid seats, and an 
interior exhauat-ehamber formed in said bar, and a tubular connection entering 
said eiiamber and having a flexible tabe or section to permit the movement of said 
ba« when the chamber.is exhausted, substantially aa described. 

3« In combination with the bar B and tnbes C, the tapering tube F and the flexi- 
bly tabe G, connected with a suction apparatas, substantially as and for the 
pgypssss set forta. 

ni6 words in brackets are not in the specification, but they are, as 
couael have suggested, needed to make the sense clear. 

The first issne was as to the construction of the specification and 
clataiis. The plaintilTs counsel contended that the invention was only 
a part of the mechanism used in coating pills, of which the gelatin and 
its foceptade and the pills themselves were all elements, and that it? 
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noTelty was to be determined ia its lelation to these other elements of 
the same so-called *< mechanism." The contention for the defendant 
was that the patent was for a mere mechanical device to hold pills 
during the process of pill-dipping, and that it did not cover a combi- 
nation with other appliances used in pill-dipping; that the patent was 
not for a process, but for a tool. To sustain this view, defendant intro- 
dnced the file- wrapper and contents of the patent in snit, and also of 
an application iiledby the complainant ^^for a new and nseftil improve- 
ment in the process for dipping pills." 

In the latter application he described the method of dipping the pills 
very much as it is set forth in the specification quoted above, and 
flramed his claim as follows: 

1. The prooess of coating pilla Mid other tnuiU objects, consisting in supporting 
them upon a dipping-bar by atmospheric pressors while in the act of dipping, 
■nbetantially as herein described. 

The application was rc|jected by the Examiner in these words; 

It being Cimunon to sostain pills for the purpose of dipping them by impaling the 
sao^e upon pins attached to a bar, as is shown, for instance, by the patent of A. F. 
W. dt F. A. Neynaber, No. 170,186, Noyember 23, 1875, (sugar and salt, confectionery- 
pill machines,) and the use of a yacuum for sustaining articles in a similar manner 
to that shown in the present application being shown in the patents to D. H. Camp- 
bell, Nos. 297,496 and 297,496, April 22. 1884, (metal-working, buttons and dasps,) 
the process claimed is regarded as lacking in patentabUity. 

Bnssell then amended his claim to read as follows: 

The process herein described of coating pills and other small articles, which con- 
sists in holding them upon a dipping-bar by atmospheric pressure, and, while so 
held, dipping the pills in a coating composition substantiaUy as set forth— 

and pointed ont the improvement in this process over the pill-impaling 
method theretofore in nse by which a hole was made in each pill and 
required considerable additional manipulation. The appellant ftirther 
called attention to the ihct that the Campbell patent related to adilfor- 
ent art from that of coating pills with gelatin » being a machine for 
making buttons. The amended application was again r^ected, with 
the statement that — 

the process claimed aside firom the mere ftinction of the i^iparatns is deyoid of 
patentable novelty, in yiew of the patents, and for the reasons cited in the Ibnner 
Office letter. 

The application was again amended by inserting the following dis- 
claimer: 

I am aware that suction-cups haye been used in the manuilMtuie of buttons and 
other like articles for the purpose of assembling the parts that go to make up such 
articles. Such, therefore, I do not broadly daim^ 

and by striking out of the claim the words << other small articles," 
To this the Office answered : 

The process of dipping piUs, regardless of the apparatns used, is shown by nnmer^ 
ous patents, and acknowledged by the applicant to be old. The method of ^pstain* 
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ing MrtlolM by means of Atino«pli«rio prearare the applicant oonoedes also to be old 
and well known, each having been ebown in the patent previonely cited. In view 
of the above-mentioned facte, it is believed, as stated in the last Oi&oe letter, that 
the application presents no patentable process, and hence it must be for a second 
time, and finally, rejected. 

At the same time that the application for the process patent was 
under consideration Bnssell was pressing his application for the patent 
in snit. He called it an <^ improvement in mechanism for dipping pills.'' 
He was required to snbstitnte for the word << mechanism '' the word 
^^ device" and to add the word << holding," so as to make his claim of 
invention one for a device for holding and dipping pills. As a condi- 
tion of obtaining the patent in suit Bussell was required 1^ abandon 
his process application, which he did in the following letter, filed with 
the Oommissioner of Patents : 

In compliance with the directions of the OiBoe, and for the purpose of having my 
applieation for mechanism for dipping pills, Serial No. 255^324, considered, I here- 
with withdraw my application for patent for process of dipping pills, filed Novem- 
ber 16, 1887, Serial No. 266,324. 

Yonrs, respectftLlly, John B. Russsll. 

Upon the issues of novelty and anticipation the complainant relied 
on the admitted facts that never before the nse of the device in suit 
had its pneumatic principal bee>i utilized in the pill-dipping art; that 
pill- dipping began in 1849, and that since that date some seven or eight 
patents for holding and dipping the pills had been taken out, in all of 
which were serious defects, which his device obviated. Of these prior 
devices those in most general use were bars with rows of pins or points, 
upon each of which a pill was impaled and held for dipping. These 
devices always left holes in the gelatin pill, which had to be filled in 
some other way or else left the pill-covering defective. The complain- 
ant, further, to show both novelty and utility, relied on evidence, not 
contradicted, that since his device has been used by Parke, Davis & 
Co., large manufacturers of pills in Detroit, for pill-dipping they have 
uq^d it in making 129,000,000 pills a year and have increased their 
manufacture and sales of pills very largely as compared with the manu- 
facture and sale of pills by their competitors who use tlie old devices. 

Upon these issues the defendant introduced witnesses to prove the 
common use of air exhaustion to maintain balls in ball- valves against 
the mouth of an exhaust-chamber, and it also introduced American 
and English patents to show a frequent utilization of the same i>rinciple. 

The Campbell patent of 1884, which, it will be remembered, was 
referred to by the Patent Office Examiner to show the want of nov- 
elty of the process applied for by complainant, was an improvement 
in button-making machines in which cooperative dies were employed 
for uniting as many as five different parts to form a button, the 
improvement consisting in devices for feeding the several parts auto- 
matically into the dies successively and in the proper order. The dies 
13782 35 
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were in a circle ioBide the i^riphery of a reyolving table, while Hie 
parts to be fed were iu magazines ontside the periphery of the table. 
The parts were transferred one at a time from their respective maga- 
zines to the dies by means of onpnles or snckers, which were pipes 
suspended above the table and commnnicating with a common exhanst- 
chamber and having such a swivel-joint ccmnection with the chamber 
as to permit their lower ends to swing from their respective mi^ga- 
zines to the circle of the revolving dies. The constmction of the 
machine was qoite complicated in order to effect the necessary aato. 
niatic co5peration of the parts; bat the simple oifice of each cnpole w 
sncker was to attach to its lower end a particular part of the button 
to be made and to lift it fh>m its magazine and carry it around to a 
point where it could drop it into one of the revolving dies, with which 
it would register. The lifting and holding of the part thus carried to 
the end of the sucker or cupule was effeeted by exhausting the air in 
tbe exhaust-chamber, connected by a flexible pipe with suction appar- 
atuSy and the dropping was accomplished by breaking the atmos^ 
pheric connection between the vacuum-chamber and the pipes of the 
cupules or suckers by means of automatically-operated valves. Another 
cupule was used to lift the finished button from the die and deliver 
it from the machine. The patentee said in his specification: 

Instead of relying upon mechaaicaUy-erganizad grasping aad deltvaring derieaa, 
operating after the manner of nippers, and in some cases after the manner of 
puDcturing-forks, for feeding or delivering the parts to and removing the finished 
hiittons from the dies, I employ cn'pnles or ^'sncking-cnps^ with atmo^lierie pies- 
enre, made nyailable at snitahle proper interrals by a oontinnoos partial vacnnm 
mechanloaUy indnced, and an antomaiie eontro) of said pressare adjaeent to and 
aifeoting said onpnles in their operation. So ftr as my knowledga extends, this 
pneumatic principle has never before been applied to batton-making machineiy, 
.'Jthongh I am aware that it has been employed in machines for making tmnk-nails 
having brass filled heads ; hot in said machines, instead of effecting the release of a 
''filling'' from a lifter by modifying the atmospheric pressure, as in my machine, 
said release was effected by mechanically-operated plvngers; and, instead of empley- 
ing a continuous partial vacuum, as in my machine, the partial vacvnm in said prior 
machine was intermittlngly induced by a pomp, which was worked for each opera- 
tion of tbe lifter. I am also aware that the pneumatio principle has heretofors 
been employed in twine-balling machines for conveying "tickets" from reeeptaeles 
to hollow sinking balling-spindles by means of cnpules or suckers; and I aas still 
fhrther aware that there have been employed In other connections suckers whicih 
embodied means within themselves for indneing a partial vacuum at eaeh movement 
toward or npon tbe object to be lifted. 

The articles lifted in the Oampbell machine were metal shells, metal 
collets, cloth covers, paper fillings and tufts, as well as the whole but- 
tons. The machine for making trunk-nails referred to by Oampbell 
was covered by a patent to Zachariah Walsh, issued in 1S65. The 
machine is a very complicated one. The things lifted by suckers or 
cnpules were small circular tin or metal plates and circular pieoea of 
pasteboard of the same size. 
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In 18S1 one FrearAon bad taken oat an English patent for lifting by 
pneamatic crackers small pieces of metal and deliyering them into cat- 
ting, shaping, and pressing machinery. The same pneamatic principle 
was osed in printing-presses to lift sheets of paper and convey them 
from one part of the machine to another. There were qnite a nnmber 
of devicee of this kind. The one most important in this case was a 
parent for a feeding attachment for cylinder printing-presses, issaed to 
Saaf<»d 0. Cox May 12, 1885, No. 317,029. In this the paper was deliv- 
ered into the press by a tnbalar carrier Q, which itself was carried from 
the phice of reception to the place of delivery snspended iu triangolar 
slots of carryiug-levers and moving over segmental tracks. The car- 
rier was described as follows : 



The luider side of the oMiier Q it provided with the snction-cape S, whieh com- 
mimicate with ito hoHow ioterior, and haye Mcured around their edgee the mbber 
rings t, to eanee them to adhere to the paper when the air is exhausted from the 
earrier aad unpe. One end of the tabular carrier is closed, and the other end is oon- 
Bseted by a fl^ble tube T with an alr-pnmpy which is not shown in the drawings, 
bat which is operated from the cylinder or operating-shaft of the press, and which 
is so eonstmeted and arranged that it shall exhaust the air from the carrier when 
the latter reaches the paper- table, and cease operation and permit air to enter the 
carrier when the latter reaches the end of its stroke. The ends of the segmental 
tracks D are rertical or abrupt, and the triangular slots O in the carrying-levers win 
permit the carrier to descend the required distance at either end and will again raise 
or lift it at the beginning of the moTement in the opposite direction. By this con- 
atmetioB the saetion-onpe wiU always descend squarely upon the paper, and wiU 
Bsver fM to deUver it evenly and smoothly. 

Fig. 3 of the drawings shows this tnbniar carrier: 




A very simOar device was shown in a paper-separator, patented to 
Oomly in 18S3. 



inrention [he said] consists in a method of feeding or supplying paper, sheet 
by sheet, from a heap throng^ the agency of atmospheric pressnie. 

His machine consisted of (1) an elevating- table; (2) a roller; (3) an 
air pomp or exhauster attached by a flexible tube or bracket to a hori- 
Eontal tube pierced on the under side with any required number of 
small holes, in which he inserted small tubes of, say, cue inch in length 
and caliber iu proportion to the size of the horizontal tube and the 
power of the exhauster, and (4) a supporting-bar. The air was 
exhausted i^om the tube at the moment wben the tubes Z Z Z were 
nearest to the top sheet of paper, at which time the revolution of cam- 
wkeds raised the tube 0, with the sheet, and it was carried from the 
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heap to any required point. Fig. 2 of the drawings, reproduced bdow, 
shows this tubular carrier: 




Taft, c7., after stating the case as aboye, delivered the opinion of the 
Oourt. 

The first issue between the parties is whether the patent before us 
is to be regarded as a machine merely for lifting and holding pills or 
as an element of a larger mechanical combination of parts used in the 
process of pill-dipping. It seems to be the view of the defendant and 
appellee that other things required to be used in dipping pills can be 
implied as elements of the claims, and that thereby the novelty of the 
invention will become clear from the circumstance that no device of 
any form embodying the pneumatic principle of complainant's bar had 
ever before been used in combination with pills and a gelatin-bath. 
To imply as elements of a claim parts not named therein for the pur- 
pose of limiting its scope, so that it may be accorded novelty, is con- 
trary to a well-settled rule of the patent law. It was proposed to limit 
a claim thus in MoOarty v. Railroad Oo.y (0. D., 18d5, 721; 73 O. G., 
1707; 160 U. S., 110, 116; 16 Sup. Gt, 240.) The patent there under 
oonsideration was for a car-truck bolster. Mr. Justice Brown, in deliv- 
ering judgment for the Supreme Oourt, said (p. 116:) 

There ie no saggeetion in either of theee clftims that the ends of the bolster reit 
upon springs in the side trasses, althoogh they are deecrihed in the specifieatioB 
and exhihited in the drawings. It is suggested, however, that this Ibatare may be 
read into the claims for the purpose of sustaining the patent. While this may be 
done with a view of showing the oonneotion in whieh a devioe is used, aad proving 
that it is an operatire devicoy we know of no principle of law which would authorise 
us to read into a claim an element which is not present, for the purpose of making 
out a case of novelty or iofHngement. The difficulty is that if we once begin te 
include elements not mentioned in the claim in order to limit suoh ehdm and avoid 
a defense of anticipation we should never know where tb stop. If, for ezample^ a 
prior device were produced exhibiting the combinntion of these daimt pim 
qpringe^ the patentee might insist upon reailiug some other element into 
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moll for instance aa the side frames and all the other operatiye portions of the 
meohanism constituting the car-tmok, to prove that the prior deyioe .was not an 
anticipation. It might also reqaire ns to read into the fourth claim the flanges and 
pillazB described in the third. This doctrine is too obyiously untenable to require 
argument. 

But it is said that the claims of the patent in question here do con- 
tain a suggestion of sach a combination in the opening words, '*In 
pill-dipping mechanism." We think these words are only used to 
define the nsefnl purpose to which the patentee intended his device 
to be devoted and cannot bear the construction by which all the other 
substances and parts used in dipping pills may be considered as mak- 
ing up the combination claimed. 

There is a still more serious objection to such a view in the fact that 
the other elements which it is sought to introduce into the claims do 
not, when taken in connection with the specified device, in any proper 
sense constitute a mechanism or arrangement of mechanical parts that 
can be patented as such. The complainant's patent is for a pill-holding 
device and nothing else. It is a tool for manual use. To the extent 
that the pump or fan, the flexible tube, the chambered bar, and the 
tubes or nipples of the bar co5perate to hold the pills upon the tube 
or nipple ends against the force of gravity they form a mechanism or 
machine; but when considered in relation to the dipping process this 
machine is merely a tool, exactly as a pin would be a tool used by hand 
to imx>ale a pill and to dip it into gelatin. The gelatin and its recepta- 
cle are not coacting parts of a mechanism of which the bar is also a 
part. There is no relation between them at all, except as it is initiated 
and maintained by the voluntary manual and continuously-guiding act 
of the human operator. It is no more proper to describe the dipping- 
bar as a co-element in dipping mechanisms with the pill and the gelatine- 
bath than it is to describe the ax as a co-element of the log and the 
chopping-block in mechanism for splitting wood. Mechanism may be 
defined to be the arrangement and relation of the parts in a machine, 
and a machine is defined by Professor Bobinson in his work on patents 
(sec 178) to be- 
an instrument composed of one or more of the mechanical powers, and capable, 
when set in motion, of producing, by its own operation, certain predetermined 
physical effects. 

Again, he says (sec 175) that — 

a machine differs from all other mechanical instruments In that its rule of action 
resides within itself. 

Within these definitions the chambered dipping-bar, with its pill- 
seats and the exhaust-pump, is a machine for holding pills, and the 
bar, the chamber, the pump, and the hollow pill-seats are parts of the 
mechanism forming the machine operating upon the pills; but when 
the hand of the operator is needed to turn the bar over and to carry it 
to the bath and to dip the attached pills into the bath the fonotion c ' 
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the bar, so for as it has relation to the bath and the dipping process, is 
that of a tool. Of coarse we do not mean to say that yarions mechan- 
ical steps taken by means of di£feient tools or machines in operating 
npon a sabstance to transform it from one thing to another may not be 
the subject of a patent; bat in such a case the {latent is for a process 
and not for a machine. {Cochrane v. DeeneVj C D., 1877, 242; 11 
O. G.y 687 ; 94 IT. S., 780, 787, 788; RUdan Iron and Locomotive Warke v. 
Medart, 0. D., 1895, 330; 71 O. G., 751; 158 U. S., 68, 75, 76; 15 Bnp. 
Gt, 745.) Whether such a process patent might have been valid for 
the steps in pill-dipping pointed out in complainant's specification we 
need not discuss, because the complainant as a condition of getting 
the patent in suit expressly abandoned and withdrew an application 
for just such a process patent, and he is thereby estopped firom con- 
tending for any construction of his present patent which woold, in 
effect, secure him the same thing. {Sutter v. Robinson^ 0. D^ 1887, 155; 
38 O. G., 230; 119 U. S., 530, 541; 7 Sup. Ot, 376; Shepard v. Carrigan^ 
0. D., 1886, 116; 34 O. G., 1157; 116 U. S., 593; 6 Sup. Ot., 493; Let- 
gett v. Avery J 0. D., 1880, 283; 17 O. G., 445; 101 U. S., 256.) What 
we have to determine in this case, therefore, is whether complainant's 
chamber-bar was a new invention. First, was the bar itself newt 
Second, if not, did its use for holding pills involve the inventive fiBusnlty 
on the part of the complainant, who is conceded to have first conceived 
suchuset 

The Oampbell machine for making buttons and the much earlier 
devices of Walsh for making heads for trunk-nails clearly disclosed the 
method of lifting, holding, and moving small articles like pieces of 
metal, cloth, wood, and paper from one place to another by attaching 
them to the ends of hollow tubes connected with an ezhaost-chamber, 
from which the air was withdrawn by a pump, fan, or other exhausting 
device. Such devices were part of a larger machine and discharged 
their functions automatically and at regular intervals. Although the 
principle of their action, so far as. lifting and holding these articles 
against the force of gravity was concerned, was exactly the same as 
that embodied in complaiuant's bar, their form was not precisely the 
same. The same principle was used in another art— that of the print 
iug-press — for lifting and delivering paper to the press, aud in this art 
we find the complainant's dipping-bar complete, with hardly a variation. 
It appears satisfactorily that what is called the ^'tubular carrier" of 
the paper-delivering device of Sanford C. Cox, patented several years 
before complainant's application was filed, is substantially in the same 
form as complainant's bar, operates upon exactly the same principle, 
and if removed from the Cox machine, as it can be easily, will hold, 
carry, and dip pills in the same way. It appears that no change is 
necessary whatever in the Cox carrier to make it suited to pill-dipiung, 
except it may be a reduction in the size of the tubes or pill- 
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Differences between the two ban or carriers are suggestecL First, the 
exhaust-chamber of complainant's bar is connected by a swivel-joint to 
the flexible rubber tube leading to the air-exhausting machine. This 
swivel-joint is not in Cox's earner^ but the tube connected to the 
chamber of the carrier is flexible, and it is quite manifest that the 
flexibility of the tube, if sufBciently long, would permit the performance 
of the same ftmetion — that of enabling the tube to be turned over— 
which is the oiBce of the swivel-joint in complainant's bar. Again, it 
is said that the ends of the Gox carrier-tubes are not made of a semi- 
globular form to form the pill-seats and have rubber rings about them ; 
but it clearly appears that the model made according to the Cox car- 
rier will hold the pills without such seats, and this, too, with or with- 
out the rubber rings, which of course were used to make the connection 
with the paper sheet more close. The very triviality of the differences 
dwelt upon only emphasizes the substantial identity of the two bars. 
The Comly carrier for sheets of paper, which is a much earlier device, 
also quite nearly resembles complainant's carrier in form and principle 
of operation ; but the resemblance is not so close as that of the Cox 
carrier, and we need not fhrther notice it. 

The remaining question is, did it require the inventive faculty to con- 
eeive the use of the Cox carrier for pill-dipping and to apply it to that 
artt It has long been settled that a mere use or function is not the 
subject of a patent, and also that — 

the-inyenior of a maehine is entitled t-o the benefit of aU the uses to which it can be 
pat, no matter whether he conceived the idea of the uae or not. {MoherU v. Byer, 
C. D., 1876, 489; 10 O. Q., 204; 91 U. S., 150, 157; Goshen /Sweeper Co. v. JBimll Car- 
pel Sweeper Co,, JB7 U. S. App., 566; 19 C. C. A., 13, and 72 Fed. Rep., 07, and cases 
thneoited.) 

It would seem to follow as a corollary to these two propositions that 
wliere it requires substantially no change in the old device to adapt it 
to the new use such adaptation cannot be the subject of a patent, no 
matter how remote and unthought of the new use may be, provided 
no new force or mode of application be necessary in carrying on such 
uae. Otherwise in case the device has been patented the right of 
monopoly of the prior ))atentee is invaded by excluding him from a 
use of a machine which by the rule stated and the authorities cited 
above he is entitled exclusively to enjoy. If, however, the adaptation 
of the old machine to the new use involves a change in its form or 
operation, it may by the changes and very newness of the use or func- 
tion become either a new machine or an improvement on the old 
nachine and be patentable as such, or the new use of the old machine 
may result in a new product which is itself patentable, or the use may 
be a step in a new and patentable process. The general rule, however, 
is stated by Mr* Justice Gray, in delivering the judgment of the 
Supreme Ooort in Pemuglvamia B. Co. v. Loeamotive Engirt &rfety 
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Truck Co., (G. D., 1884, 1G8; 27 O. O., 207; 110 U. 8., 490, 4M; 4 Sup. 
0^,220^)88 follows: 

It is settled by many decisions of this Court, which it is onnecessary to qnoto 
from or refer to in detail, that the application of an old process or machine to a simi- 
lar or analogous subject, with no change iu the manner of application and no result 
substantially distinct in its nature, will not sustain a patent, even if the new fonii 
or result has not before been contemplated. 

Tested by this rule we cannot think that the device of the complain- 
ant was patentable. Oox^s machine was applied to the lifting of sheets 
of paper by ezhansting the air in the hollow iK>iut8 of contact with the 
paper. Its subject was the lifting of the paper against the force of 
gravity without hooluDg or sticking devices. The same principle had 
been theretofore applied in lifting small articles like battons, nail-heads, 
and their component parts. Complainant's machine is a reproduction 
of Oox's, and its use is to lift pills and hold them against the force of 
gravity without hooking or sticking devices. There is no change in 
the manner of operating the machine, and the result is not substan- 
tially distinct in. its nature, because it is in each ca^e the holding of the 
article against gravity while it is being lifted from one place to 
another — ^in the Cox machine from the pile of pai)er to the press, in 
the complainant's machine from pill-magazine to the bath and thence 
to the drier. We cannot think that such a use is not an analogous use, 
although never until the complainant did it had such a device been 
applied to holding up pills while being dipped. There would be mora 
ground for maintaining that the use was iion analogous if it were not 
that small articles quite like pills had been held up in the same man- 
ner. It is quite possible that the conception of the machine by the 
complainant was a real exercise of the inventive faculty on his part, 
because he did not know of the Cox or Comly devices or of the Gamp- 
bell and Walsh patents; but in judicially estimating the amount of 
invention in a patented device the court is bound to assume that the 
history of prior patents and machines having a bearing on the subjeet- 
matter was known to the patentee. 

The case upon which complainant's counsel most rely is that of 
PotU & Co. V. Creagery (0. D., 1895, 143 j 70 O. G., 494; 165 U. S.,597; 
15 Sup. Ot., 104.) In that case the patentee had taken the cylinder of 
a wood-polishing machine, containing a series of glass bars fitted into 
longitudinal grooves in the periphery of the cylinder, and, disciffding 
the glass bars, had substituted others of steel and provided the cylin- 
der thus changed with an abutting roller and then used it, not for wood- 
polishing, but for disintegrating clay. The Supreme Court held the 
patent valid. Mr. Justice Brown delivered the opinion of the (Jonrt, 
and in answer to the question whether these changes involved inven- 
tion he said: 

The answer to this requires the consideration of the often reonrzing qnettio^ 
which has taxed the iiigenaity of ooarts ever since the passage of the patent aot% 
IS to what invention reaUy is. 
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Wlitn ft pfttented device Ib ft mere improTement upon fto existing mftohine, and the 
is not oomplicftted by other anticipfttlng devieee, the eolation is ordinarily firee 
from difliealty. Bat where the alleged novelty coneietB in transferring a deviee 
from one branch of indoetry to another, the answer depends npon a variety of con- 
siderations. In such cases we are boand to inquire ioto the remoteness of relation- 
ship of the two indostriee; what alterations were necessary to adapt the device to 
its new nsOy and what the value of such adaptation has beei: to the new industry. 
If the new use be analogous to the former one, the Court will undoubtedly be 
disposed to construe the patent more strictly, and to require clearer proof of the 
exercise of the inventive faculty in adapting it to the new use— particularly if 
the device be one of minor importance in its new field of usef alness. On the other 
handy if the transfer be to a branch of industry but remotely allied to the other, 
and the effect of such transfer has been to supersede other methods of doing the 
same work, the Court will look with a lees critical eye npon the means employed in 
making the transfer. 

DoubUees a patentee is entitled to every use of which his invention is susceptible, 
whether such use be known or unknown to him ; but the person who has taken hii 
device and, by improvements thereon, has adapted it to a different industry, may 
also draw to himself the quality of inventor. If, for instance, a person were to take 
a coffee-mill and patent it as a mill for grinding spices, the doable use would be 
too manifest for serious argument. So, too, this Court has denied invention to one 
who applied the principle of an ice-cream fireezer to the preservation of fish, {Browm 
▼. JPiper, C. D., 1876, 464; 10 O. G., 417; 91 U. 8., 37;) to another who changed the pro- 
portions of a refrigerator in such manner as to utilize the descending instead of the 
ascending current of cold air, (RoberU v. Ryer, C. D., 1876, 439; 10 O. Q., 204; 91 U. S., 
180;) to snother who employed an old and well-known method of attaching car- trucks 
to the forward truck of a locomotive-engine, {Pemmyhania R, R, Co, v. Locomotive 
Engine Sofety Tmok Co,, C. D., 1884, 168; 27 O. O., 207; 110 U. 8.. 490; 4 Sup. Ct., 220;) 
and still another who placed a dredging-screw at the stem instead of the stem of a 
steamboat, {AilanUo Worke v. Brady, C. D., 1883, 214; 23 O.O.,1830; 107 U.S., 192; 
2 Sup. Ct., 225.) In Tucker v. Spalding, (1 O. G., 144 ; 13 Wall., 453,) the patent cov- 
ered the use of movable teeth in saws and saw-plates. A prior patent exhibited 
cutters of the same general form as the saw-teeth of the other patent, attachable to 
a circular disk, and removable as in the other, the purpose of which patent was for 
the cutting of tongues and grooves, mortises, etc. The Court held that if what it 
actually did was in its nature the same as sawing, and its structure and action sug- 
gested to the mind of an ordinarily skillful mechanic this double use to which it 
could be adapted without material change, then such adaptation to a new use was 
not new invention, and was not patentable. 

Upon the othtr hand, we have recently upheld a patent to one who took a torsional 
spring, such as had been previously used in clocks, doors, and other articles of 
domestic fhmitnre, and applied it to telegraph instruments, the application being 
shown to be wholly new. ( Western Electric Co. v. La Rue, C. D., 1891, 368; 55 O. G., 
571 ; 139 U. S., 601 ; 11 Sup. Ct., 670.) So, also, in Crane v. Price, (1 Web. Pat Cas., 
409,) the use of anthracite coal in smelting iron ore was held to be a good invention, 
inasmnch as it produced a better article of iron at a less expense, although bitu- 
minous coal had been previously used for the same purpose. (See also Steiner v. 
J7€a/d,6£x.,6070 

Indeed, it often requires as acute a perception of the relation between cause and 
effect, and as much of the peculiar intuitive genius which is a characteristic of 
great inventors, to grasp the idea that a device used in one art may be made avail- 
able in another, as would be necessary to create the device de novo. And this is not 
tbe leiu tme if, after the thing has been done, it appears to the ordinary mind so 
■Imple as to excite wonder that it was not thought of before. The apparent sim- 
plicity of a new device often leads an inexperienced person to think that it would 
hKW oootuted to any one fkmiliar with the subject; but the deolsive answer is thai 
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with doMDS and perhaps hnndndt of others laboring in the same field, it had iMver 
ooearred to any one before. The practiced eye of an ordinary mechanie may be 
■afely tnwted to see what ought to be apparent to eyery one. As was said by Mr. 
Justice Bradley in Webtier Loom Co, ▼. Higgiiu, (C. D., 1882, 285; 21 O. 6., 2081; 106 
U.S., 580, 591:) 

"Now that it has sacceeded, it may seem very plain to any one that he eonld 
have done it as well. This is often the case with inventions of the greatest merit. 
It may be laid down as a general role, though perhaps not an invariAble one, that 
if a new combination and arrangement of known elements prodnee a new and 
beneficial result never attained before, it is evidence of invention." 

As a resnlt of the authorities upon this subject, it may be said tiiat, if the naw 
use be so nearly analogous to the former one, that the applicabUity of the deviea to 
its new use would occur to a person of ordinary mechanical skill, it is only a ease of 
double use, but if the relations between them be remote, and especially if the naa 
of the old device produce a new result, it May at least involTC an ezareiae of the 
inventive faculty. Muchy however, must still depend upon the natuie of the 
ohsnges required to adapt the device to its new use. 

In the o»86 at bar it is trae that the complainant's device has been 
very oaefnl in the art of pill-dipping, and if that alone 1b to determine 
whether a use is analogous or non-aualogoas when an old device is 
nsed in another art the complainant's device mnst be sustained as 
patentable; bat it will be observed that Mr. Justice Brown in this yery 
careAilly and cautiously wonled discussion of the subject includes as 
very large elements to be considered in reaching a conclusion in any 
case the changes in the old device required to adapt the old device to 
the new use and the remoteness of the new use. {Sehreiber Co, v. 
Grimm, 43 U. S. App., 10, 19; 19 G. G. A., 67, and 72 Fed. Bep., G7L) 
In the case he was considering the changes were marked. The old 
device would have been wholly inoperative if applied as it was to dis- 
integrating clay. In the case before us no change was necessary a( all 
except simple disengagement from other parts of a larger machine and 
a mere reduction in size of the holes in the contact- tubes. In Pott$ dt 
Co, V. Creager the old use was polishing wood; the new was disintegrat- 
ing clay. They were obviously totally different and distinct purposes. 
Here the old use was lifting and holding paper and small articles, and 
the new was lifting and holding pills. We are of opinion that, not- 
withstanding the utility and success of the new application of the 
device to pill-dipping, the circumstances that no change of form was 
necessary in the new application and that the functions or purposes 
new and old were not wholly different and distinct, but were substan* 
tially the same, make this a different case fit^m PoUs A Co. v. Creager 
and lead to a different result In Western Eledrie Co. v. La Buef 
(G. D., 1891, 368j 65 O. G., 671; 139 U. S., 601; 11 Sup. Gt, 670,) 
referred to by Mr. Justice Brown above, the invention was of a combi- 
nation of parts making up a telegraph instrument, the novel element 
in which was a torsional spring. Such a spring took the place of els* 
ments which required the most delicate a^jastment and were always 
getting out of order, The spring had never before been an element in 
such a combination and had never before discharged the samefonotion. 
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The case has no likenew to the one before us. In Colgate y. Telegraph 
do. (O. D., 1878, 440; 14 O. O., 943; 15 Blatchf., 365; Fed. Gas., No. 
2,905) it iras held that the nue by the patentee of au electric wire 
covered with guttapercha to insulate it was not a double use, though 
gutta-percha had been used for protecting from abrasion or ii\jury from 
without a metallic wire which was not used to conduct electrioity. Here 
the new use involved a new force. The wire and the covering each dis- 
charged new functions, and the invention was manifestly a dift(drent one 
ftom that involved in merely covering wire to protect it. The cases of 
WiUiamesy. McNeely (64 Fed. Sep., 766) and Williames v. Barnard y (41 
Fed. Bep., 356,) cited for appellee, throw little light on the case at bar, 
because in those cases the patents were sustained on the ground that 
ingenuity was shown in devising the mechanism needed to apply the 
principle of the old machine to the new use. 

The cases in which it has been held that an old machine applied to 
a new purpose is not a new patentable machine are so numerous that 
it would take too much space to cite them all. In addition to those 
already cited may be mentioned Howe v. AbboUj (2 Story, 190; Fed. 
Gas., No. 6,766 ;) Bean v. Smallwoody (2 Story, 408 ; Fed. Cas., No. 1,173 ;) 
Kw^ V. JKoTM, (0. D., 1893, 651; 65 O. G., 1593; 150 U. S., 221; 14 
Sup. Gt, 81;) Aran v. Railway Co., (G. D., 1889, 650; 49 O. G., 1365; 
182 n. S., 85; 10 Sap. Ot., 24;) Aneania Brass it Copper Co. v. Electrical 
Supply Co., (G. D., 1892, 313; 58 O. G., 1692; 144 U. S., 11, 18; 12 Sup. 
Gt., 601;) BuseU Trimmer Co. v. Stevens, (G. D., 1890, 586; 58 O. G., 
2044; 137 U. S., 423; 11 Sup. Gt, 150;) Dunbar v. Tack Co., (4 B. & 
A., 518; Fed. Gas., No. 4,127'';) Moffitt v. Rogers, (8 Fed. Bep., 147;) 
MiUer v. Force, (G. D., 1885, 512; 33 O. G., 1497; 116 TJ. S., 22; « Sup. 
Gt, 204;) Lovell Manufacturing Co. v. Cary, (G. D., 1893, 243; 62 O. G., 
1821; 147 n. S., 623; 13 Sup. Gt, 472;) Kay v. Marshall, (2 Web. Pat 
Gas., 36;) Haneood v. Railway Co., (11 H. L. Gas., 654.) The case of 
Manufacturing Co. v. Cary had some points of resemblance to the case 
before us. The patent there was for a process of restoring the resiliency 
of furniture-springs by heating them to a great heat. The invention 
was said to have revolutionized the art; but it was held that the prior 
use of the same method for tempering wire clock-bells and blued hair- 
springs in marine clocks made the patented process only a double use, 
although the furniture and clock making arts would not seem to be 
very nearly allied. Following language used in McChUn v. Ortmayer, 
(G. D., 1891, 532; 57 O. G., 1129; 141 U. S., 419,428; 12 Sup. Gt, 76,) 
the Gourt said of the argument founded upon the extent to which the 
article had gone into use that — 

while in a doabtfal osm tbe fact that a patented article had gone into general nee ia 
eviilenoe of its utility, it to not conelnaive even of tiiat| much lew of its patentable 
BOYelty. 

See, to the same point, Knapp v. Mores, (G. D., 1893, 651; 65 O. G., 
15B3; 150 U. &, 221; 14 Sup. Gt, 81.) 
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Proitaflor Bobinsoiiy in his valuable work on patents, (aec 209^) states 
the rale which he conceives to be applicable to a case like this as 
follows : 

Where an inyention consists of a specific force applied in a specified manner, but 
without reference to specific objects, diversity of use may arise ftom a change of 
objects, the diversity being double use if the substituted object vere already known 
as capable of substitution, but being a new invention if this susceptibility of thai 
object were first discovered by its use. 

Even jndged by this role, which is certainly more liberal than that 
laid down in many of the aatborities, we cannot see how any other 
conclusion than that already expressed can be reached in the case at 
bar. It was known that pills had the same susceptibility of being held 
up against the force of gravity by pneumatic pressure that other small 
articles and that paper sheets had. Of course pills had not been so 
held; but, assuming a knowledge that paper^ buttons, small pieces of 
cloth, metal, cardboard, and nail-heads could be so lifted, there was 
nothing about a pill which would lead the ordinary observer to suppose 
that it was not equally susceptible to the same operation. Hence the 
use of the same device for holding pills was a double use and not a new 
invention. 

A suggestion has been made that the pill, being rather soft and 
round, might suggest difBculties in the creation of a partial vacuum 
behind it that would be absent in hard bodies like buttons and nail- 
heads, because the latter would make a closer contact with the cupule 
or sucker-tube; but we cannot think that there is anything of sub> 
stance in this suggestion. The question of a sufBcient vacuum is only 
a matter of degree, and it was manifest that the difficulty, if any 
existed, might be obviated by a slight change in the form of the tubes 
at their ends and in the power of the suction. The conclusion we have 
reached makes it uunecessaiy to consider the question of infringement. 

The decree of the Oircuit Oourt is reversed, with directions to HUm^tf 
thebilL 
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[IT. S. Girenit Court of Appeals— Sooond Circuit.] 

WSSTUfGHOUSE xViR BbAKE COMPANY V. GBBAT NORTHERN RAIL- 
WAY Company et aL 

Decided June t4, 189S. 

85 O. G., 455. 

1. Wbstinohousb— Fluii>-Prbs8URk Automatic Braks Mbchamish-^Vauditt— 
in7rinqsmxnt. 
Letters Patent No. S76,837, gnntcd January 24, 1888, to George Weetinghonae, 
Jr.y for improvement in fluid-pressare brake mechanism, constmed and Held 
yalid and infringed as to claims 1, 2, and 3. 

3. FKDBRaL Courts— Jurisdiction in Patent Cases— Whxrk Suits Mat bx 

Brought. 
The provisions in the Judiciary act of 1887-^ that no civil suit of whioh Fed- 
eral courts have Jurisdiction concurrently with the courts of the several States 
shall be brought against any person in any other district than that whereof he 
is an inhabitant does not apply to patent suits, and hence prior to the act of 
March 8, 1897, defining the jurisdiction of the Federal courts in patent suits, a 
suit for infringement by a citizen of a State of the Ui>ion could be brought in 
any district where valid service could be made upon the defendant. 

8. Same— Amendment and Repeal of Statutes. 

The act of March 8, 1807, defining the Jurisdiction of the Federal courts in pat- 
ent suits and authorizing the bringing of such suits in the district of which 
defendant is an inhabitant or in which he ''shall have committed the acts of 
infringement and have a regular established place of business," did not repeal 
prior statutes, so as to oust the courts of Jurisdiction in pending cases not falling 
within the Jurisflictional limits prescribed in the new act. 

4. Anticipation— ''Suggestions" in Prior Patents. 

Prophetical saggestions in a foreign patent of what can be done, when no one 
has ever tested by actual and hard experience and nnder the stress of competi- 
tion the truth of the suggestions or the practical difficulties in the way of their 
aooomplishment or even whether the suggestions are feasible, are not to be 
accepted as showing that a subsequent patent which has already been sustained 
by the oonrts as a meritorious one is without actual invention. 

Before Wallace and SHiiPMAN, Jadges. 

Mr. BImon Bteme and Mr. Wittiam H. Kenyany for the appellants. 
Mr. Frederic H. BeU$ and Mr. George H. Ohriety for the appellee. 

STATBMENT OF THE CASE. 

This appeal is by the Great Northern Railway Company ttom an 
<^er of the Circuit Court for the Southern District of New York, 
which granted a preliminary iiyunction against the infringement by 
that corporation of claims 1, 2, and 3 of Letters Patent No. 376,837, 
applied for October 1, I8879 and issued to Qeorge Westinghouse, Jr., on 
January 24, 1888, for improvements in fluid-pressure brake mechanism. 

The bill of complaint was filed October 8, 1890, and the defendant 
filed pleas to the jurisdiction, which were overruled December 27, 1897. 
The order for an iiynnction pendente liU was granted April 1, 1808w 
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The qneBtions of the validity of claims 1, 2, and 3 of this patent and of 
their infiringement by the qaick-action triple valve which is ased by 
the defendant were before this Court and were decided on October 15, 
18d4. ( Westinghause Air-Brake Co. v. Neto York Air-Brake Oo^ O. D^ 
18d4, 594; 69 O. Ot.j 945; 11 O. G. A., 528; 63 Fed. Bep., 962, and 26 U. & 
App., 248.) 

Shipman, J, : 

The first question which arises upon this appeal is that of the juris- 
diction of the Oircuit Oourt for the Southern District of New York 
over the cause, so far as it relates to the appellan ts. The Oreat Northern 
Bailway Company is a corporation organized under the laws of the 
State of Minnesota and is a citizen of that State and operates a line of 
railway from Dulnth and St. Paul to the Pacific coast. It has an ofBce 
in the city of New York, where its transfer-books are kept and transfers 
of stock are made, and this part of its corporate business is attended 
to at said office by Edward T. Nichols, its secretary and assistant 
treasurer, who resides at Morristown, N. J. Service was made upon 
him in New York city as secretary of the corporation. The complain- 
ant is a citizen of the State of Pennsylvania. 

The ap|>ellant insists that when the bill was filed the only existing 
statute which prescribed and designated the proper district within 
which suits arising under the patent laws coold be 1)rought against a 
citizen of the United States was the first section of the act of March 
3, 1887, as amended by the act of August 13, 1888, (25 Stats., 434,) the 
last clause of which is as follows: 



And no civil snifc shall be broaglit before either of aaid coarto againflt any 
by any original process or proceeding in any other district than that whereof he is 
an inhabitant, bnt where the Jurisdiction is founded only on the fact that the action 
is between citizens of different States, suits shall be brought only in the district of 
the residence of either the plaintiff or the defendant. 

The question whether the circuit courts of the United States ooald 
take jurisdiction, without the consent of the defendant, of suits of 
which the Federal courts have exclusive jurisdiction in any other dis- 
trict than the one of which the defendant was an inhabitant when Hie 
suit was brought has been much discussed since the date of the act of 
March 3, 1887, but for the present must be considered as substantially 
settled by the dicta contained in the opinions of the Supreme Court in 
in reHokorst, (G. D., 1893, 273; 63 O. O., 155; 150 XJ. S., 653; 14 Sup.Gt^ 
221,) decided December 18, 18d3> and in in re Keaeby & Mattieon Oo., 
(160 U. S., 221; 16 Sup. Ot., 273,) decided December 16, 1806. 

If the clause of the section which has been quoted was an independ- 
ent paragraph and had no relation to the previous ctausoA of the aame 
section, the contention of the ap|>ellaut would have great force; bat in 
the Hokoret Oaee it is regarded as so related to the preceding daaaes 
that it must be oonaidered as referring only to the jurisdiotioii of the 
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dreait oonrtB, which is ooncnrrent with that of the several States. The 
eariier part of the section is as follows : 

The circuit courts of the United States shall have original cognizance, concurrent 
witb the courts of the sereral States; of all suits of a civil nature, at oonunon law 
or in equity, where the matter in dispute exceeds, exclusive of interest nnd costs, 
the sum or valoe of two thousand dollars, and arising under the Constitution or laws 
of the United States, or treaties made, or which shall he made, under their authority, 
or in which controversy the United States arc plaintiffs or petitioners, or in which 
there shall he a controversy between citisens of different States. 

The bill in equity in this case does not aver the sum or value of the 
matter in dispute, and the Jurisdiction of the circuit court depends 
entirely upon the subject-matter. In regard to causes of that class the 
Supreme Court says in the Hokorsi Ca$e^ which was a suit by a citizen 
of Few York against an alien corporation for the infringement of Letters 
Patent of the United States : 

By statute in force at the time of the passage of the acts of 1887 and 1888, the 
courts of the nation had original Jurisdiction, ''exclusive of the courts of the several 
States,'' ''of all cases arising under the patent -right or copyright laws of the United 
States," without regard to the amount or value in dispute. (Bev. Stats., sec. 029, 
eL 9; J^, sec. 711, cl. 5.) The section now in question, at the outset, speaks only 
of so much of the civil Jurisdiction of the circuit courts of the United States as is 
<< concurrent with the courts of the several States," and as concerns cases in which 
the matter in dispnte exceeds $2,000 in amount or value. The grant to the circuit 
courts of the United States, in this section, of Jurisdiction over a class of cases 
desorihed generally as ''arising under the Constitntion and laws of the United 
States," does not aifeet the jurisdiction granted hy earlier statutes to any court of 
the United States over specified cases of that class. If the clause of the section 
defining the district in which suit shall he hrought is applicahle to patent casen, the 
elMise limiting the Jurisdiction to matters of a certain amount or value must be held 
to he equally applicable, with the result that no court of the country, national or 
State^ would have Jurisdiction of patent suits involving a less amount or value. It 
is impossible to adopt a construction which necessarily leads to such a result. 

The Keasby & Mattison Case was a snit in equity between citizens of 
different States for the infringement of a trademark under the statute 
of March 3, 1881 , and the bill alleged that the matter in dispute^ exclu* 
siye of interest and costs, exceeded the sum or value of $2,000. The 
Court hold that a suit for infringement of a trade*mark under the trade- 
mark act of 1881 



one of which the courts of the United States have Jurisdiction concurrently with the 
courts of the several States^ 

and that it came within the provisions of section 1 of the act of August 
13, 1888, and repeat the two grounds which governed the decision in 
the Hoharst Case^ the second of which has been stated, and say 
emphatically that it is distinguishable from a trade-mark case in the 
essential particulars that — 

it was a suit for infringement of a patent-right, exclusive Jurisdiction of which had 
been granted to the circuit courts of the United States by clause 9 of section 829, 
and clause 6 of seotlim 711, of the Revised Statutes, reenactlng earlier acts of Con- 
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guis, Mid WM therefore not affeoted by general pioyieiona regulating the Jnzladle- 
tion of the courts of the United StateSi concnrrent with that of the eevenJ Btatea. 



This constmotion of the provigioDS of section 1 of the act of 1888 
very deliberately stated by the Supreme Court, had been apparently 
carefully considered, and, untQ it has been revised and altered by that 
Court, is controlling upon us. 

It follows that inasmuch as Jurisdiction of this class of cases does not 
depend upon inhabitancy the defendant corporation — 

may be ened by a citlsen of a State of the Union in any dietriet In whioh Talid aerriee 
may be made npon the defendent. {In re Sohartt, niipra,) 

Service was made upon the secretary of the company, who was in 
permanent charge of an ofBce of the corporation in the city of New 
York, in which an important part of its corporate business was trans- 
acted, was made in accordance with section 432 of the New York Code 
of Civil Procedure, {TucKband v. Railroad Co., 115 V. Y., 437; 22 N. R, 
360,) and was a sufBcient service upon the corporation. {8L Olair ▼• 
Cox^ 106 n. S., 350; 1 Sup. Ct, 354; SooUtS FancUre et Agricole dm 
BtaU UnU v. MiUikeny 135 U. S., 304; 10 Sup. Ct, 823.) 

The appellants next assert that the act of March 3, 1897, (29 Stats., 
695,) divested the circuit court of any jurisdiction which it might have 
had when the suit was commenced. The statute is as foUows: 

Chaprr 896. 

An act defining the Jariediotion of the United Statee civeoit oonrti in oaee bionsht 

for the infringement of Letters Patent. . 

Beit muuiedhjf the SeiMteand Kouee nf Bepre99mtaHv6i of iks VnUed SMm of JmmJM 
in Congro$$ iuoomhlodf That in suits bronght for the infringement of Letters Patent 
the oironit courts of the United States shaU have Jurisdiction, in law or in equity, 
in the district of which the defendant is an inhabitant, or in any district in which 
the defendant whether a person, partnership or corporaiion, shall have committed 
acts of infringement and have a regular and established place of business. If suek 
suit is brought in a district of which the defendant is not an inhabitant, but in 
which such defendant has a regular and established place of business, aerviee of 
process, summons, or subpcsna upon the defendant may be made by aerriee npon the 
agent or agents engaged in conducting such business in the district in whioh aoit la 
brought. 

The act was i>assed about fifteen months after the £easby deoisioii 
and was obviously intended to add to the general statutes upon the 
subject of jurisdiction in patent cases a definition of the particular 
requisites for jurisdiction of such causes by the various circuit courts 
and of the proper method of service of process upon a defendant in the 
district of which he was not an inhabitant. The object was to deter- 
mine with precision the boundaries of jurisdiction and to create a ftatore 
method of service of process in patent causes against nonresident 
defendants, which had not theretofore been stated in a Federal statute. 

The appellants, however, say that the statute covered the subject of 
jurisdiction in patent cases, prescribed a new set of rnles in regard 
thereto, and must be held to repeal former statutes. The circumstaaoes 
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of the cases and the statutes to which the appellant refers bear no 
similarity to those now in question. The st^tates which, in the view 
of the Supreme Ooort, alone gave jarisdiction to circoit coarts in patent 
cases, were very general. The new provisions were proepectiye, in 
accordance with the ordinary role of constmction when the langnage 
does not necessarily indicate that they are retroactive. {Harveif v. 
TyleTj 2 WalL, 328.) It is said, however, that the statate repealed 
fo^met statutes, and that therefore the courts were ousted of jurisdic- 
tion in cases which were undetermined at the date of its approval and 
in which the jurisdiction differed from the limits described in the new 
statute. Of course it did not repeal the statute which gave the circuit 
courts exclusive jurisdiction of all cases arising under the patent laws. 
{Batik V. Harriion, 8 Fed. Bep., 721.) It did not repeal preexisting 
remedies, and <^ is to be considered rather as a continuance and modrfl- 
eation of old laws than as an abrogation of the old and the reenact- 
ment of new ones." ( Treat v. Staptes, 1 Holmes, 1 ; 5 Fed. Can., No. 
14,162; Wright v. Ooiby, ^ Mete, Mass., 406.) 

The question of infringement depends upon the correctness of the 
oonstroction which was given to the patent in the Xew York Air-Brake 
Caee^ eufra. The former opinion of this court was based upon the 
position that the improvement shown in Patent No. 376,837 was a marked 
and soccessftal advance upon the invention described in No. 360,070 and 
that the later patent was entitled to a broad construction. The appel- 
lant introduces British Letters Patent to G^rge Westinghouse, Jr., 
No. 4^676, applied for March 29, 1887, accepted April 29, 1887, which 
describes the invention of Letters Patent of the Uniiied States No. 
360,070, and which says: 

II iM obTioQ* that it [the stem of the emergenoy-Talve] might be worked ae 
daacribed by a separate pieton in a cylindrical cavity oommiinicating on the one tide 
of the piston with the anxiliary reservoir, and on tho other Bide with the train-pipe. 

It is said that this describes the appellant's valve, shows that the 
change from No. 360,070 (which was applied for November 19, 1896) to 
No* 376,837 was an obvious one, and, therefore, tliat the former concep- 
tioD of the inventive character of the improvements must be modified. 
The ttoecessftil character of the invention described in the latter i>atent 
has been universally recognized in the litigations upon it by the wit- 
nesses on both sides, including Mr. M assey, the inventor of the valve 
which is the subject of this suit, and by the courts in the Bo^en Brake 
Oaeee, (0. D., 1896, 735; 73 O. O., 1857; 66 Fed. Rep., 997 ; 25 U. 8. App.^ 
475; 17 G. U. A., 430, and 70 Fed. Bep., 816,) and its importance at the 
date of the invention, in view of the practical failure of the brake 
mechanism of the previous patent in the tests upon long freighttrainsy 
cannot be doubted. The prophetical suggestions in English patents 
of what can be done, when no one has ever tested by actual and hard 
enperieDce and under the stress of competition the truth of these sug- 
fsstkms or the practical difficulties in the way of their accomplishment, 
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or even whether the snggestions are feasible, do not carry oonvietion of 
the tmth of these frequent and vagae statements. The natore and 
character of the iovention of Ko. 376,837 were, in the record heretofbre 
before this court, put to rigorous tests by examination and cross- 
examination in court, and the result which was then reached is not 
shaken by merely a single sentence in the English patent. 

The defendant has about sixteen thousand cars in the equipment of 
its system of railway, which covers a very large extent of territory, of 
which number about three thousand two hundred are equipped with 
the infringing valves. The order provided that these valves should be 
removed during successive periods of sixty and thirty days, occupying 
nine months in all. In October, 1894, the attention of the defendant 
was called by a general circular to the decision of the Gircuit Oourt of 
Appeals, and in May, 1895, its attention was particularly called to the 
infringement by a written proposition from the complainant for a pur- 
chase of its valves and an indemnity against claims for infringement. 
It has paid no attention to the subject for about three and a half years, 
and it now thinks that it is a hardship to be prohibited from forther 
infringement. The subject of the propriety generally of a preliminary 
ii^unction against the user of infringing mechanism has been fully con- 
sidered by this court in Allif^Um v. Booth (24 O. O. A., 378; 78 Fed. 
Bep., 878,) and the appellant discloses no peculiar equities which ought 
to induce a withholding of the injunction. It has been a deliberate 
user of a large number of valves and has preferred to run the risk of 
an injunction than to displace its present equipment. 

The order of the circuit court is affirmed, with costs of this oourt 



[U. 8. Circait Goart-Sonth«ni Plstrlel of H«w York.] 

Flokbbfblt v. Nbwwittbs et oL 

DeoUUd J%ly 8, 1898. 
S5 O. 6., 458. 

1. DxsioN Patent— Flomkrfblt-t^IJukf-Button— Prior Usb-^Void. 

Design Letters Patent No. 24,091, granted March 12, 1885, to James A. Flom- 
erfelty for a design for a cofr-button, HM to be Toid beeause of prior nse. 

2. Samb— Mechanical Patent^— Aihicipatiom. 

An inventor may take oat a patent for a meobaaioal eonstmefcUm and a sefk 
arate patent for tbe design of the same article^ and hence the meohanieal patent 
is immaterial on the question of anticipation of the design patent. 

8. TSSTIMONT FROM RbCOIXBCTION, WEIGHT TO BE OlVBN. 

Testimony of a witnesn as to the date when an alleged anticipating article 
came into his possession merely from recollection, onsnpported by any other 
proof and not fixed in his mind by any other oocnnence which can be Iteslf 
located in time, is insaffldent to prove prior nse. 

4. Prior Use^Prior Makufacturb. 

Proof that six pain of cuff-button links like those oovarad by a patent wws 
made by another prior to the date of the alleged invention la soflcicnt to Ininali. 
date the patent though they never went into general 
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Mr. Edwin H. Brown for the compIaiDant 
Mr. R. B. McMaster for the defendants. 

8TATBMENT OF THE CASE. 

This was a salt in equity by James A. Flomerfelt against Morris J. 
New witter and another for alleged infringementof a patent for a design 
for cuff-buttons. 

Lacombe, J. : 

Design Patent No. 24,091, for a design for a cuff-bntton, was issued 
to complainant March 12, 1895. The specification describes the design 



ooDsiating eBsentially in the shank portion, 2, of the caff-bnttoni having double- 
inclined or forwardly projecting or converging front or outer edge, 1, as combined 
with or viewed in connection with its angularly-disposed heads, 3, 4, at opposite 
•ides of the shank, said heads being inclined toward eacli other from the rear toward 
the front of the button, whereby the general planes of the heads tender lean toward 
the planes of the two adjacent forwardly-oonverging, angularly-disposed parts of 
the fh»nt edge, 1, of the button-shank, all as shown more clearly in the figure. 




^a'.jL. .^JFj^.j^^ 




The precise shape and style of ornamentation of the heads are not 
material. It is the shape of the shank or link and the disposition of 
the heads relatiyely thereto that constitute the design. Defendants' 
cuff-button is plainly an infringement, and the only questions to be dis- 
cussed are anticipation and prior use. 

Anticipation is not shown by the prior patents in evidence. The 
design appears in Patent No. 518,595, dated April 24, 1894, issued to 
the same patentee (complainant) for the mechanical contrivance of a 
rigid shank so shaped and connected with the heads as to "clamp the 
caff against the sides [of the shankj and maintain the ends of the cuff 
separated and in a rigid position.'' This patent, however, is immate- 
rial, as complainant had the right to take out a patent for mechanical 
construction and a separate patent for the design of his buttons. 

The cuff button shown in English patent No. 12,394 of 1888, to Soin- 
mer, certainly would not appear to be the same in design as complain- 
ant's to an observer not an expert, giving such attention to details as 
the ordinary purchaser usually gives, which is the test with design 
patents. The button of the Ireson English patent. No. 1,171 of 1889, is 
still further removed, since it has no single rigid shank, but two short 
shanks connected by a ring-link and capable of assuming different poai- 
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tions rdative to the heads. In the Williams United States patent^ No. 
277,095, of May 8, 1883, the shank is only slightly eonvez, not pxeoeut- 
ing the appearanee of the W of the patent in salt In the Smittsn 
United States patent, No. 4m,132, of March 26, 18m, the beads are not 
an jHilarly disposed. The batton of the Peck United States patent, So. 
470,411, of March 8, 1892, is much like the Williams button. The Wat^ 
son United States patent, No. 538,395, is not pri<H'. Application was 
tiled January 31, 1895, and complainant's application October 30, 1894. 

A batton was produced by the witness Pappie which is similar in aB 
respects to complainant's; bat although he says he tiiinks he came into 
possession of it in 1892 his i*ecollection as to the date, nnsuppcnted by 
any other proof and not fixed in his mind by any other ocmurenoe 
which can be itself located in time, is insufficient to prove prior ose. 

Most of the testimony is directed to au exhibit known as the ''1879 
Link" or the '<Ox Bow." The shank of this exhibit is a little flatter 
than complainant's and the sharp projection at 1 in the figure is loanded 
off. Nevertheless it resembles the batton of the patent so closely as to 
be an anticipation if prior in time. It is unnecessary to discuss tiie 
details of the testimony. Suffice it to say that it satisfies the court that 
at a date some years before the application for this patent at least six 
pairs like this ^'1879 Link" were made in the factory of the witness 
Devereaux. Entries in books and changes in business arrangements 
of sufficient importance to fix dates in the minds of the principal wit- 
nesses enable them to fix relatively to such entries and transactions the 
date of the manufacture of these links. It is true that they never went 
into general use, not pleasing the taste of the trade; but they are not 
for that reason to be rejected as an abandoned experiment. The design 
was completed and was used at least for a short time by two or thrse 
of the witnesses. That seems to be sufficient to constitute a prior use. 

Defendants may take a decree dismissing the bilL 



[Court of Appeals of the Diatriet of Oolambbh.] 

Hunter «. Stikeman. 

Decided October S, 1998, 
S5 O. 6., 610. 

1. iNTERFBBBNCa— PUOiUTT OF INVSMTIOK— BURDBN OF PBOOP— DiUOBMCB UT 
RbDUCTION to PRACnCB. 

The burden ot proof is not only upon % Junior applieaat to thow priority of 
invention y but he muat aleo show that he hue need feaaonable diligence in derel- 
oping nnd ])erfectin|i^ his iuTention, for in ench caaee mere ooneeptioa witlioiit 
actnal reduction to practice within » reaeonable time mnovnts to nothisg. 

2. Samk— Sams— Burden of Proof upon Juniob Appucaht. 

In queetione of priority of invention in mstten of interlereiioe the porty finl 
making appHeation for patent has a ^ima facie caee aa againat a Juaior appli- 
oant. The onns of proof is upon tbe latter, and unleea the onua ia fiilly dit- 
charged the aenior appiieaut must prevail. 
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t, Samb— SxDUcnoH to Pbacticb— £xperimkntal Modkl. 

A small experimental model of a size not calcnlated to be of any practical 
Talne, nerer intended to be more than an illnstration, put away after it was 
made and of which no nae was attempted to be made nntil after the declaration 
of interferenoe does not eonatitnte a redaetion to practice. 

4. SanK^SAjfs— OoMPumoir of iMvumoN— Model. 

Complete invention unst amoont to demonstration. It must be shown to 
have pass e d the region of experiment— of possible or probable fatlnxe — ^and to 
have arrived at certainty by being embodied in the form intended, capable of 
prodneing the desired result. A model alone, no matter how complete in detail 
of constraotion, does not come within the operation of snch a rale. {Stephen- 
SMI ▼. Geeddl, C. D., 1876, I3S; 9 O. G., 1105, dted.) 

5. SaMB— SaXOB-— COMFLKTB DBVICS. 

A doTice which has all the essential paarts, and elements of oompleteoesa and 
which was need in fsct, is entitled to be considered a rednetion to practice. 

6. San— RsDucnoM to Practick Must bb by AppucAifr ob Hu Agent. 

It is well settled that while the law accords the right to a patent to the la.ier 
applicant who connects by due diligence a prior conception, the redaction to 
practice mnst lie by the applicant himself or by his anthorized agent snd not 
by some other third party. It is not enongh to entitle the applicant to a patent 
• that some one else has shown the practicability of the invention by rednoing it 
to practice. 

7. Bamb— Claim that One Party to the Ivtbrfbrencb Reducbd the Ihtev- 

TiON FOR Aitotui£r— Inconsistent Positions. 
It is a manifest inconsistency that parties shonld nnder oath set op claim to 
the invention themselves if they were in fact acting for and in behalf of another 
party to the interferenoe in mwely perfecting his invontion and placing him in 
position to assert his rights. 

Mr. Fred. L. Emery for the appellant. 
Mr. Tkamoi A. Oennolly for the api>ellee. 

Alyey, J.: 

Thi8 is an appeal from the Patent Office in an interference proceed- 
ing. The declaration of interference as originally made was as between 
William H. Winslow and Francis A. Winslow of the one part and 
Gtoorge Stikeman of the other part, the respective claims of the parties 
having relation to library-shelving. Subsequently Hunter, the present 
appellant, interposed a claim to the same invention, and be became a 
party to the interference proceeding for the purpose of having the 
questiou of priority of invention determined. 

The application of Stikeman was filed October 14, 1893, that of the 
Winslows on November 11, 1895, and the application of Hunter was 
filed February 14, 1896. The declaration of interference as between 
the Winslows and Stikeman was entered December 17, 1895, and which 
forms the issue of the case as now presenteit between Hunter, the 
appellant, and Stikeman, the Winslows having taken no testimony in 
support of their claim. 

The issue of interference as framed on the respective claims is as 
[ follows : 

, A bracket for library-shclrini;, composed of a vertical plate with a Tortical flange 

at its rear side, and a threaded bur exteudiug from the lh>iit edge of the braoket 
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throngli Mbid vertioal flange, and having^ a bead adapted to embzaoe a yertieal 
column. 

In the preliminary statement ot* Stikeman he states that he con- 
ceived the invention in isfine on or abont the 15th of April, 1893, and 
abont the same time he made sketches of the same, and that he made 
other drawings and sketches of such invention between the 7th of 
December, 1893, and the 1st of January, 1894; that he disclosed the 
invention to others on or abont the 1st of January, 1894 ; that he started 
work on a pattern of the invention on or abont the Ist of January, 1894, 
and completed such pattern about the 1st of February, 1894; that on 
or about the 7th and 9th of February, 1894, he had castings made from 
the pattern referred to and had these and the other parts of the inven- 
tion finished and applied on or about March 1, 1894; that he made no 
model of the invention, but that on or about the 1st of March, 1894, he 
reduced his invention to practice and embodied the same in a fuU-sized 
structure, which, as soon as completed, was successfully operated and 
used, and that he has since that date continued to manufacture the 
invention for use and sale. 

The Winslows in their preliminary statement say that they conceived 
the invention in issue on or about the 14th of March, 1895; that they 
explained the invention to others on or about the 15th of March, 1895; 
that they had drawings made of it on or about the 18th of March, 1895, 
and a model made of it on or about the 4th of April, 1895, and that they 
embodied the invention in a full-sized bracket about the 29th of June, 
1895, and that they successfully operated the said bracket. 

Hunter in his statement says that he conceived the invention involved 
in the interference on or abont the 1st of May, 1892, and at once made 
working drawings illustrative of said invention; that he disclosed his 
said drawings and invention to others in the month of May, 1892, and, 
as nearly as he can ascertain, about the middle of the month, and that, 
on or about the 1st of June, 1892, he made and successfully operated a 
ftill-sized device embodying said invention; that he never made a small 
model, but subsequent to June 1, 1892, he made other full size and com- 
plete devices embodying said invention, many of which are now in regu- 
lar use by the public. 

A considerable volume of testimony was taken on the ])art of Hunter 
and Stikeman, respectively, but none was taken on the part of the Wins- 
lows. Stikeman being the first to make application, he is of course 
entitled to the benefit resulting from seniority of application — that is to 
say, of constructive reduction to practice — and consequently the casting 
of the burden of proof upon Hunter to show not only priority of inven- 
tion, but that he has, as against the prior applicant, used reasonable 
diligence in reducing his invention to actual practice— that is to say, in 
developing and perfecting the same — for in such case, without reduction 
to actual practice within a reasonable time, the mere conception of an 
Invention amounts to nothing. 
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The case was differentlj decided by the several tribunals of the Pat- 
ent Office. The Examiner of Interferences awarded priority to Stike- 
man, bat on appeal that ruling was reversed by the Examiner-in-Chief 
(two of the Board sitting) and priority was awarded to Hnnter, and on 
appeal to the Gommissioner by Stikeman the latter ruling was reversed, 
the Acting Gommissioner concnrring with the Examiner of Interfer- 
ences, whereupon Hunter has appealed to this court. 

It may be conceded that Hunter was the first to conceive the inven- 
tion involved in the issue, and upon that concession the question is 
whether it be sufficiently and clearly shown that Hunter reduced his 
conception to practice, so as to overcome and rebut the claim of 
Btikeman. 

Priority of invention was awarded to Stikeman by the Examiner of 
Interferences and by the Acting Gommissioner on the ground that he 
(Btikeman) was the first to reduce the invention to practice, and that 
Hunter, though prior to conceive, had not used due diligence in reduc- 
ing the conception to actual practice. Hunter relies upon his exhibit 
designated as ^^ Hunter's Exhibit First Device" for the purpose of 
showing that he reduced the invention to practice as early as 1892. 
This he alleges in his preliminary statement, and he attempts to estab- 
lish the fact by proof; but all three of the tribunals in the Patent Office 
concur in holding that the exhibit <^ First Device'' was not sufficient to 
establish the fact that the conception of Hunter was reduced to practice 
in 1892. The Examlners-in-Ghief held, however, that his conception 
was reduced to practice at a subsequent date, and that therefore it was 
not necessary to decide the question of negligence. The model or 
<^ First Device" exhibited by Hunter as evidence of the reduction to 
practice by him of the invention in 1892 is clearly not of a character to 
establish the tact of reduction to practice, and the officials in the 
Patent Office were manifestly right in so deciding. It was at most but 
a small experimental model and of a size not to be of any practical 
value for library-shelving. It was never intended to exhibit the inven- 
tion in a practical form or size, but only by way of illustration, and after 
it was made in 1892 it was put away and no use whatever was attempted 
to be made of it until after Stikeman and the Wiuslows had made their 
applications and an issue of interference had been declared between 
them. Then it was for the first time brought forward in 1896 as evi- 
dence of the reduction to practice of the invention in 1892. 

It is settled by a uniform course of decision in the Patent Office and 
elsewhere that ''in the invention of a machine actual reduction to prac- 
tice consists in the making of a machine of a size adapted for actual 
work, and proof of some kind, preferably by means of actual trial, that 
the machine will work practically and successfully.'' (Sekmiedl v. 
Boothj Ms. Dec., 50, 401.) And so again it is said, << Reduction to 
practice is reduction to a form adapted to practical use." {Manny v. 
Easley, G. D., 1890, 73; 51 O. G., 1617; Allis v. Buekstaff^ 0. D., 1882, 
480; 22 O. G., 1705; 13 Fed. Bep., 879.) 
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In the case of Hanveg v. WiUard (0. D., 1871, 297) it ww said : 

Hanvey inTented » barrel in 1806, and produced small spec! mens for exhibition, 
bot there was no evidence to show that he erer prodnced a full-sized barrel for nte 
prior to the date of filing his application. 

The law does not always reward the man who actually conceives of 
and makas a model and drawing of a machine or article of manafiacture. 
Of two independent inyentors that man is first in the eyes of the law 
who first reduces the inveution to practice by embodying it in a work- 
ing machine or a marketable article of manufacture. 

And so it has been held that — 

An experimental nse of a maohine conducted in the exclusive preaance of parties 
who thought of purchasing it, though continued for three daja, and though it 
worked satisfactorily, is not a reduction of the invention to practice, if no further 
use was made of the machine, and it was afterwards broken up and lost. {SUkUUtri 
V. Psny, C. D., 1874, 82; 6 O. 0«, 83.) 

So strict is the rule upon this subject that it has been held that com- 
plete invention must amount to demonstration. It must be shown to 
have passed the region of experiment— of possible or probable failore — 
and that it has arrived at certainty by being embodiea in the form 
intended capable of producing the desired results. A model alone, no 
matter how complete in detail of construction, does not come within 
the operation of such a rule. {StephenBon v. Ooodell^ G. D., 1876, 133; 
9 O. G., IIM.) 

In questions of priority of invention, in matters of interference, the 
party first making application for patent has a prima facie case as 
against a junior applicant. The onus of proof is upon the latter, and 
unless that onus is ftilly discharged the senior applicant must prevail. 
This principle is well and fhlly illustrated in the case of Coffin v. Ogdei^ 
(6 O. O., 270; 18 Wall., 120,) where the question arose in a case of 
infringement. In that case it was said by the Gourt: 

The invention or discovery relied npon as a defense must have been oomplate aad 
capable of producing the reanlt aonght to be accomplished ; and this mnat be ah«WB 
by the defendant. The bnrden of proof rests npon him, and every reasonable doubt 
should be resolved against him. If the thing were embryonic or inchoate; if it 
rested in speculation or experiment; if the process pursued for its development had 
feiled to reach the point of eonaummation, it cannot avail to defeat a patent 
founded upon a discovery or invention which was completed, while in the other ease 
there was only progress, however near that progress may have appnudmated to the 
end in view. The law requires not coi^ecture, but certainty. If the question relata 
to a machine, the conception must have been clothed in substantial forms which 
demonstrate at once its practical efficacy and utilitv. {Reid v. Calfer, 1 8tory, 500.) 
The prior knowledge and use by a single person is sufficient. The number is 
immateriaL (B4^ord v. Huni, 1 Mason, a08.) Until his work i$ dons, the inventor 
has given nothing to the public. 

It is not pretended that Hunter ever put his *^ First Deviee^'' made in 

1882, to any practical use as a completed article of invention, nor was 

^ designed with that view or intent It was simply an illastratlTe 

odel, and Hunter does not appear to have done anything wifli ttis 
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model or device himself until it wm prodnced as evidence in the mat- 
ter of this interference. It had been put away, and there was no 
attempt to make practical use of it. 

It is contended, however, for Hunter, that though his ^< First Device," 
filed as an exhibit, may not be snfScient to establish the fact of reduc- 
tion to practice of the invention in 1892, yet the drawings and devices 
produced by the Winslows show his invention to have been reduced to 
practice between March and June, 1895, according to the preliminary 
statement filed by the Winslows and the testimony of the wituess 
Davidson. 

But, conceding for the sake of the argument advanced for Hunter, 
that the drawings aud devices produced by the Winslows may be 
appropriated and availed of by Huuter to establish reduction to prac- 
tice, the question arises whether Stikemau did not actually reduce his 
invention to practice and produce a completed article of the invention 
described in the issue, before the supposed reduction to practice by the 
Winslows, the benefit of which is now sought to be availed of by 
Hunter. 

It is shown in the evidence taken on the part of Stikemau that Stike- 
man^B conception of the iuventioii in issue was made about the 15th of 
April, 1893, and that immediately thereafter and during the summer 
and latter part of the fall of 1893 he made three separate descriptive 
and illustrative drawings of the invention, which are produced iu evi- 
dence and marked ^* Exhibits First, Second, and Third Drawings." 
After these drawings he immediately, according to his testimony, com- 
menced to work ont his ideas iu a practical way by producing a stand- 
ard with a bracket, and put the several parts together in order to pro- 
duce a complete stack, which he ])roduoed in evidence, designated as 
^^Stikeman Stack." And after a full description of the construction of 
the ^^stack," and all the circumstances, and by whom and where the 
mechanical work was done, lie says that the stack exhibited was com- 
pleted between February 15 and March 1, 1894. 

He was then asked by his <*x>unsel how long the stack remained at the 
works of A. B. & W. T. Westervelt after its completion. His answer 
was, ^^Not over forty-eight hours." His examination then proceeds: 

Int. 43. Did any one else besides W. T. Westeirelt and A. S. Westervelt see the 
stack while it was at the works of the Wester veltsf 

Ans. I think that another workman, named B. J. Jones, saw the exhibit after it 
was pat together, he being abont the shop at that time. 

Int. 44. While the exhibit was at tbe works of the Weatervelta, were the braeketi 
maulpnlated or adjusted f 

Ans. They were. 

Int. 45. State whether or not at that time any .trial or test was made of the atrao- 
tnre, and whether or not the shelf aud brackets were put to any service! 

Ans. Yes; there were several books placed on tbe shelves at the time. 

Int. 46. For what parpose were these books pat on the shelves f 

Ans. To see if the stractnre was practical in every way, and that when pressure 
was bivngat to bear on the ftont of the shelf it had an inidination to oant or tip ap. 
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Int. 47. What was the iwnlt of these teste f 

Ans. I oonoliided that it was praotioal in every way, and would answer for aU 
reqnlremente for book-shelving. 

Int. 48. How nearly do the brackets, the standards, shelves, and devioes for secur- 
ing the brackets to the standards conform in size, shape, and strength to the com- 
mercial requirements of hook-shelving for actual practical usef 

Ans. There is really no difference in the size of the stacks that we have since erected 
in various libraries throughout the country, both as to standards, to braekets, ami 
width and thickness of the shelves of the exhibit, and to prove my assertion I pro- 
duce a braoket that is now sold for commercial use by the Westervelts. 

Int. 49. Is the Exhibit, "Stikeman Stack,'' a structure capable of being applied to 
practical and useful purposes as a book-support f 

Ans. It is in every way. 

Int. 50. What would be required, if anything, to adapt the different elements or 
features of the exhibit stack to actual use in libraries of any considerable magnitude f 

Ans. It would simply be necessary to increase the height of standards, make the 
shelves any desired length to conform to the floor space, and to duplicate the braekets 
with their set-screws and draft-pins. 

Int. 51. The issue of the interference recites the snbject-matter involyecl in the 
eontroversy, as a bracket for library-shelving, composed of a vertical plate with a 
vertical flange at its rear edge, and a threaded bar extending from the fh)nt edge of 
the bracket through said vertical flange, and having a head adapted to embraoe a 
vertical column. Which of the brackets of the exhibit stack is provided with a 
vertical plate with a vertical flange at its rear edgef 

Ans. All the braekets. 

Int. 52. Which of the brackets of the exhibit stack are provided with a threaded 
bar extending from the frx>nt edge of the bracket through the vertical flange at the 
rear edge, and having a head adapted to embraoe a vertical colnnmf 

Ana. The two steel brackets. 

Int. 53. What form of threaded bar are the cast braekete provided withf 

Ans. Same bar, having the end threaded passing through the threaded nut or lug 
and bearing against the outer surface of the channel-standard. 

Int. 54. State whether or not the structure of the cast brackets is such as to per- 
mit in connection therewith the use of a threaded bar having a head adapted to 
embrace a vertical column f 

Ans. It is and can be used with the head as readily as the threaded bar. 

It is unnecessary to state more of the testimony of Stikeman, though 
he has gone very folly into the details of the stractore of his exhibit 
<< Stikeman Stacks" and to show its conformity to the reqnirements of 
the issue. The testimony of Stikeman in respect to dates and the oon- 
Btruction of the exhibit <^ First Stack'' and the character of that struc- 
ture is fully corroborated by the testimony of the two Westervelta, 
particularly that of W. T. Westervelt This last-named witness says 
he saw the stack in the winter of 189^-4 or in the early spring of 18d4. 
It was at 102 Chambers street. New York, where it was shown him by 
Stikeman. He says : 

It was operated and fully explained and worked, showing how it was abaolntdy 

adjustable, and his recollection is that books were placed on the shel^ but as to the 

last he would not swear positively. It was kept in the office but for a short time^ 

and then Mr. Stikeman took it to Washington to the office of his attameya. Cm- 

oily Bros. 
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In answer to the qnestion as to how do the brackets, the sapporting- 
colnmns, and the shelves in the Stikeman stack compare in point of 
size and proportion with the same parts in libnuy or shelf supporting 
structures which have since been made and erected for actual uses, the 
witness says: 

They are praotioally the same. They may vary a half inch. They are aotoaUy 
the same. 

According to this proof it would seem to be clear that the Stikemaa 
stack has all the essential parts and elements and completeness to 
entitle it to be considered a full reduction to practice of the invention 
involved in the issue of interference, and we therefore entirely concur 
with the Examiner of Interferences that such exhibit is satisfactory 
evidence of the reduction to practice of the invention by Stikeman. 

But it is contended on the part of Hunter that notwithstanding he 
personally had done nothing by way of adapting and perfecting his 
invention, apart from the model made in 1802, yet tlie reduction to 
practice by Stikeman is overcome and displaced by the device of 
Winslow Brothers, of Chicago, made, as it is stated, in the early part 
of the year 1895, containing substantially, as it is alleged, the same 
elements of the ^'Hunter Exhibit Sample Commercial Device," and 
which, as it is contended, was made in pursuance of an effort to perfect 
the invention of Hunter by the Winslows. 

The effort is thus mode to connect the alleged full sized bracket made 
by the Winslows on or about June, 1895, with the original conception 
of Hunter in May, 1892, and thus to overthrow the otherwise-perfected 
invention of Stikeman. 

The Winslows are parties to this interference, though they have 
taken no testimony in support of their claims; and it is by virtue of 
their acts that Hunter now claims and seeks to eke out reduction to 
practice of his original conception. The Winslows, hoi^ever, as we 
have seen, claim to have conceived the invention in issue themselves 
on or about the 14th of March, 1895, and to have explained it to others 
about the same time ; that they made drawings about the 18th of March 
and a model thereof on or about the 4th of April, 1895, and that they 
embodied the invention in issue in a full-sized bracket on or about the 
20tli of June, 1895. This bracket, however, has not been produced in 
evidence, nor has either of the Winslows been produccMl as a witness 
to testify to the circumstances under which they make claim, or as to 
the reasons why they have not been active in prosecuting their claim 
to the invention. As Hunter claims the perfection of his invention 
through these parties, it would seem but reasonable that he should 
have produced their tesUtnony. It is a manifest inconsistency that 
they should, under oath, set up claim to the invention themselves, if 
they were, in fact, acting for and in behalf of Hunter in merely per- 
feoting his invention and placing him in position to assert his rights. 
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But the erideiice relied on to support thin pretension on the part of 
Hanter, as means of establishing the fact of redaction to practice and 
of rebatting and overthrowing the pm^ia facie case made by Stikwimn, 
is radically defective. Davidson, the reiiresentative of the Library 
Bnreau and a witness produced in support of the claim of Hunter, 
visited Chicago, according to his statement, some time in the latter 
part of January, 1895, when he saw and communicated with the Wins- 
lows upon the subject of the manufacture of library-shelving; and he 
says that within the week that he wtis in Chicago the Winslows pro- 
duced and showed him an uiiright and bracket embodying the feature 
of the drawing-screw, and assured him (the witness) that the uprights 
could be made siccurately and at a good deal less expense than the 
fiyrms which the witness' company had been using. ^^This is the form 
that we have since used with slight modifications, or, at least, no mate- 
rial addition, in our stack contracts, which have been quite large since 
that time.^ 

In all the communications Davidson had with the Winslows it is not 
shown that there was any representation of or on behalf of Hunter or 
that Hunter's invention was in any manner made the subject of dis- 
4Suasion or negotiation. Indeed, it is not shown that the Winslows 
were even made aware of the fact that Hunter had then conceived the 
invention or that he had made his first device — a mere illustrative 
modeL The bracket and upright referred to by Davidson not being 
produced in evidence, it is impossible to say whether it in any particu- 
lar embodies the invention in issue. 

As is well said in the brief of counsel for Stikeman — 

there ia no proof whateyer that the bracket and upright prodneed at that time bj 
the Winslows was a reduction to practice of anything;, still less that ife was a reduc- 
tion to practice of the invention in issue, and there is absolutely no ground upon 
which it can be pi^icated that the work, whatever it was, was for or on behalf of 
Hunter. 

Hunter himself testifies that he did not authorize any communica- 
tion with the Winslows upon the subject of his invention and did not 
know that any had been made in regard tliereto by Davidson. 

Now it is a well-settled principle in tlie patent law that while that 
law accords the right to a patent to the later applicant who connects 
by due diligenQp a prior conception, the reduction to practicre must be 
by the applicant himself or by his authorized agent, and not by some 
other third party. It is not enough to entitle an applicant to a patent 
that some one else has shown the practicability of the invention by 
reducing it to practice. The work of such third party will not be taken 
as sufficient to relieve the applicant of the conseqnences of his own 
want of diligence. This subject is very fhlly and clearly discussed in 
the case of Burgess v. Wetmore, (C. D., 1879, 237; 16 O. G., 765.) 

There is clearly nothing in the case to justify the conclusion that 
'le work done by the Winslows, whatever it may have been, can be 
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of by Hanter for the purpose of showing a reduction to prac- 
tice of his conception, and thus to defeat the perfected invention of 
Stikeman. 

Fmally, it is contended on the {Mirt of Hanter that Stikeman by 
applying for and obtaining a patent, dated June 18, 1895, for a set- 
screw bracket for library-shelving, abandoned the device of a draft- 
screw bradnt — ^th«t involved in the present issue; but manifestly there 
is no ground Iter this contention. It is very correctly replied on the 
port of Stikeman that he was not required to patent the draft-screw 
bracket or to put the draft-screw brackets on the market in order to avoid 
the presumption of abandonment. In his testimony Stikeman has fully 
and satisfiictorily explained why he patented the se^8crew bracket at 
the time and reserved, without ab«ndoning or intending to abandon, 
the draft-screw bracket 

Finding no error in the ruling appealed flrom, the decision of the Act- 
ing Commissioner win be affirmed, and the proceeding and decision of 
iUs court are directed to be certified to the Commissioner of Patents, 
to be entered of record m the Patent Office; and it is so ordered. Bul- 
iuga aAnned* 



[U. & OlvBiitt Cmirt of Appatlt Second Clroatt] 

MAITLAND 9. B. OOETZ Manufagtubing Compant. 

DeMed M€UFeh t, 2398. 

86 O. G., 776. 

1. SnsBnvQSR— Rsissus— Elsctrxcal Fixtcrx— VAUDmr— AimciPATioir. 

CUim 1 of reiMiie Letters Patent No. 11,478^ granted March 12, 1895, to Lather 
Stierhiger, for improvemcntB in electrical fixtareey Beld to be valid and not 
sntleiiMited by Edison's patent No. 248,420, nor by other patents, nor by the 
tery-boat flztoiM used by the PennaylTaaw KaUioad boat J0rBeg dig. 



Delay in applying for a raissae is obnoxions, because, as a rule, indlTidoals 
and the pnblie have acquired daring snch delay adrerse equities, which would 
be destroyed by reconstruction of a void claim ; but where a patent was obtained 
Jnne 6, 1882, held void by the Circuit Court June 14, 1884, and by the Circuit 
Coort ot Appeals October 22, 1894, and a reissue was granted March 12, 1895, 
BM Ihst the reissne is not void by leasou of the Ispse of time after the original 
parent was issoad. 

Before Wallace, Lacombe, and Sdipman, Jadges. 

Mr. Oharlei E. JHtekeU and Mr. Harry M. Brigham for the appeBant 
Mr. Frederick P. F%$k and Mr. Riekard N. Dyer for the appellee. 

statement of the case. 

This is an appeal from an interlocutory decree of the Oircait Gonrt 
te AeBouthem District of New York in tAvor of the yalidi^ of claim 
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1 of reisaned Letters Patent No. II9478, dated March 12, ISftS, and 
issued to Luther Stieringer, as assignor to George Maitland, for 
improvements in electrical fixtures. 

The original Stieringer patent. No. 269,235, was dated June 6, 1882. 
Claims 1, 7, 8, and 9 of this original patent were found by the Circuit 
Court for the Eastern District of Pennsylvania to be invalid, {Maitland 
V. OibsoHy 03 Fed. Bep., 126,) and its decree was affirmed by the Circuit 
Court of Appeals for the Third Circuit upon the opinion of the circuit 
judge, (11 0. C. A., 446; 63 Fed. Bep., 840.) Thereupon the original 
patent was surrendered, the reissue now in. suit was asked for and was 
issued, and its claim 1, the successor of claim 1 of the original patent, 
was a^jadged to be valid by the Circuit Court for the Southern District 
of New York, {Maitland v. Archer A Pancoast Co.,, 72 Fed. Bep., 660.) 
Thereafter the present suit was brought before the same court and 
decided in the same way, no written opinion having been filed. The 
infringement of the claim by the defendant is not in dispute. The 
questions in controversy relate to the validity of the claim by reason 
of anticipation, or lack of invention, or the invalidity of the reissue. 

Shipman, J.y (after stating the facts as above:) 

Shortly before the year 1881 the means by which Edison's incandes- 
cent electric lamp could be introduced into houses and buildings which 
had theretofore been lighted by gas and which were supplied with gas- 
fixtures began to be actively discassed by electricians and mechanics. 
The public was accustomed to gas-fixtures. Much money had been 
expended in developing graceful and ornamental styles. The fixtures 
to be used exclusively for the new lamp were undeveloped, and those 
who proposed to try electricity as an illaminating agent desired to use 
the class of fixtures to which they were accustomed. The objection to 
such use was that if the gas-pipe system was employed as a support 
for the two electrical wires the gas-pipe outlet which connected with 
the ground would be a source of constant danger to the safety of the 
electrical appliances and of the house itself. Underwriters against fire 
became alarmed and finally demanded that where incandescent lights 
were attached to a gas-fixture or a metallic fixture having a ground 
connection the wires should be separated two and one-half inches from 
each other or should be separated from the metal of the fixtures by 
some solid insulation. At this experimental stage of the new art what 
may be called tbe '^ceiling-block system," which will be briefly described 
hereinafter, and by which the chandelier was supported upon a wooden 
block upon the ceiling, seems to have been the best known method of 
utilizing gas-fixtures. In March, 1881, the Edison Electric Light Com- 
pany was fitting up its office at 65 Fifth avenue and was causing to be 
constructed upon Mr. Edison's plans incandescent-lamp appliances. 
The difficulties which were being encountered in one particular part of 
the building, which resulted in the annoying extinguishment of lights, 
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were oyeroome by an insulating expedient which Stieringer^ then one 
of the workmen, adopted. Thereafter the insolating-joiut as described 
in both the original and reissued patents was introdaced by him into 
dwellings in New York and Chicago which were being wired for incan- 
descent lamps. Subsequently the manufacturers who were making 
lami>-fiztures for the Edison Company adopted the Stieringer system 
and became licensees of his patent. Their example was followed by 
all other leading manufe^cturers. The underwriters accepted his method 
of insulation in lieu of their previous requirements, and the patent was 
acquiesced in until the Gibson litigation. 

The gist of the invention consisted in making use of metallic gas- 
fixtures by introducing insulated conducting- wires concealed within 
the fixture and capable of carrying the electric current to and fi*om 
the electric lamps, in supporting the fixtures by the gas-outlets or gas- 
pipeS| and in placing a joint having metallic couplings and an inter- 
mediate section of insulating material between tlie upper end of each 
fixture and the end of the gas-pipe, so as to secure complete insulation 
of the fixture from the grounded piping of the house. The utility of 
the invention is acknowledged by the universality of its use without 
special modification. The gas metallic terminals furnish a strong and 
convenient support, the insulation avoids the danger which would other- 
wise result from the use of grounded metallic piping, and the concealed 
wires are neither unsightly nor liable to abrasion. 

The Circuit Court in the Archer & Pancoast Case (72 Fed. Sep., 660) 
evidently did not suppose that reliance was placed by the defendant 
upon any of the antecedent patents as anticipations of the Stieringer 
device; but upon this appeal the question of novelty is presented, 
although their value, if any, is upon the defense of want of patentable 
invention. The Edison patent No. 248,420 of October 18, 1881, described 
a swinging bracket having two wires running through it and a turning- 
joint midway between the ends of the bracket. The theory of the 
defendant is that the two sections are electrically insulated at this 
joint. Upon the truth of this theory the experts differ; but it is cer- 
tain that the patentee described as one mode of construction a single 
wire through the bracket, ^Hhe metal of the bracket and system of 
pipes being used for the other conductor,'' and it is testified that as 
actually oonstructed by Bergman & Co., Edison's fixture-manufacturing 
company, the bracket had a metallic contact at the joint Moreover, if 
there was any insulation it was at a point where it would not bene- 
ficially accomplish the object of the Stieringer joint The invention 
described in Edison's patent No. 248,424 of October 18, 1881, was the 
original of the fixture which was made by Bergman & Co. under Patent 
No. 263,103, August 22, 1882, and before they took a license from Stie 
ringer. It had what was called a << base-piece," or insulated block of 
wood, to which the wires led, and which had a central screw-threaded 
aperture to receive and support the stem of the chandelier. This large 
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wall-block supported the fixture, which wm not hoag from tb% 
pipe. Edison's patent Ko. 251,051 of December 27, 1881, described a 
system of electric hoose-lighting in which the main condnetus enter 
the house, and at a point beyond the gas-meter one of tiiem is eos- 
nected with the main gas-pipe, ^^an insniating-joint being formed in 
the pipe between this point and the meter, in order to prevent the 
current from passing through the meter to the ground. The other wire 
passes through the house to the yarions translating devices." Stie- 
ringer places the date of his invention prior to the date of the appli- 
cation for this patent Vie Maxim patent, No. 247,086, September 13, 
1881, was for— 



i 



s ob«iide]ier for inoMidetoent Ismpi, the two sidet of which an iuralAted ftom 
other, and each connected, reepectively, with one terminal of a line- wire aad the 
contact-atrip of an incandeecent lamp. 

The frame is hung from a ceiling-block and has no insnlating-joint 
between the stem of the chandelier and the gas-pii>e. Van Santas patent, 
Ka 139,692, May 13, 1873, was for an electrical lighting attachment 
mounted upon the gas-burner. Other patents were introduced in evi- 
dence and were remarked upon by experts, but we have mentioned all 
that were discnssed in the defendant's brief^ and neither of them, except 
Edison's patent Ko. 248,420, bears upon the questiou of anticipation. If 
the sections of Edison's bracket were electrically insolated at the mid- 
way joints that patent was nearer than the other to the Stieringer device; 
but it mast be remembered that the location of the insolating-joiat 
constitutes a very important part of the Stieringer invention. If (he 
Edison fixture was supported by the gas-pipe at the gas-outlet and ao 
insulation was interposed until at the end of the stationary part of the 
bracket, it was practically a fixture non-insulated at the p<Hnt where 
both the house and the fixture especially need protection. 

The great reliance of the defendant is upon the '' ferry-boat" flxtoie^ 
BO called, which was used in the boat Jersey City^ of the Pennsylvania 
Bailroad, in October, 1881. It had an insulating-joint between the stem 
of the fixture and the support, which was made of a solid block of vul- 
canized fiber, at each end of which a brass thimble was fisstened 
riveted through the fiber. It was truly called by Judge Ooxe ^'a 
wire systenL" Oue of the wires passed down from the ceiling outside 
the insulating-joint and was soldered upon the pipe just below the joint 
The metallic portion of the fixture thus became a part of the eleeiatie 
circuit and a vehicle of danger. The device proved to be, in faet, a 
dangerous one and was subject to the mishaps which were incident to 
its method of construction. It is by no means certain that this fixteie 
anticipated the date of Stieringer's invention ; but if it did its e xiatc nee 
proves rather than discredits the originality and the palymtability af 
the patented structure. 

The lack of patentable invention is the next subject of adverse critf- 
ciam of the reissue in suit. The history of the fiulnres in the atteaptsd 
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wt of deetrieal hoaae-lighting bj the aid of gas-flxtarM and the 
positioii of acknowledged saooess which was conceded to Stieringer's 
method aflbrd convincing evidence upon this branch of the case. 
Ihyentors of known repute and genius who had studied the subject 
and who greatly desired to promote incandescent lighting failed, and 
the patentee suooeeded because he adopted the means which apparently 
had not occurred to them. The adverse decisions upon the original 
patent in Maitland v. OibBon, i^tproj are naturally dwelt upon by the 
defendant as of great importance. The complainant in that case was 
handicapped by the broad and vague terms of claim 1 of the patent, 
which was as follows : ^< A fixture for electric lights, supported from 
Hbe piping of a house, and electrically insulated therefrom, substantially 
as set forth," and which made his invention to consist merely in the 
insulation of a fixture from the supporting gas-*pipe, with a very broad 
range of equivalents. The court considered that the claims described 
an unpatentable invention, and it is manifest from the opinion of Judge 
Dallas that he was not favorably impressed with the character of the 
invention, however described; but his attention was not directed to its 
peculiarities as stated in claim 1 of the reissue, and the decision is not, 
tfaerefore, authoritative upon that chum, which is as follows: 

1. A flxtnre for eleeMo licbtSy eonttmctad whoUy or lai^y of metal, and pro- 
Tided with inmlated oondaottng-wiree for oouYeyiiig current to and from the lamps 
eairied tiiereby, in oombinatlon with a joint er aeotion having metallic ooapling per- 
tkna, and an intenaedlate Motion of inenlating material eleotrieally inenlating the 
flMtallic eonpling pertioae from eaeh other, aiieh Joints being looated at the upper 
•r inner end of the flztue, and oenring to eleetrioalljr insn late the fixtnre from the 
grounded piping of a honse by whieh it is supported, subetantiaUjr as set forth. 

The defendant's argument against the validity of the reissue is ingen- 
ious, but the feets are plain and not unusual. The device of the speci- 
llcation was recognized as an invention by the manufacturers of light- 
ing-fixtures. They became licensees, and the patent was acquiesced in 
and respected for a number of years. The Gibson litigation showed 
fliat the principal claim was fatally loose in tiie opinion of both the cir- 
eoit and iH[»peIlate courts. It was reissued so as to make the claim 
eorreq^ond with and be limited to the deseription in the specification. 
The claim was narrowed, but narrowed to conform to the specification 
and to state the same invention which it had deseribed. The reissue is 
not one of the class of rttssues of which Machine Co.y. Searle (2Xi V . &. 
Ai^., 901 ; 8 C. 0. A., 476, and 60 Fed. Sep., 82) is an example, which 
jmtend to narrow a claim, but which in fact describe an invention of 
an independent character and one which the patentee either did not 
Bake or omitted to describe, but which he now finds ^Uurking'' some- 
where in his structure. In the reissue in suit the specification was not 
varied. The part of a sentence which is added iu the statement of the 
object of the invention states nothing which was not previously obvi- 
ona. The narrowed and truthful reissue is therefore unobjectionable, 
12782 37 
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except that it was belated, and upon the point of laches in obtaining a 
reissue the Federal coarts are now sensitive. Delay in this regard is 
obnoxious, because, as a rule, individuals and the public have acquired 
during such delay ^< adverse equities which would be destroyed by a 
reconstruction of a void claim." In this case the adverse interests, 
whatever they are, arose after the termination of the Gibson litigation^ 
and as soon as they came into being they were warned by the reissue 
of the existence of a patent which covered the attempted infiringements. 
This reissue cannot be declared void by reason of the lapse of time afber 
the original was issued without establishing a new rule of law upon 
the subject of reissued patents. 
The decree of the Circuit Court is affirmed, with costs. 



[Oonrt of AppwOfl of the Diatriot of Oolnmtala.] 

MAJtSHITTZ V. OOMMISSIONBB OP PATENTS. 

Decided Oclobet S, 1898. 
86 O. G., 778. 

1. iNVBHTIOK^DlFFSBBNCK IN DbGBBB. 

A mere carrying forward of an original oonoeptlon patented, a new and more 
extended application of it iaTolving change only of form, proi>ortion8, or degree^ 
the snbstitntion of eqalvalents doing the same thing as the original inyention 
by Bubetantiaily the name means with better effects, is not snch invention as wiU 
sostain a patent. It is only the invention of what is new and of practical util- 
ity, and not the arrival at comparative snperiority or greater ezceUenoe in that 
which was already known, which the law protects as ezolnsive property and 
which it secnres by patent. 

2. Samh— Rights of Pbiob Patbntbb. 

The Office has no right, except where the right of the appllcaot is clearly 
shown, to create a necessity or make it incumbent upon a prior inventor and pat- 
entee to go into conrt to vindicate his patent as against a snbseqnent patentee 
for substantially the same invention, and therefore it should not allow claims 
merely because they contain apparent structural differences over those of the 
patentee upon the theory that no great harm could be done by sneh oonxse. 

3. APPBAI^— iNTERLOOUTORY BULINGS BT THB GOMMIBSIONBR. 

The rulings on questions of mere practice in the Patent Office will not be 
reviewed in this court unless it appears that there has been an abuse in the 
exercise of discretion and that substantial rights have been thereby affected or 
denied. The practice of refusal by the Commissioner to remand a case to the 
Primary Examiner is settled by the declBlons of the Patent Office. 

Mr. William W. Dodge for the appeUant. 

Mr. W. A. Megratk for the Oommissioner of Patents. 

AiiVBY, J.: 

This is an appeal from a decision made in the Patent OfBoe whereby 
a patent was refused to the appellant Siegfried G. Marshatz tipon a 
claim by him for an alleged invention of a new and usefhl improvement, 
not known or ased by others, in spectacles or spectacle-frames. The 
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applicatiou to the Office was filed December 129 1895, and the applica- 
tion appears to have been rejected upon reference to a patent, I^o. 
538,161, previously issued to one Bussey, dated April 23, 1895, and 
which was held by all the several tribunals of the Patent Office to be a 
ftiU and complete anticipation of the claims of the appellant. 

The claims insisted upon by the appellant are two, though they pre- 
sent substantially one and the same device. 

The claims as formulated are as follows: 

1. A pair of spectaolee hftving the free ends of its templee each provided with a 
cone shaped retainer arranged to ilt behind the ear at the rear of the saddle thereof, 
and to wedge between the external ear and the head, the retainer being adapted and 
ananged to hold the free end of the temple entirely from contact with the ear and 
the head. 

3. A speotaole-frfuney the free ends of the temples of which are bent downward 

and respectively provided below the bend with a downwardly*enlarging wedgo* 

shaped retainer to fit behind the external ear and between it and tiie head, the 

■ retainer being adapted and arranged to preyent the free end of the temple from 

engaging with the ear, or with the head. 

As just Stated, all the officials in the Patent Office passing upon the 
patentability of these claims held that such claims had been in all 
respects substantially and effectually covered and anticipated by the 
prior invention of Bussey embraced in the patent of April 23, 1895; 
but the appellant insists that there was error in so ruling, and he alleges 
the following as errors upon which he bases this appeal: 

1st. That tlie Commissioner erred in affirming the decision of the 
Board of Examiners-in-Ghief. 

2d. That the Oommissioner erred in not finding patentable invention 
and novelty in the claims of the appellant; and, 

3d. That the Commissioner erred in not remanding the case to the 
Primary Examiner for consideration of modified claims proposed at 
the hearing of the appeal taken to him. 

As the principal question in the case is whether the invention of the 
appellant is substantially and effectually covered and anticipated by 
the patent issued to Bussey, it is important to see for what that patent 
really issued, and thus ascertain whether it embraces substantially the 
claims of the appellant, and to determine this question it is not neces- 
sary to find that the same structure or component parts are used in the 
two alleged improvements, but whether the given effect is produced 
substantially by the same mode of operation and the same combination 
of means in both devices. Mere colorable differences or slight improve- 
ment cannot overcome or conflict with the right of the original inventor 
who holds a patent for his invention, {Ordiame y. Winkleyj 2 Oalls., 54,) 
for, as said by the Supreme Court in the case of Pearoe v. Mu(fordj 
(0. D., 1880, 667; 18 O. G., 1223; 102 U. 8,, 112)— 

all improvement in oot invention and entitled to protection as ench. To entitle an 
improvement to protection, under the patent laws, it muHt be the product of some 
exercise of the inventive fausultioii, »ud it must involve something more than what is 
obvious to persons skilled in the art to which it relates. 
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In the specification forming i>art of the Letters Patent TSo, 538,151, 
issued to Bnssey, it is stated : 

My ioyentioii relateB to an improvement in attachments for apeetaele-ftamew, tbe 
same being speeiaUy designed for use in connection with that class of frames whieh 
are adapted to t^ncircle or embrace a portion of the ear. While it ia tme tiiat this 
partienlar design of frame ia uniyersally nsed, it is nevertheless fom«i objeetlonalile, 
by reason of its tendency to ent, braise, and otiierwise injnre tbe eafs. M j 
invention is specially designed to overcome these objections, and consisis in 
for elevating that portion of the frames encircling or embracing the can, thoroby 
relieving the ears from pain and preventing other iqjnries thereto. 

A fhrther object is to hold the spectaeles in plaee and not allow them to earaon or 
slip down on the nose from the right focal distanre fhrni the eye, thns pi^Tentiag 
injury to it and inersasing the power of the glaassa by property fooalisfaig the light 
in the eye. 

With this end in view my iavontion consists in eertain novel featnrcs of eonstmo- 
tion and vombination of parts, as wiU be hereinafter more Ailly deaeribed, and 
pointed ont in the claim. 

The specifications are aocompanied with illnstrative drawiagH of tbe 
invention and its application^ consisting' of five flgares or diagraine. 
In further specification and explanation of the invention Bossey says : 

The attachments are placed in their operative position on the speetado-fraBos by 
first introdncing the free ends of the frames into holes 5 and by stsadily poshing on 
said i^smes the free ends thereof will be forced through the passage-way formed by 
the abutting edges of corks o, and finally throngh holes h on the 4ipposite ends of 
said attachments, after whieh the attachment can be acynsted to suit tbe cohvob 
ience of the wearsr, and when so adjusted, they will be retained agaiuel aceidontal 
displacement by i*eason of the yielding frictionai action of corks or other elastic 
material c. When the attachments are being introdnced on the frames of a pair of 
spectacles, the corks o or other elastic material will give snfHciently to allow of a 
free passage of the frames, and when the ends of the latter have passed ontiraly 
through the attachments the corks or eqnivalent material will grasp the sides of the 
frames sufficiently to retain the attachments against necidental (lisplaeoment. * * * 

Thene attachments can be of vsrious shapes and sixes to conform to the extstnal 
ear between the lielix and head, to so fit that space as to secure the greatest com- 
fort, and to make them round, oval, and cone shape at both ends to seenre omamontal 
effect, without departing from the object of the invention. 

He then says: 

I would have it understood that I do not restrict myself to the particular eonatme- 
tion and arrangement of parts shown and described ; but. 

Having ftiUy described my invention, what I claim as new, and desire to seenrs by 
Letters Patent, is — 

As an article of manufacture, an attachment for spectacles eompooed in tbe main 
of soft yielding material having a hole therein, extending longitudinally from one 
end to the other, said hole lieing small at the center and enlarged at the ends, 
whereby to readily receive the spectacle-bow and yieldingly grip it at the center of 
its length whereby it is held in position by its frictionai contact with the bow, 
so1)8tantially set forth. 

It is clear there is no invention in the simple cone-shaped knobs imd 

by the appellant as retainers on the free ends of the spectade-frame; 

but he claims that the invention consists in placing a fixe<i retainer 

i))on tlie ends of the temple-pieces of the frame, the retainer being of 
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sach foriu that it fits between the opper part of the ear and the side 
of the head, whereas, as it is alleged by the appellant, the invention 
of Bassey — 

oonsists in means for elevating that portion of the frame encircling or embracing the 
ears, thereby relieying the ears from pain, and preventing other iT^jnrieH tlt<>reto — 

when, in fact, as it is insisted by the appellant — 

the means so need in the Baaeey patent do not assist in retaining the speetaoles in 
place, and the nse of the hooked ends of the frames cannot be dispensed with. 

«Bat this is not all of Bussey's invention embraced in his patent. It 
is true the attachments or retainers placed on the temple pieces in 
fte Bassey patent are not Axed at the end of sach pieces and are 
apparently intended to rest on the upper part of the ear; Imt those 
attachments or retainers may be slid or adjusted to the free ends of the 
temple-pieces, and they may be of cone shape or any other shape 
desired, and thus made to perform the purpose or fan<;tion designed to 
be performed by the fixed retainers of the appellant in a way, at least, 
substantially similar to that effected by the appellant's device. It is 
manifest from the specification of the claims of the appellant, and also 
fnm his communications with the Patent Office in regard to his appli- 
cation, that he was not only fitiiiiliar with the previous invention of 
Bussey, but that there was a studied eflbrt to differentiate his claim 
from that contained in Bussey's patent, and it is very apparent that 
the difference is more in mere color and form than in real substance. 
In his sfiecification, aiPter referring to the manner the wearers of si>ecta- 
oles suffer i^om the want of some contrivance for the relief of the 
[uressure of the temple-pieces on the ear and to afford a steady reten- 
tion of the spectacles on the nose, the appellant states (referring mani- 
festly to the Bussey patent) that — 

it has been proposed to remedy this by arranging a rectangular or other shaped sup- 
port upon the straight portion of the spectacle-temples, and adapted to rest upon the 
saddle of the external ear, thus to elevate the curved portion of the temple from the 
ear and prevent thereby the objectionable feature mentione<l. This remedy [says 
the appellant] is only partial at best, and in most instances will aggravate instead 
of overcoming the objectionable features it is designed to remove; the block rest- 
faig upon the saddle of the ear in plain view is highly unsightly; fhrthermore, it can 
offer no lesistanoe to the removal of the spectacles exoepting tiie resistaaoe afford(*d 
by the friction between the block, the ear, and the head. This is inconsiderable, 
and hence the spectacles must be retaine<l in place by the same old means; i. r., by 
the contact of the temples with the back of the ears. 

This is simply the depreciation of the merit of a rival invention in 
order to enhance and recommend the supposed superiority of one's own 
invention; but the statement is not in all respects &ir. As we have 
seen, the device of Bussey is susceptible of a shape and an a4jastment 
that substantially meet the requirement that is intended to be met by 
the device of the appeUant. With the invention of Bussey in mind, 
the device of the appellant would appear to be simply the carrying 
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forward of the same general idea as that embodied in Bossey's inven- 
tion, with some modification and, it may be^ improvement of form and 
appliance; but it is well settled that such advancement and improve- 
ment on a prior invention is not the subject of a patent. It has been 
expressly held by the Supreme Court that a mere carrying forward of 
an original conception patented, a new and more extended application 
of it involving change only of form, proportions, or degree, the sub- 
stitution of equivalents doing the same thing as did the original inven- 
tion by substantially the same means with better effects, is not such 
invention as will sustain a patent It is only the invention of what is 
new and of practical utility, and not the arrival at comparative superi- 
ority or greater excellence in that which was already known, which the 
law protects as exclusive property and which it secures by xmtent. 
(Smith V. Niehoky 21 Wall, 112, 119.) 

It is certainly not the design of the patent laws that they should 
apply to and cover every improvement made or device or modification 
applied in the multitude of articles of daily use, however simple and 
inconsiderable in their nature. Some things, though of practical use 
and value, must be taken to be within the sphere of ordinary mechan- 
ical skill, and therefore not the subject of patent rights. As was well 
said by the Supreme Gourt in the case of The Atla/ntio Wwts v. Bradjfy 
(C. D., 1883, 214; 23 O. G., 1330; 107 U. S., 200:) 

The design of the patent laws Is to reward those who make some substantial dis- 
Ijoyery or invention which adds to onr knowledge and makes a step in a^Wance in 
the usefnl arts. Snoh inventors are worthy of all favor. It was never the object of 
those laws to grant a monopoly for every trifling device, every shadow of a shade of 
an ideii, which would naturally and spontaneously occur to any skilled mechanic 
or operator in the ordinary progress of manufactures. Such nn indiscriminate crea- 
tion of exclusive privileges tends rather to obstruct than to stimulate invention. It 
creates a class of speculative schemers who make it their business to watch the 
advancing wave of improvement, and gather its foam in the form of patented monop- 
olies, which enable them to lay a heavy tax upon the industry of the country, with- 
out contributing unytbing to the real advancement of the arts. It embarrasses the 
honest pursuit of business with fearu and apprehensions of concealed liens and 
unknown liabilities to lawsuits and vexations accountings for profits made In good 
faith. 

The consequences thus portrayed may not all result in a case like the 
present, but the principle is eqally applicable. See also the case of 
McOlain v. Ortmayery (0. D., 1891, 532; 67 O. G., 1129; Ul U. 8., 419, 
427.) 

Upon careful comparison of the respective claims and specifications 
of Bnssey and the appellant we can discover no such substantial dif- 
ference in the claims of the two as will justify a patent on the claims of 
the appellant. There is no patentable dift<drence in the claims of the 
appellant as distinguished from the invention previously patented to 
Bussey, and this was the opinion and ruling of all the tribunals of the 
Patent Office, and we think their rulings were correct. 

It may be thought that, as there is an apparent straotoral differer.t)e 
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in the claims of the parties, a patent should be allowed to issue on the 
claims of the appellanti as no great harm could be done by such course; 
but the law forbids any gnch course as that. When a i>arty applies to 
the Patent Office for a patent to secure to himself a monopoly in the use 
and profits of an alleged invention, it is incumbent upon him to show 
clearly and beyond reasonable doubt that he is entitled to such patent 
The Office has no right, except where the right of the applicant is 
clearly shown, to create a necessity or make it incumbent upon a prior 
inventor and patentee to go into court to vindicate his patent as against 
a subsequent patentee for substantially the same invention. I^or should 
a party be clothed with power to exact royalty of the public for the 
use of an invention to which he is not clearly entitled. 

The last assignment of error is that the Oommissioner erred in not 
remanding the case to the Primary Examiner for consideration of mod- 
ified claims proposed at the hearing of the appeal before him ; but this 
assignment of error presents no question that is open for consideration 
on his appeal. It was a question of official practice, interlocutory in its 
nature, and rested in the discretion of the Oommissioner. The rulings 
on questions of mere practice in the Patent Office will not be reviewed 
in this court unless it appear that there has been an abuse in the exer- 
cise of discretion and that substantial rights have been thereby affected 
or denied. ( WestinghouBe v. JJunean^ 0. D., 1894, 170; 66 O. O., 1009; 
2 App. D. C, 131; In re Neillj ante^ 332; 82 O. O., 749; 11 App. D. C, 
584.) The practice of refusing to remand a case to the Primary Exam- 
iner for the purpose of receiving and considering new or modified 
claims after the case has been fully heard by all the tribunals of the 
Patent Office seems to be fhlly settled «by repeated decisions of the 
Oommissioner. {Ex parte /Smnr, 0. D., 1897, 48; 80 O. O., 1271; ex 
parte Hunter , 0. D., 1897, 161; 81 O. O., 504; ex parte Opdykej O. D., 
1890, 39; 50 O. O., 1293.) 

It follows that the rulings appealed from must be affirmed, and it is 
ordered, and the decision and proceedings of this court on said appeal 
are directed to be certified to the Oommissioner of Patents to be 
entered of record, etc. Kulings affirmed. 
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[U. 8. Girohiit Coort of Appaal i Second drcnft.] 

Wnxoox & Qtbbb Sbwino Maohinb Company v. Thb Mbbbow 

Machine Ookpant et al* 

DeoUM OeMm- 16, JS98. 
86 O. G., 1078. 

1. WlIlXX>X--SSWXNO-MACHnn---IinriUHOSMBNT. 

CUims 2 and 6 of Leiten Patent No. 472,094, granted April 5, 1892, to Cberlee 
H. Willoox and Stockton Boiton, finr a aewing-wiaohine, constnted and Sdi 
infringed by defendants' de^ipe. 

2. Sams— Sajo— Validity. 

Claim 2 of Letters Patent No. 472,096, granted April 5, 1892, to Charlea H. 
WiUooz and Stockton Borton, for a ee wing-machine, cannot be sustained, since 
the changes set forth over the prior art InTolve merely the exercise of mechaii- 
icalskilL 

8. Invsntion, SmpuciTT anb Impboyxd Bbsult as Eyidbkcb of. 

Although the patentees have borrowed in part from the earlier art^ thij 
have BO arranged the yarione parts as to tend toward simplicity and have 
donbled speed of the overseam-machine, and therefore the court is disposed to 
consider the changes in parts and arrangemetit of parts as showing meritorious 
inyentioQ. 

4. Broad IirvKHTioir— Suvtigikmct op Dbscriptioh. 

The patentees haye made an ingenious and meritorous iuyention of sueh util- 
ity and noy^ty as to support a broad patent and haye eulBoieatly deeeribed 
such iuyention. The fiset that the device is a non-inverting lo^per is sufficiently 
indicated by reference to one part as an upper Jaw and another as a lower jaw. 

6. Brbadth of Claim— iNFUNQKysMT. 

Although the patent shows only a single^thread machine, the invention is 
equally applicable to a double-thread machine, and sinoe the claims are not 
limited to a single-thread machine BM that a doubled-thread machine having 
differences of form, but no substantial difference of parts or of funetioBe, is an 
infringement. 

Mewrt. Howaan it Hmown and Mr. Edm%nd Wetmore for Willoox & 
Gibbs Sewing Machine Company. 
Mes9rg. Church & Church for the Menow Machine Oompaay et al. 

STATEMENT OF THE CASE. 

This canse comes here on appeal from a decree of the U. S. Girenit 
Conrt^ District of Oonnecticut, (G. D., 1S97, 746; 81 O. G., 1613,) dis- 
missing bill of complaint for alleged infringement of patent. 

LACOMBS, J. : 

Two patents are declared npon. The first is No. 472,6M, for a sew- 
ing-machine, dated April 5, 1892, (application filed July 23, 1887,) to 
Willcox and Borton, assignors to complainant. The stmctnre deeeribed 
is complete in all its parts and is an elaborate piece of mechanism. 
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The particular part involved iu this action is the device known as a 
^looper,'^ and the only claims relied apon are: 

2. The combination, with the needle and its operating mechanism, of a looper 
having an upper Jaw provided with a hook and a lower Jaw, said looper being 
arranged to oscillate in a path aronnd the edge of the clotii-plate, and means for 
•otnating said looper to carrj a loop of the needle-thread aronnd the cloth-plate, 
■nbatantially as described. 

5. The combination of the doable-Jawed looper moving in a single plane and a nee- 
dle moving in a line oblique to the plane of the looper's movement and intersecting 
the same, whereby the looper is when beneath the cloth on one side of the needle 
and when above lAie cloth on the other side thereof, substantially as described. 

The second patent is No. 472,095, for a sewing-machine, dated April 
5, 1892, (application filed May 24, 1890,) to the same parties. The 
general form and organization of the machine are similar to that 
described in No. 472,094. Of the nineteen claims of this second patent 
only one is declared upon, viz: 

3. The looper made with two Jaws, one of which is furnished with a hook and the 
other with an eye, in oombination with a reciprocating needle and operating mech- 
anism for moving the looper in a plane oblique to the plane of movement of said 
needle, substantially as described. 

The judge at circuit dismissed the bill, holding that the device of 
defendants did not infringe either of the three claims above quoted. 

A brief reference to the genesis of No. 472,094 may be useful. The 
complainant introduced evidence to show that the Willcox & Gibbs 
Company had a machine making straight-ahead stitches and running 
two thousand to three thousand stitches a minute for the seaming of 
cut hosiery goods ^ but this straight-ahead stitching left a raw edge to 
the seam. There were also in existence so-called '^ buttonhole-machines" 
which might be availed of to make an overseam and thus avoid the raw 
edge; but the most efficient of these did not exceed one thousand 
stitches a minute. From the manufacturer's view-point high speed 
was necessary to produce knit goods economically, and the company— 

in oonseqnenoe throngh [its] experts and mechanical engineers took up seriously 
the work of getting out an overedging-machine which conld be snooessftilly nsed 
§m overedging cut hosiery goods and which conld be run at high speed. The mat- 
ter was worked npon steadily by [its] experts and machinists, and after four yean 
of aetiva, expenrive work in experimenting and perfeeting their inventions 

the machine of Patent No. 472,094 was produced. The Circuit Court 
fbnnd from the prooft in the case that — 

prior to complainant's machine the practical work of each machines (overseam- 
machines) was not more than one thousand stitches per minute, while by complain- 
ant's machine mote than two thousand stitches can be made. 

This finding is abundantly supported by the record. The result of 
patentees' experimenting has been to double the speed, and it might 
be expected that the new machine would be found to contain some 
radical modification of all earlier ones to bring about such a result. 
Bodi axpectatioii is fulfilled by the proofe showing the prior art 
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There were mauy prior patents for making overseam sticlies. In all of 
them it was of coarse necessary to draw into proper i>08ition a loop of 
needle-thread. Hooks of varions shapes, eylets, and jaws and shanks 
are to be found in abundance; but although the patentees have bor- 
rowed in part from the earlier art they have so arranged the yarious 
parts as to secure a marked improvement in their operation. From 
the description of the patent it appears that the looper has two jaws — 
the upper one to seize the loop of needle-thread below the cloth and 
the lower one to distend the loop and hold it distended above the 
cloth. The upper jaw is hooked, so as to seize the loop. The looper 
then moves around the edge of the cloth, and as it does so the jaws 
being pushed inward the loop releases itself from the upiier jaw and 
falls on the lower jaw, which then proceeds to complete the operation. 
The upper jaw always remains the upper jaw and the lower jaw always 
remains the lower jaw. There is no revolution of the parts; nor is 
there any sidewise or shogging motion imparted to the looper, which 
remains always in the same vertical plane. The necessary shift of 
position from one side of the needle when below the cloth to the other 
side of the needle when above the cloth is accomplished by so arrange- 
ing the needle and needle-arm that the needle pierces the cloth not 
perpendicularly, or nearly so, as usual, but at an angle less than ninety 
degrees. 

This peonliar line of trayel of the needle, in connection with a looper moving in 
(one plane jit right auf^l^ to the line of neam) enables the looper to seize the loop 
below the cloth on one side of the needle (that nearest the already-formed seam) 
and to hold the loop above the cloth on the other fide of the needle— viz., that 
whioh is farthest from the already-formed seam. 

The specification further states that the — 

novel and important feature of this part of the invention consists in the relative 
arrangement of the needle and the donble-Jawed looper, so that the lino of the 
needle's motion is obUqne to the plane in which, the looper moves. 

In the earlier art the looper had been transferred from one side of the 
needle to the other in a variety of ways, and certainly in one patent 
(Wanzer) by moving the looper in a single plane diagonal to the path 
of the needle; but the Wanzer looper was not one with upper and 
lower jaws, but a revolving, or, as complainant's expert calls it, a 
^^ somersault," looper and one with which high speed, the desideratum 
of the complainant's experts, was apparently impossible of attaiumenL 
It will not be profitable to discuss all the prior patents. Some of them 
are briefly referred to in the opinion in the Circuit Gourt. Assuming 
that the one object of invention was a highsx>eed machine and that 
patentees' machine is the first practical high-sx>eed machine, as the 
evidence shows, it will be sufficient to indicate the points of divergence 
from the machines of the earlier art, and if it is apparent that the 
changes devised by the patentees are of such a character as to permit 
the operator to double the speed of the overseam-maohine it may fairly 
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be oondaded that tbey exhibit patentable novelty. All of the score or 
so of patents which have been iiitrodaced as showing the prior art 
may be grouped under one or other of the three classes — viz., somer- 
sault looperSy two-implement loopers, and «omi)onnd-motion 1ooi)er8. 
The somersault looper performs its work by throwing a half somer- 
sault, so that the end which draws the loop and presents it travels 
back and forth on a circular path, of which the shank to which it is 
attached is the radius In consequence it does not keep close to the 
edge of the cloth when changing position from below the cloth-path to 
above it, or vice versa, and when it clutches the loop of needle-thread 
it is so far below the cloth-plate that the stroke-of the needle must be 
long in order to place the needle-thread where it maybe caught by the 
looper. Complainant's experts set forth several reasons why this 
arrangement is fatal to high speed. It hardly needs an expert to 
inform the court that the point of the needle can be made to recipro- 
cate more rapidly with less chance of distortion if the distance it is 
required to travel be reduced. The looper of the patent in suit is 
made to travel as closely as possible around the edges of the cloth, 
keeping the same side up all the time, so that both looper and needle- 
point oi)erate on lines of travel so much shorter than those of any 
someraiult looper of the prior art that the machine may be organized 
to work at double the speed attained before. 

The two-implement looper is one which performs the operation of seiz- 
ing the loop of needle- thread below the cloth and presenting it in proper 
position above the cloth by the aid of two separate pieces of mechanism. 
These have to bo separately operated, and the operating mechanism 
becomes more complicated. Not only is the improvement of the patent 
meritorious as tending toward simplicity, but complainant's expert tes- 
tifies, and no one contradicts him, that the more complicated the mech- 
anism involved the more difficult it becomes to run at a high speed, 
while the multiplication of relatively moving implements, which coop- 
erate in their action upon one thread, increases liability to skip stitches. 
Certainly the device of the patent in suit is simpler, dispensing with one 
independently-operated part. It is susceptible of high speed, (appar- 
ently by reason of its greater simplicity,) while the earlier two-implement 
machines were slow and apparently were not susceptible of being made 
Cuter. These remarks apply equally to the compound-movement loop- 
ers, where beside the motion in a vertical plane a sidewise or shogging 
motion is also imparted, requiring a material increase in the complica- 
tion of the actuating mechanism and to that extent preventing high 
speed. No compound-motion overseam-machine that ran or was capable 
of running at a speed at all comparable to complainant's has been 
found in the prior art. 

When the increase of speed is so great as it appears to be in this 
instance, and that too in an art whore increase of speed (efficiency 
being preserved) is of such practical imi>ortance, we are disposed to 
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ooDsider the changes iu parts aud arraiigenieiits of parts as showing 
meritorious invention. This capacity for high speed is not an after- 
thought, for at the beginning of the si)eciftcation is found the statement : 

The mMhuie hM been contriyed with reference to ranning »t & very higk rate of 
•peed, the reoiprooating parts being as short and light as possible, etc. 

Beferring to the increased 8|>eed of complainant's machine the Circuit 
Court says: 

The advantage, complainant now insists, is dae to the form of its looper, which 
allows the stitch to be made with a mach shorter thrust of the needle. How mneh 
of this increase of speed is due to this device and how much to other parts of the 
machine does not appear. 

It is undoubtedly true that unless other parts of the machine are con- 
trived (as they are) to drive the entire mecbanism at the desired high 
rate of speed the result sought for will not be accomplished ; but given 
mechanism organized to drive at that rate it seems quite plain upon 
the proofs that complainant's stitchmakiug (looper) mechanism is so 
organized as to permit itself to be driven at that rate and that it is the 
first stitch making (looper) mechanism which could be so driven. We 
are unable to concur with the Circuit Court in the conclusion that iiat- 
en tees have not sulticiently set forth and claimed the non- inverting 
character of their looper. As appears from the quotation above they 
set out to attain high speed. They sought to achieve that end by, as 
they say, ^^ [having] the reciprocating parts as short * * * as jios- 
sible.'' They show, in fact, an arrangement which has shorter parts 
and shorter lines of travel and which permits increased speed. That 
as compared with the somersault loopers this is accomplished by the 
use of a non-inverting looper is pointed out, suproj in this opinion, and 
that the looper of the patent is to be a non-inverting looper seems plain 
fh>m the requirement that it shall be double-jawed, having an upper 
jaw (which as the description shows always remains an upper jaw) and 
a lower jaw, (which always remains a lower jaw.) The patentees seem, 
therefore, to have made an ingenious and meritorious invention ot 
utility and novelty to support a broad ])at«nt and to have sufficiently 
described such invention. The extent of the patent and the scope of 
the claims (2 and 5) are next to be considered. 

As this opinion abundantly shows, the ai-tof oveiseam or buttonhole 
stitching by machinery was an old one and many varieties of mechan- 
ism were in use. All such machines were broadly divided into single- 
thread or double-thread machines. The distinction between the two 
is succinctly set forth iu the opinion of the Circuit Court: 

[In donble*thread machines] a sewing-machine needle haying the eye near the 
point is first thrust tkroagh the fabric, carrying the needle-thread with it. Then a 
hook of some kind takes bold of the needle-thread below the fabric and holds it so 
that the needle in beiu^ withdrawn from the fabric leayes a loop of ueedle-thread 
on the hook and below the fabric. This loop of needle tltread is then drawn oat to 
and lifted up around the edge of the fabric. Then a loop of another thread is 
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throAt through the loop of needle-tliread, and the needle in making its second 
stroke paeeee through this second loop [of looper-thread.] 

In aingle-thread maohines the loop of needle-thread after heing lifted up around 
the edge of the fabric is carried over the fkbrio, and the needle in making its 
aeeond stroke passes through the needle-thread loop. 



When the complaiiuuit oompany set its experts to work, it wanted 
fiMSt-raoning instead of slow overseam machines, of which two well- 
known classes already existed, making, respectiyely, single-thread and 
doable-thread overseams. The method by which the stitch itself was 
fbrmed in each kind was well known. The company, as is testified to, 
started in its experiments upon the single-thread class because it was 
the easiest to experiment with. When the inventors had completed 
ttieir invention (No. 472,094) and came to describe and illnstrate it, they 
nataraDy need drawings of a single-thread machine, and when they 
described those drawings used language peculiarly appropriate to 
mngle thread ihachines ; bat we do not think that tbey thereby restricted 
their inv^ition to that single class of machines. On the contrary the 
language used by the patentees at the very outset of the ^Mcification 
indicate tiiat they understood that their improvements were available 
for all kinds of overseams and undertook to say so. 

The machine represented in the drawings [they say] is one which makes an otct- 
seam, and is intended specially for sewing knit goods ; and onr improvements are 
ohiefly applicable to maehines making some variety of overseam. The special kind 
of overseam made by the machine shown in the drawings is formed of a single 
thread, etc. 

When we come to examine the precise improvement under discus- 
sion, the oblique-plane upper and lower jaw non-inverting looper, with 
its simplicity of parts, its motion in a single plane, its nearness to the 
fabric, its securing shortness of travel to needlepoint and looper, it is 
quite apparent that those changes from earlier structures are as valu- 
able in giving the capacity for high speed to a double-thread as to a 
single-thread machine. Unless, then, the claims themselves in some 
way coniine the patentees to the single-thread class they should be con- 
strued so as to cover the actual improvement over the prior art whether 
embodied in on6 or the other of the old and well-known classes. As 
already seen, it was and is the distinctive mark of a single-thread 
stitch that the needle on its second stroke should go through the loop 
of needle-thread drawn off from its former stroke; but neither claim 2 
nor claim 5 demands this action from the needle. They call for an 
action of the combination which will draw a loop of needle-thread off 
the needle below the fabric and carry the same up around the edge and 
above the £ftbric. There both claims leave the loop to have the stitch 
perfected in either of the two ways already well understood in the 
art — f. e.y by driving the needle through it if it were to be single-stitch, 
or by driving a ItMip of looper-thread tlirough it if it were to be donble- 
stitdi. The chums, thereforCi in our opinion cover the devices of the 
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patent whether used in a doable or in a single thread machine. {Deer- 
ing V. Harvester WorkSy 0. D., 1804, 672; e» 0. 0-., 1641 155 U. 8., 286t) 

Patent No. 472,095, as already stated, is for alleged improvements on 
No. 472,094. Th^— 

object iH the formation of an oveneam of two threads whose saoeessiye loops inter- 
looky and which we denominate an "overlook-seam.'' In the looper as modified to 
effootoato this objeot the lower Jaw becomes a needle for the lower thread. 

The machine as a whole contains many iiarts; but we are of oonrse 
concerned only with the subject of the second claim. 

2. The looper made with two Jaws, one of which is furnished with a hook and 
the other with an eye, in combination with a reciprocating needle and operating 
mechanism for moving the looper in a plane oblique to the plane of movement of 
said needle, substantiaUy as described. 

Here we have a two-jawed looper, which the specifleation shows to 
be non-inverting, moving in a plane oblique to the plane of movement 
of the needle, one of the jaws being provided with a hook which seizes 
the thread from one side of the needle below the doth, brings it up 
above the cloth on the other side of the needle, and then lets it drop 
upon the lower jaw, which has an eye in it for the looper-thread. There 
is no change whatever from the single-thread device illustrated in the 
drawings of No. 472,094 except to deepen the opening between the jaws, 
straighten the lower jaw, and punch an eye in it, so that when the for- 
ward thrust comes the loop of the looper-thread will be pushed forward 
to the descending needle instead of the loop of needle-thread. We 
concur with the judge who tried the cause below that it is difficult 
to see any patentable novelty in this. It was old to have an eye at the 
end of the looper to carry the second thread when making a double- 
stitch overseam. Tarbox somersault looper. No. 49,803, of 1865, has 
one, and given the non-inverting double jawed looper of No. 472,094 
the mere mechanical skill of the calling would seem sufficient to modify 
it 80 that it would push a loop of looper-thread forward through the 
loop of needle-thread to take the second thrust of the needle. In our 
opinion claim 2 of No. 472,01)5 cannot be sustained. 

The question of infringement alone i-emains to be considered. Un- 
doubtedly the defendant's device is of a different shape from that of 
complainant's, as the following figures show: 

412ft94. 
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The hook of oomplatnanf s upper jaw moves in, catches the needle- 
thread below the fabric, then moves oat, drawing oat the loop of 
needle-thread left below the cloth by the ascending needle. It next 
rises, carrying the loop around the edge, and then moves forward, and 
as it moves in over the edge of the cloth-plate the loop of needle- thread 
is pushed off the hook, dropping on the lower jaw, where (for a single 
thread) it lies well forward, and as the inward motion of the looper 
continues is brought under the descending needle for completion of the 
stitch. It will be borne in mind that the figure above marked << com- 
plainant's" is for single stitch only and that we concur with the Oirouit 
Oourt in the conclusion that — 

ft skillful meohanio, being piesented with ft maohino of No. 472,094 ftnd with the prior 
pfttents in evidence and requested to ftdftpt the machine to a double-thieftd stitch, 
would have made the change almost as a matter of course. 

The change mast be one which will thrust a loop of looper-thread 
through the loop of needle-thread and present the loop of looper-thread 
to the descending needle. The phrase <* double- thread overseam" 
implies precisely that That the loop of looper-thread could be brought 
forward by an eye in the looper was shown by Tarbox, and the natural 
place for the location of the eye is in the lower jaw, since during the 
forward movement of the looper toward the needle the loop of needle- 
thread rests on the lower jaw. Finally, if the loop of looi)er- thread is 
to be pushed forward through the loop of needle-thread clearance for 
the latter must be provided manifestly by deepening the mouth between 
the jaws, so that the loop will slide along as the lower jaw carrying the 
looper-thread moves forward toward the needle. This mechanical 
change is what is shown in No. 472,095, as illustrated by the following 
figure firom that patent: 



i^Jft 




Inasmuch as claims 2 and 6 of No. 472,094 cover a combination which 
takes the loop of needle- thread from the lower side of the fabric around 
the edge to the upper side, leaving the stitch to be completed either 
as single-thread or double-thread, infiringemeut is not avoided merely 
by completing it as a double- thread stitch if the fauctional operation 
of the parts performing the operation of the claim are identical, 
although there may be differences in form. It is apparently not dis- 
puted that defendants' looper is an ^< oblique-plane non-inverting" 
looper. Defendants insist that it cannot infringe because it makes a 
double-thread stitch. That contention has been already considered 
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and disposed of. The other distinctive feature of the claims is a looper 
which is donble-jawed, having an upper jaw provided with a hook aod 
a lower jaw. If defendants' device contains these elements^ it infringea, 
for in all other respects it is the device of the claims, and, indeed, with 
a mere change of timing defendants' commercial looper may be snbeti- 
tnted in complainant's machine and does the work. Oomparing the 
two loopers— defendants' and complainant's — as mechanically modified 
to make a doable stitch we find a month with its opening tamed for- 
ward (toward the fbbric) in complainant^s and back (away from the 
fbbric) in defendants'. The month is formed by two jaws cqpened at 
one end and connected together at the other. The upper jaw or mem- 
ber in complainant's device inserts its hook or barb between needle- 
thread and needle and pulls away from the line of the needle's play, 
and the loop of needle-thread goes with it even when it rises above the 
edge of the fabric, because it is still retained in the curved forward 
(1. 0., nearest the seam) portion of the metal jaw which caught it. Pie- 
cisdy this is the action of defendants' device, as may be seen from ng. 
1, efite, and ftom the figure immediately below, wUch (azoept for the 
dotted line) is taken from defendants' brieC 




Here, too, the upper jaw or member inserts its hook between needle 
and needle-thread and pulls away from the Une of the needle's play, 
and the loop of needle-thread goes with it even when it rises above the 
edge of the fiftbric, because it is still retained in the curved forward 
portion of the metal jaw which caught it. Defondants' looper below 
the dotted line might be cut away (in which case, of course, the remain- 
ing part would have to be connected with the operating mechanism by 
some prolongation of the upper member) and the operation ao frur 
described would still be performed. Indeed, up to this point it is appa- 
rent that the operative instrumentalities are substantially identical — ^for 
it Hurely makes no difference by which end the upper member is eon* 
nected with the operating mechanism-^performing the same fliactions in 
precisely the same way. Having now raised the loop of needle-thread 
above the fabric, the next step of the process (in complainant's machine) 
is a forward movement of the looper. This causes the loop of needle- 
thread to slip off the curved portion of the jaw which held it, wbere> 
upon it fUis upon the lower jaw, which pushes it forward for a aiagie- 
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thresd stiteh and poshes a looper-tliiead fbrward throagh it for a 
double one. The aame action is foand in defendants' machine. As the 
looper uioves Ibrward it reaches a position when the carved metal of 
the npper jaw (down to the dotted line) no longer holds it. It slips off 
that portion of the metal. It does not fUl npon the lower jaw, since 
the jaws are here united, bnt slides down on it, and the farther forward 
flM^vement of the lower jaw completes the stitch. From the moment 
the loop slides on down to the lower portion of the looper (below the 
dotted line) the upper portion of said looper (above the dotted line) 
idays no fhrther part in the operation. Evidently then the defendants^ 
looper is composed, as is complainant^s, of two parts or members, (which, 
as they f6rm a month, may properly be called "jaws,") which although 
united together do not act concurrently, but successively, and the upper 
one of which has a hooked portion to engage the needle-thread loop. 
Although there is a diffemce of form, we are unable to find any sub- 
stantial difference of parts or of fhnctions between the two stitch-forming 
medianisms and are therefore of the opinion that defendants' machine 
infringes daims 2 and 5 of No. 472,094, permitting a high rate of speed 
to be attained in taking off the loop of needle-thread and bringing it 
up into position above the fiibric (a rate of speed not known to the art 
before patentees' application) by substantially the same combination of 
parts disclosed in the patent and covered by these daims. 

The decree of the Oircuit Court is reversed and cause remitted, with 
instructions to dismiss the bill as to No. 472,095 and to enter the usaal 
decree as to claims 3 and S of No. 472,094. Since appellant prevails as 
to one patent and fisils as to the other, the decree should be without 
eosto to either side. 
127( 
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1898. 
Ex PARTE United States Playinq Oabd OoxPAinr. 

DeMed Fti^umr^ 4, 1S98. 

82 O. a, 1209. 

1. Print— TbadboMakk Mattbr— Artibtio Mirtt. 

A print entitled " The Nile Fortane Cards,'' to be nied fsr plajing-oftrdBi con- 
sisting of a representation of the faces and backs of certain playing-cards 
grouped in an artistio manner to form a central panel on which are arranged the 
words ''The Nile Playing Cards" and other words, possesses sufficient merit to 
entitle it to registration, and it may be registered, although it contains matter 
capable of sequestration as a trade-mark. 

3. Samv— Bulb as to Sbqubstration of Trabb-Mark IIattkr. 

The rule of the Patent Office that ''a label cannot be registered if it bear a 
device capable of sequestration as a trade-mark until after such device is regis- 
tered as a trade-mark" does not apply to the registration of a print. 

8. 8amb— Same— Distinction Bbtwbbn Print and Trade-Mark. 

A- prints not being applied to an article of manu&oture, is not in any sense a 
trade-mark, uor con it become a trade-mark. It cannot be an infriDgement of a 
trade-mark, even though it may bear a device which is a trade-mark in use by 
and owned by a person other than the owner of the print or even though the 
print may be a mere representation of such trade-mark. A trade-mark becomes 
property only when used upon articles of manafihcture or commerce and is 
infriDged only by use on manufactures of the same class by persons other than 
the rightfhl owner. Only those marks are registrable as trade-marks which 
are applied and affixed to goods. 

Oh Pbtitioh. 

priht for platinq-cards. 

Applioation for registration filed October 11, 1897, No. 54,415. 

Meuri. Brieien A Knauik for the applioant 

Obsblxt, AcHng 0<mmi$iioner : 

The applicant has presented for registration a certain print, entitled 
<<The Nile FiHrtane Oaids,'^ to be used for playing-cards. It consists 
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of a representation of the Ihees and backs of oerteia playing-cards 
grouped in an artistic manner to form a central panel on whidi aie 
arranged the words *^The Nile Playing Oards" and oHier words. 

Registration was reftised by the Primary Examiner on the grovnds 
thaty Arsty the print contains matter capable of sequestration as a 
trade-mark| and, second, it does not possess saflcient merit to entilie 
it to registration as a print. 

The print sought to be registered seems to possess artistic merit, and 
it is clear, therefore, that the second ground stated is not weD ftmnded, 
and if that were the only ground for reftisal of registration the decision 
of the Bzaminer would be reversed without flirther consideration. 

The first ground, however, requires more extended consideration. 
The registration of prints or labels '* designed to be used for any 
other articles of manufiMsture" is effected under section 3 of the act of 
June 18, 1874. This act reads as follows : 

B§ U mmmM, ete,, That no p«Eion thsll maintein ma aotlon for tlw iafUngement «f 
his copyright nnleas he shell giTO aotioo thereof by inserting in the seversl eopjss 
of erery edition published, on the title-pege or the page immediately following, if 
it be a book; or if a map, ehart, mosioal eompoeition, print, ent, engraTing, photo- 
graph, painting, drawing, ehromo, statne, statuary, or model or deeign intended to 
he perfeeted and completed as a work of the fine arts, by inseribing npon some Tiel- 
ble portion thereof, or of the snbetanee on which the same shall be momited, the 

following words, viz : " Entered according to aet of Congress, in the year , by 

A. B., in the OiBoe of the Librarian of Congrsss^ at Washington ; " or, at his option, 
the word "Copyright," together with the year the copyright was entered, and the 
name of the party by whom it was taken ont ; thns— '' Copyright, 18—, by A. B." 

Sec. 3« That for lecofdlng and eertif|f ing any instrament of wri^g for the assign- 
ment of a copyright, the Librarian of Congress sball reoeiye ttom the persons to 
whom the service is rendered, one dollar ; and for erery copy of an assignment, one 
dollslr; said fee to oorer, in either ease, a eertiflcats of the record, under seal of the 
Librarian of C6ngress; and all foes so receiTcd shall be paid into the Tfeeasury of 
the United States. 

Sec 8. That in the construction of this act, the words ** engraTing^" ** ent^'' and 
''print," shall be applied only to pictorial illustrations or works connected witii 
the fine arts, and no prints or labels designed to be used for any other artieles of 
maDufaeture shall be entered under the copyright law, but may be registsred in 
Patent Office. And the Commissioner of Patents is berlBby charged with the 
Tision and control of the entry or registry of such prints or labels, in conformi^ 
with the regulations provided by law as to copyright of prints, except that thers 
shall be paid for recording the title of any print or label not a trade-mark, six dol- 
lars, which shall cover the expense of fhmishing a copy of the record under the sesl 
of the Commissioner of Patents, to the party entering the same. 

Sec. 4. That all laws and parts of laws inconsistent with the foregoing proviekms 
he, and the same are hereby, repealed. 

Sec. 6. That thU act shaU tike effect on and atflviaeint day of August, eii^tesB 
hundred and seventy-four. 

This is anqaestionablj a part of the cc^yright law, and has beea so 

treated by the coarts. {Higgins y. KeuffOy 0. D., 1891, 403; 55 O. O., 

1139; 140 U. 8., 428; Mar$h v. Warren^ 0. O., 1878, 101; IS O. O^ 7; 

14 Blatchl, 268; Werckm0iii0r v. Fierce * BuOmeU Mame/f. Oo^ O 

Ted. Bep^ 445.) 
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Tho Oommissioiier of Patents by the expresB terms of this act enters 
or registers soch prints or labels as oome within the terms of the act — 

in oonfimnity with the legnlations provided by law m to copyright of printo. 

It seems dear that the owner of the print or label registered by the 
Oommissioner of Patents niider this act can maintain au action against 
an infringer only when he has given notice in accordance with the 
provisions of section 4962, Revised Statutes. {Liggins v. Keuffel and 
Matik V. Warren^ above cited.) 

But the Oommissioner of Patents cauDot under this act enter or reg- 
ister any print or label, whatever its purpose, which is a trade-mark, 
and undoubtedly he may require as a precedent to registration that it. 
be made to appear that such print or label is not a trade-mark. 

The words of the statute have been construed to mean that no label 
is registrable — 

if it besr a devioe capable of seqaeetration as a trade-mark antil after eiieh devioe 
is registered as a trade-marlE, 

as is stated in the rule substituted by Oommissioner Simonds on Feb- 
ruary 9, 1803, for the rules previously in force governing the registra- 
tion of prints and labels. As this is the rule now in force, it is clear 
that the first ground stated by the Examiner for refusing registration 
of the applicant's print is in accordance with the rules of the Office, 
since the print bears the words "Nile Fortune," which are no doubt 
capable of sequestration as a trade-mark if it be held that a print is, 
for the purpose here considered, the same as a label. 
This rule is in full as follows : 

These sections of statutes (referring to sections 3, 4, and 5 of the act of Congress 
relating to patents, trade-marks, and copyrights, approved Jnne 18, 1874, 18 Stat- 
utes at Large, p. 78) are construed as authorizing the registry of ''prints'' and 
"labels.'' A label is a devioe or representation borne by an article of nanufactors 
or vendible eommodity. A print is a device or representation not borne by an article 
of manniaetnre or vendible commodity, but in some fashion pertaining thereto- 
such, for instance, as a pietorial advertisement thereof. A label cannot be regis- 
tered if it bear a device capable of sequestration as a trade-mark nntil after sueh 
device is registered as a trade-mark. Both labels and prints, in order to be entitled 
to registry, must be intelleotual productions in the degree required by the eopjr- 
right law. 

This rule makes a distinction between prints and labels and does not 
require that a print — that is, a device or representation — 

not borne by an srtide of manulsoture or vendible commodity, but in some fiMhion 
pertaining thereto— 

should be reAised registration until any device borne by it capable of 
seqaestmtion as a trade mark is actually registered as a trade-mark. 

The distinction between prints and labels made by this rule, and 
more ftally brought out in ex parte Heinz Co.j (0. D., 18d3, 21; 82 O. O., 
1064,) is a dear one and, in my opinion, a proper one. Whatever may 
be hc^ with respect to the propriety of registering a label whioih bean 
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a device capable of BoqueBtration as a trade-mark it does not follow 
that a print should be reflised registration for that reason. A print, 
not being applied to an article of manofactore, is not in any sense s 
trade-miu^ky nor can it become a trade-mark. It cannot be an inflringe- 
ment of a trade-mi^k, even though it may bear a device which is a 
trade-mark in use by and owned by a person other than the owner of 
the print or even though the print may be a mere representation of 
such trade-mark. A trade-mark becomes property only when used 
upon articles of manufacture or commerce and is infringed only by use 
on manufEtctures of the same class by persons other than the rightful 
owner. Only those marks are registrable as trade-marks which an 
applied and aiBxed to goods. (Act of March 3, 1981, sec L) 

It therefore appears that it is not necessary under this rule to reiuM 
registration to a print, even though it may contain matter capable of 
sequestration as a trade-mark not in fact registered as a trade-mark. 

The decision of the Bzaminer is reversed. 



Ex PABTB Mahn. 

Decided February 26, 1898 

82 O. Q., lau). 

1. Priht ok Labbi^-^atutb. 

A print or l*b«l oonsisting of ''the repreoentation of the intorior of a riehly- 
famiahed room, with two moii hi evening dreaa diting at a table on which ii 
displayed an open t>oz of cigars ; each man is smoking a cigar and the smoke ii 
fancifaUy wreathed and formed into the words 'A Kight Off/ with the words 
'Colnmbia Club' beneath the picture " is sack a label as is registrable nnder tlw 
statute. {Trade-Miurh Ca$e$, C. D., 1879, 619; 16 O. Q., 990; Biggime t. Ke^^ 
C. D., 1891, 408; 56 O. 0., 1139.) 

8. Samb— Taadb-Mark Mattbb— Bulb as to SBQUBSTRAnov or Such Mattb 
FBOM A Labbl Invalid. 
Hie rule against the registration of a label "if it bear a deyioe oapahle of 
sequestration as a trade-mark until after such doTioe is registered aa a trad^ 
mark" has been held applicable and regtstration refkised, althongh the doTioe 
could not be first registered as a trade*mark for tfi reason that it had not beea 
used as a trade-mark ; but there is no authority of law for the requirement for 
the registration of the trade-mark matter contained in a label as a oonditloa 
precedent to the registration of the label. The law was designed to give pro- 
tection to the maker of a new creation possessing artistic merit, and he cannot 
be deprired of this protection merely because it is possible that some dcTios 
contained in it might be protected in a different manner nnder a different law 
and different elanse of the Constitution. . 

8. Samb— Samb. 

A label of artistic merit, indicating pictorlaUy or otherwise the artiela or tbs 
contents of the article to which it is intended to be ^plied and otherwiae «om* 
plying with the requirements of law, is registrable regardless of the Am! that 
it may include matter capable of sequestration •• a trade-mark ao long as it Is 
not a trade-mark. 
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4. Sams— Mbbblt DucBipnYS Words. 

A label whioh is merely descriptive in words of the artiole or the contents of 
the artiole to which it is applied and involves in its creation nothing beyond 
the expected skill of an experienced type-setter Is not registrable under the law. 

On Petition, 

psnrr vor cigars. 

Application of OodjQrey S. Mahn for regiBtration filed May 14, 1887, 
1^0. 53,6a. 

Mr. J. Walter Douglas for the applicant 

OsBBLEY, Acting Oammissianer: 

This is a petition from the action of the Examiner of Trade-Marks in 
reftasing to register as a print or label— 

the representation of the interior of a richly-fbrnLshed room, with two men in eren- 
ing dress sitting at a table on which is dii^layed an open box of cigars; each man 
is smoking a cigar and the smoke Is £uiicifiilly wreathed and formed into the words 
«'A Night Oft," with the words << Colombia Club'' beneath the pictore. 

This label is, in my opinion, the result of intellectaal labor, and aside 
firom the fact that it is designed to be used with another article of 
manofbctare and aside from so mnch of it as is indirectly descriptiye 
of the article with which it is designed to be used it comes within the 
holding of the Supreme Court in Trade-Mark Case$ (0. D., 1879, 619; 
16 O. O., 999; 100 U. S., 82) as to what is proper copyright matter. In 
ibis decision the Court said, referring to the clause of the Constitution 
under which Congress is authorized to legislate for the protection of 
authors and inventors: 

And while the word wriHng$ may be liberaUy construed, as it has been, to indnde 
original designs for engraringSi prints, etc., it is only such as are origUuU, and are 
founded in the creative jiowers of the mind. 



label is not a mere label simply designating or describing the 
artiole to which it is attached, haying no value separated from the 
article and no possible influence upon science or the useftd arts. It 
clearly has by itself some value as a composition, at least to the extent 
of serving some purpose other than as a mere advertisement or desig- 
nation of the subject to which it is attached. In other words, it is not 
a mere label in the sense in which the label before the court in the case 
of Biggine v. Kei^ffel (C. D., 1891, 403; 65 O. G., 1139) and the labels 
oonflidered in the decision in that case were mere labels. It cannot be 
refkuBed registration on the ground that it is not a label within the 
meaning of the statute, nor has registration been reftised on this 
gioand. Begistration has been refused on the ground that the reiwe- 
■entatkm oontains trade-mark matter and tox that reason oannoti 
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mider the established practice of the Office, be rei^istered as a label or 
print. 
Section 3 of the trade-mark act of Jane 18, 1874, is as fbllows: 

Sbc. S. That in the ooiutraotlon of this aet, the words " engnkrlug," ''ovt," and 
'' print ^ shell be applied only to pictorial illostrations or works eonneoted with the 
fine arts, and no prints or labels designed to be nsed for any other artieles of mans- 
&otnre shaU be entered nnder the oopyright law, bat may be registered in the 
Patent OiBce. And the Commissioner of Patents is hereby charged with the snpsr- 
visioa and control of the entry or registry of sneh prints or labols, in eonfonnity 
with tlie regulations provided by law as to copyright of prints, except that thert 
shall be paid for recording the title of any print or label not a trade-mark, six dol- 
lars, which shall cover tiie expense of ihmishing a copy of the recoidi nnder the sssl 
of the Commissioner of Patent^, to the p^y entering the same. 

This section of the statute leaves no doubt of the £aot that mayttdng 
which is a trade-mark must be refased registration as a print or label, 
and therefore it remains only to determine what is meant in this section 
by a ^^ trade-mark." If the subject-matter itself as a whole is a mark 
adapted fbr use as a trade-mark and has actually been so used, there 
can be no doubt on the question } but there are other phases of the 
question which require more extended consideration. 

First, where the subject-matter is adapted for use as a trade-mark 
but has not become a trade-mark by reason of the fiMst that it has not 
been adopted and used as such. 

Secon<^. where it comes within the known and reoognised deflnitioii 
of the term ^Habel,^ but also embodies a device capable of use as a 
trade-mark. 

The first class of eases was fully discussed in ex parte Mooiiej (G. D^ 
1884, 35; 28 O. O., 1271,) and I agree with the condnsion therein 
announced that if the subject-matter itself is purely trade-mark matter 
and does not come within the recognized requirements of a label as to 
indication of contents as well as originality and artistic merit {Higgim 
V. Keuffely above) it cannot be registered as a label whether it is regis- 
trable as a trade-mark or not. 

If the device contains features which bring it within the definition 
of a label, as well as features of a trade- mark, it belongs to the second 
class mentioned above and comes within the rule promulgated by Omn- 
missioner Simonds on February 9, 1893. 

That rule is is as follows : 

These sections of statute (referring to seotions 8, 4, and 5 of the aet of Gongvass 
relating to patents, trade-marks, and copyrights, approved Jnne 18, 1874, IS Statutes 
at Large, p. 78) are construed as authorizing the registry of ''prints'* and ''labeb.* 
A label is a device or repreeentation borne by an article of mannihetnre or Tendible 
eommodity. A print is a device or representation not home by an artlele of nsann- 
faoture or vendible commodity, but in some fashion pertaining thersto— en^ ftr 
Instance, as a pictorial advertisement thereof. A label oannot he registered if it 
bear a device capable of sequeetration as a trade>mark until after such derioe is 
registered as a trade*mark. Both labels and prints, in order to be entitled to legia- 
try, jnnst be intoUeotnal prodnetioDS In the degree reqniied by the eopycight law. 
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The ftppliisatioii of the role in so fiir as the registration of prints is 
eoDcemed is ftdly set forth in ex parte The United States Plaging Oard 
Oo.j (0mtej 605; 82 O. O., 1209,) wherein it was said: 

Wliaterer 111*7 ^ held with rasiieot to the propriety of reglrteriiig a label which 
bean a derioe capable of seqaeetration as a trade-mark it does not follow that a 
print should be refoeed veglrtration Ibr that reason. A print not belni^ applied to 
an article of mannftctiiTe, ia not in any sense a trade^iark, nor can it become a 
trade-mark. It cannot be an infringement of a trade-mark, OTon thongh it may 
bear a doTiee which is a trade-mark in use by and owned by a poison other than the 
owner of the print or even thongh the print may be a mere representation of snch 



As indicated in that decision^ a label, being, like a trade-mark, mpptied 
to the article, stands on a different footiug from a print 

The rule against the registration of a label "if it bear a device 
capable of seqaeetration as a trade-mark notil after snch device is reg* 
istered as a tiade-mark" has been held applicable and registration 
refosed, althoogh the device conld not be first registered as a trade- 
mark for the reason that it had not been nsed as a trade-mark* (Bnook 
and McHMcj 40 MS. Dec., 423.) The result in snch case is that the 
destgtittr of tlie label who has not and does not ose the label upon vend- 
iUe eommodities is barred firom obtaining protection by registration in 
any form, althongh his label is a^indged to possess snch artistic merit 
as to come within the reqnirements of the law and is designed for ose 
with smdi commodities. This role is not based on the gronnd that the 
device is a trade-mark within the meaning of the law quoted above, 
tor if it is a trade-mark belbre it is registered as a trade*mark it is as 
mndi so after it is so registered, and the rule does not prohibit the reg- 
istration of the label after the trade-mark borne by it has secured trade- 
mark registration. 

The intent of the rule seems to have been to prevent an aiq[»licant 
IhMn attempting to secure by registration of his label as a label the 
registration for trade-mark purposes of such trade-mark matter as 
might be borne by the label, and it is not doubted that by reason of 
thediibrence in fees — six dollars for registration of a label and twenty- 
Ave dollars for a trade-mark — applicants have made such attempts ; but 
the registration of a label as a label gives no protection to the subject- 
matter borne by the labeL It is copyright protection covering the 
arrangement and dress of the subject-matter, not the subject-matter 
itsdf. It is in no sense the equivalent of trade-mark registration. It ia 
effected under a different law, based on a different clause of the Con- 
stitution* A label and a trade-mark presented for registration must 
be subjected to different tests, and if they each satisfy the tests they 
must be admitted to registration independently. There is no authority 
of law tor the requirement for the registration of the trade-mark matter 
contained in a label as a condition precedent to the registration of the 
labeL Tiie law was designed to give protection to the maker of a new 
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creation poaaessing artistio merit, and he cannot be deprived of CUb 
protection merely becanse it is possible that some device contained in 
it might be protected in a different manner under a different law and 
different clause of the Constitution. It is almost impossible to design 
a print or label some feature of which could not be made a trade-mark 
by use upon an article of manuAbcturey and therefore the result of the 
above-notod rule is to deprive meritorious designers of that protection 
for their work which the law was designed to give. 

I am satisfied that a label of artistic merit, indicating pictoriaUy or 
otherwise the article or the contents of the article to which it is intended 
to be applied and otherwise complying with the requirements of law, 
is registrable regardless of the fact that it may include matter capable 
of sequestration as a trade-mark so long as it is not a trade-mark. 

I am equally satisfied that a label which is merely descriptive in 
words of the article or the contents of the article to which it is applied 
and involves in its creation nothing beyond the expected skiU of an 
experienced type-setter is not registrable under the law. 

In the present case, as has been above stated, there is no doubt that 
the design indicates the contents of the package to which applied and 
contains sufficient artistic merit to entitle it to registration as a label, 
and registration should not be refused merely because it contains trade- 
mark matter. 

The petition is granted. 



Ex PABTB EbUSIUS BbOTHBBS. 

De6id§d Uarck 7, JS98. 
82 O. G., 1687. 

1. TRADB-MaBK— " BARBBR8 MODBL^' FOR BaZORS. 

The words "Barbers Model" ue desoriptiye In that they oonvey the idea that 
razors so marked are a form adopted or desired hj barbers or specially adapted 
for their use. If not, the use of these words is deoeptive in that they would 
convey such a belief to the intending purchaser, and registry should therefore 
be refused. 

2. Same— Words that Should Not bb Adopted. 

It being elementary that the purpose of a trade-mark is to denote the origin 
of the goods upon which it is used, it seems strange that manufacturers should 
oontinae to adopt and attempt to monopolise words which either oonvey an idea 
of the characteristics of or purposes to which the arUole is adapted or whidi 
are deceptive and misleading. 

On Pbtition. 

tradb-mabx for ciTfuaiT. 

Application of ErnBins Brothers for registratiim filed October 2, 1807| 
No. 5M77. 

Me89ri. Munn dk Companjf for the applicants. 



DSCI8I0NB OF THE C01fMI88IOMBB OF PATENTS. 603 

DUELL, Oammissianer: 

This is an appeal from the action of the Examiner of Trade-Mi^ks 
reAising registration of an alleged trade-mark for razors, which is stated 
to consist, essentially, of the words <' Barbers ModeL" 

The grounds of r^ection by the Examiner are, first, a previously- 
registered trade-mark for razors consisting of the words "Barbers 
Fayorite," and, second, that the words are descriptive and advertising 
in character. 

The prior mark referred to in the first objection was registered some 
twelve years ago. Appellants insist that the words "Barbers Favor- 
ite" shoald not bar the registry of the words "Barbers Model,'' and I 
am inclined to ^gree with them. It will not be necessary to determine 
that question nor to consider the correctness of the action of the Office 
in heretofore registering the words which constitute the prior mark, for 
the reason that I am of the opinion that the second ground of objection 
ia well taken. The words "Barbers Model '^ are descriptive in that they 
oonvey the idea that razors so marked are a form adopted or desired 
by barbers or specially adapted for their use. If not, the use of these 
words is deceptive in that they would convey such a belief to the 
intending purchaser, and registry should therefore be reflised. 

Were appellants seeking to register the word " Model'' alone it would 
be plainly objectionable, coming within the line of reasons heretofore 
found fatal to the registry of the word "Standard" for ftimiture, and 
coupling the word with the word "Barbers" does not take it outside 
the objection any more than would have been the case had the word 
"Barbers" beien employed with the word "Standard" as a mark for 
ftimiture. 

The alleged mark is of a recent adoption, and the record shows no 
reason for violating the well-settled rules as to the class of words con- 
stituting registrable trade-mi^ks. It being elementary that the pur- 
pose of a trade-mark is to denote the origin of the goods upon which it 
ia used, it seems strange that manufacturers should continue to adopt 
and attempt to monopolize words which either convey an idea of the 
characteristics of or purposes to which the article is adapted or which 
are deceptive and misleading. 

For the reasons stated the action of the Examiner of Trade-Marks is 
affirmed. 
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EXFIitB OTGLB OOMPANT V. MONABOH GYCLE MANUFAOTUBIIia 

Company v. Mbagham Abms OoMPAinr. 

DaoMMl JMrtiary iS, 1898. 
82 O. O., 1689. 

1. TRADB-MABK— iMTUirBRBllCS—STATnfBMT AA TO ADOPTKOK AHD U8B. 

A party is boand in iuterferenoe proceMliug* by the BtatameDt in a trade- 
mark application as to the date of adoption and oae and cannot under this state- 
ment prove adoption and nse prior to the date set ap therein either by himself 
or by others from whom he may have derived title. 

Sl Sams— Impropir Bbbuttal Tssnxoinr. 

Where the Monarch Company failed to take any testimony daring the time set 
for taking testimony and theieaAer the Meaeham Company daring its own tmie 
for taking testimony introdaoed evidence to prove the right of the Monarch 
Company to the trade-mark, Htid that since such testimony did not .tend to prove 
directly or indirectly the case of the Meacham Company it was not proper rebut- 
tal testimony for that company and coald not be considered in so far as the cess 
of the Monarch Company was ooncemed. 

8. Sams— Ihcompbtbht TMTiMoinr. 

Where a park's time Ibr taking testimony has expired and he no longer has 
the right to introdace testimony to prove his own case^ IMd that anothar party 
to the interference should not be allowed to introdace for him the testamcBy 
which he would not be permitte4l to introduce on his own behalf. 

4. Trstimont— NoncB. 

Where the requirements of the rules as to the facts which shonld be stated in 
the notioe of taking testimony were not complied with, HM that the notice wss 
not snflloient, and the testimony most be disregarded. 

Appbal from Examiner of Interfereuces. 

TRADB-MARK FOR BICYCLB8. 

Application of Empire Gyde Company filed Febrnary 29, 1896| No. 
00,961. Application of Monarch Cycle Mannfacturing Company filed 
Febrnaiy 27, 1896, No. 50,940. Trademark registered to E. C. Meacham 
Arms Company November 19, 1895, No. 27,293. 

MuiTi. He^ dk ParmmM and Mr. J. R. NoUtmgham for Empire Cycle 
Company. 

Menr$, Htgdonj Langan A Higdcn for Monarch Cycle Manofoctoring 
Company and for E. C. Meacham Arms Company. 



Obbelbt, AuiMUMi 

This is an appeal from the decision of the Examiner of Interferences 
a4jndicating priority of adoption and of right to«tbe mark to the Mon* 
arch Cycle Manafactoring Company on the following issne: 

The word ''Empire" applied to bicycles. 

It is established by the testimony that the Empire Cyde Company 
is entitled to the date of Angnst 1, 1893, as that of adoption and use. 
This date is admitted by the other parties to the interteendL 
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The Monarek Oyele MannfiBMStozing Oompany alleges in its appUoation 
that the mark in issoe has been used by it and those from whom it 
derived title sinoeMay, 1891; bnt it has taJsen no testimony to establish 

The Meacham Arms Oompany aOeges that it commenced the sale of 
biqrcles under the mark in issue on September 16, 1895, and therefore 
it has not made out ajprisMi /ocia ease as against the admitted date df 
the Bmpife Gyde CkMSpaay. 

The Meacham Arms Oompany is bound in the interfSBrenoe proceed- 
ings by the statement in its registration as to the date of adoption and 
use, just as an applicant for patent is bound by his preliminary state- 
meat, and it is clear that on this statement that company is not entitled 
to the trade-mark as against the Empire Oycle Company. It cannot 
under this statement prove adoption and use prior to the date set up 
therein, either by itself or by others iSrom whom it may have derived 
title. 

In Mriisr to allow aaeh derived titie, an attempt has been made upon 
the reeord to shew that the Heaeham Anns Company is the successor 
of the Monarch Cyde Manufacturing Oompany and that said Monarch 
Oyde Manufacturing Company adopted and need the mark prior to the 
date of adoption by the Empire Oycle Company. The following state- 
ment in regard to the matter appears upon the record : 

Measn. Higdon, LongMi & Higdon, on behalf of Monarob Cycle Compaoy, give 
notiee to the effect that the aald Monarch Cycle Company haa tnmaferred aU Ita 
rights title and intereat in and to the word <' Empire" for bicyclea to the E. C. Mea- 
eham Anna Company (aee aaaignment recordai) and it (Monarch Cycle Company) 
withdrawa from ftirther proeeedinga iu this intwrferenee. 



is not evidence that title was derived from the Monarch Cyde 
Mann&cturing Oompany, and cannot be received as such. Even if it 
be accepted as evidence of the facts stated it does not show a legal 
transfer of the trademark, since it &ilB to even allege a transfer of the 
business of the Monarch Cyde Company to the Meacham Arms Oom- 
pany, or so mneh of its business as rels^ to the manufhctnre of the 
partieular qrde sold under the trademark* 

The evidence not only fiiils to show such derived title in* the Meacham 
Arms Gompanyi but it could not be received in any event as competent 
eivideoce fbr this purpose by reason of the limitation in its registration 
as to the date of adoption and use. That statement covers or should 
cover tiie date uptm which the Meadiam Arms Oompany or those from 
whom it derived title adopted the mark, and testimony cannot be 
received to prove fi»r that company an earlier date than that alleged. 

It is evident, therefore, that the testimony taken by the Meacham 
Arms Oompany can have no eifect in establishing its right to the mark, 
and it can be considered, if at aU, only in so fiv as it bears on the 
rights of the other parties. 

This testimony by which it is attempted to diow that the Mmiaieh 
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Oyole ManafBM^tiiriDg Company had a right to the mark prior to its 
adoption by the Empire Oyde Company was taken after the Monarch 
Oyde Mana&otaring Oompany's time for taking testimony had expired 
and when it no longer had the right to introduce testimony to prove its 
own case. 

The Examiner of Interferences accepted tUa testimony upon the 
^und that it was proper rebnttal testimony on behalf of the Heacham 
Arms Company and upon it abjudicated priority of adoption and use in 
favor of the Monarch Cycle Manufacturing Company. 

I cannot agree with the holding that this testimony was proper 
rebuttal. It does not tend to prove directly or indirecUy the case of 
the Meacham Arms Company, but in so far as its rights are concerned 
is entirely irrelevant and immateriaL It is just as incompetent as if it 
related to the rights of a fourth party not involved in the interference 
at all. The Monarch Cycle Manufiu^turing Company by its fiiilure to 
take testimony within the time set virtually abandoned the contest and 
waived all right to take testimony in support of its case, and under the 
well-established rules of the Office it would not have been aDowed to 
take testimony thereafter to establish its own right. If it had taken 
such testimony, it would have been disregarded as being too late, and 
no good reason is seen why it should be given more force merely 
because taken by a third party. To permit a third party to introduce 
testimony for the Monarch Cycle Manufacturing Company which it 
would not be permitted to introduce on its own behalf would be a 
perversion of the rule. 

A further reason for disregarding this testimony is thst it was not 
regularly taken in accordance with the rulesi proper notice of the 
taking of testimony not having been served upon the Empire Cyde 
Company. The requirements in the rules as to the facts which should 
be stated in a notice were not complied with. 

This testimony being incompetent and improperly in the case cannot 
ftamish a proper basis for awarding priority of adoption in favor of the 
Monarch Oyde ManufiM^turing Company. 

The decision of the Examiner of Interferences awarding priority of 
adoption and right to the mark in issue in favor of the Monarch Cycle 
Manufiicturing Company is reversed and priority is awarded to the 
Empire Cyde Company. 
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Bx PABTB The OAPiTix Oity Daibt Oompant. 

DecitUd March 23, 2898, 

8S O. O., 396. 

L Tradb-Mabs8— "PnuTT"— Olbomaroabin. 

The word " Purity'' refused repttration as a trade-mark for oleomargarin as 
it belongs to a olaaa of words which are descriptive or advertising in character 
and are not registrable as trade-marks. 

2« 8amb— Samb— SuooBSTiVB Meaning — Dbcrption. 

While the word "Purity" is not an a^iective in form and may not be com- 
monly employed to describe a quality, nevertheless it eaunot be sncccssfiiHy 
denied that it has a suggestive meaning. If the word is used in a fanciful 
sense, as contended by applicant's counsel, then it certainly has a tendency to 
deceive the ordinary buyer. 

On Petition. 

TRADB-MARK FOR OLEOMARGARIN. 

Application for registration filed March 7, 1896, No. Sl^OOS. 
Meiiri. Finokel & Finekel for the applicant. 

DjtelLj Cammi$8ianer : 

Applicant appeals from the action of the Examiner of Trade-Harks 
leftising the registration of its alleged trade-mark for oleomargarin. 
The mark for which registry is soaght consists of the word ^' Pnrity." 

The Bzaminer very properly rcgected the application for registry, 
stating that the word belongs to a class of words which are descriptive 
or advertising in character. While the word "Purily" is not an 
a^iective in form and may not be commonly employed to describe a 
quality, nevertheless it cannot be snccessftilly denied that it has a sug- 
gestive meaning. If the word is used in a fuiciful sense, as contended 
by applicant's counsel, then it certainly has a teodency to deceive the 
ordinary buyer. Kine housewives out of ten, on seeing an article of 
fi>od marked << Purity," would conclude that the word was used to 
indicate a quality claimed to be possessed by the article. 

Any manufisotuxer of oleomargarin would have the right, if true, 
to mark his manufiEM^ture '< Pure," and an article that is pure is purily 
itself. 

My attention is called to the fact that the word in question has 
been heretofore registered by the Office as a trade-mark for bread, 
mineral waters, etc Gounsel for applicant Ihmkly admits that there 
is no ezeuse fbr continuing a bad practice. In my opinion the Office 
erred in permitting the registry of the word in prior cases, and, while 
loath to disturb any well-settled practice of the Office, I shall not hesi- 
tate to do so when such prior practice is not, in my opinion, well 
fimnded in law. 

Viewing the application as I do, the action of the Examiner in reftas- 
ing registration is affirmed. 
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Ex PABTB OI.ABK-JXWXLL-WBLL8 OO. 

DmUkd Fiknmrg t4, 1898. 
88 O. O.y 915. 

1. TBAJyB-llABX— OlaMBS or OOOIM— SbPABATB BSOUTBATIOir. 

The OiBoe is not wAfranted in requiring that a trade-mark be seperaMj leg- 
ieteied ibr each elaaa of goods with which it is need in order to eonibtm to the 
Oiioe olatBifioation. 

8. 8AMB--8A]ta— Lbmotb of Uas oh DinrBESirr Goods. 

Where a trade-mark used on soTerai clsssss of goods is eoTered hj asiagleTCg-- 
istratioB, the applieant should state for eaeh elass «»f goods the length of 
the trade-mark has 1>een osed for that class. 

Oh Petition. 

nUBB-MABX rOB OBOGBBBH. 

Applieation for regiatration filed October 9, 1W7. 
Mr, J. F. Beale for the applicant 



ObbbleT) Aiiiitani 

This is a petition takeu from the action of the Examiner of Trade- 
Harks reqoiriiig the applicant to limit the goods to whick his mark ia 
applied to one class. 

It is stated in the application that the mark has been applied to gra- 
eerieSy and the particular floods said to be included in that class an 
^canned goods, floor, tobacco, cigars, dried froit, condiments, fhtiaa- 
ceons foods, flavoring extracts, coffee, and lard, hams, bacon, and canaad 
beefl'' The Examiner states that if so many different kinds of goads 
are allowed to be covered by one registration confhsion in the Oflea 
classification will result. Under the statute the OfBce shoold not reg- 
ister a mark which has been previously registered to some other ap|ili> 
cant ibr the same dass of goods, and in order to prevent tlds dn^icalisft 
in registration it is necessary that the OlBce observe some tern ci 
dassiflcation. 

The petitioner urges that there is no anthoritj of law ftyr the reqoisa- 
ment of division in trade-mark applications to conform to the Oflea 
dassiflcation and dtes in supportof hispodtion ear jNtrle AUvert, (O.D«, 
1894, 54; 67 O. O., 811.) 

OfBce dassiflcatton of trade-marks is necesMry in order to deteruba 
whether or not a trade-mark presented Ibr registration has been betes 
registered, and it is derirable fiir tlie purposes of suck dasdieatioa tka* 
a trade-mark be registered only l»r a particQlar dass of goods. Tat 
there is not the neceeri^ fly requiring that the ap^icatisn ior 
tion be so restrleted that existo Ibr reatrieting an appUeattea ior 
to a dngle invention. But one trade-mariic may be covered by a 
registration; but, however desiiable it may be, the OAoe is not 
*wted in leqairing that the tnule- mark be lagistsred Ihr b«t 
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of goods. To leqnire that a trade-mark be registered for each class of 
goods with which it is used— in the present case to require that the 
trade-mark be registered separately for tive different olasses of goods 
at an expense of flve fees— wonld be a most oneroos reqairement 

The applicant shoald, however, be required to state for each class of 
goods the length of time for which the trademark has been used for 
that class of goods. 

Sabject to this requirement the petition is granted. 



Bx PABTB Bbtin a. Rice Compant. 

JMM&d Mmg 4, 1898, 

83 O. O., 1207. 

1. TsADB-MAaK— •< BmsR Tbav Morasa's''— MnrcB-lfBAT. 

The phraae '< Bettor than Mother's^' leAiaed reglstnitioii m s tnde-mark for 
aiaee-meftt, m it expramt quality. 

2. BAaiS— WOBJM EXPSSSSIMO QUAUTT. 

A valid trade-mark eaniiot be predicated upon words or phmaee expreeeing 
quality. Ko one ean appropriate for his exelneiTe aae words and phrases thnt 
all may nee. Any one dealing in minee-meat ean deelare, if the statenianl be 
Ime, that his product ia better than any one ebe'a, be that other ''mother,'' 
'^grandmolhar/' or '^annt." 

QK PSTITIOH. 

TRAPK-MAKK VOB mKOB-MBAT. 

Applieation ibr registration filed Jaaoary 11, 1888. 
Brvm A. Biee Camfany fro m. 

DuvLL, ikmmi88itmer: 

This is an appeal ftom tlie action of the Bzaminer of Trade-Marks 
rafkising registration of the phrase ^Better than Mother's" as a trade- 
mark Ibr mince-meat. 

In view of the Ikct that appellants are prosecuting their own case I 
haye car^hlly gone over the proceedings had dnrinicc the pendency of 
the case and have given due weight to api>ellants' views, as set forth in 
their varioos letters and the brief in answer to the Examiner's 
statement. 

The qnestkm invidved is simide and eai^ of solntion : Can a phrase 
expressing qoality be the valid snbjeot of a trade mark f That the 
wofds << Better than Mother's'' is sock a phrase is evident upon the 
flwe tlMveoC The words clearly import that the article so marked is 
to be eooqiaied with some other known article and that when so com- 
paved win be finuid of snperiw qnality. This is emphasized by the 
flMi that aaother brand of mince-meat is upon the market to which has 
beett applied the phrase <<Like Mother Used to Make." Further proof 
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of the Statement that tbe phrase is intended to express quality is 
foaud in appellants^ brief. It is there said: 

''Better than Mother's" Appeals disttnotively to the prevalent notion of nni venal 
progrees aud iiiiprovoment in every direction and implies that modem methods and 
progresBivo ideas have been applied to minoe-meat and that our goods are mot "Like 
Mother Used to Make,*' bat are indeod very ditferent and decidedly iinproved. 

It is an elementary principle of the law applicable to trade-marks 
that a valid trade-mark cannot be predicated ni>on words or phrases 
expressing quality. (Browne on Trade-Marks, sec. 29.) No one can 
appropriate for his exclusive use words and phrases that all may use. 
Any one dealing in mince-meat can declare, if the statement be true, 
that hid product is better than any one else's, be that other "uiotlier,'' 
*< grandmother,'' or "aunt." 

The action of the Examiner in refusing I'egistration being correct, 
his ruling is affirmed. 



Ex PABTB MSKIWETHISR & COMPANY. 

Decided May 2ly 1S98. 
83 O. Q., 1513. 

1. Tradb-Mark— ''Pbach Qrbknvillk/* 

The words "Poach Greenville" refueetl regintration as a trade-uiark for plug- 
tobacco on the word " Pcaoh.' previously registered, as it is not a saifo practioi' 
to xMrmit the regiHtratiori of a coinpoiind tradu-mark. oiio of the distin*;iiialiing 
features of which has already been registered, as purehasers using ordinary 
caution might easily be deceived. 

2. SamK'Rrgistkring Dkceptivr Tkai>k-Makks (*oni>xmnki>. 

The Patent Office should not give its stamp of approval to a elasa of trade- 
marks the use of which has a tendency to uiiHleail or dooeive the public, aud 
thus take a position antugonistie to well-settled rules of law. 

On Petition. 

TI{ADK>MA.RK KUU I'MG-TOBACCO. 

ApplicatioD for reKiBtratioii filed Sc^ptember 20, 1897, No. 54,308. 
Messrs. C, A. iSnofc cL* Go. for the applicauts. 

DUELL, Commissioner : 

Registration having beeu refused for the words <* Peach Greenville" 
as a trade-mark for plug-tobacco, applicauts have taken tbis appeal, 
and in an elaborate brief fmve sought to show that the action of the 
Examiner was erroneous and therefore should be reversed on appeal. 

It appears that the worti *' Peach" as a trade- mark for plug-tobaooo, 
etc., was registered in 1884, based uiM)n a use from 184.9. Kegiatratiou 
has been refused upon this mark and upon the ground that the word 
** Greenville" is geographical. That the word '< Greenville'' is geo- 
graphical cannot be successfully controverted, for the reason that it 
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appears flrom the United States Official Postal Quids that there are 
some thirty post-offices of that name in the United States; but I do 
not base my decision in this case upon the geographical character of 
the word " Greenville/' 

Applicants seek to register a compound mark, and the rule which 
should control in such cases is well set forth in Bush dt Co.^ (G. D,, 1876, 
158; 10 O. G., 164,) in which the Commissioner held thai it was not — 

ft aafo prftetioe to permit the regittraktion of a oomponnd trade-ui«rk, one of whose 
distiDgaishing features has already been registered. 

A cursory examination of the decisions of this Office relative to the 
registration of trade-marks shows many instances in which the correct 
practice above referred to has been followed. The words ^^ Golden 
Star" were refused registration in view; of a prior registration showing 
the word '^Star" and the representsUion pf a star. Registration of 
the words << Railway Timekeeper" and the representation of a locomo- 
tive was refused in view of the prior registration of the word '^ Rail- 
way " and of the fact that the word <' Timekeeper" was descriptive of 
the article to which the mark was applied. The word ^< Puff "was 
refused registration in view of the previously-registered words <^ Opera 
Puff." The words " Black Swan " were refused registration in view of 
the prior registration of the word '' Swan." 

It has also been held by the Office that the word << Royal" was 
infringed by the use of the words ^< Royal Dutch." It was stated in 
the case then under consideration that the word "Royal" was the 
essential part of the trade-mark, while the word " Dutch" was merely 
descriptive The words "Old Taylor" were refused registration on 
the prior registration of the word "Taylor." The words " Royal-Salted- 
Godflsh," with hyphens between the words, were refused registration 
in view of the prior registration of the word " Royal." 

As I view it, if a call were made for " Peach " tobacco it could prop- 
erly be filled by handing the customer the " Peach Greenville" brand* 
In other words, the purchaser using ordinary caution could easily be 
deceived. 

In ex parte Caire^ (G. D., 1878, 131; 15 O. G., 248,) in which registra- 
tion was refiised of the words " Blac;k Swan," the Commissioner thus 
oorreotly enunciated the law as repeate<lly held by the courts relative 
to the dass of purchasers to be protected against misleading trade- 
marks: 

It has been held that even if wholesale buyers are not misled, but retailers or 
consumers are, by the leseniblanee which one mark bears to another, the right of 
action exists. 

He also said, citing various authorities : 

And it has also been held that if a mark is calculated to misleadi even if no one 
has aetnally been deceive^I, the courts will presume the resemblance to be not acci- 
dental, bat intentlonali and for the purpose of deception, and for this purpose the 
whole tfade-mark need not have been oountarfeited. 
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This Office should not give its stamp of approval to a class of trade- 
marks the use of which has a tendency to mislead or deceive the 
public, and thus take a position antagonistic to weU-settled roles of 
law. 

I am clearly of the opinion that the words should not be registered, 
and the action of the Examiner refusing registration is affirmed. 



Ex PARTE Wbil. 

Decided June U. 1898. 

83 O. Q.. 1S03. 

1. Trade-Mark— ''Yucatan"— Obookaprxcal Word. 

The wofd ''Yacatan'' in jeeographical and oaanot be Mgistend at a 
Buurk for leather and leather goods. Any one importing hides ft«m Ynfiatea «r 
porchaeing hides exported from Yucatan would be entitled to call nr marie skins 
and tanned leather having aoeh origin bj the name " Yueataii.'' 

2. Samr— '' YucATAK*' Within a Drmcaibrd Squamb Fkourr. 

As *' Yucatan " taken by itself is not registrable, it is not made xegistrabis by 
placing it within a square figure, as the essential feature of the mark is ths 
word " Yucatan.'' 

3. Samr— Ebbbntial Featdrks op a Mark. 

The essential features of a trade-mark are those which serre in whole or in 
part to distinguish the goods of the party by whom such mark is adopted. 

On Petition. 

tradk-mark vor lbathkr and lxathrr ooods. 

Application of J. M. and V. Weil for registration filed November IS, 
1897, No. 54,583. 

Messrs. Barton dt Brown for the applicants. 

DUBLL, Commissioner: 

Applicants sought originally to register as a trade-mark for skins 
and tanned leathers the word <^ Yucatan.^ Begistration of that word 
having been refused by the Examiner on the ground that the word was 
geographically descri[)tive and incapable of exclusive appropriation by 
any one, the applicants amended their application and asked for tte 
registry of the word ^^ ' Yucatan' within the described square figure, as 
shown." The Examiner having rc^jected the application as amended, 
applicants by petition seek to review his action. 

While admitting the recognized principle of law that geographical 
terms are incapable of registration, applicants seek to except the word 
^^ Yucatan" from the general rule. It is insisted that because they 
carry on their business at Ghicago, 111., the word has lost its geo- 
graphical significance when applied to leathers and skins of their mauu- 
fhctnre, although hides may constitute a principal export of Yucatan. 

I do not think their position is tenable. Any one impoctiac hUes 
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from Yucatan or parchasing hides exported from Yucatan would, in my 
opinion, be entitled to call or mark skins and tanned leathers having 
such origin by the name '' Yucatau." 

The question remaining to be considered is whether by placing the 
word ^^ Yucatan" within the described square figure, as shown, appli- 
cants have disclosed a registrable trade-mark. The 'answer to the 
question seems to turn upon what is to be considered the essential 
feature of the trade-mark. At this time it is too well settled to admit 
of controversy that the essential features of the trade-mark are those 
which serve in whole or in part to distinguish the goods of the parly 
by whom such mark is adopted. The specification as amended states : 

The eMentiftl ot distingaishing fMture of our tnde-mftrk we consider to be the 
word "Tneataa ** within the described sqaare figure, as shown. 

In other words, it is the word ^^ Yucatan,'^ and the arriuigement of 
the word within the square figure is a nonessential. As '< Yucatan" 
taken by itself is not registrable, I do not think it is made so by plac- 
ing it within the square figure. {Ex parte Famum 4t Co., 0. D., 1880, 
155; 18 O. G., 412.) In referring to that case it was said in ex parte 
Adriancej Piatt dt Co., (0. D., 1881, 52; 20 O. Q., 1820,) which was a 
case where it was held that the name of a person, firm, or corporation 
does not acquire an arbitrary significance by association with an other- 
wise valid trade-mark, that — 

in the case of ex parte Famum ^ Co. (G. D., 1880, 156; 18 O. O., 412) I had occasion 
to hold that a geographical term acqnired no arbitrary signiftcanee from association 
with an arbitrary symbol ; and in the present case I feel constrained to hold, by 
parity of reasoning, that the name of the person, firm, or corporation does not 
acquire an arbitrary signification by association with an otherwise valid trade- mark, 
and cannot therefore be included as an essential feature of such trade- mark. This 
conclusion, I think, will be found to be in harmony with the cleciRions of the courts 
so for as they are applicable to the subject. 

From principle and authority I am constrained to hold that the trade- 
mark now sought to be registered is not properly registrable, and there- 
fore the decision of the Bxaminer Is affirmed. 
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Ex PASTE F. H. GlIiSON OOMPANY. 

Deeided June 14, 1898. 

83 O. G., 1992. 

1. Tkadk-Mark— ''GiL8oy" — Surnamr— Salient Fkaturk op Cokporatk Namk. 
The word '' GilHon," being the salient feature of applieant's corporate name, 
refuHtKl regiHtratiou as a trade-mark nnder the ireneral rnle that an ordinacy ear- 
name cannot bo appropriated as a trade mark by any one person against otheia 
of the same name who are nsing it for a legitimate pnrpoee. 

9. Samk — Samu — Samk— Nams ov Fatrntri* Device. 

The word *'Gilson/' being the name of a patented album known as the ''Gil- 
son Album/' refnsed registration as a trade-mark for photograph-albnms and 
photograpluc exposure-tables on the gronnd that the name of an inventor which 
has becomu the generic namo of the thing patented passes to the public when 
the monopoly created by the patent expires. 

On Petition. 

TRADE-MARK POR BOOKS. 

Application of F. H. Oilsoii Company for registration filed March 19, 
1898, No. 56,415. 

MeuTB. .Wright J Bratcn & Quinby for the applicant. 

DUELL, Cwnimis^iimer: 

Applicant seeks to register the word ^^Gilson," the salient feature of 
its corporate name, as a trade-mark for photograph-albnms and photo- 
graphic exposare- tables and seeks by petition to review the action of 
the Examiner refasing its registration. 

The general rale is well settled that an .ordinary surname cannot be 
appropriated as a trade-mark by any one person against others of the 
same name who are using it for a legitimate purpose. (Brown Chemical 
Co. V. Meyer, C. D., 1891, 346 j 55 O. G., 287; 1:^9 U. 8., 540.) In that 
case the Court said : 

It is hardly necessary to say that an ordinary surname cannot Im appropriated as 
a trade-mark by any one person as against others of the same name, who are using 
it for a legitimate purpose. 

In Columbia Mill Co. v. Aloom (G. D., 1893, 672; 65 O. G., 1916; 15 
n. S., 460) the Court said: 

In the leading case of Amonkeag Mfg, Co. v. Spwr (2 Sandf., 599) it is laid down 
that no one has a right to appropriate a sign or symbol which, ftom the nature of 
t)ie fact it is used to signify, others may employ with equal truth, and, therefore^ 
have an eqnal right to employ for the same purpose. 

It is upon these principles that a person may put his own name upon his own 
goods, notwithstanding another person of the same name may, in that name, manu- 
facture and sell the same or similar articles. 

It is true that the courts have often restrained the use of surnames 
^n by those bom tosuob names; bat in all such cases it will be found 
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that sach use has been enjoined only where ^^frand upon another is 
manifestly intended or where he has assigned or parted with his right 
to use it" {Brotvn Chemical Co. v. Meyer^ supra.) 

That th^ word here sought to be registered is a part of applicant's 
corporate name does not change the rule of law applicable to the sub- 
ject from what it would be were the applicant an individual seeking to 
register his own name as a trade-mark. In other words, as was said 
by Judge Bradley in Celluloid Mfg. Co. v. Cellonite Mfg. Co.^ (0. D., 
1887, 571; 41 0. Q.J 693; 32 Fed. Bep., 04, 97,) a suit brought to restrain 
the use of a corporate name: 

The f»ct that both arc cori>orate names it of no conseqneDce in this connection. 
They are the bnsiness names by which the parties are known, and are to be dealt 
with precisely as if they were the names of private Urms or partnerships. . 

The trade-mark act under which registry is sought distinctly states 
that no trade mark shall be registered which is merely the name of the 
applicant This would seem to be controlling, for the trade-mark here 
sought to be registered is the essential feature of applicant's name. 
The fact. that the word ^^Gilson" is not the full name of the corporation, 
but only a portion of it, is to my mind immaterial. 

In ex parte Adriance, Piatt cfc Co., (0. D., 1881, 52; 20 O. G., 1829,) 
where applicant sought to register as a trade-mark the word ^^Adriance," 
registry was refused, oven when the name was used together with a 
symbolic representation. 

Another ground for refusing the registration in this case is found in 
the fact stated at the hearing tUat the name was used in connection 
with a patented albuoi. This album is known as the ^'Qilson album," 
and is so advertised, as shown by a circular to which my attention was 
called at the hearing. It has been held by the tTnited States Supreme 
Court that where the n^vine of the inventor has become the generic 
name of the thing patented this name passes to the public when the 
monopoly created by the patent expires. {Singer Mfg, Co, v. June Mfg. 
Co.j C. D., 189G, G875 75 O. G., 1703.) A patent is granted for a limited 
term, while a trade-mark once legisteied may bo reregistered without 
limit. Manifestly this Office should not register the generic name of a 
patented thing as a trade-mark. 

In this case, ns I understand it, the right to use the mark on photo- 
graph-albums would expire before the first term for which the trade- 
mark might issue would end. In the case last cited the Oonrt said: 

It ettiially follows from the cessatioit of thi^ monopoly and the fulling of the pat 
ented devico into tlic domain of things public, that along with the public ownership 
of tlio do\ii'» thcrt' muHt also uocossurily pas.s to the public the generic tlesiguation 
of the thing which has ariHeu during tho monopoly, in cousequenco of thedesigna* 
tion having been a<'quieHced in by the owner, cither tacitly, by accepting tliobeoelits 
of the monopoly, or expressly by his having so connecttid tho name with the machine 
OK to lend countfmancc to the resulting dedication. To say otherwise would lie to 
hold that although the public had acquired the device covered by the patent, yet 
the owner of the patent or the mannfaotnrer of tho patente4l thing hafl retained the 
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designated name wLioh was cesentially necessary to vest the pnblio with the fnll 
ei^oyment of that which had become theirs by the disappearance of the monopoly. 
In other words, that the patentee ormanafactarer conid take the benefit and advantage 
of the patent npon the condition that at its termination the monopoly should cease, 
and yet when the end was reached disregard the piiblic dedication and practically 
perpetnate indefinitely an exclnsiTe right. 

However this may be, I prefer to base my decision upon the broad 
ground that the mere name (or part of a name) of a corporation which 
is a samame is no more registrable by a corporation than is the indi- 
vidaal name by the one entitled to the nse, thoogh not - exclusiye 
thereof. 

The decision of the Examiner is therefore affirmed* 



Ex PARTE KAITFMANN & BlAOHE. 

DeMed Jtfay £6, 1898. 

84 O. G., 145. 

1. Tbadk-Marks— Rbpresrntation ok a. Cat, Worpb ''Old Tom," Etc. 

A trade-mark consisting in the pictorial representation of a cat in a crouching 
position, three of itft legs resting on the ground and tlie foorth being in an elevated 
position, the whole being printed in gold on a red background, generally urraaged 
AS shown in the drawing, in which tho eolors, excepting black and white, vx% 
emitted, and tho words "Obi Tour' iuclos('«l in a border surrounding the same, 
and the words ''Celebrated Cordial Gin'' appearing beneath the same, rafased 
registration as a trade-mark for gin on a mark eonsisting of a cat standing npon 
a barrel on which are placed the words "Old Tom, "on the ground that while 
there are differences in the details, the salient features of both marks being 
the representation of a cat, the minor diflerences arc not such as to sufficiently 
differentiate the two marks. 

2. Samk— RB(4istration • OF Intbrfkriko or Dsckptivk Tradr-Marks Cok- 

DBMNBD. 

The Patent Office should not register trade-marks which wonld have a ten- 
dency to mislead or deceive the public or which would be held to be aninfriBge- 
ment n|>on prior registere<l or unregisten^ marks. 

On Petition. 

TR^DR-MARK FOR OIN. 

Application for registration filed November 11, 1807, No. 54,56A. 

Mr. FreAerio B. Kee/er for the applicants. 

DuSLL, Chmmissioner: 

Applicants seek to register a trade-mark for gin, the essential fea- 
ture of which they state consists — 

in the pictorial representation of a cat in a crouching position, three of its legs test- 
ing on the ground, and the fourth being in an elevated position, the whole being 
printed in gold on a red background. This has generally been arranged as shown in 
the aoeonipaiiying drawing, fh which the colors, excepting blaek and white, an 
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omitted, and the wordi ''Old Tom'* inclosed in a border enrmonnting the samei and 
the words ''Celebrated Cordial Oin'' appearing beneath the same. 

The Examiner has r^ected the application upon a trade-mark for 
giu and other liquors, No. 15,521, registered May 29^ 1888, the essen- 
tial feature of which is stated to consist <^of the representation of a 
cat standing upon a barrel." 

An examinatioi^ of the- registered mark shows the cat standing upon 
a barrel upon which are placed the words "Old Tom." There are dif- 
ferences in the details, but the salient feature of both being the repre- 
sentation of a cat the minor differences are such as not to sufBiciently 
differentiate the two marks. Placed side by side the ordinary observer 
would not be deceived; but a purchaser calling for the original brand 
would in nine cases out of ten as readily take the article bearing the 
mark now sought to be registered. I do not think that he would pay 
any attention to the fact that the cat of the mark sought to be regis- 
tered is printed in gold on a red background, nor would he, in my 
opinion, notice the absence of the barrel. 

The rights given by the trade-mark law of 1881 are very limited, 
as was stated by the Oourt of Api>eal8 of the District of Columbia in 
Einstein v. Satchilly (G. D., 1893, 677; 65 O. Q., 918:) 

The right is not created by the Federal Goremmeut, and does not einiDate from it, 
as do patent-rights, and all that Congress has sought to do is to provide a recording 
act of a very limited character, the hotter to evidence the ownership of the right. 

The Patent Office continually issues patents for inventions the mak- 
ing, use, or sale of wliich would infringe upon prior patents. This is 
lawfully and properly done. But the relation of the Patent Office to 
the issue of pateuts is very different from its relation to the registra- 
tion of trade-marks. A patent is granted for a limited term, whereas 
a trade-mark is practically unlimited as to time, and while trade-marks 
are registered by the Patent Office in the first instance for thirty years, 
yet the law provides that — 

at any time during the six months prior to the expiration of the term of thirty years, 
•noh registration may be renewed on the same terms and for a like period. 

In my opinion the Office should not register trade- marks which would 
be held to be an infringement upon prior registered or unregistered 
trade-marks. The Patent Office should not register trade-marks which 
would have a tendency to mislead or deceive purchasers. The act of 
1881 expressly provides that the Office shall not issue any trade-mark — 

which is identical with a registered or known trade-mark owned by another, and 
appropriate to tbe same class of merchandise, or which so nearly resembles some 
other person's lawfal trade-mark an to be likely to cause confusion or mistake in the 
mind of the public or to deceive ptirohasers. 

A cursory examination of a few of the reported trade-mark cases 
shows that the decisions of the courts are uniform in holding that the 
marks need not be identical to constitute infringement. In one case 
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the plaintiffs sold their condensed milk in tins bearing labels with the 
flgare of a milkmaid, with a medal on each side. The defendants 
began to sell milk in tins labeled with the figure of a milkman, with 
the arms of Switzerland in a medallion on either side. The defendants 
were enjoined. 

In another case the plaintiffs used the device of a bull's head, and 
although there were points of difference between the bnlFs head used 
by the plaintiffs and the one put out by the defendant the conrt 
granted an iiyunction. The Oourt said : 

It 18 not necessary that the symbol, fignre, or device used or printed nnd sold for 
use should be a facsimile or precise copy of the orip^inal trade-mar k, or so close an 
imitation that the two cannot be diAtingnished except by an expert, or npou a criti- 
cal examination by one familiar with the >(enuine trade-mark. If the false is only 
oolorably diflPerent Arom the true, if the resemblance is snch as to deceive a purchaser 
of ordinary caution, or if it is calculated to deceive the careless and unwary, and 
thus to injure the sale of the goods of the proprietor of the trade-mark, the injured 
party is entitled to relief. (Colman v. Crump, 70 N. Y., 578.) 

In another case where the plaintiff employed the words ^'Charter 
Oak'' and a sprig of oak-leaves the defendant was enjoined, although 
omitting the sprig of leaves. 

The mere fact that the present applicants omit the barrel would 
under the latter case lead to the grant of an injunction against the use 
of their mark. 

The books are replete with similar cases, but it is unnecessary to 
add to those already cited. 

The action of the Examiner in refusing registration i.s affirmed. 



Ex PARTE PiTTSBUBaH PUHP GOMPAITY. 

Decided June 16, 28^. 

84 O. G., 309. 

1. Tradb-Mark— "P-I-T-T-S-B-TT-R-G-H P-U-M-P"— Grooraphicat. awi> Dkscrip- 
TiVB Words. 
The words '<P.I.T-T-S-B-U-R-G.I[ P-U-M-P,'' arranged iu letter-liypheuated 
form, refused registration as a trade>mark for pumps on the gronnd that the 
word '* Pittsburgh " being geographical and '' Pnmp " descriptive and the peti- 
tioner carrying on the bnsiness of the manafaotnre of pomps at Pittsburg, Pa., 
it follows that it has no right to monopolize the words, at least as against every 
other mannfacturer of pnmps in Pittsbarg. 

9. Same— Same— Same— HypHSNATiNo Words— Essential Featurk. 

By hyphenating the words the essential feature of the trsde-mark has not 
been changed to a degree that would warrant registratiou. The geographical 
and descriptive words still remain, notwithstanding the form in which they 
are shown iu the facaimile, the essential features of the trade-mark, and it wonld 
be a very close observer who would pay any heed to the manner in whieh the 
letters were separated. 
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3. Same — Ambndmknt — Changinq Date of Adoptiox. 

Applicant applied for the registration of the worde ''Pittabargh Panip" on 
April 16, 1897, and npon registration being refnsed he amended the application 
by setting forth that the essential feature ''is the words P-I-T-T-S<B-U-R-G-H 
P-U-M-P, arranged in letter-hyphenated form/' and amended the statement to 
set forth that the mark had been used sinoe Mnrch 22, 1898. Held that the 
amendment ought not to have been received, as it is not good practice to permit 
snch a change to be made in what is set forth as tbo essential feature of a trade- 
mark as might make the statement as to the period of use not apply to the new 
mark. 

On Pbtition. 

TRAI>S-MARK rOR PUMPS. 

Application for registration filed April 16, 1897, No. 53,427. 
Mr. CkiM, M. Clarke and Mr. W. B. Oarwin for the applicant. 

DuBLL, Commissioner: 

This is a petition from the Examiner's reftisal to register as a trade- 
mark for pumps the woKls "P-I.T.T.8-B.TJ.B-G-H P-U-M-P" arranged 
in letter-hyphenated foim. Tbe i)etitioner, the Pittsburgh Pnmp Com- 
pany, is a firm domiciled and doing business in the city of Pittsburg, 
Pa. As originally presented applicant sought to register the words 
<' Pittsburgh Pump." The words being objected to by the Office on 
the ground that they were geographical and descriptive in their nature, 
and hence not registrable, an attempt was made by amendment to reg- 
ister the words in a specific form shown by the facsimile which accom- 
panied the application. As shown, the top and bottom lines of the 
letters formed arcs of circles convex to each other. A rejection followed 
this action, whereupon an amendment was filed consiHting of a new 
drawing showing the words as hyphenated, and the statement was 
amended setting forth that the essential feature <Ms the words P-I-T-T-S- 
B-U-B-GrH P-IJ-M-P, arranged in letter-hyphenated form.'' The state- 
ment was also amended setting forth that the mark had been used 
since the 22d day of March, 1898, although the application was origi- 
nally filed April 16, 1897. 

I do not think this amendment ought to have been received. As 
stated by me in ex parte Calvert & Brother^ (64 MS. Dec., 157 :) 

• I do not think it good practice to permit snoh a change to be made in what .ie aet 
forth at the easential foatare of a trade-mark as might make the statement an to the 
period of nee not apply to the new mark. 

In this case the period of use of the mark as originally claimed 
would not apply to the new mark. However, the amendment having 
been inserted, I will pass over that question and consider the case on 
its merits. 

On tbe merits as presented the qnestion is clean cut. Briefly stated, 
it is, can geographical and descriptive words, not registrable in them- 
selves as lawftil trade-marks, become registrable by arranging them in 
letter-hyphenated form f 



620 DECISIONS OF THE COMMISSIONER OF PATENTS. 

In ex parte Famum A Go. (0. D., 1880, 155; 18 O. G., 412) the fol- 
io win^^ ratings applieable to the present case were made: 

1. That fts a rule geographioal names cannot be allowed regiBtration as trade-marks. 

2. That before any geographieal name can be said to be regietrable it most oleazly 
appear that the place of that name is snch a one that the word will be nndttratood 
by the general pnrchasing pnbllc as primarily fanoifnl, and that manafisctarers 
of like goods at such place cannot so mark their wares and claim the protection of 
our laws. 

3. That the essential features of a trade-mark are those only which serve in whole 
or in part to distinguish the goods of the party by whom snch mark is adopted, and 
it is not proper that anything should be described as essential which the conrts wonld 
hold otherwise. 

The word ^^ Pittsburgh " being geographical and ^^Pump" descriptivei 
and the petitioner carrying on the business of the manufacture of 
pumps at Pittsburg, Pa., it follows that it has no right to monopolise 
the words, at least as against every other manufiM^turer of pumps in 
Pittsburg. 

The question remaining is whether by hyphenating the w<»tl8 the 
essential feature of the trade-mark has been changed to a degree that 
wonld warrant registration. The geographical and descriptiye words 
still remain, notwithstanding the form in which they are shown in the 
facHmilej the essential features of the trade mark, and it would be a 
very close observer who wonld pay any heed to the manner in which 
the letters were separated. 

In the case of ex parte WeUy {anUy 612; 83 O. G., 1802,) recently 
decided by me, I held that in my opinion a geographical word did net 
become a registrable trade-mark by inclosing it in a certain geomet- 
rical figure, because the geographical word still remained the essential 
feature of the mark. Equally so do the words ^^PitUbvrgk Pump^ 
remain the essential feature of the mark under consideration, and the 
insertion of hjrphens between the letters does not in my mind make the 
words, otherwise not a lawful trade-mark, registrable. 

The decision of the Examiner of Trade-Marks is accordingly ai&rmed. 



Ex PARTE DUNKLET OeLEBY ANB PBESEBYING OOMPAmT. 

/>soidsd June $5, 1898. 

84 O. G., 810. 

Tradr-BIark— Shapr of Bottle — ^Design Patsmt. 

Applicant soaght to register as a trade-mark for mixtnrea of liquids eontain- 
ing celery- a bottle of peculiar and original form. ^eUthat registration aliouid 
be refused; as the form of a package alone can rarely be the subject of trada- 
mark protection. If the form is peculiar enough to be protected, it should ba 
the subject of a design patent. 

On Petition. 
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TRAI>S-MARK FOR CSLEKY COM ROUNDS. 

Applioatiou for registration filed April 6, 18^, No. 55,550. 
Mr. Fred L. OhappeU for the applicunt: 

DuBLLf Oommianoner: 

Applicant seeks to register as a trademark for mixtures of fluids or 
liquids containing celery or the extract or flavor of the same a square 
bottle. This bottle is of peculiar and, so far as appears, original form. 
The Examiner of Trade-Marks having refused the registration his action 
is now b^re me by petition for review. 

The rule of law applicable to the subject iu controversy is, as I view 
it, thus correctly laid down : 

The form of An article or package aloue can rarely be the subject of trade-mark 
protection. If the form in peontiar enough to be protected for iiseif alone, it may be 
the subject of a design patent. (26 Am. and £ng. £nc. of Law, 311. ) 

The decisions of the cotirts sustaining this proposition have been very 
uniform, and in only one or two instances do 1 find that a court of com- 
petent jurisdiction has otherwise held, and such exception rather proves 
the rule than otherwise. 

Counsel for applicant in a well-considered argument, fortified by a 
brief, as well as a supplemental brief, has so strenuously contended f<Hr 
the right of registration that I have considered it advisable at this 
time to refer to a tbw of the many cases which support the rule hereto- 
fore referred to in order that the position taken by the Office be shown 
to be founded on principle and fortified by precedent. 

The Court of Appeals of the State of New Tork in Fiseher v. Black 
(138 N.Y., 245) said: 

The plalntifb have no proprietary right to this form of package, and are notentitled 
to its ozclnsive nse. It is a convenient form in which to Inclose merchandise of this 
sbacaeter, when offorsd for sale, and all who are engaged in the traffic iu the com- 
modity are tt^t to use it without incnrring the risk of liability for an infringement 
of the plain tiifs' rights. It has been too often reiterated to be now questioned that, 
under ordinary circumstances, the adoption of packages of a peculiar form and color 
alone, having no distinguishing symbol, letter, sign, or seal, is not sufficient to con- 
•titnte a trade-mark. 

In Eayt v. Hojft (143 Pa. St, 623) this statement may be found: 

The trade-mark must relate to aud distinguish the goods to which it is applied. 
For this reason, among others, the size, or shape, or mode of construction of a box, 
barrel, bottle, or package in which goods may be put is not a trade-mark. If there 
Is any new and useful combination in the construction of such box or package, it 
should be pateatad as aa invention, if the owner wishes to prevent othtts from 
using it; but such package can not be registered as a trade-mark. 

The dedsions of the Federal courts have been quite uniform in hold- 
ing tliat the Ibrm of a package or article is not the subject of lawfbl 
tmde^mark proteoUon. The United States Oireuit Court for the South- 
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era District of New York iu Harrington v. Idhby (0. D., 1877, 308; 12 
O. G., 188) held that p tin pail used as a oollar-box was not the subject 
of a lawful trade-mark. The criticism of the Goart on the attempt of 
manafactarers to appropriate the exclusive use of packages for special 
purposes is thus stated : 

The qaestioD whether any one can seize upon saoh an artiole and make title to iU 
ezclnsive use for a special purpose by calling it n tnule-mark, must be far from clear 
in favor of the claimant. 71ie forms and materials of packages to contain articles of 
merchandise, if such claims should be olio wed, wonld be rapidly taken up asd 
appropriated by dealers, until some one, bolder than the others, might go to thereiy 
root of things, and claim for his goods the primitive brown paper and tow string si 
a peculiar property. It will be observed that it is not a mark at all which is claimed, 
but the whole enveloping package, the whole surface of which is covered by tbeomi" 
mental pattern. There is no name, no symbol, no assertion of origin or ownership. 

In Adanut v. Heisel (31 Fed. Bep., 279) it was said : 

It is well settled that a person oannot obtain the monopoly incident to a tisde- 
mark by the mere form of a vendible commodity that may be adopted. 

In Moorman v. Hoge (2 Sawyer, 78) the Oourt said: 

I And no Qgae where the vessel, box, package, or whatever oontained the article 
has been held to coiistitnte a trade-mark by reason of its peculiar form or dimes- 
sions, independent of any symbol, figure or device impressed npon or coonectsd 
with it for a trade-mark. 

The decisions in the Patent Office in the main sustain the iMsitiou 
here taken. 

In ex parte Kane & Co. (G. D., 1876, 28; 9 O. G., 105) Fegistratioii of 
<* galvanized hoops placed on a barrel of dark color " as a trade-mark 
for liquors to be placed in the barrels was refused. 

In ex parte Jofiob Gordon (0. D., 1877, 108; 12 O. Ot^ 517) the Com- 
missiouer said : 

Thus the box, barrel, or wrapper containing merchandise, whatever its form, ets- 
not, per ff, be the trade-mark. 

Applicant's counsel argues most earnestly that Cook db Bemkeimtr Co, 
y. Ross et al (0. D., 1896, 725; 76 O. Q., 613; 73 Fed. Rep., 203) is an 
authority justifying the registration. I think he misapprehends tlie 
scope of the decision in that case. It is true that the court enjoined 
the defeudauta from putting up a popular brand of whisky in bottles 
the same as used by the plaintiff, the bottles being of a peculiar shape 
originally devised by the complainant. The court expressly founded 
its judgment upon the fact that the act of the defendants was 
*' unfair comiietitiou within the authorities, and should be restrained.* 
Nowhere is it stated or intimated by the court that the siu^e of the 
bottle is, per se^ a lawftil trade-mark. The court simply affirmed the 
doctrine laid down in Moxie Nerte Food Oo. y. Bawmbaek (32 Fed. 
Rep., 205) that where a manufacturer of a hitherto unknown fluid w 
beverage places the fluid before the public in a form of bottle do( 
theretofore uaed for bottling the same fluid another maaafiMstiirer 
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ought to be enjoined f^om embarrassing the former and misleading 
the public by using the same bottle in putting up his preparation. 

Without doubt if applicant's bottles become the identifying-mark by 
which his preparations are known the courts will protect him ag[ainst 
any rival manufacturer who coiues the form of bottle; but that will be 
done on the ground of unfair competition and not because the bottle is 
the subject for lawful trade-mark. 

The decision of the Examiner of Trade-Marks in reftising registra- 
tion is affirmed. 



Ex PABTE ySLVBLL COMPANY, LIMITED. 

Vecided July 7, 1S98, 

84 O. G., 807. 

1. Tradx-Mark— '^Velvkil''— Namkof Patentkd Articlx. 

The word "Velvril" refused i-ogitttration as a trade- inurk for a nitroceUnloae 
compound, as it is the name of a ])atented compound wliiofa will become piiblio 
property at the expiration of the patent. 

2. SaJOE— KR018TKR1N0 MaRKS THAT BkCOMK PUBLIC PROPERTY BkFORS ExPIRA- 
TIOK OF TiMB FOR WHICH ThKY ARK RkOISTKRKD. 

In view of the fact X\x\\% under the trade-mark act of 1881 a certiflcate of reg- 
istry remains in force for thirty yearH from its date, (with certain exceptions,) 
EM that the Patent Office should not regiHter trade>mai'ks whioh, thoagh lawful 
trade-marks at the date Avhon i-egistry is sought, will become pnblio property 
before the expiration of the thirty years. 

On Petition. 

TRADK-MARK FOR MRRCHANDISB. 

Application for registration filed December 20, 1897, Ko. 54,767. 
MesBrs. BaMwin^ I>avidsan dt Wright for the applicant 

DuELL, CommisHaner : 

The petitioner, the Yelvril Company, Limited, of London, England, 
flies this petition to review the action of the Examiner of Trade-Marks 
in refusing to register the word ''YelvriP as a trade-mark for a uitro- 
oellnlose compound. 

The word << Yelvril" is the essential feature of the name of the i^eti- 
tioner corporation, and the refusal of the Examiner to register the 
claimed word is based upon that ground. The provision of the trade- 
mark act brought in question by this action is found in section 3, where 
it is provided that no alleged trade-mark shall be registered which 
is merely the name of the applicant. It is contended on behalf of 
petitioner that the word ^^ Yelvril" is not the niere name (or a portion 
thereof) of the corporation, but '4s a fancy name applied to a new prod- 
uct," and that the corporate name '^ is t«ken Aroni the fancy name given 
to the product, and the name of the product is pot tf^ken from the name 
of the coinpany." 
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The petitioner relies npon the case of OeUulaid Mfg. Co. v. Seaiy 
(47 Fed. Sep., 712,) contending that as the word ^^Oellnloid," which 
was the salient part of the name of the company, was there reeo^ized 
as a valid trade-mark the << Yelvril" should be registered. 

In that case the coort adopted without question the decision of Mr. 
Justice Bradley in OeUulaid Mfg. Co. y. OeUanite Mfg. Co., (G. D., 1S87, 
571; 41 O. G., 693; 32 Fed. Rep., 94.) The learned justice there said: 

The oompluDant's aasignon, the Hystts, coined and adopted the word when it 
was unknown and made it their trade-mark, aod the eompUinaat it aasignee of all 
the rights of the Hyatts. When the word was coined and adopted it waa elearly i 
good trade-mark. The question is whether the subseqaent ase of it by the public, 
as a common appellative of the substance mannfaetured, can take away the con- 
plainant's right. It seems to me that it cannot. 

Were it not for the later ruling of the Supreme Oourt in Singer Mff 
Co. V. June Mfg. Co. (0. D., 1896, 687; 75 O. G., 1703; 163 U. 8., 169) I 
slionld feel constrained to waive the question raised by the Examiner 
that the word was not registrable as being the salient feature of 
petitioner's name and overrule his refusal to grant registration. The 
case last referred to overrules the Celluloid Compafiff Cote, upon which 
petitioner relies, and in view of the conclusion arrived at by the Supreme 
Court Tdo not think that this Office would be justified in registering 
the word, in view of the facts of the present case. 

The statement forming a part of the application for the trademark 
in question states that the Yelvril Company, Limited, '^has adopted 
for its use a trade-mark for a nitrocellulose compound for insulatiiig, 
waterproofing, painting, and for treating leather and machine-belting,'' 
and that the particular description of goods comprised in the class of 
merchandise on which it is used ^4s a nitrocellulose compound," et& 
The records of this Office disclose the &ct tliat the patent for the oon- 
ponnd to which applicant has applied the word '^ YelvriP was granted 
on October 6, 1896, No. 568,877. The rule applicable to the case under 
discussion, as laid down in the Singer Case^ is as follows: 

Where, daring the life of a monopoly created by a .patent, a name, whetiiar it be 
arbitrarjf or be that of the inventor, has become, by his oonsont, either expieM or 
tacit, the identifying and generic name of the thing patented, this name paaMS to 
the pnblic with the ceasation of the monopoly which tiie patent created. 

In the Singer Case the Court, speaking by Mr. Justice White, cites 
many authorities sustaining this proposition, and it may be instructive 
to refer to a few of them and to some of the other cases I have been 
able to find in which the question at issue has been passed upon. 

In Wheeler di WiUon Mfg. Co. v. Skalceepear (39 L. J. Ch., 36) Yioe- 
Chancellor James said : 



It seeme to me that the name " Wheeler & Wilson machine'' has come to 
the thing munnfiMtnred according to the principle of that patent. That beiaf 9^ I 
cannot restrain anybody, after the expiration of the patent, ftom repiesmiting Ui 
article aa being the article which was so pataatad. A man eaasot pvokag kit 
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monupoly by saying '' I hiive got a trade-mark in the name of a thing which waa the 
snbject of the patent," and, therefore, to that extent I think the plaintiffs are not 
entitled to the relief they ask. 

In Linoleum Mfg. Co. v. Nairn (7 Ch. Div., 834) an attempt was made 
to retain the exdnsive nse of the word '^Liiiolenm" after the expira- 
tion of patents for the substance to which that name was attached, and 
theConrt said: 

In the fint place, the plaintitls hare alleged, and Mr. Walton ha8 sworn, that hav- 
ing invented a new substance, namely, the solidified or oxidized oil, he gave to it the 
name of '* Linoleum," and it does not appear that any other name Has ever been given 
to this rabatance. It appears that the defendants arc now minded to make, as it is 
admitted they may make, that substance. I want to know what they are to call it. 
That is a question I have asked, but I have received no answer; and for this simple 
reason, that no answer oonld be given, except that they niqst invent a new name. I 
do not take that to be the law. I think that if '* Linoleum" means a snbatanee 
which may be made by the defendants, the defendants may sell it by the name 
which that substance bears. * * 

In my opinion it would be extremely diflScult for a person who has been by right 
of some monopoly the sole manufacturer of a new article, and has given a new name to 
the new article, meaning that new article and nothing more, to claim that the name 
is to be attributed to his manufacture alone after his competitors are at liberty to 
make the same article. 

The decision also refers to the rnlings of the French courts, one of 
which is thus set forth : 

That when an invention falls into the public domain, it enters with the name which 
the inventor has given it, and he cannot prevent a person from employing this desig- 
nation ; thus, the inventor of the "harmonium " was not allowed after the expiration 
of his patent tc prevent others from making this instrument and selling it under the 
name which had been given to it. (Paris, 90th December, 18S9, Pattaille, 1860, 414.) 

Our own courts have time after time enunciated the same doctrine. 
For example, in Oally v. Colf$ Patent Firearms Mfg. Co, (0. D., 1887, 
660; 41 O. 6m 576; 30 Fed. Sep., 118) Judge Shipman held that the 
name ^* Universal," applied by a patentee to his patented printing- 
press, upon the expiration of the patent could not be appropriated by 
the inventor as a trade-mark. 

In FUley v. Child (16 Blatch., 376) Judge Blatohford held that where 
stoves made under a'patent had been named <^ Charter Oak" the public 
had the right, after the expiration of the patent, not only to place the 
stoves upon the market, but to give to them the name << Charter Oak." 

In The Tucker Mfg, Co. v. Boyington (9 O. 6., 455) Judge Blodgett 
held that the words imprinted upon a patented article of manufacture 
are common proi)erty from the date of the expiration of the patent and 
refbsed to enjoin the defendant, who manufactured the Tucker spring- 
bed, firom designating it as the *<Tncker Spring Bed." 

It may be claimed that the authorities cited are not controlling in 
the present case for the reason that the patent for the componnd ^^sig- 
nated " Velvril" has not expired. This I consider without force, how- 
ever, for the reason that in this and similar cases where registration Is 

12782 40 
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sought the qaeBtion is not as to the right to the trade-mark, bat the 
right to have it registered. That this is so was decided by the Supreme 
Ck)art ia The United StateSj ex reL The State of South CarolinOj v. Sejf- 
moury Commissioner of Patents^ (0. D., 1894, 318; 67 O. G., 1191; 153 
U. S., 353,) where Mr. Justice Gray, deliveriug the opinion of the Courts 
said: 

The matter in dispate in this c«ae is not tlie right to the trade-mark, bat the right 
to have it registered; the registration is only prima fade evidence of ownership. 

By a refusal to itigister the mark the petitioner is not deprived of its 
common-law right. It can enforce any claimed right to the trade-mark 
in any court of comjieteut jurisdiction as fully as though the mark were 
registered. In this particular case petitioner, being a ibreign corpora- 
tion, can bring auy such suit in a Federal court. 

In view of the fact that under the trade-mark act of 1881 a certificate 
of registry remains in force for thirty years from its date, (with certain 
exceptions unnecessary to be here considered,) I do not think that this 
Office should register trade-marks which though lawful trade-marks at 
the date when registry is sought will become public profierty before 
the expiration of the thirty years. By so doing the Patent Office would 
be placed in the light of attempting to aid in prolonging a monopoly, 
which manifestly, under the decisions of the ctmrts, is unwarranted. To 
thus attempt to give the petitioner a monoi>oly for many years longer 
than is given by the patent '* would be a fraud upon the public." (Con- 
solidaied Fruit Jar Co., C. D,, 1878, 101 ; 14 O. G., 2C9.) 

It has been held that the Commissioner of Patents in discharging 
the duties imposed ui>on him by the trade-mark act of March 3, 1881, 
is required to exercise judgment and discretion and that his duties are 
not ministerial. ( United Statesj ex reL State of South CaroUnOj v. Self- 
mour. Commissioner of ratenUt, G. D., 1804, 174; 66 O. O., 1167.) 

Irres[>ective, therefore, of the question whether or not the word 
^^Yelvril" is merely the name of the ap[»licant or the salient feature 
thereof I believe that registration should be refused, for by such refusal 
the monopoly created by the patent would not be ])roIongecl. The 
monopoly created by a patent cannot and ought not to be prolonged 
by the registry of a name given to the material covered by the patent. 

The fietition is therefore denied and registration refused. 



Ex PABTB UOBLICK'8 FoOD OOMPAHY. 

Decided September 12, 1898, 

84 O. G., 1870. 

Trade Mai!K—"Maltri> Milk" for Food Pekpabation— Dbucbiptivb Words. 

The words ''Malted Milk" refimed regintration m a trado-niark for a food 
preparation for infants and invulids, a.H they are so far indicative of tlie ingre- 
dients and charaoteritttics of petitioner's preparation aa to be daaeiiptive. 

On Petition. 
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TKADE-MARK FOR FOOD PKKPARATIOX8. 

Application for refjistry filed March 29, 1897, No, 53,270. 
Mr. H. G. Undertcood for the petitioner. 

Dx'Eix, Co^nmissioner: 

The Exainiuer liaving refused to register the words '< Malted Milk" 
aa a trade-mark for a food preparation for infants and invalids, ai>pli- 
cant seeks by petition to review his action. 

The Examiner has refused registry upon the following grounds : tirst, 
because the words "Malted Milk" are descriptive of the article to 
which they are applied, and, second, because applicant has certain 
patents for the substance to which he applies the trade-mark. 

The decisions of the United States Supreme Court are controlling 
upon this Office in its practice relative to the registry of trademarks. 
By the decisions of that tribunal two propositions at least have been well 
established — first, that words which are merely descriptive of the char- 
acter, qualities, or composition of an article cannot be monopolized as 
a trade-mark, and, second, that where during the life of a monopoly 
created by a patent an arbitrary name has by consent, either express 
or tacit, of the iuveutor become the identified and generic name of the 
thing patented this name passes to the public with the cessation of the 
monoiKily which the patent created. (Broicn Chefuical Co. v. McyeTj 
V. D., 1891, 346; 55 O. G., 287; 139 U. S., 540; Singer Mfg. Co. v. June 
Mfg. Co., C. D., 1896, 687; 75 O. G., 1703; 163 U. S., 169.) 

This Office has recently ruled that in view of the fact that a patent 
was granted for a limited term, while a trade- mark once registered 
may be reregistered without limit, the generic name of a patented 
thing ought not to be registered as a trademark. {Ex parte F. H. 
Giison Co. J antej 614; 83 O. G., 1992.) The question for consideration 
herein, therefore, is one of fact. Applicant admits that — 

no one iliHputes tlio fact that both lualt aud whent have been used, both with and 
without the addition of niilk^ in the manufacture of prepared foods, 

but Strenuously denies that the words sought te be registered are 
descriptive, because the words cover an impossible compound, and 
therefore are pui*ely arbitrary; that the words are meaningless, because 
it is impossible to malt milk. 

I think applicant has lost sight of the fact that the term <' malted'' 
includes not only that which has been converted into malt, but that 
which has been acted upon by malt. That milk is acted upon by 
malt does not admit of successful contradiction. It is now well known 
that diastase is not the only ferment contained in malt, but that there 
is another which has been called *'pei)tose,'' which tends to convert 
proteids of meat (albuminous substances) into i)eptoneB. That milk is 
susceptible to the action of malt the same as meat is, I believe, well 
established. 
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Without entering into any elaborate argument to pi-ove the state- 
ments above made, attention is called to A Handbook of Industrial 
Organic Chemiitry^ by Sadtler, editions of 1891 and 1895, 8i>eeial refer- 
ence being made to the clause beginning with line 18, page 180, of the 
edition of 1891, and page 190 of the edition of 1895. See also WatU^ 
Dictionary of Chemistry^ Vol. 2, page 545, and British Patent, No. 
14,459 of i887, lines 3 to 0, inclusive, page 2. 

^<Iron Bitters*' would not have been held descriptive if literally read ; 
but the Court, speaking of these words, said they 



8o far indicative of the ingredients, characterintics, and pnrpoees of the plaintiff's 
preparation as to fall within the scope of these decisions. 

I do not think that the x>etitioner's contention that the words cover 
an impossible compound is borne out by the facts. In my opinion 
any one putting on the market a preparation wherein milk has been 
subjected to the action of malt may refer to his article as ^'malted 
milk,'' taking care, however, in using the words not to deprive otliers 
of their right or to deceive the pablic and at the same time accom- 
panying the words with indications that the article put ui)on the market 
is not the manufacture of any other party employing the same term. 

Believing that the words are so far indicative of the ingredients 
and characteristics of petitioner's preparation as to be descriptive, I 
am compelled to hold that they are not properly registrable. 

It will be unnecessary from the view which I take of the case to pass 
upon the second ground of refusal to register the words. The Exam- 
iner has cited two patents and has referred to them as ^^applicant's 
patents." In reply thereto it is stated that the petitioner is not the 
owner of either of the patents referred to by the Examiner. An 
examination of the records of this Office, however, shows that the title 
to the 1875 patent is in Horlick's Food Company, of Bacine, Wis. In 
reference to the second patent it is somewhat suggestive that the 
applicant states that it commenced the use of the words in question 
in January, 1882, which was just about the time when the application 
for the second patent referred to by the Examiner was filed, and the 
patent relates to a food for infants and a process of preparing the 
same, while this trademark is sought for a food preparation for infants 
and invalids. I apprehend that in order to bring the case within the 
authority of the Singer Mfg. Co, v. June Mfg. Co., supra^ it is not neces- 
sary that the pajtents should be owned by the party putting out the 
article under the identifying or generic name, but that it is sufficient 
if such name is given to the patented article with the consent, either 
express or tacit, of the inventor. It is not necessary, however, to 
decide that question at this time nor to institute an investigation 
into the fact of what connection, if any, there is between the patents 
referred to and the ]»reparation put out by petitioner under the term 
<* Malted iMilk." 

The action of the Examiner in refusing registry is affirmed. 
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Ex PARTE Olive Wheel Company. 

Decided September IS, 1S9S. 

H O. G., 1871. 

Tradk-Mark— "Ouvk" for Bicycles—Color. 

Tbo word ''OliTo'' refused registration as a trade-marlc for bicycles, as the 
^ord simply indicates the color of tlie bicycleH manufactured by the applicant. 

On Petition. 

TRAPK-MARK FOR BICYCLES. 

Application for registry filed April 16, 1898, No. 55,622. 
MessTH, E. Laass <£r Co. for the petitioner. 

DuELL, Commiss%o7ier : 

Applicant seeks to register as a trade-mark for bicycles the word 
<^ Olive" and has taken an appeal from the action of the Examiner in 
refusing registration. The grounds given by the Examiner for refusing 
to register the mark are that the word is the salient feature of appli- 
cant's name and also that it is an ordinary surname. 

Irrespective, however, of these objections, an examination of the 
record discloses a fatal objection to the registry. It is stated that the 
word "OKre" simply indicates the color of the bicycles manufactured 
by the applicant. It is well settled that color alone does not constitute 
a trade-mark. If a manufacturer were allowed to monopolize by trade- 
mark the color of the package in which his goods might be wrapped 
or the color of the paint or enamel applied to them, then legitimate 
competition would be seriously interfered with. A manufacturer of 
bicycles may paint or enamel his bicycles any color which he may select; 
but such selection will not take that color from out the public domain, 
and any other manufacturer will have an equal right to use the same 
color. This right being a common one, no manufacturer can exclusively 
hold the right to any color as against others, and if one paints or 
enamels his bicycles white, yellow, blue, green, or olive he has a right 
to designate them by the color employed. Attention is called to ex 
parte Landreth (G. D., 1885, 90; 31 O. O., 1441) and FleischfMnn v. 
Starieyy (25 Fed. Rep., 127.) 

The Examiner being correct in his action, it is affirmed. 



Shebwood v. Houton, Oato & Company. 

Decided May t8, 2898. 

84 O. Q., 2018. 

1. Tradr*Mark— Intrrfrrrncb— Date of Adoption and Usb Srt Up in Statk- 

MKNT — WBICUT to UB GlVKN TO TksTIMOXT SUOWlNtJ EARLIER UhR. 

. Where a ru<;i8trant sets up iu bin statement that be bas ukoiI a tnule-mark 
fh>m a certain date nnd thn t<*stimony offered in an interferenro proceeding 
ahoifs an earlier date, Held that Auch testimony may be coiisidered and such 
weight given to it as may be proper nnder tbo.circnnistancea of the case. 
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2. Samk— Rrgistisring Mark ix Face ok Puior Kkgistkred Mark. 

The Patent Office should uot register a tr . de-mark iu the {:\vo of a prior re<;i9- 
tration of the same mark for exactly the same class of goods unless the prooN 
ore so clear and convincing that ti) rufase to dn mo would work an injnstico to 
the applicant. 

3. Samk — PowKR OF Patent Office in- Kkfkrknck to Trai>b-Makk. 

The Patent Offire cannot confer the right to a trade-murk npon an\ one, nor. 
on the other hand, can it take away such right. Uh powers iu refereurc to trade- 
marks arc very limited and entirely dift'crent from its powers in reference to the 
grant of patents. That dilTerenco is ckarly set forth by the Court of Appeals in 
the District of Colnmbia in the case of Kinste'm v. 5afrfci7/, (1-. D., 18JI3, 677; liT* 
O.G., 1918.) 

4. Same — Intkrfbrrnck — ** Royal" for Salad-Drkssino— Priority. 

As the proofs do not show 1>eyond a reasonable <lonht that Slierwo4>d was the 
lirst to adopt and nse the word ''iioyal*' as a trade-mark for sal»d-dr«*ssiiig, tho 
decision of the Examiner of Interferences in awarding priority to hint is reversed. 

Appeal from Examiner of luterfereiu^es. 

trai»k-mark for pkjklkh, ktc. 

Application of Charles K. Sherwood fileil May 19, 18.07. No. 53,075. 
TradoMark No. n,0:i3 registered to Horton, Cato & Company Novem- 
ber 11, 1884. 

Mr. W, B. Hutekinmn nn<l Messrs. Davis ct havis for Sherwood. 
Messrs. Parlcer & Burton and Mr. L. S. Ba4ion for Horton, Cato & 
Company. 

DUELL, Com m issioner: 

This is an ap|)eal by Horton, Cato & Company from the decision of 
the Examiner of Interferences awarding piiority of adoption and of 
right to the mark in issae to Sherwood. The mark in dispute is the 
word ^'lioyaP' for salad-dressing, and the question to be determined is 
which of the parties in controversy has the paramount claim to the 
rights create<l by the statutes of the United States relative to the reg- 
istration of trade-marks. 

In deterniining. the questioii of priority of adoption and the right to 
the mark we are met on the threshold with the (luestion whether or not 
the registrants are in their proofs held to the date of adoption alleged 
in the statement filled with the application u[>oii which the trarle-mark 
was registered. It api^ears that on October 9, 1884, Horton, Cato & 
Company registered the mark under the No. 11,63.S. Their statement 
filed with the application set forth a use in their business '* since 1882«'' 
The Examiner of Interferences held that by reason of a certain ruling 
of the Assistant Commissioner they are restricted to that date. It 
appears that after the institution of these proceedings they moved to 
amend the statement as to the date of adoption and nse of the trade- 
mark which accompanied the application for registration. Their motion 
was denied by the Examiner of Interferences, and on apiieal to the 
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Oommissioner that ruliag was affirmed npoti the groands that the cer- 
tificate of registration could not be amended and that the showing 
made did not afford a sufficient basis for then holding that the pro- 
posed amended statement be received as a basis for the acceptance of 
testimony showing an earlier date of adoption and use. 

I think the Assistant Commissioner properly held that a certifl- 
cate of registration given under the seal of the Office is not open to 
amendment. His farther holding that upon a proper showing appli- 
cants for the registration of trade-marks shoald be permitted to amend 
their statements is equally sound. I do not, however, consider that 
his refusal to allow an amendment to the statement, based upon the 
ground that no sufficient showing to warrant the amendment was-made, 
precludes mc from considering the testimony adduced on behalf of the 
Horton-Cato Manufacturing Company, the present owners of the regis- 
tered mark, showing an earlier date of adoption and use of the trade- 
mark by their predecessors than that set forth in the original statement. 

Trademarks are often registered in this Office which have been in 
use for many years prior to the date of application for i*egistration, and 
very often such applications are made not by the original parties, but 
by those who have lawfully acquired all rights to the use of the trade- 
mark. In such cases it is often difficult to give the earliest date of 
adoption and use, and there is no question but that in suits pending 
in courts of equity to restrain the alleged infringement of a trade mark 
the parties to the controversy would be i>erniitted to prove the earliest 
date of such adoption and use, and, if necessary, be allowed to amend 
their pleadings to conform to tlic proofs. Whatever courts of equity 
of the United States would permit in such controversies must he per- 
mitteil by this Office, because it is so expressly provided by the act of 
1S81. Section 3 of that act in part reads as follows: 

* ^ ^ and in Hiiy diapato Iwtween ao ApplicsDt an<l a previous registrant, or 
between applicants, ho (roferring to t lie Commissioner of Patents) shall follow, so 
far as tho same may bo appiioable, the praotico of the oonrts of equity of the United 
States in analogous oaAcn. 

I am aware that Itule 13 of the rules adopted by this Oftice for the 
registration of trademarks under the act of March •% 1881, states: 

* * * bnt each applicant and registrant will be held to the date of adoption 
alleged in the statement Hied with his application. 

The Assistant Commissioner in the decision of the motion above 
referroil to, referring to this rule, thus construed it: 

linle 13 was intendetl nieri'lj as pointing out what paper should be looked to in 
determining the date which a party would bo permitted to prove, Jnnt as Rnlo 110 
of the Rules of Practico refers to the preliminary statement in applications for 
patent*, and not as prohibiting any change in that date by amendment. 

If the rule were construed to mean that there was no right to 
amend the statement in any event, then the rule would be in conflict 
with the statute. I am clearly of the opinion that the registrants are 
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not limited to a date *^ siuce 1882," but that the testimony offered by 
fhem showing an earlier date may be eonsidered and such weight given 
to it as may be proper nnder the circamstances of the case. 

Tl^e testimony offered on behalf of the Horton-Oato Company is 
claimed by their counsel to show that the word ^'BoyaP as a trade- 
mark nsed with <^ Worcestershire Sauce'' was adopted in 1876; that in 
1878 Mrs. Gato, the wife of Oato, who was one of the partners of Hor- 
ton & Gato, one of the predecessors of the present owners of the 
registered mark, moved from Ganada to Detroit and there soon after 
personally took part in the manufacture by Horton & Gato of salad- 
dressing, which was offered for sale and sold by them nnder the teide- 
mark ^^Boyal." She testifies that the first labels, reading ^^Boyal 
Salad Dressing," were printed by themsdves on a hand-press and that 
she continued her connection with the business until some time in 1893. 
Mr. Horton withdrew in 1879 and Mr. Gato died in 1884, and soon 
after Mrs. Gato formed a partnership with a Mr. Eichhorn and contin- 
ued in partnership with him until 1893, when the Horton-Gato Manu- 
facturing Gompany was organized to continue and has since continued 
the business. Mrs. Gato testifies that very little was sold at first; that 
it was put up in an experimental way; but that the sales increased, 
and that to her x>6r8on;il knowledge down to the time the corporation 
was formed the Balad-dressing was put on the market, she helping to 
bottle and label it. 

On cross-examination she testified that she moved to Detroit about 
August, 1878, and some two or three months thereafter the manufac- 
ture of the salad-dressing was begun. It was put up in small bottles 
marked << Royal Salad Dressing," and some of it was sold to the trade 
in Detroit, but none outside of Detroit until, speaking fh>m memory, 
the early part of 1882. From 1884 to 1897, inclusive, Horton, Gato & 
Gompany and their successors in business sold over thirty-seven thou- 
sand cases. 

Mrs. Garoline S. Hunter testified that in 1878 she knew the Gates 
and that during that year she had from them some of the salad-dress- 
ing. This salad-dressing was put up in small bottles, of which she 
thinks she had three or four. The date of 1878 is fixed by the fact that 
during that year her husband had the steamer Kewenatp^ and the year 
that he had it was the one in which the Gatos moved next to them. 
On cross-examination she testified that the labels on the botties eon- 
tained the word ^^Boyal" on ^'littie narrow labels." Her husband tes- 
tified that he owned the Kewenato from about February to about 
September, 1878, and took his wife a trip on the boat, as stated by her. 

S. J. Kenyon testified that he had knpwn the Gatos for about sixteen 
years; that Gato was making the salad-dressing when he first knew 
him; that the labels in use were ordinary bottle-labels, printed by a 
hand-press, and bore the words <^ Royal Salad Dressing, manufactured 
by Horton, Gato & Go., Detroit, Mich. ;" that being a printer he partic- 
ularly noticed the labels. 
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Corroborative of the other testimony is thnt of J. Charles Eichhorn, 
who testified that when he became acquaiuted with the basiness of the 
Catos in the fall of 1882 he saw bottles of salad-dressing labeled with 
the word or mark << Boyal.^ His testimouy, however, mostly relates 
to the basiness after he became interested in it in 1884. 

While recognizing the fact that testimony relating to the dates of 
remote events is very apt to be unreliable where no writing is produced 
tending to refresh the memory, I am more inclined to give weight to 
such testimony when it is given to support a long-established and 
largely develoi)ed business than when it is given for the purpose of 
overthrowing vested interests. Taken as a whole, I believe that the 
testimony warrants me in finding that the owners of^the registered 
mark are entitled to a date of adoption and use of the mark in contro- 
versy for salad-dressing not later than the latter part of 1878. 

The proofs on behalf of Sherwood - as to the use of the mark for 
salad-dressing are very meager. Aside from his own testimony there 
is nothing showing the use of the mark by him for salad-dressing 
before the latter part of 1882, and that does not clearly show more tliau 
that the salad dressing was sold as << Royal." It is true labels were 
purchased in the spring of 1882, but no sufficient proof of their use at 
that time is given. 

Giving Sherwood the benefit of every doubt, he does not claim an 
earlier use of the mark *' Boyal" for salad-dressing than April 13, 1882, 
and as to the use of the mark at that time he is not corroborated. 
This early date depends entirely upon his own testimony, and the first 
corroboration as to the sale of any salad-dressing is what may be 
gathered from the testimony of E. T. Estabrook, who testifies as to the 
purchase of the ^^Boyal Salad Dressing" from Sherwood on September 
5, 1882; but he does not testify that the goods were so labeled, and it 
is only gathered firom his testimony that they were so billed. The 
proofs show that the use of the mark by Sherwood in connection with 
salad-dressing has been very limited. Covering the period of sixteen 
years the sales aggregated less than two hundred cases. The Examiner 
of Interferences in his decision seems to give weight to a statement 
made by Sherwood's counsel and from that statement infers that other 
sales could have been shown; but the fact remains that no other sales 
were shown. Sherwood's case must stand on testimony, not on state- 
ments by couusel. 

Upon the whole, I am not persuaded that Sherwood's proofs are suflS- 
cient to overcome the. presumption arising jfh>m the early registry of 
Horton, Cato & Company. Sherwood waited nearly thirteen years after 
that registry before seeking to register the mark, and during eight of 
those years Sherwood had knowledge of the claimed right of Horton, 
Cato & Company, if the testimony of Eichhorn is to be believed. 

Eichhorn testifies to a conversation with Sherwood in which be told 
Sherwood that they had the brand ^' lioyal Salad Dressing." Sher- 
woo<l docs not deny that the conversation detailed by Bichhorn 
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occurred, bat saya that he does not remember it. Furthermore, the 
proofs offered by Sherwood do not show sach use of the mark as leads 
me to conclude that the public at large, even where his goods have 
been sold, have any settled conviction that the goods so marked are 
manufactured by him. lu other words, his right at best is limited to 
use arising ttom selection rather than firom actual occupation of the 
market. 

I do not think that the Patent Office should register a trade-mark in the 
face of a prior registration of the same mark for exactly the same class 
of goods unless the proofs are so clear and convincing that to refuse to 
do so would work an iiyustice to the applicant. In the case at bar the 
proofs of adoption and use are not so clear and convincing as to war- 
rant me in granting the registration to Sherwood; certainly not until 
he has proved his common-law right to the trade-mark in a court of 
competent jurisdiction. So far as the reconl shows he has made no 
such attempt, and when he has, and has proved his right, will be time 
enough for this Office to register his mark. The Patent Office cannot 
confer the right to a trade-mark upon any one, nor, on the other hand, 
can it take away such right. Its xx>wers in reference to trade marks 
are very limited and entirely different from its powers in reference lo 
the grant of patents. That difference is clearly set forth by the Court 
of Appeals of the District of Columbia in the case of Einttein v. Saw- 
killj (C. D., 1893, 677; 65 O. (I., 1918,) in which the Court said: 

Patent rights are practically the creation of the Federal Conetitntlon an<l of Fed- 
eral legislation based npon it. . Hence it is important that the Federal Gov«riinieat 
should determine, not only by the Mlministrative processes of the Patent Office, bnt 
likewise by judicial investigation and rsTiew at as early a stage as possible, wliether 
snch rights actually exist, and to which of the rival contestants they actually apper- 
tain. On the other hand, if the subject of Trade-Marks is at all within the scope of 
Congressional legislation, SYcn under the modified form of the act of 1881, it is plain 
that no snch legislation can oust the States and the State tribunals of their general 
jurisdiction of that subject. Such controversy as may bo carried on in the Patent 
Office under the act of 1881 is controversy as to the evidences of the right, not as to 
the right itself. The right is not created by the Fecleral Government, and does not 
emanate firom it, as do patent rights, and all that Congress has sought to do is to 
provide a recording act of i^ very limited character, the better to evidence the own- 
ership of the right. There is, therefore, a very great diflTerenoe in the relative value 
and importance of patents f(ir new and useful inventions and the scarcely more than 
ministerial business of the registration of Trade-Marks; and there is good reason 
why Congress should have authorized judicial action by way of appeal in reference 
to the former and denied it with reference to the latter. 

In the view which I take of the case at bar it becomes unnecessary 
to pass upon any other question presented and ably discussed by coun- 
sel. Not being convinced that the proofs show beyond a reasonable 
doubt that Sherwood was the first to adopt and use the word " RoyaP 
as a trade-mark for sala<l-dressing, the decision of the Examiner of 
Interferences in awarding priority to Sherwood is reversed. 



DECISIONS OF THE COMMISSIONER OF PATENTS. <>35 

Ex PARTE A. Stein & Co. 

DecUled September I'u LSfJS. 
a5 O. G., 147, 

1. Tiiai>e-Mauk~Ob.ikitioxable statemknt of Essential Featirk. 

A Btatenient of »n allegml essentiiil feature of a trade-mark in the following 
form is objectionable an«l must be canceled before the mark can be re<;iKtered : 
'^iither in identity and entirety as horeiubefore described and .as illustrated in 
the accompany in*; facnmile or to such extent and in such near resemblanci^ 
thereto as might be calculated to mislead and deceive the pnblic/* 

2. Samk— Samk — CoMi'LYixr. with Rulks of thr Office. 

Tho OfKcv re;^nlation that an applicant should particularly discriminate 
between tht) essential and uon-essential featnres of his trade-mark is made in 
rouforiiiity with the statute, is reasonable, and is made in the interest of appli- 
cants aU'I tho Ottice, and it must be complied with. 

3. Same— *' UxcLR Sam'* kou Gakteus— VXTicirATiox. 

The words " Uncle S.-im '' and a representation of tht« figure conventionally 
known as ''Uncle Sam" refused rej^istration as a trade-mark for garters on a 
registered mark consisting of the words "Uncle Sam" and the conventional 
figure of "Uncle Sam/' for wearing-apparel for men i^nd boys, the partienllsr 
description of gocjds being clotliing of all kinds. 

4. Same — Same — CiJ^ss of Guodjs. 

Where an applicant intendn to cover a class of go<Ml8 broacUy, it is unnecessary 
to mention every particular description of ^oods comprised in such class. 

On Petition. 

rUAi>E MAKK Fi»Il (iAKTF.US. 

Application for registry tiled November 10, 1897, No. 54,559. 

MesHrft, Pierce cfc Fisher for the applicanta. 

DUELL, CommiHHioiier : 

This 18 a petition froui tUe adion of tlie Examiner in refusing regis* 
tration of tbe wonls ^* Uncle Sanrs** and a representation of the figure 
conventionally known as "Tnch^ Sam" as a trade-mark for garters. 
Tho Examiner lias nucule objection to the form in which the alleged 
essential features of tho mark are set forth. That part of the statement 
objected to is the following: 

either in identity aiul entirety v^ hereinbefore <lef»cril>ed and as illustrated in the 
uccom]»nn>'inj; /ac«i)ii{7(! or to HMcli extent and in such near resemblance thereto as 
might 1»o calculated to mislead and de(!eive tlie public. 

Notwithstanding the argument of applicants' attorneys I agree with 
the ICxaminer and believe that his objection is well founded. Certain 
regulations have been promulgated by the Office, and among them is 
tho roquiremout thnt the application should particularly discriminate 
between the essential and non-essential features of the alleged tra<le- 
mark. Section 12 of tho trade-mark act of 1881 authorizing the regis- 
trati<ni of trade-marks provides — 

that the Commissioner of Patents \a anthorixed to make niles and regulations and 
presi'ribe forms for the transfer of the rigiit to use trado-mark* an«l for recording: 
such transferH in his OtHoe. 
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The regulation above referred to, made iu conformity with the statute, 
i.s rea^nable and is in the interest of applicants and the OiBce. It is 
for the court to decide in each* case whether or not a marlc claimed to 
be au infringement of a registered mark is "in identity and entirety" 
similar to the registered mark as illustrated in the facsimile required 
by the statnte to be filed or whether it is calculated to deceive and 
mislead the public. 

The objectionable clause inserted in applicants' statement can add 
nothing to the strength of their position if they should be compelled to 
protect any supposed right by recourse to the court. In any event, 
before the alleged trademark can be registered the objection of the 
Examiner must be removed by cancellation of the objectionable clause. 

The Examiner has found the trade-mark anticipated by the registered 
trade-mark of Farnsworth, No. 25,9(>0, of February 5, 1895, for the 
words " Uncle Sam" and the conventional figure of " Uncle Sam." An 
examination of this registered trade-mark discloses that the registrant 
adopted it for use as a trade-mark for wearing apparel for men and 
boys and that the particular description of goods comprised in such 
class on which it is used is clothing of all kinds for men and boys. It 
is apparent that the registrant intended to cover the class of wearing- 
apparel used by men and boys. In view of the decisions, both of tlie 
courts and of the Oflice, I am of the opinion that where an applicant 
intends to cover a class broadly it is unnecessary to mention every par- 
ticular description of goods comprised in such class. {Smith et aL v. 
Beynoldg & Jacobs^ 3 O. G., 214 j ex parte Boekm cD Co., C. D., 1875, 
103; 8 O. O., 310.) Under these decisions I think that the registrant 
would be protected by the courts in the use of the trade-mark when 
applied to garters. 1 think, therefore, that the applicants are anticipated 
by the present registration. {Ex parte Manny it' Co., 1 7 MS. Dec., 455.) 

It may be that the registered mark is not in use or that its owner has 
not used it and does not care to use it in connection with such articles 
as garters. I think it would be proper for the Office to register the 
mark if applicants should file a written statement from the registrant 
evidencing his consent. As the case stands at present, the action of 
the Examiner is affirmed. 



Ex PARTE Flint and Wallino Manupactithino Gompanv. 

Divided Sejttember U, 2.SAV. 

SoO. (i., UK 

1. Tradk-Mahk— **r. s. Staii" kok \Vim».mii.Ls a.\i» Tanks— .ANTK:ri»ATiON. 

A (rade-mark for witi<liniIlH aiul taiikB, cpusiBtiii^ of a picttkrial Kyiubol of a 
8t»r with a wiiulniill in tlie center, rofiinod regiKtratiuii on a prior rei^istered 
mark for winilniilla aud tanks, thu essential leatare or which ih the worti -symbol 
"U. 8. Star/' there being also shown in the facaimiU of the registered mark and 
referred to in the statement thf. symbol of a star. 
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2. Samb — Samb— Beoistsrikg Mark Simiijlu to a Prior Reoistbred Mark. 

The OflQce ought not to register a mark bo similar to the one already registered 
for the same class of goods. If the registered mark set forth that the essential 
feature was the word '* Star" or symbol of a star, irrespective of any aocessories, 
the question would be entirely free from doubt. 

3. Samb—Bobdbr-Linb Case— Benefit of Doubt to Rbgistraxt. 

In a border-line ease the benefit of the doubt, so far as the Pateut Office is 
concerned, should be given to the owner of the registered mark. 

On Petition. 

TRADR-MARK for ACtRICULTl'KAL AN1> 1K)MRATIC IMPLEMBNT8. 

Application for registry tiled April 20, 1898, No. 65,646. 

Messrs. Ouipin it- Denny ami Mi\ 1\ -1. Lehmann for the applicant. 

DuELL, Commissioner: 

Applicant seeks to register as a trademark for windmills and tanks 
the pictorial symbol of a star with a windmill in the center. The 
Examiner has rejected the application ui)on the registered mark of 
O. 6. Stowell, No. 13,097, registered March 9, 1886^ for ^Yindmills and 
tanks, the essential feature of which is the word-symbol '^ U. 8. Star." 
There is also shown in the facsimile of the registered trade-mark and 
referred to in the statement the symbol of a star. 

It is strenuously contended on the part of the applicant that the 
rejection is not well founded, because there is an essential difference 
between the marks and the statute only prohibits the registry of a 
tnule-mark identical with a prior registered mark. The prohibition is 
broader than stated by applicant's counsel, for under the statute no 
alleged trade- mark shall be registered — 

which BO nearly renembh's aoine other person's lawful trade-mark ae to be likely to 
caiine confnsiuu or mistaki' io the luiud of the pnblic, or to deceive purehaaers. 

Notwithstanding the applicant's argument, I cannot escape the con- 
viction that the OHice ought not to register a mark so similar to the 
one already registered for the same class of goods. If the registered 
mark set forth that jtbe essential feature was the word or symbol of a 
star, irrespective of any accessories, the question would be entirely 
free from doubt. 

It is quite true that a court with proper evidence before it might come 
to the conclusion that windmills and tanks put out under the registered 
mark were known under the designation '^U. S." rather than ''Star" 
and that the articles put on the market by these rival manufacturers 
were so distinguished one from the other by the acts of the parties and 
their methods of advertising the same that the public was not deceived 
and readily recognized the distinction between the marks. At first 
thought I was so inclined to hold, but after more mature consideration 
I do not think the mark should be registered. It is a border-line case; 
but I think the benefit of the doubt, so far as this Office is concerned, 
should be given to the owner of the registered mark. 

The action of the Examiner is therefore affirmed. 
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Kx PAETE Flint and Walling ^Ianufacturing Company. 

htviiUd September U\ IS9S, 

85 O. (;., 148. 

Tkade-Mark—Symdol of a Stau with Otheu Kkati-rks kou Windmills and 
Tanks— AxTiciPATiox. 
A bymbol of a live-poiiite<l Btar with the letters of tho word ''Steer* inserteil 
between the rays or poiots aud the moiiograiji F W, and the word *'l'o." id:uH*<l 
upon a small five-poiat^jd star which forms the ceiit'Cr of the 1ar;;er one, and 
which two stars, the monograiUi and the word ** Steel" arranji^ed armiud the 
rircimifereuce of tlie larger star, form the materia] parts of the tra<le-iuark, 
refused registration on a prior registered mark, the essential features of which 
are the letters '^U. S." and the word **Star" or the symbol of a star. 

On Petition. 

TKADK-MAKK FOlt AQIUCULTURAL AN1> 1H>MKSTIC IMPLKMKNTS. 

Application for registry file<l April 20, 1898, No. 55,647. 

Messrs, Chapin dr Denny and Mr. I\ A, Lehmann for tiie applicant. 

DUELL, (Jommissioner: 

Api>li(*aut i)etition8 from the refusal of tbe Examiner to register as 
a trade-mark for windmills and tanks a symbol of a five iK)inte<l star, 
with the letters of the word "SteeP' inserted between the rays or i>oint8 
and the monogram ^'F W" and the word "Co." placed oi>ou a small 
five-pointed star which forms the center of the larger one and which 
two stars, the monogram, and the word " Steel," arranged around the 
circumference of the larger star, fonn the material parts of the trade- 
mark. 

This mark is rejected on the prior registration of O. 6. Stowell, No. 
13,097, dated March 9, 1886, for windmills and tanks, the essential 
features of which mark are "the letters 'U. S.' and the word 'Star' or 
the symbol of a star." 

The action of the Examiner in refusing registration must be affirmed 
for the reasons stated in the decision on the appeal of this applicant 
in application. Serial No. 55,646, this day rendered. 



Ex PARTE MclNNKKNET. 

Decided September SI, IH^, 

85 O. 6., 148. 

L Tbaok-Mark— '' CHSWIE4 "—Anticipation. 

The action of the Examiner refusing to register the word ''Chcwies*' a» a 
trade-mark for confectionH, in view of tho prior registereil mark "Chowso** for 
chewing-candy, affirmed. 

2. Same->Similarity of Orthogkaphy and Soi:ni>. 

It is not neceaaary that a word to ho an iiiitieipatioii inuat be written like and 
■oand like a mark aought to bo registered. 
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S. SaMB— "DXWKY'H CUKWIBS'^— Amkni>mknt. 

Where the applicftut petitiona that if the wonl ''Chowies'' be refueed regis- 
tration ho may be allowed to amend by prefixing the word ''Dewey's/' so that 
the mark will read ''Dewey's Chowios/' Held that there hi uo good reasou for 
permitting him to add other features uot disoioeed in the statement. 

4. Samk— "Dkwby"— Namr of a Cklbbritv. 

Whether or not the word "Dewey" is an ordinary surname or has become 
fanciful and romantic, it should not be registered as a trade-mark, as no one has 
the right, without the consent of Dewey, to appropriate his name as a trade- 
mark on the ground that a living celebrity is entitled to protection from the 
ordinary trader. 

On Petition. 

TKADK-MARK FOR CONVKCTIONS. 

AppHcatioii of Tbonia» H. Mclunerney fileil May 16, 1M8, No. S5,787. 
Mr. J, Walter Douglass for the applicaut. 

DUELLf Commissioner: 

Applicant petitions from the action of the Examiner in refusing re|;- 
istration of the word <*Ohewies" as a trade-mark for confections of the 
marsh-inalloir and cream or molas^ses tyi)e. He further i>etitiou8 that 
in ca.se the word ^'Chewies^' is held not registrable he may be i)ermitted 
by amendment to prefix the woi*d '^ Dewey%^ so that the mark will be 
^' Dewey's Ghewies/' either with or withoat a paraph about and under- 
neath the xford ^ketcies. 

The application as presented stands rejected upon the trade-mark of 
the Chicago Candy Company, No. 28,691, July 28, 180G, for the word 
^'Chewso^' for chewing-candy. The applicant insists, as I understand 
hit contention, that a word must be written like and sound like a reg- 
istered tnule-mark in onler that the registered mark be a i)ertinent 
reference. I cannot agree with this contention. Were applicant cor- 
rect| it would never have been held by the courts that <^ Sapolio^' was 
infringed by the use of the word '* Saponiti," ^^ Celluloid" by the word 
^'Cellonite,'' and ''Chatterbox'^ by '' Chatterbook." The differences 
between the words above quoted are uo greater than between the words 
^'Chewso'' and ''Chewies.'' I am therefore of the opinion that the 
rejection is well founded. 

The change which the applicant seeks to have made by amendment 
in the mark as originally filed is one that the Office has several times 
nded ought uot to be i>ermitted. It would require a new drawing and 
a new statement. In ex parte Calvert Jk Brother {post^ 646; 85 O. O., 
288) the Commissioner said : 

1 do not think it good praotice to permit anch a ehange to be made in what is set 
forth as the essential feature of a trade*mark as might make the statement aa to the 
peH^ of nse not apply to the new mark. 

But whether the length of time of use would apply to the amended 
mark is not entirely controlling. It might apply withoat making the 
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amendmeDt one proper to be permitted. Applicant has sought to reg- 
ister the word ^< (Jhewies,^ and when that is rejected on reference there 
is no good reason for permitting him to add other features not disclosed 
in the statement. I do not think the amendment is a proper one to be 
made. 
Applicant states that— 

Dewey's is not an ordinary aamame. 

I oan hardly agree with him that — 

after the OTente at Cavite and Manila culminating in the naTal rietory of May 1, 
1$SS, "Dewey" ceased to be an ordinary snmame and became historical, fanciful, 
and romantic — 

and therefore registrable. However this may be, it is unnecessary at 
this time to decide whether or not under the circumstances stated the 
name '^ Dewey" is registrable. I cannot, however, refrain from express- 
ing the opinion that even if it be registrable no one has the right with- 
out the consent of Dewey to ap]n*opriate it as a trade-mark. A living 
celebrity is entitled to protection from the ordinary trader. 
The decision of the Examiner is affirmed. 



Ex PABTE DALSIMEB & SONS. 

Decided September SH, ISSa. 
85 O. a., 149. 

TBADB-MaRK— " DAL81MKR"~8UttNAMK. 

** Dalsimer/' the Bumame of applicants, refused registration as a trade-mark 
for bicycles and parts tbereof *uii the ground that an applicant has no right, 
under the statutes, to register bis surname as a trade-mark. 

On Petition. 

TRADS-MARK FOR BICYCLB8, STC. 

Application of Sylvan Dalsimer & Sons for registry filed June 14, 
1898, No. 55,032. 

Me$$rs. Wieder$heim df Fairbanks for the applicants. 

DU£LL, Commissioner: 

Sylvan Dalsimer & Sons, a firm, seek to register the name <<I>al- 
simer^ as a trade-mark to be used for bicycles and parts thereof^ and 
appeal from the action of the £xaminer refusing registration. 

Applicants seek to register their samame, and by theur appeal 1 am 
asked to ignore the statute, overturn a well-settled rule, and reverse 
the Supreme Court. Section 3 of the trade-mark law, approved March 
3, 1891, expressly states that no allege<l trade-mark shall be registrar 
'^ which is simply the name of the applicant.'' 
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lu Brown Ohemieal Oo. v. Jfayar (C. D., 1S91, 346; 55 O. G., 2S7; 139 
U. 8., 540) the Court said : 

It is hardly neoeasftry to say that an ordinary surname cannot be appropriated as 
a Trade-Mark by any one person as against others of the same name, who are nsing 
it for a legitimate porpoae. 

The same Court, in the later case of Oolumhia Mill Oo. v. AIcotHj 
(O.D.y 1803,672; 650.G., 1916; 160 U. S.,460,) after referring to the case 
of Amo$1ceag Mfg. Oo. y. Spear j (2 Sandf., 599,) in which it is laid down- 
that no one has a right to appropriate a sign or symbol whiob, from the nature of 
the fiiet it is need to signify, others may employ with equal truth, and, therefore, 
have an equal right to employ for the same purpose— 

said: 

It is upon these principles that a person may put his own name upon his own 
goods, notwithstanding another person of the same name may, in that name, mana- 
ikotnre and sell the same or similar articles. 

The general rule as to the appropriation of a surname by its bearer 
has been upheld in nearly all of the State courts. For example, in 
Koffers v. Sogers (53 Conn., 121) the Court in stating that there was no 
authority or reason to support the doctrine that the fair honest use of 
a surname can be enjoined said: 

Such a rule would operate in restraint of trade, and prohibit a person from using 
the ordinary means that all are entitled to use in the proseoution of business enter- 
priseSy that such use contains no element of false representation or personation in 
any Just and true sense, and that, though it may be true that a possibility exists 
that the goods of one will be purchased to some extent by persons wbo either Icnow 
no distinction or even by the occasional few who suppose them to l>e the goods of 
another; this condition of things is inevitable in trade and eommeroe, inherent in 
the niituTS of things. 

In the later case of William Rogers Mfg. Co. v. Simpson (54 Conn., 
627) the Court said: 

The law also gives to a manufacturer the right to use his own name as a marlc 
apon his own goods, although it l>e the same as that of another manufacturer of 
similar goods who has previously made his name a part of his own trade-mark, if 
in such use by the former there is no false representation. 

Clearly applicants have no right under the statute or^ in the absence 
of any statutCi under the well-settled rules of law applicable to the 
subject to register their surname as a trade-mark. If the surname is 
unlawftaUy used^ even by one born to the name, the courts do not hes- 
itate to prevent such unlawful use. ( WalterBaker dk Oo. v. Sanders^ 
C. I)., 1897, 820; 80 O. O., 1476; 80 Fed. Bep., 894.) 

The decision of the Bxaminer of Trade-Marks is affirmed. 

12782 41 



642 DECISIONS OF THE COMMISSIONER OF PAl 

Ex PASTE MAGDONALD. 

7>MtiMi SppUmher S7, 1898, 

85 O. 6., 150. 

Tkadk-Mark—^Non-Tox"— Anticipation— Abahdokmbnt— Doubt in Favor ov 
Applicami. 
The word <'Noq-Tok" m a trade-oiftrk for '< Carbonated Boot and Harb 
Extract" waa refaeed registration on a prior trade-mark for a certain medicinal 
tonic to romovu the vf)'ect» of intoxication, the eeeential feature being the word 
'^ Anti-Tox." It wiiM bIiowu that the registered mark had become abandoned. 
Held that the dilt'erences in the marks, the difTerenoes in the articles to which 
they are intended t<i be applied, and the registered mark having become aban- 
doned, wonld warrant giving the benefit of the donbt to applicant and aUowing 
registration. 

On Petition. 



TRAI>K-MARK POK MKDICINAL HKVKRAGKH. 

Application of Norman J. Macdonald filed Jane 6^ 1898, No. 5o,891« 
Mr, A. V, Cushman for the applicant. 

DiiELL, €(mimi8»ioner: 

Applicant seeks to register the oompound or hyphenated word **No&- 
Tox" as a trade-mark for a class of goods termed ^^ carbonated root and 
herb extract.'' The application stands rejected on reference to the prior 
registered trademark of Eileuberg, No. 11,583, dated October 21, 1884, 
for a class of goods termed 'f medicinal liquor or tonic for the speedy 
removal of the effects of over- indulgence in drink.^ The essential fea- 
tures of the registered mark are the words ^< Anti-Tox, the three con- 
secutive circles, one shaded red, with the ^TOX,' the ant, and eye." 

The marks are not identical, nor are they applied, strictly speaking, 
to the same class of goods. There is, however, a certain resemblance 
between them which might cause confusion 6r mistake in the mind of 
the public or deceive careless purchasers, provided both marks were on 
the market. 

It was stated at the hearing that attempts had been made to discover 
whether the registered mark was now in use, and upon my suggestioQ 
an affidavit accompanied by letters firom leading drug- houses has been 
filed which tends very strongly to show that the i*egistered mark is 
dead. If this be so, it follows that there will be no confusion or mistake 
iu the mind of the public and that the public will not be deceived. The 
letters submitted are from three well-known and leading drng-honses, 
in one of which it is stated, in referring to <^ Anti-Tox:'' 

Wo do nut know the artiole, and never heard of it and never dealt in it. 

A second letter states : 

We have made inqairy among the drug-hoiiMes here, but were unable to find the 
article called ** Anti-Tox." It was in thiH market •ouie years ago, bat haa now gone 
at of uee. 
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A tbirtl letter states : 

AVe do not kiH»\v of thu urticle inqiiiictl for, mikI although \v» have iiiMle in<|iury 
coiireming it amon^ the trarle here, have failed to elicit any information. 

Ill view of the ciniuinstaiices, tbe diffmMices in the marks, the diller 
eiices in the articles to which they are intended to l>e applied, and the 
registered mark seeoiingly having been used but to a small extent and 
iHfing now unknown to the trade, I am inclined to give the benefit of 
the doubt to the applicant, and theretbre leverse the decision of the 
ICxaniiuer, 



Kx I'AKTK Pearson Touacco (k>Mi»ANV. 

hvcidrd April '-, ISUS. 
«5 O. (;., 287. 
TliAI>R-MAKK — \V<»KI> •' Kk1>" — COLOH OK Pa<:ka<4K <»k <Wk>i».s. 

Thi* word ''Red" refused registration as a trade-mark for suiirt, on the ground 
that neither the color alono of a packag«; nor tht« color alone of an article of 
coinnu*rco can constitute a valid trade-mark. 

On Petition. 

TKA1>K-MARK KOK >N(JKK. 

Application for registration filed March 12, 1897, No. 53,173. 
Mr, F. H. Hough for the appli(*.ant. 

1 ) r KLL. CmnrnxHsimier : 

This is an appeal from the decision of the Kxainiuer of Trade-Marks 
refusing to register the word '' Red" as a trade-mark for snutf. 

In ex parte Landretk (C. 1)., 188r>, 90; 31 O. G., 1441) the question 
under consideration was whether a red bag in which seed was packed 
could be registered as a trade-mark for seed. The authorities on the 
question of the use of colors for trade- marks were fully reviewed, and 
it was held that neither the color alone of a package nor the color alone 
of an article of commerce could constitute a valid trade-mark. With 
this holding I fully agree. If the snuff on which the word is used by 
api^ellant be red, the word describes the color of the snufi', and should 
therefore not be registered. 

Appellant, however, contends that the word does not define the color 
of the goods or of the package, but that it is used in an arbitrary sense 
and should be registered. The answer to this is that if the word do 
not describe the color of the goods, purchasers might be led to believe 
that it did, and would therefore be deceived, and for this reason the 
word should not be registered. 

A word to be used as a trademark mnst obviously be meaningless 
as applied to the goods, so as to be neither descriptive nor de<'eptive 
nor calculatexl to be either descriptive or deceptive. This word is not 
of that class and should not br registered. 

The deci.'^ion <»r the Kxaniiiinof Trade-Marks is atlirnied. 
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Ex PASTE Pabkeb, Holmes & Go. 

Decided May 11, 1898. 
85 O. G., 287. 

1. Tkadb-Mark or Ai>vbrti8inu Charactkb. 

A trade-mark shonld nut be registereil coutainiDg as an oasential fftatiiie 
thereof words of an advertisiug character. 

2. Thai >R-M ARK — Essential Fraturk. 

The statement of an applicant aH to what are the essential featnres of a trade- 
mark dooH not make them ho. The essential features are really what leod char- 
acter to the entire mark, and should be so considered. 

3. SaMB — "THB 0RKATB8T VaLUK FOR THK MoNBY." 

Where the applicant sought to register a trade-mark the essential featiiies of 
which aro stated to be '' the representation of a shoe and the words 'The Great- 
est Value for the Money/ appearing on scrolls placed adjacent to the said rep- 
resentation of a shoe," Held that the words form no part of the esMntial fsatars 
of the mark, and the mark should therefore not be registered. 

On Petition, 

TRADB-MARK FOR FOOTWBAR. 

Applicatiou for registration filed February 11, 1898, No. 55,117. 
Mesitrit. Macleitdj Oalver i& Randall for the applicauts. 

DuELL, CommiHitioner: 

Applicants are seeking to register a trade-mark the esnential featares 
of which are stated to be — 

the representation of a shoe and the wor<ls '*The greatest value for the money," 
appearing on scrolls placed adjacent to the said representation of a shoe. 

The Ezainiiier has based bis refusal to register the mark niM>n various 
grounds. He states that the symbol is the represeutation of applicants' 
goods, and justly criticizes the sentence quoted as part ot the essential 
features of the mark. In this oonuection he cites two prior registered 
marks as embodying substantially the same pictorial device. An 
examination of these pnor marks leads me to the conclusion that there 
are sufficient differences between applicauts* mark and those already 
registered to take them out of the ordinaiy rule that would be a basis 
for refusing registration on the ground that they were either identical 
therewith or so nearly resembled the other mark as to cause oonftision 
or mistake in the mind of the public or to deceive purchasers. I do not 
think that the objection taken to the common use of the symbol ia well 
taken. 

I am, however, inclined to uphold the (*onclusion of the Examiner for 
two reasons: first, that a trade- mark should not be registered contain- 
ing as an essential portion thereof words of an advertising character, 
such as employed by applicants and stated to be an essential part <rf 
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tbeir mark, and, Becoiid, notwithstanding the Rtatement that these 
words form a part of the essential features of the mark, I do not think 
that they do. The Examiner has made no objection to the statement 
embracing these words as a part ot the essential features; but I do not 
think that tlie statement of the applicants as to what are the essential 
features makes them so, but that the essential features are really what 
lend character to the entire mark and would be so considered. {Ex 
parte Metropolitan Watch Company, 44 MS. Dec., 272.) 

I do not think that the Office is justified in registering trade-marks 
which contain statements not well foun<led under the rule as to what 
the essential features are. The ordinary observer examining the alleged 
trade-mark would say that the essential features were tbe partially- 
laced shoe, inclosed by two concentric circles, and the words ^' Tarker, 
Holmes & Co.,'* with the word '^ Boston '' ]>laced between the two 
circles. On turning to the description of the trade-m>urk I find it 
stated: 

Onr trade-mark consists of a representatiou of a man's shoe, partially laced with 
the lace tied in a bow-knot and snrrounded by concentric circles, between which 
are placed the words ** Parker, Holmes & Co., Boston," with a star at each end of 
the word '* Boston." 

It seems to me that the essential features of the mark are set forth 
in the matter just quoted. Such mark I believe to be registrable, and 
it may be registered so far as anything to the contrary is shown by the 
rejection and reasons therefor of the Examiner. 

In including the firm-name as a part of the essential features of the 
mark I do not lose sight of the well-settled general rule that an ordi- 
nary surname cannot be appropriated as a trade-mark by any one per- 
son as against others of the same name who are using it for a legitimate 
purpose. {Brown Chemical Co. v. Meyer, O. D., 1891, 346; 65 O. G., 287 ; 
130 U. S., 540.) The courts would not hesitate to enjoin a firm of the 
same name carrying on the same business from placing uiK>n the market 
shoes bearing as a mark the name of the firm arranged as shown in the 
mark now sought to be registered when used in connection with the 
shoe placed as shown in applicants' mark. 

If the applicants see fit to amend their statement as above indicated, 
the Examiner is directed to allow the same; but as presented I do not 
think that the essential features are correctly set forth, and if correctly 
set forth I do not think that the mark is properly registrable^ and the 
decision of the Examiner is theretbre afiirmed. 
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Ex PAETE Calvert & Brother. 

DtHiUd May 17, Ifi^fi. 
85 O. (;., 288. 

1. T!{ai>k-Makk — Rei> Rinnoy Appuki» to Tobacco. 

\ ]K>i< ])etitioii from the nctioii of the Examiner refiiftin*]^ re|ristrati«>ii :i8 a 
tra(l« -mark for )»hi^-tol>aci*o of a red ribbon applied t-o a plu^ of tobacco UM 
thiii wLile tberc if) no pbvHir.Hl resemblance l»et\veeu tbo word ''Hibbona*' and 
a pii'co ot ribbon yot tb«.' probability of dweiviuj; \\w purchaser is mi great th;it 
the ]n ior mark is w pr«p<M- refertMice.. 

2. Samk— Amkndmknt AS Ti> IvsfiKNTiAL Fkati'KK— Statkment <»F Pate OF Trjok 

rsK. 

It is not .i;ood practice to piTmit sach a change to be made in what is set forth 
as the rssentiul fcatnre of a trade-mark as might make tho statement as to the 
pi-riod of use not apply to the new mark. 

On Petition. 

TRADE-MARK KOR PLia-TOBACCO. 

Application of George Calvert & Brother for registration filed Janu- 
jiry 11, 1808, No. 54,898. 

Meffsrs. Mimn d- Co, for the applicants. 

Duell, CommiHHioticr : 

The Kxamiiier of Triitle-Marks has refuse<l to register as a trade-mark 
for plug- tobacco a red ribbon applied to said tobacco. Petitioners first 
sought to register the words <^Silk Ribbon,*" and when reje<;ted upon 
two prior trade-niai-ks, one of whicih was for the word "Silk" and the 
other for the word '^Ribbons,'' amended their application aud stated 
that the essential feature of their mark was "a ceiled ]>lug of tobacco 
having a ribbon piissed between the coils thereof and its ends tied 
together.'' Registration still being refused, the drawing was canceled, 
a new one substituted therefor, and the essential feature stated to be 
*'a red ribbon a])plied to a plug of toba<!CO." 

Upon an examination and comparison of the two drawings it api>ears 
to me that they are fo dissimilar that the second ought not to have 
been substituted for the first, and I cannot refrain from calling atten- 
tion to the fact that the stiitement as to the length of use of the mark 
as originally filed may or may not apply to the nnirk now sought to l>e 
registered. I do not think it good practice to i>ernHt such a (*hang6 to 
be made in what is set forth as the essential feature of a trademark as 
might make the statement as to the ]>eriod of use not apply to the new 
mark. The substitution having been made, however, and the amend- 
ment inserted, I will pass over that question. 

Passing to the merits of the case, I find that the mark as now pre- 
sented stands rejected u]>on the prior registration of the word "Rib- 
bons." The statement forming a part of the prior registered mark says, 
in substance, that the mark may be printed upon a label and the laliel 
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affixed to the tobacco, or the murk may be printed upon the article or 
the |>ackage eoiitaiiiiiig it. 

While there is no physical resemblance between the word ^^ribbom^ 
and a piece of ribbon, yet the probability of deceiving purchaaerH is so 
great that I think the prior mark is a fair reference. Tobacco pnt upon 
the market under the prior mark would, it seems to nie, become known 
as **tbe ribbon brand,'^ and tobacco placed upon the market under 
applicants' mark would manifestly become known an ^Ulie ribbon 
brand." A careftil purchaser would not be deceived, but the ordinary 
purchaser would be misle<l, and any purchaser having heard of the 
ribbfm brand upon inquiring for that brand would take tlie one as soon 
as he would the other. I do not think that it is a wise ]>olicy for the 
OiBce to register marks which in any event would tend to create 
eonflisioin. 

The action of the Examiner is therefore affirmed. 



Ex PARTE HENDEBSON. 

'>0M€d Oetober 4, 18S8. 

a=> O. O., 458. 

Tiuns-MARK— '' Kii> Nkk Kurk'*— Misspkllrd Woki>s. 

The words "Kid Nee Knre'* refused ren^ietration dk a trade-mark for a remedy 
for kidney and anatogous difieaees ou the ground that i»itrely descriptive words 
not otherwise registrable do not become so by misspelling them and misplacing 
capitals. 

On Pktition. 

TRADR-MARK FOR MSDICAL COMrOUND. 

Application of Albert H. Henderson for registration filed March 29, 
1896, No. 55,496. 

Me$ir9. Lyons c£ Bissing for the applicant. 

DiTELL, Commissianer: 

From the refusal of the Examiner to register the words <<Kid Nee 
Eure" as a trade-mark for a remedy for kidney and analogous diseases 
applicant petitions, and liis petition presents a cleaucut question for 
decision. That question is : Can a purely descriptive phrase, not other- 
wise registrable, become so by misspelling the words of the phrase and 
misplacing capitals f 

In the clever and carefully-prepared brief presented in behalf of the 
applicant it is admitted that the phrase is descriptive and therefore 
not registrable in itself, but that by reason of what is termed its '< char- 
acteristic fanciful spelling '^ it presents a distinctive appearance to the 
eye, and therefore that the action of the Examiner in refusing registry 
was an error. 
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The presentation of the affirmative of the issne by applicant's attor- 
neys is far from convincing, and no acyudicated case sastaiting the 
position is called to my attention. While it is donbtless tme that let- 
ters and words in some instances may he combined to form a trade- 
mark, yet there is an exception which most not be lost sight of, and 
that is that the letters or words so combined must not form a word or 
phrase descriptive in its ordinary sense or indicating an attribntoof 
the article not equivalent to ownership or origin. The general role is 
against appropriating mere words or phrases as a trade-mark, and the 
exception applies only to such as indicate origin or ownership and 
which do not in any sense refer to qaality or use. . 

It has.bfBep formerly held by this Office that descriptive words in a 
foreign language having ah English significance are not registrable. 
(Ex parU Lawrence & Co., 0. D., 1876, 155; 10 0. 6., 163.) It has also 
been held that a misspelled descriptive word is not registrable. (£r 
parte Kipling, 0. D., 1883, 54; 24 O. G., 899.) 

The United States Supreme Court in Ooodyear^Sy eic.y Co, v. Goodyear ^ 
et€.y Co.y (0. D., 1889, 257 ; 46 O. G., 122 ; 1 28 TJ. S., 598, ) in holding that the 
designation '< Goodyear Rubber Company" was not subject to exclasive 
appropriation, said: 

Any nae of terms of similar import, or any abbreviatioa of them, roast be alike ftee 
to all persons. 

1 cannot concede for a moment that if the phrase ^^ Goodyear Kabber 
Oompany,'' misspelled and presented in fanciful characters, had been 
before the Court for protection as a trade-mark there would have been 
any different conclusion arrived at than that the words were not sub- 
ject to protection as a trade mark. If the Court had protected the 
designation, it would have been under the theory of nnfair competition 
m business and not because the misspelled designation was the subject 
for lawful trade-mark. 

The particular spelling of the word '^ Kid Nee'' and the misspelling 
of the word <^ Kure'^ cannot, in my opinion, make the combined words 
registrable. It is urged on behalf of the applicant that this Office has 
commonly registered such marks. In ex parte Latorence i£ Co^ Mpro, 
the Commissioner i)ertinently said : 

The attorney in his brief has referred to a number of registered trade-marks as 
being eqaiTalent« of the ones now presented, and argues that beeanse they wero 
registered bis mast be. This proposition is not agreed to. If mistakes have been 
made in the practice of the OflSce it is high time they shonld be corrected. 

With equal force it was said in ex parte Kipling^ 9upra: 

Neither an applicant nor the public shonld be misled by the action of this Office in 
accepting and registering words, signs, or symbols as trade-marks which are elearly 
not snch. 

The decision of the Examiner is affirmed. 
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Ex PARTE KALL. 

Decide May 16, 1898. 

85 O. G., 453. 

Tiuds-Mabk— Words "Perfbct Facs Pastk"— Dbscriptivb. 

The words "Perfect Fsee PMte'' refhaed registration as a trade-mark for med- 
ical compoands on the groand that they are parely descriptiye in character and 
incapable of exclnsive appropriation, ihe word ''Perfect" being an acyeotive in 
common nse in speech and for advertising purposes and the words "Face Paste" 
merely indicating the form of the composition and its purpose. 

On Petition. 

TRADB-MABK FOR A MKDICINR. 

Application of Oeorge S. Ball for registration filed November 24, 
1897, No. 54,652. 

Mr, A. L, Jaokson for the applicant. 

• 

DusiiL, OwmmissUmer: 

This is an appeal from the decision of the Examiner reftising to reg- 
ister the words ^^ Perfect Face Paste" as a trade- mark for medical com- 
pounds. Applicant states in bis specification that the compounds 
comprised in the class upon which he uses the mark are remedies for 
removing blemishes, healing, and beautifying. 

The Examiner has refused to register the mark upon the ground that 
the phrase claimed is purely descriptive in character and incapable of 
exclusive appropriation ; that the word ^' Perfect" is an adjective in com- 
mon use in speech and for advertising purposes, and that the words 
<^Face Paste" merely indicate the form of the composition and its pur- 
pose. The position of the Examiner seems to be well taken, and appli- 
cant's brief does not answer the objection raised to the nse of toe word 
^< Perfect." Applicant admits that the word '< Paste" would be descrip- 
tive if applied to certain classes of articles, but contends that it is not 
descriptive of the articles on which he uses it I do not think that his 
argument is well founded when he insists that the word <^ Paste" is 
understood ^^to mean a composition for uniting or sticking bodies 
together and holding then, in close contact." This is altogether too 
narrow a definition to apply to the word. An ointment is or very often 
may be a paste, and when applicant admits that his comi)Osition <48 a 
cream or ointment and is applied by rubbing it in the skin" he cuts 
the ground from under his feet. 

In my opinion the action of the Examiner in refusing registry is well 
founded, and it is therefore affirmed. 
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Bx PABTB Curtice Bbothbbs Company. 

DmKM Ocioher IS, XS98. 
85 O. G., 610. 
TI(AD«*MaRK8^^'BLUB LABXL"^Dft8CiUPTlVS WoKIM. 

Tlia worc|i <*Blue L*b«r' ou a generally blue fl«ld relhMcl regiBtration w % 
tradtt'inark for oftnoed soap«, etc., m they we descriptive of the color of the 
label which is applied to the goods io qaeetion. {F%9eker et a/, v. BUmk, S3 N. £. 
Rep., 1040, cited.). 

On Pjbtition, 

TKADK*MARK FOR PAGKAORD FOOD AND DRINK PROPUGT8. 

Application for registration ftled August 1^ 1898, No. M^8. 
Mr. A. W, Harri9&n for the petitioner, 

DusLL, CammUsioner : 

Applicant petitions trom tbe action of the Examiner in reftising to 
register tbe words '^ Blue Label " on a generally blue Held as a trade- 
mark for canned soups, etc. The refusal is based upon the ground 
that the words ^^ Blue Label " on a generally blue iield are incapable of 
exclusive monopoly, being descriptive of the color of the label which is 
applied to tbe goods in question. 

It is conceded by applicant that it has no exclusive right to use a 
blue label upon its goods. The principle is well established that — 

the color of a label, wrapper, capsule, or package alone caunot be protected as a 
trade- mark. (26 Am. & Eng. Enc. of Law, 245-306.) 

If the ri^ht to use labels upon articles of commerce is vested in the 
public, I cannot see bow they can be deprived of the right to print 
upon such labels words descriptive of the color of tbe label. Of course 
in so doing they must not imitat-e the packages, labels, etc., of a rival, 
so as to unlawfully deprive him of his vested rights or defraud pur- 
chasers by leading them to believe that they are buying the goods 
made by another. The remedy for such wrong, however, is with the 
courts and is not based on any trade-mark rights, but rather on the 
theory of unfair competition in business. 

It appears that applicant has in the past few years increased its sales 
to a most remarkable extent, and it presents a case that would induce 
me to grant the petition if it were well founded in law; but unfortu- 
nately the authorities are substantially against its contention. 

My attention has not been called to any case where any court has 
sustained a trade-mark consisting of words descriptive of the label 
placed upon articles of commerce. I have found one case, however, 
where a former Acting Commissioner held that as green labels bad not 
theretofore been employed upon packages of thread and as the then 
applicants were the first to use either the green labels or the words 
descriptive thereof they were entitled to register the words ^< Green 
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l^ibel Thread." The decisjoii is no! sustained liy any anthoritioH, nor 
do I consider the reasoning; ^ionnd. 

The New York Court of Appeals in FlHchef H al. v. lilauk (.H:5 X. E. 
IJep., 1040) lield tliat the term '* Black Package Tea'' was not a valid 
trndenmrk. The Court in referring to the term Kaid: 

It mauifeetly lias referouce either \o tiie (]ii}ility of the article, or rlu- color of tlm 
pai'kaire in which it is soM. In either ca«e it cannot be made the 8iil>;«M-t of indi- 
vidiial appropriation. If the adoption of a pivckaj^e of a particnhir form or colf»r 
cannot confer any proprietary ri.i!;ht to its use, it is ditticnlt to perceive how the 
:iSAumption of a name winch is simply descriptive of the r<dor of the packajre i*an 
be lawfully protccte<l from nsr by otluTs. 

It is evident from the quotation that if the word "tea" had been 
omitted from the term the objection of the court wouhl not have been 
removed, for in that case the court would have said: ** It manifestly 
has reference * ♦ • to • • * the color of the pai!ka*»e in which 
it is sold.-' KSubsMtnting the word "/<?/;c/'' for •* package.'' what is 
there said wouhl apply exactly to the present case. 

The authority quoted seems to me to be controlling; bnt even in the 
absence of authority the mark here sought to be registered cannot, in 
my opinion, be a lawful trade-mark. 

My attention has been called to the fact that a few yenrs ago the 
Office granted to applicant a certificate of registration for the words 
" Blue Label/' If that trademark is valid, applicant will not suffer 
any injury by a refusal to register the present mark. If, on the other 
hand, it is an invalid mark, I fail to see how the words " Blue Label" 
when limited to their use "on a generally blue tield," which brings out 
more clearly the descriptive quality of the words, can be valid. 

The decision of the Examiner is affirmed. 



Ex PARTE Werner & Oo. 

Ihdded Octoher U, 1808. 

85 O. G., 775. 

1. TRADR-MARKf^— Anticipation. 

A mark couHlsting of the tignres '^1" and '*2/' arranged, respectively, above 
and below * dividing-lino formed by the raye of a shooting star, refaeed regie- 
tration in view of prior marks showing a shooting star alone. 

2. Same — Deception ok the Pubuc. 

In considering anticipation by a prior mark the qaeetion is not as to whether 
some specific feature of the applicant's mark is disclosed in th^ prior m»rk, bnt 
is M to whether the mark in its entirety is so nearly like the prior mark an to 
mislead or deceive the public. 

On Appeal. 

TRADEMARK FOR WIXie8. 

Application of A. Werner & Go. for registration filed March 23, 1808, 
No. 55,449. 

Mr, Frederick B. Keefir for the appellaiitn. 
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Greelbt, Assist^int Commissioneri 

This is an appeal firom the decision of the Examiner of Trade-Marks 
refusing to register as a trade-mark for wines the figures ^^l'' and ^^2" 
arranged, respectively, above and below a dividing-line formed by the 
rays of a shooting star. 

The references are the registrations of Kunkelmann, No. 8,963, dated 
December 27, 1891, and No. 22,248, dated December 27, 1892. Each of 
these.registrations shows a star with rays extending downward there- 
from substantially like the device of the aptiellants. The registered 
marks do not contain the numerals ''1'^ and <^2,^' and the appellants 
contend that this difierence distinguishes their mark from them and 
renders it registrable thereover. They hold that since the num^uls 
themselves are arbitrary and properly registrable as a trade-mark they 
are no less m> because accompanied by the shooting star. This view of 
the case is not the proper one, however, since the question is not as to 
whether some feature of the mark is registrable, but as to whether 
the entire mark, including all of the features shown, is registrable. If 
in its entirety or its essential features it is so neai'ly like a prior mark 
as to have a tendency to mislead or deceive the public, it shoald not 
be registered, although some of its features are not contained in that 
mark. (Ex parte Kaufmann and BlU'Chey antCj G16 ; 84 O. G., 145.) 

The shooting star being an essential feature of this and also of the 
registered marks, it is held that the resemblance is such as to deceive 
the public, and therefore registration must be refused. 

The decision of the Examiner is affirmed. 



Ex PABTX Little & Oa 

DmMed ^tovemher 6, 1898. 
85 O. 0., 1221. 

1. Trade-Mark— "Aurora" for Boots and Shobs--Okooraphical Word. 

An alleged trade-mark, the easential feature of which is stated to be the word 
''Aurora,'' refoaed registration as a trade-mark for boots and shoes on the groond 
that it is geographical. 

2. Sams— Qbooraphical Word— Post-Officr Nambd in Postal Quidk. 

Tbo mere fact that a word appears in tlie Postal Guide ns the name of a Post- 
OfBce does not give to said word such a greographioal meaning as to prevent its 
adoption as a trade-mark when it has a primary sigoiftoauee not geographical. 

3. Same— GROGRApmcAL Word. 

The general rule that geographical names cannot be registered as trade-marks 
is well settled and very rarely can a word which is truly geographieal be regis- 
tered even though it has a fanciful or arbitrary meaning. It being once admitted 
that a word sought to be registered has a geographical meaning it should be the 
rule of the Office not to register such word, unless it appears beyond any doubt 
not only that its fanciful or arbitrary meaning is so well understood that the 
meaning of the word would be at once recognized, but that the name could not 
be rightfully used upon the same class of goods by any one making them in ttie 
locality bearing the name 

On Petition. 
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TRADB-MABK FOR BOOTS AND 8HOB8. 

Application of A. E. Little & Ck>. for registratioii filed Jaly 9, 1898, 
No. 56,158. 

Me$$r9. Oraaby & Oregarp for the applicant. 



DUELL, 

The Examiner having refased to grant registration of the word 
^^Anrora" as a trade-mark for boots and Hhoes this petition has been 
taken for the purpose of reviewing his decision. 

The applicants, a firm located at Lynn, Mass., on May 1, 1898, com- 
menced the nse of the word as a trade-mark for boots and shoes. The 
facsimile shows the word used in connection with other words and with 
the pictorial representation of a shield with a lion rampant thereou; 
but it is stated that the essential feature of the alleged trade-mark is 
the word ** Aurora " 

The adverse action of the Examiner is based upon what he terms 
^<the geographical character of the word ^Aurora,''' and in support 
thereof he refers to section 2 of the trade-mark act, which forbids the 
registry of anything as a trade-mark which any other person, firm, or 
corporation has the right to nse ^^ either in the identical form, or in any 
such near resemblance thereto as might be calculated to deceive." 

It is too late to question the correctness of the rule that ^*a trade- 
mark cannot consist of words in common use as designating locality, 
sectton, or region of country," {Columbia Mill Co. v. Alcorn ct a/., 0. D., 
1893, 672; 65 O. G., 1916,) or, as was stated by the Supreme Court in 
an earlier 



ftnd il Ib obvioos tlist the same resioiis which forbid the exolaeive appropriatiou of 
generte naniet or of tbo«6 merely deecriptlve of the article manafactared, and which 
can be employed with truth by other raanafactarecs, apply with eqnal force to the 
appropriation of geographioal nameii, desi^ating districts of oonntry. (Canal Co, 
r. Clark, 10. Qt., 279.) 

I do not understand that applicants question the rule here laid down, 
but that while admitting its oorrectness it asserts that there are excep- 
tions to the ge?ieral rule and that where a geographical wont has also 
a imrely arbitrary and fancifhl meaning it may serve the object of a 
lawful trade-mark. This assertion is followed up by^ the claim that 
** Aurora'' is a word of such character. 

I am not prepared to say that there are not words having a primary 
significance which is not geographical wliich are not deprived of that 
primary significanceeven though they may have been adopted as indicat- 
ing a locality. Admitting that there are some such exceptions to the 
general rule, it is nevertheless extremely diflBcult to determine what 
words fidl within the inhibition and which are not open to the objec- 
tion that their geographical meaning is greater than their fancifhl or 
arbitrary meaning. I do not think that merely because a word fljipears 
in the Postal Ouide as the name of a post-office it acquires such a geo- 
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^ra[)liical meaning an to prevent its aiioptiou us a trade-mark when it 
lias a primary significance not geographical; bat reference is not neces- 
sary to the Postal Onitie in tlie present case to show the geographical 
character of the w<»nl "Aurora/' In at least twenty of the States of 
the Union there are villages, towns, and cities bearing the name 
'^Aurora/* Tlie ]>rincipal one of these is a city which in 181H> had a 
lK»))alation (»f over nineteen thousand. I do not mean to be considereil 
as holding that the mere si/e of the place, however, is decisive of the 
question as to whether a wonl having both a geographical and an arbi- 
trary signitii^ance is oi is not registrable. I refer to the number of 
places bearing the name iuid the size of one of them to indicate that in 
my opinion a greater number of persons would give the word ''Aurora^ 
its geographical significance than would its arbitrary or fanciful mean- 
ing. To the student of mythology the word would doubtless retain its 
fanciful characteristic, and uiM)n seeuig it as a mark upon boots and 
slioes he would so connect it; but those who would do so would be the 
exception rather than the rule. 

Applicants' counsel has referred to several crises where geographical 
words have been registered by the Office, and some of them upon the 
express ruling of the (Jommissioner; but nnder wnat I deem to be the 
best-considered rulings of the Office I think that many of sack words 
should not have been registered. 

In the well-considered decision in ex parte Famum «£* Co. (C. D., 1880, 
155; 18 O. G., 412) Commissioner Marble laid down the following as 
deducible from the decisions of the courts and Patent Office in relation 
to the registry of geographical names: 

1 . Tliat 118 a rule geogniph ical uiunes cannot be aUowed registratioii as trado-maito. 

2. That before any geographical name can be said to be registrable it mast clearly 
appoar that tbe place ot* that name is such a one that the word will be understood 
by tbe general punhiisiu^ public as primarily fanciful, and that uianafactarers of 
like goodH at Hueh place cauuot 8o mark their wares and claim the protection of our 
laws. 

Tlic applicants in that case sought to register the word ^^ Lancaster'' 
as a trade- mark for ticking. The business of the firm was carried on 
at Philadelphia, Pa., and it appeared that the manufacture of cotton 
goods was carried on at the city of Lancaster, Pa. It was insisted on 
behalf of Farnum <S: Co. that notwithstanding that fact Lancaster was 
the name of a historical personage and therefore registrable. In the 
present case it will be noted that the firm seeking to raster the wonl 
^^AurorH,'' which as stated is the name of a city of considerable size 
and nlso the name of many other places in the United States, does not 
carry on its business at Aurora, but at Lynn, Mass. In the decision in 
ex parte Farnum if* Co, the Commissioner said: 

Where tUo ironl adopteil is of such u character that it >vin be iwklily andumtood 
by the public us a purely arbitrary aiul I'uucii'ul term, and not aM one indicative of 
tbe place oi niainifiuture, it may serve tbe (iHii-e of u lawful trudo-niurk, and the 
mere fact that tbiH word is a geographical one would not, of itaelf, be a vahd 



DECISIONS OF THE COMMISSIONER OP PATENTS. 655 

obj«9etioii t<) itH registration. Before this can be said to be the case, however, I am 
clearly of the opinion that the place bearing such name mast be such a one that the 
publio not only cannot be deceived, but that the manufacturers of like articles in 
such place could not with equal right so mark their wares and claim the protection 
of our laws. 

His conclasioiis were above set forth, aud he affirmed the action of 
the Ezaininer in refusing registration. 

In the present case it does not appear that there are manaflM;turei s 
of boots and shoes in any of the cities or towns named '^Aurora;" but 
without doubt, in a small way at least, boots and shoes are made in 
many of them. However thi8 may be, I do not believe that if the 
manufacture of boots and shoes should hereafter be begun on a large 
scale in any of these towns named ^'Aurora'' applicants could prevent 
any of them from marking their goods with the name ^^Aurora.'' If 
it could be done at all, it would be not that applicant hail a valid 
trade-mark, but that under special circumstances he could invoke the 
doctrine of unfair competition in business. I do not think there is any 
question but that manufacturers of boots and shoes in any city or town 
named '^Aurora" could mark their boots and shoes with the word 
sought to be taken from the general domain by applicant. 

The Supreme Court of Pennsylvania in Glendon Iran Co, v. Uhler et 
aL (75 Pa. St., 4G7) held that the name of an incorporated town or 
borough could not be employed as n trade- mark even if adopted and 
used as such prior to its use in a geographical sense. I am aware that 
the correctness of this ruling has been questioned by at least one well- 
known text- writer; bat in Columbia Mill Co. v. Akorn et al.^ aupra^ the 
Supreme Court referred to that case, expressing no disapproval of It. 
It seems rather a severe case; but in refusi: g registry to the word 
'^Aurora" it is not necessary to base such action upon the Olendon Iron 
Company case, for the reason that it appears that applicants only 
commenced to use the word ^^ Aurora" as a trade-mark in May of the 
present year. 

I should have disi>osed of this case u]K>n tlie authority of ex parte 
Farnum & Co.^ coupled with the conceded rules governing the lack (if 
authority to register geographical names and without any extended 
discussion of the question had not my attention been called by appli 
cants' counsel to a line of registered marks which api)ear to me to depart 
from the rules laid down in ex parte Farnum cl* Co. I was also asked 
to ix>int out the line of demarcation between registrable and non-regi.'>- 
trable geographical or quasi-geographical names to the end that there 
might be uniformity in the treatment of such cases by the Office. I 
can only add on this point that the general ruling that geographical 
names cannot be allowed registration is well settled, and that I am of 
the opinion that very rarely can a word which is truly geographical be 
registered even though it has a fanclfbl or arbitrary meaning. It being 
once admitted that a word sought to lie registered as a trade-mark has 
^ geographical meaning, it should be the rule of the Office not to reg- 
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ister Kuch word unless it appears beyond a shadow of a doabt not 
only that its fanciftil or arbitrary meaning is so generally known and 
understood that the meaning of the name would be at once recognized, 
but, furthermore, that the name could not be rightftdly used upon the 
same class of goods by any one making them in the locality bearing 
the name. 

Ck>mmis8iouer Simonds in ex parte American Saw Oo.y (0. D., 18d2, 19; 
68 0.6 ., 521) very clearly sets forth the rule which I think should govern 
the Office: 

This Office sboald register no word m a trade-mark wlii<Sli has a positiYe geograph* 
ical meaning, unless tanght by some decision of a eonrt or by some nnnsnal state of 
facts that it has attained an arbitrary or fandfnl meaning of greater snbatance and 
vslne than its mere geographieal sense. 

On principle I do not think that the word <^ Aurora'' should be reg- 
istered, and I find that the weight of authority both in the courts and 
in the Patent Office forbids it 

The decision of the Examiner is affirmed. 



Ex PABTB E. & A. H. BATOHELLEB OOXPANT. 

I)eoid9d Novembm' iM, 1898. 

8S O. Q., 16S8. 
\. Trads-Mabk—'<Rxd Cross." 

A Greek cross and the words "Red Cross" may be registered as a trade-mark 
for elastic goring to be used in Congress boots and shoes. 

2. SaMR—- SaMK— MlBLBADUrO PURCHASSRS. 

Applicant's use of the mark for elastio goring to be used In the mannflustors 
of Congress boots or shoes would not tend to mislead the pnrohaeers, as the pur- 
chasers of this class of goods are mannfactnrers of boots and shoes who par- 
chase applicant's elastic goring presnmably because of the superiority of ths 
goods or because the price is satisfactory. 

8. Sak>— Sams— ExcLUsiVK Right of am Oroamization to ths Bymboi^ 

In view of the various uses to which a red Greek cross has been pat no orgaai- 
sation can claim snch exclusive right to or control oyer it as to prevent ita nss 
within lawful limitations as a trade-mark. 

On Petition. 

TRADB-MARK FOR MLA8TI0 FABRICS. 

Application for registratiou filed August 22, 1898, No. 56,383. 

Mr. Henry Calver for tbe applicant. 

DuBLL, Oammisaioner : 

The Examiner having refused to register a Greek oroas and the 
words <<Bed Cross" as a trade-mark for elastic goring to be used in 
Congress boots or shoes, applicant has taken this appeal. The Exami- 
noil's refusal to register is apparently based upon two groand>i — first, 
that it is against public policy to register as a trade-mark any synbd 
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Avbioli is iu the uuture of a public insigiiiay and, second, that a pur- 
chaser of the article would naturally be led to suppose that it was 
manufactured by or under the sanction of the International Red Cross 
Society. The symbol and words being admittedly the badge of the 
International lied Cross Society, the question as to the exclusive right 
of the society to the use of a red cross and the words ''lied Cross," 
while not perhaps controlling, may have some bearing upon the correct 
solution of the question at issue. If that society had originated that 
symbol and coined the words, there would be more force to the Exami- 
ner's first ground of objection than if the society had gone into the 
realm of existing objects and words and simply appropriated them. 
That the later is the case cannot be gainsaid. A red Greek cross was 
known and used long before the organization of that society, and no 
ezclasive right to its use is vested in the International Red Cross 
Society. Centuries ago the Crusaders adopted that symbol and made 
it known throughout Europe and Asia. Later it became the symbol of 
a degree or order known as the ^^ Order of the Bed Cross." it is also 
well known that a red Greek cross is used on one of the British flags. 

I am of the opinion that in view of the various uses to which a red 
Greek cross has been put no organization can claim such exclusive 
right to or control over it as to prevent its use within lawful limitations 
as a trade-mark. Even conceding that the symbol and words are now 
generally recognized as indicating the Interuational Bed Ci:oss Society, 
I am not prepared to admit that they are thereby 'rendered incapable 
of appropriation by a manufacturer to indicate the products of his fac- 
tory. Sentiment may protest against such use; but sentiment is not 
law and cannot control or limit the use of an otherwise lawful trade- 
mark. 

As was said by Mr. Commissioner Hall in ex parte King^ (C. D., 1889, 
3; 40O. G., 119:) 

* * * As t4> mere eiubleiue which have be«9ii used by eocietieit, it iieems to be 
aettletl by the decisions of the Office that there in no sanctity or saoreduess about 
them which precludett their being used and applie<l au trade-markH. 

To the same effect is the ruling iu ex parte Thomas, (C. D., 1878, 113; 
14 O. G., 821,) in which Acting Commissioner DooHttIo said: 

* « <" The plea of public policy couhl hardly juHtify tlio ( >Alce iu holdiufi: that 
the symbolft and emblems of set^ret or other orj^auixatiouM, drawn from sources com- 
mon to M, were the exclnslve property of such sooietios, or had by such adoption 
Liecome vested with sooh ''mystic signiticance'* as to render it unlawful to apply 
them to vulgar use as marks upon articles of trade. 

As I understand the case of ej! parte M. Block it Co., (C. ])., 1887, 54; 
40 O. G.y 443,) the ruling in that case is not in conflict with the decisions 
just referred to. In that case registry was refused for the words 
** Knights of Labor;" but the refusal wais not based u})on the broad 
ground that the wonls ''Knights of Labor" or the abbreviation '<K. of 
L." were incapable of adoption as a lawful trade mark, but rather upon 
the ground that in the opinion of the Commissioner the words sought 
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to 1)6 registered would clearly tend to mislead and deceive the pablic 
as to the origin of the article upon which the words were to be used. 

That decision naturally brings up for consideration the second ground 
of objection raised by the Examiner in this ease— that purchasers would 
infer that the article upon which the mark was intended to be used was 
made by or under the sanction of the International Bed Cross Societ}'. 
In support of this contention the Examiner refers to three eases in 
which the Office has refused to register the symbol of a red Greek croes 
and the words *^Ked Cross," either or both. In the first of these cases 
(ex parte Chichester Chefnietd Co., C. D., 1890, 333; 52 O. G., 1061) the 
mark was applied to medicinal compounds. Mr. Commissioner Mitchell 
sustained the Examiner's refusal to register the mark ui)on the ground 
that the International lied Cross Society '^had to do primarily with the 
dispensing of medicines" and that registry of the mark in question — 

would naturally lea<l tlie purchaser to suppose that bo whs purchasing an article 
which, if not manufactured by the Rod Cross Society, had at least its sanction or 
indorsement. 

In ex parte Candy (40 MS. Dec, 474) the same CoinmissioDer refhsed 
registration of the words or symbol '^Bed Cross ^ as a trade-mark for 
cough medicine, the ground of rejection being in substance the same as 
in the Ghicli^Hter Case, 

Mr. Commissioner Seymour in ex parte Zirax:k dc Co. (C. D., 1896,083; 
76 O. G., 18r)5) refused to register the symbol of a red (ireek cross as a 
trade-mark for medicinal bitters for the same reason as that advanced 
in ex parte Candy, 

An examination of the decisions rendered in the three caaes last 
referred to discloses that they do not go so far as to hold that the sym- 
bol of a red Greek cross and the words "Red Crdss'^ were the exclusive 
jiroperty of the International Red Cross Society. On the contrary, it 
was expressly stated that the rulings in those cases were not in conflict 
with ex parte King and ex parte ThomaSj supra. \ do not consider that 
the decisions of the Office in which registry has been refused for the 
red Greek cross and the words ''Red Cross" preclude their registry 
where the element of misrepresentation, express or implied, is absent. 

Applicant's use of the mark for '^elastic goring to be used in the 
manufacture of Congress boots or shoes" would not tend to mislead 
the purchaser. The purchasers of the goods in question are mainly 
of the class of manufacturers who manufacture such boots and shoet^ 
Such goods are not sold, except as a part of the bofits or shoes in which 
the gore is used, to the general ]mblic. When the manufacturers purchase 
api>]icant's elastic goring^ they presumably do so either because of the 
superiority of the goods or because the price is satisfactory. It is idle 
to say that a manufacturer of Congress boots or shoes would ho induced 
to purchase elastic goring believing it to be manufactui«d by or under 
the auspices of a philanthropic association. On the t50Titr;iry, if he 
believed tliai Ut be the fact he would lie less incliiie<I to purchase it. 
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The refusal to register in this ease can be justified neither on the 
broad ground that it is against public policy nor for the reason that the 
purchasing public would be misled. Ueason and precedent forbid such 
a conclusion* 

My attention has been called to the case of Johmon & Johnson v. 
Bauer & Blacky (82 Fed. Bep., 062,) where the Circuit Court of Appeals 
for the Seventh Circuit reversed the action of the lower court and held 
that the complainants were entitled to the exclusive use of a red 
Greek cross as a trade-inark for medicinal plasters. The lower court 
did not hold that the red Greek cross was incapable of appropriation 
as a lawful trade-mark, but ruled that the defendants^ insignia did not 
infringe. It is true that the Circuit Court of Appeals refhsed to con- 
sider the question that the trade-mark was in the nature of a false 
representation in that it induced the public to purchase the plasters 
under the belief that they were manufactured by the International 
Ked Cross Society on the ground that attention had not been called to 
it in proper pleadings and by proper proof's. I gather, however, from 
what the court said that it would have been necessary to show that 
that society was engaged in the production or sale of medical or surgi- 
cal plasters before a ruling adverse to the complainants would have 
been given. I think a fair conclusion to be drawn from the decision is 
that a red Greek cross may be a lawful trademark. 

As the prior decisions of the Office have not held that a red Greek 
•ross or the words ^^ Red Cross'* are incapable of registration where 
the element of misrepresentation, ex^iress or implied, is absent, and as a 
court of last res4)rt has recognized the lawfulness of such trade-mark, 
I feel compelled to reverse the decision of the Examiner. 

The petition is granted. 

Ex PAJiTE Egyptian Tobacco Company. 

Uecided Dett-mher 7, ISOS, 
&") O. G., 1741. 

1. Tradk-Mark— ^'Carmbn^*' ani> "Carmkncita." 

The word "Carmencita ** is a ilimiuntive of the ^vord '^ Cariuon/* aud the latter 
Ml nearly resembles tbe former that its iim Im liable to vtkiiBe toufuHion or mistake 
in the mind of the pnblic when applied to the same article of merchsindiHe, and 
for that reason it may not be repeteied as a trade-mark. 

2. Same — Sams— Samk — CKiARa—CiOARBrrEs— Different Clashes of G<k>ds. 

There is a well-detlncd difference lie t ween ci^i^ars and cigarettes, as tho torms 
lure ordinarily used. A purchaser calling for '* ('annencita'' cigars won Id not be 
apt to acc«;pt tbrongh inadvertcntc or mistake a package of "Carmen" ciga- 
retten; nor w<m1d the oigarctte devotee ac(e))t a "Carmcmita" cigar nnder tbo 
imprcHHion that it was bin favorite brand of cigarettes. Be!d, therefore, that 
applicant is entitled to register the word '* Carmen*' as a trade-mark for ciga- 
rettes, notwithstanding the prior registration of the word "Carroenrita** as a 
trade-mavk for cigars. 

On Pbtitiok. 



660 DECISIONS OF THE COMMISSIONER OF PATENTS. 

TRADK-MARK FOM ClUAKBTTES. 

Applicatiou for registration filed Jnne 25, 1898^ No. 55,980. 
Mr. J. E. M, Boweti for the applicant. 

DuELL, CommisHoner: 

For the reason that a trade-mark for cigars the essential feature of 
which is the word ^'Garniencita'' has heretofore been registered the 
Examiner has refused to register the word '^Carmen" as a trade-mark 
for ci;jrarettes. The argument of the Examiner is in substance that the 
word '^Oarmencita^is a diminutive of the word ^^ Carmen'^ and that 
the latter so nearly resembles the former that its use is likely to caase 
confusion or mistake in the mind of the public when applied to the 
same article of merchandise. From the action of the Examiner appli- 
cant has taken this appeal. 

I agree with the Examiner that the prior registration of the one word 
precludes a later registration of the other (based upon a later adoption 
and use) provided the words are applied to the same article of mer- 
chandise. This brings up for consideration the real question presented 
by the appeal — will a lawful trade-mark registered solely for cigars 
preclude the registry of the same mark or substantially the same mark 
for cigarettes! 

' It is true that both articles belong to the same general class of mer- 
chandise — manufactured tobacco; but can it be truly said that they 
are the same particular goods under the general class T 

The statement forming a part of the registered mark recites that— 

the class of mercbaiidise to which this trade-mark is appropriated is iiiaDiifacturt*d 
tobacco, and the particnlar description of goods comprised in said claHS uiion which 
the said trade-mark is used is cigars. 

In applicant's statement we read : 

The class of merchandise to which this trade-mark is npprupriatefl is manitfactiirctl 
tobacco, and the particular description of goods comprised in such class upon which 
the trade-mark is nsed is cigarettes. 

It will be noted that the distinction between the two articles is recog- 
nized as well by the registrant as it is by ap])licaiit. One limits his 
registry to the use of the word as a mark for cigars, the other to its 
use as a mark for cigarettes. It seems to me that there is a well-defined 
difference between cigars and cigarettes as the terms are used in the 
ordinary speech of men. A purchaser calling for "Oarmencita*' cigars 
would not be apt to accept through inadvertence or mistake a package 
of ^'Carmen '^ cigarettes; nor would the cigarette devotee acce]it a 
^^Carmencita" cigar under the impression that it was his favorite bi-aud 
of cigarettes. 

Applicant's counsel calls attention to several decisions of my prede- 
cessors in wliicli registry has been granted in analogous cases. It 
sippears that substantially the same mai*k for baking|)owder was reg- 
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isteit'd notwitbataiidiDg the prior registration of tliat tiiark for yeast. 
{Ex parte Craxcford «e Crawford, 23 MS. Dec., 122.) The word "Alpine'' 
was registered for herb bal»am aiui extracts notwithstaiMling the prior 
registration of the same mark for bronchial )o%enp:es. {Ex parte Havi- 
land, 59 MS. Dec, 154.) A sj)hinx and the h»tt4*rs "S. R. L." were reg 
iatered as a trade mark for liniment overa])rior registration of aspliinx 
for bitters and other me<1icinal pre])arationR. {Ex parte Braillard, 10 
MS. Dec., 304.) The same mark wsvm registered for cigars that bad 
formerly been registered for chewing and smoking tobac^co. {Ex parte 
Palmer, 22 MS. Dec., 386.) 

Under the Is^w applicable to trade-marks, as I understand it, no one 
has any property in a mark per «e. Tlie right arises from the particular 
use to which the manufacturer puts it. in other wordi 



the fir8t adopter of a mark does not ac(]nire any exclnsive right to its ll^4e, except in 
connection with the specific class to which he has applied it. ( Browne on Tirtule- 
AfarkSf sec. 67.) 

Believing that applicant is entitled to register the word ** Carmen" 
as its trade-mark appropriated to cigarettes notwithstanding the prior 
registration of the word ^'Garmencita^ as a trade-mark appropriated 
to cigars, the decision of the Examiner is reverse^l. 



Ex PABTR Egyptian Tobacco Company. 

Decided Xoveinher ,10, 1S9S. 

85 O. (J., 1905. 

Tradk-Mark — "Norma" and "La Norma"— Ckjarbitks— Cioar-Boxks—Dif- 

FKRRNT ClASSRS OK (tOODS. 

Prior registration of tlic words " La Norma ** as a tra<l6-inark for cigar-boxes 
does uot preclude the registration of the word "Norma" an a trade-mark for 
cigarettes, for tlic reason that cigar- boxcK and cigarettes belong to es^enttaliy 
different classes, the one to tlie class of recepttu^Ies and the other to the class of 
raaunfactnre<l tobacco. 

On Pbtition. 

TRAlJR-MARK FOR CIOARRTTR8. 

Application for registration filed June 25, 1898, No. 55,981. 
Mr. J. K M. Bofcen for the applicant. 

DUELL, Cammisinaner: 

This case comes before me from the refusal of the Examiner to 
register the word ^< Norma ^' as a trade-mark for cigarettes. The reg- 
istration is refused npon a prior registered mark for cigar-boxes, the 
essential feature of the latter mark being the words ^« La Norma.*^ 

It is conceded for the purposes of this case that the word ^< Norma" 
is not registrable for the same class of goods as the wonls << La Norma.*" 
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lu view of this admission the only question to be considered is whether 
cigarettes and cigar-boxes can be said to be the same or similar articles 
of merchandise, so that a mark registered for the one could not be 
thereafter registered for the other under the trade mark act of 1881. 

My conclusion is that prior registration of the words ^- La Norma'* as 
ai trade-mark for cigar-boxes does not preclude the registration of the 
word ^* Norma" as a trade-mark for cigarettes, for the reason that 
cigar-boxes and cigarettes belong to essentially different classes—the 
one to the class of receptacles, the other to the class of manafactnred 
tobacco. (ArJcell and Smith v. Kirby v. OtherSj 60 MS. Dec, 132.) 

Furthermore, 1 do not consider the ease of Cuervo v. Jacob HenkM 
Co. et oL, (G. D., 1892, 472; 60 O. G., 440,) cited by the Examiner, to 
have any bearing upon the question of registration as presented by 
the applicant. In tlie case referred to the defendants, manufacturers 
of cigar-boxes, procured from lithographers labels which were substan- 
tially a reproduction — even to the signature — of the complainant's 
trade-mark for cigars. The court properly enjoined the defendants on 
the ground that they had procured the counterfeit labels and placed 
them upon the boxes — 

for the obviouB parpone of enabling others by the nee of the labels to palm off their 
goods npon the public as the goods of the complainant. 

The injunction was not granted upon the theory that a trade-murk for 
cigar-boxes was an infringement upon a trade-mark for cigars. The 
wrongful act of the defendants consisted in furnishing the trade with 
cigar-boxes supplied with counterfeits of complainant's registered 
trade-mark. 

If applicant in the case at bar so uses its trade-mark as to unlawfully 
interfere with a previously-registered mark, the court would undoubt- 
edly restrain such act. 

The record also discloses that applicant and its predecessor have 
used the mark for over five years. It does not api>estr that the owner 
of the registered mark upon which the rejection is based has questioned 
the right of the applicii^nt to use the mark under consideration. 

The decision of the Examiner is reversed. 



Sleepy Eye Milling Company v. 0. F. Blanks Tea and Coffee 

Company. 

Decided December 7, 1898. 

S5 O. G., 1905. 

1. Tradk-BIark— Common-Law Right— Right of Rvgistratiov ix Patknt 
Officb. 
The risht to a trade-mark ih a comiuon-law right, and the Patent Olllc«, iindtT 
the a«t of March 3, 1881, is only givon authority to register lawful trside-marku 
luuler certain rentrictiona iinpooed by that Btntiite. 
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2. Samk— Slrepy Eyk Milunc C<kmi»anv-— "Kofkio"— Slugkstivk. 

The word ''Koffio" as a tradoinark for cereul ooftVw may be saggeetive, but it 
iM not deMcriptive and may be regiKtercd as a trade-mark. 

3. Same— FkaUDULKXT RKPIlESKXTATION—lNTKnFKllEXCE Pkoceeding. 

There is no authority to Justify the consideration in a trade-mark interference 
that by reason of false and fraudnlent repre8i'nt;itiou an applicant is not entitled 
to register a trade-mark, because while the court may refuse to grant relief to 
the owner of a mark on acconut of false representation it would not on that 
account hold that an alleged trade-mark was unlawful. 

4. Same— AiiKNUMX.VT. 

AVhere the original application state<l that the salient features of the mark 
were the bust of a child and the word ''KofHo," and by an amendment the essen- 
tial feature was limiti'd to the word " Koffio/' and it was urged by a contestant 
that the applicant is not entitled to register the wonl "Koffio" under these 
circnmstjinces, IJeld that neither authority nor reason prohibits an* applicant for 
registry of a trade-mark from changing the statement as to the essential features 
of the mark. 

6. Same— Foreign Commerce. 

The time when a mark was need in commeree by an applicant is of no moment 
so long as that nse occurred before the application for registration was filed. 
An applicant having a valid trade-mark at common law cannot be deprived of 
it by the fact that one later to adopt and use the mark in State or interstate 
commeroe was earlier to use it in foreign commerce. 

6. Samk—Ikterkerence— Priority. 

After an examination of the record^ Held that the Sleepy Eye Milling Com- 
pany being the first to adopt and nse the trade- mark in controversy and having 
done nothing of which this Office can take cognisance which would Justify a 
refusal to award priority, priority should be awarde<l t«> it. 

Appeal firom Examiner of Interferences. 

TRADE-MARK FOR CEREAL COKFRB. 

Application of Sleepy Eye Milling Company filed December 3, 1897, 
No. 54,685. Trade-mark of 0. F. Hlanke Te^i and Coffee Company 
registered October 20, 1897, No. 30,740. 

Mr. P. H. Ounekel for Sleepy Eye Milling Company. 

Messrs, Carr & Carr for C. F. Blanke Tea and Coffee Company. 

DuELL, Commissioner: 

The C. F. Blanke Tea and Coffee Company on October 26, 1897, reg- 
istered the word ^^Kofeko^' as a trademark for comminuted ingredients 
lor nse in making beverages. The application was filed August 2, 
1897, and alleged an adoption and use of the date of July 29 of the 
same year. 

On December 3, 1897, the Sleepy Eye Milling Company filed an 
applicati<m for registration of the word ^^ Kottio^^ and the representa- 
tion of the bust of a child as a trade mark for the same class of goods. 
Use of this mark was claimed from June 1, 1896. Various amendments 
in the application of the Sleepy Eye Milling Company were made, 
resulting in finally presenting as the essential feature of the mark the 
word '* Kofiio." Applicant bein^ rejected on the prior registered mark 



6fi4 DE( ISIONS OF THK COMMTRSIONEU OP PATENTS. 

"Kofeko" re(ini?8tod to be put in interference with that mark, ami 
thereupon this interference wn» instituted, which resulted, after due 
proceedings, in an nward of prioritj'by the Examiner of Interferences 
to the Sleepy ICyo Milling Company. 

The burden of proof was ujwn the applicant, which had to sbow 
beyond a reasonable doubt adoption and use prior to the tiling date of 
the mark registered to the G, F. Blanke Tea and Oofll'ee Coropauy, 
which, it will be remembered, was August 2, 1897. No testimony was 
taken by the registrant, so it is limited to the date of tiling its applica- 
tion which resulted in the registration. Proofs were taken on behalf 
of the Sleepy Eye Milling Company, and the testimony offered proves 
beyond the shadow of a doubt the adoption of the mark in the fall of 
189(5 and its use as earlv as February, 1897, 

It would serve no good purpose to discuss at length the testimony* 
The Examiner of Interferences has carefully reviewed it in his de(*isioii, 
and my exaniination of the record satisfies me that he has fairly pre- 
sented the essential features and has come to a correct conclusion upon 
the question of priority. The award of priority to the Sleepy Eye 
Milling Company must stand unless some act on the part of that 
applicant of which cognizance can be taken by this OfUce bars an 
award of priority. 

In view of the fact that the parties involved in this interference are 
engaged in a litigation relative to the trade-mark in question in the 
United States Circuit Court for the Eightli Circuit it is deemed best to 
refer to the questions raised by counst*! for the registrant only so far aa 
it may be necessary to determine whether any bar exists to the registry 
of the mark to the Sleepy Eye Milling Company in view of the award 
of i)riority to that Company. 

Many of the questions raised by counsel for registrant cannot be 
determined by this Office and ought to be left for this consideration of 
the court in which the litigation is pending. The right to a trade- mark 
is a common-law right, and the Patent Office, under the act of March 
,'), 1881, is only given authority to register lawful trade<marks under 
certain restrictions im})08ed by that statute. 

As was said by the Court in the case of Hmneasy et aU v. Braumch- 
weiger & Co,y (89 Fed. Bep., 664:) 

* * * The protection afforded to trade-marks, nnder the oommon law, hj the 
United States conrts, is ample, and registration under the act of 1881 is of bntllttlef 
if any, ralne, except.for the purpose of creating a permanent record of the date of 
adoption and uso of the trade-mark, or in cases where it is necessary to give Jaris- 
diction to the United States courts. 

It is urged on behalf of the registrant that the mark in question is 
not registrable for the reason that it is descriptive. In view of the 
intimation of counsel for the legistrant that an effort would hereafter 
be made in the Office to raise that question if priority was decided hi 
favor of the applicant I believe that I am warranted in expressing SQ 
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opinioTi that the Exaininr»r*8 action was correct. The word may be 
suggestive, but it is not descriptive. Any doubt should, however, be 
reBolved in favor of applicant, as it was the first to adopt and use the 
word, and in view of the registry granted to the C. P. Blanke Tea and 
CoH'ee Company this Office should give applicant an ecjua] standing 
before the world, so far as this can be done. 

It is also urged by the registrant that by reason of false and fraudu- 
lent representations the Sleepy Eye Milling Company is not entitled 
to register the mark. I know of no authority to justify the considera- 
tion of that question in a trademark interference. While the court 
may undoubtedly refuse to grant relief to the owner of a trade-mark 
on account of false or fraudulent representations made by sucli owner, 
I do not think it would on that account hold that an alleged trade-mark 
was not a lawful trade-mark. 

It is also strenuously urged that the Sleepy Eye Milling Company is 
not entitled to register the word '< Koffio" because the original applica- 
tion stated that the salient features of the mark were the bust of a 
child and the word ^^Koffio." It appears that the application as origi- 
nally filed did describe the essential features substantially as above set 
forth. By an amendment duly filed and accepted the essential feature 
was limited to the word '^Koffio.'' Such an amendment is in pursuance 
of the practice of the Office, and neither authority nor reason prohibits 
an applicant for registry of a trademark from changing the statement 
as to the essential feature of the mark. 

The only other i>oiut to which I deem it necessary to refer as having 
any bearing on the question of priority is the one urged by counsel for 
registrant^that applicant has shown no use of the mark in commerce 
with foreign nations or Indian tribes. The testimony, however, I deem 
sufficient to show use in foreign commerce, and the affidavit forming a 
part of the ap])1ication has been accepted by the Office as a compliance 
with the requirement of the law as to' use in foreign commerce. The 
time when the mark \vas used in foreign. (X)mmerce by the Sleepy Eye 
Milling Company is of no moment so long as that use occurred before 
the application for* registration was filed. The Sleepy Eye Milling 
Company having a valid trade-mark at common law cannot be deprived 
of it by the fact that one later to iidopt and nse the mark in State 
or interstate commerce was earlier to use it in foreign commerce. 

My conclusion, after a careful examination of the record and the 
briefs, is that the Sleepy Eye iAIilliug Company was the first to adopt 
and use the mark in controversy and that it has done nothing of which 
this Office can take cognizance which would jastity a refusal to award 
priority to it. 

The decision of the Examiner of Interferences is therefore affirmed. 
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Ex PARTS Oalb Manxtfacturing Gompant. 

D^Med DeoewUftr 10, 189St 
85 O. G., 1907. 

1. Trai>b-Mark— CoNSTRucnoM OF Statutk. 

The act of Angusl 6, 1882, applies only to sach marks as wera luuful tnde- 
narin prior to Maroh 3, 1881, and only such marks may be registered. 

2. Saxk— '^Gaiji''--Surnamk. 

As prior to 1881 no one ooald ezolnsirely appropriate a snmame as a trade- 
mark, JfsM that the word ''Oale/' a samame and the ssUlent feature of appli- 
eanfs alleged trade-mark, oannot be registered as a trade-mark when applied to 
the ptodncts of tiie Gale Maaofaotaring Company, notwithstanding its use prior 
to Maroh 3, 1881. 

On Appeal. 

TRADB'MARK FOR AORICULTUKAL IMPLKMXIfTS. 

AppUoatioa of the Gale Manufactaring Company for registratioii 
filed May 31, 1808, No. 55,870. 

Messrs. Whitakw A Prevoit for the i^plicant 

DvKLLy CammUiianer: 

The qaestioB involTed in this appeal is whether the word ^^ Gale'"— a 
samaiM and the salient feature of applicant's alleged tnule-mark— isii 
lawfbl trade-mark, when applied to the products of the Gale Maau&c- 
turiiig Company, because of its use prior to March 3, 1881. 

The action oi the Ezamiuer in refusing registration Mas warranteil 
under my decision in $x parte F. E. Oil8<m Company^ {antej 614 ; 83 O. G^ 
1992,) in which the controlling authorities on this point are referred to, 
unless it be held that applicant's name, not a lawful trade-mark under 
the act of 1881, was a lawfhl ti^^e-mark prior to that date, and there- 
fore registrable under the act of August 5, 1882, which provides : 

That nothing ooatainod in the law ontitM ''An aot to aathoriao tho regi8tntio« 
of trad#>mark8 and protoot the same/' approved March third, eighteen bnadred tad 
eightj-oae, shall prevent the registry of any lawfal trade-mark rightftilly need bj 
the applloant in foreign eommerce or commeroe with Indian trihes at the time of 
the passage of said aot. 

It will be apparent from a reading of the act that it applies only to 
such marks as were lawfiU marks prior to March 3, 1881. We have 
consequently only to oonsider whether the name here sought to be ng- 
istered was subject to appropriation as a lawfhl trade-mark prior to 
the date referred to. 

Turning to the demions of the conrts it is ibnnd that they spesk 
with no uncertain sound on the subject nnder investigation. No e«Be 
dealing with the subject of trade-marka has oftener been eited with 
aMwoval by the United States courts than the case of Amegkeag Mfg. 
Oe. V. 4mm^ ff at^ (2 Sandf., M»0 One af the ndes laid down in thst 
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case and approved by tbe United States Supreme Court in Braum 
Chemical Co. \. Meyer (C. D., 1891, 346; 55 O. G., 287) and Columbia 
Mill Co. V. Alcorn (0. D., 1893, 672; 65 O. G., 1916) is-^ 

* * * that a person may put his own name upon his own goods, notwithstanding 
another person of the same name may, in that name, manufacture and sell the same 
or similar articles. 

That is a well-settled rule of law, and was prior to 1881, for that case 
was decided in 1849. 

In Canal Co. v. Clarkj (13 Wall., 311.) decided in 1871, Mr. Justice 
Strong, speaking for the Supreme Court, said: 

No one can claim protection for the exclusive uho of a trade>mark or trade-name 
which would practically give him a monopoly in the sale of any goods other than 
those produced or made hy himself. If he could, the pnhlic would be ii^ured rather 
than protected, for oompetition would be destroyed. 

If the Gale Manufacturing Oompatiy can monopolize the name ^'Gale^ 
as a trade-mark for its products, no one of that name can mark products 
of the same class manufactured by him with his own name. Reason 
and authority forbid this. 

In McLean v. Fleming (C. D., 1878, 262; 13 O. G., 913) the United 
States Supreme Court distinctly held that there was no exclusiye right 
to a trade-mark in a man's own name as against a person of the same 
name. Other cases are referred to in ex parte Dalsimer dk SonSy (onfe, 
640; 85 0. G., 149.) 

It follows, then, that long prior to 1881 no one could exclusively 
appropriate a surname as a trade-mark and hold it as such. The courts 
have been prompt and vigorous in restraining parties who have used 
their own names wherever fraud exists. On the other hand, they have 
as decidedly refused to restrain a man from using his own name as a 
mark upon goods manufactured by him where no fraud was shown, 
notwithstanding the prior and long-continned use of the same muoe 
by others. In substantially all the cases where the use of surnames 
has been restrained the result has not been based upon the theory of a 
trade-mark proper, but rather upon the ground of the fraudulent nae 
of the name by the defendant or by reason of some estoppel which 
made the use of the name unjustifiable. 

Applicant's safety, it seems to me, does not lie through a registered 
invalid trade-mark, but rather in an appeal to the courts, in case of 
unlawful attempt by an individual or a corporation to appropriate this 
trade by means of a fraudulent use of the name ^^Gale.^ 

It follows that the decision of the Examiner must be affirmed. 
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[IT. S. Circuit Court— Southern DiNtrict of New York.] 

HOSTETTEB COMPANY r. SOMMEBS et oZ. 

Decided December iO, 1SS7. 
82 O. G., 753. 

1.— TRADK-MaRK— " H08TBTTKIt*8 BiTTKRS "— FRAITI) — INJUNCTION. 

Wbere- tbe defiMidaiits 84»lt1 to coinpluiunnt'H agODts nndcr tbe name ** Houtet- 
ter*s Bitten" a spurioiiB urticlo n«i closi'l^v resembling the retil article as Id 
deceive nu ordinary customer, M'itli tbe intent that it should be resold by tbe 
drink over the bar in tbe naual way as* Hostetter'n Bitters in fraud of tbe riglitH 
of oowplainant and of tbe public, Held that there was an illegal appropriation 
of complainant's right of ]>roperty, which should be enjoined. 

2. Same— 8amx— Same^Powkr of Court to Grant Protection Aoainkt 
Fraui>. 
An owner of u tnule-mark is entitled to protection against the apprupriut i«in 
of his trade-mark by any and all unfnir and dishonorable uieauM, and a court of 
ec|uity has power to grant such protection whenever it is satisfied that an 
attempt has been niiule by ingenious subterfuges to invade the rights uf an 
owner of a trade-mark either by a conspiracy with others to deprive him of such 
rights or by uiiRroprcsentatiou in the sale of a spurious article so manufactured 
as to deceive the public. 

Mr. Albert H. Clark for the coiiiplaiuaiit. 

Me$itr$. TotcfUfend tt* McClellaud for tbe defendants. 

TOWNSEND, J. : 

Tbe following allegations of tbe bill berein are admitted — namely, 
tbat couiplainaut corporation is tbe compounder of a medical prepara- 
tion which has been sold by it for more than tbirty years in square 
amber colored bottles only, marked and bibeled as ''Dr. J. II. B. 
HoHtetter^s Stomach Hitters;"' tbat said bitters are known to tbe trade 
and to the public as ^' HostetUn*'M Bitters'' and have been extensively 
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sold, and that the good- will of said business is of great valae to 
complainant. The bill charges the defendants with fraud and unfair 
dealing in selling as its bitters another^ counterfeit stomach-bitters, in 
bulk, so compounded as to resemble in color, taste, and smell the bitters 
of complainant and in suggesting to and advising intending purchasers 
to procure the empty bottles of complainant with its labels thereon and 
to refill them with said imitation bitters and sell them as complainant's 
bitters. 

The answer of defendants is a general denial. Their witnesses deny 
most of the material statements of complainant's witnesses. From the 
mass of testimony, given for the most part by interested witnesses, 
sonic of whom are discredited by inconsistencies and others by improba- 
bilities, I find the following facts: 

On several occasions the agents of complainant called at defendants' 
place of business and, representing themselves as liquor-dealers or 
their agents, stated that they wished to purchase liquors and various 
kinds of bitters, including Hostetter's Bitters, which they wished to par- 
chase by the gallon. Defendant Joseph, who is a partner of defendant 
Summers, on four occasions sold to complainant's agent demijohns, 
each containing a half gallon of counterfeit bitters, labeled them 
'< Hostetter's Bitters," described them in the invoices as Hostetters 
Bitters, and so entered them in the sales-book. After the second or 
third purchase complainant's agent asked the defendant Joseph ''which 
was the best way to sell Hostetter's Bitters to make the most money." 
Joseph told him to put them in Hostetter bottles and sell them over 
the bar the same as his other customers did. After all of said pur- 
chases had been made complainant's agent asked Joseph for empty 
Hostetter bottles. Joseph lold him they did not have any, but directed 
him to two or more dealers in bottlers' supplies, where he said he (com- 
plainant's agent) could get a general supply of labels and bottles. One 
of these dealers (Westermann) admitted that if he had second-hand 
bottles he guessed he would sell them with old labels on, if people 
wanted them, but denied that he ever sold Hostetter bottles. 

In view of the fact that Joseph's testimony as to said conversation 
is unsupported by other evidence, and as to various material state- 
ments is contradicted by four witnesses, it must be considered as dis- 
credited. It is unnecessary, however, to rest the decision of this case 
ui>on any uncertain testimony. Upon the facts clearly proved a case 
of infringement is shown within the rule laid down in Hostetter Co. v. 
BruggemanReinert DiHUlUng Co. (C. D., 1891, 460; 56 O. G., 530; 46 
Fed. Rep., 188) and Hostetter Co. v. Van Vorst^ (C. D., 1804, 688; 69 O. G., 
1648; 62 Fed. Rep., 600.) 

It is established that defendants sold to complainant's agents under 
the name << Hostetter's Bitters" a spurious article so closely resembling 
the real article as to deceive an ordinary customer, with the intent that 
*t should be resold by the drink over the bar in the usfual way as Hos- 
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tetter's Bitters in fraud of the rights of complaiDant and of the public. 
The law is not, as claimed by defendant's counsel in his brief, that — 

nii<IeT complainaDVs tra<le-mark it is entitled to no protection in the ude of bitters, 
unless such bitters are sold in bottles resembling the botUes of oomplainant, and 
under its labels and trade>mark or imitations thereof. 

The complainant is entitled to protection against the appropriation 
of its trade-mark by any and all unfair and dishonorable means, and a 
conrt of equity has power to grant such protection whenever it is satis- 
fied that an attempt has been made by ingenious subterfuges to invade 
the rights of an owner of a trade-mark either . by a conspiracy with 
others to deprive him of such rights or by misrepresentation in the sale 
of a spurious article so manufactured as to deceive the public. In the 
sharp contest between the individual manufacturer who strives to 
acquire and retain the fruita of ijidustry and honesty and the field of 
keen rivals, seeking to wrest from him the prize of the public good-will, 
the inventive ingenuity of the infiringer has conceived a great variety 
of devices for evading the established rules of fair dealing. Among 
the later of these devices are acts professedly within legal limitations, 
but manifestly designed to be afterward so made available by other 
aeta as to deceive the public In such cases courts of equity, looking 
beyond the original acts and finding that their ultimate object and 
eflhet were to enable and induce the retail seller of a firaudulent imita- 
tion to palm it off on an unsuspecting public for the genuine article 
and thus to contribute to the infinngement upon the rights of the orig- 
inal owner, have not hesitated to apply the remedy. 

The scheme in the present case, aocordiiig to the testimony of defend- 
antoy appears to have been that the maoufisetarer of the bogus bitters 
should sell them to the wholesaler in demijohns labeled << Stomach Bit- 
ters;" that the wholesaler should change the labels to <* Hostetter's 
Bitters,'' and invoice and ship them under said latter name to the retail 
dealer, and that the retail dealer should sell them by the drink as 
'' Bostetter's Bitters" when ^^Hostetter's Bitters" were caUed for at the 
bar from bogus bottles or otherwise as he chose. 

The claim of defendant Joseph that he stated to complainant's agent 
that the bogus bitters were stomach-bitters and that he could not buy 
HoHtetter's Bitters in bulk is immaterial in view of his admission that 
he marked and invoiced them to the purchaser as Hostetter's Bitters, 
because complainant's agent told him ^^his brother-in-law up there 
didnt know anything about the business and there was a call up there 
for Bo8t(*tter's Bitters;" and further said, ^Mn the countlry they didnt 
know the difference and they are more salable as Hostetter's Bitters." 

Therefore, upon defendant's admissions, they sold as Hostettar's Bit- 
ters a comix>und which looked, tasted, and smelled like Hostetter's 
Bitters to tiie unwary purchaser of a drink at the bar. 

]>«fendant Joseph said he marked the demijohn << Hostetter's Bitters" 
toOMWtte they were for the country and in order thai the putoliaaer 
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migrbt thereby ^' make all tbe luouey he could oat of them." According 
to iomplaiiiant's contention, sufficiently supported by the proofs, said 
sale was accompanied by the suggestion that in order to make the most 
money said bitters should be sold in Hostetter bottles. 

In either view of the case there was an illegal appropriation of com- 
plainant's right of property, which should be eiyoined. 

Let a decree be entered for an injunction and accounting. 



[U. S. Circuit Court of AppM]»>-Third Cinmit.] 

Morgan Envelope Company v. Walton et oL 

Decided April 1, 189S, 

U O. G., 811. 

1; Tkadb-Mark-^imilarity of Labkl. 

The appellant adopted for its packages a label bearing as a oentral figore a 
symbolical representation of Columbia, having tbe word *' Columbia" on its 
pedestal and surrounded by a rectangular border or framing baving a star nt 
eacb corner and bearin[r at each side edge of the package the word "Columbia** 
in fanciful design and at oacb end of tbe package the words "Pure Tissue.'* 
The api>ellees adopted for their packages a label having printed in largu letters 
diagonally across the face the word " Columbia," surrounded by a rectangular bor- 
der, within which are fanciful corner designs, a peculiar design near the middleof 
the left-hand side, a conspicuous figure of a stork in the lower part of the rigbt- 
liand side, the printed words " Medicated Toilet Paper/' and the figures and 
words ** 1000 sheets — Wire Looped." Held that save in the common use of Uie 
word "Columbia," which is open to both parties, tbe labels are wholly nniike. 
(C. D., 1897, «J0; 81 O. G., 1616, reversed.) 

2. Sam K~" Columiiia" — Gbooraphical Tkkm. 

Following the decision of the Supremo Court in Columbia v. Alcorn, (C. 1)., 
1893, 672; 65 O. G., 1916; 150 U. S., 460,) that a word in common use as desig- 
nating a locality or section of country cannot be opproprinted by any one :ii 
liiA exclusive trade-mark, Held that the appellees' claim or right to the OKeluffivo 
use of the word "Columbia" as a designation of tissmt or toilet paper cannot be 
niuiutaincd. 

Appkal from the Gircnit Oonrt of the United States f(»r the District 
of New Jersey. 

Before Acheson, Dallas, hucI Ukabfubd, Judges. 

Mr. Melville Church and Mr. J. B. Church for the appellant. 
Mr. Walter D. Edmondn for the appellees. 

ACHBSON, J.: 

This is an appeal from an interloeatory order or decree upon croas- 
application for preliminary injunction. Tbe material facts, as they 
appear from the original bill and answer, the cross-hill, exhibit, and 
affidavits, are as follows: 

In the year 1885 the Morgan Envelope Company, (the appellant,) a 
mauni'acturer and vender of tissue or toilet pajier^ deviseil and adopted 
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for its packages of paper a wrapper or label bearing as a central figure 
a symbolical or allegorical representation of Columbia, having the word 
^^Oolnmbia'' on its pedestal, and surrounded by a rectangular border 
or framing having a star at each corner and bearing at each side edge 
of the package the word ^< Columbia" in fanciful design and at each 
end of the package the words ^'Pure Tissue." This wrapper or label 
the api)ellant continuously applied to its packages of toilet-paper from 
its adoption in 1885 until the entry of the injunction order in this case. 

In the year 1883 David S. Walton and George West, trading under 
the firm -name of D. S. Walton & Co., (the appellees,) manufacturers 
and venders of tissue or toilet paper, devised and adopted for their 
packages of toilet-pai)er a wrapper or label having printed in large 
letters diagonally across the face the word ^^ Columbia," surrounded by 
a narrow rectangular border, within which are fanciful comer designs, 
a i)eculiar design near the middle of the left-hand side, a conspicuous 
figure of a stork in the lower part of the right-hand side, the printed 
words '< Medicated Toilet Paper," and the figures and words *< XOOO 
sheets — Wire Looped." This wrapper or label the appellees have 
applied to paper packages continuously from its adoption by them in 
1883. 

Except in the common use of the word ^< Columbia" these two wrap- 
pers or labels are entirely dissimilar. Both in details and in general 
effect they are unmistakably different. No purchaser using the slightest 
attention could mistsike the one for the other. 

Until after this litigation began neither of these parties had any 
knowledge or information of the existence o^ use of the wrapper or 
label of the .other. 

The original bill wtis filed on Febrmury 24, 1897, by the Morgan 
Envelope Company against 1). S. Walton & Co. and charged the 
defendants with the then use upon their packages of toilet-paper of a 
wrapper or label which was a counterfeit of the p]aintift''s wrapper or 
label. In their answer the defendants admitted that they were then 
so using and intended to continue to so use a wrapper or label which 
was substantially identical with that of the plaintiff, and they justified 
their use thereof on the ground that they were the original appropria- 
tors and users of the word ^< Columbia" as a trade-mark applied to tissue 
or toilet pai>er, and they set forth that before the plaintiff had adopted 
its said wrapper or label they, the defendants, had adopted and used 
and thereafter continuously used upon packages of toilet-paper their 
wrapi)er or label, (above described,) a copy of which they attached to 
their answer. 1). S. Walton & Co. then filed a crossbill against the 
Morgan Envelope Company. The cause having been heard ui>on the 
pleadings, exhibits, and affidavits, on oross-motions for preliminary 
relief, the oourt reftised to grant a preliminary injunction against D. S. 
Walton & Co. under the prayer of the original bill, but under the prayer 
of the cross'bill granted against the Morgan Envelope Company a 
12782 43 
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preliminary iiunnction which restrains that company from applying its 
said wrapper or label to tissue or toilet paper and from making any 
use of the word ^^ Columbia^ upon any wrapper or label applied to soeli 
paper. 

Upon careful consideration of the facts we find onrselves unable to 
coiicar iu the conclusions which the court below reached. In Columbia 
Mill Company v. Alcorn^ (G. D., 1893, 672; 05 O. G., 1916; IdO U. S., 
460, 466,)'which involved the complainant's right to the exclusive use 
of the word ^^Oolumbia" as a trade- mark for flour of its manufoctnre, 
the Supreme Court of the United States decided that the general rule 
that a word in common use as designating loeality or section of a ooob 
try cannot be appropriated by any one as his exclusive trade-mark 
applies to the word ^^ Columbia.'^ The Oourt there declared : 

The Appellant wat no more entitled tathe ezclnsiye nee of the word "Golunibia" 
as a trade mark thiiu he wonld have heen to the nse of the word "Amexica,'' or 
"United States, or "Minneeota," or "Mhmeapolis." These merely geographical 
names cannot he appropriated and made the snhjeot of an exoluaiTe pxoparty. Thej 
do not, in and of tiiemselvea, indicate anything in tha nature of origin, mana&etBre 
or ownership; and in the present case the word "Golumhia'' gives no information 
on the subject of origin, production, or ownership. 

All this is strictly applicable heie^ and the ruling, we think, is deci- 
sive against the appellees' claim of right to the exclusive use of the 
word << Columbia^ as a designation 4ji tissue or toilet paper. 

Nor can the injunction against the Mwgan Envelope Oompany be 
sustained on the ground of un&ir competition. Certainly the appellant 
is not justly chargeable under tke proofs with bad fiiith or w ro pg ftri 
purpose. It has been guilty of no intentkmal un&iraesa* It has not 
employed imitative devices to draw trade tcom the appellees to itaeML 
The appellant devised and adi^ted its label without knowledge of the 
appellees^ label. For more than ten years the i^M^lIant had continn 
ously used its label in the course of trade without any information that 
the other label existed. Then there is no misleading similarity here. 
Save in the common use of the word ^^ Columbia^" which, as we have 
seen, is open to both parties, the appellant's label and the appellee^s 
original label are wholly unlike. 

Apart from the mere use of the word << Columbia" the api>ellees' 
original label, by reason of its characteristic arrangement, designs, and 
figures, no doubt constitutes a lawful trade mark. So, likewise, the 
appellant's label involves a valid trade-mark, and by the admissions 
contained in their answer the appellees are infringers thereof It M- 
lows, therefore, that the interlocutory order or decree must be wholly 
reversed. " 

The interlocutory order or decree of the court below is reversed, and 
the injunction against the Morgan Enveh^ Company is dissolved, 
and the cause is remanded to the Circuit Court with direetk>n to grant 
a preliminary injunction against the firm of D. 8. Walton & Ca la 
accordance with the views expressed in the foregoing o|Muu>tt. 
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PiLLSBUBY- Washburn Flour Mills Company, Limited, ct a I. v. 

Eagle. 

iMdded April 5, 1898. 
85 O. G., 1397. 

1. TrADK-MaRK — MlNNKAl*(>US FLOrK MANUFACTrRE — COORT OK EQUITY GRANT- 
ING Relief in Cask of Fraud. 
Wliere certain millers iu Minneapolis, Minn., have for years made tlour liy the 
roller patent process and used as brands for the flour the words '^Minneapolift, 
Minn./' '* Minneapolis, Minnesota/' *' Minnesota/' "Minnesota Patc'iit/* and the 
words '^ Minnesota" or '* Minnesota Patent" mean that the flonr is made nnder 
the roller patent proc-ens somewhere in Minnesota and the words ''Miuncajxijis/* 
"Minneapolis, Minn.," and "Minneapolis, Minnesota" si^ify to the tra<1n that 
the flour was maile ftt a Minneapolis flonring-mill, and a dealer in (.'hie-ago 
obtAined from mills at Milwaukee, Wis., an inferior grade of flour which he 
labeled "Best Minnesota Patent, Minneapolis, Minn.," and ailvertised the flour 
as made at Minneapolis, Minn., with the result that the public was deceived into 
buying the flour of the Cliicago dealer under the belief that it was miMle at Min< 
neapolis and was deframied and the business of the Minneapolis millers dam- 
aged, BeM that a court of equity may grant relief by prohibiting the fraud and 
preTenting the damage to the business of the Minneapolis millers. 

3. 8ams~Frai:dulknt Competition— Equity Jurisdiction. 

Where one jiersou has so dressed up his goods as to deceive the public yito the 
belief that they are the gooils of another person and so put them on tlie market 
to the injury of that person and the public, an action at law will lie for the 
deceit, and to save multiplicity of suits and prevent irreparable iig^^^y equity 
will restraiu such unfair and iVaudnlent competition. 

$. 8AMB->GBOORAPHICAr. XaME, HIOIIT TO USB. 

While a geographical name is not a subject of a trade-mark and any one may 
use it, yet whore it has been adopted first as merely indicating the place of man- 
ufaeture and afterward has become a well -known sign and synonym for Huperior 
excellence, x>erson8 doing businens at other places will not be permitted to use it 
as a brand or label for similar goods manufactured at other points for thi! ]>iir- 
poee of appropriating the good-will and business of another. 

4. Sams — Property Right— Unfair Competition. 

Where the question is simply one of unfair oompetition, it is not essential that 
there should be any exclusive or property right in the words or laliels UHed, as 
irrespective of any question of trade-mark rival manufacturers have uo right by 
imitative devices to beguile the public into buying their wares under the impres- 
sion that they arc buying those of their rivals. 

5. Same— Fraudi: LENT Competition — Joinder of Parti i?h. 

Where one person or corporation is entitled to relief in a case of fraudulent 
oompetition or trade, two or more persons or competitors having a common 
interest in preventing the fraud may unite to maintain an action in ef|uity. 

Appeal from the Oircait Court of the United States for the Northern 
District of Illinois. 

Before Woods, Jenkins, and Bunn, Judges, 

Mr. Frank h\ lieed iov the a|»i>ellant8« 
Mr. hJdicard O. Brotcn for the aiipellee. 
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BUNN, J.: 

This suit is brought by the complainants, who for many years have 
been engaged in the nianufaicturc. of flour on u hirge scale at the city of 
MinneiVi>o1i8, Minn., against the defendants, who are engaged as whole- 
sale and retail grocers in the sale of flour at Chicago, IlL, to eivjoin the 
defendants from using as a part of their brand placed ni>ou their bar- 
rels and sacks containing flour the words ^< Minnesota Patent/' or ^^Min- 
neapolis, Minnesota," or ^* Minneapolis, Minn.'- The allegations of the 
complainants' bill, which are fully sustained by the evidence, are sub- 
stantially these: The complainants are corporations, all except one 
organized under the laws of Minnesota. The Pillsbury- Washburn 
Flour Mills Company, Limited, is a corporation orgiinized under the 
laws of Great Britain. These seven cori)orations separately own and 
operate, and have for many years, flouring-mills situated in Min- 
neapolis, numbering in all at the present time some twenty-two or 
twenty- three mills. The first mill was built in 1859, when the city bad 
a population of less than six thousand inhabittots. Since then the 
growth of the milling interest has kept pace with that of the city, 
so that, while tlie population of the city in 189G was about two hun- 
dred thousand, the product of the mills was sixty thousand barrels 
per day, or some thirteen million barrels per year. The Pillsbury- 
Washburu Company alone own and operate five mills, with a daily 
capacity of twenty-five thousand barrels ground, packed, and put up 
ready for shipment and with an annual output of about four million 
barrels of flour. These mills all use in their manufiBU^ture only the 
highest grade of hard spring wheat grown in Minnesota and the 
Dakotas and for the purpose of storing and handling the wheat own 
and operate many hundreds of elevators in Minneapolis and other parts 
of Minnesota and the Dakotas. They early adopted and employed the 
process of high-grinding, and subsequently the roller-grinding or Hun- 
gariiin patent process, which is especially adapted to hard wheat By 
this roller patent process, which is a development and extension of the 
high-grinding process with improved machinei^, the wheat is subjected 
to the operation of successive graduated rollers, whereby the external 
portion, the wheat-kernels, are disintegrated, removed, and succes- 
sively carried away, so as to leave the interior or coi*e of the wheat, 
containing the nutritive gluten, for disintegration separately anil last, 
the process being to first remove by the action of the rollers the outside 
hull of the wheat and then the starchy iK>rtions, thus pi*eserving as 
nearly as possible the gluten for separate grinding, in this way obtain- 
ing a wheat-flour which is from forty to fifty per cent, of gluten and 
the balance starch, and which is known as ^< Patent" or << Patent Proc- 
ess" flour and is highly nutritious and makes a fine white quality of 
bread, the flour commanding the highest )>rice in the market. That 
the different operators and owners have used uiK>n the saoks and 
barrels containing the flour manufiictured at their respective mills 
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various trade-marks and bruiids of two distinct kinds, known as << mill- 
brands'^ and '^customers' brands," tlie latter l>eing subdivided into 
foreign and domestic. Mill-brands consist of name^, marks, and sym- 
bols peculiarly arranged, indicating by assertion or association tlic null, 
establishment, or combination of niilis producing tbc flour contained in 
Oie receptacle exhibiting and employing such brands. Customers' 
brands consist of names, marks, and symbols ])ecu]iarly arranged, and 
put on the flour-receptacles, indicating soiuetimes by statement and 
implication and sometimes by ass<H*iation the flour jobl)er, wholesale 
or retail merchant, selecting and standing si)onsor for the flour in the 
exhibiting sack or barrel and i're«jucntly simply the i^laceof manufacture 
as being Minneapolis, Minn. Nothing resulting from use, exploitation, 
association, or otherwise was, as a rule, used to identify the flour sold 
under these customers' brands as the product of any particular mill or 
mills, but the place of manufacture of the flour was usually indicated. 
The flour jobber or wholesale or retail merchant who exploits, introduces, 
and owns the brand may with perfect propriety, and frequently does, 
secure the flour for his particular brand from different mills operated by 
different persons. As a matter of fact, however, almost all the brands of 
floor, both mill and customers', used and employed at anytime upon flour 
made at any of complainants' mills have contained and distinctly and 
prominently exhibited thereon the words ''Minneai)olis," '< Minneapolis, 
Minn.," or '' Minneapolis, Minnesota." Many of said brands have also 
contained the wonls ^^ Minnesota" or *< Minnesota Patent" in addition 
to the word ^* Minneapolis," and a few brands have omitted the word 
^^MinneaiM)lis" and empIoye<l the words ^'Minnesota" or << Minnesota 
i^atent" instead. The use of these last-named words, <^ Minnesota" 
or '^Minnesota Patent," means and is understood by the trade, buyers, 
and consumers to mean that the flour in the receptacle exhibiting 
them is made under the patent process as above described some- 
where in the Btato of Minnesota. The words ^'Minneai)oli8,'' ^^Min- 
neapolis, Minn.," or <^ Minneapolis, Minnesota" in flour-brands signify 
universally to jobbers, wholesale and retail merchants, flour traders 
and dealers, buyers and consumers, that the flour in the receptacle 
imprinted therewith was made at a Minneapolis flouring-mill, and 
because of the location, methods, and reputation of Miuneai)olis that 
the flour is <^ M innesota Patent " flour made at Minneapolis, Minn. That 
the location of the said city of Minneiipolis ujion the Mississippi river 
is highly advantageous and desirable for flour- milling. The States of 
Minnesota and North and South Dakota produce the highest grsules 
and best qualities of hard spring wheat in enormous quantities, and 
the immense acreage therein devoted to this product is strong assur- 
ance that there will at all times be an ample wheat-crop for supplying 
the Minneapolis mills, while the capital invested and population inter- 
ested and employed in this hardspring-wheat-growing industry and 
the adaptation of soil and climate to the production of such wheat 
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insure eoinpetitioii and the progressive ilevelopnient of the industry, 
increase in production and improvement in quality. Minneapolis is sit- 
uate at the extreme southeast of this hard-wheat region and is a natural 
outlft of the wheat grown therein for shipment, either as grain or flour, 
throu^^hout the United States, and espeijially to the manufacturing 
poirulatioTis in the Central and Kastem States, where the consumptioir 
of liar<l spring wheat flour is extensive, and to the seaport cities for 
export. Pniici]>ally because of the grain and flour trade Minneaiiolis 
has bec^ome botli a terminal point for many important railroads, which 
concentrate there from points throughout the hard wheat growing dis- 
trict, and the initial iK)int of many trunk-lines terminating at i>oints 
along the Oreat Lakes and in the Central, Southern, and Eastern 
States and seai>orts. The locality and the flne water-power indui*e<l 
the establishment of mills at Minneapolis early in the development ot 
the country northwest thereof, and from 18o9 until the present the 
growth of the flour industry there has been constant and rapid. This 
industry has always been the leading one of Minnea]K)lis, an<l through 
it the place has in thirty-seven years increased in p<)pulatiou from less 
than six thousand to about two hundred thousand inhabitants. Over 
five thousand men find work in and about the flour ntills and business, 
and as many more in connection with buying, selling, storing, and 
handling grain. Minneaix>li8 has long l>een styled throughout the 
United States and also abroad the "Flour City.'' From the inception 
of the flour-milling business there in 1859 there has been among and 
between all the mills located there the keenest competition as to 
quality and quantity of flour made and sold, and early in the bistoiy 
of the milling industry at Minneapolis there was adopted the custom 
between millers of frequently examining and comparing the methods 
and machinery employed in the various mills and of fix^quently 
examining and comparing the flour produced. All wheat used at the 
Minneai>olis mills has for years been systematically ins^ieeted and 
graded by competent and disinterested persons apiK>iTited for that 
purpose by the State of Minnesota. The machinery in the mills is 
made almost entirely by two establishments. This comparison of 
mill products by the mill owners and oi>erators has lieen made daily 
for over twelve years. Each day each mill submits to an expert 
two pounds of its high-grade flour, who examines, tests, and bakes 
it and reiiorts the result. These methods and the close proximity 
of the mills produce the greatest uniformity and identity in the flour 
made at the mills. Practically these mills have always been run on 
the same systems and methods and with exactly similar machinery 
and appliances, emplo3ang the same grades of hard spring wheat grown 
in the same territory and subjecting it to the same kind of iu8|>ectioD, 
and, as the necessary consequence, the flour ground at all the mills has 
been practically of the same classes, kinds, qualities, and reputations. 
As a result of this method and the continued and extended nse of the 
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words ^'Minneapolia»,'' <^ MiniieaiM)liH, MiDn./^and ^^ MiimeapoliSy Minne- 
aota^' in aud ui)on the brands, both mill and castomers^ and in adver- 
tisenients, circulars, and aiinoonceuients relating to the flour and 
brands, there has grown up and for a long time has existed and now 
exists throughout the United States and in many foreign countries a 
-great reputation and demand for flour made in Minneapolis, Minn., and 
the flour made at the mills of complainants is known generally as 
*< Minnesota Patent" flour, and also especially as ^^Minneapolis" flour, 
and is classified and listed upon markets and is in both the trade among 
flour dealers, wholesale and retail, and wholesale and retail grocers, 
and by purchasers aud consumers, asked for, identified, bought, and 
sold by the style of ^^Minneaiiolis" flour as a particular and superior 
kind or grade of '' Minnesota" or ^< Minnesota Patent^ fiour, and thus 
the words ^Minneapolis," ^^Minneapolis, Minn.," or <^ Minneapolis, Min- 
nesota*^ upon or in connection with flour signify to and are understood 
by traaers, purchasers, consumers, and the public generally to mean that 
the said flour was made and put up at some oneof complainants' mills, and 
have acquired and do possess this secondary meaning and significance 
in the trade. The complainants and their predecessors in business in 
the operation of said mills have sold aud do sell in Chicago large quan- 
tities of floor bearing said trade marks and names, and there known and 
dealt in, both at wholesale and retail, as *^ Minnesota Patent" flour aud 
^ Minneapolis" flour, and by the latter term identified as coming from 
some one of complainants^ mills. The use of the words '^Minnesota," 
^^ Minnesota Patent," ^^Minneapolis," ^< Minneapolis, Minn.," and ^^Min- 
neapolis, Minnesota" upon, in, and in connection with such flour-brands, 
both mill and customers', employed in connection with flour made at com- 
plainants' mills, has caused such brands of flour to become known upon 
the market and to be listed, tabulated, and classified as that variety 
of ^Minnesota Patent" flour manufactured at Minneapolis-— that is, 
flour coming tvom the complainants' mills is styled, in common with all 
other flour made iu the htate of Minnesota under the roller process, 
^Minnesota" and ^Minnesota Patent" flour, and also more exclusively 
*^Minneai>olis" flour. The term *< Minneapolis" alone upon flour thus 
means and is unda^stood by the public to mean <^Minnesota Patent" 
flour manuiSeustured and put up at some one of complainants' mills at 
Minneapolis in that State. That the defendants are doing a retail and 
wholesale grocery business at Nos. 68 and 70 Wabash avenue, Chicago, 
and^as a part of such business deal in and sell flour at wholesale and 
fetail. That prior to 1893 defendants adopted as a trademark for flour 
put up and packed for and sold by them the brand <^ H. B. Eagle & Co.'s 
Best Minnesota Patent, Minneapolis, Minn." That the wonls ^^Minne- 
sota Patent, Minneapolis, Minn." were added because of the reputation 
of that eity and State for superior flour, and that the method employed 
l^ defendants at the outset was to procure flour at the mills of com- 
plaiiuuita to be packed in sacks or barrels and stenciled or marked with 
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such brand and then shipped and delivered to defendants at Ghicagow 
That such fiour was genuine ^'Minneapolis" Dour and properly and 
truthfully labeled <* Minnesota Patent, Minneapolis, Minn." That a 
high and uniform grade of flour was furnished and put up under said 
brand and sold by the defendants, and thereby and by reason of the 
reputation of '^ Minnesota Patent" flour made at Minneapolis, Minn.,' 
soon acquired a reputation and demand upon the market. Thereupon, 
about 1893, defendants, in order to take and continue the advantage of 
the representation that the flour was '< Minnesota" flour made at Minne- 
apolis, Minn., and at the same time to procure inferior flour at a less 
price and palm and foist off the same upon the public and purchasers 
and consumers as genuine << Minnesota Patent" flour made at Minne- 
apolis, Minn., ceased to obtain the flour sold under said name and brand 
at mills in Minneapolis, Minn., and have since procured all or the greater 
portion of the flour put up and sold under said brand and name from 
various flour-mills at Milwaukee, Wis. — first from the mills known as 
the '< Phoenix Mill" and then since and at the present time from the 
mills in Milwaukee, Wis., operated by J. B. A.Kern & Sons and known 
as the ^< Eagle Mills." This flour is made from wheat of a different 
grade, and in an entirely different locality, by flour-mills conducted 
and operated in methods variant from the mills in Minneapolis, and 
often contains a large percentage of winter wheat, and is in quality, 
reputation, and value inferior to the genuine <^ Minnesota Patent, Min- 
neapolis, Minn." flour, and is worth and commands a less price upon 
the market when truthfully and. honestly sold as Milwaukee flour. 
Nevertheless the said defendants have made no alteration in the style 
of their brand used ui)on Milwaukee flour, but have the same packed at 
the Eagle Mills in Milwaukee, W^is., and there branded ''H. II. Eagle 
& Go.'s Best Minnesota Patent, Minneapolis, Minn.," and so shipped 
and delivered to defendants at Chicago, 111. Such spurious and falsely- 
branded flour is then, with full knowledge on their part of the fraud, 
advertised and sold by said defendants as and for genuine << Minnesota 
Patent, Minneapolis, Minn." flour in sacks and barrels containing and 
conspicuously exhibiting the words << Minnesota Patent, Minneapolis, 
Minn.," and with the positive assurance, both in advertisements, circu- 
lars, and oral representations, that the flour is mmle in Minnesota, and 
at Minneapolis. The consequence of this false branding, advertisement, 
and assertion by the defendants is that inferior flour manufactured at 
a locality concealed from and not desired by the purciiaser is fraudu- 
lently and deliberately palmed off upon the deceived public and pur- 
chasers for another and higher-priced and more reputable flour, and 
the public is thereby cheated and defrauded, and complainants are 
injured by being deprived of a regular, established, and valuable trade 
and also by having an inferior flour represented and sold as^ and for 
flour made by con)])lainants and originating at the city to which com- 
plainants by their joint efforts and niethods have given a valuable rep- 



DECISIONS OP U. 8. COURTS IN TRADE- M AUK CASES. (581 

utatiou tor flour, which inflicts directt aiul irreparable injury upon tho 
reputation of complainants' flour and injuriously afiiects the trade 
therein and the demand therefor. The defendants' deiilings in such 
inferior, spurious flour so branded iis genuine <^ Minnesota Patent, Min- 
neapolis, Minn." flour are extensive, and the sales thereof amount to 
about four car-loads, or five hundred barrels, of flour a week. It is 
principally by means of a false statement upon the barrels and sacks — 
^^Minnesota Patent, Minneapolis, Minn." — and the repi*oduction of this 
statement and facsimile of the brand in advertisements that the belief 
is induced on the part of buyers that the flour is <^ Minnesota Patent, 
Minneapolis, Minn.*' flour. Tbe milUng establishment of J. B. A. Kern 
& Sons carefully conceals the fact that this flour so branded is ground, 
packed, and shipped by it under such brand and names, and H. B. 
Eagle & Go. also carefully hide the truth and persistently assert to 
buyers that the flour is made in MiuneaiK>lis, Minn., and the result is 
benefit to J. B. A. Kern & Sons and H. B. Eagle & Go. and injury to 
the public and to complainants. 

The defendant H. B. Eagle alone appears, and denies that he has 
any knowledge of any such person as Wallace B. Eagle, and the prin- 
cipal issue tendered by defendant's answer relates to the signification 
of the terms << Minnesota Patent," << Minneapolis, Minnesota," or << Min- 
neapolis, Minn.," as used by the complainants and by him upon their 
floor sacks and barrels, the defendant denying that these words so 
used have the meaning ascribed to them by the complainants, or that 
they are understood by traders, purchasers, consumers, and the public 
generally to mean that the flour is made and put up at the mills of the 
complainants, or that«the words ^* Minnesota" or <' Minnesota Patent," 
used in connection with flour, are understood by dealers in flour or 
purchasers and consumers or by the public generally to denote that the 
flour was ground in the State of Minnesota, and denies that the com- 
plainants have any exclusive right to the use of the words '' Minneap- 
olis," <^ Minneapolis, Minn.," or ^< Minneapolis, Minnesota," but, on the 
contrary, alleges that the word <^Minneai)olis" is and has been gener- 
ally used and understood to designate flour manuftvctured by the patent 
or roller or Hungarian process from the fact that the use of that proc- 
ess in the manufacture of flour first became generally known in the 
United States in connection with the city of Minneiipolis, having been 
there first introduced. The defendant asks the court to take notice 
that by the admission of the bill of complaint one of the comphiinants, 
the Pillsbury- Washburn Flour Mills Gompany, Limite<l, is now using the 
word <'Minnea])olis" in connection with the flour manufactured by it 
elsewhere than at Minneapolis, the flour being sold under such name 
with the knowledge of all the other complainants and without objec- 
tion on the part of any of them, nnd is justifying such use by the asser- 
tion that the flour is made by the same methods and with the same 
pieeautions and under the same tests as are used in the mills situated 

M 4>lmA aal^l M^TT A^ \f •nnA<ft.iw\1ia 
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Upon the one principal is«ue made by the answer respectiuff the 
proi)er signification and iue;ining of the words *^ Minnesota Patent," 
<< Minneapolis, Minnesota," and '^Minneai)oliA, Minn.," as nsed npon 
sacks and barrels of th)nr, either alone or in conne(*tion with other Hour 
brands and marks, tlie testimony is conclusive and overwhelming in 
favor of the coniphiinants. Numerous aflitlavits taken in the princii)al 
flour markets of this and otlier cfmntries prove beyond any donbt or 
cavil that tliese words so used signify to the deahM-, the purchaser, and 
the consumer that the flour is nnnle by the roller or patent process at 
Minneai)olis, in the State of Minnesota, and that it is this fact which 
has given to tlie flour so branded its uniform great credit for excellence 
in the markets of the world, not alone in this country, but in Soath 
America, Europe, China, Japan, South Africa, and wherever flour is 
imported from this country. 

The defendant admits all the allegations of the bill in regard to first 
purchasing his flour of complainants and putting it up at Minnea]K>lis 
and marking it as *^ Minnesota Patent, Minneapolis, ^linnesota*^ flour 
and afterward purchasing in Milwaukee and putting up and selling 
under the same brands, but denies that the complainants have a right 
to invoke the interposition of this court to prevent him from the con- 
tinued use of such brands, and it only remains to be seen whether the 
complainants have any sucli right and whether this court has any 
power to grant the relief stmght. The principal allegations of the bill 
being either conceded or proven, the injunction ought to go if the com- 
plainants make a case, and the bill is not demurrable. The application 
for an injunction was denied by tlie court below; but it is difficult to 
see wherein the fiU'ts lack anything of making a good case in equity. 
Upon the evidence the fraud is o]>en and palpable, as is also the dam- 
age to the complainants' business and to the public resulting from it. 
This being the case, are the hands of a court of e(]uity tied by any con- 
trolling circumstances or iron rule which forbids it to grant relief? We 
think not. Just when it first came into the defendant's mind that the 
terms ^< Minnesota Patent" and ^^ Minneapolis, Minnesota'' related only 
to the roller pat<mt process, which might be carried on in any part 
of the world and had no reference to the place of numufacture, is not 
clear from the record. Most i)robJibly, however, it was after, as he 
admits, partly by his own business enterprise and partly by the use of 
these brands, he had succeeded in buihliug up a prosperous business 
and wh^ he had conceived the idea of getting his ilour elsewhere, but 
at the same time continuing tiie use of the old brands which had been 
so successful. lUit, however this may be, when the defendant failed 
utterly to make good his defense in regard to the alleged proper mean- 
ing of the words used as a part of his brand tliere was left small ground 
for him to stand upon. He was fairly beaten in his defense by the tes- 
timony. After that to still say that the court has no jurisdiction or 
l)ower to grant relief is to fly in the face of the well-grounded principle 
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nuuiing through all the iMiset^ that t'niiul <M'('<>ini)auie<l by damages is 
iM tionable at hiw and that where one person has so dressed out his 
^oodB as to deceive the public into the belief tliat they are really the 
^oo<ls of another person and so ))uttheni upon the market, to the mani- 
fest injury of that persou and of the public, an action at law will lie for 
the deceit, and to save a multiplicity of suits and prevent irreparable 
injury e<iuity will restrain such unfair and fraudulent competition. 
This rule is so well established, is so general and elastic in its applica- 
tion, and so consonant to the general principles of ecjuity jurisprudence 
that it would be difficult to frame a case coming fairly within its spirit 
and meaning in which a coart of chancery will not find a way to afford 
the proper relief. This principle is affirmed in many of the leading 
cases. 

In the recent English case, quite analogous to this, of JSaxlehner v. 
Apollinaru Co, (13 Times Law Rep., 258) plaintifl' was the owner of a 
spring in Hungary named 'Hunyadi Janos/' Defendant, once the 
exclusive agent in England for the sale of the spring water, on expira- 
tion of the contract began selling water Irom a spring near Buda-Pesth 
which was styled '^ ITj Ilunyadi." The injunction went, and Mr. Justice 
Kekewich said: 

Th(* ])laiiitiff 'a caoe, as thiiR opene<l« was brought distinctly withiu the aathority 
of lUddan-ay v. y/aRAaiM,lS96, (App. Vqh,, 199,) which, bu it obserred, wu6 decided 
by tho House of Lords some time before writ issued. It is important to note what 
fbat antliority reaUy is. Thero is no novelty in the principle stated, and even the 
lan^naf^e finds a counterpart in many older rases, sncli as Seixo v. ProrezentU, (1 Ch. 
App.y 192;) but yet tho law is so clearly put on a simple and intelligent basis that 
one necssarily makes it the starting-point in consideration ot questions of this class. 
I have studied the case with this view, and it seenis to nie tho entire doctrine is 
summed np in one .sentence in the tirst paragraph of th() Lord Chancellor's speech 
moving the judgment of the House, ''Nobody hits any right to represent his goods 
as the ^oods of somebody else." Observe that the proposition is perfectly general. 
Tliere is no limit as regards name, origin, honesty of manufacture or sale, or other- 
wise; and, althongh there are elsewhere to bo found learned and useful disquisi- 
tions on the facts of the particular case, the application of the law to them, and 
criticism of earlier anthorities, there is no departure from whiit the Lord Chancellor 
states to bo the "principle of law." It matters not, theref«»re, how a plaintifV's 
giiods come to ac«iniro a partietilar value or how tho defundantV goods have come to 
(idopt that value. If, in fact^ the defendant is selling his gooils an those of the plain- 
tifl', he is doing what the law will not allow, and tlu^ ]»la]ntifl* Ih entitled to rt^lief 
again.'^t him. 

In Xetrman v. Alvord^ (51 N. Y., 189,) also much like to this in prin- 
ciple, the trademark used by the plaintiffs was the word "Akron'' in 
designating a cement made l>y them near the village of Akron, in Erie 
county, State of New York. This word had been used by the plaintiffs 
aud their predecessors in business about thirteen yesirs to designate 
the origin and quality of their cement. The defendants, who manufac- 
tured cement in Onondaga county, near Syracuse, knowing that the 
plaintills had for years useil the word "Akroii" as a trade-mark to des- 
ignate the origin and place of manufactuiiiig their cement, applied 
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the word to designate their ceiiieut by (tailing it ^' Akron Cement.'' 
The plaiutiffs^ barrels were labeled as follows: <^ Newman's Akron 
Cement, inanafac*.tnred at Akron, N. Y. The hydranlic cement known 
SIS the 'Akron Water Lime."* The defendants labeled their barrels 
^'Alvord's Onondaga Akron Cement or Water Lime, manufactared at 
Syracuse, N. T." They placed the word "Akron " upon their label for 
precisely the same reason that the defendant in this case placed the 
words << Minnesota Patent, Minneapolis, Minn.'' upon his floor sacks 
and barrels — to increase their sales and avail themselves of the repn- 
tation acquired by plaintiffs' cement. The label, as said by Earle, J., 
who delivered the o])inion of the Court of Appeals, was calculated to 
induce ordinary buyers to believe that they were purchasing either 
plaintiffs' cement or cement of the same kind and valne. The sole 
question to be determined, as stated by the learned justice, was whether 
the plaintiffs, who were the only persons engaged in manuf<ictnring 
and selling the Akron cement, which was known and had a reputation 
in the market as snch, could be protected in the use of the word 
^^Akron" against the defendants, who used it to defraud the plaintifliB 
and deceive the public, and the court thought the plaintiffs were enti- 
tled to the injunction. The principle upon which the relief was granted, 
as stated in the opinion, is that the defendants shall not be i>erniitted 
by tlie adoption of a traile-niark which is untrue and deceptive to sell 
their own goods as the goods of the plaintiffs, thus injuring the idain- 
tiffs and defrauding the public. The plaintiffs, as the court held, had 
given a reputiition to the Akron cement in market. They had always 
bceti its principal manufacturers and sellers and at the time of the 
connnencenient of the suit the sole parties who could be liynred by the 
fraudulent use of the trade-mark by the <lefendants, and hence they 
were clearly entitled to the ]n*otcction whidi they sought. This case, 
which is quite analogous in principle to the case at bar, has been cited 
and approved by the Supreme Court of the United States in Canal Co. 
V. Clark (13 Wall., 311) and McLean v. Fleming^ (C. D., 1878, 202; IS 
O. G., 013; 90 V . S., 245.) In the former of these cases the distinction 
between a trade nnirk proper as indicating an exclusive right and the 
use of a geographical name, as in the case at bar, where no exclusive 
property can be had, is clearly indicated. In speaking of the case of 
Newman v. AUord^ after stating the fsvcts of the case, the Court say: 

It [the dcfciulants* cement] was not in f:vot Akron ci^ment (for Akron and Syra- 
cuse were a long distance from each otiier,) and the purpose of caUing it niieh was 
evidently to induce the pulilic to believe that it was the artich^ roadn by the plain- 
tiffs. The act of the defendants was, therefore, an attempted iVand, and they were 
reHtraincd from applying the word ''Akron " to their niannfacttire. Bnt the case 
does not liile that any other manufacturer at Akron might not have called bit 
prodnct ''Akron Cement'* or "Akron Water Lime.'' On the contrary, it enbetan- 
tially concedes that the plaintiffs by their prior appropriation of the name of the 
town in connection with the words "cement" and "lime" luxinired no oxoloaive 
right to nne it as against any one who could use it with trath. 
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So ill the case at bar the complainants can have no exchisive right to 
the nRe of the geographical names of <<Minnea|)olis" or ^^Minnesota." 
They are not the subject of a trade-mark proper. Any one or more of the 
two handred thousand inhabitants of Minneapolis may use that word 
upon their Hour. The defendant or any other person from any State 
may go there and establish a mill and brand his flour ^'Minnesota 
Patent '^ and <^ Minneapolis, Minnesota." The defendant might have 
continued to buy Minneapolis flour and branded it '' Minneapolis, Minn." 
and had all the benefit which these marks would give him in the market, 
because he would be adhering to truth and fair dealing; but when he 
placed these same brands upon another flour manufactured in Wiscon- 
sin he departed from the truth and placed a lying brand VL\)on his goods 
which was intended to deceive and could not but deceive the public 
and result in injury to the complainants^ business. If the defendant 
could do this, all other persons could do the Siune thing, and so the 
public would be defrauded and the good-will and business of complain- 
ants, which has taken thirty-nine years to buiid up, would be greatly 
impaired, if not destroyed. If this could be ])ermitted, there wonld not 
be much incitement to provide the public with a high grade of flour, 
such as the complainants have been manufacturing for many years and 
which the evidence shows has led the markets of the world, if by all 
manufacturers using the same brand the complainants^ Hour maybe 
confounded with all lesser grades and kinds made from all sorts and 
grades of wheat. It must be conceded that if the private interests 
involved are great the public interests are no less so. In the examina- 
tion of scores of cases referred to in the briefs of counsel we find very 
little difference in opinion on this subject. The distinction both in the 
English and American cases is between those where a geographical 
name has been adopted and claimed as a trade-mark proper and tiiose 
where, as in the case at bar, it has been adopted first as merely indi- 
cating the place of manufacture and afterwards, in course of time, has 
become a well-known sign and synonym for sui)erior excellence. In 
the latter class of cases persons residing at other [)laces will not be per- 
mitted to use the geographical name so adopted as a brand or label for 
similar goods for the mere purpose by fraud and false representation of 
appropriating the good-will and business which long-continued indus- 
try and skill and a generous use of capital has rightfully bnilt up. It 
will be of no avail in such cases where the facts are admitted or proven 
to allege a want of power in a court of equity to find a remedy. The 
court has always exercised this jurisdiction and must continue to do so. 

In Lee v. Haley (5 Gh. App., 155) the plaintiffs had for a series of 
years carried on business as coal dealers in Pall Mall, London, under 
the name of '^The Guinea Coal Company," and they were frequently 
called the ^^Pall Mall Ouinea Coal Company." The defendant, who 
had been their manager, finally set up a business in the same street 
under the same style of the ^^ Pall Mall Guinea Coal Comi)any," and 
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wbile it appeared that there were other ^'Guinea'' coal companies in 

London, so that the plaintiffs did not have the exclusive rijE^ht to use 

the trademark ^^ Guinea Coal Company," yet the court held that they 

were entitled, as against the defendant, to be protected in the use of 

the name. Lord Justice Gilford, delivering the opinion of the court, 

says: 

I quite agroo that the plaintiff's have no property in the name, but the principle 
upon which the corcb on this subject proceed is, not that there is property in the 
word, but that it is a fraud ou a person who has established a trade, and carries it 
on under a ;:;iven name, that some other person should assume the same name, or 
the Hnuie nnmo with a sH^rht alteration, in such a way as to induce persons to deal 
with him ill the belief that they are dealing with the person who has given a reputa- 
tion to the name. 

Of course this case goes farther than it is necessary to carry the rule 
in the case at bar, because the words ^' Pall Mall Guinea Coal Com- 
l>any" could be truthfully usetl by both i)arties. They both sold coal 
in Pall Mall at a guinea a ton. Hut here the defendant could not truth- 
fully call his flour <^Minnea]>olis, Minn.'' flour, and his using these 
words was a fraud ui)on the complainants and upon the public. 

In Southom v. lieynoUU (12 Law T., N. S., 76) William Southom 
established a clay-pipe tiictory at Brosely, Shropshire, and the product 
obtained a great repute as ^^Southorn's Brosely Pipes." He died, and 
two brothers — William and li3d ward— carried on the business at separate 
establishments, both using the name ^'Southorn Brosely,'- distinguish- 
ing their different factories by prefixing their initials. The piiies were 
made from a peculiar vein of clay used by both brothers, and the 
products of both of their factories were known indifferently as '^Sonthoin 
Brosely Pipes." Defendant, who had no establishment at Brosely, 
began to make << Reynolds' Puritied Clay Pi^K's, made by Southorn from 
Brosely." It appeared that he htul employetl a former workman in one 
of the factories at Brosely whose name was Southom. One of the 
brothers only brought suit for an injunction to restrain the use of the 
names ''Southern Brosely." The court held tliat a clear Ciise of fraud 
and uiisre])resentatiou was made and granted an injunction. 

In Manufacturing Co. v. OaUi^ Fla.j (7 South., W,) the Court in stating 
the case said : 

The complainant eni^aged in and comnicnoed the manufacture and selling of cigars 
at Key West, Florida, in ISTo; need excl naively Havana tobaceo at his factory; and 
he estubliHhed among pun'basere, dealers, etc., a high ri;put:itiou for his eigaiB, and 
hiH ci«;ar8 Htill maintain said bi[;h roimtatioii ; and the climate at Key West is niote 
favorable to tbe manufacture of Havana cigars tlian points north of that place; 
caused to bo stamped or branded on his cigar- lioxcs tbe words '' Key West/' antl the 
words ''Key West/* "K. H. Oato/* or ''Ednardo H. Gato/' and used the distmotive 
words ''Bouquet, " "La Estrella,'' and the words "Key West" and "E. H. Omto'* 
and " Eduardo H. Gato/' upon the boxes of his cigarn and labels, etc., as tnule-marka, 
and to distinguish his ci^^ars in the market from cigars made and pot upon the mar- 
ket by other manufacturers, htng before the defendants made use of the said dia- 
tinrtive words upon boxes <»f cigar:*, labeled and printed thereon as hereinafter stated 
and complained of. Defendants, or one or more of them, about the year 1S82, com- 
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luenoed to mftnafactare cigftra at JaokBonrillei Florida, under the name and style 
of the firm of ** £1 Modelo Cigar Maniiflftctoriiig Co.'' or ''Company/' and made their 
cigars of seed-tobacco, a much inferior qoality of tobooco to the Havana tobacco, in 
the estimation of dealers, and is in point of fact a greatly inferior tobacco to the 
Hanma tobacco, and well known to all manufWctnrers. The defendants, well know- 
ing the snperiority of plaintiff's cigars, brand and ntamp upon the boxes containing 
their oigarH mauufactnred at Jaoksonville, and print upon the labels, piotni'cs, and 
paper upon naid boxes, the words ''Key West" and "G.H.Galo," in couspicuoos 
plaooe upon said boxes, and in form and slxe of letters identical with or similar t4> 
the form and sixe of letters employed and used by oomplainant upon his boxes of 
cigars and labels and pictures thereon. 

It was held that — 

when a man niaunfactures his goods at a particular place, and uses the name of that 
place in combination with other words as a trade-mark to distinguish the origin or 
ownership of bis goods, no other person will be permitted to use the name of the 
same place, upon goods manufactured by him at nnotber and different place— 

citing Canal Co.y. Clark^ (13 Wall., 325;) Congress cfe Umpire Spring Co. 
y. Bigh Bock Congress Spring Co,, (45 N. Y. 291 ;) Newman v. Alvord, (51 
N. Y., 189;) Manufacturing Co. v. Hall, (61 N. Y., 226;) Sawyer v. Horn, 
(1 Fed. Sep., 24;) Oilman v. Hunnewell, (122 Mass., 139;) Robertson v. 
Berry, (50 Md., 591; 33 Am. Bep., 337, note 1,) aud that, after the com- 
plainant, whose factory was located at Key West, had adopted his own 
name, in combination with the words <^ Key West," ^^La Estrella,'' aud 
'^ Bouquet,'' aud certain brands, labels, and pictures, as liis trade-marks, 
the defendants did not afterward have the right to adopt the name 
G. H. Oato, in combination with the words ^< Estrella," ^< Bonqnet," and 
<<Key West," and certain brands, Inbels, aud pictures, iu combination 
with the name G. H. Gato, as their trade-marks, where the words so 
adopted by them so clearly reseuibled the trade-marks so adopted by 
the complainant as to enable them to palm off upon and induce an ordi- 
nary purchaser to buy their ci.i*:ars for those of the complainant, whereby 
the defendants might be profited and the comi)lainunt niight be injured. 
In City of Carlsbad v. Kutnow ((jS Fed. Rep., 794) the city of Carlsbad, 
as proprietor of the Carlsbad springs, had for years evaporated the waters 
into salts, which were sohl as ^^ Carlsbad Sprudel Salz.'' Defendants, 
who were New York druggists, made a similar salt without the use of 
the genuine Carlsbad water and sold it under the name *' Improved Effer- 
vescent Carlsbad Powder." Judge Wheeler in granting the injunction 
said: 

If auy artiticial salts have cooie to be kuowu by tlie uapic of ** Carlsbnd ^alts/' 
from similarity or otherwise, of course the defeniliuits have the same right to sell 
sach salts by that name that they have to m^II anything by the uutiio by which it is 
known. But there is no real evidence to that effect. And it tlie defendants pro- 
cured genuine Carlsbad waters or salts, and put them up in difl'erent formH, or with 
other ingredients, to improve their taste or vary their effoots. these words would be 
tmthfnl, and they would seem to have a clear right to use them iu such prepara- 
tions; but the plaintiffs* proof ten<l8 to Hhow that the defendants* Halts are not, in 
Nubstaiice, ji^eunine CarlHbad salt^, in any form, aud the loading defendant has been 
ji wituess, lifid has not assumed to stat«i — and, although the proof must lie within 
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their reach, none ha« been prcxliicad to Hhow— that thoir snlU come direct, in any 
form, from the Carlsbad spriufs. The impreMioD left by the eyidence ia that they 
do not, but are artificial. No proof has • '^eii broaght showing that the plaintiffs 
have used the name of '' Carlsbad " upon any but genuine Carlsbad Spriidel 8ulU/ 
As the case stands hero, the defendants appear to be using the namo ''Carlsbad" 
ujion artificial salts having no connection with that name, and to be using it only 
because of its connection with the genuine Carlsbad Sprudel Salts. Carlsliad, with 
its springs, is far away. This use of the name in connection with a preparation ho 
simibir to this well-known product of them is some representation that it is a gen- 
uine product of them. Calling the powder " Improved Carlsbad " is a direct repi^ 
sontation that genuine Carlsbad powder has been taken to be improved upon ; and 
calling it also "eff'srvescent^' is a representation that the improvement is in the 
eflferveHCOuce. This is putting the plaintiffs' mark, to some extent, i:pon the defend- 
ants' salts* and is calculated to lead customers to think they are the salts of the 
plaintiffs. Such deception would be actionable at law, and in preventable in equity. 
{McLean v. Fleming, C. D., 1878, 262; 13 O. G., 913; 96 U. S., 245; Menendez v. HoU, 
C. D., 1889, 344 ; 46 O. G., \m ; 128 U. S., 514 ; 9 Sup. Ct., 143 ; Improved Fig Sgrup Co. 
V. California Fig Sgrtip Co., C. D., 1893. 416; 64 O. G., 158; 4 C. C. A., 264; 54 Fed. 
Rep., 175; Von Mumm v. Froih, C. D., 1894, 374; 68 O. G., 143; 56 Fed. Rep., 890.) 
Allusion has been miule to this word being the name of the city, to which ordinarily 
an exclusive right cannc»t be acqnired ; btit it is also the name of theae peculiar 
springs and gives the name of their products. 

. And on appeal (35 U. S. App., 750; 18 O. C. A., 24, and 71 Fed. Bep., 

167) the court, in afSrming the order, by Jndge Lacombe said: 

• 

The Carlsbad Sprudel Salts in either form, therefore, is a natnral product, and 
well known as such ; and there is no pro4if in the case that the complainants have 
used the name ** Carlsbad " upon anything but genuine Carlsbad Spmdal Salts. And 
we concur with the circuit judge in tlio finding that there is no evidence in the 
record that any artificial salts have/f^om similarity or otherwise, come to be known 
by the name of ^'Carlsbad/' as is the case with the Epsom salts, a term now gen- 
erally applied to sulfate of magnesia whether snoh sulfate of magnesia conies from 
Epsom or not. Under these oirrnmstanoes the complainant, the city of Carlsbad, 
has the right to indicate the origin of these natural salts by its own nAme, and 
would be entitled to the aid of a court of equity to prevent any one from nsing that 
name to induce the public to accept as genuine artificial salts not the prodnot of the 
Carlsbad springs. 

In Kinney v. Bosch (16 Am. Law Beg., N. S., 596} plaintiffs niaun- 
factured cigarettes and used a label with a field of divergent rays and 
the word <^ St. James '' and the symbol ^^ 1/2." The cigarettes were dis- 
tinguished on the market as '^ St James." Defendants employed a 
label of the' same size, differing slightly in color, containing the words 
^< St. James Perique Cigarettes " with the symbol ^^ 1/2." It was shown 
there was a St. James parish in Louisiana and St. James periqae 
tobacco was a common article. The symbol <<l/2" meant mixed goods, 
and was so used by the trade. In regard to the right of the plaintiff 
to the use of the word '^St. James" and the figures ^^1/2" the Court 
said: 

It has been urged upon the part of the defendants that geographical nanea oaii- 
not be the subject of a trade-mark ; neither can nomerals, which only Mrre to indi- 
cate the nature, kind, and quality of an article. It is true that the oases cited by 
the defendants sustain these pzopositions, bnt the later onses have prooeeded upon 
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different Mkd more equitable prineiples in defining tlie groands upon which coorte 
of equity interfere in eaees of this description. This interference, instead of beiDg 
ibnnded upon the theory of protection to the owner's trade-marks, is now supported 
mainly to prevent frauds upon the public. If the use of any words, numerals, or 
symbols is adopted for the pnrpoee of defrauding the public, the courts will inter- 
tee, and protect the public from such fraudulent, intent, even though the person 
asking the intervention of the court may not have the exclusive right to the use of 
these words, numerals, or symbols. This doctrine is Ailly supported by the latest 
English cases of Lea v. HaUff, (5 Oh. App., 155;) Woik«r$piH>% v. Cuirie, (L. R., 5 H. 
L., 508,) and also in the case of NewmAn v. Alvord, (51 N. Y., 189.) 

In Anheuier-BiMch Brewing Association v. Piza (C. D.^'ISBO, 86; 39 
O. Q.J 1123; 24 Fed. Rep , 149) complainant, doing business at St Louis. 
Ho., had been ac(;ustomed to export beer in bottles with a label bear- 
ing the words <'St Louis Lager Beer." It bad an established maiket 
for this product in South America and Panama. Defendant nor any 
other person in the export trade had been accustomed to use the words 
'^St. Louis Lager Beer." Defendant shipped beer from New York in 
competition with complainant. It was shown that at Panama and in 
South America ^^St Louis Lager Beer" was in demand. Defendant's 
beer was made in New York, and his bottles were so labeled as to rep- 
resent that the beer was made at St. Louis and that his Arm were the 
sole agents for the St. Louis lager-beer. Defendants insisted that 
buyers did not discriminate between complainant's article and other 
beer in the United States, but bought it simply because they supposed 
St. Louis beer was produced in the United States, as distinguished 
from German and English beer; but the Court said: 

This may be tme ; bat, If it is, it does not seem to he condnsi ve against the right 
of the complainant to the i^Jnnction which he seeks. As the goods of the parties 
go to the same market, it can hardly fiul to happen that the complainant will lose 
•ales, and the defendant will gel cnstomers, in conseqnence of defendant's acts. 
Although the complainant cannot have an exclusive property in the words "8t. 
I.fOais" as a trade*mark, or an exdnsive right to deeignate its beer by the name 
''St. Lonis Lager Beer," yet, as its beer has always been made at that city, its nse 
of the designation npon its labels is entirely legitimate; and if the defendant is 
diverting complainant's trade by any practices designed to mislead its customers, 
whether theee acts consist in simulating its labels, or representing in any other way 
his products as those of complainant, the latter is entitled to protection. It is no 
answer for the defendant, when the complainant asks for protection, to say that it 
has no exclusive right to designate its product in the mauner it bos, although this 
might very properly be asserted by a competitor selling beer made at St. Louis, or 
who, by reason of any circumstances, might be entitleil to represent his product as 
originating there. (Catitil Co, v. CTorlr, 13 Wall., 322.) It is unnecessary, for present 
purposes, to consider whether the complainant has a valid trade-mark, or can have 
a teohnical trade-mark, in the name <'8t. Louis." It is sufficient that it was lawful 
for the complainant to um that name to deeignate its property, that by doing so it 
has aequiied a trwle which is valuable to it, and that the defendants acts are 
fraudulent, and create a dislionest competition, detrimental to the public. 

In Southern White Lead Co. v. Oareg (C. D., 1885, 462; 33 O. G., 024; 
25 Fed. Rep., 125) complainant, a manufacturer of white lead in St. 
Louis, stamped upon the upper end or head of its kegs the won' 

1Q7ftO AA 
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'< Southern Company, St. Louis." These words encircle the head of the 
keg, '^St. Louis^ forming the lower half of the circle and <^ Southern 
Company" the upper half, inclosing the words <* Warranted Strictly 
Pure White Lead in Pure Linseed Oil." St. Louis had an established 
reputation for the manufacture and sale of pure white lead, and com- 
plainant had maintained far years a largd trade at that place as a 
manufacturer.. Defendants manufactured their lead at Chicago, brand- 
ing it <* Southwestern, St. Louis," surrounding the words ^^ Strictly 
Pure White Lead," the words ^< Southwestern, St. Louis" appearing in 
the same forip as the words ''Southern Company, St. Louis." Defend- 
ants also pasted a label on their kegs stating that it was strictly pure. 
Analysis showed comjilaiuant's lead to be pure and defendants' to be 
adulterated. Gresham, C. J., said: 

I shall not stop to iDquire whether the complainant's claim to trade-mark is or is 
not well foanded, as I think it is entitled to an injunction upon another ground. 
The defendants so brand the heads of their kegs as to naturally mislead, and induce 
persons purchasing for consumption to suppose they are purchasing complainant's 
lead, when they are getting an inferior article. The brand need by the defendants 
is so like the complainant's as to induce the public ^o mistake the one for the 
other. The defendants sell their goods to retail dealers, and it may be that auch 
dealers are not deceived, but they sell to consumers who are or may be deceived. 

The complainant is entitled to relief if the brand used by the defendants suffi- 
ciently resembles the complainant's brands to be mistaken for them, and the defend- 
ants adopted their brand for the purpose of selling their kegs at the kega of 
complainant, or for the purpose of enabling retail dealers to do so, and the com- 
plainant has been injured by this fraud, or is likely to be Iqjured by it. 

The complainant manufactures its genuine white lead at St. Louis, and its repu- 
tation is already established as a 'manufacturer and dealer of this character. The 
defendants manufacture their adulterated and greatly inlorior lead at Chieago, and 
stamp upon their kegs a false brand in imitation of the complainant's brand. 
Why is this done unless it be in the hope of deceiving the public and iiguring the 
complainant? Realizing that they could not engage in open, manly comjietition 
with the complainant, the defendants resort to a palpable trick. If this resulted 
in no iivjury to the complainant, or was likely to result in no iiyury to it, the bill 
would have to be dismissed. But the affidavits show that the defendants' kegs can 
and have been sold as the complainant'H. 

Judge Blodgett in Lead Co, v. Coit (30 Fed. Rep., 492) made the 
same ruling upon the same falcts. 

In A. F. nU M/g. Co. v. Cleveland Stone Co. (C. D., 1888, 534; 45 
O. G., 947 ; 35 Fed. Rep., 89G) it was sought to protect the names ^< Green 
Mountain,^ <<Willoughby Lake," << Lamoille," and others as designating 
scythe-stones, which had been used by complainant and its predeces- 
sors for a number of years. Defendants acquired a quarry adjacent to 
complainant^s and branded theirs in the same way. It was urged, 
first, that the brands employe<l by defendants d id not infringe. Defend* 
ants used the exact words '^ Lamoille," ^^ Green Mountain," and others, 
but in place of "Willoughby Lake" employed the title "Willoughby 
Ridge." It was ruled that the titles employed were infringements. It 
was next urged that the brands as applied to scythe-stones indicated 
*he quality or grit of the stones. The Court said that they did not 
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designate alone qaality, bat also indicated selection and care in the 
manufacture, and finally — 

it 18 urged that " Lamoille'* and ''Willoughby Lake" are geographical terma. The 
deiendauts quarry stones two hundred miles from Lamoille county and Willoughby 
Lake and npply the names ''Lamoille" and ''Willoughby Ridge/' Assuming that 
complainant cannot have a valid trade-mark in these names, which I do not decide, 
it seems to be well settled that a manufacturer will be protected in the use of a 
geographical name as against one who does not carry on business in the district so 
designated. {Blackwelly, Dihrell, 3 Hughes, 160; Fed. Cos., No. 1,475; Newman y. 
Ahord, 49 Barb., 588; 51 N. Y., 189.) 

The same doctrine was upheld in Iforthcuit v. Tumey, Ky.^ (41 S. W., 
21.) The complainants were the owners of what are called and known 
as the "Upper" and "Lower" Blue Lick springs in Nicholas county, 
Kentucky, and brought suit to enjoin Northcutt from using the words 
"Blue Lick" in connection with his advertisement and sale of water 
from an artesian well in Campbell county. The Court in affirming the 
right to an injunction said : 

It is substantially alleged and admitted that water f^om the two springs of appel- 
lees have been for n century known, sold, and used throughout the United States 
and many foreign countries as medicinal water, and ^!so that they and those under 
whom they claim have, by long use and legal adoption, acquired esclusivo right 
to the use of the words ''Blue Lick" as their trade-mark. Though Upper and 
Lower Blue Lick Springs are some distance apart., und belong to two diHtinct 
firms, the water from tlicni seems to be compostMl of the name iiigri'diciits, nud to 
possess the same kind and combination of medicinal qualities. And, as the trade- 
mark "Blue Lick Water'' hns been heretofore appropriately and legally adopted 
and used by each representative owner without objection of either, they have a 
common interest in preventing :i third party illegally appropriating and using it, 
and, consequently, haTe a right to jointly maintain this action. Appellant states 
in his answer that he and those who preceded him have been selling and shipping 
water from said Artt^sian well for a period of at least sixteen years; that for about 
one year of that time the trade-mark or brand used in the sale of said water was 
"The Campbell County Blue Lick Water,'' and for about fifteen years last past the 
trade-mark or brand used by him and the former owners and proprietors in sale 
of said waters has been "Kentucky Blue Lick Water." And the two defenses 
bused upon this alleged. statement of fact are : First, that appellees, having knowl- 
edge thereof, and acquiescing in such use of the words "Blue Lick Water" by 
appellant and his predecessors, is now estopped to deny their right or interfere 
with the exercise of it by them; second, that the action is barred by the statute 
of limitation. That appellees ai*quired exclusive right to use as their trade-nmrk 
the words "Blue Lick Water" is not only apparent from the facta stated in 
their petition, and conceded in the answer of appellant to be true, but has been 
definitely decided by this court in the case of Water Co, v. Hawkini, /T^., (26 S. W., 
389.) Such being the case, the use and attempted appropriation of the same words 
by the predecessor of appellant, in advertising and selling water from the Artesian 
well, was manifestly illegal and fraudulent. 

Since the case of Columkia Mill Co. v. Au^orn (C. D.,1893, 672; 65 
O. Q., 1916; 150 U. S., 460; 14 Sup.Ot., 151) was decided, holding that 
the word ^'Columbia'' placed upon flour-sacks could not constitute a 
proiier trade-mark word, so as to give the person using it nn exclusive 
right, no one would be so hardy as to claim that an exclusive right to 
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the use of a geographical name ooald be aoqnlred as a trade-mark 
proper. Indeed, the doctrine of that caise was not new in 1883, bat has 
been the leading doctrine on the subject both in this country and Eng- 
land for many years, as is clearly shown by the cases already cited. 
There is do inconsistency between that case and the previoos decisions 
of the State and Federal courts in this country, including the decisions 
of the United States Supreme Gourt before cited, to the effect that— 

wrongs of this deMzipiioo, wherebj, throagh an artifioo of kdj muriy the goods of 
one manafactorer become confoaed in the pnbllo mind with goods of aome other 
mannfactarer, may be redieaaed in a ooort of equity. {M^nritm r. CUtklmg C^., 47 
Fed. Rep., 411.) 

In the case of PiUsbury y. MilU Co.^ (24 XT. S. App., 395; 12 O. O. A., 
432, and 64 Fed. Sep., 841,) which, like this, was a case of unfair and 
fraadnlent competition, Jenkins, circuit judge, speaking for the courts 
says: 

In the consideration of this question we have not overlooked the eaae of CMmmMs 
Mill Co. T. Alcorn, That was the eaae of a trade-mark pnie and aimple, in whieh it 
wae held that one eannot acquire the right to the exelnsiTe nae of the wcnrd " Colnm* 
bia." " * * There the proof fkiled to eetabliah that the brand was ealoolsted 
to mialead or deceive. Here the proof it orerwhelming to the eifect that the brand 
need was designed to mislead, and actually did deoeive and 



Since the case of Columbia Mill Oo. v. Alcam was decided a question 
arose in the United States Circuit Oourt for the District of New Jersey 
in Morgan Envelope Oo. v. Walton^ decided in 1807 and reported in 
ante, 072 ; 84 O. G., 811 ; 82 Fed. Bep., 469, since reversed, (86 Fed. liep., 
605,) in reference to the use of the same word '^ Columbia" in connee- 
tion with Certain symbolical representations of Columbia by different 
dealers who had placed it upon their packages of tissue-paper. The 
complainants brought their bill to restrain the use of the word ** Colum- 
bia" and the allegorical represeotation, aUegiog that they had used it 
for more than ten years continuously to distinguish their manuCaeture 
of a superior quality of tissue-paper and charging the defendants with 
the use of the same words and representations upon a tissue-i>aper 
manufactured by them and in such a manner as to constitute unfair 
and fraudulent competition. The defendants were allowed, besides 
answering, to file a cross-bill, by which they set up that they had 
employed the word ^* Columbia" and a symbolical or allegorical repre- 
sentation of Columbia upon their i>ackages for a period of seventeen 
years and longer before the oomplainants had employed them. The 
oourt in deciding the case in favor of the defendants, granting the 
injunction asked for in the cross-bill, says: 

There cannot be any question that nnder these cirenmstanees thers is graTe danger 
that the goods may be mistaken the one for the other. If the question preea n led 
were only the one raised by the complainants' bill, I should not hesitate to grant 
them the relief asked for; bat the prior application by the defendants of the word 
"Colombia" to the same product changes the situation of the parties. It cannot be 

»id that Walton dt Co. aoquired a technical trade-mark in the word <'Coliimfai%'' 
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in Tiew of the decision of Colmmhia MUl Co, v. Alcom (C. D., 1S98, 072; 66 O. G., 1916; 
100 U.S^400; 14 Sap. Ct., 151 ;) bat that they were the flret penona, eo ikr at the 
leeords show, to apply the word to this article of prodnctlon cannot he diepnted. 
By each application and continued use their paper became known to the trade and 
the public generally. II acquired a reputation for quality, and the name wae a dit- 
tinetive mark of excellence. The figure of ''Columbia" afkerward added by the 
complainante cannot be regarded at more than a mere amplification of the wofd 
"Columbia" previouely appropriated. It conTcys no farther or other idea than the 
word, and can be regarded only at a diiferent way of expieeeing it. It it apparent 
that, inacmuoh ae none of the wrappers in controverey bear the names of the mak- 
ers, the packages must be known and designated and called for by the users oe 
"Columbia'' paper, whether the word "Columbia" be expressed in letters alone, or 
in a figure typifying "Columbia.*' 8o it would happen that, whether a purchaser 
wanted the package of the complainants or the defendants, he must ask for Colum- 
bia paper. It would be impossible for the seller to know which of the manuihctnrsd 
articles was desired, and the public would be rendered liable to have imposed upon 
it goods which they did not want. Such a condition must incTitably lead to con- 
fusion in the trade, disappointoient to the general public, deception of ultimate 
purchasers, and be productive of unfair competition in trade, (Orr v. •/oAostoa, 18 
Ch. Div., 484; Sawger r. Ham, 4 Hughes, 280; 1 Fed. Rep., 24.) One cannot be per* 
mitted to practice deception in the sale of his goods as those of another "nor to use 
the means which contribute to that end." (P«rry y. Tm^it, 6 Beav., 66.') Irrespeo- 
tive of the question of trade-mark, inasmuch as Walton A, Co. appear to have been 
the first to put up their paper with the distinguishing mark "Columbia," and as 
their goods were the first to become known to purchasers aa "Columbia" paper, 
no other person should be permitted to use that name as the sole distinguishing- 
mark of a like article, whether expressed in letten or by figure, and in that manner 
mislead the general public into buying his goods as those of his competitor. If the 
word could not be used as a trade-mark, it is to be treated as a descriptive term, to 
the benefit of which they are entitled. ( Wilioii v. T. H. Qamii 4' Co., CD., 1807, 
818 ; 79 0. C, 1681 ; 47 U. 8. App., 250 ; 24 C. C. A., 178, and 78 Fed. Rep., 472. ) 

Tbe foliowlDg are some other of the leadiog cases whicli we have 
examined and which affirm the same general principle: Reddaway y. 
Hmp'Bpinning Oo.j 1802, (2 Q. B., 639; Bep. Pat Gas., 603;) PotcM 
y. Brewing Oo.^ (11 Bep. Pat. Oas., 563; 13 Bep. Pat Gas., 235;) Paine 
y. DamieUy (10 Bep. Pat Gas., 217;) Hine y. La$t^ (7 Law T., 41 ;) Bra- 
ham y. Beachim^ (7 Gh. Diy., 848;) Knott y. Morgan^ (2 Keen, 214;) 
Magnolia Metal Co. y. AUae Metal Go.j (14 Bep. Pat Gas., 380;) Society 
of Aeeouniante y. Corporation of Aooountant$y (20 Scot Bess. Gas., 4th 
series, 750;) Dnnnaehie y. Toungy (10 Scot Sess. Gas., 4th series, 874.) 
In this last case the following remarks of Lord Graighill seem pecul- 
iarly applicable to tbe case at bar : 

" Glenboig,'' as used by the respondents, and without any explanation of the senee 
in which the word was used, could not but be a description almost certainly 
leading to a deception. The lord ordinary appears to me to hare been insensible to 
this consideration. He thinks that because Dunnaehie made ''Qlenboig " a part of 
his trade-mark, the word must be held to be pvMiei Jsrit^misreading the case of 
Seizo^ as I think. But Dunnaehie was on Qlenboig ; the day he used woe raised and 
mannftujtured there; and in putting the name of the place into his trade-mark he 
was only following the course ordinarily pursued. The respondents, howoTer, are 
not on Gienboig. In taking thai word they took it only because it den(»led goods 
known in the market to be of high quality; and, if they are to And virtue in it^ this 
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will only be becanse those who at firet or second haml are the pnrchaBere of their 
goods read the word as indicating that the goods arc the protluct of a munnfactory 
other than Heathfield. The respondents try to j ostify their assampt iou of Glenboig, 
first, on the ground that their clay is of the same seam ; and, second, that the irord 
''Glenboig/' as nsed by them, is qualified by the word '* Young^s/' and so misappre- 
hension, not to say deception, is prevented. The fact assumed in the former of these 
grounds has, I think, been established; but it is insufficient as a justification. The 
least that can be said on the subject is that the word, as used, is ambiguous. That, 
in my opinion, would be enoagh. Why should the respondents use a word that may 
mislead — that may lea<l people to buy their goods as the goods of the complainersf 
If all the respon«lents desired to suggest is that their bricks are ma<1e of the clay of 
the Glenboig seam raised on Heath field, a word or words could be introdiicwl by 
which this could be commnnicatod. 

Every case, as has often been adjudged, mast rest upon its own cir- 
cumstances; but tbis case and many others already quoted seem quite 
undistinguishable on principle from the case in hand. Tlie result of 
all these cases is that the question must come down to one of fair or 
fraudulent competition. {Clark Thread Co. v. Armitage, (57 Fed. Rep., 
897, affirmed C. D., 1896, 731; 76 O. G., 1419; 74 Fed. Hep., 936; Mer 
riam v. Publishing Co., 49 Fed. Rep., 944; Seiro v. Provezende^ 1 Ch. 
App., 192; Lead Co. v. Masury^ 25 Barb., 417; Wotherspoon v. Currie, 
L. E., 5; H. L., 508; Myers v. Buggy Co., 5i Mich., 215; 19 N. W., 961, 
and 20 N. W., 545; Keller v. Goodrich Co., Ind. Sup., 19 N. E , 196; 
Companie General v. Rehder, 5 Rep. Pat. Gas., 61; Free Fishers and 
Dredgers of Whitsiable v. Flliott, 4 Law T., 273; Thompson v. Mont- 
gomery, 41 Gh. Div., 35.) This last case is very analogous to the case 
at bar. The plaintiff' had established a brewery at a place called 
" Stone,'' where he had long carried on business and whence his ale, 
under the denomination '^ Stone Ale," had acquired a reputation. Lord 
Lindley in reversing the order denying an injunction said: 

The plain tiflfs rights are to prevent anybody from passing; off bis goods as the 
goods of the plaintitf, which is indeed the very substance and kernel of the cases 
on this subject. {California Fig Sjfrup Co, v. Taylor Drutj Co,, Limited, 14 Rep. Pat. 
Cas., 341.) 

In McAndrew v. Ba^sett (4 De 6ex, J. & S., 380) the plaintiffs were 
large manufacturers of licorice. They styled this licorice ^^Anatolia." 
Anatolia was 'he name applied to a whole tract of country wherein 
licorice-root is largely grown. At the time plaintiffs began to use the 
word there was no other manufacturer of licorice stamping it with this 
word. Subsequently, in response to an order for Anatolia licorice, 
defendants caused a stamp to be prepared containing the word <^ Ana- 
tolia'^ and put it on the goods and afterward continued to use it. The 
court below granted a perpetual injunction restraining the use of the 
word '* Anatolia" by the defendants on licorice. In response to the 
argument that the word ''Anatolia" was common to all the Court said: 

That argument is merely a repetition of the faUaey which I have frequently had 
occasion to expose. The property in the word for all pnrpoifes cannot exist, but 
property in that word, as appbed by way of stamp upon the particular Tattdiblo 
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article as a ttiok of licorice, does exist the moment the article goes iuto the market 
BO stamped, and there ohtained acceptance and reputation , whereby the stamp gets 
currency as an indication of superior qualitji or some other circumstancoi which 
renders the article so stamped acceptable to the public. 

In Van Horn v. Coogan (N. J. Ch., 28 Atl., 788) plaintiff and its pred- 
ecessors bad at Newark, N. J., for a great many years manufactured 
and sold stoves and ranges under the style of '^ Portland Stoves and 
Banges«'' Defendants carried on business very dose to plaintiff and 
began to make, advertise, and sell <' Famous Portland Banges." It 
was insisted that there could be no trade-mark in the word <^ Port- 
land," because it was a geographical name, and on this point the Court 
said: 

But it is contended that a geographical name, like ''Portland,'' cannot be a trade- 
mark, nor to be so used as to give tlie dealer who first adopts it an exclusive prop- 
erty in it. This, I think, may be conceded, without impairing in the slightest degree 
the complainant's right to the protection it asks; for, as was said, in suhstance, by 
Lord Langd ale, in the case just cited, the question, in cases like this, is not whether 
the complainant has a property in the name by which his goods are distinguished in 
the market; hut, on the contrary, the pertinent inquiry is, has the defendant a right 
to use the name by which the complainant's goods are known, for the purposes of 
deception, and in order to attract to himself that custom which, without the improper 
use of such name, would have flowed to the complainautf And the answer to the 
inquiry is that the defendant has no such right. The Supreme Court of the United 
States in Coata v. Meirick Thread Co,, (C. D., 1893, 873 ; 63 O. G., 1531 ; 149 U. S., 562, 566 ; 
13 Sup. Ct.,966,) recently said, speaking hy Mr. Justice Brown, that there can he no 
question as to the soundness of the proposition that, irrespective of the technical 
question of trade-mark, one trader has no right to dress up his goods in such manner 
as to deceive an intending purchaser, and induce him to helieve he is huying the 
goods of a rival trader. " Rival manufacturers may lawfully compete for the pat- 
ronage of the pnhlic in the thrice and qnality of their goods, in the heauty and 
tastefulness of their, inclosing packages, in the extent of their advertising, and in 
the employment of agents; hut they have no right, hy imitative devices, to heguile 
the public into buying their wares under the impression they are buying those of 
their rivals." 

The same rule prevails in the French and German law, and is com- 
prehensively thus laid down in Kohler, TradeMarks: 

Much more important is a second kind of fraudulent competition— so important 
that many legislatures especially single it out, and have passed particularly severe 
rules regulating it. It is one of the most common practices to designate the prod- 
ucts of a place, if these products be of a particularly celebrated character, by the 
name of their place of origin. -For commerce in cultivated plants this form of des- 
ignation is a vital question, and in the same way for mineral products, for mineral 
waters, etc. ; and also for industrial and manufactured goods this designation has 
an eminent meaning, since the products of certain conn tries have their peculiar 
advantages and peculiarities, which come either from the peculiar quality of the 
raw material of a country, from the customary skill of the workmen, or perhaps 
from a special method of production long in vogue. The great popularity of such 
goods in demand, the ready sale which they find, and the profits which their pro- 
duction biings, are temptation enough for many traders to mark their goods also 
with the name of this locality, entirely foreign to them, in order to realize the advan- 
tages which this demand produces. Such practices often infilot the most deplorable 
damage upon the genuine i^n'^ reputable products of those places, not only iu tliat 
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they vob ihent of a good part of the revenae direetly, bat tlie greateat damage c<hi- 
aiata in the depreciation which the indifferent wane, entirely foreign to the nature 
of the place fh>m which they are said to come, inflict upon the entire locality, which 
they bring into bad repnte. Before the public noticee the deoeption, it haa become 
disgusted with the inferior goods, and a flourishing branch of industry is ruined at 
a blow. In glowing colors, and without exaggeration, the terrible effiect which such 
practices have upon industry has been depicted in the report of Lemoine des Marse 
in the French law of 1824. It states there particularly that several branches of 
industry ''owe to them the loas of their relations with foreign countries which 
closed their markets to theui from the moment that they saw the most eommon 
product arrive under a name which heretofore they had been in the habit of respect* 
iug and honoring.'* (Pouillet, p.707.) It is Just the trade with foreign countries 
that is most injured by these practices, because there the deception is far more dif> 
Acnlt to detect, and the foreigner is easiest deceiveil in his peroeption of the true 
nature of the goods. 

The cases in which a person has been enjoined from using his own 
name in connection with other labels or brands upon his goods proceed 
upon the same general ground of deceit and unfair oompetition in trade. 
If a person may be restrained from the use of his own name upon his 
own goods because such use in the circumstances will deceive the pab* 
lie into purchasing his goods, believing them to be the goods of anotiier, 
to the injury of the public and the good- will and business of such other 
l)erson, so, also, on the like principle, may he be restrained from using 
any other proper or geographical name when such use will produce like 
results. (Garrett v. T. H. Oarrett db Co., G. D., 1897, 813,* 79 O. G., 1681; 
24 0. 0. A., 173; 78 Fed. Bep., 473; William Bogen M/g. Co. v. Rogers 
d! Spurr Mfg. Co., 11 Fed. Bep., 495; R. W. Rogers Co. v. WiUiam Rogers 
Mfg. Co.y 17 G. G. A., 576; 70 Fed. Rep., 1017; Landreik y. Landrethy 22 
Fed. Bep., 41; PilUbury y. MiUs Co., 24 U. S. App., 396; 12 G. G. A., 432, 
and 64 Fed. Bep., 841; Tarrant y. Hoff, G. D., 1897, 765; 78 O. G., 1907; 
22 G. G. A., 644; 76 Fed. Bep., 959; Meger y. Medicine Co.^ G. D., 1894, 
197; 66 O. G., 1755; 18 IJ. S. App., 372; 7 G. G. A., 558, and 58 Fed. 
Bep., 884 ; Walter Baker dt Co. y. Baker, G. D., 1897, 797 ; 78 O. G., 1427; 
77 Fed. Bep., 181 ; Brinsmead y. Brinsmead, 101 Law T., 606; MOaokrino 
y. Meku^rino, 4 Bep. Pat Gas., 215 ; Barlow y. Joknson, 7 Bep. Pat. Gas., 
395; Euntleg y. Biscuit Co., 10 Bep. Pat. Gas., 277.) It is hardly nec- 
essary to cite authority for the doctrine that in cases where the question 
is simply one of unfair competition in trade it is not essential there 
should be any exclusive or proprietary right in the words or labels used 
in order to maintain the action. This has been decided by the United 
States Supreme Gourt both before and since the decision of ColuwMa 
Mill Co. y. Aleorn. (See CoaU y. Merrick Tkread Co., O. D., 1893, 373; 
63 O. G., 1531; 149 U. S., 562; 13 Sup. Gt, 966; Singer Mfg. Co. y. June 
Mfg. Co., G. D., 1896, 687; 75 O. G., 1703; 163 U. S., 169; 16 Sup. Ct., 
1002.) In the former of these cases the doctrine is distinctly and 
broadly announced that '^irrespectiye of any question of trade-marks, 
riyal manufacturers haye no right, by imitative devices, to beguile the 
public into buying their wares under the impression that they are bay- 
ing those of their rivals." 
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In the defendant's brief and argament mnch reliance is placed npon 
the fact that one of the mills belonging to the PiUsbnry-Washbnm 
Company is sitnated ontside the city limits of Minneapolis; bnt, npon 
examination, this defense, mnch like the other defenses in the case, 
vanishes into << unsubstantial air" when viewed in the light of the 
evidence. The objection, if good at all, would go to show a misjoinder 
of parties— that is to say, that the Pillsbnry Flour Mills Oompany 
should not have been joined with the six other corporations, all of 
whose mills are sitnated at the Falls of St. Anthony, within the city 
limits of Minneapolis. It would furnish no good reason fbr not grant- 
ing the relief asked for as to the other complainants. The objection, 
if of any value, should no doubt have been taken by plea in abatement 
for the misjoinder of parties. A plea to the merits is held to be an 
admission not only of the competency of the plaintilb to sue, but to 
sue in the particular action which they bring. {Society far Propaga- 
tian of Goipel v. Town of Pawletj 4 Pet, 480.) But upon the merits 
there is but little substance to this objection. The evidence shows 
that this Anoka mill has always been an integral part of the great 
Minneapolis milling plant belonging to the Pillsbnry Flour Mills Com- 
pany; that it has the same machinery, is run by the same proprietors 
in the same manner, grinds the same grade of wheat, is subject to the 
like interchange of flour and tests; that the business of the mill has 
always been conducted in Minneapolis by the same parties in connec- 
tion with that of their other mills and has always been considered and 
treated as one of the Minneapolis mills. It is situated on a tributary 
of the Mississippi river, about ten miles outside the city limits, in a 
small suburb of the city, only because there happened to be a water- 
power at that place. For these reasons the public has not been 
deceived, because this, which is one of the smallest mills, has been 
practically for all purposes a Minneapolis mill and part and parcel of 
the Pillsbnry flouring plant in that city. There in nothing unusual 
and it does not seem to be a material circumstance that large mann- 
fiictnring concerns tarrying on business in a city should have some 
IK>rtion of their works ontside the corporate limits, and it hardly re- 
quires the citation of authorities to the point that where this is done 
such business will be considered entitled to the same measure of pro- 
tection as if carried on wholly within the corporate limits. See Eohler 
on Trade-Marks, 291, and New York cC Ji. Cement Co. v. Copla^ Cement 
Co.f {0. D., 1890, 550; 63 O. O., 1408; 46 Fed. Bepw, 212,) where it is 
said that all cement manufiEU^turers in Bosendale and vicinity may 
nghtftdly call their manufactured article ^< Bosendale Cemenf (Stone 
Co. V. Wallace^ 62 Fed. Bep., 431.) 

As we read the opinion of the court below (see 82 Fed. Bep., 816) the 
iiyunction was refused not only because the sevmd complainants could 
have no exclusive interest in the words the use of which by defendant 
is complained of as a trade-mark, but o»the fnrtlier gvoond that tha 
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misase of these words by the defendant cannot ii^Jnrionsly affect any 
one particnlar complainant, because they do not imply that any one in 
particular of the complainants manufactured the flour sold by the 
defendant. We think this ground not tenable. If the complainants 
were consolidated into one great business concern, this objection would 
be obviated, because then one corporation would manu&cture all the 
flour made at Minneapolis, as now the several corporations complainant 
do. But if such a corporation would be entitled to relief we take it 
that anyone or more of the complainant corporations having a common 
interest in preventing the fraud will also be entitled to maintain the 
action* In the judgment of the court it is the common every-day case 
of several persons having a common interest in the prevention of an 
irreparable injury joining together to obtain the desired relief. Though 
their interests are different in deg^ree, they are of the same quality and 
kind. Any number of land-owners may join together to enjoin the 
assessment and collection of an illegal tax upon real estate, or one or 
more may sue on their own behalf and for the benefit of all others sim- 
ilarly situated. One land-owner may own a thousand acres and another 
but one. That makes no difference so long as their grievance is of the 
same character, though differingln degree, as affecting different persons. 
So if a person attempts to erect a nuisance of any kind upon a block 
of land in a city where the lots to be affected are owned by different 
owners any one may sue, or one or more may join together in asking 
for relief by injunction. The same principle is illustrated in the cases 
of common of pasturage or common of fishery and the same rule pre- 
vails. The test is whether the parties have an interest in common in 
the subject-matter of the sait as well as in the question involved— 
whether, to use the language of Mr. Justice Nelson in Cutting v. Oil 
berty (5 Blatchf., 259, 261; Fed. Rep. Gas., No. 3,519,) approved by the 
Supreme Court in Seott v. Donald^ (165 U. S., 107, 116; 17 Sup. Gt, 
262)— 

there Ib a community of interest growing out of the nature and condition of the 
right in dispute; for, although there may not be any privity between the nnmeToos 
parties, there is » common title oat of which the qnestion arises, and which lies at 
the foundation of the proceeding. 

In all of these cases and many more of like kind any one may sepa- 
rately, but not jointly with another, maintain an action at law, or any 
one or any number together to save multiplicity of suits and prevent 
irreparable injury may maintain a bill in equity to enjoin. The doc- 
trine is too common to require the citation of authorities. 

In the examination of the cases upon the subject of fraudulent com- 
petition in trade we have found many like this where both individuals 
and corporations having a common interest have united together to 
maintain the action in equity, only one or two of which we will refer to. 
In the case of Society of Accountants v. Corporation of AcoouiUanttj (20 
Soot. Bees. Oaa., 4tli series, 780,) the Society of Accountants in Bdin- 
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barghy the iDstitnte of Accountants and Actaaries in Glasgow, and the 
Society of Accountants in Aberdeen, three several and distinct socie- 
ties, all incorporated by royal charter, as well as the individual mem- 
bers of each, joined in a suit to prevent the Corporation of Accountants, 
Limited, and certain of its members from using the letters ^'C. A.," 
(chartered accountants.) From the date of the incorporation of com- 
plainants these letters had been used to designate their members and 
were so understood by the public. Each of the complainant societies 
consisted of a body of professional men who had associated themselves 
for the puriK>se, inter alta, of keeping up a high standard of profes- 
sional education and efficiency. The Court in granting the interdict 
said: 

Here eMsh of the corporations is not only incorporated, but each has a distinct 
patrimonial interest in enforcing its conditions of membership — an interest attach- 
ing both to the corporations as such, but also to its individual members. But, if 
this be so — if a wrong is done — and a title to sue exists where there is only one cor- 
poration, does it make any diflference that there are here three corporations, and 
that the injury consists in conduct which iavolves a false representation of member- 
ship of one or other of the three f I do not, I confess, see that this makes a differ- 
ence in principle — at least assuming that, as here, the three corporations Jointly 
complain. There may be a difference iu degree— that is to say, there may be a dif- 
ference in the degree of the injury to each body individually— but I think that that 
is all, and I am not able to hold that that is enough. Each corporation suffers a 
legal wrong, greater or less, and, that being conceded, the question becomes one 
merely of title to sue. 

The case upon appeal was unanimously affirmed. The same rule 
was recognized and adopted in Korthcutt v. Tumey^ £y., (41 S. W., 21.) 

The order of the court below is reversed, and the case remanded, 
with instructions to grant the injunction as prayed. 
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ABANDONED CLAIMS. See ReUauet. 7. 

ABANDONED EXPERIMENTS. See BeductUm to PtaoOoe, 6, 7, 9. 

1. EviDENCB OF — ^The ftction of Finkenbincr in failing to manufkcture the device 

for two yean after his alleged reduction to practice, during which time 
there was a general demand in the trade for the device and specifio demand 
was made upon him for a device performing itti functions, and the attempt 
on his part to meet the demand Ivy devising some other form of device, raise 
the presumption that what was done amounted to no more than an abandoned 
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several witnesses that the test of the device was satisfactory. ^BmU v. 
Finkenhiner, 326. 
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has not been followed within a reasonable time by practical use or applica- 
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in the spirit and policy of the patent laws and in the nature of the equity 
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edge of his invention, who expends his time, labor, and money in discov- 
ering, perfecting, and patenting in perfect good faith that which he and 
all others have been led to believe has never been discovered by reason 
of the indifference, supineness, or willful act of one who may, in fact, have 
disco vere<l it long before. * Mason v. Hepburn^ 510. 

ABANDONMENT. See Jnterferenee, 146, 147. 

1. Use and Sale Before Appucation — The use or sale of an invention by the 

inventor within two years before application is no Just ground to presume 
its abandonment, nnless accompanied by other acts or declarations clearly 
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donment will not be presumed merely from a statement contained in the 
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Foo$ 4' Company v. Dempster Mill Manvfacturing Companif, 297. 
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a suspension of action on his application for three months, which was 
granted. Nothing further was done until January 10, 1896, when the Exam- 
iner, on his own motion, called the applicant's attention to the fact that the 
application was suspended and suggested to him that if he desired a further 
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for sixty days. For reasons not disclosed by the record the Examiner granted 
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Heid, that were it not for the letter of the Examiner of March 1, 1897, the 
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Consideration of tiik Affidavit dy Primary Examiner — An affidavit 
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and should be received nnd considered by him. £x parte Payen, 43 MS. Dec., 
73, cited. Ex parte GroeeeUn, 163. 

AGGREGATIONS. See Claims, 3, 5. 

ANCNDMENTS. See Applications, 9; Correspondence tcitk the Patent Office; Inter- 
ference, 66, 67, 98, 102, 143; Rejected Claims, 3 ; Reopening of Rejected Cases^ 5. 

1. After Final RB.rECTiON — Where an amendment is filed in good faith after 

second rejection and for the purpose of securing what the attorney believes 
to be the inventor's rights, an Examiner may be Justified in admitting and 
considering such amendment. Ex parte Sorstick, 129. 

2. Alternative Species-— Election of Species Binding— An applicant has no 

right to have an allowable claim drawn to a species alternative to that of 
other claims and presented by amendment after the rejection of such other 
claims considered. He is 1>onnd by his election of species. Ex Parte Xoble, 
149. 

3. Appeal — Petitiox — New Matter— Propkr Procedure— Where an amend- 

ment was objected to by tho Examiner on the gronnd that it contained new 
matter and the claims which depended on the disclosure contained in the 
amendment for their snpport were rejected and no reconsideration of the 
Examiner's action was asked for by the applicant, but petition was taken 
to the Commissioner, Held that the question raised by the petition is one 
affecting the merits, and applicant's course under the rule is to ask recon- 
sideration of the £zaminer*s action, and if upon reconsideration the 
Examiner adheres to the rejection appeal lies to the Examiners-in-Chief, 
as the question is one which may not be brought to the Commissioner by 
petition. Ex jtarte Cousens, 1^. 

4. After Final Rejection— Showing Required— An additional claim presented 

after final rejection should not be admitted without the showing of "good 
and sufficient reasons why it was not earlier presented" required by Rule 
68. JSxpeurte Majfnardp 166. 
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AMENDMENTS— Continaed. 

5. MiSTAU BT THB OrpiCE— When the letter acoompanying a eabatitate apeei- 

fieation ipecifloally requeated that it be snbatituted for one forming part of 
an incomplete application, Held that there was no mistake by the Offioe in 
entering it as an amendment and not as part of a new application. JEk 
parte Arakelim, 243. 

6. Dkpakture from Orioina:L Disclosure — ^Mistake by AppucAirr— A misap- 

prehension by the applicant as to the OiBce roles cannot Jnstiiy a disregard 
of the role against the allowance in a case of matter involving a departure 
from the original disclosure. Id. 

7. Refusal to Enter — Division — An amendment shonld not be entered when its 

entry would necessitate the requirement of division. JBs parte JNdkftr, S78. 

AMENDMENTS TO DRAWINGS. 

1. New Matter— :Where a device as illustrated is inoperative and it is obvious 

that the defects in the illustration are such as could only have occurred 
through a clerical error in making the drawing. Held that the drawing may 
be amended to cure the defects. Citing esparto iSaydar, C. D., 1882, 22; 
22 O. O., 1975. JSx parte Bailey, 16. 

2. Same— Ektbrino Amendment— Appeal— The question as to whether an 

amendment to correct a drawing should be entered and as to fhe oonrse of 
appeal considered. The practice defined by ex parte Zuher (C. D., 1884, 
57; 67 O. G., 529) and «b parte Suter (C. D., 1892, 112; 59 O. G., 1481) dis- 
tinguished. Id. 

AMENDMENTS TO PRELIMINARY STATEMENTS. See /aler/smioe, 6, 13, 124, 
125, 158; Preliminary Statement, 

ANALOGOUS DEVICES. See C4>n9tmeii4ni of apea^f^oat^ane and Palsate, 12. 

ANALOGOUS USE. 
IxAiNTioH-'PoTTS v. Crbaoer— The application of a device designed for lilting 
sheets of paper by exhausting the air in hollow points of contact tliarswith 
to the lifting and holding of pills while dipping them in a gelatin-bath eon* 
sidered to be a mere analogous use where no substantial change in the devioe 
was necessary. Patte f Co. v. Creager, C. D., 1895, 143; 70 O. G., 4IM; 106 
U. S., 597, distinguished; * Frederick R. Steame 4' Ompanf v. JBasM^I, 541. 

ANNULMENT OF PATENTS. See PafenU, 1, 2; ReUeuee, 3, 4, 5. 

ANTICIPATION. See Deeigni, 3; Particmlar PatenU, 4,5, 17; Prior Uee; VaUdU^ qf 
PatenU. 

1. IxvENTiON— Several REVERBNCBa— Decision op Patent Office Affibmbd— 

After examination of the patents cited as references against appeUanfs 
claims. Held that, considered together, they constitute complete anticipa- 
tion of the process claimed' to have been disco vereil by appellant, and the 
decision of the Patent Office affirmed. *Aet7< v. CommJiMeimtr of Patoite, 932. 

2. Non-Patentabiuty to One of the PAUTiBS—Hoifmann having disclooed 

the unalkylated dyestuff prior to any claim made by Bender and the record 
showing that the process, purpose, and result of alkylation as used by Hoff* 
monn were old and well known. Held that Bender made no invention in alky- 
lating Hoifmann's dyestuff. Render v. Hojfmann, 262. 

ANTICIPATION BY PRIOR FOREIGN PATENT. See Prioriig of In9eaiian,l. 

APPEAL. See Interference^ 18. 

APPEAL— EX PARTE. *&te Appealtothe Examinere-in^Ckirf^SfS', Motion to Dieoohe 
Interferenoef 5. 

APPEAL FEES. 
1. Afpeal to the Commiskioner— Section 4934 ok the Revised Statutes-- 
Fee — ^The requirement of the statute is clear and unmistakable tba* a te 
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APPEAL FEES— ContiDQed. 

of $20 must be paid upon every appeal tu the ComniiHaioner from the Exam- 
inera-iti-Chief and makes no distinction h<^tween the lint and other appeals 
in the same case. Ex parte ArMl, 45 MS. Dec., 25. Ex parte JriNa, 144. 
2. Appeal to Examineks-ik-Chikf— Sbctioxs 4900 and 4034 of thk Revised 
Statutes— Fee — Ko fee is required in esse of i^seeond appeal to the Ezam- 
ineis-in-Chief in the same case, the fee for the first appeal having been 
paid. Id. 

APPEAL FROM THE COURT OP CLAIMS. 
Secoxo Suit— Res Adjudicata— Estoppel— Claimant filed a petition in th^ 
Court of Claims for royalty upon cartridges and primers alleged to have 
been manufactured by the United States under his patent. The petition 
was dismissed. A motion for new trial was filed by claimaut and was also 
dismissed. Application for appeal was filed ; but appeal was not allowed* 
A'iSecond petition was filed after the first petition had been dismissed and 
was based upon the same patent involved in the first petition. ..This {Nsti- 
tioh was also dismisseil by the Court of Claims. Appeal from this Judgment 
was taken to the Supreme Court. The defense was that of ree adjudieata. 
Held that even if a somewhat different theory or state of fucts were devel- 
oped upon the trial of the second petition the Judgment in the former peti- 
tion would not operate the less as an estoppel, since the patentee cannot 
bring suit against an infringer upon a certain state of facts and after a dis- 
missal of his action bring another suit against the same party upon the 
same state of facts and recover upon a different theory; The Judgment in 
the first action is a complete estoppel in favor of the successful party in a 
subsequent action u|)on the same state of facts, ffalk, on PaU., sec. 468; 
DiiMm v. Railway Co,, 5 Fish., 200; Bradley Mftj, Co. v. EagU Mfg. Co., C. D.. 
1894, 121 ; 66 0. 0., 3i5 ; 57 Fed. Rep., 989. ""Huhhell v. United States, 497. 

APPEAL FROM THE EXAMINER OF INTERFERENCES. See Interferenee, 96. 

APPEAL TO THE COMMISSIONER OF PATENTS. See Appeal to the Examinere- 
km^Chitf; Interferenoe, 181; leeuance of Patent; Motion to Dieeolve Interfer- 
once, 8; /feftearta^, 2. 

1. Limit op— Ikterferekce— Dbcisiom ok Loweb Tribunal in Iitterlocu- 

toby Matters Bixdino — Appeals upon interlocutory mattei-s should not be 
aeoepted after the expiration of the limit of appeal. The decision of a 
lower tribunal in such matters ahould not be set aside except upon a clear 
showing of error. Oxiae v. Stimpeon, 47. 

2. Appeal from Favorable Decision— Acquiescence in Decision— No party 

can appeal from a decision favorable to himself, and the decision is no less 
favorable because rendered on a motion of his opponent similar to his own 
motion. Since acquiescence in b favorable decision cannot be considered 
acquiescence in the reasons given for It, no hardship results fh>m a refusal 
to entertain an appeal. DooUttle v. fferdman, 183. 

3. Basis ok— It is well settled that an appeal must be A-om a decision and not 

itom the grounds thereof. Breul v. SmUk, 124. 

4. Suspending Interference— Motion to Take Action on Suggestion of 

ExAMiNERS-iN- Chief— Hearing on an appeal in an interference will not be 
snspended to permit a contestant to be heard on a motion to oompel his 
opponent to take prompt aetiou ni>on a recommendation of the Examiners- 
in-Chief. Id. 

APPEAL TO THE COURT OF APPEALS OF THE DISTRICT OF COLUMBIA. 
See Jppoal to the Examiners-in-Ckirf, 9; Interference, 10, 11, 12, 149, 160; Prac- 
tice in iko Patent Ofice; Priority of Invention, 3} Reieeuee, 8. 
1. Interference- Weight to be Given to Decisions of Patent Office^ 
Where the several tribunals of the Patent OiBee concur in findings in zespec^ 
12782 45 
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APPEAL TO THE COURT OF APPEALS OF THE DISTRICT OF COLUMBIA— 

Continued. 

to a mere matter of fact aboat which testimony is conflicting^ HM there is 
no reasonable ground for supposing that the Court of Appeals of the Dis- 
trict of Columbia will reverse those findings unless it be shown elearly and 
beyond reasonable doubt that there had been error committed in comparing 
and weighing the evidence. * G lemn ei al, v. AtUutu, 407. 

2. Sams— Priority— Decision of Commissionbb Affirmbd— The decioion of 
the Commissioner of Patents in awarding priority of invention to Adams 
affirmed. *Id, 

8. RXFUSAL OF COMMISSIONBR TO ORANT RSHEARING— ApPBAL DISMIBSRD— A 

decision was rendered by the Commissioner on February 28, 1891, rejecting 
the claims. There were no other or further steps ^ken in the case until 
October 23, 1896, when appellant moved for a rehearing and for leave to 
amend by canceling certain claims embraced by the original patent and to 
insert In lieu thereof modified claims filed with the motion for rehearing. 
This motion was on March 13^ 1897, denied by the Commissioner. On appeal 
to the Court of Appeals fh>m this ruling of the Commissioner refoaing to 
rehear the case. Held that the api»eal cannot be maintained, as an appeal will 
not lie firom a ruling refnsing a rehearing or an applioation for leave to 
amend the original claims. *'Me8singer v. CammiiHoner of Paient4, 606. 

4. Limit of Appeal — Held, further, that the appeal cannot be maintained, as it 

was not taken from the original decision of the Commissioner of February 
28, 1891, refusing the reissue of the patent, either to the Supreme Court of 
the District of Columbia or to the Court of Appeals of the District of Colum- 
bia, within the limits prescribed by the rule of the Court of Appeals after 
the rule was adopted. *Jd. 

5. Inteklocvtoky Ri'i.inos by the Commissioner— The rulings on questions of 

mere practice in the Patent Office will not be reviewed in this court unless 
it appears that there has been an abuse in the exercise of discretion and that 
substantial rights have been thereby afiected or denied. The practice of 
refusal by the Commissi onor to remand a case to the Primary Examiner is 
settled by the decisions of the Patent Office. ^^MarshuU ▼. C<fmwU$§UMMr of 
PaUnUf 578. 

APPEAL TO THE EXAMINERS-IN-CHIEF. See JmendmenU, 8 ; Claiwu, 5 ; Desi^m, 
21,25,32; Interference, l&i ; Motionio JH$eolveInierfermoe,6; RejecUd Clmima^ 
1, 2 ; Reopening of Rejected Caeee, 3. 

1. Discretion of the £xaminers-in-Chief— On an appeal from the deoision of 

the Primary Examiner on a motion involving the right of an applicant to 
make a claim it is doubtful whether the adverse party should be heard, 
even as a matter of courtesy. This matter should, however, be left to the 
discretion of the Examiners-in-Chief. PainUr v. JToll, 91. 

2. Right op Moving Party to be Heard Before Appbllatb TRfBUKAL-^Tlie 

party bringing such motion, so far as an appeal is concemedy is do mors 
entitled to be heard as of right, whatever may be decided by the Oi&oe as 
regards his appearing before an appellate tribunal aa a matter of polioy, 
than any person not before the Office whose rights to freely manufaeture 
the invention covered by the claim might be curtailed by the isaoaooe of a 
patent. Id» 

3. Right of Parties to be Heard— Right of Appeal— Such motion is heard 

inter partes by the Primary Examiner as a matter of Office poliey, in order 
that the facts aud reasons which in the opinion of the movingparty negative 
the patentability of the claim or show that his opponent is not entitled to 
make the claim may be clearly presented; but the Office does not and can* 
not recognize the moving party as a party in interest entitled to contest the 
patentability of another*s claims. He has no right of appeal from a deeialoB 
denying his motion, /d. 
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APPEAL TO THE EXAMINKRS-IN-CHIEF— Continued. 

4. Same — The same reasons which justify the rule which refuses the right of 

appeal from the decision of the Primary Examiner affirming patentability 
or the right of the respective parties to make the claim Justify the Office in 
refusing to permit the appeal taken by the party whose claims are affected 
to be made a contest inter paries before the appellate tribunal. Id. 

5. 8a >IK— Whether or not the adverse party is to l»e heard upon the appeal upon 

Ihe question raised by the motum to dissolve, it is clear that he cannot be 
beard before the appellate tribunal as to the validity of the appeal of the 
party against whom the question of patentability or right to make the claim 
has been decided by the Primary Examiner. As to questions Involving 
validity the appeal is ex parte purely. Id, 

6. Time of Taking Appeal— Estoppei/— Right op Advkiisk Parties to be 

Heard— Ex parte Question— The question of the time of taking appeal 
and the question of estoppel of a party by his adoption of a course deemed 
to be inconsistent with an appeal are ex parte questions, and an adverse 
party has bo right to be heard as a matter of course by the Examiners in- 
Chief on appeal on these questions. Id, 

7. Sbttino Limit ok Appeal — On a motion to dissolve on the ground of non- 

patentability or of no right to make a claim the Examiner should not set a 
limit of appeal, as the party who is affected adversely by such decision has 
the full statutory limit of two years within which to appeal. Id. 

8. BxuBF OF Party When His Opponent Fails to Take an Appeal— An 

applicant has his remedy in case his opponent fails to take an appeal f^om a 
decision of the Primary Examiner granting the motion to dissolve an inter- 
ference upon the (]uestion of non-patentability or no right to make the claim. 
He may ask that his own application be passed to issue unless his oppouent 
exercises his right of appeal within a reasonable time. Failure on the part 
of the opponent to take an appeal within such time may perhaps be held to 
work an estoppel, but consideration of snrh questions should be ex parte. 
Citing AM and Dewar v. Maxim v. Nobel, C. D., 1891, 102 ; 56 0. G., 139 ; and 
ex parte Lombard^ C. D., 1888, 56; 43 O. G., 1347. Id. 

9. Interference— Appeal Dismissed— Judgment on the Record — An Ad.u:- 

dication on tiik Merits— Appeal Lifs to Examixers-in-Chief— Appeal 
from the decision of the Examiner of Interferences granting a motion for 
Judgment on the record dismissed for the reason that such decision was an 
adjudication on the merits of the controversy and appeal lies to the Exam- 
iners-in -Chief and not to the Commissioner. Otherwise there would be no 
right of appeal to the Court of Appeals under JVestintjhouae v. Ihtncan (C. D., 
1894, 170; 66 O. G., 1009.) McOuive v. Hill, 134. 

10. New Matter — Question ior Examixkrs-in-Chikf— Reference having been 

made in the original application to spurs or cleats, they can bo shown ho 
long as the illustration of tbem does not involve a departure from the orig- 
inal disclosure; but the question as to whether a particular figure of the 
drawings illustrating them and covered specincally by the claims involves 
new matter is for the Examiners-in-Chief to decide. Kx parte Shearman, 190. 

11. Decision of tiib Examinkrs-in-Ciiiep — Constriction' of— The decision of 

the £zaminers-in-Chief that a valid combination does not exist in a certain 
claim in a particular case between a cartridge-clip and the magazine of a 
gnn is not a ruling that such combination exists in all oases where they are 
made elements of a claim, and the holding by the Examiner that a particu- 
lar claim in another case covering them does not define a valid combination 
does not show any disposition on his part to disregard the rulings of the 
Ezaminer8-in>Chief. Ex parte Rueeell, 196. 

12. DUPUCATION OF CLAI.M8— The question as to whether two claims are substaD- 

tially the same is reviewable on petition, not u])Ou appeal to the Examiners 
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APPEAL TO THE EXAJfINER8-IN-CHI£F— Con tinned. 

in-Chiet MM. in this caw that claims 8 and 9 contain material differences 
and are not dnplioates. /d. 

. 18. Patkntabiuty—Appbal— Althonich the necessity of refusing to one applicant 
what has been allowed to another is always to be regretted, the qnestion as 
to whether the claims in one ease are allowable oyer the prior state of the 
art must be decided without regard to the fact that similar claims hare been 
allowed and patented to another on a copending application. From a njee- 
tion in snoh case appeal lies to the £xaminers-in-Chief. Ex parts Biuidl, 
908. 
li. IxoPSBATivsNKsis OF Dbvicb— QuBSTiON FOR Examinbrs-in-Chibf — The 
question as to the operativeness of D'S device clearly iuTolves the uieritS|y 
and if an appeal was proper at all it should have been taken to the Ezami- 
ners-in-Chief rather than to the Commissioner. • Fowler ▼. 7>odff§, 257. 

APPLICANT AND PATENTEE. See luUrferenee, 28, S9, 40^ 48, 58, 66^ 67, 68. 

APPLICATIONS. See Abandanod AppUooHoM; AbandofmmU, 2, 8; AmmtdwiemU^ 6; 
ApplioMtiani Striokmi firom iks FOm e/ the Paieni Qfice; DaU of .FUta^ -^PP^ 
eotfoii; Ikt^§ii^^ 28 ; DMt^on of AppXisM^^ 1, 2, 8, 4, 6, 10; IfkUftfrn^mm^ 8, 79; 
JMssiMf, 12. 

1. DivisiOH— JouTDBR OF INVBITTIONS— Where no particular adaptabUlly Is 

f6und to exist between a game apparatus and a ooin-oontrolled apparstna^ 
claims for both should not be permitted in a single application. & jmHs 
MaXk«M. 84. 

2. Samr— STATKMBirr OF Use kot Coivtrolliko in Qubstion or Divisioh— The 

words " ooin-releasable mechanism" are not sufficient to carry a claim the 
other elements of which relate to a game apparatus into a group of claims 
each directeil to such apparatus. Such words are merely a statement of 
the fact that a coin releaser may be used with the game apparatus, id. 

8. Incomplbtb Appucation— No Drawing — The rules of the Office require that 
in order to constitnte a complete application a drawing must be filed when- 
ever the nature of the case admits. Until a drawing is filed the appUeatioa 
is not complete. Until an application is completed by filing all the neese 
sary papers and the payment of the fee it cannot be examined, nor can it 
be placed in interference. Falmtr and Thmmpoon v. BaiUg, 66. . 

4. Irrboular Papsrs—Fiunq Date of Appucahon— Applicant filed a drawing 
and the first fee of an application on December 81, 1897. At the same tame 
he filed an unsigned paper describing and claiming the device showd by tbe 
drawing. On January 8, 1888, he filed a petition, specifioation and claims, 
and an oath properly signed, executed, and witnessed. The application 
was given a filing date as a complete application, January 3, 1888. JffM 
that the paper filed December 81, 1897, cannot be treated as a speoifieation, 
and a petition to change the date of filing the application from January 8, 
1898, to December 81, 1897, denied. Ex pwrU Halimrg, 68. 

6. Kbquisitxs of a Complktx Appucation— The Rules of Practice and the stat- 
utes require that the specification shall be signed by the applioant, and a 
complete application must comprise, in addition to the drawing and fee, a 
petition, specification, and oath, and an applioation will not l»e considered 
as complete until all its parts have been filed in this Office, id. 

6. Rbfundino Fsb— Incomplbtk Appucation— Where an applicant filed an 
incomplete application and first fee on December 81, 1887, and on January 
8, 1898, he completed the application, with the understanding that if it 
were x>ossible it would be given the earlier date, and upon consideration it 
was decided that the application could not be given the earlier date^ BM 
that the first fee could not be refunded, as it was not paid by actnal mis- 
take, but in paying it and completing his application the applicant took his 
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APPLICATIONS-ContiDQed. 

ohftooet M to the earlier date being giren to the applieation, and, fhrther, 
the application has had a fhll examination on the merits. Id, 

7. CONmuiHO AppucATiON~i7fM, ftirther» that whiles strictly speaking, the 

seoond appUeation for all purposes may not be snsoeptible of being treated 
as a eontinnation of the first application, yet for many pnrposes it can be 
so treated. Pwrk v. Ctiim, 78. 

8. 8aicb--Intkiifbrbncs— OoNSTRUcnvB Bbduotzon to Pkactiob— Priority— 

MM, ftarther, that the second application is, fur the purpose of showing a 
oonstnietiTC rednotion to practice, a continaation of the first application, 
and that Park, having disclosed the subject- matter of the issue in his first 
application at a date prior to any date that can be given to Cain, is entitled 
to an award of priority. Id, 

9.. iMCOMPurnB— Miw Mattkr— When an incomplete application is on file, includ- 
ing petition, specification, and oath, new matter cannot properly be inserted 
by amendment, but must be presented as a new application supported by a 
new oath. Ex p€nrt€ AraMUm, 848. 

10. Sbction 8, Act or March 3, 1897, Construrd— ''Appucation''— ''Patrmt"— 
The words ''application" and ''patent'' in section 8 of the act of March 3, 
1897, mean United States applications and patents. Sxpah§ SwUik, 276. 

IL 8Aiia--6A)iB— in view of the circumstances surrounding the passage of the 
act it would be inconsistent with the law, with the intent of Congress, and 
with the commonly-accepted construction of the statute to hold that sec* 
tion 4887 as amended by the act of March 8, 1897, does not apply to applica- 
tions for foreign patents filed and foreign patents granted prior to January 
1,1898. Id. 

12. Bbfbrxnci— Prior Foreign Patkkt— The appellant's foreign patent being 
granted on an application filed more than seven montlui prior to the date of 
his United States application, BeJd that under section 4887, Bevlsed Stat- 
utes, he cannot be allowed a patent. Id. 

APPLICATIONS STHICKEN FROM THE FILES OF THE PATENT OFFICE. 
No Rsply to Okdbr to Show Causb— Where an application as filed appears to 
have been changed after being executed and the applicant makes no show- 
ing in reply to au order to show cause why it should not be stricken from 
the files, SM that it will be stricken fW>m the files nnder the provisions of 
Rule 81. BxparU KBpper, 6. 

ASSIGNMENTS. See Coafraoto. 

1. INFRINGEMBMT— Unlawful Combination in Rrstraint of Trai>b— Titlk to 

Patent— Prbviocs Dbcibion Construbd— Where in a previous litigation 
(National Harrow Company v. Bench et al, C. D., 1897, 743 ; 81 0. G., 1612) it was 
held that the organisation of the complainant, the assignment to it of the 
patents, and the license from the complainant permitting the assignors to 
continue to make and sell barrows under the patents so assigned were all 
steps in a general scheme to create a monopoly and that the transaction or 
combination was nnlawfhl in its conception and purpose as a whole and in 
all of its parts, and the present bill is based upon tlie theory that, holding 
the legal title to the patent in controversy, the complainant can sue the 
owners of the equitable title not as licensees, but as infringers, Seld that 
the assignment of the patent was but one step in the combination and the 
license was another step; that both were necessary to carry out the illegal 
scheme; that in the prior suit the complainant declared upon the license, 
now it declares upon the assignment, and that both are invalid under the 
prior Judgment, the one as much as the other. *NaHonal Barrow Company v. 
Bonok ei al,, 888. 

2. Samb—Samb—Samb— Further, where it was contended that the assignment of 

th« n^tADt waa a distinct and senarate transaction and that the bill oould 
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ASSIGNMENTS— Coxitinned. 

be supported npon the assignment alone, \?hich was an innocent proceeding 
in itself, Held that the prior decision treated this with the other steps as 
part of one illegal scheme. *ItL 

3. Rkcordixo in thk Patent Officb— Authority of tub Commissioner— An 

assignment referring to two Letters Patent, giving dates and numbers and- 
purporting to be executed by a receiver for a certain corporation, and two 
grants purporting to be executed by the assignee named in the assignment, 
was oti'ered for record in the Patent Office; but record was refa8e4l until an 
instrument showing title in the receiver was furnisliod for record. Held, on 
petition to the Commissioner, that as the instruments are correct in fomr 
iud comply with the terms of the statuten and rules of the Patent Office, 
there is no &uthority vested in the Commissioner of Patents to refuse to 
record the instrument. Ex parte Church et al., 35. 

4. Same — ^Samk— Duty of the Commissioner Ministerial— //eM, further, that 

when such an instrument as that above referred to is offered for record aud 
the fees for the recording are paid, it becomes the duty of the Patent Office 
to record the same. Such duty is a ministerial one. If in the Judgment of 
the Commissioner of Patents the instrument so offered amounts to an 
assignment, grant, mortgage, lieu, incumbrance, or license, or affects the 
title to a patent or invention which Is properly identified and accompanied 
by the proper fee, it should be recorded. (See Rule 199 of the Rules of 
Practice.) Id, 

5. Same — Same — Duty of Commissioner to Ascertain Authority of Party 

to Execute an iNSTRU.MENT Offered for Record — It is no part of the 
duty of the Office to ascertain whether the party executing the instrument 
is possessed of the proper authority to execute the same.-- Manifestly it 
would in many cases be impossible for the Office to determine such question. 
There is no statute which requires a party executing such an instmroent to 
record in the Patent Office the instrument under which he claims title. The 
Commissioner of I*atents is vested with no power to compel such a record- 
ing, and if he be possessed of no such power he cannot be required to exer- 
cise his judgment as to the legal ri;;ht of the party to execute the instrnment 
offered for record. Id, 

6. Samk—Samk— Same— Suggestion uy the Office— He may »ngge$t, in a case 

where the instrument purports to be executed by a receiver, attorney, or 
other party acting in a representative capacity, that it would be advisable 
to record the instrument claimed to vest title in such representative. Id, 
ATTOKXEYS. See Iiiierferencc, 9, 12G, 157, 159; Reopening of Rejected Casea, 1. 

1. Attorneys Practicing Befohk Patent Office— Disbarment— Commis- 

sioner of P.vtents Hearixg Chai:c;es— Section 487, Revised Statutes, 
CoNSTKi'KD — Section 487, Revised Statutes, remits to the Commissioner of 
Patents the entire^ cognizance of cases of malpractice occurring before his 
Ihireau and under it the hearing of such cases is to bo by him aud not by the 
Secretary of the Interior. It is eminently fitting that this should be so in 
view of the character of the duties, judicial or quasi-judicial, which are 
vested in him. "* United Statee, ex rel. Wedderhnrny v. BlieSf Secretary of Ike 
Interior, 413. 

2. Same— Same— Supervisory Power of the Secretary of the Interior 

Over the Commissioner of Patents in Disharmrnt Procbedings — 
"Subject to the Approval of the Secretary of the Interior" Cok- 
STRUEi) — By section 487, Revised Statutes, there is reserved to the Secretary 
of the Interior a supervisory power over the action of the Commissioner of 
Patents; but this is no more than an executive or administrative proceeding. 
TheproviKion that the judgment of the Commissioner shall "be subject to 
the approval of the Secretary of the Interior'' di>eB not make the Secretary 
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ATTORNEYS— Continued. 

a court for the trial of tho case, nor does it make him in any proper sense an 
appellate tribunal before which it would be proper for a party in interest to 
demand and to be accorded a hearing. *Id, 

8. Same — Same— Same — Same — The meaning of such supervisory power is not that 
the Secretary must try or hear the cause, but that the Judgment of the Com- 
missioner is not to be carried int.o effect until it receives the approval of the 
Secretary, and in order to give it this approval, or conversely and by impli- 
cation his disapproval, the Secretary is necessitated to go over the record of 
the proceedings that is made up for him according to law or regulation. 
This, as we have said. Is a judicial or quasi-judicial duty on his part; but it 
is not the equivalent in any sense of the hearing of a cause. *Id, 

A, Same — Same— Officer Before Whom Charges are to bb Heard— Sec- 
tion 487, Revised Statutes, and Aci' July 4, 1884, Construed— When 
the act of July 4, 1884, aud section 487, Revised Statutes, are compared and 
construed together, it is clear that it was not the intention of Congress to 
repeal section 487 by the enactment of the latter law, and if such was not 
the intention of Congress then the only reasonable construction of the act 
of 1884 was that the hearing therein provided to be given to the persons 
charged with malpractice \vas the hearing implied to be by section 487 of 
the Revised Statutes. So far, at least, as the Patent Office was concerned 
the act of 1884 made no substantia] change in the law. *Id, 

6. Same— Same— Same— "After Notice and Opportunity for Hearing" ik 
Act July 4, 1884, Construed — The provision of tho act of July 4, 1884, is 
not that the Secretary might exclude from practice after notice and hearing 
of the party charged, which would be the more natural form of expression 
if it was the intention that the hearing should be before tho Secretary in 
person, but that he might exclude "after notice and opportanity for a bear- 
ing," meaning plainly a hearing before some proper officer in such reason- 
able mode as should be provided by regulation of the Department. *Jd. 

6. Same — Same — Same— Same— Tho word "hearing" in law and in this statute 

means something more than oral augument. It means, also, the right to 
adduce testimony. If tho sole hearings ronteinplated by the statute was to 
be had before the Secretary, the Commissioner of Patents could not hear it 
at all, and the only duty that could reasonably be imposed upon that officer 
was tliat of taking the testimony and reporting it to the Secretary; but 
this conclusion would be in direct contravention of section 487 of the 
Revised Statutes, which explicitly provides that the Commissioner shall 
det<erminc the matter, subject only to the approval of his action by the 
Secretary of the Interior. *Id, 

7. Same— Same— Same— Weight to be Given to Department's Construction 

OF Statute — The construction placed by an executive department of the 
Government upon a statute enacted for its guidance and the regulation of 
its business must, unless it be plainly erroneous, receive due weight and 
consideration and should not be disregarded, except for cogent reasons. 
When, therefore, the Department, which was called upon to administer the 
act of 1884 and construe that act in connection with section 487 of the 
Revised Statutes, did so construe it that the notice and an opportunity for 
a hearing therein provided to be given should be given by the head of the 
proper Bureau and that the investigation should be conducted by such 
Bureau officer, subject to the approval of his findings by the Secretaiy of the 
Interior, it is not apparent that there was error in that construction. */<f. 

8. Same— Sa3ie— Mandamus to Compel the Secretary to Give a Hearing — 

Jurisdiction of Court to Issue Writ Doubtful— Assuming that man- 
damus is proi>er whenever an inferior court or a Judicial officer charged with 
the exercise of discretionary or Judicial funotiona eithar aas ume s to ezarciae 
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ATTORNEYS— CoDtinaad. 

JarUdiotion when none ezisti or refaaes to rntertain Jnriadietion with whieh 
he is hj law ioTeated, without regard to the qaaation whether there ia any 
appeal from his Judgmc^it when rendered and when he haa acted, SM that 
it ia donbtfnl whether the refusal of the Secretary to accord to the relator 
the opportunity to make an argument, especially when it is not shown of 
in any manner intimated how or wherein the Secretary erred or waa mia- 
taken or misled, is to be regarded as a Jurisdictional matter for whieh the 
writ of mandamus would be proper. * Id, 

9. PowKii OK Attornby, Rbvocatiox of— Dkath or APFUCANT^The death of 

an applicant acts aa a revocation of the power of attorney giren by him. 
Ex parte Woodworik, 127. 

10. COURTK8Y Rbquired OF ExAMiNBKs — Examiners ehonld observe toward attor- 

neys the same courtesy that is required of attorneys in the prosecution of 
cases before the Office. Ex parte Horeticky 129. 

11. CoRRKflPoXDKNCis— Rbturning Paperb Uxdbr Rulb 22— Where the language 

used by applicant in an argument filed during the prosecution of hia appli- 
cation waa not courteous, Held that the paper containing such langnago 
should be returned to applicant, as it had not been entered in the case. & 
parte MeQueen, 227. 

BAR TO MECHANICAL PATENT. See Deeiime, 29. 

BILL IN EQUITY. See SaiU Under Seeiian 4916, Revieed 8Mute$. 

BURDEN OF PROOF. See Abandoned ApplioaiUma, 4; luierfetenm, 52, 77, ISO, 

153,164. 
CANCELATION OF. PATENTS. See PatenU; Beieeuee, S, 4, 5. 

CAVEATS. 

1. Statute Cokstrubd— Right op Pbrbonal RBpRBaBMTAnvB to Filb— Seo- 

tion 4902 of tho Revised Statutes of the United Statea, under the terma of 
which caveata may be filed, does not give the right to file a eayeat to any 
one other than the inventor, and in the abaenoe of any oxpreasad right being 
vested under the statute in the personal representative of an inventor to 
to file a caveat no such right exists, nor can it be implied. Ex parte Gaai- 
Hn, 85. 

2. Statute and Rule Construbi>— RsNEWAL—Section 4902 of the Reviaeil Stat- 

ntes does not provide for the renewal of a caveat, and although the mlea of 
the Patent Office provide fur such renewal yet in the absence of imy ezpreaa 
language in the statutes giving the right of renewal in order to validate 
the rule the word '* renewal,^ as employed in the rule, must be talfen to 
mean not an extenaion of the caveat originally filed, but rather oonaiderad 
as referring to and making the so-called renewal a new oaveat, based upon 
the papers originally filed. Id, 

8. Same— Right op Personal Rbpressntativb to Renew a Caveat— If the 
so-called renewal must be considered in effect as a new filing of the original 
caveat, an executor cannot renew the caveat filed by a deceased inventor, 
for the reason that the executor, under the statutes, eould not have filed the 
caveat in the first instance. Id. 

4. Same— Same — An executor or an administrator of a deceased inventor ia not 
deprived of any substantial right if he be not allowed to renew a caveat ; 
but even if he were the remedy cannot be found in the Patent Office, but 
rather should be the subject of legislation by Congress. If at the time of 
the death of a eaveator an invention had not been perfected, hia executor 
could not file an application for patent in hia representative capacity. If 
the invention had been perfected, then the executor could file an application 
for a patent, and in either case no injury that would flow ttom the denial of 
a right to renew the caveat would follow. Id, 
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CERTIFICATE OF DEPOSIT IN PAYMENT OF FINAL FEES. See Feu, 

CHANGE OF APPLICATION AFTER EXECUTION. See Application$ Striche» 
from the rdte of the PaUnt Office, 

CHANGE OF FORM. See ImfHugement, 6. 

CHANGE OF PRACTICE IN THE PATENT OFFICE. See Intmference, 90. 

CHANGE OF RULES. See Inierferemee, 153, 154, 155. 

CHANGE OF STRUCTURE. See Partiemlar Patente, 11. 

CITIZENSHIP. See JHriedieiion of the Inited Stain Courta. 

CLAIMS. See Appeal to the Kxaminere-tH-Chiff 1, 3, 4, 5, 7, 8, 11, 32, 13; Deeigna, 83, 
34, 35, 86, 38, 39, 42; IHrUion of Application, 1, 6, 7, 8, 9, 10, 12; Petition to 
ike Commieaioner of Patenia, 5; BeiaaMea, 1, 2, 6; lUJeeted Claima; Seopening of 
Refeeted Caeea, 1, 2. 

1. MuLTiPUCiTY OK— Immatbkial LIMITATIONS— All applicant after being allowed 

elaims wbicii fully and adequately cover liis real Invention should not be 
permitted to needlessly mnltiply snch claims by tbe inclusion of well -known 
elements wbicb do not cooperate therewith t«> produce a new result or in any 
manner add to the patentable novelty of the device. Ex parte Griffith^ 233. 

2. Samr— Doubts Resolved in Applicant's Favor— The Ofllce is more liberal 

in construing the differences between claims in one application than if they 
were presented in separate applications, both as to the materiality and the 
patentability of those differences. AH doubts should be resolved In the 
applicant's favor. Id, 

3. Aggregation of Elements Skparatrly Nkw— If the elements covered by a 

claim do not cooperate in such manner an to come within the definition of a 
true combination, it may be rejecte<l, since a claim covering an aggregation 
of elements is not patentable, although some or all of those elements are 
Bei>arately new and patentable. Id. 

4. Combination — Double Use -A party may invent an improvement on a certain 

element of an old combination without in any manner changing that com- 
bination itself, and in such case he is not entitled to a claim as the inventor 
of the combination, although it includes the thing which he really has 
invented. Mere double use of hiH invention does not give him a right to 
the combination in which he places it. 7d. 

5. Aggregation — Appealable to Examinkks-in-Chibf— The question as to 

whether the claims do in fact cover mere aggregations and not true combi- 
nations is appealable to the Examiners- in-Chief. Id, 

6. Indefimite Terms— Qualikying Wori>s— An applirant cannot bo permitted 

to use in his claims terms which arc indefinite and general in their meaning 
without such qualifying words as shall make c]e:ir what is intende<l to be 
covered by them and shall l>e expressive of the purpose, location, or func- 
tion of the elements intended. Ex parte HamiHon, 273. 

CLAIMS CANCELED BY MISTAKE OK ATTORNEY. See RtMauee, 1. 

CLAIMS IN INTERFERENCE. See iHterferenee, 1, r», 7, 8» 9, 10, 12, 44, 45, 46, 47, 48, 
50, 51, 53, 54, 58, 66, 67, 68, 69, 70, 72, 73, 74, $«, 100, 101, 122, 123, 136, 137, ir»0. 151, 
161. 

CLASSIFICATION OF INVENTIONS. See Ditiaion of AppUeaiioH , 11. 

COMBINATIONS. 8ee Claima, 3, 4, 5 ; Conatraction of SpeHficationa and Patenta, 1, 4 ; 
Deeigna,dl', IhHaion of Jpplicatioit,S; Inrfntion,!; ParticMlar PaienU, 21, 22; 
Product, 

COMMISSIONER OF PATENTS. See Abandoned AppHcationa, 6; Appeal to ike 
Commiaaioner of Patenta, 2; Appeal to the Court of Appeale of the Diatriei of 
Columbia, 2, 3, 4, 5; Aaaignmentn, 3, 4, 5, 6; Jtiornege, 1, 2, 3, 4, 5, 6, 7, 8; 
Copieaof Patenta, Kxkihita, etc; Kxamimra; Interferencr, 16, 22, 57, 64, 87, 
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COMMISSIONER OF PATENTS— Continued. 

89, 90, 108, 118, 149, 163, 164, 165, 166, 167; Mandamu$ upon SuhordiuaU Ojjiw 
of iht' Patent Office; PaleniSf 2; Petition to Commissioner of Patents; PriorUji 
of Invention, 2; lieopening of Rejected Cases, 3. 

CONSTRUCTION OF CLAIMS. See Claims, 6; Constraclion of Specificati^m and 

Patentf^. 

m 

Statk of TiiR AuT— The clainui of a patent mnst be construed iji the light of th« 
state of the art as it existed at the date of the patent. *St. Lomis Cerset 
Company v. JVilliamson Corset and Brace Company et ah, 291. 

CONSTRUCTION OF RULES. See AmendmenU, 6; Applicaiions Stricken fnm the 
Files of the Patent Office; Attorneys, 11; Date of Filing Application, 1,2; 
Interference, 16, 17, 18, 23, 44, 4r>, 46, 88, 90, 105, 116, 117, 128, 144, 145, 154, 
163, 164, 1G6; Motion to Dissolve InterfereHce, 6; Oaik, 2, 3; PetUion to t\s 
Commissioner of Patents, 4; lieconsideration, 

CONSTRUCTION OF SPECIFICATIONS AND PATENTS. See Analogous Use; 
Construction of Claims ; Designs, 3, 4, 7, 8, 9, 10; /ii/nii<;fmeRl, 2, S, 5; /aim- 
Hon; Particular Patents ; Patents; Pioneer Invention ; Process; Eeie8ues,2,Z; 
Subsequent Patents, 

1; IXVKNTION— SUBSTITCTION OF ElEMKNTS IN COMBINATION — The 8Ub«titution 

of an internal- toothed spur-Avheel for external- toothed spur-gear in the 
machinery of windmills, by combining the same with the pinion, pitman, 
and pump, Ileld to involve patentable invention in view of the difficulties 
thereby overcome and the fact that the improvement immediately went into 
general use, tliough internal-toothed spur-wheels had long been used in 
many other machines. '*Mast, Foos 4' Company v. Dempster Mill Manufactur- 
ing Company, 297. 

2. SaMK— IMPHO VEMENTJs — NATURAL DrVRLOPMENTS — NON - PATIckTABIUTY— In 

every new manufacture many improvements are naturally suggested and 
made from time to time as a matter of oonrse. The patent law is not 
•intended to secure a monopoly of all the natural developments of a general 
principle to the one who happens to make some special construction embody- 
ing it a few weeks in advance of others when it appears that such improve 
ments were certain to be made in a short time. ^Xorth British Buhber Com- 
pauy v. Jandorf et aL, 313. > 

3. Samk— Same— Same— Numerous Appucations for Same General Pjukci- 

PLE8 — Evidence of Non-Invention — When many applications covering 
the same general principles are in the Patent Office at the same time, it fur- 
nishes persuasive evidence that in the then state of the art the discovery 
that tircH might be so fastened would not )>e of such a character that one 
who has formulated it a few days or weeks in advance of others should he 
allowed to levy tribute for seventeen years upon the millions using tires of 
this kind. "Id. 

4. Combination — New Result— The new result of a patentable combination is m 

result which is now and distinguishable as compared with results prodnced 
by the elements in tlieir separated state or as assembled in a mere aggrega- 
tion, without functional relations to each other. A combination is not 
unpatentable merely because its results may also have been prodnced by 
other combinations. * Deere cf- Company v. Bock Island Plow Company, 387. 
6. "Substantially as Set Forth" — The words ^'substantially ns set forth" 
have been uni4>rmly held by the Supreme Court to import into a claim the 
particulars of the specification. A claim, therefore, which might otherwise 
be bad, as covering a function or result, when containing these words should 
be construed in connection with the specification, and when so constmed 
may be held to be valid. (Citing Seymour v. Osborne, II Wall., 516, ftnd T%€ 
Com Planter Patent, 6 O. G., 392; 23 Wall., 181.) ^ Boydem Power Brake Com- 
pany et ah V. Westingkouse etal., 443. 
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CONSTRUCTION OF SPECIFICATIONS AND PATENTS— Continued. 

6. IxvEXTiON — Analogous Use — Where it requires substantially no change in au 

old device to adapt it to a new use, such adaptation cannot he the snbject 
of a patent, no matter how remote and nnthought of the new use may he, 
provided no new force or mode of application he necessary in carrying on 
such nse. * Frederick R. Steam a if Company v. Ru89ellf 541. 

7. Same— Prior Art, Assumption that Invextor Knows— In estimating the 

amount of invention in a patented device the court is honnd to assnme that 
the history of prior patents and machines having a hearing on the subject 
was known to the patentee, though in fact he may have been ignorant 
thereof and actually exercised inventive faculty. "Id, 

8. CoMBiNATiox — A pill-dipping bar with nipples against which the pills are held 

by suction created by exhaustion of the air from the interior of the bar, and 
which is manipulated by hand in dipping the pills, has no such relation to 
the pills and the gelatin-bath as to form with them a patentable combina- 
tion or mechanism. * Id. 

9. Constructiox of Claims — Implyixo Elkmknts Not Named ix Claim — ^To 

imply as element.^ of a claim parts not named therein for the purpose of 
limiting its scope, so that it may be accorded novelty, is contrary to a well- 
settled rule of patent law. ^Id. 

10. Ixvention, Simplicity Axn Impijovkh Result as Evidence of — Although 

the patentees have borrowed in part from the earlier art, they have so 
arranged the various parts as to tend towanl 8implicity and have doubled 
the speed of the overseam machine, and therefore the court is disposed to 
consider the changes in parts and arrangem<*nt of parts as showing merito- 
rious in vent ion . * WiUrox <y- Gibhg Setointj Machine Company v. Merraw Machine 
Company f 584. 

11. Broad Ixvextiox— Si-fficiexcv of Descriitiox— The patentees have made 

an ingenious and meritorious invention of such utility and novelty ms to 
support a broad patent, and have sufficiently described snch invention. The 
fact that the device is a non-inverting looiier is sufficiently indicated by 
reference to one part as an upper jaw and another as a lower Jaw. *Id. 

12. Breadth of Claim— Ixfiuxgkment — Although the patent shows only a 

single-thr(>ad machine, the invention is equally applicable to a double-thread 
machine, and, since the claims are not limited to a single-thread machine, 
/7el(2 that a double-thread machine having diflferences of form but no sub- 
stantial difference of parts or of functions is an infringement. *Id. 

CONSTRUCTION OF STATUTES. See AppUcaiiona, 10,11,12; Attomeya; Cavcata, 
1,2; Foreign Paient8y 1,11; JuHadicHou of the Vnited Stafea Courta; Patenia; 
TradC'Marka, 82. 
Rktrospeotive Law — When Congress abridges the right to filo an application 
by imposing a new condition taking effect months after the enactment, 
thereby giving inventors ample time to avail themselves of the right confer- 
red by the former law, the amended law can scarcely be fairly termed retro- 
spective, because no absolute rights under the old law have become vested in 
the inventor or in the owner of the invention. Ex parte Smith, 276. 

CONTINUOUS APPLICATIONS. See JppUcationa, 7, 8; Interference, 79. 

CONTRACTS. See Aaaitjnmenta, 1. 
Construction of — Where the complainants filed a bill to restrain the respond- 
ents from manufacturing truck frames for moving vehicles, or parts of truck 
frames, when made of pressed metal, in violation of an agreement between 
the parties, the clause of the contract upon which the complainants rely 
being in these words: ** It is further agreed that the parties of this second 
part will not engage during the life of the agreement in the manufacture of 
truck frames for moving vehicles, or any part of such frames, when made of 
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CONTRACTS— GoDtiniied. 

preaied metal,'' the oomplaiiuuitt'. contention being that by this cUoae 
of the agreement the defendants were prohibited from mannfaotoring parte 
of tmok framee when aaeh parte were made of preeaed metal, EM that, 
reading the oontroyerted olanee in the light of its context, with dne oon- 
■ideration of the motlTee leading to and the ol^Mt to be acoompliahed by 
the agreement and giving to it that praetloal oonstraetlon whioh both 
partiee hare pot npon it, it cannot be eonstroed as prohibiting the defend- 
ante Arom mannfaotnring preaaed-metal parte for any other track framea 
than the preaaed-roetal trnck framea which the complalnanta are engaged in 
putting on the market. "Fox Solid Pre$$9d Steel Campam$ t. Sehoen Manm- 
fmotwrimg Company, 885. 

COPIES OF ABANDONED APPUCATIONS FOR USE IN THE COURTS. See 
AUmdoMd AppUmlUnu, 1, 2. 

COPIES OF PAPERS, EXHIBITS^ ETC. 
IinsRFKBSiiOB— Paper Exhibit8, RiPBODUcnosr of— DiacnsnoNART Powbe 
OF TUB CoMinssiONBR TO RKquiRS— The mlca of the Patent Oflfioe do not 
reqnire that paper ezhibita ahonid l>e reprodaoe4l, ao that oopiea may be 
fomiahed for the oonrenience of the yariona tribnnala of the Offlee and for 
the oonnael for the adyerae partiea. In the abaence of each role it la not 
within the diaoretion of the Commiaaioiier of Patenta to make each raqnire- 
ment. JWeaiaa t. Bem$tdm «l ol., 89. 

CORPORATIONS. See ^tfi^iiaMaif, 1 ; IVode-lfarif, 69. 

CORRESPONDENCE WITH THE PATENT OFFICE. See ^llemoyt, IL 

DiacouRTEOua Lakouaqs bt Attornrt— Langoage which ia even aeemingly dia- 

conrteons or in the natnre of reflection npon an Examiner haa no place in 

any paper which becomea a part of the record of an application, and ia al waya 

to l>e condemned. {Ex parte Ckamhere, C. D., 1878, 66.) . £k parte Rueedl, 196. 

COSTS. 

1. Coaxa IK PATjurr fJASita:— Brirfa, RxcoRDa, Modxls, Exhibits, Etc.— In the 

abaence of a role of coart or of a written atipnlation ao providing, the 
expense of printing records, briefs, and anpplemental brieft in the circnit 
court or of procuring copica of the ofBcial ateno^trapher'a notea of teatiinony 
for the use and convenienco-ofthe partiea ia not taxable aa ooata; neither ia 
the expenae of conatmctlng or procuring models, charta, photolithographlng 
paper exhibita, etc, need at the heating to illnatrate and make clear the oral 
evidence. * Kellg ei aL v. Sprii^eld Railway Ceatpaity et al., 887. 

2. Samk— Stipulation Substitutino Primtbd Copy for ORiomAL Rrcord— 

Order of Court— An order of court entered upon application of both 
partiea purauant to a stipulation between them that a printed copy of the 
proofs and record shall be conaidered ''for all tbe piirpoaea of thia suit" 
and ahall constitute the original record therein is not an order requiring the 
printing of the proofs and record, ao aa to make the coat of such printing 
taxable againat the loaing party. * Id, 

3. Samr— SUPPLRMRNTAL BRiBFa— The granting of leave to file anpplemental' 

briefs doea not make the expense of printing them taxable costs. ^Id» 

COURTESY. See Attomeye, 10^ 11; Carreepandmiee Hiith ike Paitfii O/lee. 

COURT OF APPEALS OF THE DISTRICT OF COLUMBIA. See Appeal fa tt« 
dmrt of Appeale of ike Dietriet of ColmMa. 

COURT OF APPEALS OF THE DISTRICT OF COLUMBIA— JURISDICTION 
OF, IN INTERFERENCE CASES. See Jnter/ereaoe, 14, 15. 

COURT OF CLAIMS. See Appeal from ike Court of Claim$. 

^OVKT OF EQUITY. See Trade-Marke, 66. 



DI0E8T OF DBCIBIOXB. 717 

DAMAGES AND PROFITS. See MaOtr^B Agwr^ 1. 

DATE OF APPLICATION OF FOREIGN PATENT. See InierfdrtiM, 61. 

DATE OF FIUNG APPLICATION. See ApplicoHom, 4; DivMonmf AppliMHan^b. 

1. AppucATiONy Date of Fiunq as Complxtb— Imfoiixautt in Papxrs— Rbsi- 

DBNCS OF Appucant— The MTeral parti of an applicfttion for a patent were 
filed in the Patent Office on October 20, 1897; bat the petition, apeoifloation, 
and oath were informal in that the residence of the applicant was not 
stated, as required by the roles. These papers were returned as informal, 
and on October 26, 1897, complete and formal papers were filed and the 
application given the latter date as the date of filing. On petition to 
ehange the date of filing from October 26, 1897, to October 20, 1897, HM 
that the application was not filed legally complete until October 26, 1887, 
and the petition denied. £x parU Braiid, 12. 

2. Samv— Hamx— Same— ExAMiKATioN of Appucation— Where an applicant 

contends that the application was complete and ready for examination in 
accordance with the rules and statutes, although the residence was not 
given, and urges that the residence is not essential to the progress of the 
application through the Office and could be supplied by the attorney at any 
time before the payment of the final fee, Held that these contentions can- 
not be granted. Rule 80 specifies what papers or things constitute a com- 
plete application, and other rnles define the requisites of said papers, one of 
these being the residence of applicant. An application cannot be given a 
date as a complete application for examination until the residence is given. 
Id. 

8. Date of Application— Drawing— Where the application is drawn to cover a 
process and discloses the invention sufficiently to permit of examination on 
the merits, although no drawing is frmished, J7e2dthat it must be given the 
time of filing as the date of application, although a drawing is subsequently 
found to be desirable, and is required not to show the invention but as 
showing some means for carrying it into practice. Ex parU Rumlly 196. 

4. Same— Sams— Construction of Decision— This case is dilFerent from that 
considered in Paim«r and Tkompeim v. LaiUji {anU^ 66; 83 0. 0., 1207,) since 
in that case without a drawing the invention could not have been under^ 
stood or examined upon its merits. That decision is to be read, as all deci- 
sions of the Commissioner or the courts are to be read, with reference to the 
case in which the decision was rendered, id. 

DEATH OF OFFICER OF THE GOVERNMENT AGAINST WHOM SUIT HAS 
BEEN ENTERED. See Ifaadaniiif. 

DECEIT. See Interference, 160. 

DECISIONS OF THE COMMISSIONER OF PATENTS TO BE FOLLOWED. 
See Bxaminere, 

DECISIONS OF THE COURT OF APPEALS OF THE DISTRICT OF COLUMBIA. 
See Appeal to ike Court of Appeale of the Dietriot of ColamUa; Interference, 
29; Motion to Dieeolve Jnterftrence, 7. 

DECISIONS OF THE EXAMINERS-IN-CHIEF. See Beopenims of Scooted Caeee, 1. 

DECISIONS OF THE PATENT OFFICE AFFIRMED. See AntieipaUen,!; Appeal 
to the Court of Appeals qf ike Dietriet of Columhia; Interference, 8, 57. 

DEFECTIVE APPLICATIONS. See Interference, 88. 

DEFENSE. 
Pkior Use, Defense of— Evidence to Sopport— The defense of prior use 
should be supported by evidence beyond a reasonable doubt^ and the 
unsupported statement of a single witness that a machine embodying the 
invention was constructed and pnt in operation before the application is 
insufficient when unaccompanied by any drawings or exhibits thereof 

• 1/WaC Wwft* J- riAMMiKMw V nmmttmijtm Mill Mi^mmfiu^tu^imit n^mnMrnv. QflT. 
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DELAY. See Diligence, 1, 2; Inlerference, 9, 18, 141, 145, 155, 156, 158, 162; Motion 
to Dissolve Interference, 8; Priority of Invention; Peissuett^ 13. 
Excuse for Delay — Where the testimony showed that F's delay was occasioned 
only by the fact that someone to whom he had made application refused or 
declined nt the time to construct a machine for him, Held that if such a 
cause were allowed to excuse total inaction in regard to the inTentiou and 
the discarding of it for the time for other and more immediately profitable 
enterprises it is difflcalt to see why inaction might not be jnstified forever 
and all rival inventors effectunlly barred ont of the field of invention. 
* Dodge V. Foif 7er, 320. 

DELAY IX APPLYING FOR KEISSUE. See HeUsnes, 8, 9, 13. 

DELAY IN FILING APPLICATION. See Interference, 28, 41, 42,59, 63; BedueiiOH 
to Practice, 7. 

DELAY IN ISSUING PATENT. See Suhsequmt Patents. 

DELAY IN PRESENTING MOTION TO DISSOLVE INTERFERENCE. See 

Interference^ 4. 
DEMURRER. See Mandamns upon Subordinate Officer of the Patent Office, 

DEPOSITIONS. See Interference, 84. 

1. W1TNE.S8 Tkstifyixg IX Foreign Language— S we a rlxg Notary Pubuc as 

Interpreter — Rothe, w^ho is a German, was not conversant with the Eng- 
lish language. The notary public before whom Rothe's testimony was 
adduced acted as commissioner and took down the answers of Rotho in the 
English language, after having int-erproted the interrogatoriee to him in 
German, without being sworn as an interpreter. Held that the deposition 
so taken was aduiissiMi> and that it was not necessary to swear the notary 
as interpreter. * Miner ct a1. v. Pothr, 534. 

2. Same — Same— The uniform tenor of the decisions is to the effect that when an 

interpreter is required he shall be sworn as a witness, but that no interpre- 
ter is required when the ofQcer taking the deposition is himself conversant 
with the language of the witness, and when no Interpreter is required there 
can be no requirement of an oath to interpret faithfully. Unless error or 
unfairness is affirmatively shown, the official character of the officer taking 
the deposition and his official certificate thereto conformably with the 
requirements of law are sufficient guaranty that the duty imposed upon 
him by law has been faithfully performed. */(f. 

3. Same — Same — While there may be cases where it would be proper that the 

officer should be specially sworn as an interpreter, yet a deposition should 
not be rejected merely because it does not appear affirmatively that the 
officer has been sworn to report correctly the answers of a witness given in 
a foreign language with which the officer is himself familiar. *I(f. 

4. 8a MB— Witness Signing Deposition— Our depositions are required to be in 

the English language, and in that language alone is the officer required to 
take them down and return them. There can be no objection to a deposi- 
tion signed by a witness not conversant with the English language. Sach 
a deposition is not different in principle fh)m one signed by a witness who 
cannpt read or writo and who signs by mark. */iif. 

DESCRIPTION. See Con$truction of Specifications and PaienU, 11 ; Suhsoqneni Patents. 

DESIGNS. See Infringement, 2, 3; Particnlar Patents, 3, 6. 
1. Structures Having Movable Parts— Patentability— A c«n-opener pro- 
vided with what was described In the application as a "blade-holder," 
whioh conld be moved along an opening in the body, cannot be patented 
as a design. The design law was never intended to apply to stmeturee 
having movable parts. (Ex parte Smith, C. D., 1897, 170; 81 0. G., 9G9.) Ex 
parte Tallman, 10. 
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DESIGNS— Continued. 
2. Sams — Effect of — The effect of a uiovable part in a structure which is the 
subject of a design patent is to change the form or contour of the structure 
as the part is shifted. Id, 
8. AimciPATioN~-OLD CoMSTiTUEXTS— It is not a valid objection to a design 
patent that tome of the constituents of the design claimed had existed in 
the prior art. Old figures may by rearrangement or by being combined 
with new parts produce a novel effect. * Bifram v. Friedberger, 380. 

4. Construction of— Enlarging Design Patent Beyond What is Shown 

AND Dbscribed— The monopoly covered by a design patent must be con- 
fined to the particular design shown and described. *Firank et ah v. ffe$» 
9t al, 397. 

5. Division— Modifications — Modifications of designs do not exist and should 

not be shown and described in one patent. When an inventor has produced 
a design he has produced a single shape or configuration, not several. Ex 
parte Hill and RenneTf 38. 

6. Same — Same — If an applicant be of the opinion that two or more shapes are 

one and the same design, he should show only one such shape in bis appli- 
cation, leaving the courts to doteninine whether the other shapes are the 
same design as that shown in his patent, and whether they infringe such 
shape or design. (Ex parte Petzold, C. D., 1891, 95,* 55 O. G., 1^52, and ex 
parte Hees and Bees, C. D., 1891, 42; 56 0. G., 1334.) Id. 

7. Division — The requirement of the Examiner that applicant restrict the appli- 

cation to one or the other design for castings for a bedstead rail-Joint 
affirmed. Ex parte Brand, 62. 

8. Same— Articles Used Tog kther— Unitary Design— Aggregation— The fact 

that two articles are used together does not make them, when so used, con- 
stitute a unitary design, but the result is merely an aggregation of the two 
designs. (Ex parte Patitz, C. D., 1883, 101 ; 25 O. G., 980; ex parte Haggard, 
C. D., 1897, 47; 80 O. G., 1126.) Id. 

9. Sams — Same— From the fact that the parts are specially designed for detach- 

ment it cannot be held that the two together constitute a unitary design 
merely because they maj' be used together. Id. 

10. Same — Detachabijs Parts — A design must be a single unchangeable article of 

manufacture, and must not be made up of independent detachable parts. Id, 

11. Misleading Statement in Specification as to Modifications— The speci- 

fication contained in this paragraph: ''While the drawiugti illustrate the 
cylindrical body of the grip as being provided with circular rows of the 
perforations or holes and continuous circular ribs or beads alternating with 
the rows of perforations or holes, it will be understood that this specific 
arrangement may be mollified to some extent without departing from the 
spirit or principle of the present invention, the essential feature of which is 
a cylindrical body provided with annular rows of perforations, and exterior 
circumferential ribs arranged between the rows of such exterior perfora- 
tions.'' On appeal from the requirement of the Examiner that this state- 
ment be canceled Held that this statement was evidently intended to make 
the application cover some other form or modification of design than that 
shown in the drawing; that it either has this efl'ect or is unnecessary and 
misleading and should be canceled. Ex parte Eldon, 63. 

12. Same— Effect ok Broadening Claim— /fe/d, farther, that such statement 

does not and cannot have the effect of broadening the claim so as to cover 
other modifications not shown, as it purports to do, and it is therefore mis- 
leading and should be canceled. Id, 

13. Same— Testing Modifications nr Infringement— //e/d, forther, that while 

under the test laid down by the Supreme Court in the case of Gorkam Co. t. 
White (14 Wall., 511) as to modifications, the modifications which applicant 
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had in mind in introduoing anch st<atemeiit may be held infriDgemeDte, yet 
neither the applicant nor the Office can settle Uiie qneetion in adyanee, and 
therefoie the statement purporting to do so is misleading and should be ean- 
celed. Id. 

14. SAME^MoDiriCATioNB NoT SiiowN— If & party cannot coyer two modifica- 

tions by disclosing them, he should not be permitted to do so by it bare 
statement that his application is intended to cover them, although they are 
not shown. Id, 

15. Descriiuxg Prkfkrrbd Forms or Modifications— Words or phrases refer- 

ring to or describing preferred forms or modifications of designs should not 
be permitte<l in an application for u design. Modifications of designs do not 
exist, and applicants shonbl restrict their drawing and deeoription to one 
design . Ex parte Jeukt, 81. 

16. Limiting Dksigx to Onr Mrmdbr of a Drvics— Where applicant shows 

and describes a paii* of tongs consisting of two members of the same shape 
or configuration pivoted together, Held that if applicant has invented and 
produced anything that is novel it is not a pair of tongs, but the shape or 
configuration of a member or Jaw of a pair of tongs, and the deeeriptioo and 
claims should be limited accordingly. Kx parte Kapp, 108. 

17. Illustration—Essbntial FKATURE.S— In design patents it is permiasible to 

show the essential featnres in full lines and the remaining parts of the 
design in dotted lines. Ex parte Adatae, 1C9. 

18. SAMB—Design patents should disclose all and nothing more than the design 

which the patent is intended to cover, and the specification should reeogniae 
the fact that the entire thing disclosed constitutes the design. Id* 

19. Instkumbnt ''Pkodl'cbd''— The law requires that the inventor shall have 

"produced" a design, and this cannot be done without produoing aome 
instrument embodying the peculiar shape or configuration constituting the 
design. It is the instrument which has actually been prodnoed and not the 
bare idea of shape which is patentable. Id. 

20. Gbnus AND 8PKC1BS— Modifications of designs do not exist, and there is no 

such distinction as genus and species as applied to design patenta. {Ek 
parte Eldon, anU, 63; 83 O. Q., 748; ex parte Jenke, amis 81; 83 O. O., 1515.) 
Id. 

21. RBJBCTiON—AppBAii— Where it. is held that the device disclosed does not con- 

stitute proper subject-matter for a design patent, the Examiner ahoald 
reject the claim for that reason, and Arom snch action appeal lies to the 
Examiners- in-Chief. Ex parte Adaiae, 115. 

22. Patbntabiuty^Machinbs— The several articles of mannfisotnre of peenliar 

shape which when combined produce a machine or structure having bmiv- 
able parts may each separately be patented as a design ; but the machine 
itself cannot be so patented. Id. 

23. Formal Application— Rrfusal to Considbr— This Office has no anthorily 

to refuse to consider any formal application and require the applieant to 
substitute therefor an application for a mechanical patent or any other 
patent than that which he wishes. Id. 

24. TiTLB OF Invention— Limiting Appucation to What Has Bbbt Pro- 

DCCBD AND Show^t AND Dbbcridbd— On petition Arom the aotion of the 
Examiner requiring applicant to limit the title of the appUcatioii— a 
"design for banners, badges, buttons, and other decoratiTe devieea and dis- 
plays^'— to a design for a flag or banner, the thing shown and deaeribed. 
Held that applicant should confine the application to what ha haa prodooed 
and shown and described in his application, leaving to the eonrta tha qaes- 
tion as to whether he may nse the design on any other article than a banner 
or flag or whether any other party using it on other devleea would imfriafe 
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25. BBQUIRRMKNT to BBMOVB WoKDS from TBM DCSGRIPTIOlf AITD DRAWING— 

CouRSifi OF Afpbal — On petition from the requirement that applicant 
remove thewordB '' steady progreBS" and ''MiltTankee" from the deeorii^ 
tion and drawing becanee 6hey form no part of the design, Held that this is 
a qnestlon that affects the merits of the design and should be^passed upon 
by the Examiners-in-Chief before it is brought to the Commissioner, id. 

26. BsQUisiTBS OF Oath— CONSTRucnoK of Statutb as Ambkdrd March 3, 

1897— The act of Congress, approved March 3, 1897, amending sections 4886 
and 4887, Revised Statutes, so that an invention which has been described 
in a patent or printed publication more than two years prior to the applica- 
tion for a patent or which has been patented in a foreign country on an 
application filed in the foreign country more than seven months prior to 
filing the application in this country cannot be patented, apply to design 
inventions, and an oath to a design application must comply with the stat- 
ute as amended. Ex parte Hartman, 120. 

27. LuuTiNO THB Appucatioii TO DxsiGic Produckd— The Examiner required 

applicant to limit the title of the invention and the description and claims 
to a design for a rug or carpet instead of to a design for a mat or rug. It 
was not apparent from the drawing what was intended to be shown. The 
claims, however, were drawn to cover a design for a mat or carpet. Held 
that applicant should limit his case to the particular thing on which the 
design has been produoed, whether this thing be a mat, a rug, or a carpet, 
leaving the courts to decide whether these things are equivalents or whether 
a design applied to one would be infringed by a design applied to either one 
of the other two. Id, 
38. Samb— Pattrrn' or Ormambmtation— Shapb or Confioi: ration — Where 
applicant's design was a pattern or ornamentation applied to an article of 
mannfiscture and was not a shape or configuration of the article, Held that 
the description should be limited to and set up in relation to the design pro- 
duced. Id, 

29. Not a Bar to trb Grant of a Mbchanical Patbnt— A design patent and 

a mechanical patent are the subjects of two distinct monopolies, and the 
grant of one does not preclude the grant of the other. A design patent is 
therefore not a statutory bar to the grant of a mechanical patent covering 
the structure of a device the shape or configuration of which is the subject 
of the design patent. (Bx parte Palmer, C. D., 1882, 5; 21 O. G., 1111, cited, 
and MUlery. EagUUfg. Co., CD., 1894, 147; 66 O. G., 845, distinguished.) 
Ex parte Jonee, 155. 

30. Mbchanical Patbnt— Anticipation— An inventor may take out a patent for 

a mechanical oonstmction and a separate patent for the design of the same 
article, and hence the mechanical patent is immaterial on the question of 
anticipation of the design patent. *Fl<merfelt v. Kewtcitter et ah, 562. 

81. Rbfbrbncb— Prior Dbcision Construed— Ex par(0 Janee (ante, 155; 84 O. G., 

1281) does not broadly decide that under certain conditions a prior design 
patent is not a pertinent reference against an application for a mechanical 
structure. Ex parte MeQueea, 227. 

82. Samb— CouRSB of Appbal— Whether or not the design patent cited against 

a mechanical application is a pertinent reference is a question that goes to 
the merits, and therefore must be first determined on appeal by the Exam- 
iners-in-Chief. Id, 
88. Division- When the application contained three claims covering separately 
the design for the entire bedstead, the headboard, and the footboard, Held 
tha* the applicant was properly required to limit the application to one of 
those claims. Ex parU WUeener, 236. 
12782 M 
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34. Segrkoablk Fraturbs — Separate claima for the entire design and for segre- 

gable features of it should not be permitted in one application. Id, 

35. Predominant Fratures^Equivalsmt Claima— If the separate claima for 

segregable features oorer the predominant and controlling features which 
are in and' of themseWes suggestiye of the design in its entirety, chej cover 
in effect the same thing as a claim to the entire design and should not be 
permittfirl in the same application with the claim for the entire design. Id, 

36. Same-— Question for the Court— Infrinqbment— The monopolyof a design 

patent is confined to the particular article shown and described, and the 
sole test of infringement is the similarity in appearance of the infringing 
article ; therefore to allow separate claims purporting to set forth the pre- 
dominaut and controlling features which would be suggestive of the design 
in its entirety would be for this Office to forestall the decision of the courts 
as to what would be regarded as an infringement and is not proper prac- 
tice. Id, 

37. Relation ok Separate Designs to Each Other— Identity— The relation of 

genus and species does not exist in designs, and the doctrine of combination 
and subcombination does not apply to them. In comparing two designs the 
question is always one of identity. If they are not in appearance the same, 
they are independent, since one cannot be subordinate to the other. Id, 

38. Independent Designs— Separate Patents— The question being always one 

of identity, if the separate claims do not in fact coyer the predominant and 
controlling features they do not oover the same entity or design, but coyer 
separate and distinct designs which may properly be made the subject- 
matter of separate design patents. Id, 

39. Joinder of Designs— Question of Expense— The only apparent reason for 

allowing claims to separate parts of the design in the same application with 
a claim to the entire design is to save the applicant the additional expense 
and trouble of filing separate applications; but if one part is permitted to 
be claimed separately it follows that others must also be permitted and 
there would, therefore, be no limit to the number of separate designs which 
could be covered by one patent. Id. 

40. Same— Mechanical and Design Patents Compared— There being no such 

correlation and dependence between two designs as sometimes exists 
between mechanical inventions, there is not the same reason for permitting 
two of them to be claimed in one application. Id. 

41. Same— Deception of the Public— The public is not learned in patent law, 

but judges of the design as a whole without dissecting or analyzing it, and 
to permit claims for parts that belong to details which possess no distinct 
and visible resemblance to and create in the mind no impression of the 
whole design would be to set traps for the unskilled and unwary. This is 
against public interest and should not be permitted. {JBxpurte G&turd, 
C. D., 1888, 37 ; 43 0. 6., 1236.) Id. 

42. Same- Attitude of the Courts— Office Practice— Although the courts 

may not regard the Joinder of claims to two designs in one patent as inval- 
idating the patent, but may sustain each separately as if covered by a sep- 
arate patent, it does not follow that it is the duty of the Office to allow 
patents in that form. Id. 

DILIGENCE. See Abandoned Invention$; Delay; Inter/erenee, 8, 9, 16, 28, 68, 82, 126, 
153, 154 ; Prionty of Inventionj 1 ; Seduction to Praetioe^ 4, 5, 6, 7, 13 ; iSeiMMS, 9. 
1. Delay Which Will Be Excused— A person cannot be charged in law with 
any want of due diligence before the advent of a rival inventor upon the 
field ; but at and after that time he becomes liable to lose the benefit of his 
previous conception unless he uses due diligence. Delay for the purpose «f 
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the elaboration and perfection of a erode eoneeption may well be com- 
mended ; bnt it will not be ezoased where no auch end is in view. * Piatt ▼. 
Shipley ei al, 307. 

2. IN8CFFICIKNT ExcusR FOR DELAY— The fact that a party does not know that 
__ _ a rival has entered the field is no excnse for delay, since the risk that a 

rival may appear at any time is something which every inventor is bound 
to contemplate and to anticipate, and in this lies the fandamentul reason 
for the requirement of doe diligence. */d. 

3. BSDUCTiON TO Practicb— The question of dlltgenoe cannot be determined by 

any general rule applicable to all eases, bnt necessarily depends upon the 
special oircumstanccs of each case as it arises. *MeCwrmick t. Cleal, 492. 

DISBARMENT OF ATTORNEYS. See A Uorney$, 1, 2, 3, 4^5, 6, 7, 8. 

DISCLAIMERS. See Inifrfercnce^ 57. 

DISCLOSURE. See Abandoned Inventwn$,' Inter/ermcey 81, 82, 124, 125, 126, 129, 137; 
Petition to tkt CommUsioner of Patents, 4; BedmctiQn to PraeUce, 4. 

DIVISION OF APPLICATION. See Jm^adineiito, 7 ; JpplieatumSj 1,2; l>0m^«,5,6, 
7, 8, 9, 33, 34, 35, 38, 39, 40, 41, 42 ; InterferHiee, 7. 
L DiFFERKNT Pkocb88E8—Aggrboatiok— Where the Examiner required division 
between a set of claims stated to be for the process of producing woven 
fabric and another set for the prooees of winding yarn and some of the claims 
of the iirst set included the step of winding yarn, Held that if the claims for 
producing the fabric, including the step of winding yam, are for a legiti- 
mate combination division should not be required. If they are not for such 
a combination, they should be rejected for aggregation, leaving the question 
of division to be settled after the final determination of the question of 
aggregation. The practice annonnced in as parte Willcax and Borton, (C. D., 
1888, 144 ; 45 O. G., 455,) ex parte Bullard, (C. D., 1888, 169; 45 O. G., 1569,) and 
ex parte Carter (C. D., 1889, 100; 46 O. G., 1891) followed. Ex parte Tymseon 
and Borland, 48. 

2. Process— Product— Apparatus— A woven fabric, a prooees of producing the 

fabric and winding yam, an apparatus for winding yam on the spool, and a 
yam-spool or bank-spool are each separate and independent inventions and 
should form the subject of separate applications. Id* 

3. Additional Function — In a divisional application a mere enlargement or 

extension of a certain feature whereby an additional function or oapabilifey 
is given the apparatus may be permitted. Ex parte Keyeer, 65. 

4. INDSPENDBNT Db VICES— Where two devices are independent of each other and 

they do not mntually contribute to produce a single result and the action of 
one does not in any manner modify or aft'ect the action of the other, Held 
that division should be required. Ex parte Williams, 76. 

5. Filing Date of— Construction of Act of Makch 3, 1897— A divisional appli- 

cation takes the benefit of the filing date of its original. An application 
filed on and after January 1, 1898, as a division of an application filed prior 
to said date should take the date of the original application and bo governed 
by the statute under which said original applieatlon was filed. £x parte 
Vidal, 122. 

6. Distinct and Independent Inventions— The action of the Examiner in 

requiring division between a set of claims covering subject-matter clas- 
sified and examinable in Division I under '' Fences, gate-openers, cab-doors," 
and another set of claims relating to a distinct and independent invention 
which is examinable in Division XX under ''Builders' hardware, hinges, 
coach,'' affirmed. Ex parte Lawrence, 142. 

7. Separate Parts of a Bicycle— Distinct and Independent Inventions— 

When an applicant had no claim covering the fundamental orsanizatiMi of 
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the bicycle, bot each claim was drawn to an improyement on eome epeeifle 
part of it, viz., first, the orank-shaft covered by claim 1 ; second, the handle- 
bar-stem clamp covered by claim 2; third, the wheel-hub formation covered 
by claim 3; fonrth, the axle-wheel and eone formation covered by claim 4; 
fifth, the seat- poet clamp covered by claim 5; sixth, the erown-fork forma- 
tion covered by claims 6 and 7, and, seventh, the handle-bar grip covered by 
claims 8 and 9, ffeld that these separate improvements are distinct and inde- 
pendent inventions, which shonld be presented in separate applications. 
{Exparte fViUcox and Barton, CD., 198S,lii'y 45 0.Q.,455; ex parte 8Uame$^ 
C. D., 1890, 49; 50 O. O., 1768; ex parte Cook, C. D., 1890, 81; 51 O. G., 1620; ex 
parte Speckbauch, C. D., 1891, 36; 54 O. O., 1265; ex parte Burgeee, C. D., 1897, 
64 ; 80 O. G., 1759; ex parte Boee^ 62 MS. Dec., 366, and Seeei&ne v. Bamadka, 
C. v., 1891; aiO ; 28 O. G., 721, cited. ) Ex parte Beale^, 157. 

8. Different Species— Subcombinations— An applicant cannot in one ease have 

claims limited to two species of his invention, but he may have combination 
and subcombination claims which are embodied in all of those species. Ex 
parte Moore, 214. 

9. Educational Desk— Tank, Pump, etc., Forming Parts Thereof — ^Upon 

petition from the action of the Examiner requiring division between a set 
of claims for a desk for educational purposes and another set of claims 
including a tank, pnmp, valves, etc., as forming part of the desk. Held that 
as there are no claims covering these separate devices and as they are simply 
placed ill combination with the other parts of a desk, division shonld not 
be required. Ex parte Crowell, 219, 

10. Fortunb-Teluno Apparatus— Coin-Actuated Mechanism— HeM that divi- 

sion was properly required between claims to a fortune* telling apparatus 
and a claim which includes as part of its combination coin-actuated mech- 
anism. Ex parte Richter, 274. 

11. Same- Same— The exigencies of Office classification have rendered it expe- 

dient to draw a line of distinction between coin-actuated apparatus of all 
kinds when the construction of such apparatus is indei>endent of or indiffer- 
ent to the coin-actuating agency and those constructions in whieh the coin- 
actuating agency or mechanism is made an integral part of the device. Id, 

12. Claims— Division was properly required between claims relating to the art of 

preserving and other claims relating to the art of refrigeration. Ex parte 
Bapple^e, 289. 

13. Same— Practice — When the independence of the inventions is clear, division 

should be made before any action upon the merits. Id. 

DOCUMENTARY EVIDENCE. See Interference, 62. 

DOUBLE USE. See Claime, 4. 

DRAWINGS. See Amendments to Drawings; Appeal to the Examiners-in-Cki^, 10; 
Defense; Designs, 11, 15, 25, 27, 28; Interference, 20, 21, 44, 52, 81; Petition to 
the Commissioner of PatenU, 5; Bednetion to PraeUce, 1, 3. 

1. Statutory Requirement of— Tintype— The statutes require thftt whenever 

the nature of the case admits of drawings one copy signed by the inventor 
or his attorney in fact and attested by two witnesses shall be filed in the 
Patent Office. A tintyiie not signed by the inventor or his attorney and not 
attested by two witnesses cannot be considered a drawing within the 
statutes. Palmer and Thompson v. Bailetf, 66. 

2. Unnecessary Sheets— Upon petition from the requirement of the Exuniner that 

Sheet 1 of a drawing be canceled, as it is unnecessary, Held that a snper- 
fluons sheet of a drawing should not be permitted to remain in a ease. Mx 
parU Krause, C. D., 1891, 164 ; 56 O. G., 1708, cited. Ex parte GritUn, 894. 

EMPLOYEE. See Seduction to Practice. 14. 
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ENGLISH LANGUAGE. See DepoBitions. 
ENLARGEMENT OF CLAIMS. See liei$9ueB, 6, 7. 
EQUIVALENTS. See Invention, 3. 

ESTOPPEL. See Appeal from the Court of Claime; Appeal to the ExaminerB-in-Chi^^ 
6,8; Interference, i2,b7 J IS, 

EVIDENCE. See Defenee; VepoeitionB; Foreign PatenU,9; Interference, 128, 129, 160; 
Teeiimony, 
Testimony fkom Recollection, Weight to bb GivEN^Teetimony of a witness 
as to the date when an alleged nnticipating article came into his possession 
merely from recollection, unsupported by any other proof and not fixed in 
his mind by any other occurrence which can be itself located in time, is 
insufficient to prove prior use. 'Flomerfeli v. Netowiiter et al., 562. 

EVIDENCE OF INVENTION. See Interference, 20, 21, 32. 

EXAMINATION OF APPLICATIONS. See Ahandonwent. 2, 3; Am^dmenfe; 
Claims; Petition to the Commiseioner of Patents; Rejected Cases; Rejected 
Claims; Reopening of Rejected Cases. 

EXAMINER OF INTERFERENCES. Sec Appeal to the Eiaminers- in -Chief, 9; 
Interference, 3, 19, 23, 91, 93. 95, 106, 108, 109, 114, 115, 118, 160, 162, 164. 

EXAMINERS. See Abandonment, 2-, Appeal to the Court of Appeals of the District of 
Columbia, 5; Appeal to the Kxaminers-in-Chief, 1,3,4,5,7,8,11; AttornegSy 10; 
Correspondence with the Patent Office; Interference, 2, 16, 17, 18, 19, 22, 23, 24, 25, 
42, 45, 51, 56, 64, 66, 69, 73, 88, 90, 96, 98, 109, 110, 114, 115, 117, 118, 135, 143, 144, 
161, 162, 163, 167; Mandamus upon Subordinate Officer of the Patent Office; 
Motion to D'lssolre Interference^ 1, 3, 4, 5, 7; Petition to the Commissioner of Pat- 
ents, 1, 2, 3, 6 ; Reopening of Rejected Cases, 1, 2, S, 5. 

Practice— Opinions op an Examiner—Following Decisions of the Commis- 
8IONBR — Whatever may be the iudividual opinions of an Examiner, the 
orderly conrse of business requires that the decisions of the Commissioner 
should be followed. Ex parte Wkitnep, 82. 

EXAMINERS-IN-CHIEF. See Appeal to ike Commissioner of Patents, 4; Appeal to 
ike Examiners-in-Ckief; Designs, 32; Interference, 87, 90, 91, 109, 163, 164, 165; 
Mandamus upon Subordinate Officer of the Patent Office; Motion to Dissolve Inter- 
ference, S; Priority of Invention, 2; Rehearing,!; Reopening of Rejeoted Cases, S. 

EXECUTORS. See CaveaU, 3. 

EXHIBITS. See Interference, 27. 

FEES. %b^ Appeal Fees ; Applications,^', Refundment of Fees, 
Obrtificatb of Deposit, Delay in Forwarding to Patrnt Opfick— An appli- 
cation was allowed December 16, 1895, twenty dollars was paid to the 
Assistant Treasurer of the United States at Philadelphia, and a certificate 
of deposit obtained June 15, 1896, which was not filed in the Patent Office 
until June 18, 1898, with a request that the certificate bo applied to the said 
application and a patent issued thereon. Held that as the eertificate was 
not promptly forwarded to the Office, aa required by the rules, it should not 
be applied to the application, but returned to applicant. Ex parte Steren* 
son, 113. 

FILES OF THE OFFICE. See Correspondence toith the Patent Office, 

FINAL FEES. See Fees, 

FINAL HEARING. See Interference, 30. 

FOREIGN APPLICATIONS. See Oath, 2. 

FOREIGN OATHS. See Oath, 4. 

FOREIGN PATENTS. See Applioations, 12 ; Interference, 60, 61 ; Limitation of United 
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FOREIGN PATENTS— Contlnned. 

1. Datb of Forkxgn Appucahon— Bbitish Provisional Spbcificatioh— Hie 

date of a British applioation within the meaning of section 4887, Berised 
Statutes, is the date when the proyisional specification is filed in the British 
Patent Office. Ejb parte Smiiky 276. 

2. Sams— Dscisioif or BRinsH Authoritivs — Since the British act prorides tfiat 

every patent shall be dated and sealed as of the day of the applioation, the 
British authorities hare, by giving the patent in this case the date of Angnst 
28, 1896, when the provisional speeifioation was filed, determined that to be 
the date of the application. Id. 

3. Samb— Samk—Ruub of Construction of Forbign Laws— This Office should 

aooept the construction of the British patent officials an to when the British 
appiieation was filed, nnless it can be shown that to do so would be against 
the spirit and intent of the statutes of this country, since this is the rule of 
eonstmction adopted by the courts. ( Caikeari v. Eohiutan, 5 Pet., 264. ) Id. 

4. Samb— Samb— Samb— By following the rule of our courts in regard to the 

weight to be given to foreign authorities on the interpretation of their laws 
it must result that the date of filing the British application on which the 
British patent of appellant was granted is the date given to It by the Brit- 
ish authorities, which is August 28, 1896. Id. 

5. Samb— British Provisional Spbcification— United Statbs Pbtition— A 

British provisional specification is not analogous to a petition in a United 
States application, sinee snob petition gives applicant no protection, no date 
for any purpose, except a date from which an applicant must complete his 
application. When oompleted, however, the application is not given the 
date of the petiticm. Id. 

6. Samb^Samb— Incomplbtb Unitbd Statbs Appucation— There is no analogy 

between a British provisional specification and an incomplete United States 
application, since such Incomplete application gives no protection and does 
not fhmiah a date lh>m which priority of invention is determined, while the 
British provisional specification gives the applicant the date of priority of 
that date, and he is saved from the consequences arising from any publication 
or use after the filing thereof and prior to the sealing of the patent. Id, 

7. Same— Oomplbtb British SPBCIFICATION—The complete specification is 

required by the British law to describe substantially the same invention as 
the provisional specification and is nothing more than a supplement to it, 
but conveying additional information, which may have been acquired dur- 
ing the life of the provisional specification, as to the manner in which the 
invention is to be performed. Id. 

8. Complbtb British Spbcification — Dbparturb from Di8CIx>8Urk in Pro- 

visional SPBCiFiCATiON^lf the complete specification, after being accepted 
by the British antborities, describes and claims any invention different from 
that described in the provisional specification, the patentee has never applied 
for a patent or received provisional protection in respect to that different 
invention, and the patent would be void. Jd. 

9. Same—Samb— Ruling of British Authorities— The provisional specification 

is the foundation on which the patent is granted, and when the Britisih 
patent is granted on an examination by the British authorities the presump- 
tion is that the British patent is valid and that there is snch similarity and 
connection between the provisional specification and the complete specifica- 
tion as would warrant the grant, and this Office Bhould accept their ruling, 
except in a case where it is dearly shown that their holding was wrong, and 
this has not even been intimated here. Id. 

10. Accbptancb of British Application— Notice of Allowancb of United 

States Appucation— The notice of acceptance of the' complete British 
annlication corresnonda to the TTnitAd SiateA notice at Allowanee And not 
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FOREIGN PATENTS-Continued. 
11. Samb — Units D States Patjcnts— Congreaa does not have any control over 
foreign patents, either iu reference to their grant or to their life or to their 
validity, and therefore section 8 of the act could not he intended to apply 
to any patents bnt those granted hy the United States. Id. 

FORilIGN PATENTS AND PUBLICATIONS. See Designs, 26; InUrfermee, 129. 

FORMER DECISIONS AFFIRMED. See Antieipaiian, 1] Appeal to Ihe Court of 
Appeals of the District of Columbia, 1, 2, 3, 4 ; Assignments, 1, 2; Interference, 8, 
67, 85 ; Partienlar Patents, 7, 12 ; SniU Under Section 4916, Revised Statutes. 

FORMER DECISIONS CONSTRUED. See Abandoned Applications, 6; Designs, 13; 
Date of Filing Application, 4; Interference, 84, 53. 75, 91,96,102,106,112, 113; 
Rejected Cases; Suits Under Section 49Io, Revised Statutes, 2. 

FORMER DECISIONS CITED. See Foreign Patenis,^] Interference, 11, 20. 32, 34, 47, 
r>4, 55, 61, 64, m, 78, 100, 105, 109, 113, 120. 130, 135, 138, 142, 143, 158, 161, 164, 166, 
167; Issuanvt of Patent. 

FORMER DECISION'S GOVERNING. See Master's Report, 1. 

FORMER DECISIONS REVERSED. See Interference, 48,49,51; Prioritg of Inten- 
tion, 1, 3. 

FORMS OF OATH PRESCRIBED BY THE PATENT OFFICE. See Oatk, 3. 

FRAUD. See TradeMarU, 1, 2. 

FUNCTIONS. See Conairnction of Specifications and PatenU, 5; InfHngemont, 5, 6; 
Particular Patents, 24,25; Process, 2; Rejected Claims, 2. 

GENERIC CLAIMS. Sec Interference, 47, 53, 54, 57, 101. 

GENUS AND SPECIES. See Designs, 20. 

GRANTING PATENTS. See PaienU, 3. 

HEARING. St'e Appeal to the Commissioner of Patents, 4 ; Appeal to the Hxaminers-in- 
Chief, 1, 2, 3, 4, 5, 6, 8. 

HEARING OF DEFEATED PARTY. See Interference, 31. 

IDENTIFICATION. See Interference, 27. 

IDENTITY OF INVENTION. Soe Interference, 3,85. 

IMPRACTICABILITY. Se.- Interftrntre, 10. 

IMMATERIAL KLEMENT>. Ste Interference, 70, 71. 72, 73, 74. 

IMPROVEMENTS. Son Construction of Specifications and PaienU, 2, 10; Invention, 
3; Particular Pahntu, 9; Subnequent Patents. 

INCOMPLETE APPLICATIONS, S»'o immdments, o; Applications, 3, A, 9; Date of 
filing Appli' atiou, 1, 2; Forei'jn Paten t^, ♦>; Refundment of Fees. 

INCOMPLETE DEVICE. See Reduction to Practice, 8. 

INFRINGEMENT. See Construction of Sptoifications and Patents, 12; Contracts; 
Designs, '24, 27, 36, 41; Injunction; JnrUdiotion of the inited States Courts; 
Particular Patents, 1, 2, 3, 4, 7, 8, 9, 10, 11, 12, IS, 15, 16, 18, 21, 23, 26y 37 ; Use and 
Sale of Patented Articles. 
1. Use of Essential Elements ov a CoMniNATioN— Omission or Important 
Er.KMKNTs — One using the essentitil elements of a combination aa enu- 
nieraU'd in one claim cannot esoapo infringement becanae hedoeiinot use 
Hubonliniite or iin important eleinonts of combinations described in other 
olaimh and whioli were manifestly omitted from the claim in qneation that 
the inventor nti^lit more ]ierfcot].v M'cure the essential elemonte of his inven- 
tion. 'Mast, FoHS tS Co. v. DempBier Mill Manufacturing Compang, 297. 

2. QUKs'lIONS TO IIK (N>XSII»K1{KI> — MSTllnD OP pROnrClWO — EKPKCT PRODUCKD 

I'roN THE EYB—in (onsiilerin^ tlio ({nestkia of lafriDfenMat of adeeiga 
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INFRINGEMENT—Contiiiaed. 

patent the method of prodactlon is irreleyant. The subject for oonridera* 
tion is not the proceis of creation, but the effect produced upon the eye by 
the things oreated. If there be euch resemblance between them as to 
deceive a purchaser, inducing him or her to purchase the one supposing it 
to be the other, the one which is patented is infHnged by the later one. It 
iS| however, always to be borne in mind in applying this criterion that the 
purchaser referred to is one who, in fact, does give some attention to design, 
and that the character of tbo design and of the fabric to which it is related 
and the extent of discriminative examination likely to be made by the pur- 
chasers thereof are to be taken into account. *Bgram v. Driedberger, 880. 

3. Dkbign— Letters Patent No. 26,538, granted January 12, 1897, to Jacob Frank, 

for a design for a cap, consisting of a succession of diamond-shaped figures 
encircling the rim of the cap, together with a single rosette attached to the 
rim at a point between two of the diamond-shaped figures, is not infringed 
by a cap having a different style of rosotte and on the rim rhombus-shaped 
figures which when held in a sloping position appear to be diamond-shaped, 
the general effect of the two designs being different. ^Frarnk et ol. t. ffe$$ 
ei al., 3T7. 

4. Dkfendamt Within the Lbttsr or thk Claims of Complaikamt— If it be 

conceded that Boyden's device corresponds with the letter of Westing- 
house's claims 1 and 4, that does not settle conclusively the question of 
infringement. A charge of infringement is sometimes made out, though tiie 
letter of the claims be avoided. The converse is equally true. The paten- 
tee may bring the defendant within the letter of his claims, out if the latter 
has so far changed tbo principle of the device that the claims of the patent, 
literally construed, have ceased to represent his actual invention he is as 
little subject to be adjudged an infringer as one who has violated the letter 
of a statute is to be convicted when he has done nothing in conflict with its 
spirit and intent. * Boy dm Power Brake Company ot ah v. WeoUnffhouoe et «/., 
443. 

5. PiONSKR Invention — Function of Machine-— If the patent for a machine be 

a pioneer, the alleged infringer must have done something more than reach 
the same result. He mnvt have reached it by substantially the same or sim- 
ilar means, or the rule that the function of a machine cannot be patented 
is of no particular value. To say that the patentee of a pioneer invention 
Tor a new mechanism is entitled to every mechanical device which produces 
the same result is to hold that he is entitled to patent his function. Mere 
variations of form may be disregarded, but the substance of the invention 
must be there. */d. 
G. Functional Invention— Difference in Form Oni.t— The ruling of the 
Supreme Court that where the invention is functional and the defendant's 
device differs firom that of the patentee only in form or tu rearrangement of 
the same elements of a combination he would be adjudged an infringer, even 
if in certain particulars his device be an improvement upon that of the pat- 
entee, is in no way qualified. *Id.' 

7. DissBNTiNO Opinion— Mr. Justice Shirae, Mr. Justice Brewer, Mr. Justice 
Gray, and Mr. Justice McEenna dissented from the opinion and from the 
decision of the court. *Id, 

IK JUNCTION. See Pariieular PaieaU, 7, 9, 12; Trade-Marke, 1, 2. 
Prbuminart Injunction— Articles Imported from Abroad— Preliminary 
iigunction granted where a party purchases abroad articles eovered by a 
United States patent and imports them for sale in this oountry. ^Dioktrmm 
r, Xinling, 503. 
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IKKS BEQUIRED IN THE PREPABATION OF PAPERS FOR THE FILES 
OF THE PATENT OFFICE. 
Fuoinvs iKKy Admission of Pafbbs Wbittbn in— P»pen written in ink which 
does not stand the tests used by the Ezeontive Departments to determine 
the permanenoy of inks should be reftised admission as part of the perma- 
nent reoords of the Patent Office. Ex pmrU BUubaek, 193. 

INOPERATIVE DEVICES. See Appeal io ike JBxaminere-ii^Cki^, 14; Interferenee, 
29, 30, 34. 

INTERFERENCE. See Abandoned ApplieaHaniy 4 ; Abandoned ExperiwienU; Ahandonod 
Inveniione; Anticipaiionf 2; Appeal to ike ComwUeeioner of PatenU; Appeal to 
the Court of AppeaU of ike Dietrict of Columbia^ 1; Appeal to the JBawafasrs- 
in-Chief, 9; Applicationi, 3; Copiee of Papere, JSeMMto, etc; Delay; Depoei- 
tione; Diligence; Drawing$, 1; JCxaminern; Motion io Dieeolve Interferenee; 
Preliminary Statement; Priority of IntetUion, 1, 2, 3; Seduction to PraoHeef 1, 2, 
3, 4, 5, 6, 7, 8, 9, 14 ; Sehearing, 1 ; TMiimoay; Trade-Marhe, 33, 86. 

1. Motion to Dissolvk — A motion to dissolve an interference cannot properly 

be based npon gronnds arisin;^ out of the testimony taken on the question 
of priority, since the questions involved in such motion haye nothing to do 
with the actions of the applicants in making the invention or reducing it to 
practice or with anything not appearing from the applications themselves. 
Latham v. Force and Parenteau, 1. 

2. Saiib— Foundation of Appucakts' Rights— Since the application is the abso- 

lute foundation of the applicants' rights and cannot be modified or limited 
by some other documeut or statement, the Examiner is bound by the language 
of the application, and nothing else, in declaring an interference and also in 
considering a motion to dissolve. Id, 

3. Samk— Variancs Bktwkrn Statement and PBOOF-*The fact that the inven- 

tion referred to in the testimony Is not the same as that covered by the issue 
is no ground for a dissolution of the interference, but is matter within the 
Jurisdiction of the Examiner of Interferences, who has the exclusive right 
to determine the competency, construction, scope, and legal meaning of the 
evidence introduced and to decide whether it covers the same invention as 
that involved in the interference. Jd. 

4. Same— Delay in Presenting Motion— The fact that negotiations were pend- 

ing between the parties with a view to a settlement of the contest withont 
proceeding with the iuterfereuce is no valid excuse for delay ia presenting 
a motion for dissolution, since the delay which will be excused must be 
caused by circumstances which have something of a compelling power. Id* 

5. Motion to Suppress Testimony — ^Practice— Where the questions presented 

by a motion to suppress testimony involve a consideration of the entire 
record, such as is necessarily given on the merits of the case, it is the 
established practice to postpone such consideration until the case comes up 
regularly for fitfal decision on the question of priority. Knight v. Morgan, 6. 

6. Preliminary Statement— Amendment— Where it appears that a mistake was 

made in a preliminary statement through a misunderstanding by the appli- 
cant as to what constituted a reduction to practice. Held that amendment 
should be pormitte<l if no change is made In the date of conception and 
disclosure alleged in the original statement. MoConnell v. Lindeay and 
Tonner^ 8. 

7. Divisional Appucations— Subject-Matter of Original Application— An 

application should not be admitted into an interference ns a division of 
another unless it corresponds with it in all respects save as to extent of dis- 
closure. Immaterial diflTerences can be omitted without i^jnry, and mate- 
rial dilferences are obviously improper. Ex parte Barry, 9. 
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INTERFERENCE— Contiiiued. 

8. Priority— DiUGBNCK— Decision op Commissionvr AFFimnBD— The deeivion 

of the Commissioner of Patents awarding priority of invention to Shipley 
and Hyde affirmed for the reason that although Piatt was the first to con- 
oeive he was the last to reduce the invention to practice and did not use 
due diligence in snch redaction to practice. *Pl€Ut v. Shipiqf et al., 307. 

9. Sams— MiBTAKK as to Scope of Former Patent— Acts of Agent or Attor- 

ney — A mistake by a party in sapposing that the invention was covered by 
a prior patent granted to him cannot under any known principle of law be 
considered a good excuse for delay in perfecting the invention or filing 
an application covering the same. Under the circumstances of this case 
the applicant is, furthermore, chargeable with the knowledge possessed by 
his agent or attorney as to the scope of the former patent. *Id, 

10. Question of Impracticable Device, Consideration of by Cot'rt of 

Appeals — ^Where each party to an interference attacks the invention of (he 
other as impracticable aud therefore devoid of patentable novelty, Beld diat 
that is a question which the Court of Appeals of the District of Columbia 
can not consider in an interference proceeding. Tliat there may be extreme 
cases in which it would be proper in interference proceedings to raise and 
determine the question of the patentability of the device in controversy 
may be conceded, but ordinarily no such question can arise in this court in 
such proceedings. * Dodge v. Fowler, 320. 

11. Non-Patentabiuty— Want of Identity— Motion to Dissolve — Practice 

OF THE Patent Office and Court of Appeals— Where it is claimed that 
an alleged invention is wanting in patentability or wanting in identity wit.h 
a rival applicant's device, Held that the proper course to pursue is to move 
for a dissolution of the interference. The motion cannot be made in the 
Conrt of Appeals of the District of Columbia, and except, perhaps, in very 
extraordinary oases no such qucHtion can properly be raised in or considered 
by this conrt. This must be regarded hotb. as good practice and well- settled 
law, (JETiwy v. Petm-$, C. P., 1»I5, 349; 71 0. G., 892 ; 6 1). C. App., 68.) 'Id. 

12. Same — Same— Refusing Patent after Award of Priority — While no 

motion was made by F to dissolve the interference, yet if nuder the law 
and the rules of the Patent Office it is not improper after adjniUcation of 
priority of invention to refuse a patent to the successful party in the inter- 
ference proceedings upon grounds that have first been developed in those 
proceedings or upon grounds manifested at any time after the declaration of 
interference, the court in its decision on priority is not to be understood as 
precluding such action by the Office. */d. 

13. Amending Prkliminary Statement— Model— The original preliminary 

statement set forth that the invention was disclosed to others in March, 
1895, and that a working model was made in November, 1895. A motion 
was made to amend this statement to set forth that a model was made in 
March, 1895, which model is a different one from the one made in November, 
and the fact that it had been made was not remembered until attention was 
called to it by proposed witnesses in the case. Held that as the proposed 
amendment does not change the date of conception, disclosure, or rednction 
to practice— the vital allegations in any preliminary statement — ^the state- 
ment may be amended. Malthy v. MiMtj U. 

14. Wrongly Granting Patents— Request for Intbrfbrbncr— Where appel- 

lant claimed that patents were wrongly granted to E and that after iie had 
adopted £'s claims his application should have been placed in interfersnoe 
with £, Held that whether the grant of £'s patents was right or wrong or 
capable of satisfactory explanation and whether an interference shonld be 
declared are matters not within the Jurisdiction of the Court of Appeals of 
the District of Colombia. *Aet72 v. CommietUmtr of Pateate, 332. 
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INTERFERENCE--CoiitiQued. 

15. Samb — Samb— If the Court of Appeals of the District of Colombia had a right 

to inqaire into the propriety of the issue of the patents to E, and it was 
plain that an error had bet^n oommitted therein, that would not excuse a 
similar error in favor of the appellant in order that he might be put in 
interferenoe with him. *Id, 

16. Motion to Di88olvb—'*Rbfbrbncb"— Action Undbr RdLi 128 — ^Wbere 

the transmission to the Primary Examiner of a motion to dissolye is reftisod 
on the ground of laok of diligence in presenting it, but in the decision by 
the Commissioner the attention of the Primary Examiner is called to the 
reference upon which the motion is based for action, nnder Rule 128, HM 
that if in the opinion of the Examiner the reference does not anticipate the 
invention he may properly refuse to request a suspension or to grant a 
hearing to the parties. Hagemam ▼. Youngf 18. 

17. Suspbnsion of Procbbdinos— Thk Mraninq of "Rbfbrrncb" in Rulr 

128 — ^The '* reference" reforred to in Rule 128 necessarily means one that 
Beems to the Examiner to anticipate the claims of at least one of the parties, 
since he would not be justified in suspending proceedings and putting the 
parties to the delay and trouble incident thereto in view of any patent oi 
publication which, in his opinion, is not an anticipation, /d. 

18. Right to br Hrard— Prrtinkncy of thb Rrfrrencr— After a party has 

by delay lost his right to make a motion for dissolution the opinion of the 
Examiner and not that of the party himself as to the pertinency of the refer- 
ence is to govern in determining whether a hearing shall or shall not be 
granted on the question. If it is held to be not pertinent, the parties have 
no right to be heard or to appeal from the holding. ' Id, 

19. SUSPRNSION OF PROCRRDINGS TO CONSIDER "RRFRRBNCR" — ACHOW BT THR 

Office— NoTiCR to Appucants— A letter written by the Examiner to the 
Examiner of Interferences informing him that he has considered the reference 
called to his attention, but does not consider it an anticipation and therefore 
refuses to request a suspension of proceedings, is not an action in the oasa 
such as requires notice to the parties, /d. 

20. Drawing, Proof of Concrption by— Unsupportrh Testimont as to 

Date of Drawing— Where Y offered in evidence a drawing said to have 
been made during a certain time which is fixed by dates written on the 
drawing 8;kid there is only Y's unsupported allegation that he made the 
drawing at that time, Held that such testimony is insufficient to establish 
thesedates. (/)iel;«<mv. jrtii«mafi,C.D.,1880,208; 180. 6., 1224, considered.) 
Youmg y. Dona^Hjf, 20. 

21. Samb — Same — In an interferenoe proceeding the unsupported testimony of a 

party to such interference is not sufficient to warrant a finding that drawings 
made and offered in evidence by such party were made at a claimed date. Id. 

22. Considering thr Question of Patbntabiuty of Issue on Final Hear- 

ing — Where Y presented for consideration the question of the non-patent- 
ability of the issue of the interference in view of prior patents, Htld that 
this is a question which will not be passed upon at final hearing on priority 
by the Commissioner ; but the Primary Examiner is directed to consider it 
after the interference has been finally determined. Id, 

23. Motions— TRANiitMiTTiXG to Primary Examiner— It is only within the 

twenty days allowed by the rule that the Examiner of Interferenoes is bound 
to transmit a motion to the Primary Kxaminer if in proper form. After that 
time he is not bound to tranflmit it, although it is in proper form and conld 
not have been made earlier, but he must exercise his discretion in determining 
whether it shall be trausniitted under all of the circumstances. Pajna y. 
Hu^Uu and Leblanv v. .^/aiie, 21. 
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INTERFERENCE— Continued. 

24. Same— Showing RrqDired after Testimont is Taken— After testimony 

has been taken the showing which would warrant remanding the cane to 
the Primary Examiner must not only make it plain that the motion could 
not have been made earlier but that it is absolutely necessary that the 
matter be parsed upon in order that a proper conclusion may be reached on 
the question of priority. Id, 

25. Meaning of the Issue— Disagreement of Witnesses— The mere fact that 

two witnesses may disagree as to the construction of the issue or as to what 
devices come within its terms is no good ground for a dissolution of the 
interference or a definition by the Primary Examiner of the meaning of the 
issue, and therefore proceedings should not be suspended for a consideration 
of the matter. Id. 

26. Samk— Impropkr Practice—Iu introducing their testimony in any case the 

parties must put their own construction upon the issue, and to suspend pro- 
ceedings at every time during the taking of testimony that there is uncer- 
tainty or dispute as to whether a particular exhibit comes within its terms 
would lead to endless contests and is not proper practice. Id. 

27. Exhibits, Identification of by Signatures— Cards attached to exhibits 

and bearing signatures subsequently identified by the signers nnd stated by 
them to have been made at dates specified upon the cards are not, in the 
absence of identification by the niguersof the exhibits themselves, sufficient 
proof of the existence of the exhibits themselves nt the dates mentioned. 
Guilberi v. KHlinger, 26. 

28. Applicant versus Patentee— Delay in Fiung Application to Bit Con- 

sidrrrd Against Applicant — The fact that an applicant delayed filing his 
application for two years after the issue of the patent with which his appli- 
cation was put into interference is a circumstance sufficient of itself to 
require that all doubts in the contest should be resolved against him. Id. 

29. Inoperative Device— Motion to Dissolve After Decision by Court or 

Appeals— Where the Court of Appeals in deciding priority based its decision 
on D's applfcation as a constructive reduction to practice at the date of 
filing, but refused to decide whether thit application disclosed an operative 
device, Held that the question of operativeness is still open for considera- 
tion by this Office and may properly be made the ground of a motion to 
dittsolve. Fowler T. Dodge, 28. 

80. Inopkrativhness Considered at Final Hearing — Change in Practice— 
Where the question of operativeness and the sufficiency of the disclosure of 
a party to entitle him to an award of priority were, under the practice in 
force at the time, open for consideration at final hearing, Held that the 
failure to make a motion to dissolve was not a waiver of the right to be 
heard on this question. A party cannot be deprived of his rights by a mere 
change in the metliod of procedure in this Office. Id, 

31. Right of Successful Party to a Paitent — Hearing Granted to 
Defeated Party— After decision on priority the defeated party ordinarily 
has no right to be heard on the question as to the right of the successful 
party to a patent; btit this rule does not apply to a case where a decision 
is necessary to finally settle the very question raised by the inter paries pro- 
ceedings. Id. 

82. Proof of Prior Invention— Defective A ppijcation— An inoperative device 
is not such x>roof of prior invention as to defeat a subse<]uent applicant of 
a patent, and it is immaterial whether the proof of that inoperative device 
consists of testimony as to an actual machine or of a defective application. 
{Slevene et al. v. Seher, C. I)., 1897, 761 ; 81 O. G., 1932.) Id, 

33. Defective Applicatiox Not a Hak to Later Applicant —Where, according 
to the court's decision, D'h njiplication is the only thing in bar of F's right 
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to a patent, and that only assuming it to be an'allowable application, HM 
that if it is found not to be a valid and allowable application the patent 
must be granted to F. Id, 

34. QuKsnoNs Decided by the Courts-Jurisdiction of tub Office— To bold 

D's device inoperative and to grant F a patent would not be a reversal of 
the decision of the court, since it neither held that D was entitled to a pat- 
ent nor that F was not entitled to a patent. The court's decision is binding 
only as to the specific matters stated to be before it for decision. {Ex parte 
Frenok, 91 U. 8., 423; arjNirto PotU^- Co,, C. D., 1897,342; 780. G., 2049.) Id. 

35. Trade-Mark — Statement as to Adoption and Use— A party is bound in 

interference proceedings by the statement in a trade-mark application as to 
the date of adoption and use and cannot under this statement prove adop- 
tion and use prior to the date set up therein either by himself or by others 
from whom he may have derived title. Empirt Cycle Company v. Monarch 
Cycle Man^faoiuring Company v. Meacham Arm$ Company , 604. 

36. Samb—Iuproper Rebuttal Testimony— Where the Monarch Company failed 

to take any testimony during the time set for taking testimony and there- 
after the Meacham Company during its own time for taking testimony intro- 
duced evidence to prove the right of the Monarch Company to the traile-mark, 
Held that since such testimony did not tend to prove directly or indirectly 
the case of the Meacham Company it was not proper rebuttal testimony for 
that eompany and could not be considered in so far as the case of the Mon- 
arch Company was concerned. Id. 

37. Same— Incompbtbnt Testimoitt— Where a party's time for taking testimony 

has expired and he no longer has the right to introduce testimony to prove 
his own case, Held that another party to the interference should not be 
allowed to introdnoe for him the testimony which he would not be permit- 
ted to introduce on his own behalf. Id, 

38. Same— Testimony— Notice-— Where the requirements of the rules as to the 

liscts which should be stated in the notice of taking testimony were not com- 
plied with, Held that the notice was not sulBcient, and the testimony must 
:be disregarded. Id, 

39. Applicant versus Patentee— Construction of Issue— Where an applicant 

has adopted the claims of a patent, in any subsequent interference in which 
such claims constitute the issue they must be construed to have the 
meaning which the patentee intended them to have. Latham v. Force and 
Parenieau, 83. 

40. Same — In an interference between an applicant and a patentee in which the 

issue is the same claim in both cuses, the applicant will not be permitted to 
force upon the issue a construction whereby the patent will be rendered 
invalid if any other construction is practicable* Id, 

41. Reduction to Practice— Laches in Applying for Patent- Rival 

Inventors-Estoppel- Where an inventor is guilty of laches in putting 
aside a machine for eleven years after it was perfected and tested, he is 
estopped by such laches from receiving a patent by reason of the entrance 
into the same field of a rival inventor who reduced the invention to practice, 
obtained a patent, placed the invention on the market, and gave to the 
world the knowledge and use of such invention. Mower v. CrUp and Cope- 
land, 41. 

42. Priority— Estoppel— Right to a Patent— While M was the first to reduce 

to practice and therefore entitled to an award of priority, yet on account of 
laches in applying for a patent he is not entitled to a patent, and the Exam- 
iner directed to reject the claims of M involved in the interference after 
flnal award of priority. Id, 
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48. Monox TO DissoLYs— Rb8 ADniDiCATA— Pbior Burr m Coubt, Effkct op, 
oir Officb PROcnBDiHGft— Where it wae moved to diaaolTe an interference 
for the reason that the qaeetion of the interference is ret udjmdicoia as 
between the parties, that the question of priority having been determined 
by a oonrt of competent Jnrisdiotion could not be retried by the same 
parties in the Patent Offloe, and that one of the parties was estopped from 
asserting his right to the ioTentioni Eeld that these questions should not 
be passed upon on an interlocutory motion, as they are such questions as 
relate to the merits of the interferense and would more properly forui the 
basis of a Judgment of priority of iuTention than for the dissolution of the 
interference. Roth ▼. ^roim mnd 8iHlmam, 49. 

44. Construction of Rule 96— Rule 96 means that when the formal require- 
ments of an application— svch, for example, as the requirement for a new 
drawing or for an amended oath, or for ftirther action upon rejected claims 
which are not inyol ved in the interforenee, or for analogous changes — ^have 
not been complied with the interference shall be declared, so that the party 
whose application is in proper form shall not be unnecessarily delayed in 
the fuither prosecution of his application. Hamwumd ▼. Hartf 52. 

46. RuLBS 93, 94, 95, and 96 — Rule 96 does not mean that the Examiner declaring 
the interference can ignore the requirement that the elaiwu of the party in 
fault must be put in such condition that they will not require alteration. 
If Rule 96 means that, then Rule 95 means notiiing. The two rules should 
be construed in connection with Rules 98 and 94, so as to give yitality to 
all. Id. 

46. INTKRVERBNCK Brtwbbn ALLOWED AND REJECTED CLAIMS— Under a proper 

interpretation of the rules there is no Justification for the declaration of an 
interference between the allowed ^aim$ of one application and the refocted 
claifH9 of another application. Two applications do not interfere in such a 
case. Id. 

47. Generic and Specific Claims — A generic and a specific claim do not inter- 

fere, and it does not conflict with public Interest to* send a generic claim to 
issue after a specific claim has been patented. (Drawhaugh ▼. Blake^ C. D., 
1883, 17; 28 O. G., 1221 ; Reed v. Xaadmim, C. D., 1891, 73 ; 56 O. G., 1275, oited. ) 
Id. 

48. Scope of Claims— Ex parte Upton— So far as the case of ex parte Upton 

(C. D., 1884, 26; 27 O. G., 99) holds that an interforence should be declared 
between two applications or between an application and a prior patent 
whose claims are not substantially identical in tenor and scope it is not well 
founded in law, and this decision is oyemiled. Id. 

49. Interference in Fact— Applications- Application and Patent— There 

is no different rule of law applicable to an interference when it is declared 
between two applications than when it is declared between an applieation 
and an unexpired patent. The same principles which determine whether 
there would be an actual interference must apply alike in each of the con- 
ditions in which the oases are when before the Patent Office to determine 
whether they would interfere. (IHayoa ▼. Carter, C. D., 1804,2; 660.G.,513, 
overruled.) Id. 

50. Same— An interference can only be instituted for the purpose of determining 

the question of priority of invention between two or more pp^rties claiming 
substantially the same patentable invention ; that of necessity there must 
be allowed claims to all parties before an interference can be declared, and 
that not only a patent and an application must claim in whole or in part the 
same invention, but also two applications must claim in whole or in part 
the same invention before an iuteri'ereuce can be declared. Id. 
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51. Examiner Sccoestinq Claims to Appucants— Where two applioaiions 

are coDcamntly pending having claimt of different soope drawn on the 
same Btractare, there is no good reason why the Examiner should not give 
the applicant making the specifio or narrow claim an opportunity, by sng- 
geetion, if neoessary, to make the broader elaim. If the suggestion is fol- 
lowed, then the parties would be making a claim identical in tenor and 
scoi>e, and an interference will properly and naturally follow. To this extent 
ex parte Weeden (C. D., 1892, 185 ; 60 O. O., 1891) overniled. Id. 

52. BuRDBx OF Proof— No Drawing— Incomflktk Appucation— No statutory 

drawing having been filed by Palmer and Thompson until after the com- 
plete application of Bailey was filed, the burden of proof in the interference 
is upon Palmer and ThompHon. Palmer and Thompean ▼. Bailejf, 66. 

53. Intbrferencr in Fact— Broad and Narrow Claims— Where Grimm has 

made a broad claim and Dolan a narrow claim. Held that both parties are 
not claiming substantially the same invention, and under ffammandv. Hart 
{ante, 52; 88 O.G., 743) an interferonoo does not properly arise. Grimm v. 
Dolan, 70. 

54. Same— Same— Makino Broad Claim— If Dolan is the inventor of the broad 

invention, he should make the broad claim of the issue. As the claims now 
stand there is no interference in fact, as an interference should not be 
declared between dominated and dominating claims. (Citing Hammond ▼. 
Hart, anU, 52; 83 O. G., 743.) Id. 

55. Patentability op a Claim' in the Interference- The question of patent- 

ability of the claim in interference is not involved in the interference. 
(Hieey v. Peters, C. D., 1895, 349; 71 O. G., 892; Doyle r. Melioherte, C. D., 
1897, 413; 79 O. G., iaJ9.) After the interference shall have been finally 
determined the question of patentability may be raised against the success- 
ful party. " Hill v. Hodge. 480. 

56. Same— Party to the Question of Patbntabiuty— When the interference 

has been determined and the question of patentability is before the Primary 
Examiner, the defeated party to the interference has no other interest in 
the decision on patentability than as one of the general publio whose inter- 
ests are under the protection of the Commissioner of Patents. *Id. 

57. Disclaimer— Estopfei^-Commissionee's Decision Affirmed— Hodge's evi- 

dence in respect of his conception of the invention does not show an inten- 
tion to disclaim and is not of a nature to estop him from claiming an invention 
as broad as the issue. The decision of the Commissioner of Patents award- 
ing priority to Hodge affirmed. *Id. 

56. Producing Species— Right to Broad Claim— As a general proposition an 
inventor making any generic invention necessarily produces some species of 
it, and the fact that he has never thought of other specific forms can not 
deprive him of his right to a broad claim. The inventor may not regard his 
invention at the time it is produced as any broader than his specifio form; 
but the question for consideration is not as to his opinion, but is one of 
fact. 'Id. 

89. PRiORiTT-^After reviewing the teetimony, Held that the explanation of Diokey 
as to delay in applying for a patent, while plausible, was not satisfactory ; 
but the proofs show that he was the first inventor, and priority awarded to 
him over the patentee, Fleming. " Diekaif v. Fleming, 487. 

00. Foreign Patent— Date of Reduction to Practice- Prioritt— Appert 
took no testimony, bat relied upon a Fienoh patent dated October 19, 189S, 
which was ismed and published on January 12, 1894. Sohmertz proved con- 
ception on January 10, 1894, and reduction to praetioe on January 17, 189^ 
Held that Appert's date of invention is January 12, 1894, the date of 
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pablication of bU foreign patenti and as there was no delay on Schmertz's 
part between the date of his conception and the date of his reduction to 
practice, priority is awarded to Schmertz. Schmerts r, Appert, 77. 

61. Same— Same— It is the settled rule of the Office that it is the date of the pub- 

lication of the foreign patent and not the date of the application thereiiir 
that controls in interference proceedings. (De FerramH ▼. WeeHnghmsef Jr., 
C. D., 1890, 114 J 52 O.G.,457; Appert v. Parfcsr, CD., 1896, 6; 74 O.G.,1587.) 
This is also the rule of the courts. (Am. Bell Telephone Co. ▼. Cii«Aaia« sf «!., 
C. D., 1893, 546; 66 O. G., 135.) The case of Han\fen ▼. B. H. Oodekalk Cam- 
panjf (C. D., 1897, 375; 79 O. G., 510) seems to hold the contrary; bni the 
weight of authority is clearly as first above stated. Id. 

62. Proving Dates— Refreshing Memory by Documents— Producing Docu- 

ments— It is not necessary that documents ttom which a witness may have 
refreshed his memory as to dates be produced at the examination; but the 
failure to do so would often cause the facts to be regarded as of little weight. 
When produced and used to assist the memory, they need not be offered as 
evidence, and in a majority of instances they would be inadmiaalble if 
offered. *MeCormick v. Cleal^ 492. 

63. Diligence— Priority— Clears conception and reduction to practice is the date 

of his application, July 6, 1894. McCormick prepared two applicationa for 
patent in February, 1894. One he filed on March 5, 1894, for what is called 
"machine No. 4." The other application, the one involved in this interlbr- 
ence, under which "machine No. 3" had been begun but laid aside Ibr No. 4, 
was not filed until October 6, 1894. On April 8, 1894, he began "machine 
No. 5,'' which contained the locking mechanism of No. 4 and differs from the 
mechanism of the issue merely in the time of the operation of the two seta 
of keys, in the issue the department key being first pressed and the cash 
key thereby unlocked, while in machines Nos. 4 and 5 the cash keys are fint 
press e d and the department keys thereby unlocked. Held that machine No. 
3 fell short of being a reduction to practice ; but as, Judging by McCormick's 
actions, he neither saw the superiority of one mode of operation over the 
other at the time he was working on the machines nor apprehended that 
there was a substantial difference between the functions of the mechanism 
in merely reversing the time of the locking action upon the distinct sets of 
keys, the locking device being the important improvement, and he appre- 
ciating its value, though he may have been mistaken as to the most advan- 
tageous mode of its operation and.may also for a time have supposed that it 
was the same invention when operated reversely; also Beld that under such 
circumstances what McCormick was doing during the eight months from the 
date of preparing his application to the filing of it in the Patent Office was 
not unreasonable delay, and priority awarded to him over Cleal. *Id. 

64. Restraining an Examiner from Declaring an Intsrfbrxncb— Jurisdic- 

tion OF THE Commissioner— The Commissioner is warranted in taking 
Jurisdiction of and granting a petition to restrain an Examiner from declar- 
ing an interference when it clearly appears that the Examiner's intended 
action is contrary to the practice of the Ofllce as indicated by the decisions 
of the Commissioner. (Citing ex parte Baker, 64 MS. Dec., 71.) Bx parte 
Whitney f 82. 

65. Patent and Application— Protecting Rights of Patentee— The Offloe Is 

not bound to declare an interference between a patent and an application in 
order to give the patentee the opportunity of contesting the grant of a 
patent to the applicant because in its Judgment the patentee's rights would 
be infringed or abridged by gran^g a patent em a pending applieation. Id, 

66. Making the Intbrfereno Issua— The Examiner should not make an issue 

fSnr the purpose of bringing about an interteeuce. The applicants should^ 



DIGEST OP DECISIONS. 737 

INTERFERENCE— Oontinaed. 

make the iaaues by their claimB. If an Examiner desires the ismie to be dif- 
ferenty hetthould arrive at that result by requiring the claims to be amended 
by the applicants. (Citing Hammond y. Hartt ante, 52 ; 83 O. Q., 743.) Id. 

67. Samk — Patenter and Applicant— The Office has no control over a patentee 

-io require him to amend his claims. Unless an applicant make Bubstantially 
the same claim as the patentee, no interference can be declared. Id, 

68. Same— Same— Construing Claims of the Patent— For the purposo of 

declaring an interference the claims of a patent mast be taken as they rea<1. 
The Office has no authority to say that any of the limitations contained in 
the claims of a patent are immaterial and unessential. Presumably the 
patentee did not put any unneceteary limitations in his claims. Id, 

69. Dissolution— Patentabiuty of Claims Over the Issue- Su<}Gestion nr 

THE Examiner as to Rejection of Cijlims Involved in the Issue- 
Where the issue of the interference was Wolfenden's third claim and 
involved his firsti second, and fourth claims, Seld that as the issue is not 
the first, second, and fourth claims they should be dropped from the inter- 
ference, and if the Examiner is of the opinion that there is no paten ttible 
invention in these claims over the subject-matter of the issue it would bo 
better practice for him to notify Wolfenden that in the event of the inter- 
ference being determined adversely to him such claims would siand rejected 
as involving no patentable invention. Wolfenden t. Pirioe, 87. 

70. Same— Claims Including Immaterial Limitations— Inter: erence in 

Fact — ^Where Price^s claim involved in the issue, which is Wolfendon's 
third claim, includes certain limitations which are not stated in Wolfenden's 
claim and Wolfenden^s claim contains a limitation not found in Price's claim, 
Seld that notwithstanding it is urged that these differences are immaterial 
and may be disregarded there is no interference in fact. Id, 

71. Same— Disregarding Limitations in Claim— The Patent Office is no more 

competent than the courts to say in declaring an interference that an ele- 
ment which an applicant or a patentee has placed in his claim is an imma- 
terial one. Id, 

72. Same— Same — An Interference is not sufficiently clear and deAnite which 

requires that certain limitations in the claims of one party should be held 
to be immaterial and that other limitations should be read into the claims of 
either one or the other party to the proposed interference in order to make 
them the issue of the interference. Id, 

73. Same — Same— Suggestion of Claim by Examiner — A claim may be patent- 

able in the opinion of the Examiner which does not contain certain limita- 
tions, and it is within his province, when he believes it is necessary for him 
to declare an interference, to indicate to the parties a patentable claim as 
the issue of the interference which shall omit immaterial elements and 
thereby make it unnecessary for the Office to hold that the issue and the 
claims are different from what they read. Id. 
74 — Same — Same — It is not necessary that identical language should be employed 
in the claims of every party to the interference ; but when different words 
are used they must mean and refer to the same thing. Id, 

75. Same— Intent of Hammond r. Hart — ^The case of Hammond v. Hart (ante, 52; 

83 O. G., 743) was intended to bring about a practice in the Office that should 
result in making the issue of an interference both definite and clear, and to 
that end to cause the parties to the proposed interference to claim substan- 
tially the same patentable invention, so as to obviate the many motions and 
appeals that have unnecessarily arisen in the Office. Id, 

76. Testimony— Competency of Inventor to Testify in His Own Behalf— 

Winslow took no testimony to prove his case, but rested on his record date. 
12782 47 
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Austin testified that he disoloeed the inTention to Window, who was then 
in his employ and who made no claim to the invention. Austin's testimony 
is nnoorroborated. Held that in interferenoe proceedings, where the fact is 
one that is not solely within the jMrsonal knowledge of the party to the 
interference, his testimony cannot be ignored simply because it is uneormba- 
rated, and that Austin is a competent witness to testify as to a claimed dis- 
closure of the subject-matter of the interference to his adversary. A%9iin v. 
Win$UnOf lOi. 

77. Same— Same— Burden of pROOF*-JffeM, further, that when Austin testified 

that he had disclosed the invention to Winslow the burden of proof was 
shifted and Winslow could no longer safely rely upon his record date. 
Where a claimed fact must be equally within the knowledge of two parties 
and one asserts it and the other fails to deny it, the latter cannot complain 
if the asserted fact is found by the tribunal called upon to pass on it to be 
true. Id. 

78. The Question to be Conbibbred in Interference Proceedings— Estof 

PEL— Rrissue — ^Where Austin contended that Winslow is estopped from 
asserting his right to the subject-matter of the issue, as claims covering the 
matter were presented in an original application and after, rejection on ref- 
erences were canceled, Held that while it is well settled that claims con- 
tained in the reissue patent which were asserted in the original application, 
but were rejected and canceled, will not be sustained by the courts, and 
therefore should not be allowed by the Office, yet this question is one between 
the public and the applicant making the claims. This question of estoppel 
has no bearing upon the question of priority, the question for coosideration 
in an interference prooeeding, and therefore will not be considered here. 
(Hoeveler ei at. v. Vemer et aU, 43 MS. Dec., 444, 448.) Id. 

79. Continuinq Appucation — ^Rbductiox to Practicb — Park filed an applica- 

tion on May 8, 1895, which* disclosed and claimed substantially thu subject- 
matter of the interference. This application was allowed, but became 
abandoned. Park filed a second application, the one involved in this inter- 
ferenoe, before the first became abandoned, containing substantially the 
claim of the allowed and abandoned application. Held that Park is entitled 
to claim a constructive reduction to practice as of May 8, 1895, as in the 
first application there was not only clearly disclosed the issue of the inter- 
ference, but a claim was allowed which was repeated in the application in 
interference and which became the issue thereof. Park v. DavU, 111. 

80. No Interfrrenck in Fact — Dissolution — While there is no interferenoe in 

fact between Park's application and Davis's patent, yet in view of the fact 
that the interference has proceeded to final hearing and that Davis is a 
patantee whose patent cannot be recalled by the Patent Office, HM that it 
is best not to direct that the interference be dissolved, but to award priority 
on the issue in controversy to Park. Id. 

81. Reduction to Practice — Abandonment — Priority — Hepburn's date of 

invention is his record date, April 3, 1894. Mason conceived of the invention 
and made a complete drawing June 28^ 1887. He reduced the invention to 
practice soon after. The device was then stored away in the model-room of 
his company, and it was not produced until the institution of the intarfer- 
ence proceedings. No devices of the kind were mannfhetnred for any pur- 
pose, and no exhibit of the device was made to the pablie, and no one saw 
it, ezoept Mason and one or two other employees of his oompany. HeU 
that Mason had abandoned the invention, and priority was awarded to Hep- 
bum. *Ma9on V. Hephumf 510. 

82. Prioritt— First Inventor Faiung to Dmclosb the Invention to the 

PUBUO— Considering the interest of the pnblio, it is Held that a subsequent 
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inventor of a new and useful mannfaotnre or improvement who had diligently 
panned hit labors to the procarement of the patent in good faith and with- 
out any knowledge of the preceding dlaooTeriefl of. another shall as against 
that other who has delilierately concealed the knowledge of the inTcntion 
from the public be regarded as the real inventor and as such entitled to his 
reward. */rf. 

83. Priority— Faili^re to Fuu.y Dkvklop pROCBsa^Afler reviewing the testi- 

mony, Held that while Schmertz may have come very n«ar to developing the 
process of the issne prior to the date of Appert's constructive reduction to 
practice he lacked at least the final step that would have demonstrated the 
thoroughness of his conception and crowned his labors with snocess, and 
priority awarded to Appert. *Appert v. Sekwierts, 524. 

84. Objcction to Deposition roR Irrbgularity After Hearimcs Coins Too 

Late — ^The rule that if a deposition is in any respect open to irregularities 
the objection must be taken before the cause goes to hearing is as salutnry 
and as necessary In interference proceedings in the Patent Office as it is in 
the ordinary courts of justice. ** Meyer et al, v. Roikef 634. 
86. Identifying Invention— Priority— fletd that the position taken by Meyer 
et al., that the testimony on behalf of Rothe does not sufficiently identify 
the invention in issue, is not well founded, and the decision of the Acting 
Commissioner awarding priority to Rothe affirmed, "/d. 

86. Notice to Representative of Deceased Inventor— Legal notice not hav- 

ing been given to representative of a de cea s e d inventor and such represent- 
ative not having waived notice, he is not bound by interference proceedings 
or by an adverse decision on the question of priority. ExpwrU Woodwarih, 
127. 

87. Statittort Bar— Suggestion by Examineks-in-Chisf— Appeal— The ques> 

tion of apparent grounds for refusing Letters Patent to a party in interfer- 
ence is not directly a part of the question of priority, and failure on the 
part of the Examiners- in-Chief to call attention to such grounds is not 
reviewable by tt\e Commissioner. Siupakoff v. Jokneon, 132. 

88. Consideration op Reference— Affirmative Holding Under Rule 124 

Not Rk viewable— It is not to be presumed that an Kzamiuer failed to con- 
sider a reference cited by a previons Examiner. By such consideration and 
the BobHeqiient declaration of an interference the second Examiner practi- 
cally decided the issne patentable in view of the reference, and his decision 
on this point is not reviewable nnder Rule 124. Id. 

89. Not to bk Continued After Priority is Determinri>— Aitthority of 

C(»MMis8ioNKR--The Commissioner has authority under the statute to insti- 
tuto iuterference proceedings to determine the question of priority of inven- 
tion ; but he has no authority, when tliat question is determined, to continue 
the proceedings for any other ]inrpose. The Commissioner would not be 
Jnstitied in arbitrarily putting a party who in his judgment is entitled to 
priority to the trouble and expense of taking testimony on the mere possi- 
' bility that some other tribunal might disagree with him an«l thus render 
the taking of testimony necessary. It is not to be presumed that the Com- 
missioner's decision will be overruled on appeal. McGnire v. HiU, 134. 

90. Rule 126— Remanding to Primary Examiner— While under Rule 126 the 

Commissioner may before Judgment on the question of priority suspend the 
iuterferencc and remand the case to the Primary Examiner for consideratiop. 
of any matter to which his attention is called by the Examiners*in-Chief as 
establishing the fact that no interference in fact exists, neitber the rule nor 
the practice contemplates snch action unless the ground therefor is entirely 
clear. (yRourke v. GilUepu, 136. 
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91. Practice Undkr Hammond v. Hast Dbcision— Dissolution Not Justifiablb 

WHEN Both Parties Have Accepted the Issue and Priority Has Been 
Decided by Examiners-in^Chucf — While, notwithstaDding that nnder the 
present priiotice as defined in Hammond v. Hart {oMtCy 52; 83 O. G., 743,) the 
interferenoo should not have been declared upon the present InYeotion ictil 
both parties directly and deiinitely claimed the precise stibjeot-matter, the 
issue has been accepted by the parties, no motion to dissolve having been 
madn and no question as to interference in fact raised before the Examiner 
of Interferences or the Examiners-in-Chief, it not being clear that the issue 
does not fairly well define the inventicm intended by each of the parties, and 
dissolution would necessarily be followed by declaration of a new interfer- 
ence better defined, perhaps, but yet in real subject-matter substantially the 
issue on which testimony was taken, the dissolution is not necessary or 
Justifiable. Id, 

92. Admissibility ov Evidences-Motion to Strike Out Testimony— While 

each tribunal must decide for itself what of the evidence presented to it is 
pertinent and admissible, decision on a motiou to strike out certain testi- 
mony, coupled with a motion for leave to introduce evidence in reply should 
such testimony be held pertinent and admissible, should be rendered at such 
perio<l in the proceedings that neither party shall be deprived of rights 
which J ustly belong to him. Id. 
03. Decision on Admissibiuty and Pertinency ok Evidence — ^As the efieot of 
refusing to decide upon the pertinency and admissibility of evidence prior 
to final hearing would deprive the party who moves to strike out testimony 
taken by his opponent of the right to offer evidence in reply praotically 
without a hearing and without possibility of appeal, the Examiner of Inter- 
ferences is directed to determine the question before final hearing. Id. 

94. Rebuttal Evidrnce— It is a matter of grave doubt whether a Junior party 

having before him at the time of taking his testimony-in-chief the applica- 
tion file of his opponent is not bound, if ho is to attack this in any way, to 
attack it at sucli period of the proceedings that his opponent may have an 
opporttukity to reply. When the senior pnrty relied on his application file 
and introduced no additional evidence after the closing of the testimony- 
in-chief of the Junior party, it is difficult to see what there was for the jnni<w 
party to rebut. Id. 

95. Motion to Strikk Out Testimony— Appk a l Dismissed^ Appeal from decision 

of Examiner of Interferences denying motion to strike out testimony dis- 
missed, thu moving party having been given opportunity to introdvee 
evidence in reply, the question having been decided prior to final hearing 
only because if deferred until such hearing the moving party would then be 
unublo to offer evidence in reply. It being necessary to the independent 
judgment of each tribunal that it should determine such questions for itself, 
its decision is not reviewable in advance of final hearing. Id. 

96. Motion to DibSOLVs — No Interference in Fact— The issue of the .interfer- 

ence is in substantially the words of claim 1 of Latham's application, and 
if said claim iH allowed to Latham it would dominate the apparatus of 
Casler's application. On a motion by Casler to amend the issue, Held that 
as Casler does not claim the issue, there is no interference under the prac- 
tice as laid down in Hammond v. Harl {ante, 52; 83 O. G., 743) and the 
interference Hhould be dissolved, and it is therefore not necessary to review 
the decision of the Kxamintir on the motion to amend, as Csisler, after tha 
dissolution of the interference, will be at liberty to make such claim as his 
application will support, and the interference uiay then be redoclared, pro- 
vided he claims the subject-mntter of the present issne. CasUr v. Latkmm, 
143. 
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97. Judgment on tiik Rrcord — Jiidgineut cannot be rendered on the record 

against a party whose alleged date of conception is prior to the record date 

of his opponent merely because his reduction to practice is subsequent 

thereto. Kane v. Jirill atid Adams, 146. 
96 Intvrferbncb in Fact— Xew Mattbr— There lieing no appeal from the 

Examiner's holding that an amendment docs not involve new matter, 

the application must be considered in its amended form in determining the 

question of interference in fact. Id. 
99. Supplemental Oath— Ex i'artb Matter— The question as to whether a 

snplemental oath shonld or should not be furnished is an ex parte matter 

not open to argument to interference proceedings. Id. 

100. Issue — One claim cannot properly be inclnded under two separate issues, 

since it must necessarily be broader or narrower than one of those issues. 
{Hammond v. Hart, anU, 52; 83 O. G., 743.) Id, 

101. Interference in Fact— Generic Claims— Interference in fact exists where 

both parties make generic claims, although their structures may be specif- 
ically different. Miller v. Kelley, 150. 

102. Same — Dissolution — While under the decision in the case of Hamm^mdY* 

Hart {anU, 52; 83 O. G., 743) and QHmm v. DoUn {ante, 70; 83 O. G., 1209) it 
would bo irregular to declare an interference until both parties made the 
claims in issue, Held that in an interference in which decision on priority 
had been rendered and in which the party not making the claims in issue 
conld make them and had submitted an amendment containing such claims 
the interference should not be dissolved. Id, 

103. Preliminary Statement, Opbnino — A preliminary statement having been 

filed by a party through his regularly appointed attorney and opened, a sec- 
ond preliminary statement filed through another attorney will not be 
opened at the instance of the other party, it api>earing that it was not 
intended that the second statement should be filed. Converee ei al. y. Keret^ 
154. 

104. Motion to Determine Status of Parties— Motion to define the status of 

the parties as to seniority in advance of final hearing denied. Id, 

105. Motion for Dissolution— Rule 114 Construed— Under Rule 114 motion 

for dissolution must not only be file<l, but must also be noticed for hearing 
within the limit of appeal in order to operate as a stay to the running of the 
time limited. {Meyroee v. Jahn, C. D., 1891, 145; 56 O. G., 1447, cited.) 
Dretette v. Dexter, 160. 

106. Motions, Transmission of— The Examiner of Interferences is bound to 

transmit proper motions noticed for hearing within the limit of appeal, if 
in proper form ; but after that time he will exercise his discretion under the 
circumstances of each cnsi' in determining wliether the motion shall be 
transmitted. Id. 

107. Limit of Appeal, Extension ok — The Office is not bound by tho strict rules 

of practice that obtain in the courts and may extendi the limit of appeal in 
a proper case oven after the time first set has expired. Id. 

108. Same— Jurisdiction of Examiner of Intbrferenceb — The Examiner of 

Interferences may himself extend the limit of appeal in a proper case, and 
it is not necessary to first make a motion before the (commissioner to restore 
to him Jurisdiction of the interference. The decisions in GarrUon v. HUbner 
(C. D., 1891, 59; 54 O. G., 1889) and Overrani v. CahU v. Coffee (C. D., 1892, 
205 ; 61 O. G., 285) modified . Id. 
100. Transmitting Motion— Jurisdiction of Examiner of Intbrpbrbnces 
AND Primary Examiner— The transmission of a motion provided for by 
the rules by the Examiner of Interferences to the Primary Examiner for his 
decision does not give tho Primary Examiner jurisdiction for all pnrposeSi 
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bot only for cooaideration of the motion timnsmitted. Jurisdiction aa to «U 
other mattera reepecting the interference clearly remains with the Examiner 
of Interferencea, and he haa authority to entertain motiona to diaaoWe or 
any other motions which may under the rulea be made. {HuU aad Philip 
V. FogUmmg, C. D., 1892, 190; 60 O. G., 1477, and Jenne and Brawn ▼. Boatk^iS 
MS. Dec., 88, oited.) Crocker y. Allderdice, 107. 

110. Motion for Dissolution — Change in Fractics— In view of a recent change 

ill the practice in regard to declaring Interferencea, from which it foUowa 
tbat facta not before pertinent might be conaidered upon a motion for diaao- 
lution, auch motion, upon rehearing, waa directed to be tranamitted to the 
Primary Examiner. Ca$Ur v. Armat, 169. 

111. PuKLic UsR—It ia the eatabliahed practice of the Office to refnae to anapend 

interference proceedinga for the purpoae of trying the iaaue of pnblie uae, 
ainoe the determination of priority by means of the interferenoe already 
eatabliahed ia of aa much importance aa the eatabliahment of another atat- 
ntory bar by means of pnblic-uae proceedings. Tjfler v. Arnold^ 172. 

112. Motion to Dissolvk Intbrfkrbnck Subsequent to Decision in Ham- 

mond V. Hart— Testimony Taken— Upon a motion to diaaolye an inter- 
ference after testimony haa been taken, on the ground that there ia no 
interference in fiaoti under the practice aa indicated in the decision of Ham- 
Moad V. Hart {ante 52; 83 O. G., 743,) Held that after parties have been put 
to the delay and oxpenae of taking teatimony the Office ahould not dissolve 
an interference with the certainty that it will be redeclared upon another 
iaaue baaed upon the aame anbjeet-matter. {0*Baurke ▼. GUleej^ aato, 136; 
84 O. O., 984, cited.) WHght and Siebbin$ ▼. Cknrekf 173. 

113. Sams — Same— The dissolution of an interference after teatimony haa been 

taken ahould not be permitted under the decision of Hammond v. Hart 
(ante, 52 ; 83 0. 6., 743) when another interference upon the aame aubject- 
matter would ueoeaaarily follow, even though the claima of the partiea are 
not the same. (O'Banrke v. Gillespie, ante, 136; 84 O. G., 981, and Wright 
and Stehhin$ y. Chureh, ante, 173; 84 O. G., 1585, cited.) Biokarde v. Nidser^ 
son, 175. 

114. Dissolution of— Jurisdiction of £xaminer of Interferences — The Exam- 

iner of Interferences cannot dissolve an interference except on the decision 
of the Primary Examiner upon a motion to diaaolve brought under Kule 122 
and transmitted as provided for by that rnle. Weiheg v. Boherts, 177. 

115. Transmitting Motion to Dissolve after Taking Testimony — Juris- 

diction OF Examiner of Interferences — The Examiner of Interfereuoea 
cannot transmit to the Primary Examiner a motion to diaaolve an iuterfer- 
ence brought aubaequent to the taking of teatimony. Nor ia auch a motion, 
if baaed upon and reciuiring conaideration of teatimony taken in the eaae^ 
within the Juriadiction of the Primary Examiner to determine^ even if 
tranamitted. Id, 

116. Dissolution of After Proceeding Beyond Time for Making Motion 

TO Dissolve- Rule 126— A dissolution of an interference which has pro- 
ceeded beyond the. stage at which motions to diaaolve may properly be 
made but in which it is clear that there is no interference in fact between 
the applications involved is provided for by Kule 126. Id, 

117. Same- Examiner of Interferences — Where the Examiner of Interferencea 

refoaed to conaidcr a queation of interference on the ground that the action 
of the Primary Examiner in declaring the interference ia binding upon him 
and that he ''will not for a moment attempt to diatorb hia action or in any 
manner criticiae it," Held that he took a position contrary to the purpoae 
and intent of Rnle 126, making the rule, so far aa he ia concerned, without 
foree or eifect. /d. 
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118. Same— Duty of thr Examiner of Interferences— The AincttoDB of 

the Examiner of Interferences are not reatricted to the consideration of the 
single question of priority asto the inyention of the issue as drawn np hy the 
Primary Examiner. Where the evidence shows that there is no legitimate 
interference between two applications, it is the duty of the Examiner of 
Interferences, under Rnlo 126, upon ascertaining the facts to call the atten- 
tion of the Commissioner thereto. Whether this be done before decision on 
the qnestion of priority or not, his decision upon that question is by the 
rule left to the discretion of the Examiner of Interferences. Id. 

119. Motion to Dissolve — Stat of Proceedings — A motion to dissolve will 

not operate as a stay of proceedings in any case, and the pendency of such 
motion does not relieve the parties from the necessity for taking testimony 
within the time set. Leonard v. CJUim, 181. 

120. Motion for Suspension— A separate motion for suspension should be filed 

and should be supported by a showing as to why a suspension is necessary 
during the consideration of the other motion filed. Unless, and until an 
order suspending proceedings is made, the requirement that testimony be 
takrn remains in force. (Birrell v. Began f 62 MS. Dec., 149.) Id, 

121. Same— Extension of Time — When a party relies on his motion being 
' granted and thns fails to take testimony within the time set, he does so at 

his own risk, since he has no right to an extension of time if his motion it 
denied. Id. 

122. Declaration— Claims Identical in Scope— The present practice requires 

that interferences should be declared only when the claims involved are 
substantially identical in scope. Ex parte Thomae, 186. 

123. Samr— Cox8TRUiN<} CLAIMS— LIMITATIONS IN CLAIMS — ^Whore a claim has 

certain limitations introduced to satisfy the requirements of the Office as to 
its iillowability over a reference, and when in view of such limitations the 
claim is allowed, it cannot be said that such limitations are immaterial in 
order to declare an interferenre. Id, 

124. Preliminary Statement, Amendment to After Testimony Has Been 

Taken— Showing — After testimony has been taken, the showing whioh 
would warrant an amendment to a preliminary statement changing the date 
of disclosure, must be of the same kind as if the moving party were 
attempting to carry his date back of that of his opponent. Bernard v. 
Huehel, 187. 

125. Same — Same — Where an amendment to a preliminary statement is presented 

after testimony has been taken, the Office will not consider such testimony 
to determine what dates have been proved, but the possibility must be con- 
templated that the moving party may bo attempting to carry his dates back 
of those which in his opinion have been established by his opponent. Id, 

126. Same— Negugkncb of Applicant— Where an applicant prepares his pre- 

liminary statement under the counsel and direction of an attorney, but 
through ignorance of the law fails to inform him of all of the material facts 
within his knowledge as to the disclosure of the invention, Held that It 
shows negligence on his part, and furnishes no good ground for permitting 
an amendment to the statement. Id. 
VSn. Testimony— RiQHT of Party to Use in One Imtkbvbbxnce Tbstimony 
Taken in Another— In considering a motion by a party after his time for 
taking testimony has expired that he be permitted to use in one inter- 
ference testimony taken in another it must be decided not only whether the 
testimony itself is admissible, but whether the party has any right at that 
time to introduce any evidence, whether in the form reqnested or a*- 
other form. Stone t. HuHn and Lehlano, 191. 
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128. Same— RuLR 157— Rale 157 relates merely to the form of the evidence and 

does not modify in any way the other rnles in reference to the time within 
which testimony mnst be taken, and therefore eyidenoe which is not admis- 
sible under such other rales cannot be admitted merely because presented 
in a different form under Rule 157. Id. 

129. Same— Surprise— Takino Additional Testimony— A party mnst contem- 

plate and f^uard against all ordinary attacks on his evidence, and where he 
introduces foreign patents and publications as disclosing the ihyention they 
are, like other evidence, open to consideration and explanation by his 
opponent iu his rebuttal testimony, and the fact that he introduces evi- 
ilenro to show that they do not disclose the invention is no ground for the 
allegation of surprise. It famishes no good reason for taking more testi- 
moDv. Id. 

130. Motion to Dissolve- Non-Allowable and Rejected Cijiim in Intbe- 

FBRENCE — Irregularity in Declaring Intrrferbncb— Where Finzel- 
berg and Schmidt's application did not clearly describe the process which is 
the subject-matter involved in the interference, and no claim was made to it, 
and the application did not contain an allowed or allowable claim interfer- 
ing, within the meaning of the law. with Dolley's claim, and their single 
claim was under rejection, Held that the interference should be dissolved 
because such irregularities preclude proper determination of the question of 
priority. (Hammond v. Hart, ante, 52; 83 O. G«, 743, cited.) Calm v. Dolleg 
V. Finzelherg and Schmidt, 19 i. 

131. Irregularity in the Declaration— Right of Party to Make the 

Claim — AppEAii— Where it is contended on a motion to dissolve on the 
groimd of irregularity iu the declaration that a reissue application does not 
cover the same invention as the original patent and this motion is denied, 
Held that the question involves the right of a party to make the claim and 
no appeal lies from a favorable decision on that question. Holt v. IngorooH, 
200. 

132. Reissue Application and Patent Granted on Subsequskt Appuca- 

TiON — The rules do not expressly provide for an interference between an 
application for the reissue of an unexpired patent and a patent granted on 
an application filed subsequent to the grant of the patent sought to be 
reissued, aud it is open to doubt whether such an interference should ordi- 
narily be declared. Id, 

133. Same — Where, however, H's application was withheld from issue for long 

time in view of a probable interference with certain rejected claims in Fs 
reissue application, but was finally passed to issue in view of Ps unreason- 
able delay in taking an appeal from the rejection of his claims. Sold that 
I cannot take advantage of his own delay until H's patent if sued and thus 
avoid a contest on the question of priority. Under the circumstances the 
interference was properly declared. Id. 

134. Issue Must Be Unambiguous — For the speedy and orderly conduct of inter- 

ference proceedings it is desirable that there should be the least possible 
room for dispute as to the meaning of the interference issue. FiUgoraJd v. 
Guillemeif 204. 

135. Same— Dissolving Intbrfbrenob— Where the meaning of the interference 

issue was not clear and not free from ambiguity, the interference was dis- 
solved and remanded to the Primary Examiner for redeclaration should the 
parties make interfering claims. (Hamnumd y. Hart, ante, 52 ; 88 O. G., 743, 
cited.) Id. 

136. Intbrfbrbnce in Fact— Identical Claims— An interference does not exist 

merely because the parties have claims in identical words, since to inter- 
fere those words must mean and refer to the same thing, i^^isfofi t. Woo^^ 
ward, 206. 
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187. Samr— Original Disclosurk— Amemdmbnt to— Terms of referenee copied 
by a party from an opxionent's application afler it la open to his inspection 
cannot change the invention and mnst be considered as meaning the same 
things as those originally employed. If there was no interference as to the 
invention originally disclosed a mere change in the words of reference will 
not produce it. Id, 

138. IssuB — An issue which is not a claim made by either party is not a proper 
issue. (Hammond v. Hart, ante, 52; 83 O. O., 743.) Id. 

199. Rbjbctbd Claims — So long as the claims of an applicant stand rejected they 
cannot be placed in interference with similar claims of a patent, although 
that patent was granted during the pending of the application. Ex parte 

RH989H, 208. 

140. Pkrliminary Statemrnt— Motion to Amrnd— Diligence— Where a motion 

was made to file an amended preliminary statement within fifteen days after 
the original preliminary statements bad been approved and the time set 
for taking testimony and also before any testimony had been taken, HM 
that there was no lack of diligence in bringing the motion. May v. Merker, 
211. 

141. Same— Duty of Office— It is the duty of the Office to issue a patent to the 

one entitled thereto, and to that end it is desirable to have l>efore it for con- 
sideration all the facts essential to a correct determination of the question 
of priority. Where, therefore, an adversary will not be injured by the 
grant of a motion to amend a statement, and to deny the motion would be 
unjust to the moving party and might lead to the grant of a patent to one 
who was not entitled to it, Held that the motion to amend should be 
granted. Id. 

142. Motion for Dissolution Aftkr Testimony Has Been Taken— When it 

is not disputed that there is an invention common to the two parties to an 
Interference, it is nnjnst, after testimony has been taken, to permit dissoln- 
tion for the purpose of permitting a redeclaration with the claims of the 
parties the same. (Citing Park v. Dam, ante, 111; 84 O. G., 146.) Smith v. 
Warner, 213. 

143. Motion to Amend— Time of Maxino Motion— Rule 109 Construed— 

Where a motion to amend an application under the provisions of Rule 
109 was not filed within the twenty days provided for by the rule, but a 
sufficient showing was made why it was not filed sooner, Held that the 
motion may be received and transmitted to the Primary Examiner. (Homee 
V. Butler, C. D., 1893, 14; 82 O. G., 587, cited.) Riekarde v. Tracy, 217. 

144. Motion to Dissolve— Prbmaturs Motion to Amend Application— Where 

it was insisted by Tracy that in view of Rule 143 the motion of Richards to 
amend his application was prematurely brought, as a motion to dissolve the 
interference had been decided by the Primary Examiner and the decision 
was snbject to appeal, Held that Richards would have been guilty of laches 
if he had not made the motion to transmit and amend as early as he did. Id, 

145. Duty of the Office in Expediting Interference Proceedings — ^The 

Office should be commended rather than censured for doing all in its 
power to expedite the final disposition of interference cases by deciding all 
interlocutory questions at as early a date as possible, especially where no 
substantial rights of either party are interfered with by such prompt action. 
Id. 

146. Motion to Dissolve- No Interference in Fact— Abandonment— On a 

motion for dissolution brought upon the ground of no interference in fact, 
the qneetion of abandonment eannot be considered. The proper ground 
would be lack of right to make the elalm of the issue. Cairpemt^r v. Mattory^ 
228. 
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147. Dissolution— Abandonment — Ex partk Considvration— After the disso- 

Intion of an interference the qnestion of the Abandonment of the istiue by 
one of the parties is tx j^rte, and the other party ran not be heard in the 
matter. Id. 

148. Sbttino Asidb Award of Priority— No Intbrfbrbncb in Fact— Where 

after the decision of the Conrt of Appeals of the District of Colanibia a 
petition was made praying that the award of priority be set aside npon the 
ground that no interference In fact existed between the claims of the parties. 
Held that after an award of priority by ihe Court of Appeals in an interfer- 
ence proceeding the Commissioner of Patents has no power to vacate tlie 
court *s decision. To do so would be in effect to hold that an inferior tribu- 
nal can nullify the decision of a higher tribunal. Ex jtarte Gnilhert, 225. 

149. Samb — Same — In an interference proceeding aft«r testimony has i»eeu taken 

thereon and the various tribunals of the Patent Office and the Conrt of 
Appeals of the District of Columbia have passeil upon the issue and made an 
award of priority. Held that it is too late to vacate the proceedings on the 
gronnd that no interference in fact exists. Id. 

150. Award of Priority— Granting Claims to Dbfbated Party— Th«» fact 

that the case of the successful party to the interference has become a part 
of the prior art will not militate) against the grant of claims to the defeated 
party f<ir snbject-matter not covered in the ntructure of the sueceasfnJ party. 
The claims of the defeated party which are embraced or said to be involved 
in the interference shonld be considered, and if patentably different from 
the invention disclosed by the successful party they may be allowed. Id, 

151. Priority of Invention— Burden of Proof— Diugencr in Reduction 

to Practice — The burden of proof is not only upon a junior applicant to 
show priority of invention, but he must also show that he has nse<l reason- 
able diligence in developing and perfecting his invention, for in such cases 
mere conception without actual reduction to practice within a reasonable 
time amounts to nothing. ^HnnUr v. Stikemam^ 56i. 

152. Same — Burden of Proof upon Junior Appucant— In questions of priority 

of invention in matters of interference the party first making application 
for patent has a prima facie case as against a junior applicant. The onns of 
proof is npon the latter, and unless the onus is folly discharged the senior 
applicant must prevail. *Id. 

15:^. Change of Practice Under Rule 116— Laches in Making Motion to 
Shift the Burden of Proof— Where an interference was originally 
declare<l under Rnle 116, which provided that the laKt to make the parti en- 
lar claim in isHuo was the junior party, and the rule remained in force until 
February 9, 1897, when it was changed to make it possible for F upon 
motion duly made, to shift his position from that of junior party to rank 
next below a paten toe, and by a modification of the rule on April 19, 1897, 
it was possible for him to become the senior party, Held that although F 
did not make a motion to shift the burden of proof until long after he knew 
of the change in the practice mere delay in asserting his riglit under the 
changed rule cannot count against him. Fairfax v. Hutin and Leblauc v. 
Patten v. Steinmetz v. Scott, 246. 

154. Same— Delay in Asserting a Right Under Change op Practice— /frM 
that there is no rule of practice which compels a party to an interference 
who under the rule in force at the time when the interference was declared 
was made the junior party to assert his right to be made a senior party at 
any given time after the rules have been so changed that he is entitled to be 
treated and in fact is treated by the amended rnle as a senior party. Id. 

156. All Parties Entitled to File Motion— Lachf.8 not Counting Againkt 
One of the PARTiBa^ Where any one of the parties to an interference is 
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entitled to file a given motion and all retrain from so doing, tbe laches, if 
any, shonld not count for or against any one of the parties. Id. 

156. Extension op Time for Taking Testimony— Insufficiknt Showing — 

Affidavit of Attorney— An affidavit by an attorney in support of a 
motion to extend the time for taking testimony setting forth merely that he 
is informed that a certain iritness is now absent from his place of residence 
and is at such a distance therefrom that he cannot be commanicated with 
by mail in less than ilfteen days and that a letter and a telegram addressed 
to him have bronght no reply is not such showing as is required in Rule 154 
(4) and does not warrant the granting of the motion. Cirlrel and Silling v. 
Killing, 249. 

157. Same — Adhrnce of a Party — Since a party to tbe interference has a knowl- 

edge of the time within which testimony must be taken and has control 
over his own movements, his voluntary absence during the time of taking 
testimony is a waiver of his right to testify. Such absenoe, therefore, fur- 
nishes no ground for an extension of time unless it shall be clearly shown 
that his absence without having testified was unavoidable. Id, 

158. Amsnding Preliminary Statement After Taking Testimony— Notice 

Given on the Record of a Motion to Amend — A motion for leave to 
amend a preliminary statement brought after the taking of testimony may 
be granted when at the beginning of the taking of testimony it was stip- 
ulated that any testimony taken might be used in or in support of any state- 
ment which might thereafter be made and when testimony was thereafter 
taken in accordance with such stipulation. ( Webb v. Levedakl, ante^ 126; 
84 O. 6., 810, and Kassan v. HethenngUm, 63 MS. Dec., 403, cited.) Shante v. 
Osbom, 251. 

159. Motion to Vacate Judgment of Priority — Deceit on Part of Attor- 

ney — A motion to vacate a judgment of priority cannot be granted upon 
the ground of deceit on the part of his attorney when it appears that the 
party bringing the motion asserted in a letter that he had made no opposi- 
tion and asked the price of his opponent's right. An affidavit of such party 
that such letter was written at the instigation of his attorney and waa 
copied from a draft furnished by said attorney cannot overcome the pre- 
sumption raised by the letter. Corson v. HouuTy 252. 

160. Evidence — Access to Books Offered in Evidence— Where it appeared 

that in an interferenoe proceeding one of the parties ofTeied in evidence copies 
of certain letters contained in certain letter- books and on objection by 
counsel for the other party the letter-books were theniHclves put in evidence 
with the understanding that they should remain in possession of the party 
ofiering them, subject to production upon notice, and where it further 
appeared that upon failure of such party to produce these books on a motion 
the Examiner of Interferences required him to produce these books, but per- 
mitted him to seal up certain portions foreign to the case before producing 
them for the inspection of counsel for the opposing party, Ueld that the 
letter-books having been intro<lnced into the case as evidence were in 
evidence in so fwr as anything contained in them is relative to the case for 
ail purposes and must be open to the inspeotion of the opposing counsel 
without restriction. The relevancy of matter contained in said books can- 
not be left to the determination of the party introducing them. Bo€h v. 
Look€^7&i, 

161. Motion for Dissolution— Delay in Bringing May be Ignored— Where 

it appears that an interference was declared prior to the decision Hammond v. 
Hart (a«<s52; 83 O. G.,743) on the ground that the subject-matter of the 
issue dominated the claims of one of the parties, and no testimony has been 

^.A.lrjkn #lAlit.v in Itrlntrtnor n. itirk-finn tA rllManlvA nn ^.Ka irmnnd IhAli no inttfV 
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ference exists ander the present practice may be ignored and the motion 
transmitted to the Primary Examiner. Mffer9 t. Eammti, 255. 

162. CoNSTBUCTiOH OF RuLB 122^Monoir to Dissolvs— Rnle 122 means that 

the decision of the Primary Examiner on a motion to dissolve shall be bind- 
ing upon the Examiner of Interferences; bnt it does not prevent him ftom 
calling the Commissioner's attention to snch matters as are provided for by 
Role 12Q. Bender v. HogmoMn^ 262. 

163. GoNSTRCCTiON OF RuLB 124— MOTION TO DiBSOLVK-^APfBAi^— That part of 

Rnle 124 which provides that from a decision of the Primary Examiner 
affirming the patentability of the claim or the applicant's right to make the 
Rame no appeal can be taken is constraed merely to prevent an appeal being 
taken to the Examiners-in-Chief by a party to the interference when the 
Primary Examiner has favorably passed npon the patentability of his oppo- 
nent's claim. It does not, however, prevent the Commissioner from consid- 
ering any reason for dissolving an interferenoe which might be brought to 
his attention or which he himself discovers. Id, 

164. Construction of Rulb 126~Bar to a. PATBNT—Rnle 126 does not authorise 

the Commissioner to suspend an interference only when his attention has 
been called to certain inatterM by the Examiner of Interferences or the 
£xaminers-in-Chieff bat he may suspend and dissolve an interference on his 
own motion whenever he considers that justice and equity require it. 
(Fo1^/el•c<a^v. /Jeii<<Hi, C.D.,1880,39;17O.G.,266; Yen Wehhaokr, LnngrtH, 
C. D., 1889, 177; 48 O. O., 587, and Beehfimn v. Wood, C. D., 1897, 188; 81 O. O., 
2087, cited.) Id. 

1&5. DlSSOLVINO IntBRFRRBNCE— DlSCRBTIONARY POWBR OF THE COMMIS- 
SIONER — The discretionary power of the Commissioner of Patents will be 
exercised whenever he thinks good practice and equity require it, und he 
may exercise that power to the extent of dissolving an interfereut <« without 
passing npon the question of priority, even when the interfer<'nro <'4Me 
comes before him on appeal from the Examiners-in-Chief and after au award 
of priority by them, where they failed to call his attention to such matt^'rs 
as are provided for by Rnle 126. Id. 

166. Non-Patbntabujty— DiBSOLViNG Interfbrrncb— Whenever the Commis- 

sioner decides that the issne of an interference is not patentable to one of 
the parties, the interference becomes a mooted question and should not be 
decided. (Skellaherger v. SchnoM, C. D., 1897, 364 ; 79 0. G., 339, cited.) Id. 

167. Non-Patentabiuty-— Remanding Case to the Primary Examiner for 

Dissolution— The issne of the interferenoe not being patentable the case is 
remanded to the Primary Examiner to dissolve the interference and when 
the application comes before him ex parte to reject the claim involved in the 
interference. Id. 

INTERFERENCE PROCEEDINGS IN THE PATENT OFFICE. See Suhoequeni 
Patents. 

INTERLOCUTORY MOTIONS. Sef> Apjyeal to the Commieeioner of PalenU, 1; Inter- 
ferenoe, 43, 147. 

INTER PARTES CASES. See Appeal to the Sxaminfre^H-Cki^, 3,4; Motion to Die- 
eolve Interferenoe, 6. 

INTERPRETER. See DepoHtione. 

INVENTION. See Anticipation, 2; Constmetion of Specifioatione and PatenU, 1, % 
10. 11. 
1. Combination— Elements Separately Old— The fact that each and every ele- 
ment of a combination wns old and well known at the date of a patent Is 
not sufficient to deprive the invention claimed of novelty, for moat of HbM 
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INVENTION— Continued. 

inventions of the present day consist of the utilization and adaptation oj 
mechanical appliances that are themselves old and well known. ** American 
Tobiieco Company y. Sirtai, 374. 

2. Patkntabiuty— ST8TS1C or Ventilation— A system of yentilation the novel 

feature of which consists in supplying each of the branch pipes leading into 
a room or compartment to be ventilated with nozzles composed of articu- 
lated sections of such construction that the current of air forced iuto the 
pipe may be discharged in any direction in the room by the adjustment of 
the nozzles, so that the incoming air may be more thoroughly agitated and 
commingled and drafts prevented, Held to be pateutable over the systems 
of ventilation disclosed by patent to Brown, No. 182,746, and to Jennison, No. 
177,847. * MeCreery v. CimmisBUmer of Patents, 478. 

3. DiFFBRBNCB IN Dbgkkb — A mere carrying forward of au original couoeptiou 

patented, a new and more extended application of it involving change only 
of form, proportions, or degree, the substitution of equivalents doing the 
same thing as the original invention by substantially the same means with 
better effects, is not such invention as will sustain a patent. It is only the 
invention of what is now and of practical utility, and not the arrival at 
comparative saperiority or greater excellence in that which was already 
known, which the law protects as exclusive projierty and which It secures 
by patent. "Marskuiz r. CommUsioner of Patents^ 578. 

INVENTION DESCRIBED BUT NOT CLAIMED. See Abandoned Ayplioationt, 3; 
ApplieatUnUfS; Affidavits, 

INVENTOR. See PatenU; Beduotions to Practice, 4, 5, 6, 7. 

ISSUANCE OF PATENT. See Withholding Case From I$»ne. 

Motion that Patent Issue — Appeal— F's request that it be directed that his 
patent issue diemisBed, since although worded as a motion it is in effect an 
appeal and is evidently an attempt to obtain a decision by the Commissioner 
as to the operativeness of D's device. {Manny v. EaBley v. Greenwood, C. D., 
1889, 179 ; 48 O. O., 538. ) Fowler v. Dodge, 257. 

ISSUE IN INTERFERENCE CASES. See Interference, 25, 26, 39, 40, 06, 69, 75, 91, 96, 
100, 134, 138, 167, 168. 

JOINDER OF INVENTION. See Applicationn, 1, 2. 

JOINT AND SOLE INVENTOR. 
No Presumption Against Sous Appucation when Filed Promptly and 
Joint Application Abandoned — No presumption arises against a sole 
applicant by reason of his having previously made application as Joint 
inventor with another for the same invention, the Joint application having 
been abandoned and the sole application filed promptly upon ascertaining 
that the invention was in fact sole. Stupakoffy. Johnson, 132. 

JUDGMENT. See Interference, 159. 

JUDGMENT ON THE RECORD. See Interference, 97. 

JURISDICTION. See Interference, 97, 108, 109; latents, 2; Petition to the Commis- 
sioner of Patents, 6. 

JURISDICTION OF THE COURT OF APPEALS OF THE DISTRICT OF 
COLUMBIA OVER PRACTICE IN THE PATENT OFFICE. See PWkv 
tiee in the Patent Office, 

JURISDICTION OF THE EXAMINERS-IN-CHIEF. See Reopening of B^eeted 
Cases, 2, 

JURISDICTION OF THE PATENT OFFICE OVER A PATENT. See PatenU, 
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JURISDICTION OP THE UNITED STATES COURTS. 

1. Frdrral Coubts— Jukisdigtion in Patrkt Casks— WiURR Suits May bk 

Brought— Tho provisions iu the Jadiciary »ct of 1887-88 that no oivil soit 
of which Federal courts have jarisdiotiou concarrontly irith the eonrtsof 
the several States shall be brooght against any person in any other district 
than that whereof he is an inhabitant does not apply to patent snitii, and 
heoce prior t«> the act of March 3, 1897, defining the jurisdiction of the Fed- 
eral courts in patent suits, a suit for inft'ingeuieut by a citizen of a State of 
tbe Union could l>o brought in any district where valid service could be 
made upon tbe defendant. * We$HnghonBe Air Brake CknHpamjf v. Grtui North- 
ern Railway Company ft al., 557. 

2. Same— Amkndmkkt and Kkpbal or Statutes— The act of Maroli 3, 1897, 

defining the Jurisdiction of the Federal courts in patent suits and author- 
izing tbe bringing of such suits in the district of which deiendant is an 
inhabitant or in which he ''shall have couimitted the acts of infringement 
and have a regular established place of business," did not repeal prior 
statutes, so as to oast the courts of Jurisdiction in pending eases not falling 
within the Jnrisdictionsil limits prescribed in the new act. *Id, 

LABELS. See Trade-Marku, 5, 6. 

1. Print or Label— Statutk— A print or label consisting of "the representation 

of the interior of a richly- furnished room, with two men in evening dress 
sitting at a table on which is displayed an open box of cigars; each man 
smoking a cigar and the smoke fancifully wreathed and formed into the 
words 'A Night Off,' with the words 'Colnmbia Club ' beneath the picture" 
is such a label as is registrable under the statute. ( Trade- Mark Caom, C. D., 
1879, 619; 16 O. O., 999; Higgin$ v. Keufol, C. D., 1891, 403; 55 O. G., 1139.) 
Ex parte Mahn, 598. 

2. Same— Tradk-Mark Matter — Rule as to Sequestration op Such Matter 

FROM A Label Invaijd — llie rule against the registration of a label ''if it 
bear a device capable of sequestration as a trade-mark until after snch 
device is registered as a trade-mark" has been held applicable and registra- 
tion refused, although the device onuld not bo first registered as a trade- 
mark for the reason that it had not been used as a trade-mark ; but there is 
no authority of law for the requirement for the registration of the trade- 
mark matter contained in a label as a condition prece^lent to the registra- 
tion of the label. The law was designe<l to give protection to the maker of 
a new creation possessing artistic merit, and he cannot bo deprived of this 
protection merely beoanse it is posHible that some device contained in it 
might be protected in a different manner under a different law and different 
clause of the Constitntion. Id. 

3. Same — Same— A label of artistic merit, indioating pictorially or otherwise tlie 

article or the contents of the article to which it is intended to be applied 
and otherwise complying with the requirements of law, is registrable 
regardless of the fact tbat it may inclndo matter capable of sequestration 
as a trade-mark so long as it is not a trade-mark. Id, 

4. Same— Merely Descriptive Words— A label which is merely descriptive in 

words of the article or the contents of the article to which it is applied and 
involves in its creation nothing beyond the expected skillof an experienced 
typesetter is not registrable under the law. Id. 

LACHES. See Delay; Diligenee; Jafer/eraice, 41, 42, 81, 153. 

LIMITATION OF CLAIMS. See Interference, 70, 71, 72, 74, 75, 123. 

LIMITATION OP UNITED STATES PATENT BY FOREIGN PATENT PREVI- 
OUSLY GRANTED. 
Foreign Patent— German OBBRAUCHSMnsTBR— Limit of Term of Patent- 
While it has never been decided by the courts whether a patent granted in 
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LIMITATION OP UNITED STATES PATENT BY FOREIGN PATENT PREVI- 
OUSLY GRANTED— Continued. 

this coootry for an invention previonsly made the anbject of a Oehravchs- 
muster is limited in term under section 4887 of the Revised Statntes, the data 
as to such Oihi'aucksmu$tfr shonld be given iu the speoilication, the questioii 
of limitation being left to the courts. Ex parte Gillie, 148. 

LIMIT OF APPEAL. See Appeal to the Cemmieeiener of PatenU; Appeal to the Court 
of Appeals of the Dietrict of Colitmhia, 4 ; Appeal to the Examinere'in'Chief, S, 
1, 8; Inierferenoe, 106, 107, 108. 

MACHINE AND PRODUCT. See Product. 

MACHINES. See Deeiffne, 22; InfiHngementj 6; Procete, 2. 

MANDAMUS. See Attomeye, 8. 
Against an Officer of tub Govebnmbnt— Abatement— Substitution of 
New Party by Consent— Whore a mandamus proceeding against an officer 
uf the Goverumeut abated on the death of the officer and a motion was 
made for leave to sabstitnto his successor, who consented to be substitnted, 
Beld that, in the absence of statutory authority, after such a cause had 
abated the Court cannot bring a new party into the case. Nor is the Avant 
of such authority supplied by the consent of a person not a party in the 
cause. (Justices Harlan, Brewer, and Peckham dissented.) * United States, 
exreL Bernardin, v. Baiterworth, Commieeioner of Patents, 403. 

MANDAMUS UPON SUBORDINATE OFFICER OF THE PATENT OFFICE. 

MaKDAMUS — EXAMINKK IN PATENT OFFICE — PROPER PaRTY ResI»ONDENT— 

Where a Principal Examiner in the Patent Office was ma<lo respondent to a 
petition for a writ of mandamus commanding him to perfect an appeal to 
the Examiuers-in- Chief, the Examiner having refused, under the Rules of the 
Patent Office and instructions from the Commissioner, to answer the appeal, 
on demurrer to the petition on the ground that the Commissioner, the 
responsible head of the Office, and not the Examiner, should have been made 
respondent, Held that the demurrer should be sustained. *^ United States, ex 
reU Hodgine, v. Simpson, 296. 

MASTER'S REPORT. 

1. Accounting— Profits and Damaqes— Where a master's report was made prior 

to the decision in the ease of TaUle v. Claflin (C. D., 1896, 602 ; 77 O. G., 973,) 
and it was agreed on oil sides that this is ''a closely analogous case," Held 
that it IS only fair to the master and just to all parties to refer tho account- 
ing again to the master, that he may follow the rule of Tuttle v. Clin/lin and 
take such further action us he may deem proper. *Hokorst v. Hamburg- 
American Packet Company et al,, 347. 

2. Exceptions Ovkkhuled— The features which made the case of Tuttle v. Claflin 

(C. D., 1896, 602; 77 O. G., 973) unique are not present in this case. The 
case contains no evidence upon which a computation of profits can be prop- 
erly made, and the exceptions to the master's report in this case are overruled. 
**Hohorst V. Hamburg-American Packet Company^ 348. 

MECHANICAL PATENT. See Deeigns, 23, 29, 90, 31, 82, 40. 

MECHANICAL SKILL. See Particular PateiUs,2S, 

MISTAKE OF APPLICANT. See AmendmenU, 6; Interference, 6, 9; Frfundment of 
Fees. 

MISTAKE IN OATH. See Oath, 3. 

MODEL. See Interference, 13; Reduction to Practice, 3, 10, 11, 12. 

MODIFICATIONS OF DESIGNS. See Designs, 12, 13, 14, 16, 20. 

MONOPOLY. See Assignments, 1, 2. 

MOTION TO AMEND AN APPLICATION. See Interference, 144. 
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MOTION TO DISSOLVE INTERFERENCE. Sm Appeal to ike ExamilmereAu'Ck^f, 
5, 6, 7, 8; Interference, 1, 2, S, 4, 11, 12, 16, 17, 18, 19, 29, 43, 91, 96, 106» 106, 109, 110, 
111, 112, 113, 114, 115, 116, 117, 118, 119, 120, 121, 190, 191, 185, 148, 145, 147, 148» 
162, 163, 164, 165, 166, 168; Rekearim^, 1. 

1. Naturb of Such Motion— A motion to ditisolTe an interference on the ground 

of non-patentability ia in tlie nature of a suggestion to the OfUccof <$&rtain 
factit which are believed to negative patentability or to show thai one of 
the parties is not entitled to make the claim. It is not a contest in which 
testimony can be received or anything presented for consideration which is 
not actually or presumably within the knowledge of the Examiner in the 
ex parte treatment of the applications of the respective parties prior to the 
declaration of the interference. Painter v. Hall, 91. 

2. Same— The motion is brought not on the ground that the interest of the party 

bringing it would be adversely affected by tho issuance of a patent for the 
subject-matter to his opponent, but for the reason that it appears to the 
moving party that the Office was in error in iinding the claim patentable. Id, 

3. Same — The fact that the interest of the moving party may be adversely affeeted 

by the issuance of the patent for the subject-matter to his opponent does 
not in itself entitle him or any other person to be heard, nor is it a fact to 
be considered in the determination of the question by the Examiner. The 
question is the same question that was considered before the declaration of 
the interference — a question of patentability. Id. 

4. Examiner's Action as to Patbntabiuty Conclusive— If the Examiner, 

upon hearing the motion to dissolve, adheres to his decision that the claims 
are patentable and patentable to the respective parties, the contest as to 
these questions is concluded in so far as it is preliminary to the question of 
priority. Id. 

5. Non-Patentability — Ex parte Api*eal— Should the Examiner, upon the 

motion to dissolve, decide that the claims are not patentable to one of the 
parties, a decision which is' as to oue or both of the parties equivalent to 
a final rejection, the full course of appeal is open to the party whose claim 
is affected by such deoision, and such appeal is ex parte. Id, 

6. Appeals— "May be Heard Inter partes'' Rule 124 Construed— The words 

'*may be heard inter partee" in Rule 124 permit the adverse party to an 
interference proceeding, on a motion to dissolve on the grouud of non- 
natentability or no right to make the claim, to be heard on appeal, if con- 
sidered advisable by the Examiners-in-Chief. The adverse party, however, 
is not heard as a matter of right, but as a matter of courtesy only. Id, 

7. Appeal After Decision on Priority— Inoperativeness or Device— When 

after decision by the Court of Appeals on the question of priority a motion 
to dissolve on the ground that D*s application does not disclose an operative 
device is transmitted to the Primary Examiner and he denies the motion, 
holding that D's device is operative, Held that such holding is a lavorable 
decision on D's right to make the claim, and no appeal can be taken. 
Fowler v. Dodge, 257. 

8. Appeai/— Failure to Make Motion for Dissolution at Proper Time-— 

F's contention that a direct appeal should be entertained, since no indirect 
consideration on appeal may now be had at final hearing before the Exao^ 
iners-in- Chief and Commissioner, as might have been the ease If his motion 
to dissolve had been made in the proper time under Rule 122, dmdedy since 
his failure to get such indirect consideration was due to his own ikilure to 
make the motion and to no fault of the Office or of his opponent. Id, 

MOTION TO EXTEND TIME OF TAKING TESTIMONY. See Interference, 156, 157. 

MOTION TO SET ASIDE AWARD OF PRIORITY. See Interference, 148^ 149. 

f OTION TO STRIKE OUT TESTIMONY. See Interference, 92, 93, 94, 95. 
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MOTION TO SUPPRESS TESTIMONY. See Inierfnrence, 5. 

MOTION TO VACATE JUDGMENT. See Interference, 159. 

MULTIPLICATION OP CLAIMS. See Claimt, 1. 2, 3. 

NEGLIGENCE. See Interference, 126. 

NEW APPLICATION. See Ahandoned Applicationej 3; Applications, 1, 8. 

NEW CLAIMS. See Reopening of Rejected Cases, 1, 2. 

NEW EVIDENCE. See Reiheanng, 1. 

NEW MATTER. See Amendments, 3; Aimndment to Drawings; Appeal to the Exam- 
inerS'in-Chief, 10; Applications, 9; Interference, 98 ; Petition to the Commissioner 
of Patents, 1,6. 

NEW USE. See Construction of Specificationn and PatenU, 6. 

NOTICE OF ALLOWANCE. See Foreign Patents, 10. 

NOTICE OP TAKING TESTIMONY. See Interference, 38. 

NOTICE TO PARTIES IN INTERFERENCE PROCEEDINGS. See Interference, 19. 

OATH. See Applications, 4, 5^ 9; Depositions : Designs j 26 ; Interference, 44, 99; Reduc- 
tion to Practice, 14; Reissues, 10, 11. 

1. Knowledge and Beuef — The stntement by an applicant in his oath that he 

does not know that the invention was ever before known or used and that it 
has not to his knowledge been in public use for more than two years prior to 
the filing of his application is not sufficient, since the Btatute and rale 
require that these statements be made upon belief as well as upon knowl- 
edge. Exports BHddington,lSi. 

2. Statement as to Foreign Application— The oath must state that no foreign 

application has been filed before the filing of this ajf^pHcation or give the 
data of any such applications which Iiavo been filed, as required in Rule 46, 
and it is not sufficient to state that no foreign application has been filed 
more than seven monthn before this application. Id, 

3. Forms— Mistake in— The forms given in the Rules of Practice for adoption 

by applicants are merely puggestive, and a mistake in them furnishes no 
ground upon which the requirements of the rules may be disregarded. Id, 

4. Judge of Austrian Court— An oath executed before a judge of the Imperial 

Royal District Court of Austria and filed in this Office as part of an appli- 
cation for patent cannot be accepted, as it is not a legal oath under the 
statutes. {Exparie Oruson and Schumann, CD., 19^, 2; 26 O.G., 274, cited.) 
Ex parte Wolski et al, 210. 

OLD ELEMENTS. See InvenHon, 1. 

OMISSION OF PARTS. See Construelion of Specifications and Patents, 1; Infringo- 
ment,l; Particular Patonts, 11, 

0PERATIVENES8. See Appeal to the Examiners-in-Chief, 14; Interference, 29, 30, 32, 
84; Issuance of Patent. 

ORDER OF THE COURT. See Ahandoned Applications, 6, 7. 

ORIGINAL PATENT. See Patents ; ReUsues, 2, 3, 4, 5. 

PARTIAL USE. See Construction of Specifications and Patents, 1. 

PARTICULAR PATENTS. 

1. Bartlbtt— Bicycle-Tire— RsissuE No. 11,216— Infringement— Claims 1, 2, 

and 4 of Reissue Letters Patent No. 11,216, granted December 29, 1891, to 
William E. Bartletti for improyements in bioycle-tires, are not entitled to a 
broad construction in viev of the state of the art, and when restricted to 
Bartlett's actual inyention, if any, are not infiringed. "Xorth Rritish Ruhber 
Company t. Jandorf et al., 313. 

2. SasA— Sahib— No. 466,682— Same— Letters Pstent No. 466,532, giy^nted Januar 

5, 1882, to William £. Bartlett, for improyements in bicycle- tires, eana 
1^ft2 ift 
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PARTICULAR PATENTS-Continued. 

luiye the broad scope elAimed for it» and when restricted to Bartlett's actual 
inTention, if any, is npt infringed. *Id, 

8. BTBAM—TRUOfnro— D18ION No. 23,886— iKFRixoxMBirr— Letters Patent No. 

23,886, granted December 25, 1884, to Frank A. Byram, for a design 'Ibr 
trimming for ladies^ nnderwear, constraed and Htld not infringed. *Byr«ai 
T. Friedbwger, 380. 

4. Btwatbr— KMrrrxd Fabkic— No. 374,888— AiIticipation—Infbinousxt— 

Claim 2 of Letters Patent No. 374,888, granted December 13| 1887, to Loti 
By water, for a. knitted fabric having the appearance of Astrakhan cloth, 
HM to be not anticipated by the prior art and infringed by defiHtdants. 
•Hanifm v.E. H, Qifd$kalh C<mpunjf ei ah, 342. 

5. Samb— Samx— D188SNTINO OpiNi02r— On the qnestion of anticipation Batler, J., 

dissented. */d. 

6. Flombrfelt— Cuff-Button— Dbsign No. 24,091— Prior Usb— Void— Letters 

Patent No. 24,091, granted March 12, 1896, to James A. Flomerfelt, for a 
design for a cnfF-bntton, Beld to be void beeaose of prior ase. ^Fl<mmfdt t. 
NewitUr e< ah, 562. 

7. Holt— Dust-Collbotor- No. 409,)66— Claim 4 of Letters Patent No. 409,465, 

granted Angnst 20, 1889, to Noah W. Holt, for a dust-coUector, iiaving been 
held by the Court of Appeals to have been infringed, the decision therein i« 
followed ill this suit, and complainants are entitled to an ii^nnction and 
accounting. * AlUmgUm 4' Curtis Man^faotMring Company et ah t. Olor 
ei ah, 294. 
8..Kn>DBR— Prxntino-Machine— No. 291,321— iNFRcraBMBirr- Letters Patent 
No. 291,621, granted January 8, 1884, to Wellington P. Kidder, for a print- 
ing-machine, construed and Held not infringed. * Campbell FriuHag Prtee 
aiad Manirfactnring Compang v. Duplex PrinHmg Preee Company, 849. 

9. Kutschx- DufiT-CoLLBCTOR— No. 407,588— Infrimgbmbxt— INJUNCTION— Let- 

ters Patent No. 407,598, granted July 23, 1889, to Oswald Kutsche, for a 
dust-collector, construed to be limited on its £ice to an improyement npon 
the prior-patented dnst-collectors and introduces as such improrement m 
downwardly-inclined tangential inlet, which gives the dust-laden air a 
spiral motion the moment it enters the chamber^ thereby preventing the 
air-currents f^om conflicting with each other in the interior, the intent 
sustained and Eeld to be infringed and a decree for injunction issued. 
*Allingion f Curiie Manufadaiimg Company et al. t. Qlar et al,, 294.. 

10. Martin— Windmill— No. 433,531— Valid— Ixfrinobd— Letters Patent No. 

483,531, issued August 5, 1890, to Samuel W. Martin, for improvements in 
windmills, construed and Held to be valid and infringed. *Jfasf, Face 4' 
Company v. Dempster MUl Mam^faeturing Company, 297. 

11. McCabb— Corset— No. 254,992— Constrcbo and Hbld Not iNFRmaBD — 

The claim of Letters Patent No. 254,992, granted Maroh 14, 1882, to .Williaas 
McCabe, for an improvement in corsets, consisting of the combination of m 
stayed body and a corded overlay, construed and Held not infringed by n 
corset having a corded overlay beneath which there is but a single thick* 
ness of cloth. *Sh Louie Coreet Company v. Wllliameon Coreet and Brace 
Company et ah-, 291. 

12. Morsb— Du8T*Collbctor— No6. 408,392 and 403,363— Infrinobd- Injunc- 

tion— Prior Adjudication— Claims 1, 2, and 3 of Letters Patent No. 
403,362 and claims 1 and 2 of Letters Patent No. 408.363, granted May 14, 
1889, to Orville M. Morse, for a dust-collector, having been beld by tho 
Court of Appeals to have been infringed, on this suit the prior a^jndimitioa 
followed, and complainants are entitled to an injunction and aeoonntiBK. 
•Allfngion ^* Cnrtie Mma^aMwHmg dmpamy otaLr, Olor el ol., 294. 
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PARTICULAR PATENTS— Continued. 

13. Rawsox— Pkoduction of Ikcakdescent Mantles— Xo.U07y963— Pioneer 

Invention— Infringement— Claim 1 of Letters Pateut No. 407,963, granted 
Jnly 30, 1889, to Frederick L. and William S. Rawaou, for the production 
of incandescent mantles, consisting in coating the complete mantle with 
paraffin or other suitable material, construed, Held to be for a pioneer 
inyenlion and infringed by a process consisting in coating irith a solution 
of collodion. ^ Wehhack Light Companff v. SHnlight Jncande$eeHt Gat Lamp 
Campaujf, 436. 

14. RrssELL— Device for Holding and Dipping Pill&— No. 399,485— Void— Let^ 

ters Patent No. 389,485, granted September 11, 1888, to John B. Russell, for a 
device for holding and dipping pills, consisting of a hollow bar having a 
number of seats for the reception of pills and adapted to have the air 
exhausted from Its interior, so as to hold the pills to the seats by atmos- 
pheric pressure, is void for want of invention in view of the prior use of 
similar devices for analogous purposes. * Frederick B, Stearue j- Campani/ v. 
BubmU, 541. 

15. ScRiiiNER— Multiple Switchboards— No. 330,061— Claims 2 and 4 of Letters 

Patent No. 330,061, granted November 10, 1885, to Charles K. Scribuer, for 
multiple switchboards for telephone^ezchanges, construed in connection 
Avith the prior art and Held valid and infringed. * WfBiem Electric Company 
V. Heme Telephone Company et a/., 423. 

16. Same— Same— SAMB—Claim 6 of Letters Patent No. 330,061, granted November 

10, 1885, to Charles £. Scribuer, for multiple switchboards for telephone- 
exchanges, construed nud Held not infringed. *Id» 

17. t^TiKRiNGBii— Electrical Fixture- Reissue No. 11,478— Validity— Axtici- 

TATioN— Claim 1 of reissue Letters Patent No. 11,478, granted March 12, 1895, 
to Luther Stieringer, for improvemeutsin electrical fixtures, Held to be valid 
and not anticipated by Edison's patent No. 248,420, nor by other patents, nor 
by the ferry-boat fixtures used by the Pennsylvania Railroad Loat Jcreey 
Citg, *Maiilaud v. B. Goetz Manufacturing Company, 573. 

18. Stonemetz— Wbb-Printing Machine— No. 376,053— Infringement— Letters 

Patent No. 376,053, granted Jauuary 3, 1888, to John H. Stonemetz, for a >veb- 
printing machine, construed and Held not infringed. * Campbell Printing 
Pre$9 and ItanufactHring Company v. Duplex Printing Press Company, 349. 

19. Streat — Cigar-Maker's Implement — No. 290,811 — Validity — Infringe- 

MKNT— Letters Patent No. 290,811, granted December 25, 1883, to Thomas 
Streat, for a cigar-maker's implement, construed and Held valid but not 
infringed. * American Tobacco Company \, Streaffdli. 

20. Van* Dkpoele— Electkic Railways, Traveling Contact for — No. 495,443 — 

Void— PRKvioiTSLV Patented to Same Inventor- Claims2and4of Let- 
ters Parent No. 495,443, for a traveling contact for electric railways, granted 
April 11, 1893, to the administrators of Charles A. Van Depoele, construed and 
BM to be void, as they are for the same invention which has been previously 
patented to the same inventor in Letters Patent No. 424,695. * Thompson- 
HoHston Electric Company v. Union Bailway Cotnpany et a/., 440. 

21. Waterman— Corn-Planter— No. 480,301— Valid— Infringed— Claim 1 of 

Letters Patent No. 480,304, granted August 9, 1892, to Lewis K. Waterman, 
for improvements iu corn-planters, construed and Held to rover a patentable 
combination and not a mere aggregation, and that it is valid and infringed. 
"* Deere if* Company v. Bock Island Plow Company ^ 387. 

22. Same— Same— Dissenting Opinion— Judge Woods dissented, holding that 

the Waterman combination does not embody a new conception. * Id, 

23. Westing iiorsE, Jr.— Fluid-Pressure Aitomatu-Brake Mechanism— No. 

360,070— Xt>T Infringed— Claims 1, 2, and 4 of Letters Pateort No. 360,070. 
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PARTICULAR PATENTS-Continned. 

granted March 29, 1887, to George Weetinghonse, Jr., for a flnid-preseure 
automatic-brake mechaDlem, constnied and H€ld not inflringed. ^Bopdm 
Power Brale Compang et al, t. We9Hngh4ni$e ei al., 443. 

24. Samb— -Construction of Claim 2— Function of Machinb— Claim 2 of Let> 

ters Patent Ko. 960,070, which reads ''in a brake mechanism, the combina> 
tion of a main air-pipe, an anxiliary reseiroir, a brake-cylinder, and a 
triple yalve having a piston, whose preliminary traverse admits air ftom the 
auxiliary reservoir to the brake-cylinder, and which by a farther traverse 
admits air directly from the main air-pipe to the brake-oylinder, substan- 
tially as set forth,'' is, to a certain extent, for a function — viz., the admission 
of air directly fh>m the train-pipe to the brake-cylinder— and is only limited 
to such function when performed by the further traverse of the piston of the 
triple valve. If it be not susceptible of the interpretation that it is simply 
for a fnnction, tben the performance of that fhnetion must be limited to the 
particular means described in the specification for the admission of air ftt>m 
the train-pipe to tbe brake-cylinder. */d. 

25. Samb— Same— Same— If this claim be interpreted simply as a claim for the 

function of admitting air to the brake-cylinder directly from the train-pipe, 
it is open to the objection that the mere Amotion of a machine cannot be 
patented. (Citing Coming v. Bnrden, 15 How., 252; J?ifdo» LoeomoUte TTorkB 
V. Medart, C. D., 1895, 330 ; 71 O. G., 751 ; 158 U. 8., 68, and other cases.) ^/d. 

26. Wbstinohouse— Fluid -Pbkssure Automatic -Brakb Mechanism— Ko. 

376,837— Validity— Infringbmbnt— Letters Patent No. 376,837, granted 
January 24, 1888, to George Westinghonse, Jr., for improvement in fluid- 
pressure brake mechanism, construed and MM valid and infringed as to 
claims 1, 2, and 3. * We$tingkou$0 Air Brake Company v. Great Norikem Bail- 
icay Company et <iZ., 557. 

27. WiLLcox— Sbwing-Machikb— No. 472,094— Infringement— Claims 2 and 5 

of Letters Patent No. 472,094, granted April 5, 1892, to Charles H. WUlcox 
and Stockton Borton, for a sewing-machine, construed and Held infringed 
by defendants' device. * Willoox /■ (Hbhe Sewiny Machine Company v. Merrow 
Machine Company et aL, 584. 

28. Same— Same— No. 472,095— VALiDiTT—Claim 2 of Letters Patent No. 472,095, 

granted April 5, 1892, to Charles II. Willcox and Stockton Borton, for a 
sewing-machine, cannot be sustained, since the changes set forth over the 
prior art involve merely the exercise of mechanical skill, '/d. 

PABTIES TO SUIT. See Mandamue; Trade-Marks, 69. 

PATENTABILITY. See Conetruotion of Specifications and Patents; Tnterferenoe, 10, 
11,55,56; Invention; Particular Patents, 25; Priority of InventUMf 2] Proeeee, 

PATENTEE AND APPLICANT. See Applicant and Patentee. 

PATENTS. See Applications, 10, 11, 12; Constrneiion of SpeeifiMtions and Patents; 
Construction of Statutes; Foreign Patents, 11; i?et««Net, 3, 4, 5; Subsequent 
Patents; Validity of Patents, 

1. Object in Applying for a Reissub — Returning Original Patent— The 

object of « patentee applying for a reissue is not to reojien the question of 
the validity of the original patent, but to rectify any error which may have 
been found to have arisen from his inadvertence or mistake. But until tbe 
amended patent shall have been issued the original stands precisely as if a 
reissue had never been applied for (Allen v. Gulp, C. D.,1897, 472; 79 0.G. 
1523; 166 U. S., 501, 505,) and must be returned to the owner upon demand. 
*McCormiek Ear resting Machine Company v, C. Jultman ^f* Company et ah, 398. 

2. Jurisdiction Over, ry an Officer of tiie Government After It Has 

Issued— -When a patent has received the signature of the Seoretary of th« 
Interior, couutersigned by the Commissioner of Patents, and has bad affixed 
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PATENTS— Continued. 

to it the seal of the Patent Office, it hae paaeed beyond the control and 
jnrisdiotion of that Office and is not snbjeot to be revoked or canceled by the 
President or any other oiBcer of the Goyemment. ( Vnikd States v. Sekwr»f 
1Q2 U. S., 378; United Statm ▼. Am, Bell Telephone Co., C. D., 1888, 558; 45 
0. G.y 1311 ; 128 IT. 8. , 315, 363. ) It has become the property of the patentee, 
and 08 snch is entitled to the same legal protection as other property. (8e$' 
moHT V. Oshomey 11 Wall., 516; Cammesfer v. yewUm, C. D., 1877, 182; 11 O. G., 
287; 94 U. S., 225; Uniied Siatee v. Palmer, 128 U. 8., 262, 271, citing Jamee t. 
Campbell, C. D., 1882, 67 ; 21 O. G., 337 ; 104 U. 8., 356.) *Id. 

3. Granting Patxnts— Conbidkration of the Rights of the Pubuc and 

Inventorb— In granting patents the interests of the public are the primary 
consideration, and to these the privileges granted to inventors are second- 
ary and subordinate. * Warner v. -Smiikj 517. 

4. Bight to ▲ Patent^Statutory Right— The right to protect an invention 

in the United States by Letters Patent is a statutory one. The right is not 
a vested one— merely an inchoate right. It is clearly within the power of 
Cong r ess to extend or abridge that right, even to absolutely take it away. 
Ex parte Smith, 7^e, 

PATENTS SIGNED AND SEALED. See Patents, 2; i^dMnea, 3, 4, 5. 

PERSONAL REPRESENTATIVES. See Careate, 1, 2. 

PETITION. See Applieatione, 4, 5. 

PETITION TO THE COMMISSIONER OF PATENTS. See Jmendmenie, 3. 

1. Petition Taken From an Action Which Has Not Been Repeated Pre- 

mature— Petition asking that the Examiner be directed to allow an nppli* 
cation without fhrther delay, or else reject the claims on the prior state of 
the art or on some statutory ground, and that he be advised that certain 
amendments required by him be not insisted on dismissed, it appearing that 
the question involved is one of new matter, and it further appearing that as 
the Examiner has neither twice acted nor twice reftised to act, the petition 
is premature. Ex parte SoknUe, ISO. 

2. Practice — Proper practice requires that an applicant should present fully 

before the Examiner the reasons why objections made should be withdrawn, 
and only after the position taken by the applicant is clear to the Examiner 
should petition be taken. It is not the duty of the Commissioner to act upon 
questions which could be and should be settled before the Examiner. Ex 
parte Appel, 152. 

3. Petitions — Withdrawal of Examiner's Objection-— Proper practice requires 

that reasons for the withdrawal of an Examiner's objections should be fully 
presented to the Examiner before petition to the Commissioner is taken. 
Ex parte Maynard, 166. 

4. Petition— Rule 33 — ^The petition should contain a reference to the specifieation 

for a full disclosure of the invention, as is specifically required in Rule 33. 
It does not itself disclose the invention, and is therefore incomplete unless 
it refers to some paper which does disclose it. Ex parte Buddington, 184. 

5. Illustration — ^Matter Claimed— Claims should cover specifically only what 

is illustrated in the drawings; but since it cannot be decided in this case 
whether the spurs or cleats are properly illustrated, without passing upon 
the question of new matter involved iu some of the claims, this petition is 
dismissed. Ex parte Shearman, V60, 

6. Examiner's Answer to Petition— J uiiiSDicTioN—AUhongh the Examiner 

holds that a petition is not the applicant's proper remedy, he should, in 
addition to raising the question of juris<1ictiou, set forth in his answer the 
reasons for his action, so that if the Commissioner reached a different con- 
clusion on the question of Jurisiliction he would have the benefit of the 
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PETITION TO THE COMMISSIONER OF PATENTS-^^oatinood. 

Exniiiaor's views in paiwlng mi tiie qaestion | ig ea en ted. (Ex pmrie Bmmmp 

PIONEER INVESnnOS. See Imfrfmgtmmt, 5; FmrHnLUr Pmiemiiy IS. 
I>EFi]nB]>— -TIm word ** pioneer " i« ocunmenly oBderstoed to denote » patoit oov- 
eriai^ a fimetMB neirer befoie perfbxaied, a wbcdly norel deride, or une 4tf 
encA novelty asd importnnoe ne to mnrk a dietindi elq^ in ihe pr i^ g reee of 
tlM art as dieiiagniebod l^em a mere improvement or potation of wbat had 
gone before. 'B^^dem Pmoer Bmk9 Omipomf^ et ai. v. WmVI»ghou99 et al^ 443. 

PRACTICE IN THE COURTS. See CmU; Imtmfermoe, 11; JUuitr'M Bep^rt^ 1; 



PRACTICE IN THE PATEfTT OfTICfi. See MmmimmmU 2,S; Amtmimmf U 
Drawm^$,' ^ttenMyt,10; Claimt, 1,2,3; JPatee/JIIiaf ^jyl <c altoa,l,2; Inter- 
feremce; Bee p0»l mg R^feoUd Cmeee, 1, 2. 

JURISDICnON OF THB COUBT OT APPEALS OF TBS DiSTBICT OF COLUlClllA. TO 

RBG131ATB — The practioe of the Patont Offiee is not a matter for regulation 
by tbe Conrt of Ai^Boals of the Diatnct of Oolnmbia, and irregolaritiee 
tberein, even if jiaient on the looorA, woidd only be ooneideiod by thie 
ooort when eome eubetMitial right of a paiiy has been denied and tbe point 
saved for presentation on appeal. * NMU v. Com sMsris asr of Pofeals, 382. 

PRELIMINARY STATEMENTS. See hUim'fnrmoe, 6, 13, 103, 124, 125, 126, 14Q, 141, 15S. 

1. Ahxxding Phelimixabt STATCMinrre Aftke Takiko Testhiovy— A motion 

for leave to amend a pMiiminary statement bvonght by the senior party 
afttsr testimony-in-ofaief has been taken maj' be granted when notioe of 
soeh intended motion has been given and when any statements in the testS* 
mony may be met by robuttal testimony. ffM v. Lmtedaklf 126. 

2. Amending Preuminakt Statemxkt— Notice— Notice of intention to move for 

amended statement given at tbe beginningof testimony-in-chief is salllcient 
notice. Id. 

PRINTED PUBLICATIONS. See Ajj/iduHU. 

PRINTING BRIEFS, RECORDS, ETC., FOR USE IN THE COURTS. See Co9t$. 

PRINTS. See LabeU, 1 ; Trade-Marks, 3, 4, 5. 

PRIOR FOREIGN PATENTS. Bee PHoHig of InvenUon, 4. 

PRIORITY OF INVENTION. See Abandoned ExperimenU; AfpUeaHono, S; Conetrme- 
tionafSpedfcationeandPaUnUf^'j Delajf,* IHligetioe; /atsf/ersfuse, 1, 2, 3» 4» 5^ 
6, 7, 8, 9, 10, 11, 12, 13. 14, 16, 16, 17, 18, 19, 20, 21, 22, 23, 24, 25, 26, 27, 28, 29, 80, 31, 
32, 33, 34, 35, 36, 37, 38, 39, 40, 41, 42, 49, 50, 59, 60, 61, 63, 78, 81, 82, 83, 89, 148, 150, 
151, 153. 

1. Laches—Decisiox op Patent Office RE%nBRS£i>— Althongh F was the first 

to conceive, D was the first to reduce to practice, and as F did not use due 
diligence in i>erfectlug the invention Held that D should be awarded pri* 
ority. Decision of the Colnmissioner of PatentH reverHod. * Dodge v. Fofp/sr, 
320. 

2. Priority — Xon-Patentabiuty of the Device of Scccksskul Contestant — 

Although priority of invention is awarded to D over F, yet it is not to be 
understood by the decision in awarding priority to D that he is entitlt^ to 
a patont for his invention, for from the statements of the CoiinttiHsi<ioer and 
the Board of Examiners the infcrenc<3 to be drawn would seeiii to be that 
D's device is found to be wanting in patentability, and therefoi-e that the 
declaration of interference was based uimn mistake or inadvertence. */d. 

3. Intkiiference — Priority— Decision Revkr8ei>— The decision of the Com- 

missioner of Patents awarding priority to Finkenbiner reversed, since the 
evidence is not sufficient to overcome the presnmptiini in favor of Beala 
arising from his having been the first to file his application. "BoaU v. Fiml^ 
euhiner, 326. 
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PBIOBITY OF INVENTION-Contittoed. 
4. Patextxd ImrKiniON— Rkquisitss of a Foksign Patxnt to Defeat— An 
inyention patented in the United States ie niyl to be defeated by a prior 
foreign patent Dnlese its description or drawings contain or exhibit a sab* 
staatial iepiesenta|ion of the patented inTention in sneh fall, clear, and 
exact terms as to enable any peison skilled in the art or science to which 
it appertains, without the necessity of making eiq^etiments, to praetiee the 
inTention* (Saymoitr t. 09ham€, 11 Wall. , 516^ 566 ; (MUl Y.Brown, 3 Ban. & 
Ard., 580, 587.) *Sa9^f€n t. E. H. BodMhalk C^mptmg si ml, 343. 

PRIOR PATENTS. See AppUeations, 12; Interference, 60; Vnlidiijf ef Patoite* 

PRIOR USE. See De/enee; Evidenee. 
Prior Manitvacturb. Proof that six pairs of onff-bntton links like those covered 
by a patent were made by another prior to the date of the silleged inven- 
tion is safflcient to inTslidate the patent though they never went into general 
use. *HomerfeU v. Xewwitier et al,, 502. 

PROCESS. See Diritien of Application, 1, 2. 

1. pATBXTABiLiTY—CiiEMXCAL AcTiox~l?i«<foi» looosioiirs JTorkB V. Jffdort and 

other cases assume, although they do hot expressly decide, that a process 
to be patentable must involve a chemical or other similar elemental action, 
and it may be still regarded as an open question whether the patentability 
of processes extends beyond this class of inventions. ^Beffdm Fewer Brake 
Company et at. v. We9tingkou»e et aU, 443. 

2. Samb— Function or MACHiNE—Where a process is simply the ftaetioB or 

operative effect of a machine, Corning v. Bnrden, Biedan Loeometire Worke v. 
Medartf and other cases are conclusive against its patentability; bat where 
it is one which, though ordiuarilj and most successftilly performed by 
machinery, may also be performed by simple manipulation — such, for 
instance, as the folding of a paper in a peculiar way for the mannlhetore of 
paper bags or a new method of weaving a hammock — there ara eases to 
the effeet that such a process is patentable, though none of the powers of 
nature be invoked to aid in producing the result. {Eaetern Paper Bag Co. 
V. Stmndatfl Paper Bag Co,, C. D., 1887, 537; 41 O. G;, 231; 30 Fed. Rep., 6."); 
Talon Paper Bag2fechineCo»y. WaterlMry, 39 Id., 389; JVavers v. Aw^ Cord' 
age Co.^ C. D., 1895, 125; 70 O. G., 277; 64 Fed. Rep., 771.) •id. 

PRODUCT, 
Article Madk in BCachins— An article manufsctured in a machine in the man- 
ner and for the purpose contemplated when the machine itself was made 
cannot be held to be a part of the machine which so produces it, so as to 
constitute an element in the combination covered by a machine patent. 
* American Tohaeeo Company v. Streat, 374. 

PUBLICATION. See Foreign PatenU, 9. 

PUBLICATION OF FOREIGN PATENT. See Interference, 6L 

PUBLIC USE AND SALE. See Ahandonmemi, 1; Interference, 111; Oath, L 

REBUTTAL TESTIMONY. See Interference, 36, 94. 

RECONSIDERATION. 
Rule 99— A mere request for second consideration without explanation or argu* 
meut and without 'Mistinctly and s])eciflca]ly pointing out the sapposed 
errors in the Examiner^s sction'* (Rule 99) is not sufficient to entitle an 
applicant to reconsideration. Ex parte Appel, 152. 

RECORD OF ASSIGNMENT— See Aeeignment; 3, 4, 5, 6. 

RECORDS OF THE PATENT OFFICE— See Inke Bequired in the Preparation qf 
Paperefor the Filee of the Patent O/tee. 



760 DIGEST OF DECISIONS. 

REDUCTION TO PRACTICE— See Ahand4m^ SsepmimoMB; Delay; DiUgtMe; Aferw 
ference, % 8, 41, 42, 60, 6S, 79, 81, 83, 152, 153 ; PHoriiy of J»r«fi<t<m, 1. 

1. Dkawikgs — Perfected draTriiigs showing an invention oannot be regarded as a 

redaction to practice of the invention. ^MeCormkik ▼. Cttal, 492. 

2. Actual Use — Tests — What is soccessfnl constmction is a matter the detenni- 

nation of which must largely depend upon the nature and pnrpoae of the 
device in the particular ease, as well as upon the special oircnmstances 
surrounding the alleged construction and use. Some devices are so simple 
and their purpose so obvious that the complete construction of one of a size 
and form capable of practical use might be regarded as a suflSoient reduction 
to practice without actual use or test in au effort to demonstrate their com- 
plete success or probable commercial value. * Mason v. ffopbum, 510. 

3. Drawing — Model— A drawing perfect in every detail and plainly demonstrat* 

ing the principle and practical utility of an iuvention is not reduction to 
Iiractice, nor is a model, desigueil, constructed, and intended merely as a 
model. */<f. 

4. Diligexce IX— Public Withdrawing Privileges from ax Inventor — When 

au inventor in any manner and for any reason refuses to give to the public 
the benefit of his invention, the public are entitled to withdraw from him 
the special protection accorded to him for his invention. On this principle 
an inventor is required to be diligent in reducing his conception or invention 
to practice* * Warner v. Smith, 517. 

5. Failure to Promptly Disclose Invention After its Reduction to 

Practice— CJoNTRA'^TBNiNG Interests of the Public— Injuring Rival 
Inventor — One who has made an invention and who has locked it up in the 
secrets of his own ezclnsive knowledge and who produces it only when a 
rival inventor has entered the field cannot be held to have acted in aocortl* 
ance with the policy of the law or with the spirit and purpose of the Con- 
stithtional provision relating to promoting "the progress of science and 
useful arts." Such inaction not only contravenes the interests of the public, 
but also operates to injure a rival inventor who in the meantime enters the 
field of invention upon the faith of the conditions as they appear to exist 
and upon which he is entitled to rely. "Id, 

6. Presumption as to AnAXDOXED Experiment— Proving Case Beyond Rea- 

sonable Doubt — Probably one who makes an invention and keeps it within 
his knowledge and fails to lay claim to it until a rival has entered the field 
is not barred by any statute from makiug his claim, and if he proves his 
case he and not his rival will be entitled to a patent; but such conditions 
make it imperative upon him that he should prove his case beyond all rea- 
sonable doubt, and the Patent Office and the courts are Justified in presuni* 
ing in such oases that what is claimed to be reduction to practice is no more 
than mere experiment until the contrary is clearly shown. *rd, 

7. Same— Same — Where Smith claims to have reduced the invention to practice 

in January, 1892, and thereafter did nothing and remained silent for three 
years and nine months, although there were several occasions when be 
might and should have spoken if his invention was snob as he now claims it 
to have been, and he made no movement, either through the Patent Offleeor 
otherwise, to give the public the benefit of it iu any way, and during this 
time there was a demand for the invention, and there is no explanation of 
the delay in filing an application. Held that under these circumstancee the 
presumption is in favor of the theory that he did not have a completed 
invention in January, 1892, or at any time prior to the filing of his applica- 
tion in the Patent Office. *'Id. 

8. Drvice Capable of Use— A device that could be used and might to some 

extent serve the purpose for which it was designed Beld to be not 
sarily a reduction to practice. *ld. 
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REDUCTION TO PRACTICE— Continued. 

9. Abandoned Expbrimsnt— Killinger stood on hia record date of Jnly 25, 1892. 
Gnilbert claimed to have conceived the invention and rednoed it to practice 
in November, 1891. EM that the exhibit offered by Gnilbert to show reduc- 
tion to practice vas at best nothing more than a mere experimental model 
abardoued or laid aside and recalled afterward by the publication of Kil- 
linger's patent. The decision of the Commissioner awarding priority to 
Killinger affirmed. *Guahert v. KilUnger, 522. 

10. ExPEKiMSNTAL MoDBL— A Small experimental model of a size not calculated 
to be of any practical value, never intended to be more than an illustration, 
put away after it was made and of which no use was attempted to be made 
until after the dedaration of interference does not constitute a reduction to 
practice. *Huni€r t. SHkeman, 564. 

11. CoaiPLKTiON or DnnDlTiON— MoDSL—^^omplete invention must amount to 
demonstration. It must be shown to have passed the region of experiment — 
of possible or probable failure— and to have arrived at certainty by being 
embodied in the form intended, capable of producing the desired result. A 

model alone, no matter how complete in detail of construction, does not 
come within the operation of such a rule. {^St^henton v. Goodell, 9 O. G., 
1195, cited.) *Id, 

12. Complete Dbvicb— A device which has all the essential parts and elements 

of completeness, and which was used in fact, is entitled to be considered a^ 
reduction to practice. * Jd. 
! 13. Must bb by Applicant ob His Agbnt— It is well stated that while the law 

I accords the right to a patent to the later applicant who connects by due 

diligence a prior conception, the reduction to practice must be by the appli- 
cant himself or by his authorized agent and not by some other third party. 
It is not enough to entitle the applicant to a patent that some one else has 
shown the practicability of the invention by reducing it to practice. *Id. 
14. Claim that Onb Party to the Iktbrferencb Reduced the Invention 
FOR Another— Inconsistent Positions— It is a manifest inconsistency 
that parties should under oath set up claim to the invention themselves if 
they were in faet acting for and in behalf of another party to the interfer- 
ence in raerrly perfecting his invention and placing him in position to 
assert his rights. */<f. 

REFERENCES. &ee Abandoned JppHoal ions, 5, 7; DeaUjm, 31, 32; Jnterfereuce, 16, 
17, 18, 88; Sejected Cases; Beopening of Uejected Cases^ 4, 5; Withdraival of 
Ca»e front Isstte, 

REFUNDMENT OF FEE^. See JppUcaiioHs, 6. 
MidTAKB IN Payment— The mistake of an applicant as to the rules in reference to 
incomplete applications is not such mistake as will Justify the return of the 
fee paid thereon or ita transfer to another case. Ex parU Arakeliony 243. 

REHEARING. See Appeal to /Ae Court of Appeals of the District of Columbia, 3, 4; 
Becontideration ; Reopening of Heeded Cases, 3. 

1. New Evidence— Construction by £xaminers-in-Chief— Surprise— The 
constrnetion placed by the £xaminers-in-Chief upon an issue is not such 
new evidence as would justify a rehearing of a motion to dissolve au inter- 
ference granted on the ground that the issue is not patentable as to one 
coimt. It does not furnish ground for the allegation of surprise. Casler v. 
Armat, 169. 

2. Appbal — It is doubtful if an appeal lies from the decision of the Examiner 
refhsing to grant a rehearing in any case, and his action will certainly not 
be reviewed where be Ailly considers the points raised in his decision deny^ 
ing a rehearing. Holt v. Ingersoll, 200. 
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SEISSUES. SMrfif0i/«mM)0,182,138; PmrHomimr P«fml«,117; P^emU, 1, 2; Smm 
Unier toCton iMS, Bmci9ei SUUmim, 

1. CAJKCfKLLAXiov OF AUiOwsD Cukixft— lIwrACS OF Offiob— TIm &et that an 
ai^plieant Vy atetaiM dimcti tlia «noallstiofi<if certain allowed dauns, and 
ia ooaaeqimea a patsat wlili Ibwer olainM iSbma hit InTMiticNi warrantad 
iras graated hiiiiy does not wanaat tlia piaMuaptioii that the^aiatake wsi' 
dne to the fkalt of the Ofioe, and a reiarao will not be gfaatad am. the 
groond that the mistake was doe to such fanlt. Ex parte Fwmtm^teg, 5. 

a. BsjBcnoH OF Claims of Oruhhal Patfjtt bt Patbkt Offics— Effbct ov 
VAUDrrY OF Obioinajl Patbtt— Upon application being noAde for a reisiaa 
l&e Patent Office is aathmlsed to deal with all its claims, the originals as 
well as those iaseited flfst ia the application, and mi^t dedaie them to be 
invalid ; bnt sach action would not aCeot tlie claims of the original patent^ 
which remained in fnU teoe, if the application for a reissne be i^octed or 
abandoned. 'Jfo C sr s t i cJb MmrvmHmg JfoeMas Cgwpaay t. ^aHwoa Jf Cm^ 
jMMjf ti al,, 998. 

8. JuRisDfcnoir of Patekt Officx Ovkb Origiiiai. Patbxt— Upon the iasne of 
the original patent the Patent Ottce had no power to levofee, cancel, or 
annul it. It had lost Jurisdiction over it^ and did not regain sach jurisdic- 
tion by tiie application for a reissue. *Id, 

4. Sams— SuRRBSTDBiUNG Origihal PATEirr—PossBssiov BY Patbnt Office — 
The fact that the rules of the Patent Office require that the original patent 
should be placed in its custody for Ac purpose of surrendering it upon the 
issue of an amended patent gives that Department no right to the possession 
of it upon the rijection of the application for a reissue. */d. 

5. ARANDOXMEKT of AFPUCATIOai-^tBTUBN OF OBHHNAL PaTKIT UirCSA29GXD — 

If the patentee abandoned his application for a reissue, he is entitled to a 
return of his original patent precisely as it stood when such spplication was 
made^ and the Patent Office has no greater authority to mutilate it br reject- 
ing any of its claims than it has to caaoel the entile patent. */d. 

6. ▲nANDOXM csTT OF Ikventiox*— SoopB OF CiAZM—Whcre the claim sought Vy 

reissue waa not as broad as the claim made in the original application and 
canceled, Held that this is of no consequence where the reissne claim waa 
included in the original claim. It is well-settled law that a reissue cannot 
be allowed for the restoration of claims once rejected and withdrawn. 
*7>0Rlss T. Commi$9iomer of Pafeafo, 483. 

7. Limiting Scope of Ciaix — ABANDONMSXT—Where aa applicant for a reissue 

had amended and limited an original claim to a greater extent than waa 
necessary, Held that snch limitation may have been a niUtake of judgment^ 
but it was certainly an abandonment of all that was contained in the origi- 
nal claim and which was not contained in the subsequent amendment. 
There can be no middle ground or retrogression to take back part of what 
has been abandoue<l any raore thau to take back the whole. */d. 

8. Dbiay IX Applying for — Inadvertknxr, Accidext, or Mistake— The origi- 

nal patent was issued on September 15, 1885, and an application for lelssue 
was not filed in the Patent Office until November 6, 1888. EeJd that the 
application for reissue of the patent was not made within a reasonable time 
aud that there was no safficient evidence of inadvertence, accident, or mistake 
to entitle appellant to a reissne of the patent under the statute, according 
to the rale laid down in the case of Topliff v. TopUJir (CD., 1892, 402 ; 59 O. O., 
1257; 145 U. S., 156.) *Mt9Hniftr v. ComwMtioner of PtUenU, .506. 

9. Diugence in Discovbrixg Mistake im Original Patent, in Appltino 

FOR REIfiSUE, AND IN THE PROSECUTION OF THE APPUCATION— From tho 

well-settled principles of the law of reissues, as expressed by the Supreme 
Court, not only must the application for reissue be founded upcm the same 
invention as that covend by the original patent and as shown by the origi- 
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nal •pet'ificatifMi miiI trluns, bnt there niuf t lie due (liligeiice shown in diii- 
co%'<»riiig the mieteke or inedvertence mmI in the iip|ilicftti<m for reiieue end 
in thi* proeecntion of snoh application. *id* 

10. Wasit ot^ SuppiciixcY OP STA-mcBXT-— Orocm* for Kbjrctiox^A formiil 

seqnireBiont that the outh of a leieeiie applii'ation be emppleoMnted by a 
partienlar stateneat of the cireiiniitane«« iittewtaat npoii the making of 
the original application is not warranted. Thie i» a gronnd of rejeetlon. 
Kr pmrt€ Janewitz, 210. 

11. Affidavit, Si'FFtCfRUCY ov— SiBxrrs— QuEariox of DxFixi'nurRiiii— Tha 

qneetioB of the ■nfleiaRcx of a reisene aAdarit relates to the meritn. Tbo 
qnestion of ita deftntteneee ie a aiihjcH't fiir petition to be raited by objee- 
tion. Id. 

12. APFUCATIOai— KBCOCSTUfO BKAtOeVfr FMR XOT COMPLYIXO WITIf STATrTK — 

An appIieaBt need not bo i 4ni« ad a* » eondkkm preeedent to consideratioB 
of »rpiMiie appKeatioa t»ieeaiist aR tba leaoons which preTonted a cea^ 
pliance with the statnta in ftlfsg hie oitgiaal application. Id. 

13. LAcnte — I>elay in applying torn a relasne ia obnoxtoo}*, becanee, as a rale, 
individnala and thi> pvrUie ha^e ar^atrad dndng Anch delay adverse equi- 
tiae, wlueh wenild be deatn»yv4 by reconotraction of a roid claim; but 
whete a patent wan obtatnil Jane C tflK. hold void by the Circuit Conrt 
June 14» imir Msd by tim Cticnit C«Nitt of Appaale October S3, 1884, and a 
reiaeoo was granted March 12, 1^*05, flWd that the rviiwine is not rold by 
reason of the lapse of time mitmr thoerigfaal patent wae issneil. *.}Mflmmd 
T. B. fiotU Mttmfmeiurimf C mm pmm^ 579. 

REJKCTED CAS£H. See .iiacsdi»efa» 4; J l wau fcrirai ioa; Rei»9mfm^ 16; Asoyicaiaf 
1/ Caste, 4. 

ExMLAiauMft RBFSMnMrR— Pmor I)rcim0S Coswirijrd— Whore & ease had 
reeeivod mmeiona aetioua and waa aodar Unal rejeetion, IMd that undar 
thopraetioeaaindisatMlitt £xjMrfalCarase(C.IX, 1897, 7li; 80 0.0.,2im)the 
Examioer shanld giro applicaat a ftiU atataaant as to the pertinanoy of tho 
lafeiaoera and the rsamone for rejoetiag Um elaims without n«openiag the 
eaaa. Kx pmri^ Mtrfwihmlw, 239. 

REJECTED CLAIMS. 8oa Jsieadaieaft, 3, 6; D99i§m^ 21 ; Jat0r/errmc9, 44, 46, «H 13S» 
139,187; JMssaes, 2, 8^ 7; JTsepsaiaf i/ g ^ ^rifd Casot, 2. 

1. Irrruular AcTiosr— SR.rRcm>N— Whete tiia Examiner's action was inagnlar, 

but was in elTact a rajaction and waa aa r aaeg ni sed by the applieaat. the 
ease is in eiindition for appeal and wfll not ha lemandad for ftarther action 
by tho EjoniiiBar. Ex j^irU JdasM, tUk 

2. FmcTio.f m CLAixa— ORJKcnosf^R&nKmos— Clalma which, while includ- 

ing Kitfllciant mechanical alemewta to ofihi-t a ftinction expressed in tho 
claimfi, depend upon that statement of ftinrtioii to distinguish th«*m flrom 
tho prior att are not to l»e objected to, but axe subject to rejection. £> 
^«rfe JfeJifalleo, 119. 

3. Final Rrjsctiox ov AxRVoa* Cruii— Where the claims under i-oneideratian 

are not in the same wecda aa thaaa hetea v^eetetl, but mean substaatially 
the samw thing ami cover the same idea of invention, Ileid that they may 
properly be Anally n|jacte<l. Ex parte ttidrr, 245. 
REOPENING RE.TECTED CASES. See rwterferrnct, 12; RrjtvUil Ca^f, 
1. AbDiTioXAi. Ci.AiM»— Where after a decision of the £xamiiiore-in*€hiaf a 
petition ie made to reo|»en a case for the confident tion, by the Piimaiy 
Examiner, of additional claiaM, and the only reason mlyaiieiMl as to why 
the proposed claims wata not preiientad before final ronsidi-ratian of tha 
by the Primary Examiner ia that the aetanay then in charge of ^ 
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caite did not npiireciate the neeeMity of preiienting snch clnine, A/d tluit 
the failure to preeeut them eooner wae due merely to a eoppoeed error in 
judgment, and the petition denied. Ex parte Omb^m, 15. 

2. Saxk— Tho rule against the aduiiiuiion of new olaiuie after a eaee han heen 

rloeed before the Primary Examiner is necessary to the proper eondnet of 
the large amount «if business before the PaU^nt Ofllee, and the enforoement 
of the rule Is ncci'ssary to its existence. {Ex parit SmoWf C. D., 1807, 4H; 8(i 
O. G., 1271, aud rx parU JUmter, C. D., 1S97, 161 ; 81 0. G., 504, cited.) M 

3. .IU1II8D1CTION— £XA3IIXEB8-1N-CBIXP— PRIMAKY EXAMINSIt— AfrSAL^Whvre 

the Kxaminers-an-Chief refused to eonsider claims rejeeted by the Primary 
Examiner and appealed to ib«m ou the gronud that the Examiner had no 
authority to reopen the case after a decision by the Commissioner on the 
merits, and therefore that the Examiners-in-Chief are without J uriMiict ion 
to consider the claims rejected by the Examiner, Held that the record shows 
that the case was reopened by the Assistant Commissioner under Rule 142, 
and when so reopened it wus reopened for all purposes^for the presenta- 
tion of such claims as the applicant saw fit to oiler and for consideration 
and reexamination by the Examiner de aore, Just as was done. The Ezam- 
iuer did not exceed his authority, but acted within the practice and clear 
intent of the Assistant Commissioner's decision. The Examiner having the 
second time rejected certain claims, and appeal having been taken to tba 
Examiuers-in-Chief, the case wan within their Jurisdiction, and they should 
have considered the apitealed claims on their merits. Ex parte Lpnck amd 
Ifongk, 71. 

4. Krfbrencb aki*bb Rsjectiox— An additional reference cited after final njeo- 

tion in eft'ect reopeun a case. Ex parte Hotetiekf 129. 

5. EXPLAHATIOK OF Rkfkrbnces— Where the iuvention and the references ava 

simple and easily understood and where the Examiner has uaile hia poaiUott 
with reference to the claims and the entire Invention perfeotly elsftr and tha 
applicant has had ample opportnnity for amendment, IfsM that fa reopen 
the cane fur forther consideration would serve no nsefol purpose. Esparto 
Rider, L'I5. 

RESIDENCE. See l>ate rf J-Ving AppUratiomf 1, 2. 

RESTRAINT OV TRADE. See J$9l$amemt9, l,i. 

RESULTS. See CetmtruetioM •/ Speei/icatioHe and Patsato, 4. 

RETROSPECTIVE LAW. See Cimftniction of Statatee. 

RIGHTS OF THE PUBLIC. See Palsals, S; EedaetUku to PraeUce, 4. 

RULES OP PRACTICE OP THE PATENT OFFICE. See raaslrscfiMi o/ ITalsi. 

SCOPE OF PATENTS. See Cosffrartfoa of SpM^^catiane and Patemte; iHier/erwm, 
122. 

SEAL. See Palsato, 2. 

SECOND APPLICATIONS. Swb AppUcatiam9,l,S. 

SECRETARY OF THE INTERIOR. See Jtfemsft, 1,2.3,4.5.«.7,8; />af«a#«,2. 

SEPARATE APPLICATIONS. See Claim*, 2. 

SIGNATURES. See AppHeaiione, 4, 5,6; Drawinge, 1 ; interference, 27; i'efsnfs, 2. 

SOLE INVENTOR. See Joint and Sole /awsleri. 

SPECIAL EXAMINATION. See Petition to tk$ CommUeioner of Patents, 1. 

SPECIFICATIONS. See Awundmeaio, 5 ; AppiietUiene, 4, 5. 6. 

SPECIFIC CLAIMS. See Interference, 47, 53, 54, 57, 101. 

STATE OF THE ART. See Appeal to the Examtnere-in-Chi^, IS; ronetmetiw tf 
Specijtoationt and Patento, 7. 
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STATUTORY RI0HT8. 86eP«teiito,4. 

STAY OF PROCEEDINGS. Sm InitrfereHct, 119. 

STIPULATION. See Co$i§; Intmrftnne^, 158. 

SUBSEQUENT PATENTS. See /lMi^«, 30. 

1. Tvio Patknt!* Claimino and Describing trr Samk Thing— Divisiokal 

AiTiJCATioN — Where a patentee, in order toeecnre minor improvements and 
limite<l eombinatione, is eompelled to describe bis broad invention in an 
application Vhirh became a patent prior to the patent in suit, the latter 
patent being delayed in the Patent Office hy interference proeeculin^pH HM 
that the latter patent is not invalid u\ider the doctrine of Jfi/Isr ▼. Em§h 
r<mp€»9 (C. D., 18M, 147; eS O. G., S45; 151 U. S., 186.) •JUitifft^n «f CmriU 
MannfmeinriUif Company ei al. t. fllor ti al, 294. 

2. RiniiTS OP PiuoR PAmrrFS— The Oflloe has no right, except where the right 

of the applicant is clearly shown, to create a neeessitj or make it incumbent 
Qpon a prior inventor and patentee t» go into court to rlndicatc his patent 
as against a snbst^qnent patentee for snlMtantially the same invention, and 
therefore it should not allow claims merely becanse they contain apparent 
structural differences over those of the pst^ntee upon the theory that no gn*at 
harm eould be done by auch course. ^JfortAirl; v. f'omsi iMles^r of Pattmttp 
578. 

SUBSTITUTE SPECIFICATIONS. See JmaidBiei»f«, 5. 

SUBSTITUTION OF PARTS. Sea CMUtruethn of SpectjflctitiunM antf PatemU, 1. 

SUITS FOR INFRINGEMENT. See J6«adeiied AppHeationt, 6, 7; A99ignwktnt; 1, 2; 
Dr/€ii9€: Jiiri9dMion of th§ Vnited Statn CourU, 

SUITS UNDER SECTION 4915, REVISED STATUTES. 

1. Bill Undrr Section! 4915, Rkvisxp SrATiTCS^BRir.r.s— Ice-Plaxer— 

Rrijisur— Right to a Patxht^A bill in equity for a decree that John N. 
Briggs is entitled to a reissue of Letters Patent No. 3^7,'2(iu in aceonlsnce 
with the pTovisiouH of Revised Statutes, section 4015, dismisMd, an the 
question of patentability of the combination claimed had been Hubstautially 
passed upon by the Circuit Court of Appeals. (60 Fed. Rep., 87.) * Brigs$ 
▼. HmUerwarih, Commiitioner of PtUentt, 410. 

2. DouBLi Usb^Patbxtamlity— Potts r. Oreager Construed— It is now 

settled that Po<to ▼. Crwifsr (C. D., 1895, 143; 70 O. O., 491; V^ U. S., 597) 
did not announce any new doctrine or modify the existing rules of law. 
The same prineiple had already been stated and applie<l in Make v. Ciljf e/ 
Sttm I'VmncUco (C. D., 1985, 223; 31 O. O., 380; 113 U. S., 679:) Pn. it. /.\ Co. 
▼. Locomotiro Ce..(C. D., 1884, 168; 27 O. O., 207; 110 U. 8.. 490;) Jron v. 
liailromd Co. (C. D., 1889, 650; 49 O. O., 1965; 132 U. S., 186,) nnd in ItriggB 
▼. CoMtral let Co. (54 Fe«l. Rep., 376; and 60 Fed. Rep., 87.) * Jd. 

SUPREME COURT OF THE UNITED STATES. See is/ris^sieii/, 6. 
SURPRISE. See ImUrfwtmm, 189; XtkmHitg, 1. 
SUSPENSION OF APPLICATION. See Ahmndotimetit, 2.3. 

TAKING TESTIMONY. See /sfcr/eresrs, 26, 36, 37, 38, 112. 113. lir». 120. 121, 124, 
125, 127, 128. 

TECHNICAL TERMS. See Cotittrmetiott of Spoeijlemtioii$ and Pntent*, r>; Phtierr 
Inrenticm. 

TESTIMONY. See Dopoiitiotuif Evidenco; Interferomct, 1, 3, 5, 2lK 21. 26. 38, 37, 3M, 76, 
77, 89, 92, 93, 94, 127, 157, 158, 150, 169 ; Trade- Jfaris, 33. 
Wbiuhiku TisniioifY— CiRcrMSTAXCKS SuRRorNuiNG Traxsai^iox— In weigh- 
ing testimony we are not bound to believe a particular fact, testilied to by 
one or more witnesses, simply because, tbey may not have been directly 
contradicted therein or Impearhed generally by evidenoe tending to show a 
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w ant of ri'piif atiou tor v«*r»city. The iuhereut pn»>»aHtlity or ittaprobaliiUty 
of Rurb f:i(*t ia to 1»o t<Mt«*d by uiM|tiMtiiMHHl cin*uiiMtMii*eii tluit wiiTMiad 
tbe main tr:iU!«Actii»n or occiirrauee, tin w«*ll nn by '* th« oiiUnary Uwetluit 
f;oY«ra biiiiuiu fontluft." Allatinc MorAt v. /(ruf/y (C. IK. llM,214; *i30.G., 
1:KKI; lO-r.S., 192;) rW€7>Ao«eC««et(C\n.,ltWH,:m; 43n.GM377; UfSU.S^ 
5G7.) " Hwl9 V. rmkenhkner, a2K. 

TKADK-MAKKS. Sre inltrfertntr, 35; l.aktU, 2. ». ' 

1. '* Ili»8TKTTeU's BlTTKItK**— FUAVD — iNMUNtTIflN—Whero the llffellllAllte iM»ld to 

rotiiiilaiuaiit'ii iigvuts under the natno ** llo»U*tt(*r'a Hitlert** a ■pnriiNiH arti- 
cle no clo>4.*ly n*8cmbliiig the real article an t(» deeeix**" an onlittary ciieto loer^ 
witli the intent that it nhotibl be raaolU by th<« drink over the liAr in tho 
HsnnI way an Hoeteiter'H liitlen iu fraud of the righte of voiuplainant ami 
of the pnblir, H%ld that (here wae an illegal appropriation «>f complftiiianC's 
r igh t of propi^rty , which should be eiuotiied . " fleeltf ter ( 'omp^mp v . Som mctv 
et e/., 6li9. 

2. Same— Sam K—rowKK of Covbt to (iIcant Protxction Agai?iht FsArD— An 

owner of a trade-mark ia cnllilcd to protvetion agaiuat the appropriation 
of bis tratle-mark by any and all unfair and dt»hon«>rable ni«*anH, and a court 
of equity has power to grunt sueh protection whenever it i« iiatiafied that 
nn attempt bae lieen mtide by ingenious nubterfugea to iuTsdo the right* of 
an owner of a trade-mark either by a conspiracy with others to depriro 
him i»f such rights or by misrepresentation in the sale of a npurioua article 
HO manufactured as to deceive the public. "" Id. 

3. Pkixt— Tkade-Mark Mattkr— Artistic Mkrit— A print entitled "Tbe Kilo 

Fortune CanU/* to be used for playing canlM. consisting of n representation 
of tbe faces and backs of certain playing-cards groniied in an artistic man- 
ner to form a eeutral panel on which are arrangwl the words **Tho Nile 
!*la.ving Cards*' and other words, possesseH atiflleient merit to entitb- it tn 
registration^ and it may lie registereil. although it contaiiiM matter ea|iablt* 
of sequestration as n trade-mark. Kx parir CaiM Statr9 Plapimy CmrH Com- 
/Misjf, 5115, 

4. samk—Rvlk AS TO 8r({UE8TRatiox OK Trai>r-Mark MATTKR^Themleoftbo 

Paifnt OfKi-e that '*a lab«'l cannot be registere«l if it liear a «levi«*e ca|«blo 
of sequestration as a trade-mark until alter sueh device is regieterod aa a 
trade-mark " d<»es not apply to the registration of a print, id, 
.'>. Samk—Samk—Distinttiok Brtwken Print ani> Tuadr-Mark— A print, not 
being applied to an arti<'le of manufacture, is not in any sense a trade- 
mark, nor ran it lieeome a trade-mark. It cannot be an iiifriiigi*iiieBt of a 
trade-mark, even though it may bear a device which ia a traile-mark in nao 
by and owned by a (lerson other tfian the owner of the print or even thongh 
the print may be a luero repreaentation of aoch trade-mark. A trade-mark 
liecomes property only when need upon artielea«f manafiwtnieor coumaffro 
and in infringe«l only by use on manufactnrea of tiie aame elasa hy paraona 
other than the rightt^l owner. Only thoae marka aro ragiatrable aa trade* 
marks whirh are applieil and affixed to goods, /d. 

6. *'HARnRKs Model*' FOR Razorm— The words ''Karbera Modal** are deacriptivo 

in that they convey tbe idea that razors so marked are a form adoptetl or 
desired by barbers «>r specially adapted for their nae. If not. the nse of 
tbene wunla is deceptive in that they would convey aueh a belief to the 
intending purehaser, and registry should thereforo bo reftiaod. Kr jmrie 
Krm§iit9 Itrothrrs, 602. 

7. \VoKi>s that Siioi'i.h Not bk At>orTRi>— It being elementary that the |Mifw 

pose of a Trnde-niark is to denote the origin of the gnoda upon whieh it ia 
nseil. it ^eenis strange that Mwnnfhctnrafa ahoald eoBtiane to a dopt 
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»feU*iii|it to iiioiio|»olize wonlii wbirh either coDvey au iiloa of tlift churacter- 
intifH of or imrfioMfS to wlii«*li the article ia :Mla|it«<I, or which an* ilcceptive 
Mid mial«ft<Uttf(. Id, 
9. "PrniTY"— Olbomakuamx— Thf word "riirity'' rel'iitted r«*gii»tratioii :im a 
trado>mark for olcooiariypariu aa it lieiongii to a claan of words y« hich are 
deacrifitiire or advartiaiiig in i-haraclar aod are not registriilile aa trade- 
■Mirka. Km parte Cajdfmf Citg Imirp Company, 6(»7. 

9. Samk— BcraoBftTtVK MKANiNu~DKCKiTioK~Whil« the wonl *' Purity" iM not 

«o mdjtctive iA fomi and may not ho commonly employ ml to dvacribe a 
iivality, nevextlieleaa it cannot lie aiic(*eaNfiil]y denteil that it huH a Hii;;ge8- 
tive meaning. If thc» word is used in a lancifitl sense, ns riMitended by 
afiplirant'e eonnael, then it 'certainly has a t4;ndency to deci'ive the onlinary 
buyer. Id, 

10. Ci^asKS OF Goods — Skfarai-b* Rbomtkation— TlieOflin* is not warranted in 

nsiuirinf that a tmde-mark be aefiarmtely legiKtereil for each claas of goods 
with whieh it ia need in order to ronlbnii to the Olllce chissification. JCjc 
pmrte f farlr- JcnWZ- ITtf /• Co,, 608. 

11. t^AMB— Lbkotii op Use on DirmBSSST Goodh— Where a trade-mark need on 

HeTnml ciaasea of gooda ia co\'efed by a alngle rei;iatratiou, the upplicaut 
ahottld Mtate for eaoh claaa of gooda the length of time the trade-mark has 
been naeil for that class. Id, 
IS. '^Dbttbk Than MotmrrV*'— Mince-IIbat— The phrase <*lietter Than Moth- 
er's'' refased registration as a trade-mark for minee-meiit, a:* it expresses 
quality. Ex parte Krrin J. If ice ^'eai^iijf, 600. 

13. \VoRi>8 ExFBBaaiNO QVAUTV— A valid trade-marii c-annot I>epre4licate«l upon 

worda or phrases expressing quality. No one can appropriatt* for hiH ••scln- 
si ve nae worda awl phnwss that all may use. Any mie dealing i ii minco-meat 
can declare, if the atntoment be true, that his pro<lni-t i^ 1>etti*r than any 
one elsf*\ be that other *^mother,'* "grandmother/* or "aunt.'' /<f. 

14. ** VUak'H Grbknvillk **— Tobacco— The wonls '* Peach < ireeu vflh- " rffimed rrji;- 

istimtioB as a trade mark for plug-tobacco on the wonl "* ]*ea«h." previously 
reglatered, aa it Is not a safe practice to permit the refsistration of a roiu- 
pound tradoHBark, one of the diatiuguishing featurcH of which has already 
been rsgiateRd, aa purchasers using ordinary caution might rasily be 
«leceiTed. Kjt parte Jderiwetktr 4- Cempanjf, tilO. 

15. HKiilSTBBINU Ubcbptivk Tbai>b-Mabkh Ci)M>EMNKD— The Patent oilice 

should not give its atamp of approval to a class of inuh-markH the iisi of 
which haa'a tendency to mialead or de<*eive the pnhlio, ami thnn take a poMi- 
tion antagoniHtftc to well-settled rules of law. Id, 

16. "'YrcATAN*'— Gbogbaphk'al Wori>— The word '*Yncatan" is geographical 

and cannot' be registered aa a trade-murk for leather and leather ^oimU. 
Any one importing hides from Yucatan or purchasing hides exported Iroiu 
Yucatan would be entitletl to call or mark skins and tanne«l leather having 
snch origin by the name *' Yucatan/' Kx parte ffeiL <il2. 

17. ** Yucatan*' WrmiN a DBctcKiBKb S<|Uarb FiurKB— As ** Yucatan" taken by 

itaelf ia not legistrablo, it is not made regiatrable by placing it within a 
Mfnaie ligure, as theeasential feature of the mark ia the word '* Yucat;in ." ///. 

lUi EUxKXTiAL Kkatubbh OK ▲ Mabk— The esse n tial featuresof a traile-murk an> 
those which ssrve in whole or in part to dintingnish the gomU of the party 
by whom such mark is atlopted. Id. 

Ith v'niutoN"— SCBNAMR— Saubnt Fbaturr OF CoRroKATi^: Namk— The wonl 
<*Gilson,** bsing the salient feature «»f applicant s corporate name leiiiiied 
leglstratioB aa ntrade-niBrfc under the general rule that an onlinary snr- 
uauio canB«it be ap|ito|iriated ns a trade-mark by any one person a;:aiii>t 
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othen of thi* same name who are iiaing it for ii legitimate piiri>oee. Er jnirie 
K Ii, (iihon Companift 614. 

20. 8amk—Samf.— Namk of Patkkted Dkvice— The wortl •'Oilnoii" heiog the 

iiami* of a |Nitente«l album Wnown ae the ''Gileoii Album,'' refaeed regi^ti«r 
lion art a trailo-mark for photograph-albuiiia and photographie ezpoeure- 
tabli^H on the groand that the name of an invi'ntor which haa become the 
generic name of the thing patented paaaea to the public when the mono^ioly 
created by the patent ezpirea* Id, 

21. RKPKB8CXTATIOX OF A Cat, \Vobo6 '* OLD Tox/* KTc., VOR GiN— A tndp-miirk 

ronsistin!; iu the pictorial repreaentatiou of a cat in a crouching poeition» 
thVee of itM legs reetiiig on the ground and the fourth being in an elcTated 
p<ieition, the whole being printed in gold on a rod baekgroundf generally 
arrange«l as Mhown in the drawing, in which the colors, excepting black and 
white, are omitte«l, ami the words ''Old Tom'' inclosed in a border Nur- 
mounting the same, and the words ''Celebrated Cofdial Gin" appearing 
beneath the sadie, refused registration as a trade-mark for gin on a mark 
consisting of a cat atanding upon a barrel on which are placed tlie wonla 
<'OUl Tom/* on the ground that while there are diffeiencea In the details, 
the salient features of both marks being the reprsaentation of a eat, the 
minor diflTerences are not anch aa to enaciently differentlato the two marks. 
Kx parte KamfmannA' ai«e*«,616. 

22. Rbgiktkation or iNTKnPKEixo on DncBrnvn Teadk-Maeks Co?fi>BMNKn^ 

The Patent Office should not register trade*niarks which would have a tern I- 
ency to mislead or dccelTe the pnblio or which would be held t» be an 
infringement upon prior rag istered or unrsgisterwl marks. /«Y. 

23. *M*-I-T-T-8-B-r-R-U«H r-U-3l-P'*^GBO<»nAFIIICAL AND DBMCKIPTIVR M'ORIMI — 

Th(* words *' P-i't-t-s-b-u-r>g-h P-u-m-p/' arranged in letter- hyphenate<l furm. 
refusetl registration as a trade-mark f»r pnmpa on the ground that the wont 
''Pittsburgh'' lieing geographical and "Pnmp" deacrtpUTe and the (letl- 
tioner carrying on the biiaineas of the mannfaeture of pnmpa at Pittahnrg. 
Pa., it follows that it haa no right to monopoliia the woida, at lea^t aa 
against every other manufaetnrer of pnmpa in Piitabnrg. Bm parU /'iffs- 
burgh Pmmp ComjNiNy, 618. 

24. Same— Samr— Htpiibxatimo WoRDp^EaaaacriAL Fbatcbs— By hyphenating 

the wordii the essential feature of the trade*mark haa not been changed 
to a degree that would warrant registration. The gaographioal and deecrip- 
tive words still remain, notwithstanding tbo form in which they are ahown 
in the /S69<mil«, the easential fenlnrea of tha lrade*Riark, and it would ba 
a very close olMorrer who would pay any heed to the manner in which tha 
letters were seiiarated. Id. 

25. A.MX.NDMBXT--CHANOIXO Datb OF ADomoii-- AppUcanl applied for the regis* 

trution of the words '' Pittsburgh Pump" on April 16^ 1897, and upon ngia- 
tratiou being refused he amandacl the applleatlon by sotting forth that the 
essential feature ''is the words P-i-T-T«a-B»c*R-Q-li P-u*m-f, arranged in 
letter-hyphenated form," and aniende4l the atatamant to set forth that 
the mark had been used since Mareh 22, 1808. BM that the amendment 
ought not to hare been reeelTad, aa it ia nat good pmetiea to permit such a 
change to lie made in what ia cot forth aa the eseantial ibatnre of a trada* 
mark as might make the atatamant aa to the period of nae not apply to tha 
new mark. Id* 
8iflAFK OK BoTTUt— Drsiox OP Patbrit— ApplioaEt aonght to ragiater aa n 
trade-mark for miztnrsa of li€|uids eontnining aelary a bottle of peculiar 
ami original form. Held that registration should be lafdaed, aa tha form of 
a package alone can ravaly be tha subject af tmda»RUirk protection, if tha 
form i9 peculiar enough to be protected, it ahould ba tha aubject of a dealgn 
patent. Ex pmrUt Dm»kU§ Celmtji and Frmtn^ Csayaay, 820. 
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37. '^Vblvul"— Namb op Patbxtbd ARTICLK*-Tb6 word <' Volvril" refiifieil rva- 

Utralion m • irado-owrk for » nltrocelluIoM cotnpoiind, an it is the iiaiiia of 
• p»tont«d eomponnd which will heoome publio property at the expiratto'n 
of the patent. Ex pmrU Fiivril C^mpamy, Limiitd, 623. 

38. RKQiaTKROfO Marks that Bbcoxr Pubuc Pkopbrty Bbfork Expiratio^t 

OF TiMB POR Which Thbt abb Rboi8Trkki>— In vien* of the fact that under 
the trade- mark act of 1881 a certiflcatii of registry remaitin in force for thirty 
yeara horn ita date (with certain eseepttoBs,) Held that the Patent Ofliee 
shoold not register trade>marka which, though lawful trade- markH at the 
date when registry is sought^ will lieooine pnblio property b«*fore the expira- 
tion of ths thirty years. Id, 

29. Similarity ov Labbl— The appellant adopted for its packages a label bearing 

as a central flgore a symbolical reprsseutation of Colambiu, haTiiig the 
word "Columbia'' on ita pedestal and surrounded by a rectaiigulsr bonier 
or framing haying i» star at each comer and bearing as each side e4lge of the 
package the word "Columbia" in fanciful design and at each end of tho 
package the words " Pure Tissne." Ths appelleea adopted for their packages 
a label haring printed in large lettera diagonally across the face the word 
"Columbia," snrtoandsd by a rectangular border, within which are fanciful 
comer deaigns, a peenllar d«;atgn near the middle of the leA-hand side, a 
conspicuous figure of a stork in the lower part of the right-ban<l side, the 
printed words "Medicated Toilet Paper,'' and the flguns and words " l,(iOO 
sheets — Wire Looped.'' MM that save in the oomaioii nso of the word 
"Columbia,*' which is open to both parties, the labels are v- holly unlike. 
(C. D., 1887, 890; 81 O. Q., 1615, reversed.) * Jferysa £arr/o|»« Ompmny v. 
fFalloaslal.,672. 

30. "Columbia"— Qboobaphical TBRM—FoUowing the decision of the Supreme 

Court in Colmmkim ▼. Jfoem (C. D., 1883, 672; 65 O. U., 1916; 150 U.8.,460,) 
that a word in common nsa ss dssigiiating a locality or section of country 
cannot be appropriated by any one as hi<« excIusiTc trade-mark, Held that 
ths appellees' claim or right to the exclusive use of the wont '* Columbia*' 
as a designation of tissue or toilet paper cannot be maintaineO. "/d. 

31. "MaltbdMilk" roB Fooi> Pbepabatiom^Urhckiptivk \VoRi»rt~The wonls 

"Malted Milk" refhsed registration as a trade- mark for a fo<Nl preparation 
for inlisnts and invalids, as thsy are so far indicative of the ingriMlients and 
characteristics of petitioner's preparation as to bt> descriptive. Kjt piiri9 
H^rliei^B Food Cootpoog, 626. 
88. "Ouvb" bob Bicyclbs Color— The word "Olive'* refused registration as a 
trade-mark for bicyclss, as ths word simply indicates the color of the bicy- 
clea mannHsctnrsd by the applicant. Kjrpwto O/irs Wheel Campang, 639. 

S3. iMTBBPBRBlfCB— DaTB OB ADOPTION AND USK 8RT Up IN .^TATKMBNT— 

Wbioht to bb Givbm to Testimony Bhowimg Kabukb Usr— Where a 
rsgistrant sets up in his statssMnt thai he has nse«l a trade-mark from a 
certain date and the testimony offered in an interference proc(*eding shows 
an sariisr dats, SM that such tsstimony may Im* considered and such 
weight given to it as nsay be proper under the circumstances of the case. 
Skorwood V, iTsf IsB, Csis #> CsaijNiaB, 689. 

34. Bboistbbibq Mabk in Facb or Pbiob Rboistkbbd Mabb— The Patent Olllca 
shoold Bol isgislsr a ttads-mark in tlie face of a prior registration of the 
sasM mark for exactly tlie same dasa «»f goods unlsss the proofs sre so clear 
aad convincing that to relbee to do so would work an injustice to tlm 
apfUcant. id. 

85. PowBB or Patbmt OrriCB in Kbfbbbncb tu Tbadb-Mabb— The Patent 
once CABBol ssnfer ths right to a trads*mark upon anyone, nor, on tha 
other hand, can it taks away anch right. Its powers in reference to trad^ 

2782 A9 
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iiiiirkH an« ver}- Uuiited aod ontiraly lUlferent tttvm \U poweni in rofereno^ 
t«i tht* gtAUt of |ial«ttta. Thttt dtileroBre U clearly not forth by tlM* Court of 
ApiwAlfl lit' the District of i?oliiiiibia in tlie case of ^inffelR v. SmwkiU (C. D., 
\m\. tJT 7 : «i5 O. O., IOT8. ) Id. 
»•, IxTKKFKRKNri.:— "Royal" for 8Ai.Ai>-l>itft8siMs— Pkioritt— At tho proofc 
do not •how lH>youd a renH«>ual>)e <1itii)tt that ^Mtwood was tlie ftr^t to 
adopt and um" the word " Royal" mn a crade-juarfc for aalad-dresainff. tb« 
«liTikioa of the Examiner of Interferenren in awarding priority to him ia 
rever8«*d. M. 

87. KsMKNTiAi. Feati-kk— OB.iRrTi(iKABLE Statkmbxt OK— A atatomMt of an 
an«*^e«i essential feature of a trade-marlc in the following form im olijection- 
abli) and ninat be can4N!le<l before the mark can be registered: "either in 
identity and entirety as hereinbefore described and aa illnstnted in the 
jiccom|Kiuyin|( fac$imUe or to Much extent and in such near rpeemblanre 
thereto uk might be calcalate^l to uiisiead and deceive the pnbltc." Ex pmr4e 
.(. SleiH .1- (tf., 635. 

38. KsHEirilAI. KEATrRBA— -COMFLTIItU atTII Rt*LK8 OT TBS OfTICB— The OttOS 

regulation that an applicant dionld pnrticnlarly discriminate between tlM 
etwential :ind non-essential features of his trade-mariL is made in conformity 
with the Htatute, is reascmable, ami is made in the interest of applicants and 
the Ortice, and it must be complied with. /d. 
99. "Uncle Sam*' p«m rfARTKRS—AimcirATioN—The words "Unda j)am" and a 
representation of the fignre con^'«ntlc>nally known aa ''Uncle 8am*' refnued 
ref^istration as a trMle-mark for grarters on a rsigtstered mark consisting of 
the words '*Uuele Sam*' and thA loourentional Agureof "Uncle Sam,** for 
wearing .ipparel for men and iMiys, the particular description of goods l>eing 
chtthing of all kinds. Id. 

40. Ui..iss OK UOOII8 — l>K}4CftirrHfN OF — ^Where an applicant intends to rcvrer 

a cl:iss of gotNls broadly it is unnecessary to mention every paiticniar 
descTiption of gooda eomprised in Hnch dass. id. 

41. -' l*. S. Stau " FOR WiKi>Miixa A2n> TAxa«— AmciPATiON— A trade-mark lor 

windmills and tanks, consisting of a pietorial symliol of a star with a wind- 
mill in the center, reftised registration on a prior registered mark for wind- 
mills and tanks, the essential feature of which is the woid-STmbol '*U. 8. 
Star,*' there being also shown in ths /aosimUs of the n^stscad mark and 
referred to in the statement the symbol of a star. ExparU FIM ^ Wm\\kk§ 
ManHfavimring Compan^f, 636. 

42. RsGi£TKRiK(« Mark Similar to a Prior Rrqirtswed Mark— The OIHea 

ought not to register a mark so similar to Mm one alreadj registersd for 
the same class of goods. If the registered mark net forth tiiat the essential 
feature was the word ''Star'' or symbol of a star, irrespective of any acees* 
Hories, the ipiestion would be entirely ft«e from doubt. 14. 

43. D<ii{i>RR-LiXK (*ASE~BKKKPrr of DorBT to RKOUTSairr— In a harder-Una 

ease the benefit of the doubt, so far aa the Patent OAce is concerned, 
should be given to the owner of the registered mark. Id. 

44. 8TXHOI. OF A STAR WITH OTHER FBATTRSS FOR WiNDIHLLS AND TaXKS— 

Antk-ipation— A symbol of a fiTS-pointsd star with the letters of the word 
" Steel '* inserted between the rays or points and ttie monogram •* FW/ and 
the word ** Co." placed npon a small fiTS-pointed stnr which fotms the center 
of the larger one, and which two stars, the monsgram, and the word 
** Steel'* arranged arooad ths circumforsaae ^ Mm laigsr alsr form the 
material parte of the trade-mark, refosed registration on a prior 
mark, the essential features of which are the lattets ** V. 8.** and tho 
" Star" or the symbol of a sUr. XxpmrU Fiiaf #* fTalH^f 
Compmnjf, 638* 
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tfw Wo«» ^'CBBWims" roR Coxfrctioxs— ANTicirATiON— The ftctiun of the 
ExMBiiMr niimkmg to ragUtor the word ''Chewies'* a* » trade*iiiark for con- 
tetloiKi^ In Tfow'of tbt* prior roirMlere«l m«rk *«Cliewtu * for cfaewiiiK-cftiidy, 
•IBfd. £v jMTte Jfoi — f r—y , 83H. 
4ib Snauaurr op Obthoorapht axd 8oirMi>— U is not no e t w try that • word 
to b# AH aaAielpatUMi most he writton like and eonnd like a mark aoaght 
to beiefiatoted. /d. 

47. WouM '^DBWBY'a Chswum*' for Cozfrscnoxa—AiiBNDMfCNT— Where th# 

a^pUcHil pelMona tha* if the word "Cbewiee'' lie refaaetl regiHtration he 
wuff hm altowed to am— d hy prettsiog the word ** Dewey's'* so that the 
ouiA will Mad '^Dawey'sChewiea^'* MM that there in no good reason for 
permittiBf Um to add other featnrea not diacloeiNl in the statooient. Id, 

48. "Dbwrt^^Namx op a CKUiBRtTV— Whether or nottlit* tfonl ''Dt-wey'' ia 

an oidteary aoraaaie or haa haconie fanriftil and ronuintiis it should not ha 
rafiatorad aa » tBada-mark, aa no one haa the right» without the oaaseat of 
Da way, to ayptoprtota hia mom aa & tzade-mark on the graand th*t a liv* 
tag calehvity ia aoUlled to proteetion fraai the onliaary trader. Id. 

49. *'Dalmjisr^— ScRMAJiR— "DalstflMr," tlio smmame of applicanta, refhaed 

vaglamtioB aa a tiadaHuark Ibr hiayelaa and parts thert*of on the groan«l 
thaiaA apflieaRt haa no right, nndar the stat'utea, to register hia samauie 
aa a I r ad a mark. Ex ptarH DaMmm' 4* fisat , 640. 

60. "Now-Tox^'^AimciFATioii— ARAirDONMRirr--DuuBT IX Favor of Appu- 

CAMT— The word ''Na»>Tos'' aa a trade-mark for "CarbonacM Hoot and 
Harh Extnaf waa raftiaad ragii*tratioii on a prior trade-mark for a certain 
■adicitoal tasie to lanMiTa the eifacta of intoxieation» the essential feature 
helRg ttm wofd *^Aati-Tax.'' It waa ahown that the ragiatore«I mark had 
h aeo m a aJba nd— a d , HM thnt the differencea in tJie marks, the diffaveneea 
in thaartidaa to which they are iataaded to lie applied, and the rcfiaters«i 
matfc liRviBg haaoma ahaadaiiedt would warrant giving the benefit of tha 
douht to applieaai aad allowing regtatration. Kx parte Macdwtald, 642. 

61. VfomD "Bid'' vor Sstupp— Color op Packaok or (}ooi>a— The word '*Red'* 

raftiaad ngiatniliaa aa a trada*mark ftir sn^iT, on the ground that neither 
tha aolar alona of a package nor the color alone of an article of commerce 
can coaatitoto a ralid trade-mark. Exprnrte PrntrtoH Tobacco Companjft 643. 

52. eawariAL Fraturb— ADVBRnsuro Charactrr op— A trade-mark should not 
ha laglatofad eavtoiRiBg aa an eaaantial feature thereof words of an adyer- 
Haiag ahanator. ExpmrU Pmrkor, Hoimm 4' Co., 644. 

68« EtMomAibFRATUR*— ApPUCAjn's Statrmrnt op— The stotoment of an appli- 
aani aa to what aia ill* eaaantial featuraa of a trade-mark does not make 
ao. Tha aaaastial ftatues are really what lend character to the entire 
L, and ahoRld ha ao oooaidared. id. 

64. WORDC ''TU ORSATBtT VaLUR FOR TBR MoXRY '*—REPI'8E1i— Where the 

appUeanft aon^t to lagiater a tnule-mark, the essential features of which 

ai« alRtod to ha ''the lepreaentotion of a shoe, and the words ' The Greatest 

Valna for tha Manay/ appearing on s4*rolls placed aiUacent to the said rep- 

•C a ahaa»" HM that tha worda form no part of tlie essential 

•C thnmarlKy and the mark should therefore not be registered, id. 

96. Bbp Bisrov Applird to Toracco— Rrfi'srd on Rrprnrn4'k.— I'pou petition 

fram tha aothm af tha Ezaadner rafosing registration as tt trade-mark for 

plng^tohaeao af a red ribhon applied to a plug of tobacco. //Wrf that while 

thare ia no phyalcai rsaamblance between the wonl " Riblions '* and a piece 

of rihhoBy yat tha probability of deceiving the purchaser is s«> grvat that 

■ tha prior mark ia n pnpn reference. 1^ parte Calrert .jf- Hrothtr, 6lf». 

8C. EaaBRTlAL FRATVRR— AmOfDMRNT TO— AFFRCTINU DaTR of AlMMTtOX— It la 

R0t goad pmetica to parmli such a change to be made in what i^ Mt forth ae 
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the «Metitial feature of t% tnule-uinrk m might make the etatemeat at to tta 
{leriod of iuM» not apply to the uew mark. Id. 

57. *' Kii> Nkk KrHK"— MuaPKLUCD Word*— The wuidi* " Ki«l Nee Kaie'' rataad 
i-ei;i»t ration ae a trade-mark for a remedy for kidney and analogous dieoaaaa 
OD the gruund that purely deeeriptiTo worde not otherwise registraUe do 
nut liet'ome so by misspelliug them aad misplacing capitals. A*x jwrfs An- 
der9om, 647. 

5K. Wontis **Pkkvkct Fack Paste "*-DnscRimvx— The words '^Perfect Faeo 
Taste ** refused regtst ration as a trade^mark for medical compounds on the 
Knmud that they are purely descriptivs in I'haraeter and incapable of eidu- 
Hive appnipriation, the word '* Turfect" being an affective in common nss ia 
i«|ieech and for advertiaing pnrpoees and the wonis ''Face Paste" merely 
indicatiiig the form of the composition and its purpose. ExymrU Bmll, 6ti* 

i^. WoKUs <<1)LUK Lausi/'— DBiicBiPTtVK WoHDM—The wonls <*Blue Label" en 
n generally blue field refused registration its a trade-mark for canned soups^ 
etc., AN they are dsscriptive of the color of the label which is applied to tho 
goods in question. (/IscAer vt «f. ▼. Jilank', 38 N. £. Rep., 1010, cited.) Eg 
)Hirte Csrflce Hroih^r* Vomitaw^, (160. 

01). Sii«MiTiMo Star— AxTU*ii*ATBi»— A mark consisting of ths figiirss *'l" and *%" 
iirranged respectively abo\'e and below a dividing line formed by the raysnf 
a shooting stur, rsfuse«l registration in tIcw of prior marks nhowing n 
shooting star alone. Kxptirh If >m«r «f Co., 651. 

61. l>BCEmox or thk Public*— In eonsldering anticipatiou by a prior mark the 

question is not as to whether some siieciflc feature «»f the applicants mark 
in disclosed in tbf prior mark, but is an to whether tho mark In its entirsty 
is so nearly like the prior mark sh to mlslea«l or deceive the public, /d. 

62. \VoKi> ''Ai'Roka" fob Boots and Huoks—Obooraphical— An alleged tradn- 

msrk, tho essential feature of which Is ststed to lie tho word ''Aurorav** 
refhsed registration as a trade-mark for boots and shoes on the grsund that 
it is ge«»graphiral. »/miWs iAtth if Co., Oii2. 

6:i. GntNlRAPHICAL WORI>— POST-OFriCK NaMKI» IK POSTAL OUIDB— Ths 

fact that a word appsam In the Pestal Guide aa the namo of a 
dtiee not give to said word such a gaegraphlcal meaning mm to prsvsnf Its 
adoption as a trade-mark when It has a primary Hignificnnca not geo- 
graphical. Id, 

64. (3so(»RAPiiiCAL \VoRi>— The general mis that geographical Munea cannot bo 

registered at trade-marks is well settleil and very rarely can a word which 
is truly geographical be registered sven though it has a fimdlhl or arbi* 
trary meaning. It being once admitted that a word sought to bo rsgittsrad 
huM a geographical meaning it should be the rule of the Olliro not to rtglatsr 
such word, unless it appears beyond any doubt not only that its flmeMU nr 
Arbitrary meaning Is so well understood that the meaning of tha wutd 
would be at once recognized, but that the name cimld not bo rlghtftilly nasd 
ti|Nin the same class of goods by anyone making them in tlie locality bearing 
the name. /d. 

65. MiNNKAPoMH Floi-r Manupacturb^Coi'rt of Equity Uraktixci Rbubt 

IN Cahr ok FRAri>— Where certain miliars in MInasapolis, Minn., hnva Ibr 
years made flour by the roller patent process and used aa brands ffsr tha 
Hour ths words "Minneapolis, Minn./' '*Mlnnea|MilK Mlnnesotat** «< Minna- 
9ota," •< Minnesota Patent/' and the words "Minnesoto^or *'Mlnaasota Put> 
<'nt" mean that the Hour it made under the roller patent process sonawhstn 
in Minnesota and the words «' Minneapolis,'' «* Minneapolis, Minn.," and 
*' Minnea|»o1is, Minneeota*' signify to tho trade that tha io«r was mnda at n 
Minnea]>oliii flouring mill, and a dealer In Chicago obtai n ed ikam mOli at 
Milwaukee, WIm., an inferior grado of flour which ha labalad ••Hast 
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■oto Pftlwt, MimiMpolU, Minn.," ao<l adveriiMd th« floor as miide at Mid- 
iMApolia, Minn., with Um reaalt that the imblie was daeeired into buyiug 
the floor of the Chicago dealer onder the belief that it waa made at Miiinv- 
apolia and waa defraoded and the bosi aom of the Minneapolis rnillem dam- 
aged, BM thai a court of eqoitj may grant relief by ]>rohibiling the tnud 
and proTenting the damage to the boaineta of the Minneapolis millers. 
* Filkhttrp- Wm9khMm Fhur MilU CesijNNiy, LHniM, et al. v. Eafh, 075. 

W, KnAVDUUurT Compbtition— Equity JuKUDicnoN— Where one jieraon has so 
dresaed op hia gooda aa to deeeive the public into the belief that they are 
the gooda of another person and ao pot them on the market to the ii^ury of 
that peiaon and the pnblioi an action at law will lie for the deceit, and to 
save multiplicity of anita and prevent ineiNurable injury e<iuity will restruiu 
such onfair and ftandnlent competition. *Id, 

07. Geographical Namb, Bioht to Usk— While a geographical name is nf>t a 
subject of a trade-mark and anyone may uae it, yet where it has been 
adopted first aa merely indicating the place of manufacture and afterwards 
has become a well-known sigit and synonym for superior excellence, i>erwms 
doing buaineaa at otiier places will not be iiermitted to use it am a braud or 
label for aimilar gooda mannlhctured at other iioints for the puriKise of 
appropriating the good-will and boaineaa of another. */tf . 

68. PnoPBKTT Bight— *UKfAiB COMPsmiON— Where the tiueatiou is simply one 
of unihir compotition, it ia not cscential that there ahould be any eaclusive or 
property right in the words or labels used, aa, irres|)ective of any question 
of trade^mark, rival ma&nlhctnraia huTe no right by imitative devices to 
beguile tho pubUo into buying their wares under the impresaion that they 
are buying tho«o of their rivals. ^Jd. 

60. Fbaupulbmt Compbtitiosc— JouruKM OP Paxtibs— Where one person or cor- 
poration ia entitled to relief in a case of ihiudulent competition or trade, 
two or mure persona or competitors having a comnson interest iu preventing 
the ihiud may unite to maintain an action in equity. *Id, 

70. "Bbd Cnoaa" pob £ lactic Oobixg— A Qrsek cross aud the words *'Ked 

Croas'' may be registered aa a trade-mark for elastic goring to be used in 
Cougrcoa boots and shoea. Jfo jNirft £, Jf' ^' ^' BmickeU^r Compmn^, 056. 

71. Samb— MisLBADiMO Pi'RCHAaBKa—Applicant's use of the mark for elastic gor- 

ing to be used in the mannlhcture of Con g ress boots or ahoes would not 
tend to mlalead the purehaaera, aa the purchasers of this daas of gootls are 
mauulhctnrers of boots and ahoes who purchase applicant's elaatic goring 
presunmbly because of the sn|ieriority of the good» or becauee the ]»rioe is 
satisfactory. Id, 

72. Samb— ExcLcaiVB Right or an Oboaxizatiox to thb 8ymuol— In view of 

the varioBS uses to which a red Greek cross haa been put no organiiation 
can claim aueh exclusive right to or control over it as to prevent its use 
within lawfhl limitations as a trade-mark. Id, 

7:i. WoRua <'Carmbn*' and "Carmbncita" por Ciuabs and CiuABBrrKs— The 
word ''Carmeneita'' ia a diminutive of the word *' Carmen/' and the latter 
eo nearly resembles the former that ita use is liable to cause confusion or 
mistake in the mind of the public when applied to the same article of mer- 
chandise, and for that rsason it may not be registered aa a trade-mark. A'x 
parte i^^iptiaa ToUcco Compmn$, 660. 

74. 8amb— DiPPBRBKT CLAacBa OP Ooooa— There is a well-deflnetl diflerence 
between cigars and cigarettee, aa the terma are onlinarily used. A pur- 
chaser calling for *'Carmencita" cigurs would not be apt to accept through 
inadvertence or mlatake a package of ** Carmen" cigarettes; nor would the 
cigarette devotee accept a '* Carmeucita" cigar under the impression that 
it waa kia Ihvofile htRDd of cigarettee. H^d, therefore, that applicanl Ir 
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TKAHK-MARKS— ContiDnetl. 

entitletl to reisistor the wonl *' C«niien " lui ii tnde-mmrk for eigMfttton, luit- 
withstatiUin^ the prior regittrntion of the wonl *'CaniMiKitto'* m s tnda- 
uiark for cigan». i<f. 

75. WoHi»2t '*NoKMA** ▲Ni> "La Norma" for CiUAftBTTBS and CiOARBoxat— 
I^ifkkkbntClambs of Uoo.>0->PriorTegi«tnitio&ofthowoiAi *' LaNonBa*^ 
m :i tnulo-mark for cigar I>«zm iIom not preclude (bo regioCntion of tlio 
word '* Norma*' as a trade-aMtk for oigaMttaa^ for iho toaaoa that eig»r 
Uosea and cigarvttes belong to eewontially diffoiont claaim, tho one to ttio 
r)aM of receptaclee and the other to tho claee of — n i be t mod tehaeeo. Mr 
p4irtt KftjfptimH T0kmt€9 Compmmf^ 601. 

7H. i i>MMON-LAW Right— RioHT of Rbgmtmation in PAtsirr Officb— Tho 
right to a trade- mark in a common-law right, nod tho Pntent Ofllee, under 
the a«'t of March 3, 1861, ie only given anthorlty to regteler ImtM tnide* 
marks nmler certain rcetrietione impoaed by that etnlnto. SImff E99 JRII- 
i»f^ Compnnff v. C. F, iUamkg Tm oad Ce^ Cempawf , MB. 

77. WoRi> "KoFPio" von Coffbis-^Scogbstivb srr mot IlBOGMnrva— Tho 

wonl *' Kotto *' ae a trade-mark for eetoal coflbe may be e ngg ee tf vo» b«t it In 
not deiH*ripttTe and may bo registeied ae a trademark. UU 

78. Fbaidulext Reprbsbntation— iNTBurBnmcB Pbocbbdiso— Th«o la ■» 

aathorirr to juettfy the coBaidomtioQ In a tmd»«i«fffc intarlbreneo that \ff 
reaeott of ihhie and frandolottt repteeentntion an appliennt ia no* ontftliA to 
regiater a trade>marfc, hoeniMo while the ooort mny loAme to gnma nUif to 
thr owner of a mark on aeeonnt of Iblne r e pteaaniatton H would net mm. 
aceonnt hold that an alleged tredo mark waa ualaiwM. 14U 

79. KsMSNTiAL Fbatukb— AMBNDMmvT TO—WhoffO tho o tlgiu al apptteatfoii 1 

that the ealieot ffatnree of tho mark were tho bual of a ehild and the 
*' Kotto," and by an anmndmeBt tho eeeettt!*! ftnture wna liaitad to tho 
woid * ' Kofllo, '* and it wna uf0id by a BoulalBnt tha« <ho appttenut l» net 
entitled to regiettr tho word '• Kotto'' UBd««hoao oifOMBrtMoe^ JMd 
neither authority nor runaon piohlbiti nn applleml fw wgi ali j of a 
mark from changing the ■tatammit aa to the OMMrtlnl Ibotnea'ef tlw 
mark. Id. 

80. Right to Use— Xot Aftsctbd bt a Latbr AoomoN, nvr Eabumi Ubh or 

PoRBUiN CoMMBRCB— The time when a mark waa wed In eeamevee by aa 
applicant ia of no moment so long ae that uee oecnrad belbre tho appUca-^ 
tlon fbr registration wom tied. An afiplleant hnfring a ▼alid trado«marii at 
common law cannot be depriTod of it by the fhet thai one later to adopt 
and use the mark in State or intorrtate comaMree wna earUrr to ueo it is 
foreign <*ominerre. /rf. 

81 . iTfRRFBRENCB— PRioRiTT-^Afler an examination of the lueord, liifd that tho 

81eepy Eye Milling Company being the ftrai to adopt and uee the ttad«*mark 
ill controversy, and having done nothing of which thia oAeo can taho co^ 
oizancc which would Justify a reAmal to award priority, priority ahould bo 
awarded to it. /if. 

82. (oNf^TRriTiox OP STATCTK-^The act of Anguel 5, 180, ^PPUm only to aueh 

nmrkA aa were luwf^l trade-marks prior to March 8, 1881, and only aueh 
marks may be registered. Ex pmrtt Gah Mmmttf tiu Hm g Vmmpmmg^ 888. 

83. '* Ualb"— SuKNAME— As pHor to 1881 no one eonld OBel u a iv ely approprluto a 

numami^ as a trailo-mark, HM that the word ''Golo^'* a Mumame and tho 
nalient featnre of applicont's alleged trado-mnrk, eanoot be lug i ata r ed ae m 
trade-mark when applied to the produeli of tfie Qalo ManuflMtuiteg Com> 
pany, notwithstanding its use prior to March 8, 1881. /d* 

TNITEi) .(«TATE.< COURTS. See JnWcdicMoa e/M« ra<lMl ^lailM Cruris, I. 

UNLAWFUL COMBlNATIONa See Jstifnmenls, 1, 2. 
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USE AND 8AL£ BEFOBE APPLICATION. See Aimni^mmint, 1. 

t's£ AND SALE OF IMPORTED ARTICLES. See /«/Hecfl#«. 

USE AND SALE OF PATENTED ARTICLES. 
L Saui Abroad BT Patcntics— RKftTMcnovs as to Use— Even if k puij who 
bit>t » petented uticle without rattriotloii in • foreign eonotry from the 
owner of (he United Stnlee petont hae Hie right to uee apd Tend it in (hie 
oooB(ry» he hee no eoeli ri^( if he hoagh( i( with tlie expreee condition 
(hat i( be not imported into (he Uni(ed Stotee. ^XHd^erMn v. TinHnp, MS. 
2. Conditional Salb^Riobth of Patbntbk— The pe(en(ee hen the emne righ( 
and power (o eell (he p*(ented ardde npon conditione or with reetrietione 
that he hae to eell i( a( alL */d. 

VALIDITY OF PATENT. See Xlefif«t» 8; /otor/^rmet, 40; /ewii<feff,3; PmienU, I; 
PriorUjf oflwfmUmi, 4; Rei9§am, 2, S, 4; 8ith$eqment PmUnf$, 1. 
Anticipation— "SoooBSTioxs'' IN Pmok PATENre— Prophetical euggeetiona in 
a foreign patent of what eaa he denoy when no one haa ever (eeted by aetnal 
and havd expefienee and nnder (he edeee of compe(i(ion (he (rath of tiie 
•ttggeetiooa or (be praedeal dilOcnl(iee in (he way of their aooomplithnieo(| 
or even whMher (he anggeedone are feaaible, are not to be aeeepted ae ehow* 
iug that a eabeeqnent patent which hae already been enetained by (he 
cetirte ae a meritoriotts one ie without actoal inrention. * WmHm§hotU€ Air 
Brake Ceeipeajr ▼. Qrmi K^rUktm Raiiwmf Ceiapaay et ef., 557. 

VALID PATENTS. See JnremtUm, 1 ; Perfiealer PaUmU, A, 7, h, 9, 10, 12, 13, 15» 17, 
19, 21, 26, 27; Pai^mU, I, 2. 

V( )ID PATENTS. See JpplieelieiM, 12; C&mHrueUam of Sj^ee{fiMthm$ m»d Patmt$, 8; 
PmrlUmlmr Poleete, 6, 14, 20, 25, 28. 

WAIVER. See /atir/er«aoe, 157. 

WITHDRAWAL OF CASE FROM ISSUE. 

1. AFTF.R iMTnmBmBNCS— New Rbpbsbnob— After an application he* been 

examined, allowed, and been (hroogh a long in(erforeDee, it ehoiild not be 
withdrawn from ieeoe for the citation of a new reference unleen the Exam- 
iner ie eatietied that eoeh reference frilly meete the olaime. Er pmrt$ 
Aiterburg, 170. 

2. Same— ArrRAi^-SrBBDv Hearing— When an application, after interftrence 

and anowanoe ie withdrawn for the citation of a new reference, every 
Ihdlity for Mpeedy hearing on appeal eiionld be famiehed. 14. 

WITHHOLDING CASE FROM ISSUE. 
i. Contest Auaixst l6»vm of Patent— F nuy haTc an intereet in having D'e 
application withheld from iaeoe; bnt (he righte of D ae well an the HghU 
of F mne( be conaldered, and eince Uiere hae been a definite decieion by the 
OfBce that D ie entitled to a patent to etiU refnee to allow each (latent and 
to permit F to frirther oouteet hie right thereto would be to deny him a 
right to which the Ofllee hae a^ndged him entitled. Fowler v. Dodyo, 257. 
2. Same — Conteete ae to whether a patent ehall iteoe to a particnlar applicant are 
permitted in thie OfBce not becauee of the intereets of contcstAnt, bat 
becanae (he elrenmetaneee are each (ha( there ie doubt a« to whether the 
applicant ie entitled (o a patent, and thie qooation cannot properly be 
determined withont further inveetigation. After the OiHce becoinee aatie- 
led on (hie qneedon i( would no( be jneUfled in continuing the conteet. id. 

WITNESSES. See D^oeiUom; Ihmminfo, 1; Inlmfmrtneo, 25, 02, 156; TrKiMeay. 
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